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STATEMENT OF THE CASE:

On March z‘) 1%(), the University of ]1111101& b ounddimn__

(Foumhtlon) fited suit ‘w‘unst Blonder-Tongue TLabora-
tories, Tne. (Blon_dm Tm_}f.fn_o) charging mfnnnmncnt of
T. 8. Patent-No. 3,210,767 (the Ishell patent). (App. 9).
Trial commenced ])ocombm 2& 1967, and on June 27, 1968,
tho distriet court entered ]llcT"nlollt holdmw the pdtent valid

~and m!‘nnwc-d = 0On Fehnmn 13, 1‘}( 1. his Comf dﬁumod :

(4°°T 2d {(;‘} %lpp App. b )

Blondm meuo smwﬁf omhomu and 1ts p(imon was

- granted Oeiohm '1‘) ]‘)r(} (40017, S %L) \]:mt from ﬂ:e

' qnoﬂhonq pwkeuted by Blonder- lmmml' the  Supreme

("omt sua ‘:,?}m(f(’, 1oqnc"~1(=d ihﬂi the pm’noq brief the

quec’f:on whother the holding. in Triplett v. Low eU( 297

7. 8. 638 (1‘)‘3(‘) chmﬂd he adhm ed o,

0n Mar 3, 1971, the Cinplome Court hdndod down xts
_'docmon (402 1. q 313 Supp App. 20). Ttmodified (hut

did not rnvetso) the holdm" in Tripleti; \acm‘ed (buf did :
not reverse). the mdn*mont of ﬂm Court; remanded the

case to the distriet court to permit. Blondel “Tongue to
assert (and I‘oundnhon to contest) the dpfomo of estoppels
and. etproqqod “no views on. the other issues presented ”
(Supp. App. A7),

Blonder-Tongue suhsequently mnondod its amswer (%mp )
App. 7-9) to assert the affirmative ('Iofonso of collateral
estoppel.  This defense. was founded on the d(‘(‘l‘al()‘n of
fhe Southern. Dmhwt of Town (‘?71 B Supp. 412: Chlpp'

'1. inothm patent and o’fhm ixsues also were nwolved
“eventually, hut they are not involved in this appeal.. . -

9, This do_clqmn is not mported It is 1ep10duced at"_ :

App 820.

-3

App 84), dfﬁnned by tho Eln'hth Clrcmt (4(}" ¥, 2d 12.),_
_Supp App. 76}, in U;rrversrtJ of Illmozs I' onndition v. _
“Winegard (To. (IWinegard), vhlch had held cm hun clfums

- of the Tshell patent invalid. s '

Both p‘u‘uos moved for ]mlcvment \Vlthout iahmo- addi- o
“tional testbmony; ¥ vundation having ‘mpph snented the L

1ecmd with le‘:p[‘(ﬁ to the pleadmgs and judgment in

Wanegurd - (Stpp. App. 98- 102) and the plendings in co-
pcndmw suits.on the Ishell patent-in the Northern DMI lct- o

’
e i i

- . of Tlinois, On September 27,.1971, the disiricl court en-
'_teu,d mdwmont holding ¥ oundatmn estopped from enfow- -
ing the Isbell patent, (171 U 8. P. Q 468, Sllpp App 12 L

: 17) Thr-‘, appe'ﬂ foliowed in due courqe ' : -




STATEMENT OF FACTS.

The Isbell: patent dmclosoe and (Lums a basic antenna

: componont whieh is widely: us(,d commucmlly ‘The an-

fenna. has the familiar design comprising a umber’ of
parallel dipoles whose length and spdcmn incraase fzom

one end of the antenuw to the other according to a given

mathematical wlahonb}np While such antennas have ap-
, phc‘ltlou whel ever a unidirectional, frequency md(,pendonf1

pelfommnce is desived, th(\y have particalar use in: tele-

vision. 1ocephon especmllv colm 1ocopimn \\hlch dom.mds
higher pmim Diee than biack and white..

The faets necessar y to this Court's consldu.mon of the
'-.'.-rsubstfmtwo patent issues lmve heen dl)ﬂ‘, stated in -its
: plevmnq opinion.. (422 I 2{1 7()‘) Supp. App. 58). Blondel-._
Tongue has not contested the acenmcv ot those factq, ‘md_

they nood not be repéated here. e
The factq necessary to the Com't’q con%xdel ation whethe]

an_ estoppel” shou]d be 1mposcd are also baqlcally sunp]e ‘

~and undlsputed

The validity of the Tshell patont in suit has been ra1ser1 _

" in six actions, five in: thm 011c111t aticd one m {he Ewhfh
. Circuitt The clnonolorrv of ﬁlmn' (hto'% is 5 '

Oc’mJu A5, 1‘1(‘0—1”’01;%(?(:1‘10” v. Finney et al. (Sup-

plemoutal (‘omplamt), 6) (“ 290 Northern Distriet

of Illmom

3. This chamcteu‘;tlc pmrmi% a ‘amole antomm to be.

~used over a wide range of frequencies.

4 Wmegard could not be sued: in thls (‘11@1111:

5. The undemded cases have been.. dlqrmssed \Vlthouti
‘prejudice for the convenience: of the: Court, with' leave. to :

remstate pendmg the outcome Of'IBIODdGI‘*TOIlWﬂea

' 1967 :
_On Decémber 28, 1_%: tridl Of Blondcr T(mr;m' began in

March ‘3 1‘}(‘6—-1“oundafwn v, Wmegmd Soﬁthern _'
Dmtuct of Towa, - . R

. Mareh 29, IQFF-HI'mmdatwn v, Bltmdcr J‘tmgue et al., L
66 C 5()7 Norlhern Dlstnct of Tllinois.

Mmch 99, 1966—Foundation v. Channel “Ih{ster et al L
66 C ob‘v Northern District of Illinois.

'ApnlS 1966—1 mun?ahonv Jen‘old 60( (:'36 North—' o

“Erm Dmtnct oi 1linois. :

May 2, 1967—Foundation v. Gavin, 67 o u_; No'rthem'f_ ,‘
Dlstmct of Illmms SR e ' .

“The first case to bc tried wdq Wweqa)d in the Southem .
Dl‘-.tnct of Towa, commencing Feblumy 13,1067, The dis-

- trict conrt’s decision in Winegard, holduw ‘the elaims of -

the Isbell patent thme in issue invalid for obvioiisness, was

“vendered June 23, 1967. (271 IV, Supp 4127 Supp. App. 8-1) Ex |

Foundation ﬁled a t:moly Notlce of Appm o July 27

the Nortlier Distriet of IMlineis, ‘and on sJunc 27, 1968, :
Judge ]Ioﬂnm n handed dm\n }11'3 d(‘ClblOﬂ }mhhuw the pat-' .
ent valid and mfrln"ed A ' N
On Boptembex 30, 19()8 the I&;ghih ("ucu;i af h;med the o
dem‘amn of the thstl ict mmi in Winegard. (H)’ I ‘2(1 195;

. Supp. App. 76). Foundahon 8 pctltlon foa writ of cer-.*_:" _
tior arl was demod Mareh 24, 1969. (394 U. QS ‘)1() ' DA

On Februar y 13, 1970, the Soventh Civeuit alliv mod Jndno o

.IIoﬁ'man’“ dnusmn holding the Isbell patent valid and:
infr inged. thommw Was denmd Apul 2, 1‘); (. (4‘)2 I‘ 2d o

(60)

S Ineg uly, 1970, in view of the Seventh C1romi s decmon

.T‘oundﬂtlon moved’ fm 1oave to file a. petxtmn for reheaung.':

on the Supl eme Court’s demal of certiorari in Wmegafrd':"‘ g
On. OCtober 19; 1970 tho upreme Gdurt grnntod Blondem

' _’I‘onguo s pehhcm for writ of certloram to'revw\\ thmdecm
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sion of .‘th._e'Sevglnt:h "_C.ircu-it. (3‘:.0(} U. S.864). On May 3, |

1971, the Supreme Court ]1;1_171('.10(_1 down its decision in that
case, and on May 17, 1971, the Supreme Court denied
Fonndation’s motion for leave to file a betition for re-
 hearing on the denial of certiorari in Winegaid. '

A chr onolocrmdl chmt summcu izing theso events is set
out hclow -

. Junv‘z} l%z—l)ecmon Dls[uct Comt Towa.
July 27, 1‘)(::——N0ttco of Appoal
Jutie 2:, 1_9(:8—_]?_(_3013101_1 District Court, Ilhnom -
September 30, '1()(3"%-—-Du1smn Bighth Cirenit. .

Marceh 24, J‘]f)()—wl)c*(ism]), bnpwrno-(ﬁnnn, donym«r
certiorari to Eighth Cirvenit.

Felvnary 13, 1970- —-T)(‘(,l“ﬂ()ll hovvnih Cireuit.

July, 1970-—Motion for leave fo file petition for re—‘ _

heari ing on denial of cmhmau 1o Tighth Clrcmt

Octoher 19, 1970~Decision, ;Supaemo Court, granting
certiorari. to Seventh (lruut < o

1\Iay 3 ]071—Dcc:1<;10n Supwme Court:

May 17, 1971—Dec1%10n, Supreme Court, denymw mo-

tion ior leave to:file petition for rehearmn' on denial
of eertiorari to Elghth Clrcmt

l\\ hxeh oqtoppul could altach.

SUMMARY. OF ARGUMENT. U

In the distriet court, T‘ounduhon mgued Lt estoppel
shonld not he imposed for the following reasous: o
The Towa distriet court dnd the Exghth (ireuit failed |

to gmap the ‘technieal subject matter and nature of the -

“Tshell patent (md fmlod to apply thc corroci ‘standard of -

m\onhon : D
- There was no pnm, ﬁﬂni adverqe ad}mhcatmn to

‘¢ A

'I‘ho issnes in the adverse ad]udmatlon were #ot the

same. - Clabws 6, 7, and 8 of the Ishell paiom Teld valid

~in ’rho Seventh Civenit, wore not in issue in {he Eighth
~ Cirenit. Therefore, estoppel should not ﬂpph in any evcnt :

‘to ol: aints 6 7, and 8 of the T«dloll pafonf -

L . This case- already Imvmg boen “relitignted, L ﬂm.'_
,wmm it mponw and. 1udlcm] effort whuh Jormed the
hasis for. the qllpl(‘m(‘ (‘ourt s c'locmon m Bi’madrn’l‘onque"-_"-: .
do not 'mplv ' ; SN S

5. All partiés, and th(\ Courtq, proceodod i rfood fmth,'
under ﬂoillod law, to the mdwmont of validity and mfrmﬂ'o— B

~ment. Foundation diligently proscented this ease, as it

did Tﬁnmarr?. 1t should not be donwd the benefit of this
Court’s ‘judgment hecause of the _}mppcan&mc. Qf_\_ﬂn_ch

case was fried firsts a lmmmnst:mbe which hecame 109,‘111{' o
- qrtrmﬁcnn’r only after’ Judge IToffman s ]nﬂrrmen’t wws en- '

tored and nfﬁrmod

6. Blonder-Tongue did not. raise’ tho issue of cqtoppel_
mﬂwr hefore the distriet court or the Court of Appeals.

Tn its briefs hefore the Supreme. Court, it argned against - -

the-imposition of an estoppel. Even wider questioning by

" the Supreme Court on oral argument, it equivocated as to . -




w hethcx it sought’ u,hof on the {11(,01 y of Lstoppd Tn tliese .

encumstanw , estoppel should not e unpnsed

" The (ll‘whi(‘f court did not mdepondently CDl]HldOl these

- .pomts Point 1" was dl‘spOH(‘d of, withount ‘umlysm, on the

‘ground th at what was invelved was a “mme dmwwc‘ment”

~ between the c¢ireuits, ‘and Umt suell was not sui’f’ueut to bar -
an estoppel. (Supp. App. 15). In this brief, we shall dem-

onstrate that fdl more ﬂ].m “melo-dtsauuement” was
nv olved T

Point 2 was not eonsldmed b\ thu (hs’met court at all :

Point 3 was dmpee_ed of on the gmuud th_aﬁ;the__dei'endant.- |
in Winegard had, in:the prayer to its Angwer, asked that

~the patent be adjudged “null and \md ” (%upp App 16).

No c'ountmelann for patent invalidity was filed in Wine-
gard.. In this brief, we shall domomhate ihni this 0'101111(1

was not sonnd in law..

Points 4, 5 and h ere (]i&p()“s('d of snnnnmlh on the
frmnnd {hat:

Al these cncmnshmees waore bt,ime tlie Supreme

Court, and with this record hefore it that Court di-

reeted that defendant be given an opportunity in this -
Court to raise the defense. This Court cannot evade -
the mandate hy ]1oldmg that ‘ﬂldl fae'tors' de_f_e'at the.

p] a. (Sapp. App ](‘)

In ﬂllH brief, we sIm]l clomom‘rmto that th(, Supreme COUlt.

did 1ot intend to hupose any binding maundate on the dis-

 triet court, but rather left olf i issues open for its consldera-
_' tion in de’[ernumnﬂ what would be 31151; dnd eqmtable m -

‘-thc mreumstances of thxs case

ARGUMENT. ,

THE DISTRIGT GOURT MISGONSTRUED TR SUPREME '

COURT’S DECISION AND MAND *.'i"“

’Hlo lhslue{ eomi 111{011)10ted thc %lprum (‘ourt’s dc- .

- eision as a mandate to accept, w1thout f1n1 e conqldem-_ :

tion,.the decision of the Kighth Clrcmt in-Winegard, Ae- .
cor dingly, it did not fully and lndependeni v consider the
f‘l(’fOI‘§ presented by oundation to determine what w ould '
be - ]usi and equitable in all of the eireunisiances of this
case. It ig sulnmtfr»d that the: distriet courl xmd into the

Supreme Court’s decision a mnndaio whl(h does not exist

and ﬂmt this ml-’-.con%hn(hon was errm asnom iiter of l'm'

The bnpu‘nm Court d]re('t(‘d 1fs dtienhnn to the loqnl'

o qumhon thhm the rule of Triplett v, Louwell should be._'
modificd or overrnled,  After briefly. qtmwr the back- .~
~arvound faets, the Supreme Court confined: ils aftention to =
that legal qnpuhon without auy. refelence to {he pqxticulnr' -

' faofs of the pleqenf mso, nnd cnncluded (q“pp App: af') '

Tr;pleit should be overruled to the exfent it fore-

eloqoq a plea of estoppel by one facing a charge of in-

- fringement of a patent that has onee Iwon deel‘ued
mv'ﬂld S

The Suprenie (‘omi sof up the fo]lowmg f w Im's as bemg
relevan{ to the detmnmmhon whether mmmmon of an:
estoppel wmﬂd be just and eqmtable

1. thﬂlm the prev:ous advewe 1udn'mvnt was: ﬁml_

2. Whethel the plevmus adverse mdqment related to-'."___.'
’rhe same 1sques ' A

3 Wheﬂm thv cor rcctness of the prxor -uI\ or qe dECISIOH ,

_1s open to doubt because of a defeet in that ( :mrt’s under-
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. L'.tn'niding of tlie fec hnical issyes, the (ipplimtidn of the llaw,,.

or. the comp]cfumc-s of th(, evidence before it.

4, Any other factor wluch \vould I]}d]s(‘ it m(,qmtable and_- -

unjust to apph the eqtoppol

“Having thus oh(mwnd the Iaw, the Supmme Comt had '

discharged its proper function mf]nn our judicial systen:.
At the same time, it recognized that because of the rule in

- Tripleit Il.e.iiih(‘]_f_ party had had an opportunity to address
~itself to the merits of impoking an cstoppel during the liti-

gation, Beeamo the determination of the morits of this
defense properly is tho role of the trial court in the first
m‘#ance the Supreme Court vaeated the decision and re-

~manded the case to the distriet conrt. “At'mo point, how-
ever, does the ‘decision  of- the Supreme Cowrt deal with .

the specific facts of the present case, nor indicate what

~effect it thought these facts qhould have on the outeome of |
*-the remand. ITavmg_ stated the law, the- %upzemo Court -
left its apiplieation in the ; drfmnh} oncumqtmwoq of ’rho :

preqmﬁ ecasc solely to the dl‘wh‘l(’f court.

It d:d not, for emmp]o hoa’f the issuc whether the dc- |

cision of invalidity in Wineqard, wu:ch did’ not become
ﬁnal unhl after Blonder- rl‘fmnru(- had been tried and deeided,
was nev ertheless to he cons:dm nd a.final deeigion for pur-

poses of imposing an octoppol It did not even Jiscuss,

mmnch. less domdo the que%‘uon whofhm the issnes hefore the

conrt in Wﬂreqard and those hofmo thel. Court in Blonder-

Towguc were identieal and, if: noi’ to what extent the dis-

erepancy would prevent 1he apphcdh(m of an eqtoppd The

Supreme  Couxt - oomldorod none of the specific fac‘mml

questions presonted bv the case before it. As 1t sald (Supp

App 57):

“In takmg ﬂllS actlon [of rem'mdmg the ¢ case to the dlS-

'_trmt court] we intimate #o views on the other issues
_‘presented in this case. (Emphasis added).

EYSENSE

JUSTICE AND EQUITY REQUIRE THAT COLLATERAL
: ES‘I‘OPPEL NOT BE I.MPOSED

A, 'I‘he Elghth Circuit Did Not Apply the Proper Lega.l' |
' Standards 1n ‘Winegard. - : : o

" In Blomlu Tongue, the Supmme ("ourt nul one ot thcf

" factors to be considered in deciding the ]nnpne‘fy of an-
‘estoppel is whether the first validity determination prop~ "
“erly applied the standards of mvcntlon set ont in Graham

v. John Deere Co., 383 U. 8. 1 (1966). This is a aubshmm e
question, to be douded as a matter of la\\ by this C‘omt

In Graham and its cﬂmp.mlon, U S v deins, 583 . S' o
39 (1%(‘), the 9111)1(-1110 Court. set out th(‘ guidelines for

determining non-obviousness undet B U S § 103. The'
federal courts were dnectcd by these wmdohnes to de- .
tolmme the scope and content of the prior mi the dxtfm-'. :

_ences between the prior art and the elaimed invention, and
~ the Ievel of ordinary skill in the art.  Maving made these -

inquiries, the courts were then to decide the legal qu('bhou'f‘_
of - lmtouiahlhtv with duo CO]]%I(IOMHOH ‘of seh pmtmont
factors as’ eommercml suceess, lon"-folt but umoqolvod,_

" néeds, and pum nffomptq and fm]mo% (3‘3‘3 U @ 1 3(‘ 'md :

39, 52).

The Supreme Com't r?'m’ Not p‘\%% on fhe valuhty of the -
Isbell patent. The Wighth Chrenit ]1__01d: that the invention

~covered by the elaims of the Tsbell patent there in suif was |

obvious, C‘ouquo}v, :md in the face of that docmon this
Clonrt hield the invention covered by all c}anm nf the Iqholl' :

patent to be nonobvmuq It is anhxmfted {hat tlng Court

and its distriet court correctly nppltcd the G'r rﬂmm gmde--

-'rlmeq wherem the E Ewhth Clrcmt and 1ts d;qh ot court dld'. ,

not. . . _ . : e
: Thlq Comt does not have to review m depth fho tochmcal
aspects of the mventlon It did so in _decul_x_n_g _that the

i
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Isboll ])1fent was valid. The issue now’ is whether n so
. doing it “nwmh dlm"med”. with the Eight e (Jn(ml or
whethery in its view, the stand.ud of paion{dhﬂli\ applied

by the ]wrhth C‘ncmt m TT tnegard departed from G raham.

Tt is evident that it did.” For some time, the Iuwh th C]I‘—
cuit notoriously has been owl of step with this and the other
ecircuits en-the-issue of pd{onhbxhiv ch'o (traliam, “and
until Juie, 1977, the Tighth C‘nomt had. oc*caslcm to pass on

the validity of 18 patents and-found cocry one. of them in-

valid, veversing in sev er al instances a distr ict court which
had hold a patent valid; : :

In Woodstream (’mp y. Hmf(*r s, Inc., 44(‘1 ™. 2. 1143
(8th Cir. 1971) the Oonri fnr the. first time since.Gralam;

found a pafent valid, Tt veferred to Blouder- ’]”ongm" and -
Mr. Justice White’s omp]ms;s therein of the inportance of _

“the proqumptmn of validity in patent law, and held the

patent valid “primarily, beeause the defendants have failed

“{o. rebut the § ‘)‘%" pr oqumptlon ” (44(‘ 17, 2(1 114? 1149
1].)())

sumpimu of validity in TVU()(]S‘?‘T(’N?H must he contmstod
with-its previous disrogard for' this presuuption since
Graham. Also,an, analysis of the Fighth C‘n'emt’ de-
cisions sinee Gralam and prior o TT’oodshnam mdlmtes
that the Court had routinely rejected all evidence of com-
mereial suceess, 1011“«»5-1‘011; want, and prior attompi% ‘md
failures in considering the question of ohviousness.

That the Woadstream docmlon dom indeed ropresent a

change in the standards of invention applied by the Highth
Cireuit: is clear from ‘rho conc]ndmﬂ' ronmrkq of the (‘ourt
(446 T 2a 1143, 1157) '

In B!muf@r-']’(mqw su;am fho S'ﬂp‘i(}'ﬂlt‘ Omlrt ob-

served that a defendant In a patent infringement. suit
must not only introduce proof to overcome’the pre-

aumptlon of patent validity, but must also rebut what-

ever proof the patentee oﬁers to bolster hlS claims. -

The sudden emphasm ‘m,r th(, E;ghth Cncmt on the pre-
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" The Bighth Cirenit may now bave come helatedly 1o

apply properly the (‘rrth-u'.ln standards of pate lil:xbilit}f but

'too late to be of any. henefit to Foundation in Wmcqard S
In ﬁ’tn('(/mr? the Court ignored the preswmplion of va-
U lidity as well as to the ahowmgs of ‘ecommercial success,
long-felt - need, prior failure, and, indeed, ‘the expressed =

statements of those skilled: in the art that the. results
aehievod 1)V Ishell were in fact uuprcdlc ablc ' :

In TVOO(?siamm tho mm‘t quoted W 11]1 appm\{al two of
the ‘decisions of Jud”e Licarned Hand. (446 1. 2a 1143,

1156-57). The first, from B. G. Corporation v. Walter

thr?r & Clo,, T9 T7. Zﬂ 20, 22 (2nd Cir. 19?5), i as foliowq-_ o

Al maehmc:s arc made’ np of the same’ c]vm(‘nts; rods,

pawls, pitmans, journals; toggles, gears, cums;-and the .
like, all- .lctmg their parts.as they always do and .
alwnvs must; * * * But the eéléments are ( d}mble of an. - -

infinity of pvrmutdmms, and the selection of (hat wmupf=
which proves servicable to a glvon necgd may require
a high dogwn of originality. * It is that act of seleetion
w}nch 1s the mvcn‘rmn, and it-must be beyvond the ca-
dcn‘y of common- pl‘lce mn"m&tlon. '

In the qocond from Reiner v, I Lc'ow Co., 285 W -2d .J()l -

508- 04 (2nd Cir, ]%O) Judge Hand s(ud cmwmnmo’ fhe L

1018 of a éourt in patent litigation:

Thc teqt Inid down [f(n ObVIO‘l'lhIlL‘bH] 18 nniood m:ah"
“enough. Tt direets us to surmise what was the range -

of ingenuity of a person “‘having ordinary skill”” in an .|

“art”> with which we are totally nnfannh.n and ‘we.

“do not sec how sich a standard ean be .mphod at all-

except by recourse to the earlier work in the-art, and

to the. general history of the means available at the | -

time, To judge on our own that this or (hat new as-

semblage of old factors was, or was not, ‘‘abivieus?’is. .

~ to substitute our ignorance for the acqmmfnnce with-

. the subject of those who were familiar with it. There
are indeed some signposts: c¢.g. how long «id the nced

“~exist; how many tried fo find the way; how long did the
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surronnding and aceessory aris disclose the means;

how immediately was the Invenlien recognized as an -

- answer b}/ those who uaed th(, new variant?

'.The 1'1110 which the ¢oirt quotcs‘ with approval in Wood-

stream is precisely that whmh was 1o1cd‘0d by it in TV@‘H(‘—': :

' ga rd. : - :

In ]mldmg tho IsbcH p‘ttuxt m 1]'1(1,"_‘5}10 Iow;a distric_t'

court saxd

It is thus appd}ont ﬂmt ﬂm Iﬂ.lwll .mfnmm is & combt-
nation of elements, all kuown in the prior art and also

.that these known clements were combined in the Isbell

jmtomm in a nranner dietated: b\' a fheoxv alqo Lnown
in the prior art

) The ’rhoon"tefonod to by Conrt as homn “]mown” was

_'qfated 1o be *‘the log. pulodm method of doq:nnmw fre-
© quency mdepondont antennas,”” (271 1*_. ‘Supp. 412, 418,
Supp. App..95). ' Co o '

~If the Towa dmh'wt comf $ p](‘mlHL, ooncomm" ﬂu' nan-

ner in whieh the. known clements of the prior. art had been

. combined by Isbell had J)oen cmuci., we would ]1_:1\;'_(3;,_110

quarrel with the court’s determination that the results. -

must have been.obvious to onc'skiilod in"the art. Knowing
. that a desired effeet can he achieved merely by .combining
cerfain elements in a known mamner, one wowld have no
difficulty. in- assonﬂ)lmw Tshell’s mvon’r:on :The *“act of

' selochou referred to. by Judge Hand in B. @. Corpora- .
tion, supra, would have been wlthm “tho edpdmtv of com-

monp]acc mmgmahon

The fact is, however t]mt there was uur] 18 1o “log ‘[)(‘ll-

“odie method of designing fr eqncnc\r independent antennas,?
_but sather onIV a method of deki“‘nlno’ log pouodm struc-

tures, Whl(‘h may potentldlly be anfeimas having fr cqueney

_ mdependent pl()p(,l‘tleb but whmh m the vast and unpre-
d:chb]e ma)onty of cases are not,
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On a,ppeal the Eighth Cu:cmt aqrccd that {ho pmm:so of

' the trial Court had indeed beon Grroneous “and {hat the art o
did not know how to d('«tgn a frequcnc'y uuinpvndent log - -
peuodw anterma with any assurance of success. (402 Fo2d -
125, 126; Supp. App. 77- 78). " The Court a(:('(‘p{e‘d as true -

- the sfatenients of the prior art that: a

Unfortunately no theory has been estabha 1ed whlch .

even prediets the iypes of structures wh:u W111 glv
fmquem‘y mdcpendent opexatmn. -

and, . .
: lf is not poasible to dctermme @ pmom Hm frequency
llltkpellclelli ty pe of log- permdlc antcnn .

' Ha,vmtr thus Lstdbhsh(,d' the level of h‘-kLIl in the art, the
Eighth Cirenit 10’11010(1 it and substituted its wir " ]udtrmont
of what one skilled in ﬂm art would find obvious, Without
citing .nw'snppmt the (‘omt 'ﬁtuted (402 I* 2 12_5, 128;

. Supp. App 82):

"The pmhh-m here was one of tnal ‘and. error \Vlth a
combination of - eominonly used elements operating
within known plmmples of olectmmca mul mechamcq
fo achieve a dum ed result. R

The Court, in essence, held that in View of the avall-_'_.
ability of the clements of which Isbell’s antenna is formed
it was ‘obvious to combine them to produce Tshell’s i inven-
tion, on a hit-oramiss, trial-and-error-basis; This is pre-

cisely the algument th'lt was le}ectcd by Jud"e Hand in

Leiner, supra.

- The atnummt that an mventmn 1'5 obvmm because 1t.
requues only “‘routine experimentation’ was- also rejected
in Application of Tomlmson 363 B, 2d 928 931 ( C. C. P A
1966) = '

- Our 1'eply to th1s view is simply that 1t bm*% the ques-

- tion, which is obviousness under section 103 “of compo-
smons and methods not of the dxrectwn to he taken in
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making efforis or alfempls, Slight refleetion suggests,

we thinl, that there Is usnally an elenmient of ““obvious-

Cmess-to Try?? in aily researeh endeavor; that it is not
utdertaken with complete blindness but rather with
some semblanee of a chance of suceess, and that pat-
entability determinations. based ‘on that as the ‘test
would not only be contrary lo statute but- result in a
“marked deterioration of the entire patent system as an
incentive {o invest in those efforts and attempts which
g0 by the name of “‘research.’’

The standard of patentability ili)plihd by the 'I'“‘ié'h.t'h.

Cirveuit in 1V nmqmd effectively denied the pdlentablhiy of

all eonlbmdhons oi kuown elements. A vesult can be de-.
sired wn.hout any knowlul% of low to udlivvc the result
and a - trial- aud error pm(-odme can always be cmployod-
using known-clements, Applying the Winegard rationale,

one would hold that a novel chemical componnd having the
unpredlctdbh, proput} of curing cancer or of growing hair
on bald - he‘zds would nwmtholcsb be obvious since the

: 1_eeault i de_;.sn ed and all chemieal elements are 1\110“*11, the

result in-that sense being achieved in. an “obvioﬁs”. way
mer‘ely by trial-and-error exper mmnhtxon with all posmble
'combmaiionb of chenucal c]emcntb..

_ Contrast this 1tt1tude with the pmpe apphcatlon of the
law by ﬂm:. Circuit. In coming to their, original decisions
that the Isbell patent was valid, both Judge lloffman and
this Court rejected the "Ohyio'rus-iﬁiry’.’ standard of ob-
viousness. The deeisions of the Courls in this Cireuit,
oppost,d to those inthe Kighth Creuit and with fall I\HO\VI-

edge thereof, are ])01&1118‘31\’0 ‘evidence that the legal stand-

ards applied by the Bighth- Cnuut i1 TVM?agm(? were

erroncous.. The Dlghth Cireuit’s own holding in Wood-

“stream, decided after the Supreme‘ Court’s decision in
Blonder-Tongue, appears to recognize this faet.

17

In s0 mlmﬂ {his (;mnt would not bc evxdmu ng Judlblﬂl‘

“d.lI’O“d.llC(,,” as the district court thouOht nov would it be ]

sitting in “‘review?”’ of a bmtu Cireuit Courl. It merely, ]
would be determining whether its own legal standards and_

prior decisions should be enfozced or whcthc ihey should
bow to the decisions of another cireuit, Tho (lntuct comt' |
did not .maly',(- or cven conslder these factow ' '

B. At the Least the Blghth Cn'cult's Hoch o in Wine- -
gard Is in Doubt and Should Not lee Rlse to an’
‘Estoppel. ) __ | |

Lven if i‘hm (,o-m"t .d'o'c* not ﬁnd that thé-]'}i\azhfli Oiré_u_it
failed o grasp the tochmcal subjeet miatter ol the inven-

_tiom, nor that it ‘ipplu «d an incorrect stdnd.nd ol lnventmn, :

Jllbtlbe and equity require that an eqtoppcl nof e unpoqed -

In Blowder-Tonguc, the Supleme Court dul unt dlrect 1tb_,

'attultlon to a situation in which a patcnt s becn held --

mvahd by one court mnl valid by anothm eqinl coutt as of =
th(, time let L‘hiO])le is fvst absmtod asa doil nse.. Such a
situation is, pr csent he and it was al‘-.o rouu(l) faced in
Blwmeraft of Pittsbur qhv Kawneer Co. Im O Supp.

............ ,172U. 8. P. Q. 43 (N.D. Ga, 1971); c'aupp App 103,

The court n Blzunc'mﬂ agknowledtr(,d ths 11 ntmo of the R
bp(‘(ﬂhc factoz “sot out hy the buprome Couit as newatmg"
_Tho Blmncraft

a defense of LS{{)ppel was there. preqent”_
court recogm/,ed “however, that it would be ungust and

-meqmtable to apply an ebtoppel merely Y becaux:- the patentl'-: >
had been prekubly Tield invalid. It 1'ec0frnmwl ‘that sub- -

stantial doubt as to the propnety of the. fnulmg of in--

validity was cieated merely by the previous -f__i.ndmg of
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validity Accordingly, - it refused to unposo an e%toppol
saying (Supp. App. 107-08) : :

- AL present, there are f\\o conflicting decisions “con-

struing the validity of the palent in question, In the .

interest of justice, this comf canneot place more weight

on tlie. deeision of the (,omt of Appeals than on tho :

decision of the Uourt of ¢ laims in l‘dll]l“" on the defend—
ants’ plea for ostoppo]

fhe suu.xtu)n iaood by Judno Hoffman on lomand
oftect is identical to’ Bhwmeraft. Toven dssuining. mgztendo
that none of the -:pn,czhe fuctors considered by the Supremné

Court to juslify denial of o.\{oppol were present here, the -

- fagl remains that, after a full eonsideration of the tssucs,

-the Tshell: chtont was dodmod valid by this Court with
knowledge of the previous finding of imvalidity by the

Eighth Cireuit. Tho 1n('qcapablo conclusion is that there

exists substantial donbt as to the corrcetness of the dCCi-_: .
sion of the Highth C‘_ncmi,.11.;_0.5poctwo of 1ts-qpphcahon.

of legal standards. Blonder-Tongue in this case, to just as
great an extent as the I omzdatmn in the TVmogmd caso,
has had its day in court. To apply the estoppel here would
be to put more w olght on.the deeision of invalidity of the
- El“’hth Circuif than on the finding of Vahdlty rondeled by

~ this Court, without any justification. Beeause of this faot_ o

alone, an estoppel should not he nnpnsed b

0. The Judgment_;n Wmegard Was Not Fmal for _'
- Purposes of - Estoppel

- The Supmmo bourt :ecogmzod thnt the prior adverse
~ deéision to which an estoppel is alleged to attach must bea
. ﬁﬁ‘al-’deoision As the Court said, (Supp. App. 39):

. 6. The Supreme Court had aclear opportunity to chooso
~the E1ghth Cirenit’s deolslon over: that of thm Court, but
-1t dzd not, do 80,
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\er'ovm wo do not sugg,(‘sl Without lv;:wlatwo gnul
~anee, the 1t a plea of (“-L()]!p(‘l by an infringenient or
- roy d“} st defv]ld.mt l_unst“mfom,.lh('ai!} he aceepted -

~otice the defendant in support of his plea identifies the

issue in snit as the 1(1(,1:hoal qucfstmn /umlhj decided .

against {he patentee or one of ]m, pn\n s pr ovmua

__lmgntzon ("{omph.ma oddod) ' S

 The roquuunont that a 1)110] advouc 1mlwnwnt must: h{,_' _'
I‘nal is in keeping with the ol%smal requirenments of res
]udzcdi‘t and eollatoral estappel, and with tle eone('p{q of -
Justice and equity. - A jadgment not yet f’u al'ean obviousty
be overturned and a ]ndwment baged on an extoppel ereated
by a not-yet- f'n.a] previous holding is not only m;jmf but
mv;tmrf of ]ndmx al chaos, There is no m(ﬁmhon thal in
peimitting Blonder-Tongud hvlatcdly fo I.H‘%(' an oqtoppol';
defense’ the Supreme. Coulf made any prejndgments oi -
intended to waive any of the ‘requirements for applying res

: mdlcnta or collateral catoppt] mc]ndmg \110('1fl("1]h' tht' '
:omsionco of a fwal p:wr ]udgmont '

The trial before 111(]g0 Hoffm.m was held durmw iho g

_ponod of T)vcombel 28, ]‘)(‘7 to J{mual} 11, 1‘)68 The

deeision in Tifzwgrfrrl did not become ﬁnaI uniil the Founda~

tion’s potlhon for writ of certiorari was denied on March- _
24,1969, well aver a year after the elose of the trial before .
_ Jndwo Hoffman and almost 9 months affer Judwe Hoff--

man’s. decision holding the I':boll patent valid. Even 1_f~_.‘

the modification of Tuplcft had been apnounced by the . .
_Snpromc- Court prior to the tinie of trial hefore’ Judge -

1Ioffmdn ke would not ]1'1\‘0 been able to act on a ploa of

+ estoppel hecause. thom was 10 fnmhty

The dlstnot court 0'a,ve na consxderation to thls factor.
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- D. The Recmd in and Issues Declded by Wmemrd Were
Not Identlcal to Those in This Case.

'lho uprome C0111f rocognmcd that a- pnm' ‘1(1\?0150 de-

eision to whlch eqtoppel is aHeged 1o attach must not only
be final but must have decided the same issues as ave in-
volved in the case at issue. Neither the record, nor the
lq‘:uoq were: 1(101)110{1] m TT’??zmm'(? and- Blonder- Tm?que
The most ssn‘mﬁmnt dlﬂ'm(nco in {lie records was the
testimony of Dr. DulTamel, the noted anthority on Tog-
periodie antenna designs,  Ho testified in Blonder-Tongue,
but ot TWinegard. His, tostimony corroborated Tounda-

‘tion’s position on non- ohvmu«nnss.‘ This Court s__peclﬁcally '

 commiented on such testnnomr (Supp. App. 67, et se’q}.) in
addition to the other evxdon(‘o and concluded that:

]*mm the record before ns, we do-not view ﬂm sibu-
_ ation as one where'it wis obvious to antenna designers

that a simple dipole and the segment of ine hetween it '

and the next dipole in an array would deseriba-a eell
- fitting the coneepl of logarithmically periodie antennag,
nor tlial some arrangement of simple dipoles in geo-
metrie progression would be a freguency independent

broadband antenna, making it qtmply a matter of log-

ieal cxpormmntqtlon to f"'md ane.

The issues. in TI m(’gnrﬂ were also different from those
in-Blonder- Tmzqw - As the Winegard distriet court noted,
¢laitng 6, 7, and 8 were nof there charged to have bheen in-
fringed. (Supp. App. 89). No evidence was introduced and
no mrmmonts were made. during the Winegard. trial with
I r)c:pect to these ¢lainis. AIthmwh the defendant in Wine-

- gard asscrted | in its Answer that the Ishell patent was “pull -
and void and of no force and effoct " there was no counter-

claim ﬁled by the defendant in that ease. The validity of
";clmms 6, 7, and 8 was thus: not inissue.

On_the other hzmd in BZoezder—Tongue all of the patent'
ﬂfumq mcludmg claimq 6 7 and 8 were 1n 1ssue._ Re«ard—_
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Jess of whothu ih(, cstnppd is othcrwne lull to \w up.
plicable; thexcforv there cannot bc an estoppvl i lu (.huln-.
6, 7, and 8. ‘

It is settle(i Llw that ech LIdlIﬂ ‘of th(, ]m{vnt ‘repre- -
sonts a-separate cause of action.”” Sfumpf v. . Schreiber

- Brewing Co., 252 Fed. 142, 143 (2nd Cir. 1918). In passing-

on the mh(ht} of the claims of a p.ltcnt they-are not
treated as a group but rather mdw:dually and the validity.
or invalidity of one does not affect the others. “These prin-

: cxples ave clearly stated in 35 U. 8. C. 2531

Whenever, without ~any - dcceptwe mtonfmn, a claim ,
~of a patent is invalid the remaining L]mms shall not -
ﬂmrehv ho Jendf,rod 1nva11d e '

and i m '3o . S C. 288:

\Vhonevox, mthont deceptlve mtontmn, i (]'um of a
patent is invalid, an action may be maintained for the

infringement oi' a c'Lum ot the pafent wiiieh may be - -

' Vd] id,

r :
[‘ho }nnv;smns of these .se('hon.s were paswd h\' Conwwsv-

‘10 Temove the haish and 1110,\01nbh, rule of the eommon

law, 111(-1(‘10['0;0 applied, that if one claim of ‘a patent was

‘invalid, the whole patent was de v General Blectric Co.

v. ITygrade Sylvania Corp., 61 F Supp .>.»$l. .342 (C; D '

'\I Y. 1044).

The patent statutes also }u'ovidé ‘that the Micstencc of |

one or more invalid claims in a patent shall not effeet
: the ptesnmphnn of vqhdlty of fhc oihm c]mma. 35 UL S C.

§ 282 pr ovides;

A patent q!nll be. presumed valid. 1‘41&]1 i‘]aim 6f a
patent (whether in independent or dependent forni)

qhq]] be presumied valid mdopcndentlv of. the vahdxtv
. of oiher cLums‘- e o

In I"(’lbzma V.. Ncw Yorf ('eﬂtral I? 1? (‘n. 350 F 2(1

416, 420 (Gth on- 1‘165), ouly_:-.ome of tho (r.u'mq of two
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" patents in suit were in issue, although the Complaint as

filed alleged infringenient broadly and the defendant’s

Answer alleged the invalidily of the }mfon{s bmn.dl\" The
Cowr{ of A]a}am]a reversed judgment of e trial court .

~which h(\ld the patents mvalid s say ing (at 420)

Asa nr climinary natter, we note that fhe I):shwt
Conirt, in its eonclusions ‘of Jaw nuntbered 8 and 9,
TeTd hoth paionfs vy alid and vold for lack of nov LI‘LV
aud patentable invention,””

were ‘rllod AWe think it was crrov for the Distriet

Court, even ;mphmilv to pass upon. the valldlty of.
claims.which weie nat properly put i issue. . .. While
a different resnltmight well obinin whmc ihem s’

a olalm o1 ommtmvlmm seeking a (leolamtmv Judg-
Cment”of dnvalidity of the entire patent, .. . we do
not have ﬂmf situation in the ])wqont case. :

Thl‘» prineiplé was s dilso stated in Bnm v. M. A. Hamza'

Co.. 33_1 . 2d 974, 980 (6ih Cin 19(4)

E.. This Case Alreadjr H:iv‘mg' Beén' Litinrafed in Good

" Faith, Under Settled Law; Equity and Justice Require
Th'lt No Estoppel Be Imposed

Plaintift has 'ﬂlhtrmlﬂv' and in good faith dtigmp’rcd to

enforce. fho pa’ton‘r in suit against infringers. Thlc; enforee-

ment, beeause of the vouirements of venue, led o ﬂlo.
ﬁhno‘ of five suits in the Northern T)lshwt of I]lmmq and
one in the leihorn District of ana. Thoese snits ‘were

- prosceuted cm)cnnnnﬂv' with  diligenee, and as. it hap-
penred, the Town' suit was ﬂm first fo veach trial. The
Tilinois suils were diligently prosecuted throughout, how-

ever, and this ease, the first to he veadied for trial, waq.

' fnod when 1'mchod on the dmtrmt com't’s c-.ﬂendzu

- 7. ThHe first: filedd Nlinois suit was unavmdahlv dohvod
by its transfor from Judo'e Marov1tz to Judge Lynch

withont rostricting ‘that -
~holding to the particilar (?fmnc. ot which the’ m%uos_
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As.a result.of this dual 151 o.secuimn, TeCOY nWCd"by both
pmtwa and the ecourts to be in accordance with and

'10<1|med by the law as expressed in Ti!p]u‘{ there now -

("rzsts a situation in which two. distmct courts; and their
respeetive Courts of Appcdl dmaexee ‘1% to the thdlt}"

of the patent in suif.

The question, “]lef{)l‘ 18 not whothv qundétidri."
should e permitted to 1c11t35at0 the | fisud of v111d1ty
The. issue has been relitigated in faet. The” qu(_stlon is
whothm it would be equitable to impose un Obtoppel ban-
mw Toundation from the fruits of ﬂllb (‘nu;t 8 311dwmont :
It is as mucli a matier of public concern that a valid patent -
bo_ enforceable as that an mvahd one be stricken. Both
ave requisites. 1o the healthy patent system ]udged desu‘- -

_abi(, by Congress and the Constitution,

~ No reason for an, estoppel appears . i this ease. The

~ basis for the Supreme Court’s, modlﬂc‘nimn of I’np[eft :

was the desirvability of roduung tho cost of multiple liti-
dtmn to the p(nlws and.- the ])Lndeu nnposod on 1!30;_

) iodoml courts by such ]mg ation, \Tellhu ol these gr ounth

is dpphcnhlv here, where the 1011tlwat10n Ims aheddy taken
place, in good faith and in full 'wcoui mth emstmg law.

The distriet court- considered itself bd]l(‘d by the Su- -
preme Court’s docxsxon from conmdcrnw ﬂus factor. 7
(Supp App. 16). Yet there is .m0 such mdmahon in the -
'%upromo Clourt’s deeision. It left all factmq 6pen for the -
distriet conrt 8 oonsxderatlon. '

SJudge Lynch 8 1llnob&>, and an unsucco‘%siul motion for sum-

-

~mary judgment filed by the defendant in that case: factors -

obviously beyond the eontrol of either I” oundation or the .
courts.” Foundation sought unsuccessfulh, {o cone,ohd.ltc
ﬂm Nlinois cases. : .
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: F Blonder- Tongue D1d I\Tot Seek the Beneﬂts of the

Supreme Court s Remand and Opposed Changm«r the

Rule in: Tnplett

In its im(f bcfou the Supreme (,mnt Blondu Tonﬂue
ahswered in the aﬁumafzbc the question whether J’M};wlef;t

- should Te adlicred to. On oral argumeni, it never squarely
answered the (‘omt’ questlons of whether it souuht velief
on the basis of a medification of Triplett® (Supp. App. .
25-26).  While the Supreme Court found the question
properly . to be before. it, Blonder-Tongue's position in '
-that Court is a thd conﬂdmatmn i detormining the
. justico and’ equity in 1mp0qm an ostoppel to the cnfmco-'

- ment of .this Court’s Judrrment Seo Grantham V. Mchw
Edison Oompmz Yy e Fo 2 i (7th Cir. 1‘)71)

_ 8. Defendant nevor attempted to argue for-an estoppel
=7 gither before this Court or the Court of Appeal&., nor

m its. brlefs before the Supreme Court.

R T R T

CONCLUSION. -

' For the foregoing 1-03501_{s, the .c__listr'i(:i court’s decisior
on remand that Foundation ‘is estopped to enforce the
vahdlty of the Isbell pateut c;hould be rev czsed ' :

Respcctfu]ly subm:ttecl

_ Cnanires -._T. Mﬁmn,\ A,
Winniam A I\I;\Immir,
- Eowaxp M. 0"Toors,

Two Tirst \’dhmlal Plam,
C]uc{wo Tlnois 60670,
 Area Code 312 ',iG-o?oO B

Atfomeﬁ for I’hmrfzﬂ'~Appeilant i

Of Coumel : L -
Mgeruam, I\[AH‘HL\LL, Sn.\pmo & Kr ocm, _
Two First National Plaza,
Chicago, Illinois. 60670,




