IN 'mr UNITED STATES, DISTRICT E)gg@ sE
FOR THE NORTHERN DISTRICT OF ILLI

IVED

EASTERN DIVISION 00T, = gL
e | | . .”_Nféf AnuR; '
THE UNIVFRSITY OF ILLINOIS FOUNDATION , POST OFFIGE squag BOSTON
RO ' S B e
Plalntlff and ) '
Counterclalm Defendant )
. Yy NO. 66 C 567
e _ . S _ ) :
BLONDER-TONGUE LABORATORIES, INC., )
- Defendant and )
Counterclaimant, )
o S [ ‘) : )
v, | )
SRS SURE PR )
JFD ELECTRONICS CORPORATION,. )Y
Counterclaim Defendant. )

o separimt

'MEMORANDUM OF DECISION

:JULIUSuJ; HOFFMAN, United‘States District Judge.

The act1on is presently before the Court pursuant to the mandate'
. of the Unlted States Supreme Court, vacatlng the judgment of
.the Court of Appeals whlch had affirmed the Judgment here.. It

§'1s the oplnlon of thlS Court that thlS mandate requ1res the

- entry of flnal Judgment for defendant on the plalntlff's clalm




. IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION |
THE UNIVERSITY OF ILLINOISIFGUNDATION; |

Plaintiff and o
Counterclaim Defendant

o  BLONDER- TONGUE LABORATORIES ING.

Defendan t and
n Counterclalmant

._v.‘ o

"[ JFD ELECTRONICS CORPORATION

Counterclalm Defendant.

. JUDGMENT ORDER ON REMAND

- This'cause'having comeaon.to nesheard on plaintiff‘s
‘Anended Complaint, on defendant'elSecond‘Amended Answer-and
:Counterclalm, and on plalntiff's.and counterclaim defendant s
"Reply to Amended Counterolaim and the Court having heard the
';teStimony of-the'witnessea for the respective narties-ln open-
‘-court and hav1ng examined the depOSitions made of record ‘the
ieXhlbltS receined 1n evidence. and the briefs of the respectlve
fparties and the Court naving considered the opinions and...

:orders of the United States Court of Appeals for the Seventh




-'followsﬁ
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Circuit andlof the.United‘States Supreme Court rendered upon

o appeal and review of thls Court s Judgment heretofore entered
:10n June 27 1968, and the Court hav1ng this day flled 1ts

; Memorandum of Dec131on,

IT IS HEREBY ORDERED, ADJUDGED AND DECREED as

1. 'The Judgmentlorder heretofore entered on

_June 27, 1968, is vacated.

2. The Court has jurisdiction of the parties and

-~ of the subject-matter of this action.

.'3;.'-The plaintiff The University of.Illinois

B Foundatlon, is estopped in thls aetlon to assert the valldlty of"

“dUnlted States Letters Patent-No. 3 210 767

_4;. United States-Letters Patent, Reissue, No. 25,740

is invalid and void in law.

5. Judgment on. the Amended Complalnt is entered

-

for defendant w1th preJudlce

6. The defendant is the owner of Unlted States

- Letters Patent No. 3 259 904 and all rlghts thereunder.




'"-d3t7. Clalm 5 of Unlted States Letters Patent

o 'No. 3 259 904 is 1nva11d and v01d 1n 1aw.

.*;8' . The'blaintiff and the counterclaim defendant,

. JFD Electronics Corporation, did not commit acts of unfair
 .competition or acts in violation of the antitrust laws as

cherged in the Counterclaim.

3_9.-‘ Judgment on the counterclaim flled by the

‘id_defendant is entered for the plalntlff and the. counterclalm

_ ;defendant_with prejudice.

10, Tbe-pleintiff:shall.not recover its expenses,

costs or attorneys fees.

“11, The defendant shall not recover its expenses,

- costs or attorneys fees.

' 12.- The counterclaim_defendent shall not.recover

- . its expenses, costs or attorneys fees.

-~ _ENTER:

. :i;3Qk¢(;{ ? .{\kff/;fﬁﬁlf5far{;;%f*"

\\gPited States District Judge .

A

SEP 27 1971

Da e




_ Upon the orlglnal trlal of thlS case, this Court_'

h'ffconcluded that Patent 3 210 767 1ssued to Isbell and held

.‘ﬁ;-upon a551gnment by the plalntlff The UnlverSLty of 1111n01s‘.

:.Foundatlon was valld and 1nfr1nged by the defendant Blonder-

: [
Tongue Laboratorles, Incw In sustalnlng the patent S validity;

."_thls Court dlsagreed w1th the conc1u51on reached by the United

_ States Dlstrlct_Court for the Southern District of Iowa,-ln_a
suit filed later butktried'earlier than this action, involving

the same plaintiff hut a“different defendant. University of

'1111n01s Foundation v, Wlnegard 271 F. Supp 412 (S D. Iowa

,'1967)

_7Under'thenfsett1ed law, this Court was bound
" to make its own independent determination of the issues, on
the evidence and argument presented, and the prior adjudication

inﬁolving a different defendant had no preclusive effect, The

-controlllng precedent Trlplett v. Lowell 297 U.s. 638 (1936),

ﬁilald down the requlrement of mutuallty of estoppel slnce.the

: plalntlff could have_galned no advantage over this defendant

'f*-t]by a victory over the previous defendant, it was thought that

-afairness required that he should suffer no prejudice from a

- . loss against the previous defendant. This requirement of mutuality

-
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~~ was conceded by all parties here,_and was uncontested in this

Court.

- The requ1rement of mutuallty remalned unquestloned
land unassalled in defendant s appeal to the Court of Appeals
'lfor the Seventh Clrcu1t although in the 1nter1m the JudgmeLt
of the Iowa DlStrlCt Court holdlng the patent 1nva11d had been

afflrmed upon appeal by the Elghth C1rcu1t Unlver51ty of

I1linois Foundatlon v. Wlnegard 402 F.2d 125 (8th Clr. 1968).

‘~Free to exercisge 1ts own. Judgment under the mutuallty requlrement

'the Seventh Circuit-affirmed_thlsﬁCourt s holding that the.patent

-was valid. University of lllinois Foundation v, Blonder—Tongue

© Laboratories, 422 F.2d 769 (7th Cir. 1970).

With this.confllct émong.the'Citcuits, the Supreme
_Court granted_oertiorati to tevieu the decision of the Seventh
Citouit, but denied:thepleintiff'e.petition-for revlew of the -
g'Eighth Circuit's_deoislon._:394:U;8; 917 (l969);'l1n-addition.
lLto.the'lssuesnraised by the‘gtented'petition,:the Supfeme'court.
urequested the pntties'to address.thenselves to theldueétiOn
'-whetherlthe‘docttinenoflnutuality of eetoppei, as announced

in Triplett v, Lowell, supra, should be adhered to. The United

States, as amicus curise, joined the defendant in urging modifi-
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lp cation or quallflcatlon of'thedmutualitydrequirement; anddtne
';dCourt ultlmately handed down.itS'opiniondrejectingsthe.nutuality
-wd';requ1rement of Trlplett as.a.condltlon to any estoppel from. .
dfzprior.patent.1itigation. 402 u. S 313 (1971) The*Court .
d'accordlngly reversed and remanded the case to allow defendant

L to lnterpose a plea of est0ppe1 based on the Flghth Circuit's

':decision_in Winegard. ~ Upon remand; defendant has accepted the

invitation‘bynmoving'to amend its answer to set up this newly

authorized defense, Allowance of the amendment is dictated by

. the Snpreme Court mandate; and'plaintiff'has-not indicated.any

.. opposition. The motion is accordingly granted.

*iCOneeding this ruling, plaintiff-has filed its motion,

~in the nature of a.motion'for judgment on the-pleadings; seeking
d the re-affirmation of the original judgment on the gronnd'that

" the plea’of-eStoppel is-insufficient in the circumstances of

this'case, Defendant has countered w1th its own motion for

-the entrj of judgment.in its favor assertlng that the Wlnegard
.lltlgatlon is a complete defense to. thlS suit. Both partles
:;have dlsavowed 1nterest in offerlng evrdence on the 1ssue, |
Z:and no factual 1ssues are presented by the opp051ng motlons.
dedThus the’ matter may be approprlately treated as a motion for

' fsummary Judgment~on the defense.p'

e




Coese

The Supreme Court s ruling breaks new ground The‘_

f'defense of estoppel made avallable by abolitlon of the mutuality
'l:requ1rement means that a prlor holdlng that plalntlff's patent

"”fls 1nvalid rises above the 1evel of ‘a mere precedent eﬂtltled-

"ﬁf'only-to deference Wlth]n the conventions of stare decisis. On
. the other hand the new defense falls short of the vigorous

'_'doctrlne of res Judlcata which would ralse an absolute bar lf

the plaintiff were suing the same-defendant a second_time on .
fgthe same cause of action. When-a new defendant is Sued, the

:plalntiff w1ll be entitled to relitlgate the valldit? of his. -

s

pratent if he can demonstrate that the prlor actionAdid afford
?_hlm a full and falr-chance".to lltlgate the issue. 402 uU. S.,_
333. Among.the-components of thlS standard are the ‘convenience
gnof the prev1ous forum, plalntlff's-incentive to.lltigate in
'thefprior.action;_the identity ofithe issnes raised and'degided,
.pandlthe:plaintiff's opportnnity to ptesent all crucial evidence
:_end_ﬁitnesses;h-AOZ U;St;f333. sPlaintiff'in this Court has. ..
'l;made nolshowinglof anj_shortooﬁings_in the.Winegafd proceedings

| jiﬁ any:of these respeets.:_Pfoeednrally, at least, plaintiff.

‘had a fair opportunity to pursue his claim the first time.

.'Inhpatent litigation howe#er the defense of estoppel

ﬁls not established by procedural fairness alone. There is a
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suhstantive.eiement aslweli | Under the Supreme Court's formuletiou,
:when valldlty depends upon non- obv1ousness of the development .
:;as in the case at bar the secohd court.ls called upon to lnqulre
Z'whether the flrst court "purported to employ the standards |

. ':}:announced in Graham V. John Deere Co., supra [383 u. S 1 (1966),

,and] whether the oplnlons flled by the Dlstrlct Court ‘and the

rev1ew1ng court, 1f any, 1nd1cate that the prlor case was one

" of those relatlvely rare 1nstances Where the courts wholly falled
| to;grasp the technlcal subJect matter and issues 1n_surt e e e "

402 u.s., 333,

Plalntlff asserts that the courts of the Elghth

Clrcu1t "wholly falled to grasp the techn1ca1 subJect matter"

" since they dlsagreed wlth'the courts of_thls Clrcult._ It would

demand arrogance so to conclude. In opening the defense of

‘eStoppei from thirdnpartyﬁlitigatiou, the Supreme Court:sought
:to“eliminate the expense, waete, end_coufusion.caused by
:prépetitive litigation.ofpthe-validity'of-the same patent; This
"goal.cannot he.achieved if mere disagreement in the second |
“_hrcourt superveneefthe:defenee.~ It follows thet the second court
. must-defer‘uulese it eppears_from the-fece of the'prior opiniohs

. that the first_court_completely missed the point. No such

conclusion is warranted here, While thehtechnical subject




'-;_;matter ihvolved in the'litigation is comhlex' the Elghth Clrcult

1

= ioplnlon reveals a consc1ent10u5 effort to apply the standards

.Wla;d'down-ln Graham v. John Deere Co.,.supra,'and a careful‘
‘evaluation of the issues. That court concluded that the patent

- was obvious and invalid as a mere combination of known elements.

ThishCourt had reached-a-different conclusion on the same issue,

and this Court's opinioﬁ was before the Eightthircuit. A mere

h difference in'the_cohclusions reached in the_applicat;on:of
:a general standard such asiohvioushess under Section 103 of '
:-.Title'35; United States'Code;1doesinot_demonstrate that_either
:,ecoert'"wholly failed to_greéﬁfthe téchnical subject matter."
'°hdAs anticipated-hy the SupremeaCoert; instances Warrantiﬁg such

ffa conclusfon'will be rare.h_402 U.S., 333,

" Under the factors mentioned by the Supreme Court,

:f:plalntlff has failed to make the requlslte show1ng to escape_’

the defense of estoppel'and to entltle it to the benefit of

:‘"}relltlgatlon.- Beyond those'factors,'however,-plaintiff urges
" that aiiowance of the defensefwoﬁld be unjust and inequitable

'fbecause it has-aiready incurred the costs and burdens of the

second 11t1gat10n because thls actlon was flled - but not

rj_dec1ded - before the Wlnegard su1t because the. Supreme Court
'5_den1ed cert10r1ar1 to rev1ew the Elghth Clrcu1t s dec151on, and

hbecause defendant dld.not plead the defense of estoppel, or




' or urge its availability, in the_eourts of this Circuit. All -

"'theSe Cirenmstances'were beforé the SUpreme Court,-and with

'7,7'=th15 record before it that Court dlrected that defendant be-.

“flglven an opportunlty ln-thlS Court to raise the defense. Thls
- ‘Court cannot evade the mandate by holdlng that such factors

;1defeat the plea. .

'_"'Fi'nany', plaintiff ..aSse.rts that the Winegard decision

‘ _is_not'dispositive heeanse_plaintiff did not allege in that.
..easedthe.lnfringementfof elaimsfnumbered 6, 7, and 8 of the
__Isbell'patent.__The.defendantlindthat case,.howeyer,-put the
"nhole patent in issue by prajinghfor a decree adjudging the

R patent to be null and v01d and the District Court and Court

of Appeals for the Elghth Clrcult 50 adJudged

.’l It follons‘that.final'judgment nnst be'entered'for :
defendant upon plalntlff's clalm based upon the Isbell patent
' lThe Court of Appeals reversed thlS Court s holdlng that the
Mayes patent was valld and afflrmed this Court's ruling for
' 'plalntlff and the addltlonal counterclalm defendant on defendant s
_ffcounterclaln. The Supreme Court 1eft those dec151ons undlsturbed
1_Defendant has sought leave to correctzlts connterclalm by a

shchange of address, but does-not seek reconsideration of its
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}jidisﬁostidﬁ;ﬂ Acédfdingl&,'judgment is entered herewith-in favor of

'”ngdéféhdant on the claims preSented-ih.the complaint, and in favor

"”_6f”plaintiff aha the édditibnal couﬁterclaim deféndant_On the |

'+ claims presented in the counterclaim.






