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IN THE UNITED STATES:DIS'I'RICT COURT
NORTHERN :DISTRICT OF I~LINOIS

EASTERN DIVISION

Plaintiff.

Defendants.

BLONDER~TONGUE LABORATORIES.
INC. and ALLIED RADIO CORPORA~

TION,

UNIVERSITY OF lLLINO:IS . FOUNDATION. )
)
)
)
)
)

~
)
)
)

No. 66C 561

o

TRANSORIPT OF PROCEEDINGS had at the

h,earina; of t.bei! heal"ltl~ of the'l:ilb ove- enti tlf!!I'l cause,

-Jetore' the HON. JULIUS J. HOFFMAN, one of the

..... '.. "

in 'be UnltedStates Court Bous. at Cblcaio. 1111

nOis. on the 12th day of August. 1966, at tb~ hour

of 10:00 o9 c l oc k a • Ill.•

PRESENT:

Mr. Nate F. Scarpelli and
M~. Norman M, Shapiro,

on behalf ot plaintif.f;

«

c

Mr. John Rex Allen,
on behalf of detendanta.
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THE CLERKt 66 C ,67. University of Illinoie

decision on def~ndants' motion to dismiss complaint

and their alternative motion for summary Judgment.

for coming in.

Apparently th1$ is an action tor patent

defendants have moved to dismiss the complaint

tor failure to Jo:l.n mn indisp&nsable pa~ty. or. in

the alt~rnatlve. tor a summary JUd~ment in their

fa,or on thi~ imaue.
, .

plaintif.f ag~ees in its opposing b~ief of 3une 10$

1966 J may be ~aken as tvue for th~ purpose of d0Cid~

:l.na;thi$ motion. ~'h0se faets Oll"e!>h&t the patent
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that the allegedl¥ 1ntr1n~1n~deviQe complaln~d

of in this suit operates in the field covered by

the 110ens,& held by JFK.Thedef"end&l'Its contend

that JPD 18 therefore $l'l :l.nd1epensab l,e"J>ar~y to

this suit.

Wat~n'man '11$ • MacKenzie, 138 U.S .252 ~ 11:391, -it is good
to see a date. Mr. Allen, that doesn't include me -~

that the onl~ transfers pasa1n~ title to a patent

lIJei':emtholSllI eonveyin~ (1) the whol\\) patent. oom-·.

prising the exolusive right to make. use. or

vend the invention thl'OUi\nout the United S'l';stt.'Js;

(a) an und3.Videa part OIl anal'e of eha t exe :J.uai"e

rie;htj oJ:' un the exclus1vex·:!.ght 1>0 pI'sctice the
.

1nvfimt:!.on throlJf,thout lit specU'1ed part of ,the

licensee no title in the patent.

The interest held by the JFD Electronics

CorpoI'il!tioi'l is 110t (3u1'1'10:1.01,'1;; t e const1 tute it a
, '

c "
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lthse been grab1ied only the exclusive :J:>1ght to

p:rac Uce the ln1/~l'\'I.<1.0n::l.·n·lil:1ln1te~e ommIiH'c1al
, '

tie ld~. and ·tha t is not w'" thin the dafinition of... '

title-holders set out 11'1 Waterlllan.Etherington .... l'.l.

Hardee, ~90 .F .2<1e8,. FU1ib C1l:'cu:!.t. 1961} Fauber

V$. United States. 37 F.Supp. 415. 435. court ot

Claims, 1941 .. JFD is, thereforej under the

The law as set Qut in the reoent cases

brousht by the pahnt owneJl'. Meese vs , Eation Mfg.

Co .. 35 F.R.D. 162. NortbeNI Ilhtric.t of Ohio.

1964; lUI't2:011 va. Ste:rUni Induatr1@8. InCl •• 228

F.supp.696. li:aatern Difiltrlot ofPenn8ylvania, 1964.·

E. ~. Blls& Co. Ya. Gold Metal P~DC83. Company,

in tha field co·veI'$d by the U.cilflse.

In this re&);Il\X'd it' S'hpuld 06 noted
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that JFP is not to be the exclusive p~aetl

tioner of the invention covered by the patent.

It 1s instead to be the exclusive user in a

limited field. The exclusiveness of its ~rant,

however, ~lves it no greater interest in pro

tecting against infringements in the licensed

area than that of a· Ilon-exolus!v(;l 1:ieensee,

who 1s nevertheleSB the sole licensee of a patent,

yet the latter 1s not lndlspensabl$ to an infringe

ment action. Comptograph Co. va. Universal

Accountant Machine Co., 142P. 539, Northern

District of Ill1~ols.1906.

The Court is aware that there are caSEls

which ind1eatlll in dicta that an axe lus1 VI!! u.cel'l§ee.

whose interest is not that of m patent owner.

Illie;ht bel an 1111dlspensab le, party to an inf:r':l.n~e-

ment action "by. ·the pauent CH1!HU' ·if the licensee.o1:'1

interest i~w1thin th@ $~O~ ot th@ @11~g@d 1nfr1~~e·

Mento For eX8Illpll1l,.I'. R.·Msllo%'¥.& Co. 'liS. Auto~

motl'le Mfra' Out.let. !~5 F. 2d 810. SOI.\'iil'Hil'n

District pi New York l 1930. The more recent

case Ii;l are e ont:Nu-y.;;1;o this position, h01HIV~I'.
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particularly Holliday va. Long Mfg. co •• 18

F.R.D.45. Eastern District of New York. 1955.

Th('Fexclusive l1cerul. there involved ;uas different

in scope from that held by JFlhMor€i 1mpl/l.:l:,tantly,

'however. it was l1k'e /JFD'sin that :I.t trllU'ls

t'erred'anexclusive r3:gnt under the fj;:patent

which d1~ riot attain thG proportions of a Water~n

aSsi~nment., Acknowleds1ng that there has been
.

a difference Of op1n1DD on the :l.nue. the HoUi~ay

decision .!ltat~Hl that;

"Tbe sounder rule Is tbat an excla.

in a~,lnfrLngement s~lt brought

by the I?aterit o1finer." 18 F.R.D.

at 48. ,
See also E. W. 13 :u~&, Co. va. Cola Me ta 1 Produe ts

Company, to ,~h1ah I have previou:!ily referrEld r". '

Zenith RB~lD Co~p, Va. Badio Corp. at America.
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arguendo that an exclusive licensee mis;ht be

indispensable and did not actually decide the

i SBue.

I do not mean to aase~t that the in·

te~~stheld by JFD or by any patent licensee is

·not or the sort which c.ould come within .the

<le:!.'lni t1011 of an :1nd:1spensab J.el;lll\:t'ty IU developed

in other .!!lI'eaS of sub stant!va lal~. Th(f cases 1n

tbepatent realm have dlJvt!lloped as an ClX(lept~on.

to the generai rUbs regardinl&.1nd:1speilsable

parties. And it is not eurprislns to .find rUles

peouliar to Pill tent law unc}tU'·the :Fetlera1 Rules

of Civil Procedure. It 1s well e0tab11sne~ that

althou~h they are real parties in int$rest.. patent

l1aler/sees are exceptel'.l from the 'operat~on of

Federal nule 17. antI lnft'1ngl1llllent actions ma;r not

bill proeecutet'l.:l.n tl'Je1r l1ame alerla;. 3i11oorih

l"edermlPrlilct:1ee. Pars.il:rapb 11.11. at pag;(lls

136~=63. A pr1mlu'y reason rCJ1,thsse .0xcept:l.ons

reId:!!. in thl1l statutory f.x'u10work'of the patent

system. which provides the rCIill!lQ;.v .of. s~its for

:l.nfr1ngement by the pate!l'tiHll; 35 1:.I.S.O •• Section

281 IIWd Section :l.OO. A l'ule !tln1on t~ould prevent·

a patentlli0 from prosecuting llll.'l inf'rina;elllent

action unless nt. .;Io.10ed €I. Illl!lre lic0!l$ee like
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JFD on the ground that 1twae an indispensable

pal'tY·~iOuld be at odds with the remedy created

by Section 281. See Holliday vs . Lone; ItIf£!:. Co ••

18 F.R.D. at ~~-49; compare Etherington VB.

Hatdee. 290 F.2d at 29.

Moreover. on the faots or this caee as
.....,....

they seem to be from the plead1n~s. I am not

. plllrauaded that any pl'ejudice to the parties

is OCHHls1oned bydenyina; the (U~fendantIS I l1lotion.

JFDoould apply for leave to 3.nhrven$ in tbie

suit If It thought tbat that was required to pro

tect its :tntel"eet. - I say the;y could apply for

leave. I do not pass on the:!.rrlght to. intervene.

Cold M~tal Process Co. vs. Alufulbum CDmp~ny of

Am~rlca> 200 F.Supp. 407. 442~443> Eastern Di~~
,

trict of Tennessee. 1961.

'!,his f!.lction is being; prosecuted wi.til

the knowledge and oonsent of JFD. See affidavit

of JF'D'e v1c<Il-prern1dent. ll!ttilch$a to tlte plaint!!:!:' 's

'wa
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brief. statin~ that this aotion was initiated

by the p1a1nt:l.tf at the request of ,"lPD.

As noted in the HolUday oases 18 F.R.D.

at 49. an e;xclusive lioensee :ls in e;ff~at a party

when an lnfrin~emen~action.is proseouted with

its consent and kno~ledge! and t~e Supreme Court
! ~

has expressed doubt that that ·licensee would be

perm1ttl!H'l to bring a sUbsequent action ag;a:1.nst

the same defendant for the same 1nfrlng~ment.

Birdsell vs . Shal101. 112 U.S. 485. 481. 1.884.:.

Tile duf'endantlr! brlte:fly Ul~s;e ;l.n their

Suppol'Ung Il'HaMOrlmOurn that Ji'D is a conditionally

in this .case •.

I must observe that although the argu

ments 1.'aiaed j.n the briefs of: th1s motion dealt

to the Feder2l Rules became etfec t1ve: on -,July 1 j

•
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1966~ and RUle 19 was SUbstantially chan~ed

I have rUled,that patent licensees

stand or stOod as exoeptions to the ~eneral

rules I'&g;al'ciine; the iiu!lispensabiUty or pl!U·ties

under the previous J.ans;ulllg& ot RUle 19. The

wording of the new amendment l however. makes the

defiLnition of: "il'Hiispensabilitw" iii part of the

Federal I'ules·for tha first time. Rule 19(8.)

. now '~,re.fer!!l to "persona to be Jo:l.ned if feasible."

and a l1censee like JFD does not £'13.11 witbin the

classes ot persons th@I'e described. JFD ie

. not &. Plilrty in whose absence ","emplete relief

cannot; be accorc!6d among; thol!le alrEiady parties."

no!:' is· :1 t a partyc la1m1Ilill Han :1nteres t ro 1&tin~

to the lTIubJeot of the actiOn anti Which is so

sit"ated that th@d1spoaitioo of the action in

his absence may (1) aa a practie~l matter impair

or':!.mlP~'It'!e its abiU.ty to pt.'oteot that interest, or

(2) leav~ any of the pel'sol'lS already parties

subject to a aUbstant1al rj,lOk of 1naurrin.G; double.

mul'tlple. or' otherwise ino.orlg1sta£'lt o1::l1i~ations .

'by reason of his c laillleo intQli.l:'eat. II

That is OlCilllU' troll! my earl1el' rfHnar~es.

It beoomes obvious from l1lcann1~g the amended
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Rule 19(b) that only those persons defined

in 19(a) can be 1ndiapensable. and as JFD is not

such an entity ash t~ere Cieacr1bed. it cannot

be found to be indispensable under the new Rule.

Mr. Olerk. the motion of the defendants to

cU.smiss the compll!liJlltf'or failure to join an

indispensable party, and their alternative

motion for III summary jUdament on that issue. are

denied.

The defendants are ordered to file a

responsive pleading to the complaint, or. I should

say. an answer to the complaint ~- I aon!t know

'Which one of. you I'epre~.l(:'Jl1ts .. - 16 it you, Mr.

Allen '(

IIUL ALLEN: I represent the d$ffH'1dllll:1t, your HOllOI'.

THE COURT: How long?

MR.. ALLEN: 20 days'?

THE COURT: 20 dalm to the dQfendants to tile

an al'HH~e1.'.

MR. ALLEN: Thank you, your Honor.

- .. '-
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IN THE UNITED STATES DISTRICT OOURT
NORTHERN DISTRICT OF ILLINOIS

EAS~ERN DIVISION

Pla11"lt1U,

BLONDER-TONGUE LABORATORIES i INC.
mnd ALLIED RADIO CORPORATION i

o 56'1
.........., .... ,,. ,-" ~ '. " ,',: .:-, .

UNIVERSITY OF ILLINOIS FOUNDATJ:ON,'i}
}
)

'.. ' ).
) No. 66
)
)
r
)
)

C E R T I F Z CAT E-----------
I nereby cortl!y that the above and tore-

o saing transcript, pages 1 to 11, is a fUll. tr~e

'ana aceuza te transcription of' my ori~.ina 1 I3RorthllU'ld

cause on th@ 12th day of August, 1966.

·-~r","enbur1;
Oftiei$l~Col.l:1;,t Reporter.

United states District court.
Northern District ot Illinois.

Dated: August 13> 1966.
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