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'71_ fyou want me to requeat both or. Just the DuHamel*

ﬁprparently they are related articles.:*z““"

o called Crerar to see if they had a copy °f the article

fjand semehaw or other the citation 13 wrong. There are j
. two articles as. follows: sl o T
5f: :IRE National Convention Record 7 - 1959 Lnn§;193$§:iasa Part 1, p.ﬂa
‘: DuHame1 & Berry “A New Concept 1n High Frequency Antenna Design"‘ _:-ﬂ
o f:::mE Natianal Convention Record 5, 1957, m Part 1, . 119
\fDuHamel & Isbell -rarticle on antennas. B :

‘ﬁ_The citation yau have 18 sort of a combination of both D'7
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JED Electronics Corp. . 151 USPQ'

498 . Channel Master Corp .

" dence’ of commercial success tmay be of

value In a close or doubiful ease, Lut it
is by no means conclusive, it must also
be noted that the commercial success
concerning which tfestimony was given

was the sale of the flocking material or

flocking mixture devised by the appli-
cants, for which it iz understood they
have an application pending. The claims
involved in this case are purely process
claims and are not directed to any
material, To be sure, Mr. Scarlati stated
that he understood that 95 percent of
the trade are using his process, He did
not indicate how he knew this, Very

‘likely his testimony was, to some

degree, ab least, based on hearsay., But
his prineipal sales in any event, were
those of .the mlxture that he devised
and the commercial suceess that he
achieved consists of sales of that mix-
ture, L :
[@] Finally, it must be . observed

“that it is the law in this Cireuit, in

connection with actions under 35 U.S.C,
§ 145, to secure the granting of a pat-

“ent, that doubis must be resolved

against the applicant and in faver of
the- Patent Office. There are numerous
authorities in this jurisdiction to that
effect, the Jatest of which is Reynolds
V. Aghmdes, 356 F.2d 367, 148 USPQ
245, There are two reasons for this doc-

“trine. The first iz that doubts should be

resolved in favor of the correctness of
administrative action, in this instance,
rejection of the applieation. There

‘is alse a broader ground. The granting

of a patent is a grant of 2 monopoly

“for a long period of time and it seems

to be in the public interest that monop-
olies should mnot be lightly awarded
and that doubts as to the right to such
a grant in any case should be resoived
against the apghcant

The Court perceives no basiz for dis-
agreeing with the cénelusion reached by

‘the Patent Office. Accordingly, judg-
“ment will be rendered on the merlts dis-
-missing the complaint. -

Counsgel may submit. proposed fmd-

'l‘mgs and conelusions of law. o

" District Court, B. D. New York

CIIANNEL MASTER CORPORATION v. JFD
HLECTRONICS CORPORATION

G66-C-416 Decided Nov. 3, 1666
. PATENTS -
1. Parties to suit — Indepensable or

necessary (§49.5)

- Title — Assignments — Assign-
© ment or license (§66.103)

One in position of assignee of pat-

‘ent has implied right to bring infrinpe-

ment suit without joining patentee;
exclusive license to make, use, and vend
is in same category as an . assign-
ment  on theory that licensor holds
title to patent in trust for licensee; even
though exclugive license is restricted ‘to
a specified territory or covers less
than full life- of patent, this :remains
true, however, ecxclusive license™ 4o

make, use and vend covering only a
p01t10n of field of patent monopoly is

ca mere license which is insufficient

tg enable licensee to maintain infringe-
ment suit witheut Jjoining 1licemsor;

“another reason why instant | hcensee

cannot be required to defend !deglara-

‘tory judgment action alone isj'that it
“has no independent right to mstltute

infringement action inasmuch. as right
to institute suit arizes only if! licensor
fails. to do so after a lapse of 30 idays.

-2. Jurisdiction of courts—Declamtory

judgment - Actual controversy
(543.303) . T

Sinee - defendant (licemsee) cannot

maintain infringement suit. without

-presence of patent owner, action
wagainst defendant seeking decIalatOry

judgment that patent is invalid is’dis-
missed because of absence of actual
controversy; even were it not eclear that
patent ~owner’s presence is required,

‘court  exercises discretion to o dismiss

action since there is substantial :doubt

whether declaratory judgment would re-

solve controversy.

©'8, Notice and marking patented (§ 46.)

Complaint states cause of action

~under -85 U.B.C. 202 where it alleges

that patent mismarkings were. know-

‘Ingly made by defendant with mtent to
-mislead and deceive public. .

‘4. Notice and marking patented (§46.)

' JTurisdiction of courts—Joinder  of
causes of . action and parties—

Patent and other 1ssues (8 48.-

3553
Inasmuch as pleadEd mxs;epresenta-
tions alleged to constitute unfair com-
petition relate to .substantial and re-
lated eclaim. under patent law for mis-
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marking (86 U.S.C. 292), jurisdiction
may rest upon 28 U.S.C. 1338(b}; fact
that 36 U.S.C. 292 is essentially penal

" in charaeter does not climinate it as a

related elaim under patent law de-
scribed in 28 .U.8.C. 1338(b); wirtual
identity of proof is not required, it
being sufficient that there is a consid-
erable overlap in factual basis of the
two elaims. : ’

TRADEMARKS

5. Fraud and misrepresentation (§67.-
37> :
Notice of infringement and marking
gaods (8§ 67.54) )
Prohibition of 15 U.S.C. 1125(a) with
respect to a false designation of origin
or false description with respect to
goods or services or containers for
goods ‘iz not limited to designation and
deseription relative to origin alone, but
applies to all such false descriptions
and designations with respect to such
goods and services entering into inter-
state commerece; thus, statute confers
Jurisdietion as to complaint zlleging
unfair competition in that defendant
falsely represented that {its goods
possess cerfain atiributes and are cov-
ered by enumerated patents.

Action by Channel Master Corpora-
tion against JFD Electronies Corpora-
tion for declaratory judgment of patent
invalidity and noninfringement, uvnder
35 U.8.0C. 292, and for unfair competi-
tion. On defendant’s motion to dismiss
complaint or to transfer action to an-
other district. Motion to dismiss granted
in part and denied in part; motion to
transfer denied. - ¢ S .

DamBY & DaReY (MOBRIS RILSON of

coungel) both of New York, N. Y., for.

plaintiff. o
OSTROLENK, FABER, GERB & SOFFEN (SID-

NEY (3. FABER of counsel} both of New.

Yorlk, N. Y., for defendant, : __—

.BARTELS, District Judge,

This action was brought by Channel

Master Corporation against JFD Elec-
tronics Corporation, University of Illi-
nois Foundation {(Poundation), and Uni-
versity of Illinois (University) under
tha patent laws of the United States for
a - declaratory judgment of patent in-
validity, noninfringement and unenforce-
ability. The complaint consistsof two
counts, in the first of which plaintiff
seeks "a deelaratory judgment that ite
“CROBSFIRE™ antennas do not infringe

. defendant’s patent rights, and in the

gecond of which plaintiff geeks damages
and injunctive relicf for (i) alleged pat-
ent mismarking by defendant, and (i)

unfair compctition by defendant in that
it has falscly zccused plaintiff of copy-
ing defendant’s antenna. A iotion
mnde by University and Foundation to
dismiss the actlon as against them upon
the ground of improper service was
granted, leaving JED - Electronics Cor-
poration as the sole defendant.

In Count I the complaint allepes that
Foundation is the reeord owner of the
Dwight B. Isbell Patent No. 3,210,767
entitlied “Trequency JIndependent Uni-

directional Antennas”™, which it licensed-

to the defendant under an execlusive li-
cense agreement dated December 1,
1965; that defendant is engaged in mazk-
ing and selling antennas under said
patent in competition with plaintiff, in
the course of which it accused plaintiff
of infringing the Isbell patent by malk-
ing and selling, witheut a license, radio
and television antennas embodying the
alleged invention of that patent, and
that the Ishell patent is directed to a
type of antenna known as log-periodie,
whereas plaintiff mannfactures and sells
antennas under the trademark “CROSS-
FIRE” (the subhject of plaintiff's T.S.
Patent No. 3,086,206 and the veissue
thereof, No. 25,604) which it states are
not log-peroidic and thereby do not in-
fringe the Isheli patent, which it also
claims is invalid. )

In Count IT the complaint aleges
that defendant manufactures certain an-
tennas which it represents in its adver-
tising and sales promotion statements
as log-periodie antennzs operating .ae-
cording to a patented log-periodic for-
mula, whereas said antennas ars not log-
periodic and do not operate according to
any such formula or patent; that defend-
ant has cansed to be marked upon its an-
tehnas (and particularly its  LPV and
LPV-U lines), upon cartons therefor, and
in literature accompanying the same, the
word “Patent”, and has represented
that they were covered by certain is-
sued or pending. patents, whereas, in
fact, they were not so covered and did
not embody any patented . inventions;
and finally, that defendant has unfairly
competed with plaintiff by Hbelling and
disparaging plaintiff’s “CROSSFIRE”
antennas as jimitations of defendant’s
allepedly log-periodic antennas, and also
by falsely claiming that its antennas
were original patented designs and that
plaintiff’s pafent was rejected, all to

plaintif{’s damage. . . :
--According teo .the license agreement
which was submitted with the motion

papers, the ‘Foundation granted to the

defendant, among others, the following -
rights: (a) An-exelusive non-transfer- -

rable right and license to make, use or
sell antennas. only. in the field of .re-
eciving antennas for TV and FM broad-

I
8
f
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casting stations and antennas fo'r M-
teur and cnfzzem. band dranmission and
reception in the United States and in
all fomlg,n couniries; (b} an option to
acquire a non-exelusive license for all
other ficlds than the field of the exclu-
sive license; (¢) the right to grant sub-

. Heenses upon its exclusive leense; (d)

the right to institute suit for infringe-
ment ‘upon the fallure of the Founda-
tien to Dbring suit within thirty days
after requesting the Foundation to do
so; (e) the right to cancel the agree-
ment upon ninety days’ notice; and (f)
upon expiration  of the agreement, an
option to renew the same. for 'i:wo addi-
tional terms (emphasis supplied).
Defendant moves under Rule 12(b)
{7), Fed, Rules Civ. Proc., 28 U.S.C.A,,
to dismiss Count T for fa}lure to join an
indispensable party, namely, Founda-
tion, the owner of the patent; under
Rule 12(b} (6), Fed. Rules Civ. Proc., 28
U.5.C.A,, to dismiss that portion of
Count II' alleging wpatent mismarking
because of the absence of eriminal in-
tent to sustain the action, and under
Rule 12(b) (1), Fed. Rules Civ. Proec., 28
U.8.C.A,, o dismiss the remaining por-
tion of Count II alleging unfair compe-
tition for lack of jurisdiction over the
subject-matter. As an alternative to the
above, defendant meoves under 28 T.S.
C.A. §1404(a) for a change of venue
and transfer to the Northern Distriet

- of Illinois, Eastern Division.

Indispensable Party

{31 In view of the fact that the Ili-
cense. to the defendant dees not cover
the entire field of the Isbell patent, the
Court coneludes that Count I of the
eomplaint must be dismissed for lack
of an indispensable party. The narrow
question here is whether the defendant’s
interest in this patent is sufficient to
enable it to bring the action for in-
fringement without joining I‘oundatmn
Tt is elear that if defendant were in the
position of an -assignee of the Isbell
patent, it would have the implied right
fo bring suit for infrinpement without
gsuch joinder, The leading case of Wat-
erman v. Maclkenzie, 1891, 138 U.5, 252,
11 8.Ct. 334, teaches that the monopoly
granted by the patent laws cannot be
divided into parts, except as author-
ized by those laws, and that.the pat-
entee may assign (1) the whole patent,
(2) an undivided part or share of that
patent, or (3) the exelusive right under
the patent -“fo the whole or any speci-
fied part of the United States” (85
U.B.C.A. §261); “* * # Any assignment
or transfer, short of one of these, is a
mere license, giving the licensee no title
i the })'ltent and no right te sue at

~law in his own name for an infringe-

-~

Channel Master Corp. v. JED Electronies Corp.

ment” (Waterman v, Mackenzie, supra,
p. 285). In accordance with these prin-
ciples an oxclusive liconse to make, use
and vend is in the sanie category as an
assignmoent on the theory that the li-
censor holds title to the patent in trust
for such licenses, Even though the ex-
clusive license is restricted to a specified
territory ox covers less than the full
life of the patent, this still remains

true. Wilson v. Roussesu, 1846, 4 How.’

64G6; Hartford National Banlk & Trust
Co. v. Henry 1., Crowley & Co., 3 Cir.
1955, 219 F.24 568, 104 USPQ 2a4

Whlle the Ilcense ‘in this case is an
éxclugive one to manufacture, use and
vend, it covers only the field ‘of receiv-
ing antennas for TV and FM broadcast-

ing stations and antennas for amateur .

and citizens band transmission and re-
ception. It does not Include the field of
“radar antennas, antennaz for military
application ineluding communication,
AM broadcastmg and receiving an-
tennas”, which is also covered by the
Isbell and other patents upon which
the license rests.! Plaintiff claims that
this is immaterial because the defend-

ant has exclusive rights in the exact

field covered by the suit, eiting in sup-
port thereof Pratt and Whitney Com-
pany v. United States, Ct. of (Cls. 1957,
153 F.Supp. 409, 114 USPQ 246. While
that case upholds the plaintiff’s con-
tention, its authority is confrary to the
decision in Etherington v. Hardee, 5

Cir. 1961, 290 F.2d 28, 129 USPQ 205, .

and Pope Manuf'g Co. v. Gormully &
Jeffery Manuf’g Co., 1892, 144. U.8. 248,
12 8.Ct. 641, In the latter case the court

held that the grant of a limited use

under a patent is a mere lcense which
is insufficient to enable the ]iconsoc\.- to
maintain an infringement suit =
joinder of the legal 't1tle-homc-,r
clnding that “% % % it might le‘md to
very great confusion to pcnmt a pat-
entee to split up his title - within the
same territory into as many different
parts as there arc clajms, * * #7° (p.
252). To the same effect is American

Chemical Paint Company v. Smith,
E.D.Pa. 1955, 131 . F.Supp. 734, 10{)

USPQ 361. There is- a distinetion be-
tween an exclusive license under a geo-
graphical or time limitation and an. ex-
clusive lieemse under a use limitation.
The reason for permitting a licensee to
sue alone in the first two cases is based
upon the theory that the licensor has
in -substance granted ‘an assignment to
the licensee of the whole patent and the

“interests of the leensor and licensee in

protecting the same are identical, even

"1 The exclusions are based upon rep-
resentations
which plaintiff does not deny,

in the defendant’s Dbrief,
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fhough there is a geographical or time
limitation in the license. When, how-

- ever, the exclusive license involves only

part of tha patent, the Intercst of a
licensee in defending the wvalidity of
that part may not be identical with the
interest of the licenser in defending the
whole. Consequently, in his absence, his
interest in the whole should not be sub-
Jeeted to the risk of the stain of in-
validity in attack upon the part.

Another reason why the licensee can-
not be requived to defend this suit alone
is the absence of an independent right
in the licensee to institute an action
for patent infringement. Caldwell Man-
ufacturing Co, v. Unique Balanee Co.,
S.D.N.Y. 1955, 18 F.R.D. 258, 108 USPQ
7. In that case it was held that the
licensor-patentee was an indispensable
party to a suit against a licensee to

-manufacture and vend in one field be-

cause the licensee’s right to bring suit
for infringement sprung intoc existence
only after the leensor-patentee failed
to ‘do so. The aciion was accordingly
district where
the validity of the patent and the issue
of infringement could be litigated in
one suit in which all parties would be
present, Relying on the presence or
abgence of licensee's right to bring suit

~to protect the patent as the true test

than the -elassification of the

¥y

rather
litigants as “ ‘licensees’ or ‘assignees,
{(p. 263, 108 USPQ at 10), Judge Her-
% In the absence of an
independent right to bring an action for
patent infringement, defendant-licensee
herein has no independent right to de-
fend a suit geeking a declaration as to
the validity of the licensed patent.” (p.
264, 108 USPQ at 11). Assuming, with-
out confirming, that an independent
right 2 in a non-execlusive licensee would
be sufficient te¢ bLring, suit invelving in-
validity and infringement without join-
der of the licensor-patentee, no such in-
dependent ripht exists here because the
defendant’s right to institute such a suit
arises only if Foundation fails to do so
after a lapse of thirty days.

[2] Since - the defendant cannot
maintain the suit without the presence
of the patent owner, there is an addi-
tional ground for dismissal under the
Declaratory Judgments Act, 28 U.S.CiAL
§ 400, because of the absence of an “ac-
tual econtroversy” as required by the

s “Independent right” means a right to
bring suit independent of any condition
precedent or any permission or control of
the Ilicensor-patentee. If the licensee’s
right springs into existence only after the
licensor has -failed to exercise his right
to bring suit, the licensee's right is not
independent but conditional, :

Act. Contracting Division, ete. v. Ne;av
Yeork Life Ins. Co., 2 Civ. 1940, 118 F.24

864, 46 USPQ 435. Even if it were not .

clear that the patent owner’s presence
were required, the” Court nevertheless
has the right, in its diseretion, to ro-

fuse to excereise ity jurisdietion and dis- -

miss the proceeding where, as here,
there is a substantial doubt whether the
declaratory judgment would resolve the
controversy. Aectna Casualty & Survety
Co. v. Quarles, 4 Cir. 1937, 92 F.2d 321;
Caldwell Manufacturing Co. v. Unique
Balance Co,, supra; Technical Tape Corp.
v. Minnesota Mining & Mfg. Co., S.D.
:Ifg' 1955, 135 F.Supp. 505, 108 USPQ

At great length plaintiff argues that
the recent amendment of Rule 19 of the
Federal Rules of Civil Procedure, 28
U.3.C.A., and in particular subdivision
(b), requires a finding that Foundation
is not an indispensable party and hence
there should be no dismissal of Count
I but “in eguity and good conscience
the aetion should proeceed amdng the
parties”, asserting that Foundation will
not be adversely affected by any judg-
ment. With this the Court does noi
agree. Plaintiff misconceives the effect
of the present Rule 19, subdivision (b).
While the new subdivision sets forth
four relevant faectors as .the ' correet

criteria for deciding whether the action

should proceed or be dismissed dnd pro-

vides for avoiding or lessening preju--

dice by the “shaping of relief”, this sub-
divisicn iz mot at varianee with the
settled authorities requiring dismissal
where a party not joined may be seri-
ously prejudiced through disposition of
the action in his absence, Hdére any
decision against the wvalidity of the pat-
ent would adversely affect Foundation
as to its remaining unlicensed- patent
claims and any relief granted- to the
plaintiff in such a case would not pre-
vent relitigation of the same issue by
Foundation. No shaping of relief. or
ather measures would cure such an in-

adequacy. Furthermore, plaintiff has an -

adeguate remedy in another juvisdiction
where all parties may be served and
brought  before the court. The adjudi-
cated cases earlier cited demonstrate
why, under the present circumstances,
Foungdation is an indispensable party
and Rule 19(b) does not require the ae-
tien to proceed without joinder of such
& party. It simply sharpens the defini-
tion of “indispensable party” in order
te eliminate any technical approach to
the problem, leaving the decision fo pro-
ceed without joinder fto the discretion
of the Court, Cf., Provident Tradesmens
Bank and Trust Company et al v.
Lumbermens Mutual Casualty Company,
3 Cir. August 30, 1966, 2 :

3
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where the lack of an indispensable party
wag deemed to be a substantive defect,

Patent Mismarkin“

[Z] The portion of -Count IT alleg-
ing patent mismarkings. is mu‘mdtcd
upon an alleged violation of 35 U.B.C.A.
§ 292, which permits any person to sue
for a penalty of $500 for each offense
under the statute involving false mark-
ing with an intent or purpese to deceive,
Plaintiff alleges that the mismarkings
were knowingly made by the defend-
ant with intent to mislead and deceive
the publie. The complaint therefore sets
forth a good cause of action. Apparently
the only basig for the defendant’s mo-
tion is its elaim of lack of infent. This
appears from the affidavit of Edward
Finkel, defendant’s vice-president, who
asserls that he believes that the patent
markings. and represeniations were ac-
curate and_ that they were placed upon
the antenmas in conformity with in-
structions received from Foundation
under the license agréement and that
under no circumstances was there an
intent to deceive or to falsely mark the
sntennas. Hence, he contends that the
necessaly element of intent was lack-
ing. Obviously, this motion cannot be
Prmn’i:ed under Rule 12(b} (6); at best,
it can be considered only as a motion
for summary judgment. In this cate-
gory it must alsc be denied because the
statements in the complaint and the af-
fidavit of defendant’s vice-president, Ed-
ward Finkel, present a genuine issue as
to-a material fact {Rule 56, Fed. Ruleg
Civ. Proc., 28 U.S.C.A.}. Smith Welding
Equipment Corp. v. Pearl et al, W.D.
Pa. 1956, 21 F.R.D. 196,

Unfair Competition

There remains for disposition the mo-

tion to dismiss that portion of Count
IT alleging unfair competition upon the
ground that the Court lacks jurisdiction
ovet the subject matter,

[4] In this portion of Count II
plaintiff snlits its claini of unfair com-
petition into two parts, (i) false repre-

gentations by defendant tc the effect
: that ity anteunas are log-periodic and

are covered by a patented periodic for-
mula and by certain enumerated pat-
ants, and (i1) false representations by
dcf‘endant that plaintiff’s “CROSSFIRE”
antennas were not original but imita-
tions of defendant’s  allegedly log-pe-
riodic antennas. There is no diversity
of citizenship between the parties and
subject-matter jurisdiction in this Court
must therefore he founded upon some
Federal statute.. Both  categories ' of
misreprésentations in this ecase relate,
in one form or another, to the claim of
mismarking in Count II under the pat-

ent law, 35 U.B.C.A. §292. Jurisdic-
tion, Lherefom may rest upon the pro-
vision of 28 U.S.C.A., §1338(b), which
reads as Tollows:

“The distriet eourts shall have orig-
inal Jumb(hctlon of any civil action
asserting cxmim of unfair competition
when joined with a substantial and
related claim under the copyright,
patent or trademark laws.”

The claims of unfair compet,ltxon are in
accordance with the terms of the ahove
section, joined with a substantial and
related claim under the patent law. The
fact that 85 U.S.C.A, §292 is essen-
tially penal in character does not elim-
inate it as a related claim under the
patent law described in Section 1338
(b). In order to avoid plecemesl litiga-
tion a broader view has been taken in
this cireuit of the pendant jurisdiction
of Federal courts

istence of a substantizl and related

claim under . Section lSaS(b), virtual

identity of proof is not. required and it
is sufficient if there is a considerable
overlap in the factual basis of the two
claims. Maternally Yours v. Your Ma:

ternity Shop, 2 Cir. 1956, 234 F.2d 538,

110 USPQ 462, For instance, the proof
that plaintiff adduces to show mismark:
ing under 35 U.8.C.A. §202, will int
volve the coverage of the Ishell patent
ag well as the defendant’s intent. Sub:

stantially the same proof will be neces: .

sary to establish that defendant falsely
claimed that its antennas were lopg-
periodic and covered by certain specifi-
cally numbered patenfs as set forth in
the first category of misrepresentations,
Likewise, part of the same pwof will
ba necessary fo establish that plaintiff’s
“CROSSTIRE” antennas were not log-
pericdic antenmas and were not covered
by the Isbell patent and hence nat imi-
tations of defendant's antennas as
claimed in the second mreoory of false
repiesentations,

[{&1 Although the . complaint .does

"not predicate jurisdiction upen 15.-U.S.

C.A. §1125(a)3 [§43(a), Lanhan Act],

$ This section reads as follows:

“Any person who shall affix, apply,
or annex, or use in conmeclion with any
goods or services, or auly confainer or
containers for goods, a false designation
of origin, or any ifalse description or

-1emesentatmn inclnding words or other -

symbols tending falsely to describe or
crepresent the same, and shall’ cause
‘such goods or services to entér into com-
~merce, and any person who shall with
Lnowledge of the falsity of such desig-
c nation of orisin or -description or rep-
resentation cause or procure the same

over non-Federal -
claims which are joined with substan-
tial Federal claims, To establish the ex- .

T T T
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“goods or services or

- Maxon v,

Mawon Coustruction Co., Ine. 508

-jurisdiction may be restel upen that

section as to the first. catepory of mis-
representations,  The prohibition with
respect to a false designation of ovigin
or false descnptxon with respect to
confainers for
goods, is not limited to designation and
descnptlon relative to origin alone, as
argued by the defendant. On the con-
tr'lry, the prohibition applies to all such
false descriptions and desigrations with
respect. to such goods and services en-

ctering into inter: tate commerce. L'Aig-

lon Apparel v. Lena Lobell, Inc., 3 Cir.
1954, 214 F.24 649, 102 USPQ 94.

For the above reasons, the motion to
.d1sm1ss Count I¥ must be denied.

Motion to Transfer
in view of the fact that Count I wﬂl

* he dismissed for lack of an indispenza-

ble party, the mosi important reasons
suggested by the defendant for change
of wvenune to the Northern Distriet of
Illinois, Kastern Division, have disap-
peared. As the case now stands, the de-

‘fendant has failed to show that the bal-

ance of convenience, either for the par-
ties or witnesses, is sufficiently strong
in its favor to justify a transfer of the
case under 28 U.S.C.A. §1404(a) to
another jurisdietion, Hence, the plain-
£if’s choice of venue should not be dis-
turbed, Gulf Qil Corporation v. Gilbert,
1947, 830 U.8. 501, 67 3.Ct. 8§39; Ford
Mator Co. v. Ryan, "2 Cir. 1950, 182 ¥.2d
329. The interest of justice therefore
requires that this application be denied.

Settle order in accovdance with the
shove within ten (1G) days on two (2)
days notice,

to be transported or used in commerce

or deliver the same to any carrier to
be transported or used, shall be liable

“to a civil action by any person deing

* business in the locality Ialsely indicated
as that of origin or in the reglon in
which  said . locality is situated, or hy
any person who belisves that e is or

1, i ikely to be dama%led by the use of
“any such false demn

on ar representa.-
_ rmn "

‘deviee,

‘whether the

District Court, 8, D, Ohio, W. Div,

Maxon CONSTRUGTION
CoMPANY, ING.

Decidgd Oct, 4, 1966

“Maxon v,

‘No. 2533
PATENTS

1 Emoppe‘l—«-/\s to infringement (8§ 35.-

107

Lstoppc]——As to validity — Licensor
or licensee (§ 85.156) -
Although licensee cannot attack valid-
ity of licensed patent, it may refer to
prior art to-limit scope of claims and

"to show that claims should not be con-

strued so broadly as to: read upon its

2. Construction of specification and
claims—Broad or narrow—In gen-
- eral (§22.1061)

Construetion of

ings—In general (§ 22.151)

Censtrnetion  of speeification - and
claims—By specification and draw-
ings—In gereral (§ 22.251)

Patent claims must be read in light
of speclflcatlon drawings, and file
wrapper history and may net be gzven
a congtruetion broader ' than teachings
of patent,

Particular patents—Dump Truck

12,465,859, Maxon, Dump Tmck liabil-
ity for 10ya1txes fixed.

. Action by Glenway Maxon, Jr.,
against Maxon Construction Company,
Inec., for voyalties under patent hcense
Coniplaint dismissed.

Ira MiLToN JoNES, Milwaukee, Wis,, and’

JIrvIN. J. ZIPPERSTEIN and FROIKIN &
. ZIPPERSTEIN, both of Da,yton Ohio,-for
plaintiff.

- LAWRENCE B. Bigszn, JOSEPH G_. NaU-

MAN, and MARECHAL, BIEBEL, 'RENCH
& BUGG all of Dayton, Ohio, for de-
fendant.

. WEINMAN, Ghlef Judge.

" This is an action to recover. royaliies
claimed to be due plaintiff under a pat-
ent license apreement with defendant.

‘Over 20 years ago, plaintiff and defend-

ant entered info a license agreement
under which defendant was lcensed to
make a rear dump device which was
claimed in plaintiff’s patent No. 2,465,
899; said patent has now expired.

The only questmn in this ease is
“side-dump” bodies made
and sold by defendani ceme within the

‘seope of claim 15 of plaintiff’s’ patent.

specification and
claims-~By Patent Office proceed- .






