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IN THE SENATE OF' THE UNITED STATES

My 24, 1967

M1 Diexsrx introduced the following bill, which was 1ead twice and 1eferied
to the Committee on the Judiciary

A BILL

To amend the Act entitled “An Act to provide for the 1cgistiation
and protection of tiademaiks used in commerce, to carty
out the provisions of inteinational conventions, and for other

pmposes”, approved July 5, 1946, as amended.

1 Be 1t enucted by the Senate and House of Representa-
2 twes of the Umited States of Amerwca wn Congress assembled,
3 That section 1 of the Act entitled “An Act to provide for
4 the 1cgistiation and protection of tiademaiks used in com-
5 merce, to cany out the provisions of intcinational conven-

6 tions, and for other puiposes”, approved July 5, 1946

L |

(60 Stat 427), as amended, is amended to 1ead as follows:

“SrctioN 1 The owner of a trademark used in com-
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merce may register his ttademark under this Act on the
prncipal 1egister hereby estabhshed
“(a) By fihng m the Patent Office a wiitten applica-
tion, 1 such foum as may ke pieseribed by the Commissioner,
verfied by the appheant, oo by a member of the fiim or
an officer of the corporation o1 association applymg—

“(1) speerfymg appheant’s donncile and citizen-
ship, the date of apphcant’s first use of the maik, the
date of apphcant’s first use of the maik m commerce, the
goods m connection with which the maik 1s used, and the
mode ot manner m which the maix 18 nused m connection
with such goods, and melnding a statement to the effect
that the peison makimg the venification heheves himself,
o1 the {fiim, coiporation, o1 association m whose hehalf
he makes the veification, to be the owner of the mark
sought to he registered, that the mark 1s in use m com-
merce, and that no other person, firm, cotporation, o1
association, to the best of his knowledge and behef, has
the 11ght to use such mark m commeice either in the
1dentical form thercof o1 1 such near 1esemblance there-
to as to be Iikely, when apphed to the goods of such
other person, to cause confusion, o1 to cause mustake, o1
to deceive. Prowded, That m the case of every apphea-
tion claiming concurient use the applicant shall state

exceptions to his claim of exclusive nse. m which he shall
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specify, to the extent of his knowledge, any concuiient
use by otheis, the goods in connection with which and
the areas in which each concmient use exists, the periods
of each use, and the goods and airea for which the apph-
cant desnes 1egistration; o1

“(2) speafyng applicant’s donucile and citizenship,
applicant’s mtent to use the maik in conmnierce, the
goods in connectron with which the maik 1s intended
to be used and the mode o1 manner m which the mark
1s intended to be used m connection with such goods,
and mcluding a statement to the cflect that the peison
makmg the veitfication belicves himself, or the fiim,
coiporation, o1 association i whose bchalf he makes
the veitfication, to be cntitled to use the maik sought
to be registered, and that no other peison, fiim, cor-
potation o1 association, to the best of his knowledge
and belef, is using such naik in commerce either in the
identical form theieof 01 m such neax 1esemblance thereto
as to be likely, when applied to the goods of such other
peison, to cause confusion, or to cause mistake, or to de-
ceive. Provided, That no 1egistration shall issue antil the
applhicant has filed in the Patent Office, together with the
specimens o1 facsiules of the mark as actually used, as

1equited hy scetion 1 (h) of this Act, a venfied statement
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of use setting forth that the maik is in use in commerce
by the applicant, the date of applicant’s first use of the
mark and the date of applicant’s fiist use of the mark in
commerce, those of the goods specified in the application
in connection with which the maik is used and the mode
or manner in which the mark is used in connection with
such goods, and any 1egistiation issuing on an apphca-
tion filed under this section 1 (a) (2) shall specify only
the goods recited in such statement as the latter is ac-
cepted by the Commissioner. Such statement may be
filed at any time after the application has been filed, and
must be filed before the end of six months following the
date of publication of the mark for opposition, unless
sooner required as provided in sections 13 and 16 of
this Act; and the failure to file such verified statement
of use prior to the expiration of the specified period shall
be deemed to he an abandonment of the application.
For good cause shown, the time for filing such verified
statement of use may be extended by the Commissionei.
The Commissioner shall notify any applicant who files
such statement of his acceptance or refusal thereof and,
if a refusal, the reasons therefor.

“(b) By filing in the Patent Office a drawing of the

24 mark, and such number of specimens or facsimiles of the
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mark as actually used as may be required by the Commis-
sioner.

“(c) By paying into the Patent Office the filing fee.

“(d) By complying with such rules or regulations, not
inconsistent with law, as may be prescribed by the Com-
missioner.

“(e) If the applicant is not domiciled in the United
States he shall designate by a wrntten document filed in the
Patent Office the name and address of some person resident
in the United States on whom may be served notices or
process in proceedings affecting the mark. Such notices or
process may be served upon the person so designated by
leaving with him or mailng to him a copy thereof at the
addiess specified in the last designation so filed. If the pe1-
son so designated cannot be found at the address given in
the last designation, such notice or process may be served
upon the Commissioner.”

SEC. 2. The last sentence of subsection (a) of section 7
of such Act is amended to read as follows: “The registration
shall reproduce the mark, and state that the mark is regis-
tered on the principal register under this Act, the date of the
first use of the mark, the date of the first use of the mark in
commerce, the particular goods or services for which it 1s

S. 1858—2
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registered, the number and date of the 1egistiation, the term
thereof, the date on which the application for registration
was 1eceived 1n the Patent Office, any conditions and limita-
tions that may be 1mposed n the registration and, in the case
of a 1egistration based upon an apphcation filed under sec-
tion 1(a) (2) of this Aet, the date of first publication of the
mark by the Patent Office.”

SeEc 3. (a) The first sentence of section 10 of such
Act 15 amended by changmg the period at the end there-
of to a colon and adding the following proviso: “Provided,
That no rnights arisimg out of an application to register filed
under section 1 (a) (2) of tlus Act shall be assignable unless
prior to the date of any such assignment the applicant onig-
inally filimg the application has filed the verified statement
of use presciibed m section 1(a) (2) of this Aet.”

(b) The second paragraph of section 10 of such Act is
amended by stiiking out “1 (d) ”” and mnserting in heu theieof
“l(e)”.

SEc 4 Subsection (a) of section 12 of such Act is
amended to read as follows

“(a) (1) Upon the filing of an application for registra-
tion under section 1(a) (1) of this Act and payment of
the fee heremn provided, the Commussioner shall refer the
application to the exammer n charge of the 1egistiation

of marks, who shall cause an examination to be made and,
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f on such cxamnation 1t shall appeair that the apphcant
15 entitled to registiation, the Commissioner shall cause the
mark to he published for opposition m the Official Gazette
of the Patent Office: Prowvided, That mn the case of an
applicant claiming concurrent use, o1 in the case of an ap-
plication to be placed mm an interference as provided foi
in section 16 of this Act, the mark, if otherwise registrable,
may be published subject to the determination of the rights
of the parties to such proceedings.

“(2) Upon the filing of an application for registration
under section 1 (a) (2) of this Act and payment of the fee
herein provided, the Commissioner shall promptly cause to
be published, in the Official Gazette of the Patent Office, the
mark, a statement of the goods as specified in the apphcation,
the name and address of the applicant, and the filing date of
the apphcation: Provided, The Comnussioner may refuse to
publish hereunder any mark which consists of or compiises
immoral or scandalous matter, n which event he shall notify
the applicant of his refusal and the reasons therefor. The
Commussioner shall refer the application for registration of
the maik so published to the examine:r 1n charge of the regis-
tration of marks, who shall canse an examination to he made
and, if on such examination it shall appea: that the applicant
would be entitled to registration upon the filng of the verified

statement of use prescribed in section 1 (a) (2) of this Act,
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the Commissioner shall cause the mark to be published for
opposttion in the Official Gazette of the Patent Office. The
Commussioner shall include in the publication for opposition
the date of initial publication hereunder, and in the event
such venfied statement of use has been duly filed, the Com-
missioner shall also include a statement of the goods foi
which the mark 1s in use, the date of applicant’s first use of
the mark, and the date of applicant’s first use of the mark in
commerce.”

SEC. 5. The first two sentences of section 13 of such Act
are amended to read as follows: “Any peison who beleves
that he would be damaged by the registiation of a mark upon
the principal register may, upon payment of the required
fee, file a verified opposition in the Patent Office, stating
the grounds therefor, within thirty days after the pubhcation
for opposition under subsection (a) of section 12 of this Act
of the mark sought to be registered: Provided, That in the
case of an opposition against an application filed under sec-
tion 1(a) (2) of this Act in which the prescribed verified
statement of use has not been filed, the Comnussioner shall
give the applicant ninety days within which to file such veri-
fied statement of use.”

SEC. 6. The first sentence of section 16 of such Act is

amended to read as follows: “Whenever application is made



[N}

10
11
12
13
14
15
16
17
18
19
20
21

22

24

9

for the 1egistiation of a maik which so 1esemibles a maik
previously 1egistered by another, o1 for the 1egistiation of
which another has previously made application, as to be
hkely when appled to the goods o1 when used 1 connection
with the se1vices of the applicant to cause confusion o1 mis-
take or to deceive, the Commissioner may declaze that an
mterference exists: Provided, That in the case of an inter-
ference mvolving an applicant under scction 1 (a) (2) of
this Act, in which the piescribed verified statement of use
has not been filed, the Comissioner shall give the applicant
ninety days within which to file such veiified statement of
use.”

SEC. 7. Section 26 of such Act is amended by inserting
“1(a) (2),” after the woid “sections”; and inserting ““ (1),
12 (a) (2),” after “12(a)”.

Sec. 8. Section 31 of such Act is amended by striking
out “On filing cach o1niginal application for registration of a
matk in cach class on cither the principal or the supplemental
1egister, $25;” and inserting in lieu theieof “On filing each
origmal application under section 1 (a) (1) hereof for regis-
tration of a mark in each class on either the principal or the
supplemental 1egister, $25; on filing each original applica-
tion under section 1 (a) (2) hereof for registration of a mark

in each class on the principal 1egister, $50;”.
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SEC. 9. Section 33 of such Act is amended by adding the
following new subsections-

“(c) For the purposes of this Act, an applicant filing
an application under section 1 (a) (2) of this Act, 01 a 1eg-
istiant of a registration iesulting fiom such an application,
shall be accorded prionty as against any other person except
one who—

“(1) puor to the initial publication of the mark
under section 12 (a) (2) of this Act has commenced
use of, and has not abandoned, a maik or tiade name
which so 1esembles the mark of said applicant or regis-
tiant as to be likely, when applied to the goods of said
other peison, to cause confusion, to cause nustake, o1 to
decerve, or

“(2) previously has filed an application under sec-
tion 1(a) (2) of this Act, for 1egistration of a mark
which so 1esembles the maik of the said applicant or said
1egistiant as to be likely, when applied to the goods
r1ecited by the piior apphcant, to cause confusion, to
cause mistake, or to deceive: Provided, That the fiist
filed application is followed by the vertfied statement of
use presciibed m section 1(a) (2) ot this Aect, o1

“(3) has acqured a right of priority pursuant to

section 44 (d) based on a foreign application filed prior
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to the filmg of said apphcation under section 1 (a) (2)
of this Act.”
SEC. 10 These amendments to the Act shall hecome

effective nmety days after then enactment.
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A BILL

To amend the Act entitled “An Act to provide
tor the registration and protection of trade-
marks used 1n commerce, to carry out the
provisions of international conventions, and
tor other puiposes”, approved July 5, 1946,
as amended

By Mr Dirxsewn

Mavy 24, 1967

Read twice and referred to the Committee on the
Judiciary
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