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AMENDMENT OF TRADE-MARK ACT.

CoMMITTEE ON PATENTS,
House oF REPRESENTATIVES,
Washington, D. C., Wednesday, January 21, 1920.
The committee met at 10.30 o’clock a. m., Hon. John I. Nolan
(chairman) presiding.
The CuairMaN. We have up for consideratioy H. R. 7157, intro-
duced by Mr. Merritt. You may proceed, Mr. Merritt.

STATEMENT OF HON. SCHUYLER MERRITT, A REPRESENTA-
TIVE IN CONGRESS FROM NEW YORK.

Mr. MerrITT. Mr. Chairman, this bill that was introduced by me
is intended primarily to give American manufacturers and business
men certain protection abroad which they have not now under the
law, and'it does not in any way affect anybody’s rights in this country,
so that it is fair to say, I think, that the bill can only be to the advan-
tage of American business and can nor be prejudicial to anyone what-
ever. It has to do with a clause of the existing law, which provides
that any concern which has a trade-mark which has been used by
them for 10 years prior to 1905 can register that mark here, not-
withstanding certain provisions of the law which would make it non-
registerable if it had not been used during the time stated in that
clause. Those concerns which have established valuable trade names
and trade-marks occasionally wish to go into other lines of goods,
and I understand from the lawyers who are expert in that kind of
business, some of whom are present, that it is somewhat doubtful,
Qit is not certain, under this law, that they are not entitled to the use
\Dof registration in connection with these new lines. But the object of
W this bill is simply to do away with that uncertainty. Of course,
N\there are a great number of concerns in this country who have trade-
marks which would be now not registerable, but which are well known,
as, for example, in my own State, the Seth Thomas clocks. That is
Ya name known all over the world. There was a time when every
Mhouse in China and Japan, if they had a house, had several Seth
Thomas clocks init. It has been the fact also that the Germans have
M copied those clocks and copied the trade-marks and trade names, and
under existing law there has been no way to prevent that.

Just one example, to enable you gentlemen to visualize the prob-
< lem; there are certain well-known names as, for instance, Baker’s
< Chocolate, Clark’s Thread, Kingsford’s Starch, Hall’s Safes, Pillsbury
\ Flour, and the Singer Sewing Machines. For example, if the Baker’s
%Chocolate people should decide to make some kind of candy, it seems
prerfectly proper that they should have the protection of theirname as a

guaranty of purity and excellence and be able to use it in foreign com-
merce and have it protected, or for the Clark’s Thread people, if they
want to make twine, or the starch people if they want to make corn
sirup, or the safe people, if they want to make bank locks, to do the
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4 AMENDMENT OF TRADE-MARK ACT.

same. There is no reason why the name which they have established
through generations of work and generations of existence should not
be protected. '

Mr. MacCraTE. The provision that if a name has been used on an
article some time is the only reason why the trade-mark is any good
to the public. It is the public that is concerned. If they start in a
new line, the public have not any guaranty, simply because they
have been %ood chocolate makers and good thread makers, that
necessarily they will be good in candy and twine.

Mr. MerrITT. Of course, they have not any guaranty that because
a man has made good chocolate he is going to keep on; but a business
man’s reputation is his principal asset, and if he has a good reputation
in one line he is going to keep it in all. So far as this country is con-
cerned, he has his right under the common law. The committee
should bear in mind that what is proposed in the bill does not change
anybody’s rights, either the consumer’s of the manufacturer’s in this
country. Naturally, the lines would be related in some way or
another. For instance, the manufacturer of safes would not under-
take to manufacture the chocolate, or vice versa; but it does seem
necessary in these days when the manufacturers have got to go abroad
in order to keep their works going and their men employed, it does
seem proper that the committee should do whatever might be neces-
sary to protect them against these foreign pirates who, the committee
knows, 1n other directions are so active in trying to steal names.

T will not take the time of the committee to go further into detail,
but will ask these gentlemen, who represent various interests, to state
what they can to enlighten the committee further on the matters to
which this bill relates. I will introduce Mr. Parker.

The CuairMAN. Proceed, Mr. Parker.

STATEMENT OF MR. ALBERT E. PARKER, GENERAL PATENT
SOLICITOR, NEW YORK CITY, REPRESENTING THE MER-
CHANTS’ ASSOCIATION OF NEW YORK.

Mr. ParkER. I represent the Merchants’ Association in regard to
this bill. The Merchants’ Association in New York, as you know,
Mr. Chairman, is an organization composed of about 6,000 of the
leading manufacturers and merchants in New York C1tg'. The
members have, of course, many trade-marks and many of them are
registered under the present statute, and quite a large number of
the marks are registered under the 10-year clause which this bill
refers to. The Commissioner of Patents, unfortunately, is not able
to furnish us with a complete list of the registrations which have
been effected under this 10-year clause, without an elaborate search.
They have no separate registry of the 10-year registrations, but I
have a number OF cases before me where the bill in question would
offer some remedy, and I would like to cite these as typical examples
only of what would be provided for here. ‘

Igor instance, there is the Remington Arms Co., a large corporation
that has been in existence for a great many years—I think perhaps
over a century—and has been manufacturing various war equip-
ment and during the war has extended its factories on a very large
scale; but now that the war is over, they are looking around for new
lines of manufacture, so that they can employ the men, and the
women, too, who have been educated up to their work, and so that
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AMENDMENT OF TRADE-MARK ACT. b

:hey can use the machinery that has been purchased for war work
along these new lines of manufacture. 'ghey have under con-
sideration two or three different lines of industry that they want to
g0 into, and where they have the registration for the word “Rem-
ington,’’ they want to be in a position where they can obtain addi-
tional registration for the other goods which they will manufacture.
The Remington Co. has a reputation for putting out a good line
of goods and t%ey feel if they go into another Bne of manufacture they
ought to be in a position to protect that additional line of goods and
obtain the registration abroad for these goods, which will go out
under the name of ‘“Remington,” and, of course, will have the
reputation of the Remington Co. back of them. At the present time
they have no means of getting that protection. Mr. Bright, who is
present here, represents the ]Supont Co., which i1s another instance
where a company has been doing a great deal of war work, from
which it is now released in regard to a large number of its employees,
so that it can set up the manufacture of a lot of outside things that
have really nothing to do with munitions of war. They are con-
stantly expanding into new lines and wish to be in a position to pro-
tect the other goods of that company under the brands that they put
out.
ain, for instance, there is the Worthington Pump Co., one of the
largest, if not the largest, pump manufacturer in the world. They
have a number of trade-marks. The main trade-mark is the word
““Worthington,” which has a reputation throughout the world.
The Worthington Co. is extending into a great many lines of goods
not manufactured in the past, and their ramifications go into every
corner of the world. They are not in a position, however, under
these extended goods, to register.the word “ Worthington’ in foreign
countries, so as thereby to prevent the pirating of the trade-mar
in those countries, by reason of the fact that they can not register
the word ‘“Worthington’ in the United States 1{)1' such extended
oods.
& Another case would be the Perkins Electrical Manufacturing Co.
Theyv have the word ““Perkins’ registered under the 10-year clause
and are constantly extending into other lines and want to be in a
position to protect those additional lines. Another well-known trade-
mark is that of the Bryant Electrical Co. They have registered the
word ‘“Bryant” and are constantly bringing out new lines.

The Westinghouse Electric & Manufacturing Co., one of the largest
electrical concerns in the world, has registereﬁ the name, ¢ Westing-
house,”” and wish to be in a position to extend the registration for
their additional goods. This r)ill, if enacted, would cnable the large
number of American manufacturers who have this kind of trade mark,
to extend those registerable under the general part of the statute, as
provided for specifically under this 10-year user clause, so as to pro-
tect the trade-marks in the United States for the extended goods,
and then to get from the Patent Office the certificates of registration
in the Patent Office here, so that they can register in foreign countries.

An instance of the danger which American concerns are liable to
run into is the case in Portugal, that has become so notorious just
recently. Here is a man in Portugal who has applied to register the
trade-marks of 43 of the leading automobile manufacturers of the
United States. The automobile business, of course, compared with
many others, is comparatively young, so that many of these 43
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-6 AMENDMENT OF TRADE-MARK ACT.

marks that have been taken by this man in Portugal were not
registered under the 10-year clause. I am just citing that as an
example of what may happen in other lines of industry. If these
43 firms had been able to register under the 10-year clause and had
extended their lines of goods, for instance, in connection with other
items such as tires or parts of vehicles or motor cycles, they would
not be in a position at the present time to register their marks abroad
for the extended goods because in most instances those marks are
surnames or geographical names and are not registrable in the
United States except under the 10-year clause. We want to be in
a position to protect all that class of trade-marks here and enable
the owners to file their applications in foreign ¢ountries where the
United States certificates are needed. A large number of countries
do not require these Patent Office certificates, but probably between
30 and 40 countries—I can not give the exact number—require
certificates from the domestic country to show that the mark is
owned by that corporation here.

Mr. MErrrTT. Is that true mostly of South American countries ¢

Mr. PArkeR. It is true as to about one-half of the South American
countries, and it is true not only as to countries that are considered
deliberately piratical but as to countries that protect the first to
use trade-marks.

Mr. Merrrrr. What is the condition in the East and in Japan ?

Mr. Parker. In Japan you can get registry without having to
deposit a home certificate, but if the mark 1s of the character I have
been speaking about, such as surnames, the application goes through
much more readily if you are in a position to file a certified copy of
your domestic registration. In Australia and New Zealand, these
marks would not be registrable under the present statute, but the

robability is that statutes along the lines of the new English legis-
ation wilf be put on to the statute books and enable them to be
registered even without any extensive use.

% have a typical case that I did not mention in regard to this class
of trade-marks, and that is the word ‘' Fischer.” It is the mark of
one of the best known American pianos, upright and grand pianos
and player pianos, and that concern wishes to extend its good into
a line of music rolls and even sheet music, and wishes to be able to

ut its trade-mark on these goods and to extend the ro(?ist-ra.t-lon that
it would have in this country to its additional goods abroad, but
- under the 10-year clause they are only entitled to registration for
the particular goods used prior to 1905. L

I think that covers the ground so far as I have facts bearing directly
on the class of trade-marks covered by this bill. _

Mr. MacCraTE. Do you know, for the information of the com-
mittee, the underlying reason for this 10-year clause originally?

Mr. PARkER. It was to enable this very thing to be done that
we are seeking to do now. I mean it was definitely provided for
80 as to enable the American manufacturer to obtain these registra-
tions in foreign countries, and thus prevent the piracy of his mark.
It is just an extension of that particular arrangement that we are
seeking, so that we can get protection for additional goods upon
which the mark has been used since 1905. In a way it seems ridicu-
lous that there should be a line drawn at 1905. It might just as
well have been provided for that this could be done at any time in
the future; in other words, the bill might have -provided for the
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AMENDMENT OF TRADE-MARK ACT. 7

registration of any trade-mark that had in fact been used for any
period of five years, and if that had been in the act of 1905 we would
then have been in a position to protect these trade-marks after five
vears’ use. {g feeling in the matter is that even a two-year use
would be of advantage; anything, in fact, that can be established
as a trade-mark. _

Mr. MAcCrATE. In 1905 the statute was applied at the time and
they fixed the date of passage of this statute as the date at which
1t should operate.

The CHARMAN. Did that law cover the article that at the present
time would not be valuable as a registered trade mark on account
of having been used for 10 years?

Mr. Parker. I think not. It was only for the registration of
the trade-mark that had been used for 10 years prior to 1905 on
any kind of goods.

e CHAIRMAN. But under the law certain kinds of marks are
not registrable?

Mr. PARkER. Surely. It is clear that the special legislation was
to enable a mark to be recognized throughout the United States.

The CaaiRMAN. Whether it was descriptive of an article or not?

Mr. PARKER. Yes.

The CrAIRMAN. But it did cover any articles under the present
law that were being used for 10 years prior to 1905% It did cover
any nonregistrable trade-marks.

Klr. PARKER. Surely.

The CHAmrMAN. If you want to get at that why not amend the
law and have the law in this country apply as it does in some other
countries, just simply the registratioh of the mark, whether it is
descriptive of an article or not? If you want to go that far you
are going to open up a way to a wide f?eld

Mr. PArRkER. That is going a little too far.

The CEAIRMAN. Why say two years or why say any time, or why
go back between 1895 and 1905 and give men who have got to-day
trade-marks subject to registration the benefits of this 10-year clause?
Why not brjng 1t up to date, and say that any man who has got a
mark in this country that is nonregistrable under the laws to-day
that he shall have the same rights that these other people have ¢

Mr. PArxkER. That is extending the propositions under the bill,
but there is a general feeling that some provision of that kind might
bg ofdconsiderable advantage, particularly in view of this piracy
abroad.

The CnHairMAN. You would not give the Remington people or
the Westinghouse people or any of the rest of these concerns that
you speak of additional protection now that they are not entitled
to under the laws simply on account of them going into another field ?

Mr. PARKER. It would give them the protection that they are
entitled to under the common law of the United States, that is all that
I would give them.

The CuAIR:AN. But you give them under the act of February 20,
1901'1;3 protection upon tj:e articles that were not registrable as trade-
marks.

Mr. ParkER. I do not give them any more than they would get
under the common law. .

The CHAlRMAN. The reason that it was given to them was because
they had used it for 10 years or more prior to that time. That was
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8 AMENDMENT OF TRADE-MARK ACT.

the reason for that. Then the line was drawn, and since that time
nobody can get a trade-mark registry unless it complies with the law.
Why should we give to these men trade-mark protection in other lines
that they engage in unless they come in under our law to-day and get
trade-mark protection?

Mr. Parker. They are protected under the law independently of
the statute. )

The Cuamrman. Now, their trade-mark protects them in certain
lines of goods, but if they come in before the Commissioner of Patents
to-day and ask for trade-mark registration for articles that are de-
scriptive ete., they can not be entitled to trade-mark protection.

Mr. PArkger. That is true.

The Cuairman. Of course, that is a trade-mark name; it is not
descriptive of any article.

Mr. Parker. But it is not registrable even so.

Mr. MErrITT. Mr. Chairman, do you not think that this committee
and Con;irress should guard themselves most against confusing the
existing legal rights that a manufacturer has as against domestic
competition, unfair trade competition, and the rights which he has
by reason of the registration, to get protection in foreign countries?

Mr. ParkEer. You have got to diﬂlzrent-iate between the rights in
this country, which are not going to be extended by this bill, and the
rights in foreign countries, so as to protect American trade which is
to the benefit of everybody in this country as against foreign pirates.

Mr. MacCraTE. This is the thing in my mind. There are a great
many other people who have extended their operations during the
war ?

Mr. PArRkER. Yes.

Mr. MacCrate. Who would apply to register names, but because,
prior to 1905 for 10 years, they did not have that trade name which
was registrable, they now can not have it.
hMr. ERRITT. I think the law ought to be amended to extend to
them.

The Cnairxan. Then you would not have any law at all except
simply a registration.

Mr. MerriTT. That is what I think.

The CuamryaN. If you want to do that, why not let us open up the
whole question of trade-mark registration and get it down to a definite
thing of just simply taking everybody in, whether the article is
descriptive or not, and file in the Patent Office application for regis-
tration? ,

Mr. Merrrrr. That is what was covered in the hearings. I know
two or three instances where the commissioner said that would be
desirable. That is just the point. _

The CHAIRMAN. l&o; they did not go that far on that proposition,
but what he had in mind was in amending the law of this country as
far as our trade-marks are concerned, but where a mark was non-
registrable they be permitted to come here and register and get pro-
tection in other countries not under our own laws. We were willing
to have the manufacturer get protection in other countries but not
give them that same protection in this country.

Mr. MerrITT. That is right. ) )

The CuairMaN. That is not a consistent way of looking at things.

I am not sticklish of the law as passed. If it is good for one it is good
for another.
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AMENDMENT OF TRADE-MARK ACT. 9

Mrx. Merrirr. I agree to that.

The Cuamrman. We ought to have a general statute or amendment
to the laws that would be as liberal in registering trade-marks in this
country as they are in other countries.

M. MEerriTT. My theories about introducing this bill were this,
not that I do not agree with the point raised by the gentlemen on the
other side of the table, because I think that is right, but it was a case
of a single step concerning which I thought there could be no question

of advantage and no harm to anybody; it is a step which is necessary
because to-day, as Mr. Parker pointed out, with the trade-mar

irates already busy, and certainly we do not want to protect them.

hey are filing American well-known trade names in foreign coun-
tries, and when a man comes up to a country with a cargo of his own
ods, he can not land it, because he is subject to having them con-
%gcat-ed. That is certainly not to the advantage of this country at
all. I thought that this bill would permit a step to the class of people
already allowed to register under the law, and therefore there would
be no question about that, and that the larger question of allowing
evervbody else to register might come up separately.

"The CHaIrMAN. The fact of the matter is that recent court deci-
sions are to the effect that registration of a valid trade-mark in the
Patent Office does not mean trade-mark protection unless it is in
general use.

Mr. MEeRrrrTT. I agree to that.

The CuairMaN. And throughout the country a man has protection
only in the section of the country where he has used his mark, so that
he has no real valid trade-mark protection.

Mr. MERRITT. I think that is a fair proposition. The lawyers here
will correct me if I am wrong when I say that the present laws for the
registry of trade-marks give no additional protection in this country
other than what you have under the common law. Is that correct?

I Mr. Parkgr. That is true. ,
Mr. MERRITT. Therefore, the committee in considering any bill on
% this subject should simply consider that with reference to protection
of the American in foreign countries. I think that anf'body who wants

“to go into foreign trade and wants to protect there the use of his own

name ought to have the right to simply register it here simply as a

it basis for getting foreign registration.
E The Cuairman. The unfortunate part of this bill is that it only rec-
i ognizes special rights of individuals under the law of 1905.

Mr. MERRITT. %‘hat is right. I do not think that is an objection to
Q this bill. So far as I am concerned, I would be delighted to have it

s enlarged. -

The CaairMAN. T do not know, myself, whether there is any other
objection to it, because I am not familiar enough with conditions, but
opening up a subject of that kind necessarily means that this com-
mittee will have to be enlightened upon the thing as a whole and have
to get the Commissioner of Patents here and others.

Mr. MeRrrrITT. I am sure that as far as they are concerned there will
be no possible objection to enlarging it.

Mr. PArkER. That is entirely true, and the Commissioner of Pat-
ents stated that his attitude would be entirely helpful and he would
do anything he could to obtain the enactment of a measure which
would do exactly what the chairman has suggested here.
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10 AMENDMENT OF TRADE-MARK ACT.

STATEMENT OF MR. GEORGE D. SEYMOUR, OF NEW HAVEN,
CORII:IH" REPRESENTING THE WINCHESTER REPEATING
ARMS CO.

Mr. SEymour. I am a Connecticut Yankee. I wish to say a word
for the Winchester Co. in regard to what Mr. Merritt has stated on
the question of trade-mark policy. I was brought up in the town of
Bristol, Conn., from which the entire clock indystry of this country
emanated. We claim, indeed, there to have developed, in connection
with the production of clocks by machinery, what Gen. ‘‘Joe”” Hawley
used to talk about in all of his campaign speeches, as the ‘“‘great
American principle of interchangeability of parts’” which is now, of
course, in use throughout the entire world, and which we claim in my
part of the State was developed in connection with the duplication
of clock wheels. In New Haven, where I now live, they claim that
it was developed by Eli Whitney, in connection with the manufacture
of guns for the Government, back in the early days. As I was
brought up in Bristol, of course, I heard a great deal all my boyhood
on the subject of clocks. My father was an inventor of machinery
for making clocks. Bristol manufacturers sold at that time a great
many clocks in South America, in China, and Japan. The Bristol
clocks were very largely exported also to England. This having been
a subject in which I had been interested from my childhood, when I
finally went to China and Japan 20 years ago, on a trip around the
world with Gifford Pinchot, I took pains to see what clocks were on
sale. So I put my head into every shop, big and little, that I could
find where } saw a clock displayed for sale. I was very much sur-

rised at what I found out about those clocks, and when i]f()t home

gave an address to the chamber of commerce in the small country
town of Bristol, on ‘“Familiar Faces in China and Japan.” No one
knew beforehand what I was going to talk about; what I did thlk
about was, that in the small shops in China, Japan, and the Philip-

ines, I saw exact Japanese imitations of exact German imitations
of clocks that originated in Bristol and in New Haven, Conn. The
explanation of this was that German clock-makers in the Black Forest
had copied clocks made for the export trade in Bristol and New
Haven and sent them to the Far East into our original market. In
this way the German pirates knocked out our Connecticut export
trade in clocks. These German imitations copied our trade names
and trade-marks, of course. Then the Japanese, who are the “ Yan-
kees of the East,” beat the Germans at their own game. The Jap-
anese went to work and imitated the German imitations of Yankee
clocks and drove the German clocks out of the market. Now, there
was no way to stop all this. The trade-mark laws were too imperfect
to enable that game of double piracy to be stopped, and our American
export trade in clocks was practic destroyed.

One of my brothers-in-law is to-day a very large manufacturer of
Yankee clocks and Yankce watches. His firm is The E. Ingraham
Clock Co. They have a large establishment, em{)loy a great many
hands, and pay high wages. I said to him the other day: ** Why do
you not begin the export of clocks again. Would not that afford an
outlet for your product of to-day?’ He turned to me and said,
‘“George, I could without any difficulty build up an enormous export
trade in our clocks and watches, but that would be time and labor
lost, because as soon as the Germans get on their feet again, they will
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AMENDMENT OF TRADE-MARK ACT. 11

produce clocks in the Black Forest so much cheaper than I can pro-
duce them that they would almost immediately take the foreign
trade which I had so carefully built up away from me again. There
is no use of going into the export trade. I could not hold it.”

Now, behind all this, you have the trade-mark question. Trade-
mark legislation of some character is desirable to protect the
manufacturer.

The CaAIRMAN. On the question of the Germans taking away that
trade this gentleman might build up, has it been built up on his trade-
mark or built up on his ability to sell clocks at a certain price?

Mr. SEymour. It was built up on both, I suppose. The clocks of
this company, the Ingraham company, have a very high reputation
for quality and the pirate is all the time grafting on that reputation.

T%e CHAIRMAN. What I meant was, when the Germans get started
again, they would be able to produce clocks so much cheaper. Sup-
pose they produced a similar clock without the trade name and sold
1t cheap. hat advantage would there be in the trade name?

Mr. gEYMOUR. I think there would be an important advantage in
the trade name, because buyers of foreign goods, especially in the Far
East and in South America, as is shown by all of our consular reports,
as I read them, examine the goods that they buy very minutely for
characteristic markings.

The CHAIRMAN. That is exactly what I wanted to get at. Do they
pay much attention to the trade-marks ?

r. SEYMOUR. According to the reports of our consuls they pay
great attention to trade-marks and trade names. Am I not right in
that, Mr. Merritt?

Mr. MErrITT. I think so, absolutely. That is especially true in
the East, Mr. Chairman.

Mr. SEYMouUr. I have spoken at length of clocks because Mr.
Merritt referred to the cloc]lg business, in which I am very much inter-
ested. I seem to have in my brother-in-law’s refusal to go into
export business again an interesting sidelight on the question of
foreign trade-marks.

Now, before I get to my real subject, I would like to speak of a
foreign experience with the Winchester company. I have been
advising that company about patent affairs and trade-marks for
many years. They have a great prestige throughout the entire world
for tﬁeir products, and their name is pirated all the time in the line

of guns and ammunition and in many other lines of goods, and par-
ticularly lines of goods that are sold in hardware stores, where guns
and ammunition are sold. They sell a great many goods abroad,
and I remember eight or ten years ago they consulted me about the
})osaibility of a suit to be brought, I think in Bohemia, against manu-
acturers of ammunition. I was furnished with boxes containing
this ammunition as supplied to the trade, and these boxes were
“smeared’’ with the name ‘ Winchester.” I corresponded wit-h-forei‘gn
lawyers and they stated that it would be practically impossible for
the Winchester com any to stop the infringement by suits. What I
did was to write to the State Department and request the department
to send the American consul at ?’rague to this ma.nu_facturer and talk
to him about this invasion of the rights of the American maker of the
ammunition. Now, they cared nothing over there for threats of
suits in their courts, but when they received a call from the American
consul who sent in his large visiting card with the arms of the United
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12 AMENDMENT OF TRADE-MARK ACT.

States on it, they began to be quite serious about it. I subsequently,

in an European trip, went to Prague and saw the American consul,

who went again to see these people. We had an interview with them

and they agreed to stop the infringement. The trade-mark protec-

tion amounted to nothing over there, but the infringer was afraid to

ﬁo ahead when the representative of the State Department came to
im and protested.

I am now gettinrg down to my real subject, which concerns, in the
first place, the welfare of the Winchester Rt:ipeating Arms Co. and the
welfare of the New Haven community, and, secondly, the welfare of
the public at large who buy our kind of goods. The deception of the

ublic is a very vital phase of this trade-mark question, and it comes
efore you under Mr. Merritt’s bill.

At the outbreak of the war the Winchester plant was enormously
increased in size for the manufacture of guns and ammunition for
war purposes. At the close of the war the company finds itself with
a plant infinitely greater than it can possibly utilize. 1 am told that
if all of the manufacturers in this country of arms and munitions were
to turn over their business to the Winchester Co. that would not
keep all these big shops full and would not employ all of these people
who at the beginning of the war moved to New Haven with their
families and who are now members of our community and send their
children to our schools. We have either got to tear these buildings
down and sell the machinery or we have got to make goods in them.
We can not pay taxes on them and keep them up unless we are doing
something with them, and, of course, we are anxious to utilize the
property and, as far as possible, keep -all of these workmen. Every
manufacturer is reluctant, perhaps contrary to the public opinion as
expressed in tho newspapers, to have the workmen in his employ
scattered. Now, we wont at this subject carefully after the armistice
was signed, to sce what lines of goods we could go into to fill up these
shops, and we naturally decidetf to go into lines of goods that would
be sold in the same stores that were selling our guns and ammunition;
lines of goods which our present organization of salesmen could
handle. Those were the two vital economic considerations; the same
stores and the same salesmen. So we decided to make lines of cutlery
and sporting goods, such as fishing rods and reels and tackle, ice
skates and roller skates, axes, hammers, saws, shears, pocket knives,
razors, and butcher knives, and so on, a general line of edge goods.
We want to put those goods on the market as Winchester products,
&lllld we want to be protected in the name ‘“ Winchester’ as applied to
them.

The gontleman here says, but how is the public going to know that
this new line of goods participates in any measure in the quality of
the guns and ammunition upon which the trade value of the name
“Winchester”” has been built up. Nothing is more important, I should
" say in reply to that question, to the Winchoester Co. than to put the
same quality into the new line of goods that they have always put
into their guns and ammunition. Otherwise they have thrown
into the discard a colossal amount of money and time and labor, which
. they have put into making theword ‘ Winchester’’ valuable, whichis a
word representing quality not in the United States alone but through-
out the entire world. We are bound to produce goods which will
satisfy the public in respect to quality or else the whole thing might
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AMENDMENT OF TRADE-MARK ACT. 18

as well be passed up. In the last 30 years many small concerns
starting out with a line of goods have put the brand ‘“ Winchester ”’ on
them, especially (foods to be sold in stores where they also =cll Win-
chester guns and ammunition. The customer goes in end if he
wants an ax and he sees an ax branded ‘ Winchester,” he buys that ax
because it is connected in his mind with Winchester quality, and he
thinks that ax in some way or other participates in that quality, and
he is absolutely deceived unless the salesman takes particular pains,
which, of course, he never takes, to say that the ax branded *‘ Win-
chester’’ has nothing whatever to do with the Winchester Co. and that
it is simply a brand adopted by the ax-making concern in order to

raft on the Winchester Co. name. Of course, that never takes place.
ﬁ‘he customer is deceived and has been deceived for many years in
that way.

Mr. JACCRATE. Is there any company other than the Winchester
Arms that has been in existence for any length of time, including the
10-year period, now who has used the word ‘“ Winchester’’ in connec-
tion Witﬁ some other implements and articles ¢

Mr. SEymour. I wish to be very careful in answering these ques-
tions. I can notsay that to-day there is any company which has been
using the word ‘‘ Winchester "’ for more than 10 years prior to to-day.
My correspondence, if it has been preserved, would, I think, unques-
tionably answer that question in tﬁe affirmative.

Mr. MacCrate. If it would answer it in the affirmative, would it be
fair then to people who have built up in axes a reputation for making

ood axes under the trade-mark ‘‘ Winchester”’ to allow them to be

eprived of that name now ?

Mr. SEYMOUR. I am afraid I have not answered your question quite
accurately. I should say that for the last 25 years different concerns
have started inonusing the word “Winchester,” who have under rep-
resentations from us or for other reasons given it up. I donotknow of
any concern that has continuously employed the word “Winchester”
for any line of manufacture. Here, for instance, is one of the things
that we are up against. Here [indicating] is a catalogue, a recent one;
1919, of Charles Broadway Rouss. They do a big mail-order business.
They illustrate a line of axes and there you have the Winchester brand.
That is not only a strike at our property in the word ‘Winchester,”’ but
it also is a direct imposition upon the public. If this ax had been
marked, let us say, ‘“Charles Winchester, not the original Winchester,”
it would have been different. Whenever you employ a proper name
on an article that has a great name for quality the origin of the second
article should be indicated, I believe, in order to avoid the confusion
of the public, as was settled in the Chickering Piano Co. case. The
courts required so much descriptive matter on the fall boards of those
piratical pianos that the pirates could not sell them.

The CralrMAN. How about when people go into another line of
business that is entirely foreign to that of the original company ?

Mr. SEYMOUR. It is difﬁcuﬁ:n to discuss the question, perhaps, and
make very much headway when it takes as broad a sweep as that. I
should say that we could safely proceed along the lines of goods that
we sell in the same stores.

The CHAIRMAN. For instance, Winchester is a familiar name out in
our country. We have had for many years a big firm, and one of the
men’s names is Winchester. They manufacture harness and sad-
dlery. I do not know how long the trade name of Winchester Arms
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14 AMENDMENT OF TRADE-MAHKK ACT.

has been established, but I know in San Francisco, for probably 41
years, the Winchester Harness & Saddlery Co. has been in existence
Why should that man be stopped who entered into a legitimate busi
ness that he knew all about ﬁom selling the goods that he has manu
factured? He has built up that business, which is not to the Win
chester Arms?

Mr. SEYmoUR. I centainly think he should not. The confusion .
am thinking of proceeds from the sale of related goods in the sam:
stores.

Mr. Davis of Tennessee. I notice that this Rouss catalogue cata
logues three brands of axes, the Kickapoo, the Acme, and the Charte
Oak, at higher prices than the Winchester brand, and one of then
considerably higher. Does this indicate that the brand Wincheste
was not particularly helpful in obtaining a higher price in deceivin
the public?

r. SEYMoOUR. I can only speculate on the idea of putting “ Win
chester”’ on a cheap ax, but I can assure you that the application o
the name Winchester to a cheap ax is very harmful to the Wincheste
Co. That is the brand of an absolutely A-1 product; theirs is a cheayj
product, of course.

Mr. MAcCrATE. The bill, Mr. Merritt, is very broad. You will finc
this on line 14: ““and shall thereafter and subsequently extend hi
business so as to include other articles not manufactured by saic
applicant in 10 years next preceding February 20, 1905,” etc.

ould you limit that language to related articles?

Mr. SEyMouRr. I had not considered that phase of the question.
should be rather disposed to do that.

Mr. MAcCraTE. Of course, there may be people who have gone int«
lines with names not related to some of these established names. -

Mr. MerrITT. We have the instance named by the chairman. Yot
see, you could not have a metal-goods manufacturer going into har
ness and claiming the protection as to the harness.

The CHAIRMAN. You have to be careful about that.

Mr. SEymour. No man has a right to monopoly of his own name
It i1s only when it is used to deceive the public that the law, it seem:
to me, should interfere. It is hardly fair for me to quote a man whe
isno here, but I had hoped that I might see him before coming here
That is Judge Julius Mayer, of New York. I had a long conversatior
with him a number of years ago on the subject of trade-marks directly
after he had heard a long trade-mark case and he was quite wrough:
ul[: about the subject, because he t,hou%ht. that the law should be
changed, as I understood his remarks. The case involved some very
well-known trade-mark, and I can not tell at this length of time
what it was. but say it was the trade-mark of the name ‘' Uneeda’
for biscuit, limited under the terms of the registration to biscuit, anc
somebody else had put in the same grocery stores another article o:
food and called it Uneeda. That was without any legal remedy
under the statute. I do not say that that was the case but it wa:
something like that, and Judge Mayer said he thought that the law
should be amended as to trade-mark registration so that the classi
fication should either be abandoned altogether or made immensely
more comprehensive, because here in the case that he presented was
the use of a name which had cost a great deal of money and repre.
sented a fine article used on another article so that the subsequent
and piratical user was grafting on the business of the originator
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AMENDMENT OF TRADE-MARK ACT. 15

Moreover, you must also look at this question from another angle,
and that is the angle of making the word common. Now, if any
trade-mark name is made immensely common, it loses its signifi-
cance very rapidly. If it is applied to a great variety of products,
the public becomes confused and it no longer has any particular dis-
tinction. So far as the Winchester Co. 1s concerned, we have no
desire to have it attached to anything but a line of sporting and
hardware goods, all related in general character, all personal in the
character of their use, sold in the same stores by the same clerks to
the same class of trade and presented to the public by one line of
salesmen. You perhaps noticed, and perhaps did not, that in the
list of articles in which we are interested, we have chosen goods
which are personal in their character.

A man buys a gun and his gun is very personal to him; he becomes
attached to 1t the same as he does to his horse. He buys a particular
fishing reel and a particular rod, a particular kind of tackle, and he is
successful and catches fish by sr,killp or good fortune, and he becomes
attached to these. A man buys a certain razor and he always wants
to buy that razor. We have aimed in our new lines to produce goods
which are personal to the user just as guns and ammunition are.

The CunairMaN. I think the committee is in line with the idea of
giving the right sort of protection to these institutions that have
spent a lot of money as well as given a great article and good service
to the people. The only thing we have got to look to in new legisla-
tion is that we do not open up a way to abuses of this.

Mr. Davis of Tennessee. Do you think, Mr. Chairman, that the
objection which has been urged by several or, rather, suggested,
could be avoided by providing that this act should become effective
at some certain subsequent date, so as to not interfere with those who
have already built up a trade on such articles, but would prevent that
being done in the future, and they would have legal notice of the fact,
and if they undertake to enter upon the manufacture of such articles
thev do so at their own risk $ '

The CuamrMAN. I do not know. We are only surmising that such
abuses would be established. - I have not it fixed definitely in my
mind. We are trying to bring out what the real purpose sought to
be accomplished is and what the real effect would be of such legisla-
tion. We have to safeguard ourselves to see that we shall not open
up a door. I do not know but what it would be a good idea to amend
the trade-mark laws altogether and simplify them. I have not that
fixed in my mind, but this is in a way opening it up for certain indi-
viduals in this country that have certain rights that others can not
get. It is extending tﬁeir rights. I do not say it is not a fair propo-
sition for them to come to us and ask.

Mr. MerrITT. It is not extending their rights in this country.

The CaHAIRMAN. It is doing this: They can go into the manufac-
ture of things in this country to-day and get protection on them
that some new man can not get.

Mr. MerrITT. NoO; not in this country.

The CrAIRMAN. They have certain rights for their trade name,
because they had that trade name prior to 1905.

Mr. MegrrrrT. This legislation does not give them any rights that
they have not now.

e CHAIRMAN. But it extends the particular privileges to other
lines of trade, and through the extension of this law to these other
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16 AMENDMENT OF TRADE-MARK ACT.

lines they are about to engage in, it gives them that additior
tional protection abroad where our trade-mark laws are recc
That is what it does. It does extend to them for the other
which they engage in.

Mr. MerrirT. For related work.

The CuamMaN. The law does not say that.

Mr. MErrITT. But that is the effect of the law.

The CaAIRMAN. But the idea is they are going into other fie
to-day they have the right to put their trade-marks when thei
mark is registered in this country on those additional lines o
they seek to manufacture. The {aw gives them that.

. MERRITT. But they can put their trade name or mark o
additional lines now in this country without any additional la

The CuamrmMaN. They get that protection which the new n
not get. -

The CHATRMAN. If the article is descriptive, John Jones can
into the Patent Office and get protection, but the Remington ¢
put their name on it and get protection in this country becau:
were engaged in the business prior to 1905 for the period of 1(
It does not give them protection on these other lines, but
extending it under this law. )

Mr. MerrITT. I do not wish to argue with the chairman ab
law, because he knows more than I about it.

The CnairMAN. You and I are in the same boat. I am
lawyer. If I do not understand this thing I want to be se’
They want in this country to-day the same protection on oth
of goods which was granted February 20, 1905, for the line o
they were then engaged in manufacturing. Is that right?

Mr. MerrITT. I think the error that some of us may be l:
under is that by registration in this country at any time un
present law some additional domestic protection is gained.
not so. He has that protection under common law witho
registration. To-day, take the Winchester and Remington Ar
all the rest of them, if they want to make any other goods rel
not related they have protection for their names under the c«
law just as much as under registration.

Mr. SEYMOoUR. It is a good deal easier for them to protect
under registration than to protect it under the common law.

Mr. MeRrrITT. But if they register thereis no added proof th:
legitimate trade-mark is a valid trade-mark.

. SEYMOUR. It simplifies the matter of date.

Mr. Davis, of Tennessee. Your point is the right of ac
protect the right by common law and not patent law ?

Mr. MerrITT. Exactly.

Mr. MAcCraTE. The practical proposition 1in registered
marks in this country as soon as they find somebody else usi
name is that they send a notice to them, saying, you musi
from the use of that name because we have it registered, an
as Mr. Seymour says, a lot of them do discontinue and try
name. The Remington Co. will put on a new name and wi
out a new notice. That is what the lawyers do to-day. The
out to American manufacturer using a similar name that the
registered this name in the Patent Office and we beg to adv
that hereafter you will use this name to your detriment. '
the danger as far as America is concerned.
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AMENDMENT OF TRADE-MARK ACT. 17

Mr. MERrrITT. They would send notice to infringers whether they
had registered their trade-mark or not.

Mr. PArRkER. My thought was this. There are two or three of
the largest firms of lawyers in New York City doing an extensive
trade-mark business, some of whose clients I Emve mentioned here,
who never advise their clients to register their trade-marks because
they say that it is a handicap to them when they go into court to
~sue, a handicap because of some limitation that has been put upon
their registration, but they invariably sue under the common law
and ignore the registration.

Mr. MacCraTE. But is it not a fact that when people register a
name they have a right over people who have no registration and
they can tell them to desist.

Mr. PArgER. They do it also without any registered name.

Mr. MACCRATE. B};t if you register that name does that not give
the registration name an advantage over that which has no registra-
tion ?

Mr. PArRkER. That is so. A man who has anything that is re-
corded has something more valuable than that which is not recorded.

Mr. MAcCrATE. Then they who have been honestly using a
reputable name come under this law.

. PARKER. Yes; that is true.

Mr. MacCraTE. If the Remington or the Westinghouse Company
go into some different line from what they are now in, that is not
related to them entirely, and someone for 10 years has been en%agod
in this line without getting registration, the company will tell him
to stop using their trade-mark.

Mr. PARKER. There is no protection merely from registration.
The legal effects arise from the first use and that first use would be
protected, while a new man would be getting nothing under the trade-
mark law.

Mr. MAacCraTE. He would be if he knew but the average man if
he is a small business gets scared of it.

Mr. ParkER. The whole basis of this, it seems to me, is due to
the procedure in the United States where the right to apply for
registration of that trade-mark is acquired by use. The [E.Plrlitcd
States is practically the only country in the world, the only import-
ant country, undoubtedly, where you are required to show use of a
trade-mark upon certain lines of goods before applying for registra-
tion. I do not know of any important country, and I have an
immense experience in such matters, as much as anyonein the trade-
mark line, where thegr make the basis of use the right to register.

Mr. MocCRATE. That is the reason for piracy in these other
countries.

The CairMAN. Does not this proposed bill open the way to a
monopoly of & name in certain lines ?

Mr. PARKER. No, sir; because no one can be prevented from using
his own name in the United States.

The CHATRMAN. When a man goes to register in these lines it gives
them an opportunity in the other lines he has not registered ?

Mr. ParkEr. It might in the foreign country, but it would be
without prejudice to the first to use in the United States.

Mr. BaBka. It would give them a monopoly in the export trade.
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