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OPINION OF THE SOLICITOR OF THE DEPARTMENT OF THE INTERIOR
Construction of the Trade-Mark Act of March 19, 1920
DEPARTMENT oF THE INTERIOR, OFPICE OF THE SOLICITOR

Washington, D. C., July 13, 1920.
The Honorable, the Secretary of the Interior.

Dear Mr. Secretary: By letter of June 17, 1920, the Com-
missioner of Patents requested my opinion respecting certain ques-
tions arising under the recent Act of March 19, 1920 (Public No.
168), entitled “An Act to Give Effect to Certain Provisions of
the Convention for the Protection of Trade-Marks and Commercial
Names, Made and Signed in the City of Buenos Aires, in the Argen-
tine Republic, August 20, 1910, and for other Purposes.”

Section 1 of said Act provides:

“That the Commissioner of Patents shall keep a register of (a) all
marks communicated to him by the international bureaus provided for by
the Convention for the Protection of Trade-Marks and Commercial Names,
made and signed in the City of Beunos Aires, in the Argentine Republic
August 20, 1910, in connection with which the fee of $50 gold for the in-
ternational registration established by article 2 of that Convention has been
paid, which register shall show a facsimile of the mark; the name and
residence of the registrant; the number, date and place of the first registra-
tion of the mark, including the date on which application for such regis-
tration was filed and the term of such registration, a list of goods to which
the mark is applied as shown by the registration in the country of origin,
and such other data as may be useful concerning the mark.”

“(b) All other marks not registerable under the Act of February 20,
1905, as amended, except those specified in paragraphs (a) and (b) of sec-
tion 5 of that Act, but which have been in bona fide use for not less than
one year in interstate or foreign commerce, or commerce with the Indian
tribes by the proprietor thereof, upon or in connection with any goods of
such proprietor upon which a fee of $10 has been paid to the Commissioner
of Patents and such formalities as required by the said Commissioner
have been complied with: Provided, That trade-marks which are identical
with a known trade-mark owned and used in interstate or foreign commerce,
or commerce with the Indian tribes by another and appropriated to mer-
chandise of the same descriptive qualities as to be likely to cause confusion
or mistake in the mind of the public or to deceive purchasers, shall not be
placed on this register.”

The questions asked are, in effect, as follows:

(1) Whether marks registerable under the Act of February
20, 1905, can be registered under section (b) of the Act of March
20, 1920?
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(2) What is the scope or limitation of paragraph (b) of the
Act of March 19, 1920?

(8) Whether the filing fee of ten dollars paid in connection
with an application under the Act of February 20, 1905, may be
transferred to an application for registration under the Act of
March 19, 1920, or must a new fee be required?

(4) Must a trade-mark be “identical” with a known trade-
mark to be subject to rejection, or need it be only so nearly similar
to a registered or known trade-mark to justify rejection?

Section 5 of the said Act of February 20, 1905, has been
amended by the following acts: March 2, 1907 (84 Stat. 1251);
February 18, 1911 (86 Stat. 918); January 8, 1913 (87 Stat.
649), and section 9 of the recent Act, now under consideration.

My answer to the first question is in the negative, as no reason
has been called to my attention, and I see none, for ignoring the
express provision of this law that the (b) register shall be kept for—
“all other marks not registerable under the Act of February 20, 1905, as
amended, except those specified in paragraphs (a) and (b) of section 5 of
that Act, etc.”

The doubt pertaining to the second question is expressed by
the Commissioner as follows:

“Paragraph (b) after referring to State, national, or society insignia,
goes on to specify what marks shall not be registered as well as some that
may be registered. Hence the Act is not clear as to what is referred to
in paragraph (b).”

In my opinion the recent Act of March 19, 1920, as applied to
register (b) therein provided should be construed as if it more
specifically read as follows:

“All other marks not registerable under the Act of February 20, 1905,
as amended, except those specified as not registerabls in paragraphs or
schedules (a) and (b) of section § of that Act, etc.”

This is the plain meaning of the law, as it was undoubtedly
the intention to continue to deny registration to those marks pro-
hibited registration by paragraphs or schedules (a) and (b) of
section 5 of the Act of February 20, 1905. In other words, my
view is that register (b) provided by the recent Act is not intended
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for any trade-mark registerable under any part of the Act of Feb-
ruary 20, 1905, nor for registration of any mark not registrable
as specified in paragraphs or schedules (a) and (b) of section 5
of that Act. The doubt will be relieved and a rational construction
of the law will be subserved by considering the reference in the
recent Act to “paragraphs (a) and (b)” of section 5 of the amended
Act of February 20, 1905, as meaning schedules a and b, rather than
paragraphs strictly, and as comprising the following matters speci-
fied as not registerable, vis.:

“(a) consists of or comprises immoral or scandalous matter.

“(b) Consists of or comprises the flag or coat-of-arms or other insignia

of the United States or any simulation thereof, or of any State or munic-
ipality or of any foreign nation, or of any design or picture that has been

or may hereafter be adopted by any fraternal society as its emblem, or of
any name, distinguishing mark, character, emblem, color, flag, or banner,
adopted by any institution, organisation, club, or society, which was in-
corporated in any State in the United States prior to the date of the
adoption and use by the applicant: Provided, That said name, distinguish-
ing mark, character, emblem, colors, flag, or banner, was adopted and
publicly used by said institution, organization, club, or society, prior to
the date of adoption and use by the applicant.”

This was the evident intention, as shown by the congressional
hearings on the recent Act, and with such construction a field will
exist for the operation of the new law; otherwise none would re-
main.

Replying to question 3, I can see no objection to applying the
fee paid in connection with the application under the old law to
an application under the new law. The amount of the fee is the
same in either case, and it would seem it could be applied in per-
fecting the registration even though the applicable law be other
than that originally invoked. If it be necessary to amend the appli-
cation, that will be merely a detail of procedure.

The fourth question arises from the language of the proviso
to section 1 of the recent Act above quoted. The word “identical”
in its strictest sense means ‘“‘exactly alike” or “the same in all
respects.” It is apparent that the word cannot properly be used
in this sense as applied to two different objects, because it is
axiomatic that no two things are exactly alike; but the word is
sometimes used more loosely to mean “very similar” or “the same
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350 TEN TRADE-MARK REPORTER

in essential characteristics.” I have no doubt that it is so understood
in this case. The language of the said proviso would perhaps jus-
tify the conclusion that a comparative term, such as “so nearly”
was intended to accompany the positive term “identical” so as to
harmonize with the further expression ‘“as to be likely to cause
confusion or mistake in the mind of the public or to deceive pur-
chasers.” This view is strongly supported by a similar provision
contained in the Act of 1905, which prohibits registration of names
identical or which so nearly resemble a registered or known trade-
mark as to be likely to cause confusion, ete.
Cordially yours,
(Sgd.) CxarLes D. MaHAFFIE,
Solicitor.

HepMaN MFe. Co. ET AL. v. Topp ProTECTOGRAPH CoO.
(965 Fed. Rep. 273)

United States Circuit Court of Appeals, Seventh Circuit
March 16, 1920

1. Uxram ComrerrmrioN—Derexse or “Uwncreax Haxps”—Uxram Puac-

TICES BY PLAINTIFF'S AGENT.

Unfair business practices on the part of an agent, unknown to and
unauthorised by the principal, for which the principal might be liable
in damages and which he might be restrained from continuing, will not
under the doctrine of “unclean hands,” prevent the principal from ob-
taining equitable relief for unfair practices on the part of the person
whom the agent has injured.

2. Uxram CoMPETITION—BAR T0 RELIEF—INFRINGEMENT OF PATENT.

Where appellants had been found guilty of infringing appellee’s
patent, the court could not afford appellants protection in continuing
on the ground of appellee’s unfair competition or otherwise.

From a decree of the District Court of the United States for
the Eastern Division of the Northern District of Illinois in favor
of the complainant, the defendants appeal. Affirmed.

For the opinion below, see 9 T. M. Rep. 247.

(The case involved primarily the question of the infringement
of a patent. We report here only that part of the opinion which
relates to the subject of unfair competition.)
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Applicant cites the well-known “Holeproof”
hoslery cases, 172 F. 859 and 190 F. 606, and the
“Wearever” case, 226 F, 815. It is true in those
cases that the court discusses secondary meaning
as applied to a registered trade-mark, but the
discussion there seems to be obliter, since the cases
were wholly decided on a question of unfair compe-
tition.

[1] The following cases indicate the proper atti-
tude of the Office to be a refusal to register under
the act of 1905 g trade-mark which is descriptive:
Standard Paint Co. v. Trindidad Asphalt Mfg. Co.,
165 0. G. 971; 1911 C. D. 530; 220 U. 8., 446; In
re Toledo Scale Co., 303 O. G. 399; 1922 C. D. 136;
In re Packard Motor Car Co., 243 O. G. 1311; 1917
C. D. 208; 46 App. D. C. 555; In re Alvah Bushnell
Co., 270 O. G. 180; 1920 C. D. 112; 49 App. D. C.
183 ; 261 Fed. Rep. 1013; In re B. F. Goodrich Co.,
813 0. G. 663; 1923 C. D. 260; 285 Fed. Rep. 995;
In re Reid Bros, 287 0. G. 408; 1921 C. D. 198;
61 App. D. C. 6; 273 Fed. Rep. 368, as well
as the Hercules Powder case above cited.

[2] The recent attitude of the court of appeals
is indicated in the Goodrich and Reid Brothers cases
cited, and this is a reasonable attitude at least
since the passage of the act of 1920, which act
makes it possible for an applicant to register its
trade-mark even though it is descriptive. Dunlap
& Co. v. Jackson & Gutman Co. 326 O. G. 439;
1824 C. D. 38; 13 T. M. Rep. 66. The presence on
the statute books of the act of 1920 makes it un-
necessary for this Office to put a strained interpre-
tation upon the act of 1905 and glso makes it un-
necessary for this Office to do the very dangerous
thing of allowing registration on the ground of
secondary meaning shown entirely by ex parte affi-
davits.

The Examiner of Trade-Marks is affirmed.

Ex parTE CaLUuMET STEEL COMPANY.
Decided September 15, 1985,

1. TeaDB-MARES—Two-CoLorRBD FENcep PosT.

Arbitrarily coloring the lower or base portion of a
fence post black and arbitrarily coloring the upper
portion of the post green does not constitute a trade-
mark.

2. BaMp—AcCT oF 1920—DevicEs OTHER THAN TRADE-
MARKES NoT REGISTRABLE.

Under the act of 1920, as under the act of 19005,
a device in order to be reglastrable must be a trade-
mark.

3. BAMB—CHARACTERISTIC OF A TRADE-MARE.

A thing in common use which includes no name,
symbol, or assertion of origin or ownership 18 not a
trade-mark.

OR PETITIOR.

Application for registration of trade-mark under
act of March 19, 1920, filed April 24, 1924, Serial
No. 1986,049.

METALLIC FENCE POSTS.

Mr. Eugeng C. Wann for the applicant.
FENNING, Assistant Commissioner:

Applicant petitions from the action of the Exam-
iner of Trade-Marks refusing registration of his
trade-mark under the act of March 19, 1920, sub-

stantially on the ground that what applicant is
endeavoring to register is not a trade-mark.

I have carefully considered the act of 1920, but
am unable to find in it any authority for reglster-
ing anything which is not a trade-mark. This leg-
islation appears to have originated with Senate bill
4783, introduced June 27, 1918. This bill amended
sections 2, 4, and 13 and added a new section 16
(a) to the Trade-Mark Act of February 20, 1905.
A hearing was had July 3 and 5, 1918, before the
Committee on Commerce of the Senate and the pro-
ceedings printed.

Another bill (S. 4889) was introduced on August
20, 1918, apparently to take the place of Senate
4783. It appears that this bill 4880 was passed by
the Senate without amendments and reported fa
vorably by the Committee on Patents of the House
(Report No. 1090) February 18, 1919, but failed of
passage by the House.

On July 5, 1918, there was introduced in the
House H. R. 7167 to amend section b of the Trade-
Mark Act of February 20, 1805. This bill extended
the ten-year clause of the act of February 20, 1905,
to include other articles not manufactured by the
applicant for ten years next preceding February
20, 1805, This bill was favorably reported with
slight amendments by the Committee on Patents of
the House February 6, 1920, after hearings had on
January 21 and 22, 1920. The hearings and the
report were printed.

A new billl (H. R. 9028) was introduced Into the
House some time in 1919. A hearing on this bill
was held before the House Committee on Patents
October 15, 1919, and the bill was reported to the
House favorably October 24, 1919. It appears that
this bill (H. R. 8023) was identical with Senate
bill 4889, previously passed by the Senate. H. R.
0023 was then sent to the Senate and a report was
made February 21, 1920, by the Committee on Pat-
ents, and this report recommended that the bill
pass with certain amendments. Apparently this
bill passed the Senate in the amended form as re-
ported by the committee of the Senate,

After passage by the Senate it appears that the
Senate amendments were not agreed to by the
House and a conference was authorized (see Con-
gressional Record of March 20, 1920, p. 4463). The
conference report was submitted to the Senate
March 11, 1920 (see Congressional Record for that
date, p. 4488). The conference report recom-
mended that the House recede from its disagree-
ment of the Senate amendments, one of said
amendments by the Senate being further amended
by the conferees and agreed to by them. The
conference report with all amendments was agreed
to by the Senate March 11, 1920 (see p. 4488, Con-
gressional Record), and reported to the House and
discussed March 13, 1920 (see Congressional Rec-
ord for that date, pp. 4603-4604), and the confer-
ence report was agreed to.

It should be noted that one of the amendments
to the bill made by the Senate—namely, section 9—
authorized the incorporation into the bill of H. R.
T157.
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I have carefully examined the proceedings which
led up to the passage of the act, but am unable to
find anything which leads to the conclusion that
we should register something which is not a trade-
mark. Ez parte Standard 0il Company (New Jer-
sey), 1924 C. D. 110; 328 O. G. 785; Ex parte
H. K. H. 8ilk Co., 1924 C. D. 150; 329 O. G. 266;
Ez parte Keyless Auto Clock Co., 1923 C. D. 25;
309 0. G. 223; Ex parte Mme. V. V. Maginlcy, 1924
C. D. 145; 320 0. G. 264.

[1] I am clearly of the opinion that the Ex-
aminer of Trade-Marks was right and that what
applicant at present proposes to register is not a
trade-mark. Applicant has presented afidavits of
dealers Indicating that the dress of his goods is
recognizable; but those affidavits cannot establish
that the dress is in law a mark,

The application as amended sets out that:

The trade mark consists in arbitrarily coloring the
lower or base portion of a fence post black and arbi-
trarily coloring the upper portion of the post green as
indicated by the shading In the accompanying drawing.

The drawing shows a metal fence post colored
black to a little above the ground line and colored
green from there to the top of the post.

This application was involved in opposition No.
5694, in which on February 6, 1925, I refused regis-

tration. 146 MS. Dec. 371, The applicant at that
time said:

The trade mark consists in coloring the entire post
one color, as for instance green as indicated by the
shading In the accompanying drawing, and then color-
ing the base of the post, from a point at or just above
the ground line down, with a contrasting color, as with
a heavy extra coat of tough, rust-resisting black ' as-
phaltum, thus making the post have a double coated base.

The trade mark 18 applied or afiixed directly to the
goods by painting or coloring the same in the manner
above described.

We must take judicial notice of the fact that it
has been common for many years to paint lower
portions of fence posts which go into the ground
with a black asphaltum paint for the purpose of
protecting the fence post. We must also take official
notice of the fact that it is not at all uncommon to
have the portion of the fence post which appears
above the ground painted green. In fact, green is
one of the most usual colors used in paint for
fences.

As pointed out In Ames Shovel and Tool Com-

pany v. Baldwin Tool Works, 335 O. G.. 831:

No one may adopt a trade mark which will exclude
the rest of the trade from using the usual ordinary
manufacturing practice established in the trade.

See also Checker Cab Mfg. Co. v. Yellow Cab
Co., 339 0. G. 762.

[2] Applicant has objected to the citation of
decided cases on the ground that he is applying
for registration under the act of 1920, and the de-
cided cases were decided under the act of 1905.
It is clear, however, that under the act of 1920,
as under the act of 1805, a device in order to be
registrable must be a trade-mark. In Goodyear
Tire & Rubber Co. v. The Firestone Tire & Rubber
Co., 1917 C. D. 49; 240 O. G. 641, registration was
refused of an automobile tire consisting of a black
tread and red side walls, After very careful con-
sideration and argument, most of which is clearly
applicable here, it was held that that mark was
not a trade-mark.

In In re American Circular Loom Company, 1907
C. D. 452; 126 0. G. 2191; 28 App. D. C. 450,
the Court of Appeals of the District of Columbia
refused registration of “flakes of mica impressed
or otherwise applied to the external surface of amn
insulating tube” on the ground that it was merely
“an ingenious attempt to obtain a trade mark of
which color, unconnected with some symbol or de-
sign, i8 the essential feature.” The court there
cited with approval the holding of the Commis-

sioner that:

The surface effect which the applicant calls his trade
mark is8 not so clearly distinct from the article upon
which it appears as to be readily recognized as an arbi-
trary symbol for this purpose.

[3] That this is not a new doctrine is clearly
established by the case of Harringion v. Libby,
Fed. Cases 6107, decided in 1877, where the court
held that a peculiarly-marked pail was not a trade-
mark for collars packed in the pail. The court
held that a thing which was in common use and
which included no name, no symbol, no assertion
of origin or ownership, was not a trade-mark,

The Examiner was right in refusing registration.

The petition is denied.

CHECKER CAB MANUFACTURING CORPORATION t. YEL-
Low Cas MANUFAcCTURING Co.

Decided September 24, 192§.

1. TRADE-MARES—NOT PRIMARILY FOR ORNAMENT,
A trade-mark may be ornamental. It may add to the
beauty of a device and still be a trade-mark; but the
purpose of a trade-mark is not primarily for ornament.

2. SaMEB—PORTIONS OF STRUCTURES.
The courts generally hold portions eof structures not
trade-marks.

3. SAME—OPPOSITION—REVFRESENTATION OF A SHUTTER
EMBOSSED IN TNE SIDE OF AN AUTOMOBILE BoDT.
Where it was common to apply an ornament to the
side of a carriage or automebile body behind the win-
dow, and one of the best-kmown ornaments was the
representation of the slats of a blind or shutter, op-
position to the registration of an alleged mark ecom-
prising an embossed representation of a shutter in
the same location was sustained.

Opposition No. 4,735.
APPEAL from Examiner of Interferences.
TRADE-MARE FOR AUTOMOBILE TAXICABS,

Application of Yellow Cab Manufacturing Co.
filled February 15, 1923, No. 176,105, published June
5, 1923.

Mesasrs. Brown, Boeticher & Dienner for Checker
Cab Manufacturing Corporation.

Messrs, Rummler & Rummler for Yellow Cab
Manufacturing Co.

FENNING, Assistant Commissioner:

The Yellow Cab Manufacturing Co. appeals from
the action of the Examiner of Interferences sus
taining an opposition brought by the Checker Cab
Manufacturing Corporation against its application
to register as a trade-mark for “Motor Driven Pas
senger Vehicles — Namely, Automobile Taxicabs”

what applicant aptly defines in its brief thus:

The trade mark Involved in this proceeding is an
emblem, consisting of a nel having the appearance
of a plurality of parallel slats arranged within a border
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5 US Congresses Served

63rd - 67th (1913 - 1922)

House Years of Service

1913 -1922

State / Territory

California

Position

Representative

Party

Republican

Biography

OLAN, John Ignatius, (husband of Mae Ella Nolan), a Representative from California; born in San Francisco, Calif., January 14,

1874; attended the public schools; was an iron molder; member of the board of supervisors of the city and county of San Francisco
in 1911; secretary of the San Francisco Labor Council in 1912; elected as a Republican to the Sixty-third and to the four succeeding
Congresses and served from March 4, 1913, until his death; chairman, Committee on Patents (Sixty-sixth Congress), Committee on Labor
(Sixty-seventh Congress); had been reelected in 1922 to the Sixty-eighth Congress; died in San Francisco, Calif., November 18, 1922;

interment in Holy Cross Cemetery.
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Congresses
CONGRESS POSITION PARTY STATE SWORN START DEPARTURE
63 Representative Republican California 04/07/1913 03/04/1913
64 Representative Republican California 12/06/1915 03/04/1915
65 Representative Republican California 04/02/1917 03/04/1917
66 Representative Republican California 05/19/1919 03/04/1919
67 Representative Republican California 04/11/1921 03/04/1921 11/18/1922

The 63rd United States Congress

The 64th United States Congress
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The 65th United States Congress +

The 66th United States Congress +

The 67th United States Congress +
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