0ISS FORM 51 (Rev. 11-82)

|

[

[ CONGRESSIONAL RECORD

I PROCEEDINGS AND DEBATES OF THE 99TH CONGRESS
|

| e e e o o o e e e e e e e e e e e e e e e e . _SENATE_
| ____________________________________________________________________________
| BILL | DATE [ PAGEC(S)

| | |

[ [JAN 3 '85 | S186-190

| S$.65 | 1-11 |



By Mr. DOLE (for himself, Mr.
- Laxavt, and Mr, DeConcinNi):

B. 64. A bill to.amend title 35 of the

United States Code for the purpose of
creating a uniform policy and proce-
dure concerning patent rights in in-

:ventions developed with Federal assist-

‘ance, and f6r other purposes; to the
Committee on the Judiciary. .

By Mr. DOLE (for hlmself, ‘and

) Mr. DANFORTH): |

8. 85. A bill to improve the transfer
of technology from Government lab-
oratories to the public and for other
related purposes; to the Committ.ee on
‘the Judiciary.

" UNIPORM PATENT PROCKDURES ACT AND THE FED-

~ ERAL LABORATDRY TECHNOLOGY UTILIZATIOR

Mr. DOLE. Mr. President, these two
bills are designed to help promote pro-
ductivity by clearing away many of
the barriers that exist between feder-
ally funded research efforts and the
-commercialization of inventions result-
ing from those efforts.

. .Economic productivity is much like
the weather:. Everybody talks about

_{t—corrective action is harder to come
by. S8ome _believe that the way to in-.
crease productivity is through more
intervention by Federal planners.

- Others, like myself, have a sneaking
suspicion that too much Federal bu-
reaucracy -has been a big part of the
problem. I believe the answer lies not
with more government, but with more

.reliance -upon private entrepreneur- -

"ship and academic experimentation.

. And we start by clearing away the un-
necessary. Federal legal and regulatory
obstacles .that crowd the path leading
from a test tube, or a drawing board to
the marketplace.

_ 'Pive years ago, I was pleased to Join-
our former -colleague, Birch Bayh, in -
working to eliminate much eof the
tangle of bureaucratic brambles that
impeded the ability of universities and
- small businesses to transform federal-
ly assisted research into a patented in-
vention. Specifically, with the enact-
.ment of Public Law 968-517, we estab-
lished, for the first tlme.-.a..rule in
favor of university and small business
ownership of Inventions developed.
What's more, university and industry
collaborative research is now at an ail-
time high, and whole new technol-
ogies, such- as biotech.nology. have
flourished as a result.

Two years ago, Preaident R.eagan
folldwed up with a memorandum in-
structing Federal -agencies to apply-
the same criteria to all contractors,
whenever possible. And I've returned
to the field to propose the next logical
step with the introduction of the Uni- .
- form Patent Procedures Act. Consist-
ent with the President’s directive, this
bill would extend the principles of the
1880 law to large business contractors
-and repeal all existing laws which are
inconsistent -with those principles.

- Specifically, by establishing a clear
and consistent presumption in favor of
invention ownership for all contrac-
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tors, the bill would eliminsate once and

for =ll ‘the ‘hodgepodge -0of agency

patent Tequirements built up-over the

years -and have -the ‘further effect, I

believe, of luring research investments

- 4rom large ‘business with their special-

ized skills, technological expertise, and

healthy respect for a dollar.

.. JFor a .Quarter -of & century—just
. aboutas long a5 1've been 4n this eity—

effarts have been umderway o :devélop

;8 comprehensive, unidforrm Govern-

ment patent palicy. In this Congress,
'we have the -opportunity 'to take the-
{findl mejor step by enacting ‘this pro-
posal which simply helps the free en-
terprise system to do what it does best:
Produce -mew products the ,public
seeks; create new jobs the public re-
-quires. .

*  'The dmpetus $or the second bill I am
ntreducing also derives from the 1880
Bayh-Doyle Act. Specifically, it is de-
signed to enable the Federsl 1aborato-

-ries 'to enter into ‘the kinds of joint re-
search, and " licensing arrangements
that research universities .have had-
such successful .experiences with 88 a
result-of Public Law.96-517.

With about $17 billion gaoing 1o the
Federal ddboratories, which -employ
‘nearly -onesixth of the Wetion's re-
search svorkers, there is.broad ‘agree-
ment that -ways must be found 1o in-
crease the flow of technology from
these labs to the private sector, yet &8
was indicated during hearings held
iast ‘year by Benator MaTHIAS Sub-

.‘conmmittee

_ l'a:,ent:l’ollcy too lew 1abs .are £nter-
Ing into the type of collaborative R&D
arrangeraents with amiversities and
Dbusiness that -are mecessary 1o meccom-
plish that goal. As Secretary Baldrige
has -emphasized, the basic stumbling

. block 1s that the 1abs perceive them-
selves ‘as unable ‘to enter into such
Joint etforts because of organizational
and legal constraints., :

As 8 consequence, this bill would .ex-
pressly permit agency headsto author-
fze 1ab directors to undertake a ‘wide
range ©f cooperstive R&D  arrange-
ments. The labs, for instance, -could

negotiate and issue -patent Heenses, .

assign ownership rights, and require
‘outside parties to pay royalties for fthe
Tight to use ‘Government Inventions.
“The bill also provides for direct pay-
ment of atleast 15 pencent of royalties
80 received -to lab investors. The uni-
versities have found such royalty shar-
ing to de a powerfil incentive for in-
wentors 30 contribute to -commerdsdl-
ization efforts.

“The 1abs ‘wotld be sble to keep roy-
alties they receive after payments to

. Investars, which shomld serve as an In-

centive For 1sb -directors for outside
collabomtion -an R&D deading 40 in-
ventions of practical applications, con-
sistent with the 1ab's mission.

The bill would further permit nb in-

ventors to own their inventions if the —

Government has an insufficient inter-
est in seeking its own patent. Finally,
the bill would -authorize the Secretary

-mm and ohjective,
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of Commeroe to issue -guidelines to
help agencies ‘make ‘the bwt use of
these new authorities. -

Mr. Presldent, America’s future de-
.mands the liberation.of her keenest in-

tellects @and dbroadest -imaginatians.

Over and over, throughout our Histo-
Ty, our system of free ienterprise, ‘with
its incentives and rewards for the new
-and innovative, has replaced what ‘was
adeguate for one generation with what
1s superior Tor the next. Far better
than ,government, that gystem can-ex-
plore new realms of possibility. But it
cannot compete with foreign challeng-

‘es with one hand tied behind its back..

With these bills, I propose to quntie a
fewknots. _

‘Mr. President, I ask that the text-of
‘the bilis'be printed in the REcoRD.

There being no objection, 1he bills
were ordered to be printed in the
Rmonn, a8 follows:

T BBt

Be i enacted y fhe Senate .and House of
Representatives of the Lnited States .of
Americe in Congress assembled, .that this
_Act mny de vcited a8 the “Unilarm Psatent
Procedures. Act of 1985

Sec. 2. (a) Title 35 of the Tnited States
Code is amended by adding after chapter 18,
&8 redesignated herein, 8 new chapter as fol-

SISTANCE BY OTHER THAN BMALL
BUSINESS FIRMES OR NONP.ROHT
QRGANIZATIONS.

“Sec.,

213, Definitions.
-"za Responsibllities.
“.2156. Disposition o rights.
“216. Marchin rights.
“217. Badkground rights,
“g212. Policy and chiectives

“4n addition to the policy and objectives
8et .Torth in section 300 of this title, At is the
further palicy and objective of the Congress
to ensure that all inventions made with Fed-
eral support are used in a manner 40 pro-
mote free competition and enberprlse.
“P2128. Definitions

“As used iInthischapter, the t.erm—-
- Q) “Administretor’ mesns -the Adminis-
trator of the -Oflice of Federal Procurement
Policy-or his or’her designee;

“2) tcontract’ means any eorm.'a.ct;tmnt.. .

or cooperative agreement entered into de-
tween any Federal agency (other than the
‘Tennessee Walley Authority) and any
sperson vther than = -small business firm or
anprolit orgarnization (as-@efined 'in section
301 01 this title) where apurpose-oY the con-
tract 1s the:oonduct of -experimental, devel-

" opmendal, or research ‘work; such %erm in-

cludes any assignment, substitution -of par-
“ties or :suibcontract -of ‘any tier ‘entered into
or execuoted Jor the conduct of -experimen-
tal, developmentil, or yesearch work in-eon-
mection with ‘the periormance -0f thsat eon-

tract; -

“(8) “‘contractor’ wmeans "any person or
entity gother than a Federal agency, non-
profit -orgenization, -or small business firm,
as defined In section 201 of this title) which
de-aparty to thecontract;

~44) ‘¥Federsl uagency” means an -executive

agency {as ‘delined ‘In section 105 -0 title's,
United States Code), and the military de-
partmerrts (as defined in section 102 of title
5, United States Code);
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“(8)“Government’ means the Govemment
‘of the United States of America;

“(8) ‘invention’ means -any nvention -or
discovery which 15 or may ‘be patezrtable or
otherwise protectable under this title, or
sny novel variety of plant which is or may -
e protectable under the Plant Variety Pro-
tection Act (7 U.8.C. 2321 et 8eQ.);

“(7)“practical application’ means to:manu-
facture ‘Gin the case of 8 composition or

* product),to:practice Lin the case of & proces-

sor method), or to operate {in the case of a
machine or :Eystem), In esch case, -under

. such conditions a8 to estdblish thst ihe in-
vention 'is belng utilized and that its bene-

2its are, to the extent permitted by law.or
Government regulations, .available 4o the
Ppublic on reasonsble terms or through zea-
sonable licensing arrangements;

“(8) “Becretary’ means the .Becretary of
Commerce or his or her designee; and

“(9) ‘subject dnvention’ means any #nven-
tion .of A .contractor concejved or first actu-
ally reduced 40 practice in the performance
of work under.a contract: £rovided, That, in
the case of a variety.of plant, the date.of de-
termination {(as -defined :in section #i(d) -of
the ‘Plant Variety Protection Act «7 TU8.C.
2401(d)) must .also occur -during the period
.of contract performance,
“§ 214. Responsibiliies - v )

“(a) The Becretary shall ‘issue regulations
-gpplicable ‘to ‘all Federal agencies Imple-
menting the provisions af the chapter, and
the Becretary shill proscribe standard

-patent rights ‘provisions Yor use under fhis

chapter. The regulations and the standard
JDpatent rights provisions .shdll be subject to

* public comment before their issuance.

*(b)In order to.obtaln consistent practices
under this chapter and chapter 18 .of this
title, the Secretary is autherized and direct-
-ed .d) to consult with and advise Federal

. ‘egencies eoncernlnx ‘the effective .and «con-

‘sistent implementation of these «chapters,
and (i1) to obtain from the agencies informa-
#lon and J4atz relating to a.genc,ypnct&ces
mder.t.hase chapters.
“5.215. Bigposition-of rights

“(a) Biibjeoct ito ‘subsection tc) of €his wec-
tion :and ito section 216 -of this tifle, -each
contractor aay -elect %0 retain title, either
worldwide -or in such countries as it may
choose, ‘to any ‘subject Anvention: Provided,
Jhowever, That.a Federdl agency may, gt the
time of contracting, limit -or €liminate this
right, place additional restrictions or-condi-

" tions on the rontract that go beyond those

set forth in subsection «€) of this section,
expand ‘the rights of the -Government to U-
cense -or gublicense, and alter -or ‘€lminate
the contractor’s Tight under paragraph «6)
of subsection 1¢) of this section —

“019 M isdetermined by a Government au-
thority which is suthorized by statute or
Executive order to -cenduct foreign dntelll-
-gence or vounterintéligence activities that
this 1s necessary Yo 'protect the ‘security of
such activities;

“(2)3t is determined that ‘the comtractor is
notlocated in the United States or does not
thave a place of business tocated in the
‘United States, or is subject -to the control of
-aToreign government; )

“8) 1t fis ‘Betermined, on & euse-by-case
basis, that there are exceptional circum-

.stances Tequiring such action ‘to better pro-

smote the policies and- objectlvu of sections
‘200 and 212-of this title;

“44) 4t is-determined that the contract in-
€lufles the -operation of .a Government-

-owned contractor -operated facflity of the

Department -of ‘Energy primarily dedicated
%0 -that Departmemnt’s Naval nuciear propul-
glon or weapons related programs and all

contract limitations wmder this subpara-
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graph are limited to inventions occuring
under the above two programs of the De-
partment of Energy.

‘“(bX1) Each determination required by
subsection (a) of this section shall be in
writing and, except in the case of paragraph
(1) of subsection (a) of this section, the
agency shall, within thirty days after the
award of the applicable contract, file with
the Secretary a copy-of each such determi-
nation. In the case of a determination under

subsection (a)X(3) of this section, the state-

ment shall include an analysis supporting
the determination and justifying the limita-
tions and conditions being imposed. If the
Secretary believes that any individual deter-
mination or pattern of determinations is
contrary to the terms, policy, or objectives
of this Act, the Secretary shall so advise the
head of the agency concerned and the Ad-
:llnnlstrawr and recommend corrective ac-
ons.

“(2) Whenever the Administrator has de-
termined that one or more Federal agencies
are utilizing the authority of paragraph (2)
or (3) of subsection (a) in a manner that is
contrary to the terms, policy, or objectives
- of this Act, the Administrator is authorized

to Issue policies, procedures, and guidelines-

describing classes of situatfons in which
agencies may not utilize the provisions of
paragraph (2) or (3) of subsection (a).

“(c) In- accordance with the regulations
issued by the Secretary, each contract that
the Government or any Federal agency
acting on behalf of the Government may
enter into shall employ a patent rights
clause contalning appropriate provisions to
-effectuate the following:

*(1) That the contractor disclose each sub-
Ject invention to the Federal agency within
a reasonable time after it becomes known to
contractor personnel responsible for the ad-
‘ministration of patent matters, and that the
Federal Government may receive title to
" any subject invention not disclosed to it
* within such time:

“(2) That the contractor make a written
election within two years after disclosure to
the Federal agency (or such additional time
as may be approved by the Federal agency)
whether the contractor will retain title to-a
subject invention: Provided, That in any
case where publication, on sale, or public
use, has initiated the one year statutory
period in which valid patent protection can

still be obtained in the United States, the

period for election may be shortened by the
Federal agency to a date that is not -more
than sixty days prior to the end of the stat-
utory period: and provided further, That
the Federal Government may receive title
to any subject invention in which the con-
tractor does not elect to retain rights or
falls to elect rights within such times.

(3) That a contractor electing rights in a
subject invention agrees to file a patent ap-
plication prior to any statutory bar date
that may occur under this title due to publi-
cation, on sale, or public use, and sghall
thereafter file corresponding patent applica-
tions in other countries in which it wishes
to retain title within reasonable times, and
that the Federal Government may receive
title to any subject inventfons in the United
States or other countries in which the con-
tractor has riot filed patent applications on
the subject invention within such times.

“(4) With respect to any invention in
which the contractor elects rights, the Fed-
eral agency shall have a nonexclusive, non-
tranferable, irrevocable, paid-up license to
practice or have practiced for or on behalf
of the United States any subject invention
throughout the world: Provided, That the
funding agreement may provide for such ad-

.
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subject invention, as are determined by the

agency as necessary .for meeting the obliga-
tions of the United States under any treaty,
international agreement, arrangement of co-

operation, ‘memorandum of understanding,

or similar arrangement, including military
agreement relating to weapons development
and production.”; )

-*(5) that the agency may require written
reports on the commerical use or ‘other
forms of utilization or efforts toward ob-
taining commercial utilization made by the
contractor or its licensees or assignees with
respect to any subject invention to which
the contractor elects title, pursuant to this
section: Provided, That any such report, as
well as any information on utilization of ef-
forts toward obtaining utilization obtained
as part of a proceeding under section 216 of
this title, shall be treated by the Federal
agency as commercial or financial informa-
tion obtained from a person and privileged
‘or confidential and not subject to disclosure

-under the Freedom of Information Act (5

U.8.C. 562);

“(6) that the contractor, in -the event a
United States patent application is filed by
or on its behalf or by any assignee of the
contractor, will include within the specifica-
tion of such application and any patent issu-
ing thereon, a statement specifiying that

-the invention was made with Government

support and that the Government has cer-

. tain rights in the invention;

“(7) that the contractor, in cases when it
does not elect to retain title to a subject in-
vention, shall retain a nonexclusive, royalty
free, paid-up, worldwide license, including
the right to sublicense affiliates, subsidiar-
fes, and existing licensees to whom the con-
tractor is legally obligated to sublicense in
any subject invention to which the Govern-
ment obtains title, which license shall be
revocable only to the extent necessary for
the Government to grant an exclusive U-
cense: however, That the contrac-
tor shall not be entitled to such a license if
the contractor has fraudulently failed to
disclose the subject invention; and

‘“(8) such other administrative require-
ments that the Secretary determines to be
necessary to effectuate the rights of the
Government as specified in this chapter,
which are not inconsistent with this chap-
ter.

“(AX1) A Federal agency may, at any time,
waive all or any pert of the rights of the

United States under this section or section.

216 of this title to any subject invention or
class of subject inventions made or which
may be made under a contract or class of
contracts If the agency determines that—

‘“(A) the interests of the United States
and the general public will be best served
thereby; or

“(B) the contract involves cosponsored,

. cost-sharing or joint venture research or de-

~

ditional rights; including the right to assign -

or have assigned foreign patent rights in the

velopment and the contractor or other spon-
sor or joint venturer is required to make a
substantial contribution of funds, facilities,
or equipment to the work performed under
the contract.

“(2) The agency. shall maintain a*record,
which ghall be available to the public and
periodically updated, of determinations
made under paragraph (1) of this subsec-
tion.

‘“¢3) In making determinations under
paragraph (1) of this subsection, the agency
shall consider at least the following objec-
tives:

“(A) eneonraging wide availability to the
public of the benefits of the experimental,
developmental, or research programs in the
shortest practicable time;

*(B) promoting the commercial utilization
of such inventions; -
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“(C) encouraging participation by private
persons (including the most highly qualified
persons) in the Government-sponsored ex-
perimental, developmental, or research pro-

.grams; and

*(D) fostering competition and preventing
the creation or maintenance of situstions
inconsistent with the antitrust laws.of the
United States.

*(4) With respect to contracts in which an

. agency invokes paragraphs (1) through (4)

of subsection (a) of section 215, a Federal
agency .may, after a subject invention has
been identified, waive any limits or addition-
al restrictions or conditions placed on a con-
tractor beyond those set forth In sections
215 and 216 and may allow the contractor to
retain the license rights set forth in subsec-
tion (cX7) of this section if such lcense
rights were otherwise limited in the con-
tract.

“(e) If a contractor does not elect to retain
worldwide title to a subject invention, the
Federal agency may consider and, after con-
sultation with the contractor, grant request
for retention ‘of rights by the inventor on
such terms and conditions as the esgency
deems appropriate, subject to section 216 of
this Act.

(1) In any case when a Federal employee
is a colnventor of any subject invention, the
Federal agency employing such coinventor
is authorized to transfer or assign whatever
rights it may aquire in the subject invention
from its employee to the contractor subject
to the same conditions set forth in this title
as are applicable to the rights the contrac-
tor derived through its own contract. -

“§ 216. March-in-rights -

‘“(a) Where a contractor has ‘elected to
retain title to a subject invention under sec-
tion 215 of this title, the Federal agency
shall have the right (unless walved under
subsection (d) of section 215 of this title),
pursuant to policies, procedures, and guide- .
lines of the Secretary and subject to the
provisions of subsection (b) of this section,
to grant or require the contractor or his as-
signee or exclusive licensee to grant a non-
exclusive, partially exclusive, or exclusive li-
cense to a responsible applicant or appli-
cants, upon terms reasonable under the cir-
cumstances, if the head of the agency or his

‘designee determines that such action is nec-

essary—

“(1) because the contractor, assignee, or li-
censee has not taken, or is not expected to
take within a reasonable time, effective
steps to achieve practical applicaticn o( the
invention;

‘“42) to alleviate serious health or safety
needs which are not reasonably satisfled by
the contractor, his assignees or licensees; or

“(3) to meet requirements for public use
specified by Federal regulation which are
not reasonably satisfied by the contractors,
his assignees or licensees.

“(b) A determination made pursuant to
this section ghall not be considered a con-
tract dispute and shall not be subject to the
Contract Disputes Act (41 US.C. 601 et
seq.). Any contractor assigneee, or exclusive
licensee -adversely affected by a determina-
tion under this section may, at any time
within sixty days after the date the determi-
nation is issued, file a petition in the United
States Claims Court, which shall have juris-
diction to determine the matter de novo and
to affirm, reverse, or modify as appropriate,
the determination of the Federal agency.

“§ 217. Background rights
“(a) Nothing contained in this chapter

.shall be construed to deprive the owner of

any background patent or of such rights as
the owner may have under such patent.
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“(h) No contract :shall contain aprovislon
allowing a Jederal agency io reguire the U-

censing to third parties.of inventions owned Jis

Dy the conlractar that .are .not :suhject An-
ventions unjess .such provision has been .ap-
proved hy the.agency hesd and .a written
Justification has been signed by such agency
Thead. Any such provision will clearly .state
whether the licensing may be zequired in
connection with the practice of & subject in-
vention, ‘e specifically identified work
‘object, or both. “The agency head may .not
delegate the authorily to approve:such pro-
visions or.to sign the justification required
Jor such provisions.

“40) A Federal agency will not require the
licensing of third parties under any -such
;provision unless the -agency head deter-
mines that the use ol the invention by
others is necessary for the practice of & sub-
Ject dnvention er Jor the .use -of & work
ohject 0 the .oontract .and that such action
is necessary :to achieve practical application
of the suibject invention:or waerk ohject. Any
guch gdetermination will be made on ‘the
Tecard alter an opportunity d4or an agency
hearing, and the contractor shall be given
prompt notification of t,heﬂetennma.uon by
certified or registered mail

{b) The tsble of chapters for ‘title ‘85,
United States Tode, is amended by adding
immediately after the item relating to .chap-
‘ter 18 as redesignated herein the following:

" +19. Patent rights 4n inventions made with

-fFaderal .assistance 4y wther
than small .business firms or
nonprofit organizations”™. -

o) Chapter 18 .of ititle 35, United States -

Codeis amended—

€13 by Geleting everything in subsection

- 2HKe) “beétween ‘thre word “adthorized” and
the period st the €nd o?ihat subsection.

«2)dy adding the following newparagraph

-at the end of section 202:

“(g) A Federal agency may et .any time
wgive all or any part of the xights of the
Umnited Btates under ‘paragraphs ' (cX4)
through (8) of this section, section 263, and

section 204 of this chapter, 40 any subject .

dnventions made ander » funding agreement
or<lass of funding agreements if the egency
determines .(1) that .the interests .of the
‘Unlted States and the general pubilic will be
best served -thereby; -or 12) the funding
sgreement involves cosponsored, vost shar-
'ing -or Joint venture research or venturer is
reguired to mdke or has .made 2 substantial
oontribwtion of Sunds,

funding agreement. The agency .shall main-

4ain s record, which shall be avaflable 40 the '

public and periodically updated, of determi-

nations made under this paragraph. In

‘making such -determinations under <lause

(A ©f this paragraph, ithe sgency shall con-
. sider 2t least the Jollowing objectives:

“Q) the wide axmilsbility ‘to
4he public of the benetits of the experimen-
-tal, developmental, -or 4esearch program in
ihe shortest practicable time; .

“‘(2) promoting the commercial utllization
of such-inventions;

“43) encouraging partictpation dy private
persons, incdhuding the most highly qualfied
persoms, in Government<sponsored experi-
-maxtnl. developmental, ©or desezrch gwo-
grams.”; and

Bec. 3. 489 Section 205(s) ©f the Act -of
August M, 1946 {7 U.E.C. 1824(a3), isamend-
£d by striking ont the 1ast sentence thereof.

1b) Bection 501(c) of the Federal Coal
ATine Health and Safety Act -of 1863 30
USC. $51c)) & amended by siriking out
the 125t sentence thereaf.

«c) Section 1086(c) of the Mationd Tratfic

Motor ¥ehicle Safety Act ©f 1966 (15
U.L.C. 1395(c)) is repealed.
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" {d¥ Section .12(a) of the Natlonal Science
Foundation Act of 1850 (42 US.C. 187i(a))

Japealed.
LeX]1) Ssotion 152 .0f the Atamic Energy

-Act.of 1654 (42 1LS.C. R183) 4s repenled. FPro-

vided, Bowever, Thet such saction sheall con-
tinue to e effoctive with pespect 40 any ap-
Plication for & patent in which the state-
Juent under-oath seferred 10 4n such section
has been filed or requested 40 .be diled by
the Conmmissioner -af Palents wud Trade-
marks prior 4o Lhe effective date of this Act.

42) The item relating 10 gection 452 in ihe
table ©of centents of the :Atemic Energy Act
of 1854 {s amanded toread asfollows:

“8ge. 162 Repealad”.

A1) The Nations] Aeronnutics and ‘Bpace
Act ol 1958 442 UBCT. 'B451 et Beq)) is
amended by—

(1) repealing subsections {a)+(h) and AJ) of
section 805 thereaY (42 US.C. 457 Provid-

" ed, however, That subsevtions 1¢), @), and

(6) of such section shdll continue to -be ef-
Fective ‘with regpect to any wpplication Tor
mpatents in which the written statement re-
‘ferreti 1o in subsection Ac) of such section
has ‘deen fied ‘or requested to ‘be -filed ‘by
the Conmmissioner o Pxtents and “Trade-
marks prior to the effective date of this Act;

X2) 'striking -out in wection 906(a) thereof
{42 YB.T. "2458(a)), ““us defined by section
8057, end by striking “‘the Inventions and
Contributions Board, -estadblished under -sec-
tion 305 of this Act” and Inserting "in Heu
thereof “‘an Inventions and Contributions

‘Board which shill be estabished by the Ad- the

ministrater within the Administration™; and
{8) striking out 4n section 203(c) thereof
442 UBL. 24T3(c)), ‘the Tollowing: ~(tneud-
Ang patertts and rights thereunder)™.
4g) Section 8 ol the Act of July ¥, 1880430
U B.C.686),1s repenied.
M) WGNMBMMAmmd-
ments of 1860 430 TB/C. 187D) 158 amended

serting in lieu thereo! & period.
iy Section 32 ©f the Arms Contril and

mm-mmunmmnsc 2878) s -ve-

pealed.

> Bubsection - (eao!sacthm 302ef the A:»
pulachinn Regional Development Acst of
2985 €40 UB.C_App. 802(e)) 5 Tepesied.

k) ‘Subsections
(m «of section 9 of the Fedaral :Nonnuclear
*Energy Research mnd Development Act -of
1974 142715 LC. 5908) are repealed.

1) ‘Bection H{d) of the Consumer Froduct
-Bafety Art (A5 U B:LC. 2054()) is

4m) Section 3 ©f tke Act of April S, 1944
€30 USB.C. 323),is repenied.

{n) Section 8001i(c)3) of ‘the Solid Waste
mwmn] Act 42 DB.C, 18981(!:)(.33) ] Z'e-

%)Sm&e)of(he

-Stevznxmm
‘Technology dnnovation Act of 1980 «13
U.B.C.3105¢e); 48 repesled.

{p) Bection 10(a) of tke Act of June 29,
2885 7 0.8.C. 427ia)) 458 amended by strik-
4ng the last-sentence thereot.

4£qQ) Bection 429(b} -of the Federal Mine
Balety and Health -Act of 1978 (30 J.S.C.
$3tb)) {8 amended by striking the iast sen-
tence thereof. R

«r) Bection 30643 «0f the Surface Mining
Lontral and Reclamation Act of 1977 130
T.B.C. 1228()) is amended Yw striking the
Tirst two sentences thereaf.

45) :Bection 21¢d) of the Federal Fire Pre-
vention and Control Act of 1974 (15 3I1.8.C.
2218(d)) is repeaied.

(t) Section 6(b) o me&narrhnt.omltalc
Energy Research, Development, and Dem-
anstration .Act -of 1978 (42 U.8.C.5585(0)) is
amended by striking ‘9, 8, and 9™ andinsert-
4ngidndieu thereof “¥F and 8"

“w) .Section 12 af the Native Latex Com-
mercialization .and Economic Development
Act of 1978 (7 US.C. 173)) is repealed.

&) through (X), ‘(m), snd ~
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(v) Bection 408.0f the Water Research and
Development Act of 1978 (42 UB.C. 9879) is
repealed.

(awi(4) Section IT73 of the United States
Synthetic #usls Corporation Act of 1980142
USB.LC.8773) isrepenlsd.

€2) The dtem velating to section 178 '1n the
tdble of :sections of the Energy Security Act
82 TEL. 701 etseu?dsnmenﬂed ‘to read
-as follows:

“Bec. TT3. Repailed"'

Brec. 4. Nothing in this Act shall be
Beemed to convey 1o any person .immunity
Jrom «<ivil ar-criminal Jiability, .or to create
any defense to actions, under any antitrust
law of the Tnited States.

Sec. §. 4a) This Act, ehall take sffect six
months after the date of -enactmerd ©f this
JAct.

4b) After the effective date -of this Act,
each Federzl agency 48 authorized, motwith-
standing any other law governing the dispo-
aition of rights in suhlect dnventiong, to
allow 2 contractor or An inventor o Tetain
titde 10 subject inventions amade wnder ¢on-
tracts awarded prior 10 the effective date of
this Act,.subject to the same terms.and con-
«ditions ag would apply mnder this Act had
the contract deen .entered Jinto after the-ef-
fective date -of this Act.

Sec. 6. Within twenty-Tour amonths wafter
the date of ensctmertt of this Arct and every
‘two years thereafter, the Secretary .of ‘Com-
-xnerce shall submit 1o Congress a eppart of

implementation of chapters 18 and 19 of
title B5, United States Oode, induding wny
resommendations for Jegislative or.as
trative «whanges 1o better mohieve the poli-
«ies andwhjectives af:such chapters.

8.65

_ Beit endcuawmmu and House of
by Siriking out all alter “willivation™ and in- i

- BEr. 2 ‘Cooperative Tesearch md Jdevelop-
ment arrangements.

‘Each Federal agency is a;xthoﬂza! to
Permit lsborataries ol the agency to—

(a) enter into oooperative research andde-
velopment arrangements .(subject t0 such
review procedures as the agency -deems ap-
propriate) with other Federal .agencies,
units of State orlocal government, industri-
&l organizations, universities, -or other per-
sons Ancluding licensees of inventions owned
Dby the Federal agency -or general partners
of research .and development limited part-
nerships. ’Undersmh.umngemenn the lab-
oratory mey—

{1) accept funds, .services, -and property
Jrom callaborating parties and provide serv-
ices and property to collaborating parties;
{2) grant or agree to grant in advance to a

-spollaborating party, without regard {0 the

provizions of 35 USC 208 and 209 patent li-
censes or assignments, .or options thereta, in
any invention meade by .a government em-
ployee under the arrangement, retaining .
such rights 83 the Federal sagency deems.-ap-
pronriate; L
€3) walve, in whoeleorin part, any right of
ewnership which the Government mxy hiave
under any other statute to any inventions

..made hy 2 collaborating party -or employee

ol @ collaborating party sinder the arcange-
ment; and

4b) negotiate licensing agreementa Tnder
35 USC 207 or other authorities for govern-
ment owned inventions made at the labora-
tory and other inventions .of ¥ederal £m-
ployees thet may be voluntarily assigned to
the government.

Sec. 8. Distribution of Royalties.
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(a) Any royalties or other income received

by the laboratory from the licensing or as-
signment of inventions under section 2 of

this Act or under 86 USC 207 or other au-

thority shall be disposed of as follows:

(1) At -least 15 percent of the royalties or
other income received each year by the lab-
oratory on account of any invention shall be
‘paid to the inventor or co-inventors if they
were employees of the agency at the time
the invention was made; provided that pay-
ments made under this subsection are in ad-
dition to the regular pay of the employee
and to any awards made to that employee,
and such payments shall not affect the enti-
.. tlement to or limit the amount of the regu-
lar pay or other awards to which the em-
ployee is otherwise entitled or eligible.

(2) The balance of any royalties or related
income earned during any fiscal year may
be retained by the laboratory up to .an
amount equal to § percent of the budget for
that year of the laboratory involved; provid-
ed that these funds must be used or obligat-
ed by the end of the fiscal year subsequent
to the one in which they are received either
(A) for mission-related research and devel-
opment of the laboratory, (B) to support de-
velopment and education programs for em-
ployees of the laboratory, (C) to reward em-
ployees of the laboratory for inventions of
value to the Government that will not

produce royalties, (D) to further scientific
- exchange to and from the laboratory, or (E)
for payment of patenting costs and fees and
other expenses incidental to the administra-
tion and licensing of inventions, including
the fees or costs for the services of other
‘agencies or other persons or organizations
for . invention management and licensing
gervices. Any funds not so used or obligated
by that time shall be paid to the Treasury
of the United States. If the balance for any
laboratory exceeds $ percent of the annual

budget of the laboratory, then 75 percent of .

the excess shall be pald to the Treasury of
* the United States and the remaining 25 per-
cent shall be used for the purposes listed in
(A)(E), above, by the end of the fiscal year
subsequent to the one in which they were
received, and any funds not so used or obli-
gated by that time shall be pald to the
Treasufy of the United States.

(3) In the event the invention was one as-
signed to the agency either (i) by a contrac-
tor, grantee, or the holder of a cooperative
agreement of the agency or (ii) by an em-
ployee of the agency that was not working
in a laboratory at the time the invention
was made, then for purposes of this section
the agency unit that funded or employed
the assignee ghall be considered to be a lab-
oratory.

(b) Agencies shall report annually to the
appropriate oversight and sppropriations
committees of the Senate and House of
Representatives detailing the amount of
royalties or other income referred to in sub-
section 3(a) received and the expenditure of
such royalties or income.

Sec. 4. Duties of the Becretary.

(8) The Secretary of Commerce, in consul-
tation with other Federnl agencies, shall—

(1) develop and disseminate to appropriate
agency personnel technigues and procedures
for Federzl laboratories and agencles to use
on a voluntary basis to aid in the early de-
termination of the commercial potential of
new technologies generated in performance
of Federal laboratory research;

(2) develop and administer training
courses and materials to increase the aware-
ness of 1aboratory researchers regarding the
commercial potential of inventions and to
educate laboratory personnel in methods
and options for commercializatfon which
are available to the Federal laboratories, in-
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cluding research and development limited
partnerships;

(8) develop and disseminate to appropriate
agency personnel model provisions for use
on a voluntary basis in cooperative research
and development arrangements; and

(4) upon request, furnish advice and as-
sistance to laboratories concerning their co-
operative research, and development pro-
grams and projects.

_ (b) Two years after the date of enactment
of this Act and every two years thereafter
the Secretary shall submit a report to the
President and the Congress on the use by
the agencies and the Secretary of the au-

“thorities under this Act. Other Federsal
agencies shall cooperate with the Secretary
in providing information necessary to pre-
pare the reports.

Bec. 5. Employee activities.

(a) It shall be the policy of the Govern-
ment to encourage the efforts of Govern-
ment employees or former employees to
obtain commercialization of inventions
made by them while they were in the serv-
ice of the United States, and it shall not be
a violation of the provisions of 18 USC 207
for former employees or the partners of em-
ployees to negotiate licenses or cooperative
research and development arrangements re-
lating to such inventions with Federal agen-
cles, Including the agency with which the
employee is or was formerly employed. Fed-
eral employees or former employees who re-
ceive Troyalty payments or _participate
(whether as a principal of, a consultant to,
or an employee of an organization that is at-
tempting to commercialize the invention, or
otherwise) In efforts to commercialize their
inventions shall not, because of such receipt
or participation, be deemed to be In viola-
tion of section 201, 203, 205, 207, 208, or 209
of Title 18 of the United States Code. In the
case of an active employee of the Govern-
ment, this section i8 not intended to negate
any requirements which the agency may
have concerning the need for approval of
outside employment to prevent substandard
levels of performance.

(b) Upon the request of & Government
employee or former employee who made an
invention during the course of his employ-
ment with the Government to which the

Government has the right of ownership, the

agency shall allow the inventor to retain
title to the invention (subject to reservation
by the Government of & nonexclusive, non-
transferable, {rrevocable, paid up license to
practice or have practiced the invention
throughout the world by or on behalf of the
Government) unless the egency intends to
_file for a patent application in order to pro-
mote commercialization of the invention.

- However, such a request need not be grant-
ed if this would be inconsistent with the
obligations of the Government to other par-
ties under a cooperative research and devel-
opment arrangement or otherwise or if the
agency intends to transfer its ownership
rights to another party that was a co-inven-
tor or which employed a co-inventor of the
invention. In addition, the agency may con-
“dition the inventor’s title on the timely
filing of a patent application or statutory
invention registration in cases when the
Government determines that it has or may
have a need to practice the invention.

(c) For purposes of this section, Federal
employees include “special Government em-
ployees” as defined at 18 USC 202.

Szc. 6. Definitions.

As used In this Act—

(1) “cooperative research and develop-
ment arrangement” means any agreement,
but not a procurement contract as that term
is used at 31 USC 6303, between one Or more
Federal agencles and one or more non-Fed-
eral parties under which the agency (or

.ment. Ju

“ence car
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agencies collectively) through one or more
laboratories provides personnel, services, fa-
cilities, equipment, or other resources (but
not funds to non-Federal parties) and the
non-Federal parties provide funds, person-
nel, services, facllities, equipment, or other
resources towards the conduct of specified
research or development efforts which are
consistent with the missfons of the agency.

(2) “Federal agency” means any executive
agency as defined at 5 USC 105 and the mill-
tary departments as defined at 5 USC 102;

(3) “invention” means any invention or
discovery which is or may be patentable or
otherwise protectable under Title 85 of the
United States Code, or any novel variety of
plant which is or may be protectable under
the Plant Variety Protection Act (7 USC
2321 et. seq.);

(4) “laboratory” means a facility or group
of facilities owned, leased, or otherwise used
by a Federal agency, a substantial purpose
of which is the performance of research and
development by Government employees;

(5) “made” when used in conjunction with
“inventions” means conceived or first actu-
ally reduced to practice; and

(6) “Secretary” means the Secretary of
Commerce or his or her designee or delegee.

Skc. 7. Relationship to other laws.

Nothing in this Act is intended to limit or

existing authorities of any agency.
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