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••(D) provides for.ni 
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ximum utilization of 

existing services, inch ling those offered by 
pri irate, nonprofit serv :e proriders and 

"(G) is ndministerec by the same agency 
which administers the State pion under sec
tion 402. the same age cy which administers 
the State plan appro ed under part B of 
this title, or the same igency which admin
isters the block grant i|nder title XX. ' 

this section, "preg-
'teenage mothers' 

women or mothers 
r. or who are second-

civing a grant under 
year shall provide a 
at the close of such 
include the number 

ndividuals served by 
le services provided. 
d. Such report shall 

"(2) For purposes 
nant teenagers' ant 
means only pregnant 
who ore age 18 or end 
ory school students. 

"(cMl) Any State re 
this section for a rises 
report to the Secretar 
fiscal year which shal 
at'd characteristics of 
the Slate program, 
and the results achievic 
nb-o hxlude data on he number of cases 
and the amounts of tr : aid to families with 
dependent children pre rided under this part 
for the fiscal year, brc ;en down by the age 
of the parent or caret; cer relative receiving 
such aid. by race, an I by location within 
the State. 

"121 The Secretary hall establish a sys
tematic reporting systt n capable of yielding 
comprehensive data on which service figures 
and program evaluatio s shall be based. On 
or before each Janu: ry 1 the Secretary 
shall submit to the C ingress a report de
scribing the activities upported under this 
section during the fisc i year ending on the 
preceding September 3 . including, at a min
imum, the number ai d characteristics of 
persons served, the ser 
suits achieved, and t 
and recommendations I >r the future. 

"td> For purposes < " making grants to 
States under this secti n there are author
ized to be appropriated 575.000.000 for fiscal 
year .1985 and for eaci 
U:r.".« 

ces provided, the re-
e Secretary's plans 

fiscal year thereaf-

" By Mr. MATHIAS: 
S. 3085. A bill to amend the patent 

laws implementing the Patent Coop
eration Treaty, to the Committee on 
the Judiciary. 

PATENT COOPERATION TREATY 

Mr. MATHIAS. Mr. President, the 
Patent Cooperation Treaty is a major 
multilateral convention under which 
35. countries, including the United 
States, have joined together to facili
tate the filing of patent applications 
for the same invention in a number of 
countries. VS. inventors now rely on 
the convention' to obtain protection 
for their technology in other coun
tries. 

At present under the treaty. U.S. ap
plicants are able to file a single inter
national patent application in English 
in the U.S. Patent and Trademark 
Office and have that application ac
knowledged in as many other coun
tries as the applicant designates. Fol
lowing the preparation of an interna
tional search report—prepared by the 
U.S. Patent and Trademark Office or 
the European Patent Office for U.S. 
applicants—citing-relevant references, 
the applicant decides whether or nor 
to proceed to perfect his or her appli
cations in the countries designated by 
paying national fees and furnishing 
the nmssary translations. This deci-
.̂ i( ' .s not required until more than 

lVt years after first filing the applica
tion. ' . ' • -
' This legislation that I Introduce 
today, which accompanies and imple
ments a pionned withdrawn! of a reser
vation by the United States to the ap
plication of the second chapter of the 
Patent Cooperation Treaty, will fur
ther increase the usefulness of the 
Patent Cooperation Treaty for U.S. tn-

"terests. Adherence of the United 
States to chapter II will give the U.S. 
inventor access to an examination 
report, which related the references 
found in the search report to the in
vention. -

It will also enable the applicant to 
defer the decision about paying na
tional fees and preparing translations 
to perfect the applications until ap
proximately 2'A years after the first 
filing of the international application. 
Before having to make this decision, 
the applicant will have in hand a 
report that cites the previous patents 
or publications that bear on the pat
entability of his or her invention. The 
applicant will also have a report that 
relates these references to the inven
tion. With this information the appli
cant will be able to make an informed 
decisions about continuing to pursue 
protection in many other countries 
before having to underwrite the large 
costs of national fees and preparing 
translations. 

In addition to giving the U.S. appli
cant more flexibility in pursuing pro
tection for an invention in a number 
of countries, the proposed changes 
should increase the strength of the 
patents that are obtained in the vari
ous countries. Not only will these 
countries have all the resources they 
now have for evaluating the patent
ability, of an invention, but. in addi
tion, they will have a search report 
and an examination report prepared 
by a major patent office for each ap
plication. This should greatly aid U.S. 
inventors in'obtaining stronger protec
t ion for their inventions abroad. 

I have been informed that the U.S. 
Patent ana Trademark Office will 
produce examination reports for inter
national applications only after it 
achieves its important goal of reducing 
patent application pendancy time to 
an a' era-js of 18 montlts. This goal is 
expected to be achieved in 1987. Ar
rangements hate been made to have 
the European Patent Office prepare 
the examination reports for U.S. in
ventors until that goal is achieved. 
Thereafter the U S. Patent and Trade-
nu\rk Office will also be able to pre
pare these examination reports. 

I introduce thf» bill today, not in the 
expectation that we will pass it in the 
98th Congress, but to get the debate 
s taged and lay the groundwork for 
action in the 9£th. I urge my col
leagues to examine it closely and share 
it with intertst.-d constituents, and I 
request unanimous consent that it 
appear in the RECORD immediately fol
lowing my remarks along with a state
ment of purpt.se. 

There being no objection, the mate
rial was ordered'to be printed in the 
RECORD, as follows: 

a 3085 
Be it enacted by the Senate and House of 

Representatives of the United States of 
America in Congress Assembled. That this 
Act may be cited as the "Act to Authorize 
the United States to Participate in Chapter 
II of the Patent Cooperation Treaty." 

SEC 2. (a) Section 351(a) of title 35. 
United States Code, is amended by striking 
out ". excluding chapter II thereof., 

(b) Section 351(b) of title 35. Onited 
Stales Code, is amended by striking out "ex
cluding part C thereof". 

(c) Section 351(g) of title 35. United Stares 
Code, is amended by— 

(1) striking out "term" and inserting in 
lieu thereof "terms": 

<2) inserting "and 'International Prelimi-
• nary Examining Authority"" after "Author
ity": and 

(3) striking out "means" and inserting in 
lieu thereof "mean". 

SEC. 3. The item relating to section 363 in 
the analysis for chapter 36 of title 35.. 
United Slates Code, ts amended to read as' 
follows: "362. International Searching Au
thority and International Preliminary Ex
amining Authority." 

SEC. 4. Section 362 of title 35. United 
States Code, is amended to read as follows: 
-SKC. Sin. INTERNATIONAL SEARCHING AUTHORITY 

AND INTERNATIONAL FKKM.UINAKY 
KXAM1NINC AUTHORITY 

"(a) The Patent and Trademark Office 
may act as an International Searching Au
thority and International Preliminary Ex
amining Authority with respect to interna
tional applications in accordance with the 
terms and conditions' of an agreement which 
may be conctuded with the International 
Bureau, and may discharge all duties re
quired of such Authorities, including the 
collection of handling fees and their trans
mittal to the International Bureau. 

~tbi The handling fee. preliminary exami
nation fee. and any additional fees due for 
international preliminary examination shall 
be paid within such time as may be fixed by. 
the Commissioner." 

Sec. 5. Section 364(a) of title 35. United 
States Code, is amended by— 

(a) striking out "or", first occurrence and 
inserting in lieu thereof'". ":. * 

(b) inserting "International Preliminary 
Examining Authority" after "Authority, 
or": and ~~~ 

(a) striking out "both"!. 
SEC. 6. Section 368(c) of title 35. United 

States Code, is amended by— 
(a) striking out the second occurrence of 

"or" and inserting in lieu thereof ".": and 
(b) striking out "both" and Inserting in 

lieu thereof "International Preliminary Ex
amining Authority". 

Sec. 7. (a) Section 371(a) of title 35. United 
States Code, is amended to read as follows: 

"(a) Receipt from the International 
Bureau of copies of international applica
tions with any amendments to the claims, 
international search reports, and interna
tional preliminary examination reports in
cluding any annexes thereto may be re
quired in the case ot international applica
tions designating oi electing the United 
States." 

(b) Section 371(b) of title 35. United 
States Code, is amended to read as follows: 

"(b) Subject to subsection (f) of this sec
tion, the national stage shall commerce with 
the expiration of the applicable time limft 
under article 22 '!> or (2<. or under article 
39f iva!-»l he rn»^fi." 

http://for.ni
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(c) Section 371(cK4) of title 35, United 

Slates Code, is amended by striking the ••." 
and inserting in lieu thereof ";". 

(d> Section 371(c) of title 35. United Slates 
Code, is amended by adding at the end 
thereof the'following new paragraph (5): 

"(5) a translation into the English lan
guage of any annexes to the international 
preliminary examination report, if such an
nexes were made in another language.". 

(e) Section 371(d) of title 35. United Slates 
Code, is amended by adding at the end 
thereof the following sentence: "The re
quirement of subsection (c)(5) shall be com
plied with at such time as may be fixed by 
the Commissioner and failure to do so shall 
be regarded as cancellation of the amend
ments made under article 34(2)(b) of the 
treaty.". 

(f) Section 371(e) of title 35. United States 
Code, is amended by inserting "or article 
41" after "28". " 

Sec. 8. (a) Section 376(a) of title 35, United 
States Code, is amended by • 

(1) inserting "and the handling fee" after 
the first occurrence of "fee"; - • 

(2) striking "amount is" and Inserting in 
lieu thereof "amounts are"; 

(3) redesignating paragraph (5) as para
graph (6); and -
• (4) inserting the following new paragraph 
(5): 
""(5) A preliminary examination fee and 
any additional fees (see section 362(b))." 

(b) Section 376(b) of title 35; United 
States Code, is amended by . 

(1) inserting "and the handling fee" after 
the first occurrence of "feet" in the first 
sentence; and 

(2) inserting "the preliminary examina
tion fee and any additional fees," after 
"fee," in the third sentence. 

Sec. 9. Sections 2 through 8 of this Act 
shall come into force on the same day as the 
effective date of entry Into force of-chapter 
II of the Patent Cooperation Treaty with 
respect to the United States, by virtue of 
the withdrawal of the declaration under ar
ticle 64(1 Xa) of the Patent Cooperation 
Treaty. It shall .apply to all international 
applications pending before or after its ef
fective date. 

STATEMENT OF PURPOSE 
The purpose of this legislation is to au

thorize the Patent and Trademark Office to 
act as an International Preliminary Examin
ing Authority and as an elected Office 
under chapter II of the Paient Cooperation 
Treaty. When the United Slates ratified the 
treaty in November 1975. it did so with a 
declaration thai it was not bound by the 
provisions of chapter II thereof. This chap
ter calls for the establishment of an Inter
national Preliminary Examination Report' 
with respect to an international application 
and provides for additional time before the 
application enters the national patent proc
essing stage in various elected national of
fices. 

The reason for non-adherence to chapter 
n by the United States in 1975, was the 
then-prevailing opinion that divergent 
patent examining methods in other member 
countries would have made adherence im
practicable. Experience gained with the op
eration of the treaty during the ensuing 
years, as well as major steps taken by other 
countries to harmonize international patent 
processing procedures, such as the coming 
into force of the European Patent Conven
tion in 1978, have largely eliminated this 
reason. Accordingly, it would be in the inter
est of U.S. industry and independent inven
tors alike, if the United States withdrew its 
resen-ation regarding chapter II of the 
treaty. In 8 letter dated July 27. 1984. the 
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President has requested the Senate's advice 
and consent to that withdrawal. Because 
the treaty is not self-executing, adherence 
to chapter II requires Implementing legisla
tion, such as that proposed here. 

SECTIONAL ANALYSIS 
INTRODUCTION 

. Under chapter I of the Patent Coopera
tion Treaty, (hereinafter referred to as the 
"treaty"), a patent applicant is required to 
"designate" those member countries of the 
Internationa] Patent Cooperation Union in 
which he desires patent protection. The ap
plicant receives an international search 
report from an International Searching Au
thority and is not required to undertake the 
expenses of translation, national filing fees 
and prosecution In each designated country 
until usually 20 months from the priority 
date of the international application. 

Chapter II of the treaty offers a supple
ment to chapter I. If an applicant "elects" 
previously "designated" member countries 
which are also bound by chapter II. usually 
prior to the expiration of 19 months from 
the priority date, several additional features 
and procedures become effective. As ex
plained in greater detail below, an Interna
tional Preliminary Examining Authority 
will prepare an international preliminary 
examination report for the benefit of the 
applicant and the elected Offices. The elect
ed Offices may agree or disagree with the 
conclusions reached by the International 
Preliminary Examining Authority. Further, 
the time limit for committing the expenses 
to enter the national stage in the elected 
Offices is postponed to usually 25 months 
from the priority date of the international 
application. Beginning on January 1. 1S85. 
this time limit will be extended to 30 
months, by virtue of a decision taken under 
Article 47 of the treaty by the Assembly of 
the International Patent. Cooperation 
Union, at its seventh Extraordinary Session 
in February 1984. 

Under chapter II of the treaty (article 31), 
an applicant files a "demand" with the ap
propriate International Preliminary Exam
ining Authority, electing member countries 
as mentioned above. That Authority then 
conducts the international preliminary ex
amination which essentially determines 
whether the claimed Invention is new, in
volves an inventive step (is non-obvious), 
and is industrially applicable. The applicant 
and the Authority communicate with each 
other during the international preliminary 
examination and the applicant is given at 
least one opportunity to amend the claims, 
the description, and the drawings of his 
international application. Thereafter, an 
international preliminary examination 
report is established. The report does not 
contain any statement regarding the patent
ability of the. claimed invention according to 
the law of any country: li merely states—by 
a "Yes" or "No"—in relation to each claim 
whether it seems to satisfy the three crite
ria set forth above. Each such statement is 
usually accompanied by citations of prior 
art references and other explanations. The 
report is communicated to the applicant and 
the national Offices of the elected coun
tries, which then may use the report in con
nection with their patent granting process. 

. The national fees and translations, if any, 
must be paid before the expiration of the 
time period under article 39(1 Xa) of the 
treaty, which will be 30 months from the 
priority date of the international .applica
tion, beginning in 1985. Examination and 
other processing in the elected Offices can 
start only after the expiration of that, time 
period, unless the applicant chooses to have 
it start earlier. If election of a country is 
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made after the expiration of the lath 
month from the priority date, the original 
time limits under chapter ! of the tu-ntj 
(article 22) must be observed. 

Section 1. This section identifies ihe U'Ris-
lation as the "Act to Authorize the United 
Stales to Participate in Chapter II of the 
Paie.nt Cooperation Treaty." 

Section 2. This section amends section 351 
of title 35, United States Code, by deleting 
the phrases ". excluding chapter II thereof" 
in subsection (a) and "excluding part C 
thereof" in subsection (b). These exclusions 
were placed in the original legislation. 
Public Law 94-131, 89 Stat. 685, since chap
ter II of the treaty was not implemented 
then. The exclusion of the articles and Reg
ulations of the treaty relating to chapter II 
must be eliminated in existing legislation to 
permit the Uniled States to participate in 
chapter II. 

Subsection 351(g) is-amended to refer lo 
the "International Preliminary Examining 
Authority" in association with the current 
reference to the "International Searching 
Authority" in anticipation of the United 
States Patent and Trademark Office becom
ing an International Preliminary Examining 
Authority when that Office's workload is 
sufficiently current. 

Section 3. This section amends the title of 
section 362 of title 35. in the analysis follow
ing the Chapter 36 title, to include refer
ence to the International Preliminary Ex
amining Authority, thus reflecting changes 
in section 362. 

Section 4. Current section 362 of title 35 
has been designated as subsection (a) and 

- has been amended to permit the Patent, and 
Trademark Office to act as an international 
Preliminary Examining Authority, should it 
desire to enter into an agreement with the 
International Bureau and perform the re
quired functions. At present, this section 
only permits the Patent and Trademark 
Office to act as an International Searching 
Authority. 

Subsection (a) of amended section 362 spe
cifically provides for the collection of han
dling fees under article 31(5) of the treaty 
(and Rule 57 of the Regulations thereun
der) and the transmittal thereof to the 
International Bureau, for whose benefit 
such fees are paid. 

New subsections 362(b) gives the Commis
sioner authority to establish time periods, 
within the limits of the treaty and its Regu
lations, for the payment by applicants of 
the handling fee under'Rule 57 of the Regu
lations and the preliminary examination fee 
under Rule 58 of the Regulations. The sup
plement to the handling fee under Rule 
57.1(b) of the Regulations is paid by the ap
plicant directly to the International Bureau 
and need not be provided for in the legisla
tion. 

Section 5. This section amends subsection 
. 364(a) of title 35 by referring to the "Inter

national Preliminary Examining Authority" 
along with current references to "Receiving 
Office" and "International Searching Au
thority", in order to specify that all interna
tional processing functions, when performed 
by the Patent and Trademark Office, must 
be in accordance with the treaty, its Regula
tions, and title 35, United States Code. 

Section 6. Subsection 368(c) of title 35 is 
amended to prevent the unauthorized dis
closure of the contents of international ap
plications by the Patent and Trademark 
Office when acting as an Internationa] Pre
liminary Examining Authority; 

Section 7. Section 371 of title 35 requires a 
number of changes to facilitate the posMbil-
ily Of proceeding under chapter II of the 
treaty. Subsection 371(a) of title 35 is 
amended to authorize the Commissioner to 



Ctc!c:hc~r 10, 1984 CQ? 
r:i;irir.c Lye 1n:entional B u r u u  io s~c?;i\j 
ir(:-rtialirmal prelimirary eszn~i:larion re- 
ports Inciuding anr.eses thereto. Thc  M- 

r:rses conskt of sliiendmencs to the clni~lls. 
desrrii~lion. or  drau-ii~gs of ttie Lqternatiunlll 
w~:li(.:~t ~ C Z  m d e  before the Inkrnarior:i~l 
P:c!irlihy Exsn1irJr.g Aurhoritg. us indi- 
cated In Rule 70.16 cf the Regulatiom. The 
an~enilcd wording rr.zkes it possible lor Llle 
Conimisioner to requirt! copies of ail such 
r!on:menb or to exclude certain papers. 
ntrh 3s those filed in or issued by ffle 
Patc!:t snd Traderark Office. 

3 u k s ~ t i o n  371(b) title 35 is aoicndci~ to 
mier LO the later time period under arricle 
331 1)tnl of the tresl:;. a t  which zn nppiicnrrt 
~ I : I Y  rl1Lt.r the  nniicilal s:age by ':ir.tue of 
hnrin:! c?ected the Parent and Trzdcr!?nr!i 
0:licc uneer chwte r  XI. As nored shore. 
t h h  time limit hns been changed by the  -4s- 
w2:hly of the intexat ionsl  Patent Coop- 
erz..tion Vnion f r o m  25 months to 30 
rnantP-s. as of Jmu- 1. 1985. 

Stlhqcrtim 3Cltc) of title 35 is anic?nderi hp 
adding a new paragtaph (5) which repuires 
the applicant to f i e .  in addition to the  r e  
goirmments of paragraphs (1)-(41, a tmr~ia: 
tion into the English language of my an- 
nexes to the international preliminnry ex- 
acii.?a:ion report. if such annexes xre in n 
!at:bwne~ other than English. Xl!hocgh the 
[nten?acional Burezu is responsible u i i d ~ r  
article :6(3lta) of the treaty for ronm~i~nicn-  
tion to the  Patent and Tmdemark 0l:'ice o i  
m p c s  of these annexes in their origink~i k n .  
ninse. together +,th the  intemationnl pre- 
liminnrr examination report. the uppl icx~t  
is responsible under artic!e 36(2)(bl wd 
(3)lb) of the t r a t y .  to prepwe a transiation 
of the annexes If necessary and to tmnsmit 
snch transl~tion to the Patent and Tmde- 
muk Office. . . .  

Subsection 371(d> of title 35 is amended to 
indude t-eference to the time period for sub- 
mission of annexes to the  intemational pre. 
lintnary examination report.. The m e n d -  
men? also provides the  sanction of cancella- 
tion of the amendments for noncompliance. 

S t ~ b s d l o n  371te) 01 title 35 is arr.ended to 
emtire the right of the  appIicant to runsnd 
the application during- the  national s n g e  
before the elected Office. as provided in-ar- 
ticle 4 1  of the t m t y .  

St-ction 8. Subsection 3'i6(a) of title 35 is 
mended  to include reference to the ham 
d!ing fee to parallei the current reference to 
the international fee. The  amounts of these 
Lees cue Indicated in Rule 96 of the Regula- 
Lions. which is titled "The Schedule of 
Fees" . - .  

A new p&raph (5) is.added to subsec- 
tion 3'76ta) to allow the  Patent and Trnde- 
mark Office to specify the  amotinc of Uie 
preliminary examination fee and anp addi- 
~iotinl fees thereto. referred to in subsection 
36'ltb). 

Subsc~tion 376(b) o i  title 35 is runttr!+.d io 
t!c:lrrdr rfterence to the f ac t  &at the 
amuunt of the handling fee is not prescribeJ 
by Lke Conimissioner. Reference is also 
rnade to the preliminary wr~ninnrion fee 
sad additional fees To the preliminary ea- 
arninalion fee. as being refundable to the  
wpllcan: where the Commissioner det,rr- 
niines such a reiund to be xsrranred. 

Section B. Seccion 9 specifies the effcctjse 
date of the Act to be that of the entry irlto 
force of chapter I1 of the treaty with re- 
SDWC tO the Unitrd States. When tile 
United States ratified the treaty In Novem- 
ber 1975. it did so with a declaraiioc~ undur 
arricle 641l)tal thereof. t l u c  it P.M noL 
bound by the provisions of c1epti.r 11. 
Under article 64(6j(S) of the treaty, Lhb 
declaration may be w.i~hdrau-n ar u l y  time 
by not.ificnt.ion to the  Direccor Gener:rl of 
111c World Intellect~al Property Oryzni::.:r- 
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tion and takes effect th& nlonths iil:er L!W 
dng on otiicb the notificniion shs w e i r c d .  

The Act npplirs to all internati01;al apllli- 
c ~ o r i  wndinp M o r e  or after its efftx).ir.e 
date.According1y. a?pticants whose nppiica- 
ti0r-s have beeen pendL?g less t?i= 19 
munlhs from ~ e i r  pricrity date at che tame 
chwcer  I1 bacon:es effective for the U i u W  
States, ail1 be able to m&e a a"demnnd" :ar 
treatment under chapter 11. thereby drisy- 
ing t h e  entry or h e  nationd stage in elect- 
ed SL~tes  to 30 months. Although &ere is 
no time limit in thc treaty for sr~hrnitt[ng 
the .,dt:!nand". i t s  effeffs cs!i only be pzw- 
w.iet!d i f  it is s~~bmi t t ed  before the exjira- 
Lion ai 19 rnonL1:s Croni the priorily dsta o i  
the  internstionzl application. Su 'o~rr '~;on of 
the  "demand" ~ f t e r  chat dare still ilctitles 
the appilcant to receive an iritcrnacional 
prelinrin3ry es.%l:inacion report. but does 
not tolf the appiicnble time limit !tndrr &-ti- 
d e  11' of the t r c w . a  

-- 
B y  Mr. CB.1FFrE: . 

S 3086. d bill to eql.ure Ule Nation- 
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