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MADRID PROTOCOL IMPLEMENTATION ACT
AND FEDERAL TRADEMARK DILUTION ACT
OF 1995

WEDNESDAY, JULY 19, 1995

HOUSE OF REPRESENTATIVES,
SUBCOMMITTEE ON COURTS AND
INTELLECTUAL PROPERTY,
COMMITTEE ON THE JUDICIARY,
Washington, DC.

The subcommittee met, pursuant to notice, at 10 a.m., in room
2237, Rayburn House Office Building, Hon. Carlos J. Moorhead
(chairman of the subcommittee) presiding.

Present: Representatives Carlos J. Moorhead, Bob Goodlatte,
Sonny Bono, George W. Gekas, and Patricia Schroeder.

Also present: Thomas E. Mooney, chief counsel; Joseph V. Wolfe,
counsel; Mitch Glazier, assistant counsel; Sheila Wood, secretary;
and Betty Wheeler, minority counsel.

OPENING STATEMENT OF CHAIRMAN MOORHEAD

Mr. MOORHEAD. The Subcommittee on Courts and Intellectual
Property will come to order.

Today the subcommittee is conducting a hearing on H.R. 1270,
the Madrid Protocol Implementation Act of 1995, and on H.R. 1295,
the Federal Trademark Dilution Act of 1995.

The implementation of the Madrid Protocol is legislation we in-
troduced during the last Congress. We did that because it was im-

ortant to send a signal to the international community and to

nited States businesses that the United States was serious about
becoming a part of the system for the international registration of
trademarks.

We have an international system for copyright as members of the
Berne Convention. We have an international system for patents as
members of the Paris Convention. But we are not part of an inter-
national system for the registration of trademarks which would as-
sist our corporations in protecting their good names while saving
cost, time and effort.

There is no opposition to this legislation that I know of. While
the United States is a signatory to the treaty, we have not yet rati-
fied it. This implementing legislation would not take effect until
the Senate ratified the Protocol. Qur State Department is attempt-
ing to work out differences between the United States and the Eu-
ropean Union on voting rights of organizational members of the
Protocol. Those differences need to be settled before ratification will

(1)
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occur. It is important to move this legislation forward at this time,
however, because having a system of international registration is
s0 important to our business community it substantially outweighs
any procedural difficulty we may have with the European Union.
America should stand ready to benefit from the Madrid Protocol as
soon as it is ratified.

Our second bill this morning is H.R. 1295, the Federal Trade-
mark Dilution Act of 1995. This bill is designed to protect famous
trademarks from subsequent uses that blur the distinctiveness of
the mark or tarnish or disparage it, even in the absence of a likeli-
hood of confusion. Thus, for example, the use of Dupont shoes,
ll);}lllek aspirin, and Kodak pianos would be actionable under this

ill,

The concept of dilution dates as far back as 1927, when the Har-
vard Law Review published an article by Frank I. Schecter in
which it was argued that coined or unique trademarks should be
protected from the “gradual whittling away and of dispersion of the
1dentity and hold upon the public mind” of the mark by its use on
noncompetitive goods. To date, 25 States have laws that prohibit
trademark dilution.

In my opinion, a Federal dilution statute is necessary because fa-
mous marks ordinarily are used on a nationwide basis and dilution
protection is only available through a patch-quilt system of protec-
tion. Further, some courts are reluctant to grant nationwide injunc-
tions for violation of State law where half of the States have no di-
lution law. Protection for famous marks should not depend upon
whether the forum where suit is filed has a dilution statute. This
simply encourages forum-shopping and increases the amount of liti-
gation.

Moreover, the recently concluded GATT Uru%uay Round agree-
ment includes a provision designed to provide dilution protection to
famous marks. Thus, enactment of this bill will be consistent with
the terms of the agreement, as well as the Paris Convention, to
which the United States is also a member. Passage of a Federal di-
lution statute would also assist the executive branch in its bilateral
and multilateral negotiations with other countries to secure greater
protection for the famous marks owned by U.S. companies. Foreign
countries are reluctant to change their laws to protect famous U.S.
marks if the United States itself does not afford special protection
for such marks.

[The bills, H.R. 1270 and H.R. 1295, follow:]
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*TE% H.R. 1270

To amend the Trademark Act of 1946 to provide for the registration and
protection of trademarks used in commerce, in order to carry out provi-
sions of eertain international conventions, and for other purposes.

IN THE HOUSE OF REPRESENTATIVES

MarcH 21, 1995
Mr. MOORHEAD (for himself, Mr. Sensenbrenner, Mr. COBLE, Mr. CANADY of
Florida, Mr. GOODLATTE, Mr. BoxO, and Mr. BOUCHER) introduced the
following bill; which was referred to the Committee on the Judiciary

A BILL

To amend the Trademark Act of 1946 to provide for the
registration and protection of trademarks used in com-
merce, in order to carry out provisions of certain inter-
national conventions, and for other purposes.

Be it enacted by the Senate and House of Representa-
tives of the United States of America in Congress assembled,

This Act may be cited as the “Madrid Protocol Imple-

1
2
3 SECTION 1. SHORT TITLE.
4
5 mentation Act”.
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; 2
SEC. 2. PROVISIONS TO IMPLEMENT THE PROTOCOL RE-

LATING TO THE MADRID AGREEMENT CON.
CERNING THE INTERNATIONAL REGISTRA-
TION OF MARKS.
The Act entitled “An Act to provide for the registra-
tion and.protection of trade-marks used in commerce, to
carry out the provisions of certain international conven-

tions, and for other purposes”, approved July 5, 1946, as

O 00 3 N W A W N

amended (15 U.S.C. 1051 and following) (commonly re-
10 ferred to as the “Trademark Act of 1946) is amended
1 by adding after section 51 the following new title:

12 “TITLE XII—THE MADRID PROTOCOL

13 “SEC. 60. DEFINITIONS.

14 “For purposes of this title:

15 “(1) MADRID PROTOCOL.—The term ‘Madrid
16 Protocol’ means the Protocol Relating to the Madrid
17 Agreement Concerning the International Registra-
18 tion of Marks, adopted at Madrid, Spain, on June

19 27, 1989.
20 (2) BASIC APPLICATION.—The term ‘basic ap-
21 plication’ means the application for the reg,istrati.én

22 of a mark that has been filed with an Office of a

23 Contracting Party and that constitutes the basis for
24 an application for the international registration of
25 that mark.
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1 “(3) BAsIC REGISTRATION.—The term ‘basic
2 registration’ means the registration of a mark that
3 has been granted by an Office of a Contracting
4 Party and that constitutes the basis for an applica-
5 tion for the international registration of that mark.
6 “(4) CONTRACTING PARTY.—The term ‘Con-
7 tracting Party’ means any country or inter-govern-
8 mental organization that is a party to the Madrid
9 Protocol.

10 “(5) DATE OF RECORDAL.—The term ‘date of
11 recordal’ means the date on which a request for ex-
12 tension of protection that is filed after an inter-
13 national registration is granted is recorded on the
14 International Register.

15 ‘(6) DECLARATION OF BONA FIDE INTENTION
16 TO USE THE MARK IN COMMERCE.—The term ‘dec-
17 laration of bona fide intention to use the mark in
18 commerce’ means a declaration that is signed by the
19 applicant for, or holder of, an international registra-
20 tion who is seeking extension of protection of a mark
21 to the United States and that contains a statement
22 that—
23 ““(A) the applicant or holder has a bona
24 fide intention to use the mark in commerce,
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“(B) the person making the declaration be-

1

2 lieves himself or herself, or the firm, corpora-

3 tion, or association in whose behalf he or she
4 makes the declaration, to be entitled to use the
5 mark in commerce, and

6 *(C) no other person, firm, corporation, or

7 association, to the best of his or her knowledge

8 and belief, has the right to use such mark in
9 commerce either in the identical foﬁn of the
10 mark or in such near resemblance to the mark
11 as to be likely, when used on or in connection
12 with the goods of such other person, firm, cor-
13 poration, or association, to cause confusion, or
14 to cause tﬁistake, or to deceive.

15 “7) EXTENSION OF PROTECTION.—The term
16 ‘extension of protection’ xmeans the protection result-
17 ing from an international registriitiozi that extends
18 to a Contré,cting Party at the request of the _‘holder
19 of the international .registration, in accordance with
20 the Madrid Protocol. 3
21 “(8) HOLDER OF AN INTERNATIONAL REG-
22 ISTRATION.—A ‘holder’ of an international registra-
23 tion is the natural or juristic person in whose name
24 the international registration is recorded on the
25 International Register.

“e HRIZTOIH
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. 5
“(9) INTERNATIONAL APPLICATION.—The term

1
2 ‘international application’ means an application for

3 international registration that is filed under the Ma-
4 drid Protocol. ‘

5 “(10) INTERNATIONAL BUREAU.—The term

6 ‘International Bureau’ means the International Bu-

7 reau of the World Intellectual Property Organiza-

8 tion.

9 “(11) INTERNATIONAL REGISTER.—The term
10 ‘International Register’ means the official collection
11 of such data concerning international registrations
12 maintained by the International Bureau that the
13 Madrid Protocol or its implementing regulations re-
14 quire or permit to be recorded, regardless of the me-
15 dium which contains such data.

16 “(12) INTERNATIONAL REGISTRATION.—The
17 term ‘international registration’ means the registra-
18 tion of a mark granted under the Madrid Protocol.

19 “(13) INTERNATIONAL REGISTRATION DATE.—

20 The term ‘international registration date’ means the

21 °  date assigned to the international registration by the

22 International 13ureau.

23 “(14) NOTIFICATION OF REFUSAL.—The term
24 ‘notification of refusal’ means the notice sent by an
25 Office of a Contracting Party to the International
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6

‘Bureau declaring that an extension of protection

1

2 cannot be granted.

3 “(15) OFFICE OF A CONTRACTING PARTY.—The
4 term ‘Office of a Contracting Party’ means—

5 “(A) the office, or governmental entity, of
6 a Contracting Party that is responsibie for the
7 registration of marks, or

8 “(B) the common office, or governmental
9 entity, of more than 1 Contracting Party that
10 is responsible for the registration of marks and
11 is s0 recognized by the International Bureau.
12 “(16) OFFICE OF ORIGIN.—The term ‘office of
13 origin’ means the Office of a Contracting Party with
14 which a basic application was filed or by which a
15 basic registration was granted.

16 “(17) OPPOSITION PERIOD.—The term ‘opposi-
17 tion period’ means the time allowed for filing an op-
18 position in the Patent and Trademark Office, includ-
19 ing any extension of time granted under section 13.

20 <SEC. 61. INTERNATIONAL APPLICATIONS BASED ON

21 UNITED STATES APPLICATIONS OR REG-
22 ISTRATIONS.
23 “The owner of a basic application pending before the

24 Patent and Trademark Office, or the owner of a basic reg-
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istration granted by the Patent and Trademark Office,
who— |
“(1) is a national of the United States,
“(2) is domiciled in the United States, or
“(3) has a real and effective industrial or com-
mercial establishment in the United States,
may file an international application by submitting to the

Patent and Trademark Office a written application in

O 00 N1 N AW -

such form, together with such fees, as may be preseribed
10 by the Commissioner.

11 “SEC. 62. CERTIFICATION OF THE INTERNATIONAL APPLI-
12 CATION.

13 “Upon the filing of an application for international
14 registration and payment of the prescribed fees, the Com-
15 missioner shall examine the international application for
16 the purpose of certifying that the information contained
17 in the international application corresponds to the infor-
18 matioﬁ contained in the basic application or basic registra-
19 tion at the time of the certification. Upon examination and
20 certification of the international application, the Commis-
21 sioner shall transmit the international application to the

22 International Bureau.
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8
«gEC. 63. RESTRICTION, ABANDONMENT, CANCELLATION,

OR EXPIRATION OF A BASIC APPLICATION OR
BASIC REGISTRATION.

“With respect to an international application trans-
mitted to the International Bureau under section 62, the
Commissioner shall notify the International Bureau when-
ever the basic application or basic registration which is

the basis for the international application has been re-

O 00 N N v AW N

stricted, abandoned, or canceled, or has expired, with re-

—
o

spect to some or all of the goods and services listed in

——
—

the international registration—

—
(]

“(1) within 5 years after the international reg-

—
w

istration date; or

—
»H

“(2) more than 5 years after the international

-
(V]

registration date if the restriction, abandonment, or

—
[,

cancellation of the basic application or basic reg-

[
~

istration resulted from an action that began before

—
o0

the end of that 5-year period.

T
O

“SEC. 864. REQUEST FOR EXTENSION OF PROTECTION SUB-

[ ]
o

SEQUENT TO INTERNATIONAL REGISTRA-

™~
o

TION.

N
N

“The holder of an international registration that is

N
w

based upon a basic application filed with the Patent and

R

Trademark Office or a basic registration granted by the

o

Patent and Trademark Office may request an extension

HR 1270 TH
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‘ 9
1 of protection of its international registration by filing such
2 a request— A '
3 “(1) directly with the International Bureau, or
4 “(2) with the Patent and Trademark Office for
5 transmittal to the International Bureau, if the re-
6 quest is in such form, and contains such transmittal
7 fee, as may be prescribed by the Commissioner.
8 “SEC. 65. EXTENSION OF PROTECTION OF AN INTER-
9 NATIONAL REGISTRATION TO THE UNITED
10 STATES UNDER THE MADRID PROTOCOL.
li “(a) IN GENERAL.—Subject to the provisions of sec-
12 tion 68, the holder of an international registration shall
13 be entitled to the benefits of extension of protection of that
14 international registrﬁtion to the United States to the ex-
15 tent necessary to give effect to any provision of the Madrid
16 Protocol.
17 “(b) IF UNITED STATES IS OFFICE OF ORIGIN.—An
18 extension of protection resulting from an international
19 registration of a mark shall not apply to the United States
20 if the Patent and Trademark Office is the office of origin
21 with respect to that mark.
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) 10
“SEC. 68. EFFECT OF FILING A REQUEST FOR EXTENSION
. OF PROTECTION OF AN INTERNATIONAL

REGISTRATION TO THE UNITED STATES.

“(a) REQUIREMENT FOR REQUEST FOR EXTENSION
OF PROTECTION.—A request for extension of protection
of an international registration to the United States that
the International Bureau transmits to the Patent and
Trademark Office shall be deemed to be properly filed in

W 00 N N AW

the United States if such request, when received by the

ot
o

International Bureau, has attached to it a declaration of

bona fide intention to use the mark in commerce that is

[
[\ I

verified by the applicant for, or holder of, the international

—
w

registration.

p—
H

“(b) EFFECT OF PROPER FILING.—Unless extension

—
¥ |

of protection is refused under section 68, the proper filing

—
[=,]

of the request for extension of protection under subsection

—
~

(a) shall constitute constructive use of the mark, confer-

—
[~ ]

ring the same rights as those specified in section 7(c), as

—
O

of the earliest of the following:

[
o

“(1) The international registration date, if the
request for extension of protection was filed in the

NN
N =

international application.

“(2) The date of recordal of the request for ex-

N
RN

tension of protection, if the request for extension of

&

protection was made after the international registra-

&

tion date.
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1 “(3) The date of priority claimed pursuant to
2 seetioﬁ 67.

3 «gEC. 67. RIGHT OF PRIORITY FOR REQUEST FOR EXTEN.
4 SION OF PROTECTIOI-‘J TO THE UNITED
5 STATES.

6 “The holder of an international registration with an
7 extension of protection to the United States shall be enti-
8 tled to claim a date of priority based on the right of prior-
9 ity within the meaning of Article 4 of the Paris Convention
10 for the Protection of Industrial Property if—
11 “(1) the international registration contained a
12 claim of such priority; and
13 “(2)(A) the international application contained
14 a request for extension of protection to the United
15 States, or
16 “(B) the date of recordal of the request for ex-
17 " tension of protection to the United States is not
18 later than 6 months after the date of the first regu-
19 lar national filing (within the meaning of Article

20 4(A)(3) of the Paris Convention for the Protection
21 of Industrial Property) or a subsequent application
22 (within the meaning of Article 4(C)(4) of the Paris
23 Convention).
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“SEC, 68. EXAMINATION OF AND OPPOSITION TO REQUEST
‘ FOR.E'XTENSION OF PROTECTION; NOTIFICA-
TION OF REFUSAL.

“(a) EXAMINATION AND OPPOSITION.—(1) A request
for extension of protection desecribed in section 66(a) shall
be examined as an applica_tion for registration on the Prin-
cipal Register under this Act, and if on such examination

it appears that the applicant is entitled to extension of

O 00 ~J O W H W N -

protection under this title, the Commissioner shall cause

—
o

the mark to be published in the Official Gazette of the

o
—

Patent and Trademark Office.

[
N

“(2) Subject to the provisions of subsection (c), a re-

=
w

quest for extension of protection under this title shall be

.
H

subject to opposition under section 13. Unless successfully

[
V]

opposed, the request for extension of protection shall not
be refused.
“(3) Extension of protection shall not be refused

— et et
0 N O

under this section on the ground that the mark has not

Pt
-

been used in commerce.

"‘(4) Extension of protection shall be refused under
this section to any mark not registrable on the Principal
Register.

“(b) NOTIFICATION OF REFUSAL.—If, a request for

RRR RS

extension of protection is refused under subsection (a), the

&

Commissioner shall declare in a notification of refusal (as

&

provided in subsection (c)) that the extension of protection
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cannot be granted, together with a statement of all
grounds on which the refusal was based.

“(c) NOTICE TO INTERNATIONAL BUREAU.—(1)
Within 18 months after the dl.lte- on which the Inter-
national Bureau transmits to the Patent and Trademark
Office a notification of a request for extension of protec-
tion, the Commissioner shall transmit to the International
Bureau any of the following that applies to such request:

“(A) A notification of refusal based on an ex-

O 00 N3 N N A WN

10 amination of the request for extension of protection.
11 “(B) A notification of refusal based on the fil-
12 ing of an opposition to the request. B
13 “(C) A notification of the possibility that an o{)-
14 _ position to the x;equest may be filed after the end of
15 that 18-month period.

16 “(2) If the Commissioner has sent a notification of
17 the possibility of opposition under paragraph (1)(C), the
18 Commissioner shall, if applicable, transmit to the Inter-
19 national Bureau a notification of refusal on the basis of
20 the opposition, together with a statement of all the
21 grounds for the opposition, within 7 months after the be-
22 ginning of the opposition period or within 1 month after
23 the end of the opposition period, whichever is earlier.

24 “(3) If a notification of 1_'efusal of a request for exten-

25 sion of protection is transmitted under paragraph (1) or
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14
(2), no grounds for refusal of such request other tilan
those set forth in such notification may be transmitted to
the International Bureau by the Commissioner after the
expiration of the time periods set forth in paragraph (1)

or (2), as the case may be.

“(4) If a notification specified in paragraph (1) or
(2) is not sent to the International Bureau within the time

period set forth in such paragraph, with respect to a re-

O 00 N Ot B W N

quest for extension of protection, the request for extension

ot
(=]

of protection shall not be refused and the Commissioner

—
[—

shall issue a certificate of extension of protection pursuant

—
N

to the request.

—
w

“(d) DESIGNATION OF AGENT FOR SERVICE OF

it
£

PrOCEss.—In responding to a notification of refusal with

—
(.}

respect to a mark, the holder of the international registra-

ot
=]

tion of the mark shall designate, by a written document

—
~J

filed in the Patent and Trademark Office, the name and

address of a person resident in the United States on whom

—
O

may be served notices or process in proceedings affecting

[
o

the mark. Such notices or process may be served upon

N
-

the person so designated by leaving with that person, or

N
[ %)

mailing to that person, a copy thereof at the address speci-

N
[}

fied in the last designation so filed. If the person so des-

N
S

ignated cannot be found at the address given in the last
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15
designation, such notice or process may be served upon
the Commissioner.
“SEC. 69. EFFECT OF EXTENSION OF PROTECTION.

“(a) ISSUANCE OF EXTENSION OF PROTECTION.—

1

2

3

4

5 Unless a request for extension of protection is refused
6 under section 68, the Commissioner shall issue a certifi-
7 cate of extension of protection pursuant to the request and
8 shall cause notice of such certificate of extension of protec-
9 tion to be published in the Official Gazette of the Patent
10 and Trademark Office.

11 “(b) EFFECT OF EXTENSION OF PROTECTION.—
12 From the date on which a certificate of extension of pro-

13 tection is issued under subsection (a)—

14 “(1) such extension of protection shall have the
15 same effect and validity as a registration on the
16 Principal Register, and

17 “(2) the holder of the international registration
18 shall have the same rights and remedies as the
19 owner of a registration on the Principal Register.

20 “SEC. 70. DEPENDENCE OF EXTENSION OF PROTECTION TO

21 THE UNITED STATES ON THE UNDERLYING
22 INTERNATIONAL REGISTRATION.
23 “(a) EFFECT OF CANCELLATION OF INTERNATIONAL

24 REGISTRATION.—If the International Bureau notifies the

25 Patent and Trademark Office of the cancellation of an
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international registration with respect to some or all of
the goods and services listed in the international registra-
tion, the Commissioner shall cancel any extension of pro-
tection to the United States with respect to such goods
and services as of the date on which the international reg-
istration was canceled.
“(b) EFFECT OF FAILURE TO RENEW INTER-

NATIONAL REGISTRATION.—If the International Bureau

O 00 N3 O W s W N =

does not renew an international registration, the cor-

—
(=]

responding extension of protection to the United States

ot
-

shall cease to be valid as of the date of the expiration of

—
[ ]

the international registration.

—
W

“(e) TRANSFORMATION OF AN EXTENSION OF PRO-

—t
H

TECTION INTO A UNITED STATES APPLICATION.—The

.
W

holder of an international registration canceled in whole
or in part by the International Bureau at the requést of
the ofﬁcg of origin, under Article 6(4) of the Madrid Pro-

—
~N A

tocol, may file an application, under section 1 or 44 of

—
O o

-this Act, for the registration of the same mark for any

[
o

of the goods and services to which the cancellation applies

(34
—

that were covered by an extension of protection to the

N
N

United States based on that international registration.
Such an application shall be treated as if it had been filed

SN

on the international registration date or the date of

&

recordal of the request for extension of protection with the
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International Bureau, whichever date applies, and, if the
extension of protection enjoyed priority under section 67
of this title, shall enjoy the same priority. Such an applica-
tion shall be entitled to the benefits conferred by this sub-
section only if the application is filed not later than 3
months after the date on which the international registra-
tion was caneeled, in whole or in part, and only if the ap-

plication complies with all the requirements of this Act

O 0 3 O W & W N =

which apply to any application filed pursuant to section
1or44.
“SEC. 71. AFFIDAVITS AND FEES.

‘“(a) REQUIRED AFFIDAVITS AND FEES.—An exten-

b et pms e
W N = O

sion of protection for which a certificate of extension of

—
H

protection has been issued under section 69 shall remain

—
(%}

in force for the term of the international registration upon
which it is based, except that the extension of protection

—t
[~}

of any mark shall be canceled by the Commissioner-—

-t
~

“(1) at the end of the 6-year period beginning

[y
- -}

on the date on which the certificate of extension of

8 &

protection was issued by the Commissioner, unless

N
st

within the l-year period preceding the expiration of
that G-year period the holder of the international

8 8

registration files in the Patent and Trademark Of-

R

fice an affidavit under subsection (b) together with

&

a fee prescribed by the Commissioner; and
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. 18
“(2) at the end of the 10-year period beginning

1
2 ‘on the date on which the certificate of extension of
3 protection was issued by the Commissioner, and at
4 the end of each 10-year Aperiod thereafter, unless—
5 “(A) within the 6-month period preceding
6 the expiration of such 10-year period the holder
7 of the international registration files in the Pat-
8 ent and Trademark Office an affidavit under
9 subsection (b) together with a fee prescribed by
10 the Commissioner; or

11 “(B) within 3 months after the expiration
12 of such 10-year period, the holder of the inter-
13 national registration files in the Patent and
14 Trademark Office an affidavit under subsection
15 (b) together with the fee deseribed in subpara-
16 graph (A) and an additional fee preseribed by
17 the Commissioner.

18 “(b) CONTENTS OF AFFIDAVIT.—The affidavit re-
19 ferred to in subsection (a) shall set forth those goods or

services recited in the extension of protection on or in con-

N
o

nection with which the mark is in use in commerce and

NN
N

the holder of the international registration shall attach to

8

the affidavit a specimen or- facsimile showing the current

R

use of the mark in commerce, or shall set forth that any

&

nonuse is due to special circumstances which excuse such
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nonuse and is not due to any intention to abandon the
mark. Special notice of the requirement for such affidavit
shall be attached to each certificate of extension of protec-
tion.
“SEC. 72. ASSIGNMENT OF AN EXTENSION OF PROTECTION.
“An extension of protection may be assigned, to-
gether with the goodwill associated with the mark, only

to a person who is a national of, is domiciled in, or has

O 00 N N W bh W N =

a bona fide and effective industrial or commercial estab-

—
(=]

lishment either in a country that is a Contracting Party

p—
[SY

or in a country that is a member of an intergovernmental

—
(S

organization that is a Contracting Party.

—
w

“SEC. 73. INCONTESTABILITY.

[
H

“The period of continuous use prescribed under sec-

—
W

tion 15 for a mark covered by an extension of protection

—
=,

issued under this title may begin no earlier than the date

p—
~

on which the Commissioner issues the certificate of the

It
o0

extension of protection under section 69, except as pro-

Pt
o

vided in section 74.

[
[=]

“SEC. 74. RIGHTS OF EXTENSION OF PROTECTION.

[
—

“An extension of protection shall convey the same

N
[

rights as an existing registrat.on for the same mark, if—

[0
w

“(1) the extension of protection and the exist-

b

ing registration are owned by the same person;
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“(2) the goods and services listed in the exist-

1

2 ing registration are also listed in the extension of
3 protection; and '

4 “(3) the certificate of extension of protection is
5 issued after the date of the existing registration.”.

6 SEC. 3. EFFECTIVE DATE.

7 This Act and the amendments made by this Act shall
8 take effect on the date on which the Madrid Protocol (as
9 defined in section 60(1) of the Trademark Act of 1946)

10 enters into force with respect to the United States.
O
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“EE H R, 1295

To amend the Trademark Act of 1946 to make certain revisions relating
to the protection of famous marks.

IN THE HOUSE OF REPRESENTATIVES

MARCH 22, 1995
Mr. MOORHEAD {(for himself, Mr. SENSENBRENNER, Mr. COBLE, Mr. CANADY
of Florida, Mr. GOODLATTE, Mr. Bono, and Mr. BOUCHER) introduced
the following bill; which was referred to the Committee on the Judiciary

A BILL

To amend the Trademark Act of 1946 to make certain
revisions relating to the protection of famous marks.

Be it enacted by the Senate and House of Representa-
tives of the United States of America in Congress assembled,
SECTION 1. SHORT TITLE. )

This Act may be cited as the “Federal Trademark
Dilution Act of 1995”.

SEC. 2. REFERENCE TO THE TRADEMARK ACT OF 1846.
For purposes of this Act, the Act entitled “An Act

to provide for the registration and protection of trade-

O 00 N N W A WN =

marks used in commerce, to carry out the provisions of

o
o

certain international conventions, and for other purposes”,
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2
approved July 5, 1946 (15 U.S.C. 1051 and following),
shall be referred to as the “Trademark Act of 1946"".
SEC. 3. REMEDIES FOR DILUTION OF FAMOUS MARKS,

(a) REMEDIES.—Section 43 of the Trademark Act of
1946 (15 U.S.C. 1125) is amended by adding at the end
the following new subsection:

“(e)(1) The registrant of & famous mark registered
under the Act of March 3, 1881, or the Act of February
20, 1905, or on the principal register shall be entitled,

O ® N N b W =

10 subject to the principles of equity and upon such terms
11 as the court deems reasonable, to an injunction against
12 another person’s commercial use in commeree of a mark
13 or trade name, if sach use begins after the registrant’s
14 mark becomes famous and causes dilution of the distine-
15 tive quality of the registrant’s mark, and to obtain such
16 other relief as is provided in this subsection. In determin-
17 ing whether a mark is distinctive and famous, a court may

18 consider factors such as, but not limited to—

19 “(A) the degree of inherent or acquired distine-
20 tiveness of the mark;

21 “(B) the duration and extent of use of -the
22 mark in connection with the goods or services with
23 which the mark is used;

24 “(C) the duration and extent of advertising and
25 publicity of the mark;
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3
“(D) the. geographical extent of the trading
area in which the mark is used;
“(E) the channels of trade for the goods or

gervices with which the mark is used;

1
2
3
4
5 “(F) the degree of recognition of the reg-
6 istrant’s mark in the trading areas and channels of
7 trade of the registrant and the person against whom
8 the injunction is sought; and

9 “(@) the nature and extent of use of the same
10 or similar marks by third parties.

11 “(2) In an action brought under this subsection, the
12 registrant shall be entitled only to injunctive relief unless
13 the person against whom the injunction is sought willfully
14 intended to trade on the registrant’s reputation .or to
15 cause dilution of the registrant’s mark. If such willful in-
16 tent is proven, the registrant shall also be entitled to the
17 remedies set forth in sections 35(a) and 36, subject to the
18 discretion of the court and the principles of equity.

19 “(3) The ownership by a person of a valid registra-
20 tion of a mark under the Act of March 3, 1881, or the
21 Aect of February 20, 1905, or on the principal register
22 shall be a complete bar to an action against that person,
23 with respect to that mark, that is brought by another per-
24 son under the common law or a statute of a State and
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1 that seeks to prevent dilution of the distinctiveness of a
2 mark, label, or form of advertisement.

3 “(4) The following shall not be actionable under this
4 section: '
5 “(A) Fair use of a registrant’s mark by another

person in comparative commercial advertising or

promotion to identify the registrant’s competing

goods or services.

“(B) Noncommercial use of a mark.”.

O 00 9

10 (b) CONFORMING AMENDMENT.—The heading for
11 title VIII of the Trademark Act of 1946 is amended by
12 striking “AND FALSE DESCRIPTIONS” and inserting
13 “, FALSE DESCRIPTIONS, AND DILUTION”.

14 SEC. 4. DEFINITION.

15 Section 45 of the Trademark Act of 1946 (15 U.S.C.
16 1127) is amended by inserting after the paragraph deﬁn—
17 ing when a mark shall be deemed to be “abandoned” the
18 following:

19 “The term ‘dilution’ means the lessening of the ca-
20 pacity of a registrant’s mark to .identify and distinguish
21 goods or services, regardless of the presence or absence

22 of—
23 “(1) competition between the registrant and
24 other parties, or
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, 5
1 “(2) likelihood of confusion, mistake, or decep-
2 tion.”. '
3 SEC. 5. EFFECTIVE DATE.
4 This Act and the amendments made by this Act shall

5 take effect on the date of the enactment of this Act.
(o]
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Mr. MoOORHEAD. We have several very distinguished witnesses
with us this morning and I look forward to their testimony on
these two important bills.

I now turn to the ranking minority member of this subcommit-
tee, Representative Pat Schroeder, for her opening statement,

Mrs. SCHROEDER. Thank you very much, Mr. Chairman. I want
to thank you for scheduling this hearing on trademark protection,
which we all know is terribly important.

I particularly want to extend a welcome to Gregory O’Connor of
the Samsonite Corp., because when this subcommittee went to
China to talk about these very critical issues, Mr. O’Connor and
others were very helpful in exploring some of the trademark and
patent issues that are really affecting this country and trade.

We all know the implications of what this subcommittee does and
how important it is to trade. I hope that in connection with the two
matters before us we should look at the proposals carefully, to
make sure they are sending the appropriate message internation-
ally with respect to worldwide protection of intellectual property
rights. I am very interested in having a full dialog with our wit-
nesses about the issue the Assistant Commissioner raises with re-
spect to the limitation to registered marks.

I hope we also have an opportunity to discuss what appears to
be the only barrier with respect to H.R. 1270, relating to the voting
procedures. I think that the administration witnesses make a very
interesting point about that. My question is, what do we do and
what are the ramifications if we proceed with accession to this Pro-
tocol in its present form? Is the voting issue of such sufficient mag-
nitude, in other words, that it should override the U.S. interests in
international trademark registration?

So I think all of these are going to be interesting questions that
we have in front of us. I thank you very much. I would ask unani-
mous consent to put my full statement in the record and I look for-
ward to the hearing.

Mr. MOORHEAD. go ordered.

[The prepared statement of Mrs. Schroeder follows:]

PREPARED STATEMENT OF HON. PATRICIA SCHROEDER, A REPRESENTATIVE IN
CONGRESS FROM THE STATE OF COLORADO

I want to thank the Chairman for scheduling this hearing on trademark protec-
tion issues. I want to extend a particular welcome to Gregory O’Connor of the Sam-
sonite Corporation. This subcommittee had an opportunity to learn about some of
the international intellectual property problems that Samsonite is confronting dur-
ing our trip to China. I appreciate it very much that Mr. O’Connor has traveled here
today to participate in our exploration of these trademark protection issues.

This subcommittee is committed to providing strong protection for trademarks, do-
mestically and internationally. We also want to ensure that the United States con-
tinues its leadership role in establishing and enforcing strong protection of intellec-
tual property rights throughout the world. We are keenly aware of the international
trade implications of this subcommittee’s works and want to explore those implica-
tions fully as we consider legislation relating to intellectual property rights.

Thus, in connection with the two matters before us today, trademark dilution and
international registration of marks, I want to make sure we look at the proposals
before us carefully to make sure that they send the appropriate message inter-
nationally with respect to worldwide protection of intellectual property rights. I am
interested in having a full dialogue with our witnesses about the issue the Assistant
Commissioner for 'grademarks, r. Hampton, raises with respect to the limitation
of HR. 1295 to registered marks.
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I also hope we have an opportunity to discuss what appears to be the only barrier
with respect to H.R. 1270, relating to the voting procedures. I would be interested
in hearing what the ramifications are if we proceed with accession to the Protocol

in its present form. Is the voting issue of sufficient maimtude, in terms of the po-
tential precedent it would establish, that it overrides the benefits U.S. businesses
wou;d gain through the Protocol’s international trademark registration filing sys-
tem?

I look forward to hearing from our witnesses, and hope we can have a productive
dialogue on these issues.

Mr. MOORHEAD. Our first witness will be Mr. Philip G. Hampton
II, who is Assistant Commissioner for Trademarks for the United
States. Until his nomination, he served as a member of the Board
of Governors of the National Bar Association and as a member of
its executive committee. He was also active in the National Intel-
lectual Property Law Association, the American Intellectual Prop-
erty Association and the American Bar Association. He holds a
bachelor’s and master’s degree from MIT, and a law degree from
the University of Chicago. Welcome, Assistant Commissioner
Hampton.

We have a written statement which I ask unanimous consent to
be made a part of the record, and I ask that you summarize your
statement in 10 minutes or less, after which the subcommittee
members will address to you any questions they may have. Wel-
come.

STATEMENT OF PHILIP G. HAMPTON II, ASSISTANT COMMIS-
SIONER FOR TRADEMARKS, PATENT AND TRADEMARK OF-
FICE, U.S. DEPARTMENT OF COMMERCE, ACCOMPANIED BY
CARLISLE WALTERS, ATTORNEY, AND TINA POMPEY, ATTOR-
NEY, OFFICE OF LEGISLATIVE AND INTERNATIONAL AF-
FAIRS

Mr. HAMPTON. Thank you. Good morning again, Mr. Chairman,
Mrs. Schroeder. Before I begin this morning, I'd like to introduce
my . colleagues. On my right i1s Ms. Carlisle Walters. On my left is
Ms. Tina Pompey. Both Ms. Walters and Ms. Pompey are attorneys
specializing in trademark issues in our Office of Legislative and
International Affairs.

I am pleased to have this opportunity to present the administra-
tion’s views on H.R. 1295, a bill to amend the Trademark Act of
1946 to make certain provisions relating to protection of famous
marks, and H.R. 1270, a bill to implement the Protocol relating to
the Madrid Agreement concerning the international registration of
marks. I will first discuss H.R. 1295 and then I will discuss H.R.
1270.

The administration strongly supports providing protection on the
Federal level for famous marks and supports amending the Trade-
mark Act of 1946 to add a remedy against dilution of the reputa-
tion of famous marks, consistent with our international interests.
H.R. 1295 would add a Federal dilution remedy for registered
marks to the Trademark Act of 1946.

Presently, the nature and extent of remedies against trademark
dilution varies from State to State, and, therefore, can provide un-
predictable and often frustrating results for trademark or service
mark owners. The Federal remedy provided in H.R. 1295 against
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trademark dilution would bring uniformity and consistency to the
protection of famous registered marks.

Therefore, the administration supports H.R. 1295 to the extent
that it establishes a Federal remedy against dilution. However, the
administration strongly believes that the limitation of the applica-
bility of the proposed law for those famous marks that are reg-
istered is not within the spirit of the U.S. position as a leader set-
ting the standards for strong worldwide protection of intellectual
property. In this regard, his%imitation of H.R. 1295 undercuts the
U.S. position with its trading partners, that famous marks should
be protected regardless of whether the marks are registered in the
country where protection is sought.

Furthermore, the purpose of a dilution statute is to prevent a
weakening of a famous mark. There is no reason to limit this rem-
edy to registered marks.

Without any Federal dilution legislation, the United States has
clearly and fully met its international obligations to protect famous
marks through judicial precedent. While the Trademark Act of
1946 contains no specific reference to famous marks, substantial
precedent exists establishing the standards by which a mark is
evaluated and determined to be famous. Such precedent grants fa-
mous marks a broad scope of protection in determining the likeli-
hood of confusion and opﬁosition and cancellation proceedings at
the Patent and Trademark Office and an infringement and unfair
competition proceedings in both State and Federal courts.

Since trademark or service mark rights in the United States
arise primarily through use, the existing precedent does not distin-
guish between registered and unregistered marks in determining
whether a mark is entitled to protection as a famous mark. To the
extent that dilution has been a remedy available to a trademark
or service mark owner in the United States under various State
statutes and the common law, access to this remedy has not been
limited only to those owners of famous registered marks.

In working with our trading partners to establish strong intellec-
tual property protection worldwide, ensuring the protection of fa-
mous marks has been a top priority for the United States. Bilat-
erally, the United States points to its own precedent in this regard
and has been successful in encouraging countries to protect famous
marks regardless of whether the marks are registered in the coun-
try where protection is sought.

However, if our first Federal statute specifically concerning fa-
mous marks limits protection to registered marks, regardless of our
judicial precedent, we will not be able to credibly take the position
with our trading partners that famous marks should be fully pro-
tected, regardless of whether the marks are registered in the coun-
try where protection is sought.

We have prepared draft lanfguage revising H.R. 1295 to pertain
to famous marks, regardless of whether such marks are registered.
This language is attached as an appendix to our testimony for con-
sideration og this subcommittee. Except for our concern that the bill
limits a dilution action to registered famous marks, the administra-
tion believes that H.R. 1295 will provide an important complement
to State dilution laws by giving the owners of famous registered
marks the opportunity to bring a Federal action for dilution under
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the Trademark Act of 1946, and to obtain a single remedy nation-

wide.

The bill will allow the owner of a registered mark which has be-
come famous to obtain an injunction against another person’s com- -
mercial use of the mark, where such use causes dilution of the dis-
tinctive qualities of the registrant’s mark, if such use occurs after
the registered mark has become famous. Such injunctive relief
would be clearly enforceable in all 50 States.

I now would like to turn to H.R. 1270. While the administration
supports the Madrid Protocol in substance, the administration has
decided not to request Senate advice and consent to join the Proto-
col because of the treaty’s voting procedures. While initially testify-
ing in the last Congress in support of the legislation, which was
H.R. 2129, to allow the United States to implement the Protocol,
the administration determined after further review of the Protocol’s
administrative provisions, that the best interests of the United
States would not be served by proceeding with accession to the Pro-
tocol in its present form.

This decision was announced by the State Department in May
1994. I will defer to the submission of the State Department and
refer questions on this issue to them. The administration supports
H.R. 1270 as a means to implement the Protocol in the United
States at such time as it may be appropriate for the United States
to accede to the Protocol.

One major obstacle to obtaining protection internationally for
trademarks is the difficulty and the cost of obtaining and maintain-
ing registrations in each and every country. As a result, many U.S.
businesses are forced to concentrate their efforts on protecting their
trademarks in major markets abroad and hope for the best in other
existing and. prospective nondomestic markets. The hope often
turns to despair as unscrupulous pirates register in their countries
the marks of these U.S. businesses which effectively closes that
country’s markets to the products and services of that U.S. busi-
ness unless of course the U.S. business pays some sort of tribute
to these pirates.

If it were entered into force in the United States, the Protocol
and its regulations would provide a trademark registration filing
system that would permit a U.S. trademark owner to file for a reg-
istration in any number of member countries by filing a single,
standardized application in English with a single set of fees in the
U.S. PTO. Registration could be obtained without retaining a local
agent and without filing a separate application in each country.

Equally important, under the Protocol, renewal and assignment
of a trademark registration in each country could be made by filing
a single request with a single fee. Thus, l;;3}'1ose businesses tl’llat are
now limited in their ability to obtain broad international protection
for their trademarks would have easier and more cost effective ac-
cess to that protection through the Protocol’s trademark registra-
tion filing system.

H.R. 1270 proposes to implement the international system of the
Protocol in the United States. With respect to U.S. applicants seek-
ing to use the protocol system to obtain trademark protection in
other countries, H.R. 1270 incorporates the filing and certification
requirements of the Protocol and the draft regulations.
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Since legislation will be necessary in the United States to imple-
ment the Protocol, should the U.S. eventually accede, H.R. 1270
provides that the act shall take effect on the date on which the Ma-
drid Protocol enters into force with respect to the United States.
Therefore, the President would deposit the instrument of ascension
by the United States to the Protocol, only after Congress has en-
acted all legislation necessary to implement the Protocol domesti-

cally.
I would like to thank the chairman for introducing this legisla-
tion. I would be pleased to answer any questions from the sub-

committee.
[The prepared statement of Mr. Hampton follows:]

PREPARED STATEMENT OF PHILIP G. HAMPTON II, ASSISTANT COMMISSIONER FOR
TRADEMARKS, PATENT AND TRADEMARK OFFICE, U.S. DEPARTMENT OF COMMERCE

Mr. Chairman and Members of the Subcommittee:

Thank you for this opportunity to present the Administration's views on H.R. 1295, a
bill to amend the Trademark Act of 1946 to make certain provisions relating to the
protection of famous marks, and HLR. 1270, a bill to implement the Protocol Relating to
the Madrid Agreement Concerning the International Registration of Marks (Pr tocol).
First, I will discuss H.R. 1295, and then I will discuss H.R. 1270.

H.R. 1295 - Dilution

Introduction

The Administration strongly supports providing protection on the federal level for
famous marks and supports amending the Trademark Act of 1946 to add a remedy
against dilution of the reputation of a famous mark, consistent with our international
interests. H.R. 1295 would add a federal dilution remedy for registered famous marks
to the Trademark Act of 1946. Presently, the nature and extent of the remedies against
trademark dilution varies from state to state and, therefore, can provide unpredictable
and frustrating results for the trademark or service mark owner. The federal remedy
provided in H.R. 1295 against trademark dilution would bring uniformity and
consistency to the protection of registered famous marks.

Therefore, the Administration supports H.R. 1295 to the extent that it establishes a
federal remedy against dilution. However, as discussed below, the Administration
strongly believes that the limitation of the applicability of the law to registered marks,
contained in H.R. 1295, is not within the spirit of the United States' position as a leader
in the fight for strong world-wide protection of intellectual property. In this regard, this

HeinOnline -- 1 Federal Trademark Dilution Act of 1995: P.L. 104-98:109 Stat. 985: January 16, 1996 32 1996



33

limitation in H.R. 1295 moves in a direction that clearly undercuts the United States’
position with its trading partners that famous marks should be protected regardless of
whether the marks are registered in the country where protection is sought. Substantial
legal precedent for determining that a mark is famous exists and will remain a valid
reference for courts applying H.R. 1295, since this precedent is the basis for the list of
factors enunciated in H.R. 1295. Therefore, there is no good reason for limiting the
applicability of H.R. 1295 to only those famous marks that are registered.

Existing Dilution Remedy in the United States

Trademarks or service marks, representing the goodwill of a business and identifying
its products and services, are among the most valuable assets of a business. The
Trademark Act of 1946 provides federal remedies against infringement (15 U.S.C.

-- Section 1114) and against false description and designations of origin (15 U.S.C. Section
1125), which rely in large part on a determination of likelihood of confusion.
Additionally, a loss of the distinctiveness of a mark can occur through the unauthorized
use of that mark by a third party which, while not creating a likelihood of confusion as
courts have defined this concept, dilutes the strength and value of the mark. This

unauthonized use can be by either a competitor or non-competitor.

Approximately twenty-seven states have statutes which create a remedy against
dilution of distinctive marks. For example, the court in Polaroid Corp.. v, Polaraid. Inc,,
319 F.2d 830 (7th Cir. 1963) held that the use of "POLARAID" on refrigeration and
heating systems diluted the strength of the registered trademark "POLAROID" as used
on optical devices and elements, photographic products and television and electrical
devices. "POLAROID" was determined by the court to be a famous coined mark which
enjoyed a high reputation with respect to the quality of its products. The unauthorized
use of the term "POLARAID" was determined to dilute the distinctive quality and high
reputation of the famous mark "POLAROID."

Dilution has historically been divided into two categories in an attemnpt to apply the
definition of dilution to specific fact situations. Dilution by "blurring” is the
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"traditional” type of dilution. Dilution by "blurring” occurs when an unauthorized third
party uses a registered mark on products or services which are not associated with the

registered mark. For example, the use of "TIFFANY" in connection with a restaurant or
lounge was considered by a U.S. District Court in Massachusetts, to be a dilution of the

registered trademark "TIFFANY" as used on jew.iry, which harms the trademark

owner's investment in their mark. Jiffany & Co.. v, Boston Club, Inc,, 231 F. Supp. 836 (
D.C. Mass 1964). '

-- Dilution by "tarnishment” represents the second type of dilution. Dilution by
"tarnishment” occurs when an unauthorized third party’s use of a mark on products or
semces harms the positive association between the mark and the product on which the
mark is used or the services in connection with which the mark is used. For example,
the use of "Enjoy Cocaine” on a poster in the same distinctive stylized script as the

-~ trademark "COCA-COLA," as used on beveraga and other products, was considered to

tarnish the goodwill associated with this trademark by a U.S. District Court in New

York. Coca-Cola Co.. v, Gemini Rising.Inc., 346 F. Supp. 1183 (E.D. N.Y. 1972).

Currently, of the approximately twenty-seven states that have anti-dilution statutes,
most states define dilution as the likelihood of injury to business reputation or of
dilution of the distinctive quality of a mark. These laws also state that dilution is
actionable despite the absence of competition between the parties or confusion as to the
source of the products or services. Most state statutes do not expressly limit protection
to famous marks, but do require that the mark be distinctive. See Allied Maintenance
Corp. v. Allied Mechanical Trades, Inc,, 369 N.E. 2d 1162 (N.Y. 1977). However, most
courts in interpreting these statutes have determined that only famous marks are
entitled to protection against dilution. Polaroid Corp.. v, Polaraid. Inc., supra , Coca-
colaC: Gemini Rising, I and Ameritech. I American Inf .
Technologies Corp.. 811 F. 2d 960 ( 6th Cir. 1987)
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Courts have not been consistent though in their determination of the degree of fame

which will afford the mark protection against dilution. For «xample, "POLAROID" was

determined to be a famous mark which has acquired a "high reputation” such that the

use of "POLARAID" would dilute its strength. Polaroid Corp.. v, Polaraid., Inc., supra.

Whereas, the use of "LEXUS" for automobiles was determined not to dilute the use of
~"LEXIS" for a computerized legal research service. Mead Data Central, Inc., v. Toyota

Motor Sales, U.S A, Inc., 875 F.2d 1026 ( 2nd Cir. 1989).

Additionally, under state dilution laws it is unclear whether the injunction sought can
be nationwide or statewide in scope. The effect of nationwide injunctions which are
granted pursuant to a state dilution statute are suspicious at best because these
injunctions will be preventing conduct which is not necessarily illegal in every state
since all states have not enacted an anti-dilution statute. A U.S. District Court in Illinois
granted an injunction under the lllinois anti-dilution statute covering not only Illinois,
but also Indiana and Ohio. Neither Indiana nor Ohio have anti-dilution statutes. Hyatt
Corp.. v, Hyatt Legal Services, 736 F.2d 1153 (7th Cir. 1984). A U.S. District Court of
New York issued a nationwide injunction under the New York anti-dilution statute as a
remedy for dilution. Eastman Kodak Co., v. Rakow, 739 F. Supp. 116 (W.D. N.Y. 1989).
Citing Polaroid Corp. v. Polaraid. Inc.. supra, and Instrumentalist Co., v. Marine Corps
League, 509 F. Supp. 323 ( N.D. I11. 1981) the court rejected the defendant's claims that
the geographic scope of the injunction should be limited to New York. The court in
Bolaroid did not expressly address the issue of a geographic scope of an injunction.
However, the court in Instrumentalist did state that once a court has obtained personal
jurisdiction over both parties it has the "power” to enjoin activities without regard to
geographic restrictions. But see Blue Ribbon Feed Company, Inc. v. Farmers Union
Central Exchange, Inc., 731 F. 2d 415 (7th Cir. 1984) and Deere & Co., v. MTD Products,
Ing., 34 USPQ2d 1706 (S.D. N.Y. 1995). In both of these cases the courts upheld the
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limited geographical scope of the injunctions issued stating that it was; in the courts

discretion to limit the iujunctions in the interest of comity among the states.
Discussion of H.R. 1295

-- H.R. 1295 will complement our state dilution laws by giving the owners of famous
registered marks the opportunity to bring a federal action for dilution under the
Trademark Act of 1946 and to obtain a single remedy nationwide. Incorporating
dilution into the federal law will bring consistency and uniformity to an area fraught
with inconsistencies. First, the bill will allow the owner of a registered mark which has
become famous to obtain an injunction against another person's commercial use of the
mark where such use causes dilution of the distinctive quality of the registrant's mark, if
such use occurs after the registered mark has become famous. Such injunctive relief

will be clearly enforceable in all fifty states.

The bill also sets forth an illustrative list of factors which are to be examined in order to
determine whether a mark is "famous” for the purpose of this section. This list of factors
is not exhaustive. However, this list should guide the courts towards developing a
consistent analysis of what constitutes a "famous” mark for purposes of determining
dilution. Under state laws, some courts have stated that only a nationally-known mark
is famous and eligible for protection from dilution. Whereas, other courts have stated
that a locally-known mark is also eligible for protection from dilution. H.R. 1295 will
permit trademark and service mark owners to better evaluate the likelihood that their
marks will be held to have acquired "famous”™ mark status under a single federal
dilution statute than under multiple state statutes establishing various standards.
Additionally, the illustrative nature of the list will give courts the discretion to consider
specific evidence of fame that may be unique to a particular industry or market.
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H.R. 1295 allows the registered trauemark or service mark owner whose mark has been
diluted to obtain remedies in addition to injunctive relief in the nature of a monetary
award (Section 35(a) of the Trademark Act of 1946, as amended, 15 U.S.C. Section
1117(a)) and destruction of goods (Section 36 of the Trademark Act of 1946, as amended,
--15 U.S.C. Section 1118) if it is established that the unauthorized third party willfully
intended to trade on the registered mark owner's reputation or to cause dilution of the

registered mark.

H.R. 1295 provides that the ownership of a federal registration operates as a complete
bar to an action of dilution brought under the common law or a state statute for dilution
in addition to the federal statute for dilution. This should prevent inappropriate results

or forum shopping based on some combination of federal and state remedies.

H.R. 1295 provides two exceptions under which an action of dilution cannot be brought
by a third party. First, the "fair use” of a registered mark in connection with
comparative commercial advertising or promotion to identify the registered mark
owner's competing products or services does not constitute an actionable act of dilution.
Secondly, the noncommercial use of a mark does not constitute actionable dilution.
These exceptions respond to concerns expressed in connection with a dilution provision
in H.R. 4156 and S. 1883, considered during the 100th Congress, which was deleted
from the Act as passed. Trademark Law Revision Act of 1988, Pub. L. 100-667, 102 Stat.
3935 (1988). One concern expressed during the hearings on these bills regarding the
federal dilution provision was the effect this provision would have on First
Amendment-protected communications and advertisements. House Judiciary
Committee Report on H.R. 5372, House Report No. 100-1028, October 3, 1988.
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By providing exceptions to an action of dilution for comparative commercial
advertising and promoﬁ;)n and noncommercial use, H.R. 1295 responds to tlds concemn
and will ensure that injunctive relief is not overreaching in scope so as to infringe on
any First Amendment rights. H.R. 1295 balances the interests of the registered
trademark or service mark owner in protecting the goodwill of their mark with the

- constitutional rights of the public to use a mark in a noncommercial manner.

Finally, H.R. 1295 amends section 45 of the Trademark Act of 1946 to include a
definition of the term "dilution.” Dilution is defined as "the lessening of the capacity of
a registrant's mark to identify and distinguish goods or services, regardless of the
presence or absence of (1) competition between the registrant and other parties, or (2)
likelihood of confusion, mistake, or deception.” Although most state statutes contain
language that proof of competition or likelihood of confusion is not required to find
dilution, several courts have stated that either a finding of likelihood of confusion or
competition between the parties is a factor in their finding of dilution under the relevant
state statute. Tiffany & Co.. v, Boston Club. Inc., supra and Coca-Cola Co., v, Gemini
Rising. Inc., supra. A finding of likelihood of confusion is limited to situations where
consumers are likely to be confused as to the origin of the goods or services at issue. On
the other hand, dilution is a much broader concept. Under H.R. 1295 it will not be
necessary to establish that consumers will be likely to confuse the source of the goods or
services, but, rather, that the capability of the mark to identify the registrant's goods or
services will be diminished by the other party’s unauthorized use of the mark.

Administration Concerns with H.R. 1295

As noted above, dilution language was initially considered in H.R. 4156 and S. 1883
during the 100th Congress. However, it was ultimately deleted from the Act as it
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passed. Trademark Law Revision Act of 1988, Pub. L. 100-667, 102 Stat. 3935 (1988). At
the time the Administration had no position on the federal dilution provision in S. 1883
or HR. 4156. However, in the Administration’s comments, the Assistant Secretary and
Commissioner of Patents and Trademarks Donald J. Quigg expressed support for
strong trademark protection including two benefits that would derive from a federal

-- dilution statute. First, a federal dilution statute would provide consistent national
protection for famous marks instead of the "patchwork" protection which existed under
our state laws. Secondly, the existence of a federal dilution statute would assist the U.S.
during the Uruguay Round of negotiations under the GATT) by illustrating that the

U.S. provides nationwide federal protection against dilution of famous marks.

Patents, Copyrights and Trademarks, Comm. on the Judiciary, 100th Cong., 2nd Sess.
380 (1988) (Statement of Donald J. Quigg, Assistant Secretary and Commissioner of
Patents and Trademarks). These benefits remain true today. While the Uruguay Round

of Agreements have been concluded and the World Trade Organization is established,
the United States, having met its obligations under these Agreements, should continue
to set the standard for the world with regard to strong protection for intellectual

property.

The United States will fall short of setting this standard if H.R. 1295 is passed without
correcting the deficiency that the dilution protection afforded under the bill is limited to
owners of only those famous marks that are registered. The purpose of a dilution
statute is to prevent the weakening of a famous mark. There is no reason to limit this
remedy to registered marks.

The United States is obligated to protect famous marks pursuant to Article 6bis of the
Paris Convention for the Protection of Industrial Property (1883, as revised at Stockholm

HeinOnline -- 1 Federal Trademark Dilution Act of 1995: P.L. 104-98:109 Stat. 985: January 16, 1996 39 1996



40

1967 and amended 1979) (Paris Convention).! Additionally, the Agreement on the
Trade Related Aspects of Intellectual Property Right:,, Including Trade In Counterfeit
Goods (TRIPs), which was concluded as part of the Uruguay Round of negotiations
under the GATT, extends Paris Convention obligations to all World Trade Organization
members (Article 2). TRIPs Article 16 further clarifies and extends the obligations under

.. Article 6bis of the Paris Convention.?

The United States has clearly and fully met its international obligations to protect
famous marks through judicial precedent. While the Trademark Act of 1946 contains no
specific reference to famous marks, substantial precedent exists establishing the
standards by which a mark is evaluated and determined to be famous. Such precedent
grants famous marks a broad scope of protection in determining likelihood of confusion
in opposition and cancellation proceedings at the Patent and Trademark Office, and in
infringement and unfair competition proceedings in both state and federal courts. Since
trademark or service mark rights in the United States arise primarily through use, the

1Paris Convention Article 6bis provides, in part, as follows:

(1) The countries of the Union undertake, ex officio if there legislation so permits, or at the
request of an interested party, to refuse or to cancel the registration, and to prohibit the use of a
trademark which constitutes a reproduction, an imitation, or a translation, liable to create confusion, of a
mark considered by the competent authority of the country of registration or use to be well known in that
country as being already the mark of a person entitled to the benefits of this Convention and used for
identical or similar goods. These provisions shall also apply when the essential part of the mark
constitutes a reproduction of any such well known mark or an imitation liable to create confusion
therewith.

2 TRIPs Article 16 provides, in part, as follows:

(2) Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to services. In
determining whether a trademark is well-known, account shall be taken of the knowledge of the
trademark in the relevant sector of the public, including knowledge in that Member obtained as a result
of the promotion of the trademark.

(3) Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or services
which are not similar to those in respect of which a trademark is registered, provided that use of that
trademark in relation to those goods or services would indicate a connection between those goods or
services and the owner of the registered trademark and provided that the interests of the owner of the
registered trademark are likely to be damaged by such use.
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existing precedent does not distinguish between registered and unregistered marks in
determining whether a mark is entitled to protection as a famous mark. To the extent
that dilution has been a remedy available to trademark or service mark owners in the

United States under various state statutes and common law, access to this remedy has

not been limited to only those owners of famous marks that are registered.

In working with our trading partners to establish strong intellectual property protection
worldwide, ensuring the protection of famous marks has been a top priority for the
United States. Bilaterally, the United States points to its own precedent in this regard,
and has been successful in encouraging countries to protect famous marks regardless of
whether the marks are registered in the country where protection is sought.

H.R. 1295 is within the technical parameters of our obligations under the Paris
Convention, which are limited to protecting against the use and registration of matter
which is liable to "cause confusion” with a famous mark, regardless of whether it is
registered. H.R. 1295 is clearly within the parameters of TRIPs Article 16(3) which
mandates, at a minimum, "dilution-like” protection for registered famous marks.
However, the Administration strongly believes that the limitation of the applicability of
the law to registered marks, contained in H.R. 1295, is not within the spirit of the United
States’ position as a leader in the fight for strong world-wide protection of intellectual
property. In this regard, this limitation in H.R. 1295 moves in a direction that clearly
undercuts the United States’ position with its trading partners that famous marks
should be protected regardless of whether the marks are registered in the country

where protection is sought.

Furthermore, the substantial legal precedent for determining that a mark is famous will
remain a valid reference for courts applying H.R. 1295, since this precedent is the basis
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for the list of factors enunciated in HR. 1295. Therefore, there is no good reason for
limiting the applicability of H.R. 1295 to only those famous marks that are registered.

We have prepared draft language revising H.R. 1295 to pertain to famous marks,
regardless of whether such marks are registered. This language is attached as an
-+ appendix to our testimony for consideration by the Subcommittee.

H.R. 1270 - Madrid Protocol
Protocol Voting Provisions

‘While the Administration supports the Protocol Relating to the Madrid Agreement
Concerning the International Registration of Marks (Protocol) in substance, the
Administration has decided not to request Senate advice and consent to join the
Protocol because of the treaty's voting procedures. While initially testifying in the last
Congress in support of legislation (H.R. 2129) to allow the United States to implement
the Protocol, the Clinton Administration determined, after further review of the
Protocol's administrative provisions, that the best interests of the United States would
not be served by proceeding with accession to the Protocol in its present form. This
decision was announced by the State Department in May 1994. While I will defer to the
submission of the State Department and refer questions on this issue to them, I offer the
following information on the Administration's position on this voting issue to provide a
context for my testimony on H.R. 1270. The Administration supports the H.R. 1270 as a
means to implement the Protocol in the United States at such time as it may be
appropriate for the United States to accede to the Protocol.
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A unique feature of the Protocol is the possibility for an intergovernmental organization
with a regional trademark office to becoine a treaty member and to cast a separate,
independent vote in matters coming before the treaty's Assembly of members. This

' vote would be in addition to the individual votes of the member countries which are
part of the organization. The European Union (EU), as an international organization

-- responsible for the recently adopted Community Trade Mark, would qualify under the
terms of the Protocol for a vote independent of ‘its twelve member countries.

The United States has never accepted the resulting expansion of the voting power of
members of an international organization or adhered to a treaty providing for such a
vote. In all other agreements we have consistently insisted on safeguard provisions to
prevent concurrent voting and double-counting. The expansion of the influence of each
member of the particular international organization through an additional, duplicative
vote is unfair.

The Administration is aware of the benefits of an international trademark registration
filing system for U.S. trademark owners, and remains committed to participating in
such a system based on traditional equitable voting principles. We hope that we can
work with the EU and other WIPO members to solve this intergovernmental issue.

Advantages of the Protocol's Filing System
The Protocol's international trademark registration filing system could open the doors
to effective competition in the international marketplace for many businesses who are

often unable to afford the cost of obtaining broad protection interationally for their

trademarks.
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Trademarks, representing the goodwill of a business and identifying its products and
services, are among the most valuable assets of a business. One major obstacle to
obtaining protection internationally for trademarks is the difficulty and cost of
obtaining and maintaining a registration in each and every country. As a result, many
U.S. businesses are forced to concentrate their efforts on protecting their trademarks in
- their major markets abroad and hope for the best in their other existing and prospective
non-domestic markets. This hope often turns to despair as unscrupulous pirates
register in their countries the marks of these U.S. businesses, which effectively closes

that country's markets to the products and services of the U.S. business.

If it were to enter into force in the United States, the Protocol and its Regulations would
provide a trademark registration filing system that would permit a United States
trademark owner to file for registration in any number of member countries by filing a
single standardized application, in English, with a single set of fees, in the U.S. Patent
and Trademark Office (USPTO). Registration could be obtained without retaining a
local agent and without filing a separate application in each country. Equally
important, under the Protocol, renewal and assignment of a trademark registration in
each country could be made by the filing of a single request with a single fee. Thus,
those businesses that are now limited in their ability to obtain broad international
protection for their trademarks, would have easiex\' and more cost-effective access to that

protection through the Protocol's trademark registration filing system.

From the perspective of the owners of trademark rights in the United States and of the
USPTO, the Protocal would have no effect on the integrity of the trademark registration
system in the United States. While the Protocol would provide an additional basis for a
foreign national to register a trademark in the United States, such a request would be
subject to the same substantive requirements as exist in the law today for domestic and
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foreign applicants. Once an international registration is extended to the United States,
the foreign holder of the international registration would have the same rights,

remedies and obligations as a US. registrant.

This bill, H.R. 1270, contains only provisions necessary to implement the Protocol in a

-- separate Title to the Trademark Act of 1946. This new Title incorporates by reference
the substantive requirements, obligations, rights and remedies of the existing Titles I
through X1 of the Trademark Act.

History of Protocol

The Protocol traces its genesis to the Madrid Agreement Concerning the Inte.mational
Registration of Marks (1891), revised at Brussels (1900), Washington (1911), The Hague
(1925), London (1934), Nice (1957) and Stockholm (1967), and amended in 1979 (Madrid
Agreement), which establishes an international trademark registration system that is
administered by the International Bureau of the World Intellectual Property

Organization (International Bureau).

Between 1986 and 1989, the International Bureau convened meetings of governmental
experts to develop an international trademark registration system that could gain wide
acceptance. These experts conceived of a protocol based upon the Madrid Agreement,
but with certain changes to attract a broader membership. On June 27, 1989, at the
Diplomatic Conference held in Madrid, the States party to the Madrid Agreement
concluded a Protocol, which was signed by 27 of the 29 States party to the Madrid
Agreement. The Protocol would establish an international trademark registration
system which is independent of, but parallel to, the Madrid Agreement. The Protocol is
not in force yet. Article 14(4)(a) of the Protocol provides for entry into force of the
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Protocol three months after ratification, acceptance, approval or accession by four States
or organizations, as provided therein. To date, Spain, the United Kingdom and Sweden
have deposited instruments of ratification. Once the Protocol enters into force, Article
14(4)(b) provides that the Protocol shall take effect in a State or organization three
months after the date on which its ratification, acceptance, approval or accession has

-- been notified by the Director General of the World Intellectual Property Organization.

Article 10(1)(a) provides that each Contracting Party to the Protocol shall be a member
of the same Assembly as the countries party to the Madrid Agreement. Article 10(2)(iii)
provides that the Assembly shall, inter alia, adopt and modify the provisions of the
Regulations concerning the implementation of the Protocol. The Internaﬁon.al Bureau
has convened several meetings, in which the United States has actively participated as
an observer, to draft Regulations to implement the Protocol. A final draft of the
proposed Regulations will be presented to the Assembly for adoption once the Protocol

enters into force.
Historical Issues for United States

The United States has never belonged to an international trademark registration system,
but has considered one in the past because of the trade advantages such a system would
offer. In the late 1960's the United States considered joining the Madrid Agreement, but
concluded it contained provisions disadvantageous to United States trademark owners
and unworkable under existing law. Specifically, the following provisions of the
Madrid Agreement were considered undesirable by the United States:

(1)  the requirement that the international application be based on a country of
origin registration (Given the long pendency of applications in the United States
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at that time and the requirement for use of a trademark prior to filing, this
requirement would have required the United States trademark « wmner to wait -
beyond a reasonably prudent time before seeking registration internationally
under the Madrid Agreement.);

(2  the provision called "central attack,” which results in the cancellation of all
international registrations if the country of origin registration is cancelled in the

first five years;
(3  the requirement that the application be in the French language;

(4)  the provision for a maximum 12-month period within which a.country
could refuse to give effect to the international registration (This was a problem
because, at that time, pendency of applications in the United States was
substantially more than 12 months.); and

(5) the provision designating low filing and renewal fees for the national office,
which were less than the comparable national fees in the United States.

The Protocol exists independently of, and contains significant modifications to, the
Madrid Agreement. In relation to the above-stated concerns, the Protocol provides:

(1)  inaddition to a country of origin registration, a country of origin
application may be the basis of an international application (Because a trademark
owner may now file an applicatioi\ in the United States based upon a bona fide
intention to use a mark, protection could be sought internationally at an early

stage in the development of the trademark.);
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(2)  if the basis of an international registration is extinguished during its first
five years, the registratio.. may be converted into a national application in a
designated country, and retain its original effective filing date;

(3  the working languages, determined by the proposed Regulations, are
English and French;

(4)  member countries may have up to 18 months to refuse to effect an
international registration, with an additional 7 months from the beginning of an
opposition period (Over the past few years, the average pendency of trademark
applications in the Patent and Trademark Office (USPTO) has been between 12
and 15 months, with an initial notification of refusal usually between 3 and 5
months.);

(5)  a member country may charge the equivalent of its national filing and
renewal fees, diminished only by any savings resulting from the international
procedure. )

The Protocol's International System Described

The following description of the operation of the Protocol in the United States is based
upon the text of the Protocol and the 1995 draft Regulations.

. Filing of I {onal Apglication.

An applicant for, or the owner of, a country of origin registration would be able to file
with the country of origin office, which will be considered the office of origin, an
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application for international registration along with a request that the international
registration be effected in at least one counury other than the country of origin. The
international registration may not be effected in the country of origin. The office of
origin would certify that the international application corresponds to the underlying
country of origin application or registration and will forward the international

-- application to the International Bureau, which will administer the Protocol.

2. Issuance of International Registration.

The International Bureau will issue the international registration, if all filing
requirements are met, and publish the mark in the International Gazette. The
International Bureau will then forward the request for extension of the international
registration to the countries specified by the holder of the international registration.
The holder may request an extension of protection to member countries either at the
time of filing the international application or at any time during the life of the
international registration. Those countries specified by the holder of the international
registration will consider the extension request under their national laws the same as if
it were a national application for a trademark registration. The international
registration alone has no legal effect. Itis the extension of the international registration
to a particular country that has legal effect.

When a member office receives a request from a foreign national for extension of
protection of the mark in an international registration, that office may examine the
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request in the same manner, and pursuant to the same requirements, as a nationally-

filed application.

The Protocol requires the national or regional office considering an extension request to
notify the International Bureau of all refusals within a specified period of time. This

" includes refusals following an examination, as well as potential refusals based on the
possibility of opposition. Absent timely refusal, the national or regional office must

extend protection to the international registration.

An extension of protection to additional countries may be requested at any time during
the life of the international registration. An international registration, along with all of
its extensions to member countries, regardless of when each extension was obtained, is
renewable every ten years from the date of the international registration, upon payment

of a fee to the International Bureau.

5. Cancellati Limitation of I ional
Rggisnan'ml.

The national application or registration forming the basis of an international registration

may be abandoned, cancelled, revoked or limited, pursuant to national law. If this

occurs as a result of action commenced within five years of the date of international

registration, the office of origin must notify the International Bureau, which will, in

turn, similarly cancel or limit the international registration. In the absence of such
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action, the international registration becomes independent of its underlying national

application or registration five years after issuance of the international registration.

If an international registration is cancelled as to all or some of the goods or services
within five years of its registration date at the fequest of the office of origin, each
*- country that has extended protection to that international registration will cancel the

attendant extension of protection to the same extent.

However, in this case, the Protoco! permits transformation of the extensions of
protection into national applications in these countries. The holder of the cancelled
international registration may file, within three months of the cancellation of the
international registration, national applications for the same mark in relation to the
cancelled goods or services in each country that had extended protection to the
international application. Each national application will receive as a filing date the date
of the international registration or, if later, the date of the recordal of the extension of
protection to the particular country.

Often, effecting valid assignments of marks internationally involves burdensome
administrative requirements for recordation of an assignment in many countries. These
difficulties can hinder the normal transfer of business assets. The Protocol will permit a
trademark owner to record the assignment of a trademark registration in all desi'gnated
countries upon the payment of a single fee and the filing of one document.
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7. Protocol System not Exclusive of National and
Resional Trademark Registration Sustems.

‘ Use of the procedures established by the Protocol is optional for applicants. Applicants
may continue to file individual trademark applications in each country in which they

- seek protection. Furthermore, the Protocol in no way diminishes the right of priority
and national treatment which applicants are accorded under the Paris Convention for

the Protection of Industrial Property.

The Protocol provides that an extension of protection to a particular country is deemed
to replace an identical pre-existing national registration owned by the same person in
that country, with no prejudice to the rights acquired under the registration. This
provision permits trademark owners with national registrations to merge those
registrations into the international registration for ease of maintenance worldwide,
without losing any rights that accrued to the earlier national registration. This does not
give the holder of the intemnational registration any right or priority that does not
already exist in the national registration.

In our continuing review of the Protocol, we have concluded that this issue should be
addressed in any leéislation to eventually implement the Protocol in the United States.
This would ensure recognition of the legal equivalence of a U.S. registration and the
subsequent identical extension of protection to the United States.

We have prepared draft language to implement this provision, Article 4bis of the

Protocol, which we have attached as an appendix to our testimony for consideration by

the Subcommittee.
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Implementation of the Protocol pursuant to H.R. 1270

H.R. 1270 proposes to implement the international system described above in the
United States. With respect to U.S. applicants seeking to use the Protocol system to

- obtain trademark protection in other countries, H.R. 1270 incorporates the filing and
certification requirements of the Protocol and draft Regulations, as discussed above. In
addition to the fees required under the Protocol draft Regulations in connection with
the international application and requests for extensions of protection, H.R. 1270
authorizes a USPTO fee to cover the cost of processing and certifying the international
application, as well as fees for the filing of affidavits and specimens of use as required
by H.R. 1270. USPTO regulations would specify relevant procedures and forms. Fees
related to renewal of the International Registration and recordation of assignments
would be determined by and paid directly to the International Bureau.

With respect to foreign holders of international registrations seeking extension of
protection in the U.S., in addition to incorporating the requirements of the Protocol and
draft Regulations, as discussed above, H.R. 1270 contains several provisions unique to
the United States. These provisions are within the parameters of the Protocol, and
ensure the compatibility of U.S. trademark law with the Protocol's international
registration filing system by maintaining the viability of certain basic principles in our
law. These provisions primarily accommodate our use requirements and our extensive

preregistration examination.
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First, through its active participation in the drafting of the Regulations for the Protocol,
the United Stat/es obtained a provision in those draft Regulations that requires any
request for-extension of an international registration to the United States to include an

- affidavit of bona fide intent to use the mark in commerce in the United States. This
requirement, incorporated in H.R. 1270, maintains the integrity of one of the most
cherished principles of U.S. trademark law, that all applicants for trademark registration
in the United States must allege either use of their mark in commerce, or a bona fide

intention to use their mark in commerce in the United States.

Second, H.R. 1270 requires the holder of an extension of protection of an international
registration to the United States to file affidavits and specimens of use of the mark in
commerce in the United States during the fifth year after issuance of the certificate of the
extension of protection by the USPTO and every ten years after issuance. For the
purpose of computing these dates in the context of the commencement of the rights in
the United States, H.R. 1270 provides that the USPTO will issue a certificate of extension
of protection. The issue date of the certificate of extension of protection is the same as
the registration date of a domestic application, following the examination and
opposition process. This requirement maintains the integrity of another important
principle of U.S. trademark law, that all trademark registrants in the U.S. must
periodically file statements and evidence of use to support their registrations.

Pursuant to the Protocol and its draft Regulations, an international registration, along
with each of its extensions of protection in various countries, is automatically renewable
every ten years from the date of registration upon payment of the appropriate fees to
the International Bureau. The affidavit and specimen requirements in H.R. 1270 are
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additional requirements that the holder of an international registration must meet to
maintain the extension of protection to the United States.

The requirement of all applicants for a statement of bona fide intent to use a mark in
commerce in the United States, along with the requirements in the law for use of a
-- mark, should prevent the proliferation of extensions of protection of marks which the

owner is not using or has no intention of using.
2. Effect of Extension of Protection.

H.R. 1270 provides that an extension of protection of an international registration to the
United States shall have the same effect and validity as a registration on the .principal
register, entitling the holder to the same rights and remedies under the trademark law.
In this regard, HR. 1270 confers constructive use upon an extension of protection as of
its proper filing. As required by the Protocol, an extension of protection is entitled to a
right of priority within the meaning of Article 4 of the Paris Convention for the
Protection of Industrial Property (Paris Convention).

Additionally, H.R. 1270 provides that an extension of protection is entitled to attain
incontestable status within the meaning of Section 15 of the Trademark Act of 1946 (15

U.S.C. 1065) within the same period described in Section 15, which shall begin no earlier
than the date of issuance of the certificate of extension of protection by the USPTO.

3. sul . | Procedural Examinati

Substantive issues are not addressed in the Protocol, since the Protocol is primarily a
filing system. The Protocol specifies that the member countries may apply their
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national law to determine the acceptability of an international registration in that
country. L.R. 1270 incorporates all of the requirements for examination and opposition
existing in the trademark law and applies them to requests for extension of protection to
the United States. In practice, the law will require the USPTO to apply the same
standards in evaluating the acceptability of a mark for protection in the U.S. under both

.. the domestic application process and the Protocol process.

In considering the compatibility of our registration system with the Protocol, an issue of
particular interest is the applicability of USPTO requirements pertaining to
identifications of goods and services to requests for extension of protection to the
United States. The requirements concerning identifications of goods and services vary
widely from country to country. United States law and practice require a re.gistration to
contain a specific identification of goods and services. This is an important aspect of the
law permitting the USPTO and the courts to make informed and reasonable
determinations regarding likelihood of confusion between conflicting marks. Some
countries permit registrations to encompass extremely broad categories of goods or

services, regardless of actual or anticipated use.

The Paris Convention permits the filing of an application in a member country based
upon a registration in the applicant’s country of origin. Like the Protocol, evaluation of
such an application is based upon national law in the country receiving the application.
Today, the owner of a foreign registration covering broad categories of goods and
services must narrow the identification to specific goods and services to obtain a
registration in the United States. Conversely, a U.S. registrant seeking protection today
in a country permitting broad coverage, may be limited by reliance upon a more narrow
U.S. registration. In limited situations, depending upon the U.S. registrant's plans for
expansion in certain countries, this can disadvantage the U.S. registrant. In such a case
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today, the U.S. registrant may choose to file directly in another country, rather than
relying on its U.S. reg.stration.

This difference in law and practice between the U.S. and some other countries with
respect to identifications of goods and services underscores the fact that, in some

.. instances, should the Unietd States eventually become a member of the Protocol, a U.S.
applicant may wish to file a trademark application directly in another country, rather
than using the Protocol. A positive aspect of the Protocol is that it provides an easy and
economical alternative to the country-by-country approach to obtaining intemnational
trademark protection, but it does not preclude that approach for those trademark
owners who, for whatever reason, wish to file an application directly with a foreign

country.

4. Notice of Rights Under the Protocol.

If the United States eventually becomes a member of the Protocol, it is likely that the
"International Bureau would share with the USPTO its computer records of international
applications and registrations which include an extension of protection to the US., ora

request for such. This would provide U.S. trademark owners with early notice of
requests for recognition of trademarks in the U.S. through the Protocol international
registration system. This is an important aspect of any possible relationship between
the USPTO and the International Bureau, because an extension of an intenational
registration to the U.S. will usually have an effective filing date equivalent to its filing in
its country of origin office.
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USPTO Implementation of H.R. 1270.

1. Costs.

Implementation of H.R. 1270 would require an intensive effort by the USPTO with

-- respect to designing and implementing operational and automation changes, as well as
publishing extensive regulations. The USPTO has no present plans for implementation
of the Protocol. However, it would be reasonable to compare the extent of operational
and automation changes necessary to implement the Protocol to those undertaken by
the; USPTO for implementation of the Trademark Law Revision Act of 1988, which
became effective on November 16, 1989.

2. Impact of Protocol Notification quuimmmﬁ.

Pursuant to the declarations permitted under the Protocol, H.R. 1270 would give the
USPTO an eighteen-month period in which to notify the International Bureau of all
grounds of refusal. Notice of the possibility of opposition must also be made within
this eighteen-month time limit. To the extent that a request for extension of protection
has not completed the opposition process, the USPTO would send a notice of refusal to
the International Bureau on the ground of the "possibility of opposition.” This is
expressly permitted in the Protocol.

As required by the Protocol, H.R. 1270 requires notification to the International Bureau
of all grounds for opposition within, at the latest, seven months from the date of
publication of a mark for opposition. Since a potential opposer may obtain extensions
of the time to file the notice of opposition, USPTO regulations would have to require,
with regard to a potential opposition to an extension of protection, that the potential

HeinOnline -- 1 Federal Trademark Dilution Act of 1995: P.L. 104-98:109 Stat. 985: January 16, 1996 58 1996



59

opposer state all grounds which may be the basis for the potential notice of opposition
within a reasonable period of time to permit the USPTO to notify the Internation 'l

Bureau within the time period.

If, for some unanticipated reason, filings under the Protocol should be so substantial as
.. to threaten pendency, we would expect that the fees received for these filings would
support the additional effort needed to examine these filings in a timely manner with no

impact on domestic pendency.
Accession to the Protocol

Since legislation will be necessary in the United States to implement the Proiocol,
should the United States eventually accede, H.R. 1270 provides, in Section 3, that "This
Act and the amendments made by this Act shall take effect on the date on which the
Madrid Protocol (as defined in section 60(1) ot the Trademark Act of 1946) enters into
force with respect to the United States." Therefore, the President would deposit the
instrument of accession by the United States to the Protocol only after Congress has
enacted all legislation necessary to implement the Protocol domestically and the
President has requested, and the Senate has given, advice and consent to the accession.
Action on H.R. 1270 in this Congress should not be prevented by the fact that advice
and consent to accede to the Protocol will not be requested until such time as the

Protocol voting issue is satisfactorily resolved.

Additionally, at such time as Senate advice and consent may be sought and received,
the President would defer deposit of the instrument of accession to allow sufficient time
for implementing regulations to be promulgated and operational adjustments to be
made.
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Recommended Declarations under the Protocol

If, at some point in the future, the United States does accede to the Protocol, we would
recommend that United States accession should be accompanied by three declarations,
as permitted pursuant to Protocol Article 5, paragraphs (2) (b) and (c), Article 8,

-~ paragraph (7) (a), respectively, as explained below. Additionally, at that time we
would consider the advisability of a declaration pursuant to Article 14, paragraph (5), as
explained below. The recommendation that these declarations be made by the United
States would be a part of the President’s request to the Senate for advice and consent to
adhere to the Protocol. H.R. 1270 anticipates that the first three declarations noted
above will have been made by the United States. The fourth noted dedaratipn, if made,

does not require any amendment to H.R. 1270.

The first declaration, under Article 5(2)(b), permits the extension of the time period
within which a Contracting Party must notify the International Bureau of its refusal to
extend protection to an international registration. Article 5(2)(a) requires a Contracting
Party to notify its refusal to extend protection to a mark in an international registration,
along with a statement of all grounds, before, at the latest, the expiry of one year from
the date on which the notification of the extension request was sent to a Contracting
Party by the International Bureau. Article 5(2)(b) provides that, for international
registrations made under this Protocol, the time limit of one year referred to in Article
5(2)(a) is replaced by eighteen months. This declaration is necessary to ensure that
sufficient time exists for the request for extension of protection to be examined in the

USPTO and, in the majority of cases, published for opposition.

The second declaration, under Article 5(2)(c), concerns a refusal of protection with
respect to any given international registration resulting from an opposition to the
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granting of protection. This Article permits a Contracting Party to notify the
International Bureau before the expiry of the 18-mon .1 time limit of the possibility that
an opposition may be filed beyond this time limit. This will permit the Contracting
Party to notify the International Bureau after the expiry of the 18-month time limit of a
refusal based upon an opposition. However, the Contracting Party must notify the

.. International Bureau of the grounds of opposition not more than seven months from the
date on which the opposition period begins; or if this opposition period expires before
this seven-month time limit, the notification must be made within one month from the
expiry of the opposition period. This declaration is necessary to ensure that sufficient
time exists for a mark which is the subject of a request for extension of protection to be
published and for a third party to preserve its right to oppose and specify the grounds

for opposition.

The third declaration, under Article 8(7)(a), concerns the fees to which the United States
is entitled in connection with an extension of protection of an international registration.
Article 8(1) of the Protocol permits a Contracting Party, when it is the office of origin, to
fix and collect fees in connection with the filing of an international application or
renewal of an international registration. Article 8, paragraphs two through six, provide
for the distribution of the International fee for registration of a mark with the
International Bureau according to a formula which would divide revenues equally
among Contracting Parties. Article 8(7)(a) permits a Contracting Party to receive,
instead, in connection with each international registration for which an extension of
protection to a Contracting Party is requested, and in connection with the renewal of
any such international registration, fees which are comparable to the national
application filing fee and registration renewal fee, respectively, in effect at the time of
declaration. Article 8(7)(a) requires, in arriving at the fee amounts, that the national fee
be diminished by the savings resulting from the international procedure. The United
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States would make this declaration to ensure that the USPTO receives sufficient fees to

support the costs associated with its obligations under the Protocol.

The fourth declaration which we would consider, under Article 14(5), is that the
protection resulting from any international registration effected under the Protocol

-- before the date of entry into force of the Protocol in a Contracting Party cannot be
extended to that Contracting Party. This declaration does not effect priority of rights in
a Contracting Party since rights appurtenant to an international registration can not
exist in a Contracting Party prior to the request for extension of protection to that
Contracting Party. This request cannot predate that Contracting Party's accession to the
Protocol. The declaration under Article 14(5) is intended to avoid the possibility of
substantial numbers of requests for extensions to a Contracting Party of international
registrations effected under the Protocol before that Contracting Party acceded to the

Protocol.
Conclusion

1 thank the Chairman for his leadership in introducing H.R. 1295 and 1270, and I would
be pleased to address any questions the Committee might have concerning either bill.
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APPENDIX TO STATEMENT OF PHILIP G. HAMPTON, II

Regarding H.R. 1295

Proposed Language to Amend H.R. 1295 (additions are underlined and deletions are
striken through):

Sec. 3 Remedies for Dilution of Famous Marks

(a) REMEDIES—Section 43 of the Trademark Act of 1946 (15 US.C. 1125) is

amended by adding at the end the following new subsection:

principles of equity and upon such terms as the court deems reasonable, to an

injunction against another person’s commercial use in commerce of a mark or trade
name, if such use begins after the registrant’s mark becomes famous and causes dilution
of the distinctive quality of the registrant's mark, and to obtain such other relief as is
provided in this subsection. In determining whether a mark is distinctive and famous, a

court may consider factors such as, but not limited to~

"(A) the degree of inherent or acquired distinctiveness of the mark;
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“(B) the duration and extent of use of the mark in connection with the
goods or services with which the mark is used;

"(C) the duration and extent of advertising and publicity of the mark;

"(D) the geographical extent of the trading area in which the mark is used;
"(E) the channels of trade for the goods or services with which the mark is
"(F) the degree of recognition of the registrant'’s mark in the trading areas

and channels of trade of the pwner and the person against whom the injunction

is sought;

"(G) the nature and extent of use of the same or similar marks by third
parties; and

"(2) In an action brought under this subsection, the owner shall be entitled only
to injunctive relief unless the person against whom the injunction is sought willfully
intended to trade on the owner's reputation or to cause dilution of the famous mark. If
such willful intent is proven, the owner shall also be entitled to the remedies set forth in
sections 35(a) and 36, subject to the discretion of the court and the principles of equity...”

“(4) The following shall not be actionable under this section:
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"(A) Fair use of a famous mark by another person in comparative
commercial advertising or promotion to identify the owner's competing goods or

services.
"(B) Noncommercial use of a mark.".

(b) Conforming Amendment—The heading for title VIII of the Trademark Act of
1946 is amended by striking "AND FALSE DESCRIPTIONS" and inserting ", FALSE
DESCRIPTIONS, AND DILUTION."

Sec. 4 Definition

Section 45 of the Trademark Act of 1946 (15 U.S.C. 1127) is amended by inserting
after the paragraph defining when a mark shall be deemed to be "abandoned” the

following:

"The term 'dilution’ means the lessening of the capacity of a famous mark to

identify and distinguish goods or services, regardless of the presence or absence of -

"(1) competition between the owner of the famous mark and other parties,

or

"(2) likelihood of confusion, mistake, or deception.”.
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Analysis

The proposed language amends H.R. 1295 to extend protection to all famous marks
whether or not they are registered. Instead of limiting the protection afforded under the
federal dilution bill to registered marks, registration would be a factor that a court can

-- consider in determining whether or not a mark is famous.
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APPENDIX TO STATEMENT OF PHILIP G. HAMPTON, 11

Regarding H.R. 1270

-- Proposed Language (underlined) to Implement Article 4bis of the Protocol:

Sec. 73. Incontestability

The period of continuous use prescribed under section 15 for a mark covered by an

extension of protection issued under this title may begin no earlier than the date on

which the Commissioner issues the certificate of the extension of protection under

Analysis:
The proposed language implements Article 4bis of the Protocol, which provides that an

extension of protection to a particular country is deemed to replace an identical pre-
existing national registration owned by the same person in that country, with no
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prejudice to the rights acquired under the registration. Article 4bis permits trademark
owners with national registrations to merge those registrations into the international
registration for ease of maintenance worldwide, without losing any rights that accrued
to the earlier national registration. This does not give the holder of the international

registration any rights or priority that does not already exist in the national registration.

Section 74 provides that, under the conditions listed in the section, the subsequent
identical extension of protection to the United States is in all respects legally equivalent
to the U.S. registration. Section 74 and the proposed amendment to section 73 ensure
that all benefits of the earlier date of registration transfer to the extension of protection.
For example, the p-~posed language ensures that an extension of protection that is
identical to a pre-existing U.S. registration (1) is not subject to cancellation, pursuant to
15 U.S.C. 1064(1), for more than a five year period after the date of the U.S. registration,
and (2) has attained incontestability to the same extent as the pre-existing registration
under 15 U.S.C. 1065.
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Mr. MOORHEAD. Thank you, Mr. Hampton. I had planned to meet
later this week or early next week with the State Department to
determine what progress is being made on the voting rights issue
with the EU. Do you have any idea when the Protocol is expected
to be worked out and approved by the administration and for-
warded to the Senate for ratification?

Mr. HampToN. I have no independent information about that. I
can just say as an aside we were hopeful up until the Trademark
Law Treaty and Diplomatic Conference last year when the Euro-
peans continuously stated that the Madrid Protocol should be
precedent for that treaty, and implied that it should be a precedent
for additional IP treaties.

Mr. MoORHEAD. Would joining the Protocol likely speed up the
processing of U.S. applications in foreign countries due to the dead-
lines imposed under the Protocol?

Mr. HAMPTON. I believe personally it would speed up the process-
ing of U.S. applications in many foreign countries. From my years
in private practice, I realize that there are certain countries where
it takes 5 to 7 years for U.S. trademark application to enter into
a registration.

Mr. MOORHEAD. This should help that out.

Mr. HAMPTON. It should definitely help that out.

Mr. MoorHEAD. H.R. 1295 would require famous marks to be
registered with the PTO in order to qualify for dilution protection.
The administration has proposed that unregistered marks also
qualify for dilution protection. Could you elaborate further on the
arguments in support of the administration’s position? Can the ad-
ministration support this bill as is?

Mr. HAMPTON. The administration again, would definitely prefer
that the bill be changed to protect nonregistered famous marks. 1
think a major reason is the effect that it would have possibly on
the United States, that we would send the wrong message in terms
of protecting famous U.S. marks abroad. Often times, a mark may
not be re%-istered in a particular, what we think is a fairly insignifi-
cant small country. Then all of a sudden you find out that you can’t
sell a major U.S. product over there.

I believe that we must broaden out our protection to include non-
registered famous marks, if we expect our foreign partners to do
the same. I really look at it as an additional protection. It would
be a way in which we could force the issue of additional protection
for U.S. trademark owners overseas.

Mr. MOORHEAD. Some have suggested that dilution should be the
basis for refusal of registration under section 2 of the Lanham Act
as well as the basis for third parties to oppose registration of
marks, especially given that under the bill, Federal registration is
a complete defense to inaction for dilution under the State and
common law. What are your views on this issue?

Mr. HAMPTON. The PTO does not support including dilution as
a grounds for refusal of a registration because the ex parte exam-
ination system is not an appropriate forum to develop or establish
that a mark is famous or is not famous. The PTO, right now, we
don’t have the resources for such a thorough examination and de-
velopment of the evidence necessary. Currently, we expect our
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trademark examining attorneys to do 1.1 cases an hour, which defi-
nitely is not enough time to develop the sufficient record.

As a grounds for opposition, I would like to take some more time
to discuss that with particularly David Sams, who is the head of
the Trade for Trial and Appeal %oard. So I would not like to make
a comment as to opposition at the present time. :

Mr. MOORHEAD. Some have suggested that the PTO should ad-
minister a separate register for famous marks. What is the PTO’s
position on that?

Mr. HAMPTON. Again, PTO doesn’t support that proposal. An ex
l)art;e examination system is not an appropriate forum for estab-
ishing whether or not a mark is famous or not. Again, the PTO
just does not have the resources necessary for that.

Mr. MOORHEAD. I recognize our ranking minority member, the
gentlelady from the State of Colorado.

Mrs. SCHROEDER. Thank you very much, Mr. Chairman. Thank
you very much for your testimony.

I wanted to ask a question about the EC. Do you register in each
country and with the EC? I guess I'm looking at this vis-a-vis the
v}(:ting. How did they reach this voting determination they put in
there?

Ms. WALTERS. Thank you. Presently, in the European Commu-
nity, you would register your mark in each country. There is a Eu-
ropean Community Trademark Office that is coming into being and
that will be accepting applications next January. It will operate in
addition to the national systems,

Mrs. SCHROEDER. So it won’t do away with the national system?

Ms. WALTERS. No.

11};11'3. SCHROEDER. Is that how they justify then the voting Proto-
col?

Ms. WALTERS. Yes. That is their reasoning.

Mrs. SCHROEDER. So could I also ask what is the status of the
administration’s efforts at this point to resolve that issue? Is this
a deal breaker?

Mr. HAMPTON. For the administration, it is at the present time,
a deal breaker. Again, the State Department has determined that
there are overriding diplomatic reasons why we cannot accede to
the Madrid Protocol which would give the European Union a sepa-
rate vote. My understanding is that the State Department believes
that it would transcend not only trademark treaties, but all intel-
lectual property treaties, and maybe treaties in additional areas.

Mrs. SCHROEDER. So deal breaker it is.

Mr. HAMPTON. Deal breaker it is at the present time.

Mrs. SCHROEDER. Do you have some examples of problems that
U.S. companies have had with unregistered famous trademarks in
other countries?

Mr. HAMPTON. Well again, from private practice, one client I did
some work for years ago was Marvel Comics. Often what would
happen is they would not register a new comic book or new comic
book character all over the world. Particularly in South America,
it was a problem where someone would come here, see it, and go
back and register the mark. Then the company would often have
to pay in excess of six figures just to get the rights to use their
trademark in that foreign country.
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Mrs. SCHROEDER. Do you think that the proposed language
would help us deal with these problems overseas?

Mr. HAMPTON. Again, if the bill is amended to protect unregis-
tered famous marks, I think it would help. But as presently stated,
the reverse in a country such as say, Brazil, would not help many
United States companies. Maybe Brazil is a bad example because
it's a large market, but some of the smaller markets can be prob-
lematic.

Mrs. SCHROEDER. Do you think at least the language that you
very thoughtfully proposed would begin to—it won’t change it over
ni%/[ t, but you are saying it gives us a higher ground to argue on?

r. HAMPTON. A lot higher ground to argue. Again, I believe it’s
more helpful to U.S. corporations abroad.

Mrs. SCHROEDER. Thank you. Thank you very much, Mr. Chair-
man,

Mr. MOORHEAD. Thank you. Now Representative Gekas.

Mr. GEKAS. Yes. I just have one question. I am getting a huge
headache trying to sort out all these international agreements. I
thought that the GATT acted as a superguide, as it were, to where
we are in these various things on patents, trademarks, copyrights,
et cetera. This blends in, I would assume, with what was finally
the outcome of the GATT Agreement. Is that correct?

Ms. WALTERS. Yes. The GATT Agreement, which the TRIPS
Agreement is the intellectual property portion of that Agreement,
basically sets minimum substantive standards that countries must
follow, and must establish in their laws.

The Protocol is a procedural treaty that is basically like a mail-
box. It sets up a system for filing in many countries, whatever their
national laws are, which will be in compliance with the TRIPS

eement.
A%zlr. GEKAS. So what we're about here is sanctioned by GATT?

Ms. WALTERS. Yes. It is consistent.

Mr. GEKaS. Is allowed or promoted by GATT. All right. That’s all
I wanted to know. I just try to keep tiose things in mind. Thank
you. I yield back the balance of my nontime.

Mr. MOORHEAD. The gentleman from California, Mr. Bono.

Mr. BoNoO. I'm sorry. Excuse me for being late. I am not as aware
as I should be, so I'll pass.

Mr. Gekas. I'll ask g'ou a question, Sonny.

Mr. BoNo. You will? I'll just listen. :

Mr. MOORHEAD. Are there further questions of the panel? If not,
we thank you very much for being here. We’ll be in communication
with you on these issues. We're going to bring up the subject that
you have raised with INTA and see if it will do more harm than
good or more good than harm. If we can see that it's going to work
out for us, we would have no objection to the change you request.
. Mr. HaMPTON. Thank you. Thank you very much for having us

ere.

Mr. MOORHEAD. Thank you.

The first witness on the second panel will be Ms. Mary Ann
Alford. Ms. Alford is the vice president and assistant general coun-
sel for intellectual property with Reebok International Ltd. She is
responsible for all intellectual property and related legal and inves-
tigative matters of the corporation and its subsidiaries worldwide.
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She has helped to develop an innovative international trademark
enforcement program.

She holds a bachelor’s degree from Wellesley College and a law -
degree from Columbia University. She is executive vice president
an%ra member of the executive committee and the board of direc-
E\olrf"s gf the International Trademark Association. Welcome, Ms.

ord.

Our second witness will be Mr. James K. Baughman, who is the
assistant general counsel of Campbell Soup Co. Mr. Baughman
holds a bachelor’s degree from Gettysburg College and a law degree
from the University of Pennsylvania. He has been counsel to
Campbell Soup Co. since 1977. Prior to that, he was associate coun-
sel with Reliance Insurance Co. of Philadelphia. Welcome, Mr.
Baughman.

Our third witness on the panel is Mr. Nils Victor Montan, who
is a vice president and senior intellectual property counsel for War-
ner Bros., located in the wonderful city of Burbank, CA. Mr.
Montan is responsible for the protection of intellectual property at
Warner Bros. and its sister company, DC Comics. He is a member
of the board of directors of the International Trademark Associa-
tion. He holds a bachelor'’s degree from Cornell University and law
degrees from the American University and the University of Vir-
ginia. Welcome, Mr. Montan.

We have written statements from our three witnesses which I
ask unanimous consent to be made a part of the record, and I ask
that you all summarize your statements in 10 minutes or less. I
ask that the subcommittee hold their questions of all three wit-
nesses until they have completed their oral presentations.

We will begin with the testimony of Mr. Baughman. I guess Ms.
Alford was supposed to be first, but that's not what my instructions
were here. I recognize Ms. Alford.

STATEMENT OF MARY ANN ALFORD, VICE PRESIDENT AND AS-
SISTANT GENERAL COUNSEL, INTELLECTUAL PROPERTY,
REEBOK INTERNATIONAL LTD., AND EXECUTIVE VICE
PRESIDENT, INTERNATIONAL TRADEMARK ASSOCIATION,
ACCOMPANIED BY BRUCE KELLER, COUNSEL

Ms. ALFORD, Good morning, Mr. Chairman. Thank you. My name
is Mary Ann Alford. I am the vice president and assistant general
counsel of Reebok International Ltd. I am testifying here today in
my capacity as executive vice president of the International Trade-
mark Association, or INTA. I am accompanied today by Bruce Kel-
ler, the INTA counsel.

I am pleased to express INTA’s enthusiastic support for both
H.R. 1295 and H.R. 1270. We thank you, Mr. Chairman, and the
gl;ﬁer members of the subcommittee who have sponsored these

ills.

In our view, enactment of a Federal trademark dilution statute
is long overdue. While traditional trademark law is concerned with
grotecting against consumer confusion, the focus of the dilution

octrine 1s on damage to the mark’s inherent value as a symbol.
H.R. 1295 would provide the owners of famous Federally registered
marks with effective, nationwide protection against uses that dilute
a mark’s distinctiveness or tarnish or disparage the mark. H.R.
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1295 would promote nationwide uniformity and predictability in
the application of the dilution doctrine.

"~ Today, approximately one-half of the States have dilution laws.
However, experience has shown that these State laws are inad-
equate. BI its terms, H.R. 1295 is only applicable to those federally
registered marks that are both distinctive and famous—marks
which generally will have been in use for some time and through-
out a substantial portion of the United States.

Enactment of a Federal dilution statute would also harmonize
United States trademark law with that of other nations, and assist
our Government officials in persuading other countries to protect
famous marks owned by United States companies. Many of our
major trading partners, including Canada, Great Britain, and
Japan, have silution laws. In addition, the European Community
provides protection against dilution.

The last time dilution was before the Congress, the broadcasting,
publishing and advertising industries urged us to carefully consider
the first amendment issues. We have done so. INTA believes that
the bill before you today is consistent with the first amendment. It
would only prohibit another’s commercial use in commerce of a
mark or trade name. It would not enjoin speech that courts have
recognized to be constitutionally protected. It does this by expressly
incorporating the concept of commercial speech from the commer-
cial speech doctrine, and proscribes dilution actions that seek to en-
join use of famous marks in noncommercial uses, such as parodies,
consumer product reviews, and news and investigative reports.
Further, truthful use of another’s mark, for purposes of compara-
tit\)r]e or compatibility advertising, for example, would not be action-
able.

With respect to the bill's constitutionality, we note that the
broadcasting, publishing, and. advertising industries were all
briefed on the contents of the bill prior to its introduction and the
agree that the first amendment issues have been properly ad-
dressed.

In sum, it is our view that enactment of H.R. 1295 would provide
famous marks protection consistent with international norms and
with the first amendment, would promote greater uniformity and
certainty in the application of the dilution doctrine throughout the
United States, and would recognize that the preservation of a
mark’s uniqueness or singularity is a valuable property right, de-
serving of protection.

INTA also enthusiastically supports enactment of H.R. 1270, the
Madrid Protocol Implementation Act, as well as U.S. adherence to
the treaty. All concede, Mr. Chairman, that the Protocol would
greatly facilitate obtaining and maintaining trademark protection
abroad by U.S. trademark owners.

With business becoming more global and with all companies
being concerned about costs and competitiveness, the Madrid Proto-
col is viewed by INTA—and just about everybody else as well—as
a significant and positive development. The bill before us today,
Mr. Chairman, is noncontroversial. INTA and others, including the
administration, testified in support of a virtually identical bill in
May 1993 and a predecessor version of the bill passed the House
overwhelmingly last year.
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The administration, however, in May 1994, indicated that the-
United States would not adhere to the treaty because, under the
treaty, governmental organizations, such as the European Union,
would have a separate vote in the treaty’s governing body. The ad-
ministration was apparently concerned that adherence to the Pro-
tocol would be viewed by the EU as a precedent for future treaties,
including the Trademark Law Treaty and the GATT Agreement,
which were then under consideration.

However, the fact is, that the EU was unable to obtain an addi-
tional vote in either the Trademark Law Treaty or GATT. It is also
a fact that a principled distinction can be made between the Proto-
col and other treaties since under the Protocol the newly created
European Community Trademark Office is considered the equiva-
lent of a national trademark office and shares in the Office’s reve-
nues.

In any case, INTA believes that the Protocol is too important a
treaty to U.S. companies to be held hostage to a political dispute
between the United States and the EU, We urge the subcommittee
to take an active role in mediating a resolution of this dispute and
to set a time certain by which the administration will be expected
to present proposals for resolution of this issue. INTA of course
would be willing to provide any assistance requested.

In any case, INTA believes that Congress should move ahead
with passage of the necessary implementing legislation so that U.S.
trademark owners can take immediate advantage of the Protocol
when and if the United States joins the treaty. Thank you, Mr.
Chairman.
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[The prepared statement of Ms. Alford follows:]

PREPARED STATEMENT OF MARY ANN ALFORD, VICE PRESIDENT AND ASSISTANT GEN-
ERAL COUNSEL, INTELLECTUAL PROPERTY, REEBOK INTERNATIONAL LtD., AND EX-
ECUTIVE VICE IDENT, INTERNATIONAL TRADEMARK ASSOCIATION

Mr. Chairman, The International Tradem:rk Association (INTA)
(formerly known as The United States Trademark Association)
(USTA)), appreciates and welcomes the opportunity to testify in
support of H.R. 1295, the "Federal Trademark Dilution Act of 1995,"
and H.R. 1270, the "Madrid Protocol Implementation Act." It also
expresses its appreciation to you and to other members of the
subcommittee for introducing these important legislative
initiatives and for scheduling this hearing on them.

My name is Mary Ann Alford, and I presently serve as the
Executive Vice President of INTA. I am employed by INTA member
Reebok International Ltd. as vice president and assistant general
counsel for intellectual property. Like all the officers, board
members, committee chair persons, and committee members of the
association, I serve on a voluntary basis.

INTA is a 117-year-old not-for-profit membership organization.
Since its founding in 1878, its membership has grown from twelve
New York-based manufacturers to approximately 2,950 members that
are drawn from across the United States, and from approximately 110
countries.

Membership in INTA is open to trademark owners and to those
who serve trademark owners. Its members are corporations,
advertising agencies, professional and trade associations, and law
firms. A large percentage of INTA's member companies are based in
the U.S. INTA's membership crosses all industry lines, spanning a
broad range of manufacturing, retail and service operations.
Members include both small and large businesses and all sizes of
general practice and intellectual property law firms. INTA's
members are both plaintiffs and defendants in disputes involving
trademark rights. What this diverse group has in common is a
shared interest in trademarks, and a recognition of the importance
of trademarks to their owners and consuners.

INTA has five principal goals:

. To support and advance trademarks as an essential element
of effective commerce throughout the world; -

. To protect the interests of the public in the use of
trademarks;

. To educate business, fhe press, and the public to the

importance of trademarks;

. To play an active leadership role in matters of public
policy concerning trademarks; and

. To provide a comprehensive range of services to its
members, including keeping them well informed of current
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trademark developments and in touéh with professional
colleagues.

A. FEDERA D RK L ON (o)

H.R. 1295 would add a new Section 43(c) to the Lanham Act, 15
U.S.C.§51051 et seqg. to create a federal cause of action to protect
federally registered marks that truly are famous from unauthorized
users that attempt to trade upon the goodwill and exceptiocnal
renown of such marks and, thereby, dilute their distinctive
quality. The bill is carefully crafted and delicately balanced.

- It would promote nationwide uniformity and predictability in the
application of the dilution doctrine, but would not prevent
continued application of the current regime of state dilution
statutes. It would recognize a new, federal right, but in a manner
consistent with the constitutional guarantees of the First
Amendment. It would provide for an award of damages, but only upon
a finding of willful misconduct.

1. Dbilution vs. Infringement.

The protection of marks from dilution differs from the
protection accorded marks from trademark infringement. Dilution
does not rely upon the standard test of infringement, that is,
likelihood of confusion, deception, or mistake. Rather, it applies
when the unauthorized use of a famous mark reduces the public's
perception that the mark signifies something unique, singular, or
particular. As succinctly summarized in one decision:

Dilution is an injury that differs materially from that
arising out of the orthodox confusion. Even in the
absence of confusion, the potency of a mark may be
debilitated by another's use. This is the essence of
dilution. confusion leads to immediate injury, while
dilution is an infection, which, if allowed to spread,
will inevitably destroy the advertising value of the
mark.

Mortellito v. Nina of Californja, I , 335 F.Supp. 1288, 1296, 173
U.S5.P.Q. 346, 351 (S.D.N.Y. 1972).

The concept of dilution recognizes the substantial investment
the owner has made in the mark and the commercial value and aura of
the mark itself, protecting both from those who would appropriate
the mark for their own benefit. It is designed to protect against
"the gradual whittling away or dispersion of the identity and hold
upon the public mind of the mark or name by its use upon non-

competing goods." Frank I. Schechter, " S
Trademark Protection,” 40 Harvard Law Review 813, 825 (1927).

Dilution can occur "as either the blurring of a mark's product
identification or the tarnishment of the affirmative associations

2
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a mark has come to convey." See Mead Data Central, Inc. v. Toyota
Motor Sales, U.S.A., Inc.,, 875 F.2d 1026, 1031 (24 Cir. 1989).

"Blurring®™ typically has involved "the whittling away of an
established trademark's selling power and value through its
unauthorized use by others upon dissimilar products." Id.
(describing such "‘hypothetical anomalies as DuPont shoes, Buick
aspirin tablets, Schlitz varnish, Kodak pianos, Bulova gowns, and
so forth'"). Thus, dilution by "blurring” may occur when defendant
uses, either exactly or in modified form, the plaintiff's trademark
to identify the defendant's goods and services, raising the
possibility that the mark will lose its ability to serve as a
“unique identifier of the plaintiff's product.

"Tarnishment" arises when a famous trademark is linked to
products of shoddy quality, or is portrayed in an unwholesome or
unsavory context likely to evoke unflattering beliefs about the
owner or its products. See, e.g., Coca-Cola Co. v. Gemini Rising,
Inc., 346 F.Supp. 1183 (E.D.N.Y. 1972) ("Enjoy Cocaine" poster,
making fun of Coca-Cola trademark); (Academy of Motion Picture Arts

and Sciences v. Creative House Promotions, Inc., 944 F.2d 144s6,
1457 (9th Cir. 1991) (finding dilution because "(i]f the Star Award
looks cheap or shoddy . . . the Oscar's distinctive quality as a
coveted symbol of excellence . . . is threatened."); (Chemical
Corp. of America v. Anheuser-Busch, Inc., 306 F.2d 433 (5th Cir.

1962) (defendant adopted plaintiff's slogan, "Where there's life .
. . there's Bud" for its insecticide slogan, "Where there's life .
. . there's Bugs."), cert. denied, 372 U.S. 965 (1963). 1In such
situations, the trademark's reputation and commercial value might
be diminished because the public will associate the lack of quality
or lack of prestige in the defendant's goods with the plaintiff or
with plaintiff's unrelated goods, or because the defendant's use
reduces the trademark's reputation and standing in the eyes of
consumers as a wholesome identifier of the owner's products or
services. A recent decision of the U.S. Court of Appeals for the
Second Circuit identified still a third context in which dilution

may arise, i.e., alterations of a famous mark that have the
potential to lessen its selling power. Deere & Co. v. MTD
Products, Inc.,, 41 F.3d 39 (2nd Cir. 1994).

2. _State Dpilution Laws.

The concept of dilution, although not yet part of the federal
trademark law, is not new to U.S. jurisprudence. Massachusetts
adopted a dilution statute in 1947 and, since that time, twenty-
four other states have followed suit. For the most part, these
state laws are patterned after language in the Model State
Trademark Bill:

Likelihood of injury to business reputation or of
dilution of the distinctive quality of a mark registered

3
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under this Act, or a mark valid at common law, shall be
a ground for injunctive relief notwithstanding the
absence of competition between the parties or the absence
of confusion as to the source of goods or services.

Model State Trademark Bill, §12 (USTA 1964). Of the remaining

twenty-five states that have not enacted dilution statutes, our
research reveals that three more states have judicially-created
dilution doctrines: Michigan, New Jersey, and Ohio.

This patchwork gquilt of state dilution protection is
- cumbersome and inadequate for a number of practical and legal
reasons.

First, virtually all famous marks are sold on a nationwide
basis. Because many courts are reluctant to issue nationwide
injunctions in cases brought under a particular state's dilution
law, trademark owners are effectively foreclosed, in many cases,
from obtaining meaningful nationwide relief against dilution. See
Blue Ribbon Feed Co., Inc., v. Farmers Union Central Exchange, Inc.,
731 F.2d 415, 422 (7th Cir. 1984) (recognizing that "considerations
of comity among the states favor limited out-of-state application
of exclusive rights acquired under domestic law, and a district
court does not err when it takes a restrained approach to the
extraterritorial application of such rights"); Deere & Co. v. MID
Products Inc,, 34 U.S.P.Q.2d 1706 (S.D.N.Y. 1995) (noting that
"[i)jnterests of comity, however, strongly favor a limited
injunction® since only approximately half the states have dilution
laws and even those states with such laws might not restrict
commercial use of marks that do not confuse consumers or blur or
tarnish the trademark.)

Second, there is no statutory definition of "dilution" in the
Model Bill, which leads to inconsistent interpretations of the
statute.

Third, some courts have required a showing of likelihood of
confusion despite the clear language of the Model Bill, which
mandates injunctive relief "notwithstanding . . . absence of
confusion{.]" See, e.d., Astra Pharmaceutical Products, Inc. v.
Beckman Instruments, Inc., 718 F.2d 1201, 1209 (1st Cir. 1983).

Fourth, some courts have insisted that only non-competitive,
non-confusing uses are prohibited by a dilution statute, see, e.q.,
Subsi ing € , 1 F.3d 611, 619 (7th
Cir. 1993), whereas other courts have interpreted the statutes to
extend protection to trademarks used on similar or competitive
products as well as on dissimilar products. Thus, enactment of a
federal dilution statute would serve to promote uniformity and
consistency in the application of the dilution doctrine.

3. essio ori s ed ilutio W
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Congress clearly has the authority to pass this legislation.
First, such a provision would be consistent with Congressional

intent, as articulated by the Supreme Court in Park 'N Fly, Inc. v.
Dollar Park 'N Fly, Inc., 469 U.S. 189, 193, 224 U.S.P.Q. 327, 329
(1985) :

Because trademarks desirably promote competition and the

maintenance of product quality, Congress determined that

"a sound public policy requires that trademarks should

receive nationally the greatest protection that can be
- given them".

Second, the Supreme Court already has recognized that, when it
comes to trademarks, Congress "“could determine that unauthorized
uses, even if not confusing, nevertheless may harm the ([U.S.
Olympic Committee] by lessening the distinctiveness and thus the
commercial value of the marks." San Francisco Arts and Athletics,

Inc. v. The Upnjted States Olympic Committee, 107 S.Ct. 2971, 3
U.S.P.Q.2d 1145, 1153, It is important to emphasize that the

dilution statute proposed in H.R. 1295 is in some ways even more
limited in scope than the special status Congress conferred on the
word "Olympic" under the Amateur Sports Act of 1978. Under H.R.
1295, a mark would be protected from dilution only after a court
considered factors such as the degree of inherent or acquired
distinctiveness of the mark and the nature and extent of use of the
same or similar mark by other parties.

4. efinjti i io:
H.R. 1295 defines dilution as:

the lessening of the capacity of a registrant's mark to
identify and distinguish goods or services, regardless of
the presence or absence of - (1) competition between the
registrant and other parties, or (2) 1likelihood of
confusion, nmistake, or deception.

This uniform definition would provide clear guidance to the
courts in determining whether a cause of action for dilution
exists. This definition encompasses both dilution by "blurring®
and dilution by tarnishment. It is also elastic enough to
encompass future, currently unforeseen, factual situations that may
give rise to liability.

5. Criteria for Determining Fame of Mark.

H.R. 1295 is, by its terms, only applicable to those
registered marks which are both distinctive and famous. To achieve
this, it identifies a number of key factors the courts should
consider in determining whether a mark meets these standards.
These factors include, but are not limited to:

5
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(a) the degree of inherent or acquired distinctiveness of the
mark;

(b) the duration and extent of use of the mark in connection
with the goods or services with which the mark is used;

(c) the duration and extent of advertising and publicity of
the mark;

(d) the geographical extent of the trading area in which the
" mark is used;

(e) the channels of trade for the goods or services with which
the mark is used;

(£f) the degree of recognition of the registrant's mark in the
trading areas and channels of trade of the registrant and the
person against whom the injunction is sought; and

(g) the nature and extent of use of the same or similar marks
by third parties.

The first factor, inherent or acquired distinctiveness, makes
it clear that distinctiveness and fame can be acquired regardless
of the original nature of the mark. A mark cannot be inherently
famous but it can be inherently distinctive. Both factors have a
bearing on the scope of protection from dilution.

The duration and extent of use in advertising of the mark are
also relevant to both distinctiveness and fame. Generally, a
famous mark will have been in use for some time. But there is
nothing to prevent a mark from becoming famous overnight through
widespread publicity and advertising, such as exposure during the
televising of the Super Bowl.

The geographical fame of the mark must extend throughout a
substantial portion of the United States. The exact scope of such
geographical use should be left to a case-by-case analysis,
depending on the type of goods or services and their channels of
distribution.

By considering the degree to which the registered mark is
famous to purchasers in both the registrant's and later users'
channels of trade, a court may be more likely to grant protection
where there is a reasonable probability that the later user adopted
its mark with knowledge of the fame of the registered mark. Where
the products of both parties are sold to the general public, the
factor may be actualized even though the respective products are so
unrelated that confusion is unlikely. Thus, dilution could occur
if the same mark were used on running shoes and chewing gum. It
may not occur, however, if the mark were used on microbiological

6
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chemicals sold to research laboratories, on the one hand, and fish
0il sold only to the food processing trade, on the other.

Dilution is possible with respect to one purchaser universe
but not another. For example, if a mark is famous at the
industrial level but not at the consumer level, protection may be
appropriate in the former case but not the latter.

6. Registration Requirement.

The bill, as drafted, provides that only famous registered
- marks may qualify for protection. Except for the situation noted
above where a mark becomes famous overnight, it is hard to imagine
that a mark deemed "famous" under subparagraphs (a) through (g) of
proposed Section 43(c) would not be federally registered. The
requirement for federal registration on the Principal Register
would provide a data base that third parties could consult
regarding possible dilution when "clearing" marks for adoption.

on a finding of dilution, the remedy provided by H.R. 1295 is
limited to injunctive relief unless willful intent to trade on the
registrant's reputation or to cause dilution can be shown. If
willfulness can be established, the remedies set forth in Sections
35(a) (damages, profits, and attorney fees in "exceptional" cases)
and Section 36 (destruction of infringing labels, plates, etc.) can
be applied, subject to the discretion of the court and the
principles of equity.

7. Preemption.

H.R. 1295 would not pre-empt existing state dilution statutes.
State laws could continue to be applied in cases involving locally
famous or distinctive marks. See, e.g., Wedgewood Homes, Inc. v,
Lund, 659 P.2d 377, 222 U.S.P.Q. 446 (Or. 1983). Unlike patent and
copyright laws, federal trademark law presently coexists with state
trademark law, and it is to be expected that a federal dilution
statute should similarly coexist with state dilution statutes. The
Supreme Court's recent decision in U.S, v. Lopez, 115 S.Ct. 1624
(1995), also suggests that the commerce clause of the U.S.
Constitution, which forms the basis of federal trademark
protection, may not reach purely intrastate uses of marks.

The presence of a federal statute will, however, have an
indirect salutary effect on state dilution law. As the body of
jurisprudence interpreting the federal dilution develops, it can be
expected that state courts, in interpreting their own dilution
statutes, will look to federal court decisions for guidance, just
as has occurred in the coexistent federal and state decisional law
in trademark infringement cases. Thus, it can be expected that"
state dilution jurisprudence will become more consistent and
unified, in accordance with federal dilution law.
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8. ownership of Registration Is Defense,

Although H.R. 1295 would not preempt state dilution laws, it
does specifically provide that ownership of a valid federal
registration is a complete defense to a claim of dilution under

state or common law. There are three reasons why a federal
registration should be a bar to a state or common-law claim of
dilution.

First, a federal registration affords rights that are in
conflict with state dilution laws and, in this instance, a federal
- registration should be preemptive. Second, permitting a state to
regulate the use of a federally registered mark is inconsistent
with the intent of the Lanham Act "to protect registered marks used
in such commerce from interference by state, or territorial
legislation.” Finally, making a federal registration a defense to
a state dilution action encourages federal registration of marks
and gives greater certainty to a federal registrant of its right to
use its mark in commerce, without the possibility of attack based
on a state dilution claim. 1In any case, one claiming a right under
a state dilution statute is not prevented, in appropriate
circumstances, from petitioning to cancel a federal registration in
order to eliminate the defense.

9. Interpational Norms,

The enactment of a proposed federal dilution statute would
also harmonize U.S. trademark law with that of other nations and
assist our country's negotiators in persuading other countries to
protect famous trademarks owned by U.S. companies. 1In testimony
prepared in connection with the Trademark Law Revision Act of 1988,
it was noted that

"other countries <can resist agreeing to higher
international standards for intellectual property by
pointing to the fact that the United States itself
provides 1little protection against dilution in many
states. The dilution provision would show that we are
not asking other countries to give better protection
than we are willing to give...."

See Statement of Donald J. Quigg on S. 1883 submitted to the
Subcommittee on Patents, Copyrights and Trademarks, Committee on
the Judiciary, United States Senate, March 15, 1988.

Other countries, including some of our major trading partners,
recognize the wisdom of dilution statutes. Canada has protected
famous marks from dilution since 1953. More recently, Japan,
Spain, Greece, and Venezuela have adopted dilution laws. Great
Britain, in its first complete trademark revision since 1938,
included a strong dilution provision in its Trade Marks Act 1994.
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The European Community has also recognized the dilution
concept. Article 9(1) of the recently promulgated Community
Trademark Regulation provide: that the owner of a Community
Trademark "shall be entitled to prevent all third parties not
having his consent from using in the course of trade...

(c) any sign which is identical with or similar to the
Community Trademark in relation to goods or services
which are not similar to those for which the Community
Trademark is registered, where the latter has a
reputation in the Community and where the use of that

“ sign without due course takes unfair advantage of, or is
detrimental to, the distinctive character or the repute
of the Community Trademark."

And just this winter, after protracted negotiations, the U.s.
and China agreed to an "Action Plan for Effective Protection and
Enforcement of Intellectual Property Rights" in China. As part of
this plan, China agreed that "protection of a well-known mark will
extend to products and services other than those on which the mark
is registered or used to the extent such use would . . . adversely
affect the commercial reputatlon of the trademark owner." The
irony of the current situation is plain. 1In China, famous marks
owned by U.S. entities are provided more protection than in one-
half of the U.S.

10. Earlier Dilution Proposal,

This is not the first time that a proposal for a federal
dilution statute has been presented to Congress. Such a proposal
was incorporated as part of the "Trademark Law Revision Act of
1988, " as introduced in November 1987. Indeed, a federal dilution
proposal was adopted by the Senate. As a result of concerns voiced
by representatives of the broadcasting, publishing, and advertising
industries, however, the proposal was deleted from the bill by the
House Judiciary Committee. These industries wanted to be certain
that any dilution statute be carefully considered in light of its
First Amendment implications.

11. First Amendment.

Since 1988, INTA and others have given a great deal of thought
to the First Amendment issues. For example, the Senate Judiciary
Committee sought the views of the Congressional Research Service
(CRS) as to whether "an anti-dilution amendment to the Lanham Act

. . can be drafted to alleviate First Amendment concerns."
After a thorough review of the relevant case law and commentaries,
and an analysis of the test set torth by the Supreme court in

vi
. 447 u. S. 557 (1980), for determinxng the
constitutionality of governmental restrictions on commercial

9
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speech, CRS concluded that "an anti-dilution statute that applied
solely to commercial speech . . . would almost certainly be
constitutional.” Memorandum from The American Law Division,
essional Researc Service to e Senate Comnmittee on the
Judiciary, "First Amendment Concerns with Respect to Adding an
Anti-Dilution Amendment to the Lanham (Trademark) Act," (October
16, 1990) at CRS-17. -

H.R. 1295 is consistent with the recommendation of the CRS.

It would only prohibit another's commerci se in_commerce of a

mark or trade name. The "use in commerce" language reflects that

- this legislation, like the Lanham Act itself, 15 U.S.C. §1051, et

seq., requires some aspect of interstate commerce to be present
before the dilution provision can be triggered.

Emphasizing that the "use" must be a "commercial use" has two

" purposes. First, it makes clear that courts are authorized to
enjoin unauthorized commercial uses of famous marks that fall short
of technical trademark use. Technically speaking, advertising for
goods (as opposed to services) does not fall within the Lanham
Act's definition of "use in commerce," which is limited to display
of a mark on labels, packaging, and point-of-purchase signage. 15
Uu.s.c. § 1127, such speech, however, would be considered
"commercial®™ for purposes of the commercial speech doctrine,
because advert1s;ng for goods pla1n1y proposes a commercial

transaction. Vi Stat v. Virgi
Citizens' Consumer Council, Inc., 425 U.s. 748 758-59 (1976).

Second, H.R. 1295 deliberately is intended to preclude the
courts from enjoining speech that courts have recognized to be
constitutionally protected. To ensure that such speech remains
protected, proposed Section 43(c) expressly incorporates the
concept of "commercial" speech from the commercial speech doctrine,
and proscribes dilution actions that seek to enjoin use of famous
marks in "non-commercial" uses (such as parodies, consumer product
reviews, and news and investigative reports). The proposed statute
also incorporates the doctrine that fair, truthful use may be made
of another's trademark in a manner consistent with such cases as
Prestopettes, Inc. v, Cody, 264 U.S. 359 (1924), and New Kids on
the Block v. News America Publishing, Inc., 971 F.2d 302 (9th Cir.
1992). Section (4) (A) of the bill provides that the "fair use" of
a famous mark for purposes of comparative advertising, for example,
is not actionable.

The focus in the dilution statute on the commercial/non-
commercial dichotomy expressly builds on a proven way of
identifying speech that government simply should not regulate.
Experience has demonstrated that courts are quite cautious when
dilution and other trademark-related cases raise First Amendment
concerns, and generally erred on the side of protecting
informational uses against dilution claims. See, e.qg., L.L. Bean,

V. ake ishers , 811 F.2d 26 (1lst Cir.), cert.

10
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, 483 U.S, 1013 (1987). In these other cases, dilution or
other trademark-related claims have. been rejected when an
injunction might impermissively have restricted protected
expression.

At the same time, courts have been able to prevent diluting
uses of another's mark in various commercial settings by balancing,
in a manner consistent with Central Hudson, the need to use speech
to convey a message against the advertiser's underlying profit
motive and the real risk of harm to a famous mark. As the Second
Circuit recently explained in a case finding dilution, where a

" competitor altered and animated the plaintiff's trademark in a
comparative advertisement:

Sellers of commercial products who wish to attract
attention to their commercials or products and thereby
increase sales by poking fun at widely~recognized marks
of non-competing products, (citation omitted) risk
diluting the selling power of the mark that is made fun

of. When this occurs, not for worthy purposes of
expression but simply to sell their own products, that
purpose can easily be achieved in other ways. The

potentially diluting effect is even less deserving of
protection when the object of the joke is the mark of a
directly competing product. (citation omitted) The line
drawing in this area becomes especially difficult when a
mark is parodied for the dual purposes of making a
satiric comment and selling a somewhat competing product.

Deere & Co., 41 F.3d at 44.

INTA recognizes that the commercial/non-commercial distinction
is not a bright line. For example, speech that is packaged and
sold for profit often has been deemed "non-commercial" for purposes
of First Amendment protection; examples of such non-commercial -
speech range from for-profit parodies to art work to mainstream
journalistic endeavors. In these cases, courts limit the term
"commercial speech®" to include only speech that proposes a
commercial transaction, as opposed to speech that, itself, may be
sold for profit.

12. criticisms of Trademark Dilution.

INTA is aware that, in the past, some have criticized the
concept of creating a federal cause of action for trademark
dilution. Many of these criticisms point to the lack of clarity
with which courts have treated the rationale for dilution. Others
suggest that the harm caused by dilution can be adequately
addressed under traditional infringement theories. Still others
point to the lack of any empirical way in which to measure whether
a mark in fact has been diluted.

11
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The short answer to all of these criticisms is twofold.
First, as noted, enacting H.R. 1295 will help bring sorely needed
clarity to this area of the law by creating a federal definition of
dilution and by promoting the uniform application of a national
dilution standard. Second, although questioning the rationale for
dilution has made for some interesting law review articles, the
American Law Institute's recently issued Restatement of the Law
Unfair Competition should put to rest the notion that the doctrinal
basis for a dilution statute somehow is flawed. Section 25 of the
Restatement, which was prepared under the review and supervision of
an advisory board of esteemed federal judges, law professors and

" experienced trademark practitioners, clearly summarizes the
dilution rationale and recognizes it as a valid theory of unfair
competition law.

In sum, enactment of a federal dilution statute, and of H.R.
1295 in particular, would provide famous marks protection
consistent with international norms and with the First Amendment
and would promote greater uniformity and certainty in the
application of the dilution doctrine throughout the country. We
urge the subcommittee to "report out" the bill as promptly as
possible and look forward to working with the members of the panel
and its staff in assuring passage of the measure.

B. 0CO

INTA also enthusiastically supports enactment of H.R. 1270,
the "Madrid Protocol Implementation Act," as well as adherence by
the U.S. to the treaty itself. INTA views the bill as
noncontroversial. Indeed, an earlier version of the measure passed
the House of Representatives last October by the lopsided vote of
387 to 3.

1. tage toco

The Madrid Protocol would greatly facilitate the obtaining and
maintaining of trademark protection abroad by U.S. trademark
owners. The treaty provides for & central trademark filing system
so that a U.S. trademark owner may apply for protection in as many
Protocol countries as desired through the filing of a sipgle
application at a single place =-- the U.S. Patent and Trademark
Office -- in a gingle language -- English --upon the payment of a
single set of fees. This new procedure would save U.S. trademark
owners considerable time and expense in protecting their marks
overseas and would be of particular benefit to small and medium
size companies who cannot afford to retain counsel around the world
in order to file and prosecute trademark applications. By
facilitating trademark protection abroad, the Protocol enhances
trade and expands opportunities for U.S. exporters, especially
small businesses, and ensures a 1level playing field in
international marketing. With business becoming more global and

12
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with all companies being concerned about costs and competitiveness,
the Madrid Protocol is viewed by INTA as a significant and positive
development in international trademark law.

2. The Bill.

The Madrid Protocol Implementation Act largely tracks the
provisions of the Protocol and/or its implementing regulations.
Further, and most significantly, the bill, as drafted, would not
result in wholesale change to current U.S. trademark law or

- practice and would not disadvantage owners of U.S. registrations
vis-a-vis non-U.S. trademark owners. It is also consistent with
the strong public policy of reducing the amount of "deadwood,"
i.e., marks that no longer are being used, on the U.S. Principal
Register.

Thus, for example, the bill provides, in proposed Section
66(a), that any request for extension of protection of an
international registration to the U.S., in order to be considered
properly filed, must contain a declaration of a "bona fide"
intention to use the mark in commerce. And proposed Section 71
requires the owner of an extension of protection to the U.S. to
file an affidavit of use in commerce between the fifth and sixth
year following the grant of extension of protection and by the end
of ten years following the grant of extension of protection and
every ten years thereafter. This requirement parallels the
requirements now set forth in Sections 8 and 9, 15 U.S.C. 1058 and
15 U.S.C. 1059, of the Lanham Act in order to maintain a U.S.
registration. These requirements are separate and apart from those
set forth in the Protocol for maintenance of the international
registration issued under the Protocol.

In May 1993, INTA testified before this panel on predecessor
legislation to H.R. 1270. At that point in time, we indicated our
general support for the then-pending legislation and suggested one
change, which we are pleased to note has been incorporated in the
bill now before the subcommittee. That change, incorporated in
proposed Section 74 of the bill, authorizes the USPTO to replace an
existing U.S. registration with an international registration where
both are owned by the same entity and the mark and goods are the
same.

3. Adminjstration's Position,

At the May 1993 hearing, the administration announced that it
"gtrongly" supported U.S. adherence to the Protocol. One year
later, however, the administration reversed its position. The
administration explained that the U.S. would not adhere to the
Madrid Protocol because the treaty provides intergovernmental
organizations, such as the European Union, a separate vote within
the Madrid Assembly, the Protocol's governing body. This change in

13

HeinOnline -- 1 Federal Trademark Dilutior Act of 1995: P.L. 104-98:109 Stat. 985: January 16, 1996 87 1996



88

position was touched off by the European Union's declaration that
the voting scheme of the Madrid Protocol would set a precedent for
future treaties, including the Trademark Law (harmonization) Treaty
(TLT) and the Uruguay Round of GATT, which were then under
consideration.

The "voting rights" issue was addressed and "resolved" in the

TLT negotiations by deleting provisions for a Union and Assembly of

contracting parties -- hence the EU will not have an additional

vote under the TLT; indeed, there will be no voting at all. The

"voting rights" issue was resolved during the recently concluded
- negotiations under the GATT when the Member States of the EU gave °

the EU "competency" to act in place of at least one Member State;

thus, the EU does not have an additiona] vote in the GATT.

Unfortunately, neither of these two solutions is realistic
vis-a-vis the Protocol. Renegotiation of the Protocol's "voting
rights" issue is not practical given that the Member States of the
EU dominate the Madrid Assembly and, in any case, any change in the
"voting rights" provision would take years to accomplish.
Moreover, it can be argued that the EU should be accorded a
separate vote within the Madrid Assembly given the establishment of
.the European Community Trademark Office. Under the Protocol, the
Community Trademark Office is considered the equivalent of a
national trademark office and will share in the revenue generated
through use of the Protocol. Thus, it can argued that the
administration's policy on the "voting rights" issue should not be
applied in the context of the Madrid Protocol.

4. Next Steps,

INTA urges the administration to reopen talks with the EU on
the "voting rights® issue and to seek a creative solution to the
problem. Perhaps an exchange of letters between the administration
and the EU to the effect that the Protocol's "voting rights"
provigsion will not constitute a precedent for future treaties
(indeed, as noted above, it has not) or a "“sense of the Congress"
resolution to this effect should be considered. INTA would urge
this subcommittee to take an active role in mediating the dispute
and set a time certain by which the administration may be expected
to present proposals to resolve the dispute. INTA would welcome
the opportunity to provide assistance in this regard. 1In any case,
INTA believes that Congress should move ahead with the implementing
legislation so that U.S. trademark owners can take immediate
advantage of the Protocol when and if the U.S. joins the treaty.

c:\wp51\jms\intal\testimon
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Mr. MOORHEAD. Thank you very much. Mr. Baughman.

STATEMENT OF JAMES K. BAUGHMAN, ASSISTANT GENERAL
COUNSEL, CAMPBELL SOUP CO.

Mr. BAUGHMAN. Thank you, Mr, Chairman., My name is James
Baughman. I am assistant general counsel of Campbell Soup Co.
I thank you for the opportunity to share with you our feelings
about H.R. 1295.

Campbell Soup Co. is a company made up of brands. They are
our most important assets. Obviously without good people to come
up with good products and bring them to market, we would be an
ineffective organization. But without our brands, we would be un-
able to use the reputation that we’ve built up over 100 years in the
minds of consumers to let them know that in fact, this is the same
source, the same company that has been bringing you products for
these many years.

The brand); that Campbell has which are very well known by the
public are such brands as Campbell’s, “V-8," “Swanson,”
“Pepperidge Farm,” “Godiva,” and a number of others. When these
are used commercially by others, it does dilute the uniqueness in
the consumer’s mind of those trademarks. It does put our reputa-
tion on the line when these are used by other people in other fields
of endeavor.

I think what I can best bring to the committee is some tangible-
ness here. I do have a number of examples of dilution that I would
like to share with you. If I may, Mr. Chairman, I'd like to.

Mr. GEKAS. Are we allowed to say, “Mmm good?”

Mr. BAUGHMAN. Obviously, what I have here is a photograph of
a can of “Campbell’s” soup. This trademark and trade dress has
been registered for man{, many years. This particular script, the
way of writing “Campbell’s,” has been in use since—I was just look-
ing into that yesterday—since about 1898 in this sort of form.

f you can see this particular photograph, it was taken by a
consumer in Lima, OH, and sent to us. You can see that the Camp-
-bell's—well, maybe I should read it. “Campbell’s performance en-
gines and machining automotive machine shop.” The colors in the
sign are a familiar red and white. The Campbell’s, I think you
would agree, is virtually indistinguishable from the “Campbeﬁ’s”
that we use on our soup products, tomato juice, and beans prod-
ucts.

In fact, consumers are the people who do bring these to our at-
tention because they see that there is something wrong here. They
see that there’s a trademark that they have known and trusted
since childhood that is being used by somebody else for their com-
mercial advantage. They see that in fact over time, if these sorts
of uses continue, there will be a dilution or diminution in the
public’s attitude towards the trademark itself.

I have another example here. When I spoke with Mr. Campbell,
he explained that in fact he had talked with his lawyer who said
that everything was perfectly all right to do this, and did I notice
that in fact, the “C” and the “E” were different. This comes from
Arizona, again, where there is no dilution statute, and where we
would be faced with trying to convince a court that in fact, there’s
a likelihood of confusion that Campbell Soup Co. is sponsoring this
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activity or somehow associated with it, which we believe is a rather

heavy burden to take forward. We think that there is something

wrong here and that these products in fact are taking advantage

of a reputation that has been built up over a century. They have

ﬁained something. They have gained instant recognition. at we
ave lost is in fact the uniqueness of our trademark.

I have a couple more examples back here at the table. I am hold-
ing a pair of men’s swim trunks. I am providing the color here.

r. MOORHEAD. Soupy drawers.

Mr. BAUGHMAN. Yes, they are. In fact, you can see that the swim
trunks basically consist of having an overall repetition of cans of
tomato soup with a familiar medallion in the middle. It actuall
says tomato soup with some fleur de-lis at the bottom, and a famil-
iSaxI' 1sv(I:ri t in white on a red field. Only it says, Mossimo’s, M-O-S-

Now these fortunately were in broader distribution. When we ob-
jected to Mossimo’s, they did withdraw them from the market.
Jl‘here we were helped by the fact that as some other major owners
of famous trademarks do, we have a licensing program which we
have tried to use defensively: to get into other fields of commerce,
Hovgfver, I think that licensing 1s not the answer to this sort of
problem.

The last example I have is from a reported case. What I am hold-
ing is a box, it's empty, I'm sorry, of “Godiva” chocolates. You will
notice that it is a gold foil box, that it is heavily embossed, and
that it says “Godiva” chocolates and so forth. What this gentleman
is holding is a box of Dogiva, that’s D-O-G-I-V-A dog biscuits, in a
silver box that’s also heavily embossed.

We were fortunate enough to obtain an injunction, actually way
back in 1986 in California because that State does have a dilution
statute. While we did also prevail on a likelihood of confusion anal-
ysis, I think that we were very fortunate to do so because the rela-
tionship of the goods, chocolates and dog biscuits, the users of those
products and so forth, don’t bear a lot of resemblance.

Mr. Chairman, I hope that this has given some meat to the prop-
osition here and that the examples have been helpful to you.
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[The prepared statement of Mr. Baughman follows:]

PREPARED STATEMENT OF JAMES K. BAUGHMAN, ASSISTANT GENERAL ’
CAMPBELL Soup Co. CounseL,

* Mr. Chairman:

I appreciate the opportunity to appear before you and to testify concerning a
matter of great importance to preserve the ability of famous trademarks to remain strong
and distinct and to stand for the unique reputations which they embody. .

Campbell Soup Company is a branded consumer products company. Our most
valuable assets are our famous trademarks and the reputation each of those trademarks
has with the American public.

We are known to consumers through their recognition of our brands. They are
our public face. Without them we would be in the business of selling commodity
products with little ability to differentiate those products in the marketplace. They,
moreover, provide a strong domestic platform allowing us to sell our famous branded
products in foreign markets, contributing jobs to the American economy.

We are today’s custodians of such famous brands as CAMPBELL’S, V8,
SWANSON, PEPPERIDGE FARM, GODIVA, VLASIC, FRANCO-AMERICAN, and
PREGO. As such, we have an obligation to our consumers, customers, suppliers,

employees and shareowners not only to develop our brands to their full potential and to
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Prepared Statement of James K. Baughman

In Support of H.R. 1295
Page 2

protect them from infringement by competitors, but to prevent the dilution of their power
to distinguish our product lines in the minds of the public.

Our brands are diluted when businesses adopt then., or ones closely similar to
them, as their own in enterprises where ordinary consumers may or may not believe that
the products or services being offered are actually sponsored by or associated with
Campbell Soup Company.

In such cases as a GODIVA’S Gentlemen’s Club, DOGIVA dog biscuits,
CAMPBELL property management, swimming trunks with the famous trade dress of the
CAMPBELL'’S Soup Can, a retail shop doing business under a CRAYON Soup logo
bearing a striking similarity to the CAMPBELL'’S logo or a CAMPBELL’S Automotive
Machine Shop, establishing evidence that consumers are likely to be confused as to
whether or not Campbell Soup Company is in, for example, the adult entertainment
business or machine shop business may be problematic. Nevertheless, such use damages
our trademarks.

This is at the heart of our endorsement of dilution legislation.

When the rights which we try to enforce are not clearly stated, we must either
commit ourselves to expensive, protracted and uncertain litigation or fail to act in defense
of our brands. Such cases represent a financial loss for the trademark owner and a loss of
efficiency for the judicial system which could be remedied by legislative adoption of

dilution as a basis for the protection of famous trademarks.
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Prepared Statement of James K. Baughman

In Support of H.R. 1295
Page 3

Like many famous food brands, a number of our brands are the family names of
individuals involved in the founding of the businesses those brands represent. What we
repeatedly face, however, is not the use of CAMPBELL or CAMPBELL’S alone as the
trademark or name for a business, for example, but the use of CAMPBELL or
CAMPBELL’S in the distinctive lettering which we have employed for nearly a century.
Often, that lettering is then used with the color red or a simulation of the red over white
trade dress which is a famous mark in its own right.

This sort of usage does dilute the ability of our famous brands to stand for
something - to stand for the unique reputation that each embodies. If machine shops and
property management companies share the ownership of our CAMPBELL’S logo and
adult entertainment clubs share the ownership of our GODIV A brand, our ability to
maintain the reputation represented by those trademarks has been seriously compromised.

The reputation of each of our brands is the core reason why consumers purchase
the products on which they appear. Consumers know famous brands; they trust them and
rely on them and want to be associated with them. When these brands are associated with
adult entertainment or automotive repairs, their value is undermined.

Diluting uses of famous trademarks typically derive a commercial benefit from
the dilution. Doing business under a well recognized brand provides the junior user with
the sort of name recognition and brand imagery that can create a tangible competitive

advantage in its own marketplace. After all, the initial use of a new and non-diluting
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Prepared Statement of James K. Baughman A

In Support of H.R. 1295
Page 4

trademark has no reputation and no goodwill associated with it. Reputation and goodwill
are created over time based on the experience of consumers with a brand.

Piggy-backing on the reputation of a famous trademark will, consequently,
gradually erode the goodwill attached to the trademark, but it will also give the junior
user an unfair, long lasting and valuable compétitive advantage.

The efforts which we have taken to protect our famous brands from “non-
competitive” misappropriation have been two-fold, i.e. (a) we have an active licensing
program to extend some of our famous brands into additional product categories under
our own auspices and control and (b) we have used state dilution laws to combat dilution
when they are available.

We have found state dilution laws to be useful in stopping usages such as
DOGIVA dog biscuits in fancy foil boxes, a GODIVA’S Gentlemen’s Club and an
imitation of our famous logo in the form of a CRAYON Soup logo in our distinctive
CAMPBELL'S lettering for a retail shop.

Without dilution legislation, the owner of a famous trademark must establish a
likelihood of confusion that is overly intellectualized and ;'.xpensive to prove in the real
world conflicts that arise with discouraging frequency. Applying a likelihood of
confusion analysis only encourages litigation by creating doubt in the mind of the junior
user as to whether the use can be enjoined. A legislative determination is ;1eeded to make
it clear that dilution of a famous trademark is, in fact, actionable whether or not a

likelihood of confusion can be proven.
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Mr. MOORHEAD. Mr. Montan.

STATEMENT OF NILS VICTOR MONTAN, VICE PRESIDENT AND
SENIOR INTELLECTUAL PROPERTY COUNSEL, WARNER BROS.

Mr. MoONTAN. Thank you, Mr. Chairman. Again, my name is Nils
Victor Montan. I am vice president and senior intellectual property
counsel at Warner Bros., the film studio in Burbank, CA. I am also
here testifying on behalf of our affiliated companies within the
Time Warner family, including DC Comics, the owner of such fa-
mous trademarks as Batman, Superman, and the like.

Warner Bros., as most of you know, is a film studio. We also
make television shows like “ER” and “Friends.” We also have a
very large consumer products business, which licenses our famous
trademarks in the United States and around the world. That is, we
license companies, large and small, to manufacture products from
T-shirts to lunch boxes to interactive games, bearing the Looney
Tunes characters and the DC Comic’s characters. In fact, today I
am sporting a Looney Tunes tie, which is a licensed property.

The point I want to make with the licensing of these products is
the following. In 1994, Warner Bros. generated $2 billion of retail
sales of its products bearing these licensed marks. Now of course
Warner Bros. did make some royalty money on that. But this was
really a big business that supported a lot of smaller businesses
throughout the country and ancillary businesses, like the manufac-
turers of these products and the stores that sell these products. So
really, what's good for the intellectual property owner in this in-
stance, that is, protecting these trademarks, is really good for
Americans across the country. It helps put money in their pocket.

It is my job to protect these trademarks. Time Warner and War-
ner Bros. spend an incredible amount of money, time, and effort
doing that. Every year we spend literally millions of dollars in legal
fees registering these trademarks around the world. I think in a
certain instance, we're lucky that we can afford to do that, but
going back to Representative Schroeder’s question earlier, I can at-
test to the fact that even Time Warner, with our resources, is not
able to register all these marks all over the world for every possible
classification.

I was in the unfortunate position just recently, of having to go
to senior management and ask for some money to buy back tﬁe
Tasmanian Devil in Chile. That'’s the country Chile, not Campbell’s
Chile. It really is a real problem for us to get famous trademarks
protected.

Warner Bros. and its affiliated companies enthusiastically en-
dorse both H.R. 1295 and H.R. 1270. We believe that it is time that
the law in the United States at the Federal level recognize the in-
credible value that trademark owners have built up in their famous
trademarks. I think it’s time that we view this kind of use as a
form of trespass on property and detach it a little bit in cases of
famous trademarks, from a need to demonstrate a likelihood of con-
fusion in a consumer’s mind.

The basic point in our view is that the trademark owner, who
has spent the time and investment needed to build up the goodwill
in these marks, should be the sole determinant of how the marks
are used in a commercial sense.
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I also brought a couple of examples which I thought might be
helpful to the committee to see. Being from Hollywood, I brought
a production assistant with me, Mr, Sackler, from our Washington
office, some of you might know him. He has volunteered. The first
example is a deception of two logos, corporate logos. You will see
on the top of this display, of course, the famous Warner Bros.
shield, which has been used for over 60 years and is shown before
each of our movies and is now before the Studio Store, which is
downtown here in Washington. I think by anybody’s account, the
Warner Bros. shield qualifies as a famous mark. The trademark
below was used by a company called Black and White that made
Snowboards. You can see basically that they have altered the War-
ner Bros. shield slightly. They have flipped the W and they flipped
the B and they have put “Snowboards” where the ribbon is.

I suppose one could argue that no consumer is likely to be really
confused by this because there are differences slightly between the
“B” and the “W” and Warner Bros. would be unlikely to put
Snowboards in its corporate shield, but the point is, that this use
really is, as other witnesses have pointed out, a dilution of our fa-
mous trademark, and takes away from its distinctiveness.

The second example I'd like to show you is something that unfor-
tunately occurs in the licensing business from time to time. We face
a lot of what is called piracy. I spend a lot of my life chasing people
who counterfeit T-shirts and the like all over the world. In this in-
stance, you will see that this company took the world famous Bugs
Bunny and Tasmanian Devil carton characters dressed them in
hip-hop clothes, gave them a background of some marijuana leaves
and has Bugs Bunny smoking a marijuana cigarette. Naturally,
this is not a use that we would condone or license. So again, the
argument could be made, well how would any consumer possibly be
confused to think that you would license this or endorse it? But ob-
viously this is not a use that we would endorse. Despite any argu-
ments about whether there is or is not likelihood of confusion, a
use like this in our opinion, should be stopped.

So for these reasons, we enthusiastically endorse the idea of a
Federal dilution statute. We believe the bill as drafted is suffi-
ciently narrow in scope to protect our interests as owners of famous
marks without disturbing any legitimate interest of others.

Warner Bros. and Time Warner obviously also support H.R.
1270, the Madrid Protocol Implementation Act. Warner Bros. and
DC Comics has a portfolio of 12,000 registrations and applications
all over the world. As I said earlier, this is a very expensive propo-
sition. I believe adherence to the Madrid Protocol would enable us
to get registrations easier. It certainly would allow us to maintain
them anﬁ-l to renew them at a lower cost and with greater effi-
ciency. Thank you, Mr. Chairman. That is the end of my comment.
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(The prepared statement of Mr. Montan follows:]

PREPARED STATEMENT OF NILS VICTOR MONTAN, VICE PRESIDENT AND SENIOR
INTELLECTUAL PROPERTY COUNSEL, WARNER BROS.

Mr. Chairman, My name is Nils Victor Montan and I am Vice President and Senior
Intellectual Property Counsel at Warner Bros., a division of Time Warner Entertainment
Company, L.P. and one of the family companies of Time Wamer, Inc. I am also a member of
the Board of Directors of the International Trademark Association. On behalf of Warner Bros.
and Time Warner, I want to thank the Sub-committee on Courts and Intellectual Property for
inviting me to testify before you today in support of H.R. 1295, the proposed "Federal Anti-
Dilution Act,” and H.R. 1270, the proposed "Madrid Protocol Implementation Act.”

As you probably know, Mr. Chairman, Warner Bros. is one of the major motion picture
studios, located in Burbank, California. The studio grew from the business started by four
brothers in Youngstown, Ohio, at the tum of the century, Jack, Albert, Sam and Harry Warner,
the sons, like many of the founders of the motion picture industry, of Eastern European
immigrants who came to the United States in the 1880’s. In 1919, the Warner brothers followed
many others to California and eventually settied at the site of the present studio in Burbank,
which has been continuously occupied by Warner Bros. since 1928. During the 1920’s, Warner
Bros. produced a series of motion pictures, including one containing the most important and far-

reaching technical innovation of the day, the introduction of sound. In August 1926 the Studio
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produced Don Juan, starring John Barrymore, which utilized the new sound-on-disc process
known as Vitaphone. A year later, Wamer Bros. came out ;vith the epoch naking, The Jazz
Singer, in which Al Jolsen spoke the first words ever heard in a feature film. In the 1930’s,
Warner Bros. became famous for producing films which concentrated on gritty realism. The
movies produced by Wamer Bros. in this era echoed the headlines of the day, and their basic
. concern was for society’s losers. For this crusading approach, Wamer Bros. became known as
the working man’s studio, and its films, uncompromisingly shot in black and white to reflect the
harshness of the depression era, made few concessions to glamour. Famous movies from this
era include Public Enemy, Little Caesar and I Am A Fugitive From A Chain Gang. In the
latter half of that decade, Wamner Bros. began to make a series of popular historical and
adventure film including Captain Blood, Anthony Adverse, The Prince and the Pauper, The
Life of Emile Zola, The Adventures of Robin Hood and The Private Lives of Elizabeth and
Essex.

It was during the 1930’s that Warner Bros. began its 65 year tradition of producing
animated cartoons. In 1930, Warner Bros. began to produce a series of cartoons which came
to be known as the LOONEY TUNES and MERRIE MELODIES cartoons. In the 1930’s and
1940’s, soon-to-be world famous cartoon directors such as Friz Freleng, Bob Clampett, Tex
Avery and Chuck Jones worked in the Warner Bros.’ cartoon studio and developed such classic
American cartoon characters as BUGS BUNNY, DAFFY DUCK, PORKY PIG, SYLVESTER,
TWEETY, and YOSEMITE SAM. During the 1940’s, while the animation division was further
developing the LOONEY TUNES characters, Warner Bros. continued to make memorable live
action motion pictures such as the Maltese Falcon, Casablanca, To Have and Have Not, Life

with Father, The Treasure of Sierra Madre, The Letter, Sergeant York, Meet John Doe,
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Yankee Doodle Dandy‘ and many,kmany more.

Today, this great tradition _ontinues, and for the past 12 years, Warner Bros. has been
among the top three film studios in the entertainment industry. In 1994, Wamner Bros. produced
such hit films as Maverick, The Client, Ace Ventura Pet Detective, Interview With a
Vampire and Disclosure. This summer, Warner Bros. leads all studios in domestic box office

. with its major hits Batman Forever and The Bridges of Madison County. Along with the other
motion picture companies, The Walt Disney Co., Sony Pictures, Twentieth Century Fox,
Paramount, MGM, Universal and Turner, Warner Bros. has helped to create an industry which
today leads the world market and can only be descﬁbed as an export trade assét of the greatest
value. Mr. Chairman, as you are well aware, the protection of the intellectual property generated
by American film studios, particularly abroad in countries like China, has rightfully become one
of the highest priorities of our government.

The unique Warner Bros.’ film library contains more than 3,000 feature films and more
than 25,000 television episodes, including approximately 3,500 animated cartoons. Warner
Bros. Television today supplies more primetime television programs than any other company,
including the 1994 and 1995 seasons number one rated new series and new drama, ER, and the
breakout hit Friends.

Warner Bros. also acts as the merchandising agent for its affiliated Time Warner sister
company, DC Comics, the owner of such famous character trademarks as BATMAN,
SUPERMAN, and WONDER WOMAN. Warner Bros. Consumer Products Division achieved
more than $2 billion in retail sales worldwide in 1994 of products bearing these and other

famous Wamer Bros.’ and DC Comics' trademarks. The Consumer Products Division has
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approximately 2,300 active licenses with companies throughout the United States and around the
world who produce products bearing the Warn.r Bros.” and DC Comics’ marks, ranging from
t-shirts and caps to lunch boxes and interactive games. The Wamer Bros. Studio Stores Division
also operates over 125 stores around the world. Focusing on the Consumer Products Division
alone, Warner Bros. is responsible for the creation and support of businesses, both large and

- small, that collectively employ thousands of individuals throughout the United States and abroad
and bring entertainment and delight to untold millions around the globe. Needless to say, these
licensees look to Warner Bros. and DC Comics to take action to protect these trademarks and
prevent others from using them without authorization.

To support its’ film, television and consumer products interests and to support the
businesses of their licensees, Wamner Bros. and DC Comics spend literally millions of dollars
every year in the protection of their world famous trademarks, principally through the process
of registration. Today, Wamer Bros. and DC Comics administer a portfolio of nearly 12,000
active trademark registrations and pending applications throughout the world. Warner Bros. and
DC Comics are also vigorous in their enforcement of their world famous trademarks, and spend
many hundreds of thousands of dollars every year in legal fees and related costs in the protection
of such marks from unauthorized use.

Mr. Chairman, as you probably know, trademark law requires trademark owners to
maintain control over the nature and quality of goods and services sold under their marks. This
is in fact the cornerstone of trademark law. At Warner Bros. we exert the highest level of
quality control over the products sold to the public bearing Warner Bros.’ and DC Comics’

marks, and we are justifiably proud of the high levels of quality that these trademarks have come
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to represent to the consuming public.

1 am testifying today in support of H.R. 1295, the "Federal Trademark Anti-Dilution
Act” and H.R. 1270, the "Madrid Protocol Implementation Act."”

Warner Bros. and its affiliated companies within the Time Wamer family support the
"Federal Trademark Dilution Act of 1995" and the "Madrid Protocol Implementation Act”

- because we believe these two bills, if enacted into law, will give American companies, such as

Warner Bros. and DC Comics, important and significant tools to help them protect their most
valuable assets, namely the intellectual property generated by the creative individuals working
for the companies.

Warner Bros. and Time Warner specifically support the Federal Trademark Dilution Act
of 1995, because we feel that, while the traditional test of trademark infringement, "likelihood
of confusion”, serves the very laudable purpose of protecting the reasonable expectations of the
consuming public, it is also time that the law recognize the very valuable property right a
vcompany obtains through the use and promotion of its trademarks. In our opinion, this is a
property right which should stand separate and apart from any confusion which may arise in the
minds of the public as a result of use of the marks by others. For decades, Warner Bros. and
DC Comics have invested to build trademarks like the WB SHIELD corporate logo, BUGS
BUNNY, DAFFY DUCK, BATMAN and SUPERMAN into world famous brand identifiers.
Other Time Wamer entities have similarly built their world famous marks such as TIME,
PEOPLE, SPORTS ILLUSTRATED and HBO into household words. This has been done at
the cost of millions of dollars in advertising and promotional expenses, through the registration

and protection of the marks, and through the sale of biilions of dollars of merchandise enjoyed
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by consumers ali over the world. Time Wamer rightfully considers these famous trademarks
to be the most valuaule assets owned by the company. These trademarks are valuable, in part,
because they instantaneously convey a wealth of information about the product to the consumer
including such attributes as high levels of quality. These trademarks have become classic pieces
of Americana, and although they are commercial assets owned by Time Warner, those of us
employed to protect them consider ourselves trustees of national treasures.

The basic fact is that trademarks such as those owned by Warner Bros., DC Comics and
other Time Warner entities are no longer mere source indicators, but are symbols with
independent value which should be entitled to protection in their own right like any tangible
asset. In this regard, I believe there is ample precedent for viewing trademark dilution as a form
of trespass on property, which should be subject to injunction, without reliance on its impact on
the minds of the consuming public. The basic principle is that the trademark owner, who has
spent the time and investment needed to create and maintain the property, should be the sole
determinant of how that property is to be used in a commercial manner.

We believe the narrow scope and careful wording of H.R. 1295 will afford the registrant
of famous marks additional ability to protect its vaiuable assets without disturbing any significant
interest of others. First, the bill requires that the mark in question be registered. This will
ensure that the public has notice of the claim and will also have the added benefit of inducing
some to use our registration system. Second, the bill reqﬁires that the mark must have become
famous, leaving it to a court of competent jurisdiction to determine such fame based upon the
criteria set forth in the bill. This will ensure that only the owners of the strongest marks will

be able to avail themselves of the dilution provisions of the federal statute. Finally, an
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infringer’s use must be a "commercial use”. This requirement must also be read in conjunction
with the section of the proposed act which permits the fair use « { the registrant’s mark by
another person in comparative commercial advertising or promotion to identify the registrant’s
competing goods or services. These last provisions ensure that traditional areas of use, protected
by the First Amendment, will not be adversely affected by enactment of a Federal dilution

B statute. In sum, I believe the relatively narrow scope of the bill and the historic ability of
federal courts to set clear boundaries for the proper parameters of intellectual property law argue
well for the enactment of H.R. 1295.

Mr. Chairman, let me give you two real-life examples where I believe H.R. 1295 might
have been helpful to Warner Bros.

In the first case, a company selling snowboards under the name Black & White adopted
the world famous WB SHIELD as its corporate logo, but merely flipped the letters WB (standing
for Warner Bros.) to BW (standing for Black & White). Examples of this use are depicted on
Exhibit "A" attached hereto. Now one could argue, I suppose, that because there is a slight
difference in the two marks, and because it is unlikely that anybody would be literally confused
that Warner Bros. would license the use of a mark such as this for a property like snowboards,
that no "likelihood of confusion” is likely to result from the simultaneous use of the two marks.
Obviously, from our perspective, and I hope the committee will agree, the use of the Black &
White mark, regardless of any perceived lack of likelihcod of confusion, would dilute the
distinct quality which has been built up in the WB SHIELD for over 60 years.

The second example, which is depicted in Exhibit "B" attached to this statement, is a use

which unfortunately occurs from time to time in our business. In this case, a t-shirt
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manufacturer has taken the LOONEY TUNES characters BUGS BUNNY and TASMANIAN
DEVIL, put them in "hip-hop” clothing, and depicted them on a t-shirt smokiag a marijuana
cigarette. Obviously, this is not the way we at Warner Bros. like to see the characters depicted,
or the message we want to send to the youth of America. Again, 1 suppose, one could argue
that it is unlikely that any consumer would believe that Warner Bros. authorized such a depiction
of the characters, so it is unlikely that there is any "likelihood of confusion”. Nevertheless, as
I'm sure you will agree, such a use clearly d_ilutes the distinctive image of our famous character
marks.

In both these cases, 1 believe that a federal dilution statute of the type proposed by H.R.
1295 would have given us strong additional arguments to make against these unauthorized uses
of Warner Bros.’ intellectual property. While there are state dilution remedies available in about
one-half of the states, as others will tell you, Mr. Chairman, these statutes have provenﬁ be
inadequate in their protection, and inconsistently applied. Moreover, most courts would have
great difficulty granting state law injunctions which apply outside the state boundaries. This will
do little for a company like Warner Bros. that does business on a national basis.

In summary, in our opinion, the proposed dilution statute recognizes the extraordinarily
valuable commercial appeal inherent in famous trademarks whxch must be protected from
commercial incursion. Without such protection against dilution, valuable rights can only be
eroded, and ultimately, lost. As I mentioned before, Mr. Chairman, it is not only Warner Bros.
or Time W;mer who will benefit from the strengthening of our abilities to protect these famous
marks, but so will our licensees and the thousands of employees who work for our licensees,

as well as the manufacturers of licensed clothing and the retailers who sell our authorized
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products to the public. Perhaps you saw the article in last Thursday’s Wall Street Journal, Mr.
Chairman, which discussed the incredibly powerful impact that the Hollywood licensing industry
has on the American economy today. Laws like the proposed Federal Trademark Dilution Act
of 1995 that protect American intellectual property ultimately put money into the pockets of
small businesses and ordinary citizens across the United States.

. Tuming to H.R. 1270, the proposed "Madrid Protocol Implementation Act”, Warner
Bros. and Time Warner are in support of the enactment of this proposed bill because we believe
that it will allow United States trademark owners the opportunity to significantly decrease the
cost of filing and maintenance of trademark registrations in countries adhering to the Madrid
Protocol. From my statement made in support of H.R. 1295, it should be obvious that we
believe that trademarks play a crucial role in supporting both our national and international
economies, and that the market place is becoming more and more global everyday.

As I have already stated, Warner Bros. and DC Comics maintain a very large portfolio
of international trademark registrations. The Madrid Protocol affords trademark owners from
member companies a mechanism to obtain trademark protection around the world more easily
and, in many cases, less expensively. It also greatly reduces the problems inherent in trademark
maintenance and assignment processes, thereby reducing costs to trademark owners. Finally,
adhering to the Protocol will allow the United States to begin to assert leadership in an area
which we have largely heretofore left to others - the creation of uniform standards for trademark
registration.practice. As the country where citizens undoubtedly register the most trademarks
around the world, this would be of great benefit to us.

Thank you very much for your time and attention.
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EXHIBIT A,
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EXHIBIT 8
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Mr. MOORHEAD. Thank you very much,

Ms. Alford, in stating the factors to determine whether a mark
is famous or distinctive, the dilution bill lists the degree of inherent
or acquired distinctiveness. What is meant by distinctiveness?
Wha;. is the difference between inherent and acquired distinctive-
ness’

Ms. ALFORD. A mark is distinctive if it serves to distinguish the
source of one product from the source of another. This is an issue
that has been elaborated upon at great length in the case law.
Thus, the real issue here, the new idea that is brought up in this
statute, is really what is fame.

With regard to that, fame is a higher level of distinctiveness. The
statute sets out an illustrative list of those factors which would be
used to determine whether fame existed. While this is a subjective
analysis, the courts are used to such an analysis, as it is similar
to the standard used for a finding of likelihood of confusion under
the Lanham Act as well.

Mr. MOORHEAD. Does a mark have to be used nation-wide in
order to enjoy dilution protection? Can a mark be famous and dis-
tinctive enough within a single county or township to gain Federal
recognition?

Ms. ALFORD. No. A mark does not have to be used nationwide in
order to enjoy dilution protection, as long as the use is such as to
come within interstate commerce so that it is regulable by Con-

ess under the interstate commerce clause. It could potentially

ave protection against dilution, but it would have to satisfy the
enumerated factors that would lead to a finding of fame.

With regard to a use within a single county or township, no. A
mark could not be sufficiently famous and distinctive enough with
that use such as to gain Federal protection, because again, there
would be no interstate commerce such as to invoke the jurisdiction
of Congress. That would be a situation which would be regulable
under State law.

Mr. MOORHEAD. You heard Commissioner Hampton propose that
unregistered marks be eligible for dilution protection. What is
INTA’s position on this?

Ms. ALFORD. I did hear the Assistant Commissioner state that
there was no good reason for limiting the applicability of the stat-
ute to famous marks that are registered, but we believe that there
is a very good reason, that is, practicality; indeed, for many of the
same reasons that the PTO has argued that it is not practical to
consider dilution during the examination of trademark applica-
tions—cost and uncertainty. The board of the INTA has very care-
fully considered this question. It is a board made up of many well-
known American brand owners’ counsel, and many distinguished
private practitioners. Their judgment is that enlarging the scope of
the bill would create great problems regarding clearing trademarks
for adoption.

The fact is really that virtually all famous marks are registered.
While we recognize the hypothetical concerns, the practical prob-
lems are not hypothetical. They are very clear. Extending the stat-
ute beyond registered marks will lead to significant costs and un-
certainty for American trade