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FOREWORD

The purpose of thig little book 1s to present, in the
stimplest manner, consistent with  comprehensiveness,
an interpretation of the Federal statutes coneerning
trade-mark registration and protection,

As the book 1s intended for business men, we have
avoided legal phrascology as much as possible as wall
as long quotations from court decisions, exeept where the
mclusion of such excerpts was found necessary to a clear
understanding of the subject.

Our large trade-mark practice, extending over many
years, has developed the conviction in our minds that a
vrcat deal of uscless labor i devising trade-marks that
cannot be registered—to say nothing of  vexatious
litigation over defective marks—might be obviated by
some such publication as this.

We call the attention of those who are interested in
trade-marks to the superior facilities of our trade-mark
department for handling business of this character.

Our service includes not only registration of trade-
marks, and general trade-mark practice before the

‘atent Office, but also registration of trade-marks 1n
forcign countries and the registration of foreign-owned
marks in the United States. |

Amonyg our trade-mark clients are many of the lirgest
and most successful bhusiness enterprises in America.

MUNN & COMPANY
NEW YORK AND WASHINGTON
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CIIAPTER 1
The Trade-Mark as a Business Asset

F vou should find in vour Santa Claus stocking, next Christ-

l mas, a gift for the exclusive right to use the word “ Royal™”

as a name for baking powder, you would be ecight million
dollars richer than vou were the day hefore.

[t is said, on good authority, that the Royal Baking Powder
Company considers its trade-mark worth just S1,600,000 a lctter.
This is, perhaps, the most valuable trade-mark in existence,
though it is rivaled in value by " Kodak,” * Uneceda,” * Ivory™
(as applied to soap), “Coca-Coly,” the name *““ Gillette” used 1n
connection with safety razors, und a haif dozen others,  Lach
of these trade-marks has become a national institution. To
displace them in the public mind would require competition of
unheard-of magnitude and energy.,

The name *Coca-Cola” is worth at least five million dollars;
the Gorham silver-ware mark two millions, at a fair estimate;
the trade-marks of the National
Biscuit Company, all of which -
touch the highest standacd of dis-
tinctiveness, must be the largest
asscet of that concern; and the
name ' Kodalk”—where weuld the & prveanos o s irabe-
Lastiman Company’s business go Vieoae
to if it should hand over the trade-mark ** Kodak” to some other
concern, and go on making the same goods under the name of
smith’s Hand Cameras?

When the American Tobacco Company was recently dissolved
into separate companies, under the order of the Supreme Court,
the trade-marks of the combinaiion were estimated to have a
value of $435,000,000, cuit of total assets of §227,000,000.

The ageregate total value of well-known American trade-
marlks must be in the hundreds of millions of dollars. But any
estimate of the value of a trade-marlk, apart from the business
to which it uF]ﬂics, is neceessarily a mere guess, for a trade-mark
1$ @ species of commercial property that cannot he sold by itsclf.
It 1s inseparably attached to the business from which it emanates,
and cannot be transferred without a transfer of the business.
There are cases where a concern’s trade-mark has become so
valuable, through long yvears of popularity and profit-making,
that it entirely overshadows all other assets of the business—in
short, the husiness could not exist without it,

A trade-mark is a symbol of Good-Will—using the words
"Good-Will” in the same sense that the bookkeeper uses them.,
It stands for built-up reputation; it is the link that conncecets the
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ultimate consumer with the manufacturer. It preserves the
identity of merchandise, and, in carrying out this function, it is
a device of inestimable value to the commercial world.,

Sometimes a complex chain of events is best explained by
simple illustration.  With this idea in mind, let us put ourselves
in the place of a woman who wants a
cake of Ivory Soap. She lives in a
desert town 11 Arizona.  She cannot go
half across the continent to Cincinnati
to buy a five-cent cake of soap from
Procter & Gamble.  In fact, it is a safe
bet that she never heard of Procter &
Gamble, hut she knows that she wants
Ivory Soap. So she sends her little
girl down to the “general’”’ store, and
this lisping mwessenger asks for “Ivory”
Soap—not  just plain “soap’—-and
brings the familiar package with the
name on it back to her mother, If the

1. bk it storekeeper sends some other kind of
Pl 0GR AEADE VARE Cs0up the owner of the nickel knows
e A BEEREER instantly that she did not get what she

wanted,

By means of the trade-mark " Ivory” the manufacturers in
Cincinnati deal with this buyer in Arizona as surcly and as
expeditiously as if the lived across the strect from their factory.
Trace this transaction backward, and vou will find its trail
running uncrringly through the retailer, the wholesaler, and the
jobher to the manufacturer-——and at every stage of its journcy
the product kept its: personality. It left Cincinnati as Ivory
Soap, and as [vory Soap it was put into the consumer's hands.

Sclling by trade-mark 1s one of the miracles of modern mer-
chandising.  Its development to a state of high cfficiency has
taken place during the last hundred years.

L

Competition is the basis of the modern industrial system.
Plainly defired, a competitive system means a system under
which cvery trader, large and small, must be prepared to justify
his existence at any time.

In the carly centuries of English idustrial life, competition
in the modern sense was unknown, as Townsend Warner points
out in his * Lardmarks of Industrial History.”  PFqgr centuries
after the Normeawu conquest of England, all manufaciured articles
were produced by craftsmen-—cach master craftsman working
in his tiny shop with two or three apprentices.

All craftsmen belonged to gilds, whose status and authority
were recognized by the law of the time.  These gilds fixed the
prices of commoditics—a price **fair to the seller and fair to the
buyer.” A craftsman could not push his trade beyond his own
immediate locality, Lecause in that event he would come in
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conflict with his brother eraftsmen,  Ile mude shoes, or harness,
or wove rough woolen coats, and sold them to his neighbors at
a price that was fair to him and fair to them, and in somnolent
ol uge wus guthered to his fathers, without having heard the
word competition” or its equivalent in burly Saxon-French,

With the deeay of centuries, the gilds slowly passed away,
and upon their ruing arose the modern l'nutmrr system,

In the new adjustment of things, here and there a eraftsman
with more energy and a longer financial head than his fellows
hegan to extend his trade, and employ more journceymen and
apprentices.

in 1?50 JTohn Winchecombe, *' Juck

:]ul' Nluw lm]ry'.,”' (L wunlun]wuu vuir. had a .}{‘SWP@‘”’L@ ‘
wndred Jooms at work in hiy own  fing § Y 4 B9 ¢
house, and Wincheombe woolens were LSt
known as far asx Antwerp, AL the - worma s o
sume time, London craftsmen were Y0 bt et
selling their goods all over England— [0 0 0 v
or, atleast, in the larger towns, and there v cvneon v agerye
was o growing trade with Flanders,

These manufacturers, as the circle of their trade expanded,
hegan to sce the desirability of marking their products in some
wity o identify them, so that purchasers at a distance would be
able to distinguish them from similar articles produced by others.

Any device for identifying a commercial product is a trade-
mark, in the hroad significance of the term,

Some of the carly trade-marks were rude initials und eryptic
designs of interluced crosses and cireles.  Others consisted of
dragons and winged snakes, and various real and unreal animals.

The craftsmen of the fifteenth and sixteenth centuries were
the first users of trade-marks in England.

The flickering torch of the antiquarian throws a dim light on
some sort of trade-mark usage current
amonyg the Greeks and Romans, and even
among more ancient trading pcogﬂcs, but
these rescarches hold but little of interest
to us. OQur present purpose is to consider
the function of the trade-mark in inodern
business, and with that thought in mind, it
may be taken as an established fact that
trade-marks, in the modern sense, have a continuous history of
perhaps five hundred years.

In the carly part of the seventeenth century the gold-beaters
of Nuremberg were using trade-marks, and they had systematized
their use to such an extent that an official register of gold-heaters’
marks was kept and penalties for the misuse or counterfeiting of
tracde-marks had been established a law,  This register has been
preserved.  Its yellowed pages are decorated with curious de-
vices of serpents and dragons, doves and crosses. Without
ﬂxcel?tion, the marks of the Nuremberg gold-hbeaters were picturc
marks.

[Ye

ark vsed between)?40-53
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In the early part of the cight-

@ o) centh century the use of trade-

== marks  wus  generad, ino certain

T lines of trade, throughout Lavape.

ﬂ But the luck of specifie legislo-

tion for the registrution of trade-

murks at that time—a lack that

persisted  until  the  nineteenth

mcuntln‘y-ﬂlumls one to the con-

clusion that these cighteenth cen-

i' tury traders did not attach great

BERENY PORCEE QLN TR AT star s illl.]}fl‘l'lll“l‘u o l‘,hu H"l‘jw‘:l" l'lluy

RIS VTN SN FH R STt 1 U\'Hlﬂnlly considered  the trade-

HETHE BIGHIEES T CeNTTeyY mark a mere minor aceessory of
business, |

The carly decades of the nineteenth century witnessed the
rise of three great forees which were destined to accomplish, in u
short time the most profound changes in muanufucturing and
selling miethads,  These forees were:

ist.  The application of steam power to manu-
fucturing in a large and cconomical way.
anil,  The development of cheap and quick trans-
portation.
I'he invention of meuans for the rapid dis-
semination of intelligence.

Factories, employing thousands of hands---great industrial
monuments to Cheap Power-—hmt inevitubly to find distant
markets for their products, No longer eould the manufacturer
sit at home and await the buyer. s product was too large,
and its burden was too heavy to carry on a haphazard sales
plan.  Conscquently, the selling departments of all enterprises
grew tremendously in importance.  Customers were sought across
the breadih of a continent.  Many a manufacturer’s sales arca
grew, in the span of a gencration, from a few hundred square
miles to a region that included every degree of cliimmate from the
Arctic to the Torrid. '

To accomplish this result cfficient selling methods, and
cconomical and fast transportation, were reruired,

As a natural conscquence of these conditions trade-marks
grew in importance. Manufacturers without trade-marks found

' thml, thqi ]]Iﬂtl no hold on tllul:ir

trade.  The consuming public

“WISHBONE” dill not know them ﬁrl their

Reglisterad Trade Mark ‘products by name, and they

IRADE-MARE  vonr costr fanerers  were  at  the mercy of the

SIAPED SOMEWHAL LIKE & Wini-sont, jgbber, the wholesaler and the

| retailer. They  were  sup-

ported by a chain of circumstances, of which cvery link was
wealk.

On the other hand, manufacturers whose trade-marks were
firmly fixed in the public mind by reputation began to see that
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they were, to a large degree, independent of the merchandising
chain. The ultimate consumer knew their trade-marked prod-
ucts, and asked for them by name,

Thus, by a process of natural evolution, the trade-mark
developed in fmportance from a workmun’s tool mark to a
symbol of Good-Will-—a business assct in a tangible forin,

It is an axiom of legal philosophy
that when a thing beeomes valuable
or desirable, legislation concerning
its regulation and protection springs
into being,  Consequently one looks
for, and finds, the hegimning of  ¢Trademark Reg, U. S. Pat. 0F.)
specifie legislation on the subject of PHID AN
trade-marks around the end of the 0oty S0 A
first quarter of the nimmeteenth a4 g "
century.,

Belore the first trade-mark legislation, cases of infringement
fell under the common law, and were decided in courts of equity.

If. D. Nims, o well-informed writer on trade-marks, says in
his “* Law of Trade-Marks and Unfair Trade™: | |

‘It is rarely that once life sees the genesis and matnrity of law,
yet it has almost scen them of trade-mark law.  In the eighteenth
century there were o few scattered decisions which turned alimost
wholly on the question of fraud. With the rise and growth of
machine-marle merchandise in the earlier part of the last century,
the mittter of {:rwntu‘nmrkﬁ of merchants to distinguish wares
going out into the public markets of the waorld assumed importance
and cases multiphed.  Trade-mark law is one of the results of
machinery. It s safe to say that the great mass of trade-mark
and unfiur-trade law is the development of the last forty years.”

A structure, of which the foundation has been so recently
laid, must necessarily be still unsettled.  The rulings of both the
datent Office and the courts are, 1in many cases, contrary to
precedent,  In some mstances, courts in different parts of the
country have handed down contradictory decisions bearing on
the same question. DBut, despite these drawbacks, a hody of
trade-mark law 1s being slowly formed, and it is only a question
of time before our fecet will be on firm ground.

Trade-mark cases should be entrusted to lawyers who have
specialized in this branch of the law., The legal status of this
subject is changing so swiftly that an ordinary lawycer, absorbed
in genceral practice, cannot keep track of it.

A trade-mark bhas been defined as follows:

“A trade-mark may be temsely defined to be any sign, mark,
symbol, word or words which indicate the origin or ownership of
an article as distinguished {from its quality, and which others have
not the equal right to employ for the smme purpose,  Inits strictest
sense, it is applicable unly to & vendible article of merchandise to
which it is athxed." _

(Iull v. Broadway Dazaar, Conrt of Appeals, N. Y., 83 N. .

074.) |
We give this definition Lecause it expresses in the fewest
possible number of words the function and limitations of trade-
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marks,  Algo, because there is in the minds of many business
men, a confused notion of the difference hetween a trade-muark
and o trade-name, By referring Lo the definition it will be noted
that a trade-mark is "“applicable only to a vendible article of
merchandise to which it is affixed."”

On the other hand, a trade-name applies to a business as a
whole, although this business may be engaged in the sale of not,
one vendible article only, bhut a thousand, For instance,
"“Wanamaker's' is a trade-name and ** Kodak" is a trade-mark,

A trade-mark has no value exeept that ereated by the quality,
sitle, popularity and profit in the article to which it i3 affixed,
No matter how distinctive, or attractive o mark may he, it is
worth but little if it 1s used in connection with an inferior article
or with an article sold without profit,

But a distinetive and suggestive trade-
mark 18 of immense help in advertising and
selling,  Consider, for example, the trade-
mark of Old Dutch Cleanser, [t is full
of human interest, motion, life, and sug-
gestion. It brings up in the mind the
mental picture of dirt flecing from an
energetic Dutch scouring woman,  That
this mark has been a powerful aid to sales
is obvious. Suppose Old Dutch Cleanser
had been called Climax Cleaning Powder.
Can you imagine anybody acquiring more

il than the most languid interest in anything
ey st A =Y with a name so dull? It reminds one o

AL L S A R LA T L S

1ADDM S 1 hard and sordid tail,




CHAPTER II
The Federal Trade-Mark Law

HE function of a trade-mark is to denote origine As we
pointed out in the preceding chapter, the necessity for using
trade-marks arose as soon as the expanding wave of trade

carricd a craftsman’s goods to customers outside of his own
community, The ancient trade-mark was a simple device in-
vented for the purpose of enabling a maker of any commodity
to hold his out-of-town customers, so to speak, by enabling them
quickly and surcly to identify his goods.

Throughout its history the trade-mark has remained true to
its ancient antecedents, and its purpose to-day, as it was in the
fifteenth century, is specifically to indicate the origin of an
article of merchandise. .

In this aspect of unchanging purpose, the trade-mark is
somewhat an anomaly in commercial history. During the last
four hundred years, methods of manufacture, distribution and
sale have been revolutionized from top to bottom: banks, which
began as mere money-changing offices, have become establish-
ments for keeping and loaning funds; the retailer, who used to
sit in a hole in the wall with a handful of goods, all of the same
kind, has developed into a merchant selling ten thousand
different articles; the craftsman, who once served a long ap-
prenticeship, during which he learned to make cevery part of a
shoe or a carriage, has become a specialized laborer, employed
by_t}w day to produce the extreme subdivision of a finished
article.

It is strange that, in all this evolution of comnmercial methods,
the trade-mark did not undergo a change in function. It might
have become, by a gradual transformation, a merchant's mark,
applied indiscriminately to all goods of every description sokd br
him.  Or, it might have evolved into a stamp of merit or high
quality, regulated by statute and licensed only to manufacturers
who could prove their right to use it.

But none of these changes has taken place, and the trade-
mark of the twentieth century has for the beginning and end of
its function the purpose of indicating to buyers the association
of merchandise with a particular manufacturer or dealer.

The present Federal Trade-Mark law went into effect on
April 1, 1903,

The reader should understand clearly that the right to own
a trade-mark is not a creation of the statute, for the use of
trade-marks, and the recognized right of manufacturers to be

rotected in their use, far antedatc any specific trade-mark
egislation,

7
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The intent of the siatute is to systematize and codify trade-
mirk practice, 1t provides a definite procedure for
The Act of the registration of trade-marks; lays down rules for
1006 validity in muarks; puts trade-mark litigation, when
registered trade-murks are the subject matter of the litigation,
within the jurisdiction of the Federal Courts; and makes every
trade-mark registerad under the law a part of the public records
of the nation,  But a trade-mark may be legally sound even if
not registered, just as a person may own real estate without
rccqrclmg the title.

The ownership of trade-marks, like any other property right,
is recognized by the common law,  ‘T'he Supreme
Court of the United States has said: *The right
to ndopt and use a symbol or device Lo distinguish
the goods or property muade or sold hy the
{mrson whose mark it is, o the exclusion of usc
yy all other persons, has been long  recognized
by the common law and the chancery courts
of England and of this country., 1t is a property
right for the violation of which damages may
be recovered in an action at law, and the
continued violution of it will be enjoined by
a court of cruity with compensation for past

THY P\ in fl‘ingcl]‘lcn Ls,”

PEIAN WINDOY Trade-marks, under the Act of 1qon5, are

corplEN b pegristered in the United States Patent Office.

o In case of litigation resulting over the right
to use any trade-mark, evidence of the registration of the mark
by one of the litigunts puts the burden of proof upon the other,
In other words, the user of the unregistered trade-mark must
prove priority of use and ownership. This is often a very difficult
thing to do, especially in the case of trade-marks that have heen
used a Jong time, for such proof must necessarily rest upon the
production of old labels, packages of the goods with the trade-
mark aflixed, and the testimony of witnesses.,

The owner of a registered trade-mark does not need any
evidence other than the public records of the Patent Office to
establish the date of his first use of the mark.

When a trade-mark is not registered in the Patent Office,
litigation concerning it dous not come under the jurisdiction of
the Federal courts, unless the opposing parties are citizens of
different states,

On the other hand, all cases pertaining to registered trade-
marks fall within the ficld of FFederal jurisdiction, irrespective of
the amount in dispute or the place of residence of the parties.
There is an obvious advantage in this, owing to the fact that an
injunction secured in one Federal Court will be enforced in all

such courts in any state.

The fee charged by the Patent Office, under the law, for
registering a trade-mark is ten dollars.  This does not include

the attorney’s {ce, which must be paid by the applicant,
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A certificate of registration remains in foree for twenty
years, and it may be renewed, upon expiration, for like periods
of twenty years, upon pavment of a renewal fee of ten dollars,

An individual or corporation
has a richt to register a trade-
mark under the United States law
if the trade-mark for which regis-
tration is sought belongs to the
applicant and is used by hun:

r ' 1"-.3-."“

ist. In commerce among [ EREG. ULS,PAT OF F i3, 51005

the several states:

andd.  Or, in commerce with A CEIFBEVIED UNDERWDAR
' fDI'ﬂigﬂ l‘lEltiOﬂS: TRADE MARE D CoMensih o] THE

Wolchi= tpndatsttoann Tusi,

Sr(l. (_)I'., iﬂ COIIII]]CTCC ‘i\.itll 1Y AMAE :;Hl:_',_].l: t _\!_\1;',:;1" l}]-‘.

the Indian tribes: SeREDCTIVE, BT T DOy NOT
. S TR DT AR TO B L1 DO I 1 A A P TR R L I R M
DFOVldCd thc owner Uf thf-‘» t!‘ﬂdC- SURTLES TIHE KNPLTING PirorERS

mark resides within the territory  oxny.
of the United States (which incfu:lcs all territory under United
States control), or has a bhusiness establishment situated m
United States territory, or resides in any foreign country
which affords, by treaty, similar privileges to citizens of the
United States.

Divested of legal verbiage, the main provisions of the Act,
so far as the features governing registration are concerned, may
be stated as follows:

A design or wording identical with a registered or known
it tr::t“':_'::;gtrmle-murk ownerd and in use by another, and appropriaterd
trable if it 3s: t© merchandise of the same descriptive qualities, or which

s0 nearly resembles a repistered or known trade-mark

owned and used by another, and approprinted to merchandise of
the same deseriptive qualities, ns to deceive purchasers, or to he
likely to cause confusion in the mind of the public.

The insignia of the American National Red Cross Society,

The flag or coat of arms of any furcign nation,

Any design or picture which has been adopted by a fraternal
society as its emblem,

A portrait of a living individual unless the application for registra-
tion 1s accompanied by the written consent of the individual whose
porirait is used,

Scanflalous or inmoral matter of any deseription.

The flag, or coat of arms, of the United States, or of any state, or of
any mumicipality, or any of the insignia thereof,

Any geographical name or term,

A misrepresentation of the guality, composition, character, origin,
or nature of the commodity with which it is used, .

Any mark which consists merely in the name of an individual,
firtn, corporation, or association, unless said name is written,
printed, impressed or woven in some particular or distinctive
manner, or 15 used in connection with a portrait of the individual.
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Any arrangroment of words or devices deseriptive of thoe goods with
which they aro used, or of tho character or qunlity of such ;fmnln.
In other words, a tradeanark must not bo an advertisement in the
ordinnry senso of the word,

: Unliko any othier trade-mark, already in use, and applicd
f:'::_':l’i‘;;:,',"’ﬂ'ﬁf to the same class of gooda, It muit not resemble the
TR trade-mark of A competitor, or of & potentind compotitor,

to such an extent that the buying publie is likely o he
deceived or confused by tho resemblance,

The basiness name of o person or firm lien written, printed, im.
pressed or woven In some distinetive manner, or it assoviation with
n portrait, or in an mtographic form,

Any trivieemark which has heen in continuous nnd exclusive usa
by the applicant since February a1, 14gs,

An arbitrary symbol, or word, or words, or 1 combhination of o
device and wording, not obviousty deseriptive of the commuorlity
to which it is to he applied,

Used in lawful tradoe,

Of such a character that it may he aflixed, printed upon, woven,
sewed, bhranded or otherwise impressed upon the ‘prmluut with
which it Is used, or upon the packuge or container of the produact,

The right to register trade-marks is limited to individuals
and corporations.

Under the United "States law an association cannot possess
Amocintion @ trade-mark, as exclustve ownership and specific
iradeemarks  orzgin arce cssential attributes of validity,

The letters 'A-A. L,"”" meaning Anti-Adulteration League,
were refused registration as a trade-mark for flour on the ground
that the mark did not represent origin, but membership in an
association.  The applicant was a voluntary association of flour
manufacturers. It was held that an assoctation cannot be the
“owner” of a trade-mark within the meaning of the statute.

Some states have enacted laws prohibiting the unauthorized
use of the labels of trade-unions and similar associations.  These
laws are not trade-mark statutes. They are based on the
broader principle of unfair business competition.

It is the general opinion, we believe, of trade-mark authorities
that the lack of provision in our law for
association trade-marks s a “defect that
should be remedied as soon as possible. It
is & noteworthy fact that most of the other
great nations recognize association marks,

An interesting example of an associa-
tion trade-mark is that of the Irish In-
dustrial Development  Association  (re-

roduced on this page). This association
as a membership of about five hundred
Irish manufacturers. Its use 1indicates

THE RIS NATTONAL that the merchandise to which 1t is affixed
TRADL-AANN, . . ‘ .

is of Irish manufacture; in other words,
it is indicative of geographical origin, The Irish trade-mark
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has been registered in CGreat Britnin under the British Trade-

Murk Act of 1903,
An American by the name of D, B.
Barrett attempted Lo repister this mark in

the United States Patent Office under his

own name,  This faet came O the atiene
ton of the Irish Industrial Development
Associntion, and some correspondence ree
lating to the matter passed hetween My,
lohn Radmond, the leader of the Irish
National party in Parlinment, and President
Taft. As the law now stands thiy Irish
trade-mark cannot obtuin in the United
States the protection that registration
might give,

Within

the last few ycars several
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American communities have adopted trades BratioNzey or oMy

murks, or labels,  The Omaha trade-marls
iy reproduced here as an example of this
cluss of marks.
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There is a genuine need for an amendment to the law that:
would give this cluss of marks the right of registration.
A provision of Lthe Act of 1905 legalized all tride-marks that

The Ten
Years' Clausce

had been in exclusive use by the applicant for ten
years prior to the passage of the act, and this pro-
vision applics ceven to trade-marks of ten years'

standing that, hecause of their character, could not be registered

under the act,
i a8 follows:

The wording of the act dealing with this subject

““Nothing herein shall lprcvcnt the registration of any mark

used by the applicant or his predecessors,
or by those from whom title to the trade-
mark is derived, in commerce with foreign
nations or among the scveral states, or
with the Indian tribes, which was in actual
and exclusive use as a trade-mark of the
applicant or his predecessors from whom
he derived title for ten years next pre-
. ceding the passage of this act.”

Coward
Shoe

“ME ¢ it on”
ATRADR-MANK HE)S-
TERED INIEIR THE TN
YRARYS CLALSH

A manufacturer cannot register a trade-mark and file it away

with the intention of using it at some future time,

A condition

of validity is that the mark must not only belong to the applicant,

but must be *used by him in lawful trade.”
a mark is not sufficient.
application for registration.

An intention to use

The use 1n trade must antedate the
The letter of the law is complicd

with if a single package of the goods with the trade-mark affixed

is sold in interstate or forcign commerce.

Those who intend to adopt trade-marks should

Clasnification
{lf Merchnn-

dine

keep in mind that the use of a trade-mark is limited
strictly to one class of merchandise, wlich must be
the class for which it has been registered.
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For purposes of classification the Patent Office has separoted
nll merehandise into forty-nine general clusses, as follows:

Raw or partly prepared  mas
terinds,

Receptauceles,

lll?ufunﬂ. horse uuulvnwnlq. pori-
olios, and pockethooks,

Abrasivo, detergent, and polish-
ing materinls,

Adhesives,

Chomicnls, medicines
nndd  pharmaceutical preparas
Hons,

Cordage.

Smnkers’ articles, not inchulding
tohneeo produets,

IExplosives, lirenems, equipments,
aml projectiley,

Fertilizers,

Inkys nnd Inking materinls,

Constrinetion materinls,

ITardware  and  plumbing  and
Ntem-fitting HHJI])“(‘L‘I.

Metals and metal cnssings and
forgings,

Oils and greases.

Paints and painters’ materinls,

Tohuceo products,

Vehicles, not including engines,

Linoleum and oiled cloth,

Electrien]l apparatus, muchines,
and supplies

nmes, toys, iand mm:-rtimtr groods,

Cutlery, machinery, and tools,
and parts thereot,

Laundry appliances and

chines.

M-

24,
‘11

20,

27,
28,

),

10,

RE
ll:.

"‘ l‘ '

t*"" '

38,
M,

ti?"
33“

-‘W '

floi
Al,

42,
Il.‘-

44,
45,
linl
47
48.

49.

Locks nnd sales,

Moeasurimg  andd
pliances,

[Torologlen] instrinmoents,

'Iuwt'lr}' aniel precious-metal wure,

frooms, brushes, and dustors,

Crockery,

yoreelnin,

I‘Hiters and refrigerntors,

Purniture and upholstery,

(} lnuswire,

Heating , ligghting, and ventilating
apparnfug, not  tncludiey
clcetrical apparstas,

Beltingr, hose, machinery pock.
inge, antd non-metallic tires,
Musical instruments and supplies,

Paper and stationery,

Prints and publications,

Clothing.

Fancy goods, furnishings, oand
notions,

Cnnes, parnsols, and umbrellns,

welontific  ap.

carthenwiare, il

knitted, netted, - and  textile
fabrics,

'Thread and yarn.

Dental, medieal, and surpicnl
applinnees,

Heverages, nan-nleoholic,

[foorls nnd inpredients of fomls,

Winee

Malt extracts and liguitors,

Distilled nlecoholic lguors,

Merchandise not ot herwisece
clnssified,

(Note: Class 18 wns abolished Feh, 24, 1909))

An applicant for registration must specify not only the gencral

class of merchandise in connection with which he intends to use
his trade-mark, but must state also specifically the articles in
that class upon which he has used the trade-mark he seeks to

register,

THEH
MARRK
I 1
ELECTRILG
PANY.
CTRLLENT USBE OF
INTTIALS
TIRADE-MARK,

For instance, a manu:acturer who might apply for the registra-

tion of “ Pendennis,” as a trade-mark for smolk-

—'*T'obacceo

ing tobuacco.”

TRADE-

THE

R A L
COM -
1ILX-

OF
N B

AN

- A8 A

ing tobacco—to scleet a word at random-—woulid
find that it would not he satisfactory to the
Patent Office to state in his application that the
mark was being used in connection with Class 17
wroducts.”’
to state that his mark was being used on ‘'smok-
After
granted the Patent Office would not register
another * Pendennis™
of merchandise, to be used on cigars, for instance,
for ancther applicant.
registrant be obhiged to apply for a new registra-
tion if he should desire to extend the use of his
trade-mark to cigars, or chewing tobacco, or any

He would be required

registration  had  been

trade-mark in that class

Nor would the first
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other tobacco product. The law would protect him in the use
of the mark for all articles of that class, but the rules of the Patent
Office require applicants to give full particulars not only as to
class of merchandise, but the specific articles on which the mark
has been usea.

A result of the principle of trade-mark practice which limits
the use of a mark to onc class of merchandise is to be seen in the
same name being used as a registered mark for unrelated articles.

The name “ Pompeian,” for instance, 1s used as a trade-mark
for a face cream and also for wire netting for window scereens:
“Republie” 1s used for automobile tires as well as several other
articles in different classes:; ‘' Packard” for pianos and auto-
mobiles: and there 1s an * Ideal” hair-brush and an *Ldcal”
fountain pen.

The law directs that the owner of a registered trade-mark

affix, print or impress upon such trade-
Registradion mMark wherever it 1s used, or in close
involves obli-  cnough proximity to it to be casily seen,
kation on the B words, *“ Registered in U, 8. i’atcnt

part of the ,
reygistrant Office,”’ or the shorter abbreviated form,

viz., ' Reg, U, 8. Pat, Off,” The trade-
mark of Baker’'s Cocoa—the Baker chocolate girl—
reproduced on this page, shows how this should bLe
(lonc.

If this notification is not used in connection with
the trade-mark, the owner of the mark, in infringe- ke v.s puem oma
ment proceedings against an unauthorized user,
cannot colleet damages unless he can prove that he Voo
gave the other party formal notice, and that the T [ 177"
unauthorized use of the mark was continued after ...,
notice.

A trade-mark is not merely an advertising symbol. It is an

o essential of trade-mark validity that the muork be
Affixation o ffived to the goods. A device, or word, or phrase,
or picture that is used only in circulars, advertisements, or on
siens or letter-heads is not a trade-mark and cannot be pro-
tected under the trade-mark laws, (It should be stated here
that the unauthorized use of onc other than the owner of such a
device or wording may sometimes be proscecuted under the com-
mon law—the law of unfair business competition.)

A trade-mark may be printed, pasted, written, stamped,
stenciled, branded, sewed, or woven upon the article with which
it is used. In cases where it is not practicable to aflix the mark
upon the merchandise itself it must he affixed to the container.

Rules of the Patent Office

We have not the space here to go into a dctailed deseription
of the procedure of the Patent Office in considering trade-mark
applications.  This procedure, especially in cases where there 15
some doubt as to the validity of the mark, is highly complicated,
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and can be followed successfully only by an attorney experienced
in trade-mark practice,

The rules of the Patent Oflice require applications for registra-
tion of trade-marks to be made in a certain conventional form.
A drawing of the mark, of a certain speeitied size, must be sub-
mitted with the application,  Proofs of the mark, as actually
used, must also be forwarded as exhibits in the case.

If, on preliminary examination, the mark appears to be
entitled to registration, a reproduction of it is printed at least
once in the Official Gazette of the Patent Office.  This publica-
tion must be at least thirty days prior to the date of registration.

The purpose of the publication of the mark in the Official
Gazette 15 to allow opposition
from any onc who thinks its
registration would conflict with
his rights.  Opposing an applica-
tion is technically called an *op-
position.”'  An opposition scrves
to delay registration until the
examiner in charge of inter-
ferences considers the cvidence
submitted.

Under certain conditions, re-
jected applicationsmay, on appeal,
be taken up to the Commissioner
of Patents.

The number of reiected ap-
plications 15 very large. Under

THE : ceLRBRATRED TrADE-MaARK  the law of 1903, the total number
I VICTOR TALKING MACINE. of applications up to May, 1912,
was 02,3500,

The total number of registrations under the law is around
42,000. This means that more than 20,000 applica-
g:rzbf;dﬂf tions have been rejected in seven years. In other
Applications  WoOrds, about two out of every three applications
pass the gauntlet of Patent Office scrutiny, inter-

ference and opposition, and are registered.

Many of the defective applications fail because of a lack of
competent advice in devising the proposed trade-marks, as well
as because of 1nexperience in prosecuting the applications.




Analys

CHAPTER 111

s of the Requirements for Registration

N the preceding chapter we traced an outline of the main

wrovisions of the Act of 1gog-—the Trade-Mark Law,

We

imtend to tuke up in this chulnur cuch clause of the law ap-.

plying to registration, and show
Great care should be taken b

Atrade-mark
will not be
registered if
it is identicn)
in design or
wording with
n known
tradoe-mark
nlrecdy in
use hy an-
other and
applied to
goods of the
same des
scriptivae
qualitics, orif
it resemblesn
known trade-
mark socloac.
ly aa to cause
confusion

iow 1L works in actual practice,

]v an applicant for registration
of a trade-mark, or hig attorney, Lo m'c;ih conllict
with o trade-mark that is already registered or
already in use (even if not registered), provided that
it is applied to the sime class of merchandise as that
of the applicant,  Lack of caution in this respect
has caused interminable annoyance and litigation,
with conscequent financial loss,

In considering the question of coullicting marks,
the Patent Office and the Federal courts hold that
the test of similarity 18 whether the marks are
sufficiently alike in appearance or wording, or sound,
to mislead the average individual,

The word **Autolu” as a tradeinark for cigars
was held not registrable owing to a prior registra
tion of the word *'Auto-do" for the same class of
merchandise,  In this instance, registration was
rei1sed on the basis of resemblance in sound as well

as in appearance,
" Lady Lee” having been registered as a trade-mark for shoces,

“"Lady Like' was refused registration in

the same class.

“Certosa’ as a mark for a brand of
flour sufficiently resembled *‘Ceresota’”—
already registered—to cause its rejection.

“Powellton’ failed registration as a
trade-mark for coal, on the ground that

SNUGTEX

ONKE O THE  IN-
NUMBEBRADLE Wik
ENDINC IN TEX
TRADEMA#K USED ON
HELTS

another company’s coal ulrcad}: hore the

registered mark ' Powell's Run,
“Sodafoam” was considered close enough in resemblance to

“Sea Foam” (already registered in the same class) to cause its
v reg

rejection,

“Uno’” having been registered as a trade-mark for a medicine,

an application for the registration of “Ino

L8 ]

in the same clasy

was refused. _ |
Registration is refused a trade-mark when it consists of

words describing a symbolic or pictorial device which has already
heen registered; or wvice versa, when the wording has been
repistered first, registration for the symbol 1s reiused. Ior

15
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ingtance, the Patent Office has held that a trade-mark conslsting
of o conventional representation of o bouqguet of flowers iy
identical in meaning with another mark consisting of the word
“Boudquet," applied to the same clugs of merchandise,  In cither
case, the goods would be called * Bouquet Brand,” '

Agruumcnt among owners of conflicting marks i3 not recog.
nized by the Patent Office, Aninternsta
ing example of this occurred in the
attemptioregister theword “Nayassett,"
The word ""Nussae” had already been
registered for the same class of groods
and the registration of * Nuyassett™ was
refused on the ground of similarity.
Soon uafterward, the owner of the

b arane-aveys op T Noyassett” mark made a new applica-
CRYSTAL - boMIvo  stasse tion, accompuanied by the formal con-
N gde ik wededhe sent of the owners of the '*Nassac”

' - Al Y . poo
pesestatton or y poweso, mark, The Commissioner of Patents
o atask, aNcLenes e held that the law did not provide for
DAV S ALY A M LY 1A Lt IRIB " ’ } . 3
Wt L BOMIN. " agreement  between  owners  of  con-
) y flicting marks, and the registration of

Nayassett” was refused accordingly,

About two years ago a manufacturer in a Middle Western
city became interested in a new metal polish und decided to put
it on the market.  After long consultation with advertising men
and salesmen, a name was selected,  This name was suggestive
and short, with a snap to it, that made it stand out n the
memory.  Many thousands of labels were ordered and packages
of the article were given to the traveling salesmen of the concern
to be used in getting orders from retailers. Booklets and
literature had been wnitten and mailed, and the business was
heginning to take shape, when, to the surprise of the manu-
facturer and his associates, his application for trade-mark
registration was rejected by the Patent Office for the reason that
the mark had already been registered. Then followed a hasty
trip to a tradc-mark uttorney and a search of the Patent Office
records was made. Investigation of the register showed that
the same name had Lecn registered by an Eastern concern for
a metal polish some Eruars axo.  About this time a letter arrived
from the attorney of the Fustern firm, with a statement to the
effect that the owner of the trade-mark considered this un-
authorized use of the mark an infringement and intended to take
legal action in the matter. A month or two was spent in trying
to make some arvrangement with the Eastern concern, with the
final result that the trade-mark had to be dropped, and some-
thing new devised.

In this case a full ycar was lost, and a considerable amount of
money was wasted, by reason of the failure of this manufacturer
to have a search made of the Patent Office records. He made
the mistake of considering the matter of trade-mark registrationa
small detail, and trying to attend to it himself. A competent at-
toriiey would have saved his fec a thousand times over in this case.
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This prohibition Is not covered by the trade-mark law, but

Atradoe-mark
ronsisliag of
the jnsignia
of the Amer.
e nn National
Red Cross ia
nol roegis
iralle

iy one of the provisions of the Act of (Jonpircﬂ.& in.
corporating  the American  National Red  Cross
(approved Jan. 5, 19og),  The net of incorporation
states that 1t shall not be lawful for any person or
corporation to use in trade, or for purpose of ud-
vertisement, " the sign of the Red Cross' or “any
insignin colored in imitation thercof,” unless such

werson or corporation was entitled to the use of such
:'u.s'ql:‘nm at tie time of the passage of lhe act,

his exception, which was intended TEXM U

to safeguard the interests of those who
MOTOR OIL

had Iong used the Red Cross sign as a
trade-mark, covers the Red (.El‘(}HH mark
of the well known druggists' specialty

house of Johnson & Johnson, the Red  ARUTIEE Sia il 00, &

‘ * . . " r --! ] L ‘hlil\l' lh‘ l}

Cross labels used nnoa brand of shoes  (uis 16 4 entyei woi,
MADE ProM Crrvas AN

made by Krohn, Feehheimer & Company
of Cincinnati, the Red Cross mattress
manufactured by a Boston concern, and a few other users of
this device,

The law, as it stands, is rigidly enforced in regard to all new
trade-marks containing Red Cross devices.

An unusual argument was made the basis of an application
for registration of a label for a cough syrup, on which the c.nblem
of the Red Cross was printed, accompanied by the words ** Red
Cross,””  When registration was refused, the applicant sought
to amend the luhuh}y striking out the Red Cross emblem, while
leaving the words intact, He argued that the Red Cross in-
corporation act prohibited only the use of the “sign of the Red
Cross” and not the words. The application was rejected on
the ground that it was an atteinpt to evade the spirit of the law.

A trade-mark is essentially an exclusive possession,  When

roMeasy,'

Trade-marks
that are de-
scriptive of
the goods
with which
they are
used, or of
the quanlity or
charaucter of
the gooda,
ure not regis.
trablo

it ceases to be exclusive, it ceases to be a trade-
mark, in the true sense, It is apparent, therefore,
that an ordinary word, descriptive of the gnods with
which it is used, cannot be set aside as the exclusive
properiy of any manufacturer, to the detriment of
others producing merchandise of the same character,
The wording of the law on this point is clear, and
the Patent Office is strict in its interpretation.  But
despite this condition, many applications, destined
to be rejected, are made every ycear for the registra-
tion of descriptive marks, We give here a few

examples of trade-marks, refused registration on the ground of
being descriptive.
The word * Kantlecek” was refused registration as a trade-

mark for a hot-water bag, The Patent Office examiner held
that the word was composcd of “Can’t’ (misspelled * Kant”)
and * Leak' (misspelled * Leck’), and that it was intended to
convey theidea that this particular bottle could not lcak, The
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attorney for tho applicant presented an argument to the cffect
that the word was composed of two German words, ' Kant”

and ‘' Leek,” that had meanings

quite different from the Linglish
words with the same sound. This
contention was too subtle for the

rags Mara Ren, V.. Par, Otias) Putgnt Office to grasp, and regis-
u:r':*ll"”“m” TIPS MARK HAR RS "m';ifi“ “"“H f‘{{‘ﬁ“'li ha used os
VGESTRRED 11 HAS  NREN D 1¢ word ap itha,  uscd us

g DUSCHTETIVE WORD 1Y 8 @ name for a soup with nuphtha

ot et s ERERORE ag an ingredient, was held to e

deseriptive, and  therefore  not

registrable as a trade-mark, Lo the exclusion of the goads of

other manufacturers, although the owner had advertised it
extensively,

““Mello" as a mark for chewing-guin was considered descrip-
tive, being simply a misspelling of the word ** mellow."”

Many applicants for trade-mark registration scem to think
that the mere misspelling of a descriptive word, or some fanciful
device in lettering, will remove the word from the deseriptive
class, This is o tclicl’ that has no basis in fuct, for no matter
how a word is spelled or lettered, it is descriptive if it conveys
information of a deseriptive character.,

For instance, the word “ Bestok” was rejected as o mis-
spelling of " Best Stock™; “"Unald’ as a misspelling of ** Un-
excelled " ¢ Kid Nee Kure' as a misspelling of ** Kidney Cure ',
and " Pittsburgh Pump,” printed with hyphens between the
letters—P-1.TT-5-B-U.R-G-H P-U-M.P—was refused registra-
tion as being hoth deseriptive and geographical,

The courts have held that the word *“ Elastic,” used to desig-
nate drawers having an clastic scam,
is descriptive, but the same word is
used in a fanciful sense and is valid as
U.S. Pat Ot a trade-mark when applied to scectional

hookcases.
lOtheS A manufacturer of hooks and eyes

. - applicd for registration of the phrase
A AR “I}?ust? chci:l” as a Lrarlcgnur]{.
mirAse youna renow’ Registration was refused, as the mark
i, SOP amckEAsE HS was held to be descriptive, indicating
(s kitGimniry ror eness. that the hooks and cyes would never

TRATION  woiLn  we Tite rust.
SAMBE IP AT WhnRE C WTLY T ‘ { :
L kg B oY Arbitrary  numbers  are  obviously
ORDINARY TYDPL. registrable as tradc-marks, but the
ap;t)]icant must be prepared to establish
his contention that the numbers are really arbitrary and meaning-
less. In certain trades numbers are used to designate grades of
a product common to the trade, and, in that case, the grade
numbers are descriptive by common usage. A plow manufacturer
E[}{)llﬁd for registration of the symbols A No. 1,” “No. 1" and

X No. 1,” as trade-marks for plows. It was shown, upon

"
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examinntion, that these symbols are used by mnnr plow makers
to designate grades, and they were, therefore, ordinary descrip-
tive trade terms.,  Registration was refused,

T'he prohibition agninst trade-marks deseriptive of  the
character or quality of the product applies with cqual foree to
trade-marks deseriptive of the container or package. A flour
manufacturer put ur his product in barrels of a distincetive
charncter—white and dark staves alternating,  He applied for
repistration of 1 mark consisting of a pictorial representution of
the striped barrel,  This mark was considered deseriptive, and
registration was refused.,

A Philadelphia candy manufacturer applied for registration of
the word ““Ifussy,” as used in the phrase "'A fussy package for
fastidious follk.,'”  The Patent Office held that the word *fussy,”
as used in the phrase, was merely o deseriptive term—uan
adjective qualifying ** package''—and registration was accord-
ingly refused.

The word “Spearmint,” heing n deseriptive word, was re-
fused registration as a trade-mark for Wrigley's Spearmint
chuwin;,li am, but the representation of a spear was considered
registrable,

Various applicants have sought registration for trade-marks
that, while they are meaningless to English-speaking people, are
really descriptive terms taken from foreign languages.  Such
worrﬁ: are not registrable, for the Patent Oflice makes no dis-
tinction between languagces.

The phrase *! Lait de Violettes," meaning in French ' Milk of
Violets,' was rejected as a mark for per- Py

fumery. | o | dd
" Llegancia, '’ the Spanish e ['uwu]cnt
N } ME g b W gt

of the Lnglish word * Lilegant,” was re- .
fgﬁcrl registration as a trade-mark for :::.-'r'm--.-" ”i‘“:"' ::;:;{”{:{”_::1
Clgzars. AHMILTRARY Wi, FRGLL-

A rlcﬁcriptivc word In @ Janguage s rRRED AS A TRADESMARE,
little known as Esperanto is neverthe-
less unregistrable, ' Saniga’ means “Suanitary' in [Esperanto,
and it has been accordingly refused registration on the ground of
heing a deseriptive term,

In considering the question of descriptive marks, the differ-
ence between description and suggestion should not be overlooked.
Suggestiveness is a highly desirable quality in a trade-mark, and
many excellent and legally valid marks 6

are suggestive, ‘ 99
The name “ Hydegrade,” a regise
tered trade-mark, applied to a well- » SN S
A

known fabric, is suggestive of high WELL-KNOWN 1 RADI:
quality, but it is not descriptive. It sanrsw.  AxoTHER  ExAMPLE
is a coined word, composed of the L:’LHT;LHH';_-‘EL*I":EI ;‘::'{{'i:;”:__{"{’;'"'r;:
ulmncntr:"'HWc” (name of owner) and v v ot '
“Grade.’

Another cxample of an cxcellent suggestive mark is

‘‘ Rubdry’" applied to towels.
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Pictorial marks are often highly suggestive without heing
deseriptive.  The Baker Chocolate girl, depicted in the act
of serving a cup of cocoa, suggests duintiness, taste, beverage,
quickness in sereing, and refreshment.

The word ‘‘lIdeal,” used in connection with a fountain
pen, is considered  fanciful, and not descriptive. It would
scem  that a very fine distinction 1s made here, as this word
is an ordinary descriptive word, commonly used to express
a state of perfection, as in the expression “An ideal dav.”
It may bhe said, on the other hand, that nothing ever reaches
an ideal condition, and, in that sense, the mark may be con-
stdered fanciful.

Greographical names, like descriptive terms, are the common
A weograph. Property of all who use the language. No onc
cenl name or Manufacturer can appropriate such a term for his
term  i» not  OWN exclusive use as i trade-mark unless he uses jt
registrableas jy an arbitrary or fanciful sense.  The only excep-
o trade-mark 43005 1o this principle are to be found in the case of
manufacturers who have adopted geographical terms as their
trade-marks and have used them so long, without opposition or
protest, that they have acquired a common law right to their
exclusive use,

Among the gceographical marks rejected hy the Patent Office
are the following:

“Yale,”" applied to hosiery; *Cloverdale,” for canned fruits
and vegetables; ' Red River Special”™ as a mark
for agricultural implements; and “Aurora,” on
shoes—the name “Aurora”™ heing applied to
jocalitics 1n at  least twenty states of  the
Union.

It would scem in the livht of common-sense.
that in the last-named case (that of * Aurora’™)
the ruling of the Patent Office is on a very narrow
basis indeed.  The word ““Aurora’” has no
veographceal significance to the average person,
It calls up a mental image of the dawn,  If this
case, and some others like 14, are considered valid
precedents,  every  applicant  for  trade-mark
, registration must be prepared to sulunit his ap-
vt ran o phication to the stern ceriticism of the Post Office
CONN L T e biruuwr}', with its cataloguce of fifty thousand or
et more names. (It s interesting to observe that,
wing Lovate,, inoa later case, the Patent (Oflice allowed the

registration of ' Aurora’ as a trade-mark for otls,
lard, syrup and honey. Aspegren & Co., ex parte, 100 Official
Cazette, 684.)

“Tabasco” was refused registration as a mark for a sauce on
the ground that it 1s a geographical term, Tabasco being the
name of a state in Mcexico.

“French” was rejected as a trade-mark for paint, On the
other hand, “Celtic” has been registered as a trade-mark for tea
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The word ““Celtic” has reference to a race, of which the Irish arc
only onc branch. It is not applied to any particular country or
section of the globe. '

The map of the United States has been refused registration
as a trade-inark for sugar.

“American Lady” was refused registration on the ground
that the word ‘*“American” is geographical,

When a geographical term, applied to merchandise, is used in
a fanciful or arbitrary sense—that 1s,
when it conveys no deception in regard

to the origin of the merchandise——it may

be registered as o valid trade-mark.
“Publin” is a valid trade-mark for

soap, although the soap is made 1In

America,  In the case concerning this | o
mark it was shown that it is the practice | (15 JEV M
of soap manufacturers to call their v counvey,  diie ge o
products  “Limerick,”  “Scotch,” cosen wan, svan 1
*Irish,"” cte., and that the buying public |7 71EE 8=l 11 B EES 7
is awarce of the fanciful use of these ipw' waer. -
names and is not deceived therehy,

“Vienna,” applied to bread, is considered valid. No onc
expects bread made in Vienna to be solld in America, consecuently
no one is deceived by this fanciful use of the word.

“Gibraltar” is registered as a trade-mark for belting, It is
true that Gibraltar 1s a geographical name, hut its sugwestive-
ness in regard Lo helting conveys the mental picture of strength,

rather than the idea of origin,

The student of trade-mark conditions, having learned how
applyving to the registration of geographical terms, will perhaps
he puzzled by the number of trade-marks of this class which scem

The explanation of that 1s that many geographical names,
which could not have been protected

» ’ -~ T —
quired a sccondary meaning by long HStOI
and exclusive use by a particular manu-
protection of the common law, A

Some of these common law marksare | b oA E 0

Among  well - known  geographical
trade-marks may be mentioned ** Bristol” applied to fishing.-
of a brand of shirts; and “ Elgin,” “Waltham,” and “ Hlinois,"”’
the names of watches.
tion for a tradce-mark consisting of the letters * U.S. " with a bhack-
ground of a shicld similar to that of the conventional United

rivorously the Patent Office interprets the section of the law

to be valid and well-established.

ab origine as trade-marks, have ac-

facturer. Such marks fall within the Bait Rods

registered under the ten years’ clause. ), v - e

rods; ** Kalamazoo ™ applied to stoves: ** Manhattan,’” the name
The U. 5. danitary Manufacturing Co. was refused registra-

States shicld.
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The coat of arms of the United States {8 not registrable as

A tradeanark
mmust nol cons
st of the la

or contl u?
urma or olther
innignia of
the rJ nited
States, or of
any snle, op
numlnilml'ily.
or any aimus
lationthereof

0 trade-mark oven under the ten years' cluuse, It
has been held that its use in that connection i
opposied to public 80}19}'. (American Glue Com-
pany, ex parte, 1ao Official Gasette, 324,)

'he registration of the coat of arms of the state
of Marylund was refused registration, application
having been made under the ten years’ clatse,

In another case, registration of a simulation of
the shield of the United States, with alternate red
and white stripes, was refused registration,

It would scerm at first consideration that if the objecet of using

A tvadeamanrk
which cone.
aista  meoerely
of the namae
of an individ.
unl, lirm or
corpornljion
con be reygise
teredonly on
cerlain cone
ditionn

to use his own name.

a trade=mark is to indicate the origin of o com-
modity, the most effective mark would he simply the
maker's nunw—-“funws Brown" for goods nuufe by
llum»:m Brown, and “ Willinin Jones" for goods made
)y William Jones,

‘This logic would be indisputable if there were o
different family name for every individunl, But
names are limited in number—-there are cleven
pages of Smiths in the New York City Directory-—
and every man has a natural and inalienable right
It is obvious that a fumily name laeks

the exclusiveness that is an essential quality of a legitimate
trade-mark,
But a personal name may be written, or printed, or stamped
~in such a way that the peculiarities
W = (0 - of writing, or printing, or design,
l X may dominate the name and he
@ the most conspicuous feature of
s ctgataestarr. aroa ey the combination,
'O DR IS A UNINTD Wolth, MADY
NY SPRLLING THE PROPIEIETON'S
NAMYE "HANSEN T BACKWARDS

The trade-mark Act provides
that ‘‘no mark (shall be regis-
tered) which consists merely in
the name of an individual, firm, corporation, or association, not
written, impressed or woven in some particular or distinctive
manner, or in association with a portrait of the individual.”
In this clause the framers of the Act have endeavored to put a
logical restriction on the injudicious use of personal names as

wWitnix

STATUTE

INTO A

THE
THIS
TUE NAME "GILLETIE Y I8 CONNSDERRD
DISTINCTIVE,
DBOMINATES THE
PO:atTINN
SECONDARY 13O RTANUL.

trade-marks and the endless
litigation that has always re-
sulted from this practice.

The names of historical
personages (not living) may be
registered as trade-marks, but
the name of a living person
cannot be used without his
consent.

The phrase *‘Gibson Girl"
as a mark for shoes was re-

MBEANING
WAY o)

0 Filn
PRrRESERNTING

NOTRE THAT THE DEVH'L
NAME, AND It I8 1
OF  KRELATIVVELY

fused registration, as the word ** Gibson” obviously referred to

Charles

ana Gibson, a living artist.
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In case of the registration of names of individuals, firms or
corporations the restriction of the luw that the name must be
shown in some " particulnr or distinetive manner” has been
interpreted to menn o presentation of the numoe in such «
form that the peculinvities of lettering, or writing, or of un
aecompanying  devico are so pronouncal that they dominate
the name umhhrow il into n sjositiun of sccondary importance.
The meaning of Lhis clause 18 best shown by means of examples
of proper names, registered and used ag trade-marks, A
?unl:hur of tracte-marks of this character may he found in this
IO,

Muny portraits of ]ivimir persons are used  as  trade-
marks—notuble among them being the fuce of W. L. Douglas,
A norirait of shoe manufacturer; and the

n'livinu indie
vidual is not
reyistralile as
a trade-mark
unlesan the
application fa
nccompanicd
by the writ.
e consent
of the person
whaose por.
trait in used

portrait of Thomas A, lidison,
used in connection with his
fucsimile signature, as a trade-
marlk for lidison phonographs.

Among historical chare
actersthe picture and signature
of Robert Burns, the pocet, are
combined in a trade-mark for
cigars; the face of Benjamin
Franklin is used as a trade-

mark for the Saturday Lvening Post, and
will be found printed on the editorial page
of cuch tssue; Bismarck 18 a nane [}ar
collurs; Napoleon is used in connection
with a brand of flour; and * Bob"' Ingersoll
is the trade-mark of a cigar,

It 15 a definite principle of the common
law that fraud vitintes any transaction
that it touches. A trade-mark that is deceptive and misleading
cannot be protected, no matter if its registration shoukl be
accomplished.

‘“ Knights of Labor” was refused registration as a trade-mark
for whiskey, as the evident intent of the mark was
to mislead purchasers into a belief that the whiskey
was produced by the Knights of Labor, a labor
organization.

A similar case is exhibited in the attempt to

REU. U B, PAT, OFF,
THI N PORTRAIT OF

HENIAMIN FRANKIIN
I tHE IR SDE-MARK
(rl PIEE, s ity
BAVENING 1IN,

A teadeannrk
iIs not regis-
trunble af st
conveys in
any way

misreprescn- - register the name “ Masonic” as a mark for cigars.
tntion ﬂr 'hl" . »
article Registration was refused.

_ The name **Malt Myrrh" was refused registra-
tion as a trade-mark for malt liquors when it was shown that the
liquors did not contain myrrh.

The name * Old Country Soap,” used in connection with soap
in such a way as to lead purchasers to belicve that the soap was
manufactured in Europe, was held by the court in the case of
Wrisley v. lowa Soap Company to be deceptive, and protection
against infringement was refused.
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A false repredgentation on a tradesmark to the effect that the
urthi'lu i patented when it is not, is suflicient to vitlate the trades
NULTKR,

A tradesmuark registration does not protect when it is used on

an article different in character, or come

' ‘p(].‘-l“,iflll. or origin, from that for which

U was registerad, This prineiple is very

important, A manulacturer cannot do as

he pleases with  his  trade-muark without

repard Lo the rights of the publie. I the

urticle for which it was registered is chunged

o AT L ussum[ully N composition, or in Pm‘pusu,

TR AR the trade mark censes to he of value,

Trade-marks under the United States lnw

are always specific and assoctated with o

cortain defintte article, and not with the proprictor's general
husiness.

In Great Britain and Canada there are general trade-marks,
which o manufacturer may use on any ariiele he makes, no matter
to what diverse classes these artieles belong,

A trade-mark which 1s technically a valid mark, will he

refused registrationif, in the opinion of the Patent
plrademare Olice, its registration would be opposed to public
trable if it policy. A few examples will show what we mean,
registeation  The phrase " Ask the Revenue Officer” was re-
would be  dooied as o mark for whiskey,  The Patent Office
agninst public ~{ ' R : .
policy weld that this mark, appearing on hottles ot

harrels, would lead the publie to believe that the
contents had the indorsement of officers of the government.

For a similur reason the word *“Government' was refused
registration as a mark: for loose-leafl hinders.

The name of a hiving Lx-President cannot, be registered with-,
outl his written consent (as in the case of anv other living person3,
and the name of an lix-President, not living, cannot be registered
at all.  The use of the name of an lEx-President o5 a trade-mark
is not considered consonant with the high dignity of the Presi-
dential office.

Sceveral appiications have been made within the Jast few
years for registration of the names or portraits of 1Ex-Presidents,

The signature and portrait of Thomus Jefferson, combined in a
trade-mark for cigars, was refused registration,

The words  Roosevelt Rose” were rejected on application
for registration, the rejection being partly because ** Rose' had
heen registered on a previous application, and partly because
Roosevelt is a living person,

A trade-mark cannot bhe a color, because the number of colors
Other is limited, and it would be manifestly unfair to give
Restrictions  the exclusive use of a color to any individual,

The use of the flag or coat of arms of any foreign power is
prohibited as a trade-mark.,  This restriction holds even when
the foreign power agrees to the use of its insignia. The
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Russinn government consented to the use of its coul of arme
ns a trade-mark in the case of an u||)|)licunt hefore the United
States Patent Oflice, but registrition

was refused,  The law i mandatory,
and is not affected by ngrecmoent, EL n
Any destgn or pieture which has L

Ieen mlopwrr by o fraternal society a
its emblem is not  registeable as @ tpreRe Are gn o Apasy
trade-mark, OB MARIS CRNDING

['or obvious reasons, scandalous or oxoro, orive, el
immoral matter i8 refused reglstration, Vv suoes or s e

A trade-mark cannot he o shape, or J)0 50T Besek s
i package, or a container,

A tradesmurk cunnot be the article of merchandise itself,
for the “mark” must necessarily be different from the thing

muarked.

Praposed Amendment to the Law

As this hook goes to press, an amendment to the Act of 1903
is hefore Congress,  This amendment, which will, in all proba-
bility, hecome a lvw, denies the right of anyone Lo register as a
trade-mark any mark which consists of "*any name, distinguish-
ing mark, churacter, emblem, colors, flag or hunner, adopted hy
any institution, organization, club or society whicn was in-
corporated o any state in the United States prior to the date of
the adoption and use by the applicant.”

This proposed addition to the law is the result of an attempt
of certain manufacturers to capitalize the prestige of various
well-known clubs and other organizations, A case in point was
a recent attempt to register the initials " Y. MLCADY as a trade-
mark.,  Another flagrant case was the adoption of the emblem of
the New York Athletic Club—a winged }UUL“—:IH a trade-mark
by a manufacturer of men’s clothing,  On formal protest by the

cw York Athletie Club the registration of this mark was held up.

The Trade-Mark Status of Patented Articlea

A patent may be defined as an exclusive monoply in the
manufacture and sale of a new and uscful invention, granted by
law for a term of years to the inventor.

As an offsct to this monoply, which is granted to the inventor
as his reward from the publie, the inventor’s exclusive right
ceases at the expiration of the patent, amd any once may manu-
facture and scll the invention.

It would bhe manifestly unfair to the public if the owner of
the patent could, at its expiration—still retain the exclusive right
Lo use the name and trade-mark under which the invention had
been sold,  If this were permitted, the effect would be a partial
continuance of the monopoly. The name and the trade-mark
belong to the article——not to the mdividual—and the right to use
them goes with the right to manufacture the article.,
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The Singer Manufacturing Company, when the patents on its
adopted as a trade-mark the word ** Singer”
blended with a device,  The effeet of this

L CINED WD, had been sustained, would have been to

AR Thow e s eE o herpetuate the right to the exclusive use of

s the word “Singer” as applied to sewing

machines.,  In this event, at the expiration

Singer machines, hut only the Singer Manufacturing Company’
would have hadd the use of the name “ Singer,”’

‘“*Singer,” as applicd to machines of this particular design, be-

came public property when the patents expired.  The court said,

“A patentee or his assignee, by incorporating into his trade-

mark the distinctive name by which a patented machine has
cannot, after the expiration of the patent, take away from the
public the right of using such name. The trade-mark cannot
name from becoming, with the patent, the property of the
public.”

case of Dover Stamping Co. v. Ifcllows (163 Mass. 191, 194, 146)
the court said:g

upon it a name, and calls it by that name and no other, and it
becomes known to the trade and to the public exclusively by the
patent, then certainly 1t may be said that, as a general rule, the
richt to the exclusive use of the name ceases with the termina-

sewing machine were about to expire,
JAPALA(
action, if the validity of the trade-mark
EERTA T AN T
nf the patents, any person would have the right to manufacture
It was held by the courts that the right to use the name
in the case of Brill v. Stuger Mfg. Co. (41 Ohio St.):
become known to the public during the existence of the patent,
he made a guise for extending the monopoly, or preventing the
The Singer case is typical of cases ol this character. In the
‘“When one”who has a patented article gives to it and puts
name so given to it by the patentee or person controlling the
tion of the exclusive right to make and scll the thing.”



CHAPTER 1V
The Flements of a Good Trade-Mark

HIE reader who has perused the preceding pages devoted to
T 4 discussion of what o tradesmark cannot be, beging to

wonder, perhaps, what part of the language is left unre-
stricted,

It is true that the number of restrictions imposed by the law
and the courts is considerable, but the lunguage is virtunlly
inexhaustible, with its infinite possible combinutions of letters
and words,  And to these possibilities of construction must he
added the limitless varietios of designs and symbols which are
registrable and valid under the law, -

A trade-mirk may bhe:

A coined word, like Calox, Coca-Cola, Omo, Jap-a-luc,
Crisco, Pebeco, Celluloid, Plexo (u trade-
mark for suspenders; also for a toilet
yreparation), Supolio, Cravencette, Jell-0O,
]Kmlal-:. Unceda, Pro-phy-lac-tic, Crex
and Quixo.

A srmba!, like the Baker chocolute
girl; the Prudential Insurance Com-
pany’s trade-mark, which consists of a

ieture of the Rock of Gibraltar; the
Merrimack  duckling;  the spear of
Spearmint chcwin}: gum; the Puritan
nuinter, used on Bay State brick and

cement coating; the Ford automobile | 7 Prob o ob o0 0
mark, consisting of a winged pyramid; ... ., LR ATN
or the representation of a mask or o+ oo s
domino, used on packages of Crystal 1 o070
Domino sugar; or the painter hoy of .. '\ . |

the National Lead Company:, S

A combination of a word, or words, and a syntbol, like Thomas
A. LEdison's portrait and signature, used
in connection with phonographs; a picture
of a black cat and the words ** Black Cat,”
used as a hosiery trade-mark; the trade-
mark of the Vacuum Oil Company, con-
sisting of a picture of a gargoyle in con-
nection with the word “Gargoyle'; ora v 1w wern
representation of a swan accompanied by [ vartE ol o
the word *“Swan,' used on fountain pens. =

A portrait, like Mennen's Talcum Powder mark, which is a
picture of Gerhard Mennen; or the portrait of Robert Burns,
used on cigars. ‘

27
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A word, or words, used in a fanciful (non-descriplive) seuse,
like " Cat’s Paw,” a trade-mark for rubber heels; * Bachelor's
Friend,” a sugpestive trade-mark for hosiery; the word *Ribhon,”
a mark for a tooth-paste; ' Republie,” used on automobile tires:
“Velvet,” a trade-mark for smoking tobacco; “Onyx,” the
trade-mark of a well-known brand of hosiery; “lIvory,” which
stanrds for a famous brand of soap; ‘“‘Diamond,” a name for
tires; " Arrow.’” used on collars; “ Blue-Jay,” a trade-mark for a
corn-plaster;  ** Big Ben,” used on alarm clocks; ' Lifebuoy,
the name of a soap; or " Occident,” the name of a flour.

A historical or mythological character, like Juno, King William,
Stonewall Jackson, Cupid, Venus (there is a
lead pencil carrying this trade-mark), Samson
(applted suggestively to a brand of rope), or
Apollo (the name of a piano-plaver).

Initialy or arbitrary nnmbers, like the ©*GUE."
trade-mark of the General Electric Company;
the number 700, applied to perfumery and
tollet articles; 01, a floor varnish: ““BE-Z."

e o, . thesuggestive trade-mark of jar used in preserv-
BT ng fruits; “O.K," the name of a clip to hold
T A T Iie ) ) . s v ) .
nac-rs o onass.  papers together; “B.VUD,T the trade-mark of
o, - a well-known dine of underwcar; or the big 1™
enclosed in a diamond-shaped design, used as a trade-mark on

Heisey's glassware,

I'he business namte of person, firm or corporation iwohen sorillen,
printed, impressed or woven fna distinctive manier,
or In uassoctation seith a portrail, or in an auto-
grapliic form.  An example of this type of trade-
mark 15 the word **Cross,” reproduced here.
The name “Gillette,” used on safety razors, is
enclosed in a diamond and crossed by an arrow.,
A well-known trade-mark of this character is
the name ' Stewart Hartshorn,” found on most
shade-rollers.

Marks that may be technically defective are registrable under
the ten years' clause if they have been in exclusive use by the ap-
plicant for ten years preceding 1yos. The word * Faultless,”
registered by 1D, Rosenfeld & Come-
pany, of Baltimore, as a trade-

e mark for garments, belongs to this
, > | R class. M Faultless” 15, of course,
deseriptive, but it 1s nevertheless

. S

registrable under the ten years'

N VREE EPERCIIVE THADRAARK. c[alise. Another mark of Lh::.:; SUIme

Certr witH Blsrvils sont pe Kind consists of the word “*Cow-

AL B ALK ard"—a trade-mark for shoes.

Coward is the proprictor, and un-

der the Act of 1905 his name has no cligibility as a tradce-mark

unless 1t 18 written or printed in a distinctive manner. But his

name has been used as a trade-mark since 1868, and, conse-
quently, falls within the provisions of the ten years' clause,
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It is casy enough to devise a trade-mark that will comply with
the letter and the spirit of the law. But a trade-mark should
be something more than merely registrable and protectable.
Think of the immense advertising and sclling effort that must
be brought to bear to overcome the inertia of a meaningless or
unsuitable trade-mark.

The Nine A proposed trade-mark should not be adopted
Tests of o yntil every one of the following questions can be
‘[t!r'::l:ﬁ ::r'i( answered affirmatively in regard to it:

1. Is it casy to speak?

2. Is it casy to remember?
Is it casy to spell?

"l

4. Is it simple in design?

5. Is it attractive in sound and appearance?

0. Is it sugyestive of the good qualities of the merchan-
dise?

-, Is it different from other trade-marks of the same
class?

8 Can it be affixed to the goods with which it 1s to be
used ¢
9. Is il registrable and protectable?

Competent trade-mark experts, such as those on the staff of
Munn & Company, never submit a proposced trade-mark until
it passes this rigoreus examination successfully.

Few trade-marks in commercial use can stand these tests,
becaase most marks have been designed without any clear per-
spective of the part they were to play in business.

As a matter of interest and mstruction, let us take several
well-known trade-marks, at random, and put them through the
list of test questions.

Opcening a current magazine, the first trade-mark we sece 1s
““Postum,”” the name of a substitute for coffee. Postuim is casy
to say and remember and spell. It
1s simple, but not particularly attrac-
tive in sound. It has no suggestives
ness, except the artificial suggestive-
ness of familiarity. It is distinctive,
registrable, and is virtually infringe-

. AN BHE RS I OERN IR R DN (ORI I O C A I
ment-proof. I the figure 100 should Ca I

be set down as denoting a perfect

trade-mark, then Postum should be graded at about 8o. It
wholly lacks suggestiveness, and it 18 not attractive though not
displeasing,

The next mark that attracts our attention in this magazine

is "' Siwelclo,” a coined word, applied to a flushing device used
in connecction with bathroom toilets.  Siwelco 18 not casy to
pronounce, it is not cuphonious, it is not casy to remember or
to spell. It is the reverse of attractive in sound, and it carries
no suggestiveness, 1t is registrable and protectable.

The next trade-mark is “O.K.,” applied to paper {asteners.
This mark possesses every good feature. It is sugpestive in the

LR |
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sense that '"O.K.'" means, in ordinary speech, "all right, satis-
fuctory, good.”  These fasteners are used in oflices,  The symbol
“"O.K" has a distinet meaning in commercial langunge, We
are of the opinjion that O K" used as a trade-mark for office
Huplalicﬂ should be graded 100,

‘Cat's Paw,” a tradesmark for rubber heels, s the next.
It is an example of a word that is sugpestive in the wrong way,
“Cat's Paw" suggests the soft, quict tread of a cat-—and of
ritbber heels, At first glance it would scem that " Cat's Paw'”
is an ideal name,  But those who sell rubber heels say that the
noiseless tread (or “sneaky walk,” as ono shoemaker stated it)
is the greatest of all deawhacks to the sale of rubber heels,  In
short, the name is suggestive, but suggests o defeet.

The next trade-mark that comes to hand is the Ford auto-
mobile mark, reproduced on this page.
It should be noted at the start that the
mark as it stands, with the phrase
“The Universal Car” as a part of it, is
not repistrable, as it contuing a de-

O reste wiaeenonecr Seriptive phrase.  The rest of the de-
o ke s v n o sign s registrable, and, after registra-
AL A Lion, the descriptive phrase might be
imposed upon it without destroying its validity.,

In considering this mark the reader should hear in mind that
an automobile trade-mark must be of such character that it
can be worked out in metal and attached to the front of the
radiator, The Ford device is suited o this form of aflixation,

This trade-mark shows a pyramid with wings,  Its symbholism
is the pyramid for strength and solidity, and thc wings for speed.
Speed and solidity—two desirable cqualities in an automobile,
The symbolism is not apparent until explained, and the mark
is rather meaningless to the ordinary observer, but, considering
the restrictions that surrounded its creation, we are of the
opinion that it is a very good trade-mark,

Next we come to *f Ralloe,” which is the trade-mark of a
collar-retainer. The word is obviously the word *Collar”
spelled backward. It 1s not cuphonious, or attractive, or dis-
tinctive 1 any way. This mark is
an example of a large class of trade-
marks which bears upon them the evi-
dences of only one purpose—and that
is, to produce something which will

BSORBINEJ®

. o] mlf

v oo aeteern geace not be rejected by the Patent Office,
MARE W Iy g S “Crea” is an excellent trade-mark,
wrg, g oty Itisan adaptationof the word ‘! Carex,”
I which is the botanical name of a sedyre-

o _ like grass which may be woven into a
fabric. Dropping the *'a,” we have "'Crex.”” This name sticks
N gne memory; 1t 1s easy to spell, easy to say, and is quite dis-
tinctive. It lacks inherent suggestiveness, but it is the kind
of word that may be readily popularized by advertising.
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There i3 a tollet preparation widely advortised and sold under
the name ' Sempre Giovine,” meaning “always young.' ‘This
trade-mark must be a tremendous drawback to the success of
the article with which it is associated. It cannot he pronounced
properly except by those who have taken lessons; and it s
:llﬁllcult, to remember,  To an English-speaking person it cona
veys no sugrestion,  Foreign words should be avoided in de-
vising tradesmarks, People do not like to ask for things by
names which they cannot pronounce,

The tradce-mark affixed to the linens sold by MceCuteheon,
of New York, a store famous for the quality of its fubrics, con-
sists of the picture of an ol:l-fushimwtl spinning-wheel, without
wording, This {8 a very good trade-mark, It brings up a
mental pleture of the slowly-wrought hand-woven linens of our
grandmothers’ time, fabries that looked good and wore well,

There are trade-marks so admirably adapted to their pur-
pose that they scem to be the work of genius,  * Unceda, '
Il]}llli(.'tl to crackers i a sealed package, is such a trade-mark.
*“Rainbow,”’ a trade-mark for dyes, is another happy inspiration,
This name makes one think of the fine colors and delicate tones
of & rainbow. It stimulates the idea that these dyes emulate
a rainbow in beauty, ‘' Skidoo"—a tradce-mark used in connec-
tion with a small gasoline engine for launches—is another trade-
mark that touches the top notch of merit. It sugpests agility
and lightness, and the ability to get in motion and scurry away.,

Special Notice

An enormous waste of mental effort expended by manufac-
turers and their representatives in devising unsatisfactory trade.
marks might be avoided by consultation with us—cither per-
sonally or by mail—before any work is done in the way of
devising a mark.

There are more than go,000 registered marks in existence,
and approximately 100,000 unregis-

tered trade-marks that have been
used long e¢nough to be capable of
protection under the common law.

One can see that the chances are large EPADE-MARE  OWNED by
of a new trade-mark user deciding  31e Bsravmszon srseNpne
upon a mark that is already in use. (050070 00 0o SoiEy
Many marks are sent to us to be reg-  vwiien ake tares tpos
istered on which it is evident that  =aMET nvaeao”
much thought has been expended,
but which are so nearly like other marks already in existence
that their registration and protection are impossible.

A scarcii of the files, for which we charge only $35.00, generally
saves many times its cost in mental work and vexation. '

Our staff includes some expert designers of trade-marks, who,
living in the trade-mark atmosphere, and knowing the best that
is heing done in trade-mark construction, are fully prepared to
design marks that have every element of distinctiveness, sug-
gestiveness and validigy.

For designing a trade-mark our charge is proportioned to the
time and labor involved.



CHAPTER V

Trade-Mark Protection :

N owner of a valid tradc-mark is protected by law in its
A exclusive use, a4 he i8 in the use of any other property
* that he may own, .

But to obtain this protection his trade~mark must possesy
all the cssentials of validity, and
he must be able to prove infringe-
ment—in  short, the burden of
proof is upon the owner of the

trade-mark alleged to have been
TRADEMANR DF A WALL CoaTte  intringoed.

i et i vt Infringement of a trade-mark
HASTIN, 15 defined in Hesseltine's * Law

. of Trade-Marks and Unfair Trade'
as: '*Animitation such as would he likely to deceive the ordinar
customer in the usual course of trade in the purchase of goods
of one person as those of another,”

~ The question of the infringement of a registered trade-mark
18 covered by scetions 16, 17, 18 and 19 of the Act of 1903,
—=8Scction—16-is-quotcd-herer— - T r———

' " SuerioNn 16 That the registration of a trade-mark under the
; provisions of this act shall be prima facie evidence of ownership.
Any person who shall, without the consent of the owner thercof,
reproduce, counterfeit, copy, or colorably imitate any such trade-
: . mark and aflix the same to merchandise of substantially the same
..+ v deseriptive properties as those set forth in the registration or to
L ~labels, signs, prints, packages, wrappers, or receptacles intended
" to be used upon or in connection with the sale of merchandise of
" substantially the same descriptive mnrerties as those set forth in
" stuch registration, and shall use, or shall have used, such reproduc-
..+ tion, counterfeit, copy or colorable imitation in commerce among
-+ - theseveral tribes, or with foreign nations, or with the Indian tribes,
: shall be liable to an action for damages therefor at the suit of the
. owner thereof; and whenever in any such action a verdict is
o -+ rendered for the plaintiff, the court may enter judgment therein for
- any sum above the amount found by the verdict ns the actual
o damages, according to the circumstances of the case, not excecding
three times the amount of such verdict, together with the costs.

1

+Note that in case of infringement of a registered trade-mark,
.suit may be brought in a IFederal Court, that triple damages
-*may be collected in case the proof of infringement is established,
and the defendant will be forbidden to use the offending mark.
- Infringement 1s a specific violation of the trade-mark statutes.
"It falls under the broader and more general law of unfair busi-
ness competition, which takes cognizance not only of trade-mark

. infringement, but also of all other devices of deception by means

v’

.. of which one person trades upon the reputation of another.
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Nims, in his excellent book on " Unfair Business Competi-
tion,"’ says: |

“'I'he use of a special mark in connection with particular
goods or u particular businesy i8 n representation that those
goods or that business are the gouds or business of the person
to whom the mark belongy; that they belong to the person o
whom the mark has bhecome identified,  If such representation
iy false, o coge of unfair competition exists,  T'he Inw of trades
marks, therefore, is merely a specialized hraneh of the broader
doctrine of unfair competition,  Relief in trade-mark cases iy
afforded upon the express ground that every person is entitied
to secure such profits as result from a
reputation for superior skill, industry, ,
or enterprise, or, in other words, from [O{GXNGY SN H DS
his good-will,  But, as has just heen
seen, this is the precise principle upon
which relief 18 ul}urdu:l N cases of Utle  oNEY IR Worh Ry
fair competition, The right of action 1o oresiEb. o
in technical trade-mark cuses is based oy vwn hevtan ce e
upon the ground that an exclusive o ooy,

property ri{:ht in the mark is claimed, .
and that the mere use of a close imitation of it, by another,

ipso faclo creates u cause of action, regardless of the effeet of
such use or imjtation. But the courts in the pust have fre-
quently lost sight of the broad general principles of unfuir come
petition, and have sought to decide cases of unfair competition
purc and simple, ‘upon principles analogous to trade-marks.’
Phe_owner_of_a_technical trade-mark claims it as his, regardless

RIBBON DENTAL CRREAM

of the coffect on others. I someone clse WSES IV or imitates it;
the owner claims a right of action beeause the mark is his and
his alone,”
And further on, in the same volume:
“ Unfair competition does not necessarily involve the viola-
tion of any exclusive right to use a

word, mark or symbol, It may arise {from -
the use of words, marks or symbols which
are free for everybody to use and are not

subject to exclusive aPpro]}riuLinn by any-
onc. The existence ot this right of action | 1w - vark e s
depends upon the question of Tact, whether 5700 V)7 00 0
what was done in any special case tends  oovanesa, v e oo

to pass off the goods of onc man us being iy pwae woweiay

SRS PR D SE IR 0 W DL R N

those® of another, or tends to deprive | VU000 WLy
any one of his rights, This is the only . ooue v -
substantial distinction between cases of v e kb by
unfair competition, or passing off actions "' 'UEhT
as they are called in England, and cases of infringement of
trade-marks.”

This subject is so large and far-rcaching that we can touch
upon it here only in the most gencral way, and as incidental
only to the question of trade-marks.
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Unfuir competition, so far as trade-marks are concerned, may
take various foring, the most common of which are discussed in

the following )mgus.
1st, There may be a plain, bare-faced adoption by
one sndividual of a trade-mark belonging to

another.

In certain lines of business—notubly the liquor, wine and
cigur trades, this sort of infringement is quite common, and
organizations of houses dealing in these products bhave been
formed to check it

Many states have enacted laws making the counterfeiting of
a label or a trade-mark a penal offense.  Under the Federal Law,
infringement is not a penal offense, and only civil actions may
be brought under this statute,

One of the most interesting cases of the adoption of a trade-
name belonging to another that has ever appeared in the Federal
courts is that of Wolf Bros. v. Hamillon Brown Shoe Co. (163
Federal Rep., 413).

Wolf Bros., shoe manufacturers of Cincinnati, had established

" a common law right to the use of the

name ' American Girl'' as applied to
shoes. This mark is not registrable, as
it is both geographical and descriptive,
The plaintifil has used the mark con-
tinuously since 1896. In connection
with the wording, there is a lady's
head, and the phrase: ** A shoe as goord

Sl vl & G A e B ooyl § S A W R e b -

S AL LS AL ns—ils-nnnmr”—t;mtmin—strlwwc-dusigh —

HACC, nated by numerals, such as go4, 408

and 307.
The defendant, a St. Louis concern, began to use, in 19oo,
" as a trade-mark for shoes, the words “* American Lady,” with a
lady’s picture. Later on, they advertised " American Lady "
shoes with the phrases * With the character of the woman”
and ** The shoe deserves its name.”  The numbers used by the
complainant in designating styles were also taken by the de-
fendant.

The defendant, one of the largest shoe manufacturers in
the country, advertised the **American

‘Lady' shoe extensively, spending more
than one hundred thousand dollars in pub-
N licity after suit had been brought by the

complainant. _ | ‘
n trial of the complainant’s suit for

vemire ey symper damages, brought before the U. 5. Circuit

s teniees, 1un Court, the defendant's treasurer testified

A L reabievakk 1ok that objection to use the name had been

mnie R ek formally made by the complainant in 1901,

~ but that he had considered a protest from

a source so insignificant as something of a joke, and had paid
no attention to it.

TRADE YW MARKR
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It will be noted, upon compurison of the two marks, that
the only difference 8 the use of ' Lady " in the defendant’s mark
inatead of "Girl,"” the two being in all other respects essentially

the same.

Judgment was awarded the complainant, The defendant
was forbidden to use the "American Lady ' mark, and was
ordered to turn over to the compluinant all the profits realized

since thne inception of the suit,

The case was prosceuted further, however, and it was sub-
scqucntlry held (192 Federal Rep, g30) that, inasmuch as the
shoes sold by the defendant bore in conj unction with the name
“Amecerican Ellﬂ)'" the name of the defendant, clearly indicating
that such shoes were of its manufacture and not of complain-
ant’s, there was no unfair competition, There was no
cvidence to show that plaintiff had llmun substantially damaged
by reason of curtailment of sales, loss of customers or decep-
tion, and no attempt by the defendant to palm off its product
as the manufacture of complainant, A judgment for nominal
dumages ($1.00) was awarded to plaintiff.  The question in-
volved in this casc was one of unfnfr trade as distinguished from

the infringement of a valid trade-mark,

ad.  Another method of infringement is to devise an
tngesions simslarity of a trade-mark,

An infringing mark may be so nearly like a well-known and
valuable trade-mark that the unwary or careless may be de-
YU 1 11e. 1 . 'Sh‘ill]“llt th“t 0
show of defense may be made.

The National Biscuit Company has prosceuted more than
five hundred infringements of its tradec-marks.

"Unceda' Biscuit has been imitated by * Ulika,"” ** Uwanta,"
“Iwanta’ and dozens of other specious wordings,

The mark ' Yusea” used on incandescent gas mantles, was
infringed by “U-C-A" In this '
case there was no similarity what.-
ever in the appearance of the
marks, but evidence was produced
to show that " Yusea' was pro-
nounced ** You sce a,” and that in
sound the marks were precisely
the same.  Priority of registration
of the ** Yusea” mark wus proved
and the use of “U-C-A" was ac-
cordingly enjoined.

The word *Chasscuse’ was wr';:.}.a::'n{n_‘lh"l TRADEMARY peop

' . IMEN S A RVENTS th tFIX KL

held by the court to be an - () (08 it s op o
fringement of ' Chartreuse,”” both  cewin.ow 1
marks being applied to cordials.

“Grape-Nuts,” a cereal food, was not infringed by " Grain-

Hearts.''
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“"Old Crow,” the namo of n whiskey, was not infringed hy
"Old Jay." ‘

On the other hand, “Coloninl Dame," used in connection
with perfumoery, was infringed by  Colonial,”

"Chatter-Box," an annual publication for children, was ine
fringed by " Chatter-Book", used as the name of a publication
of the snme general appearance and purpose,

3 Any person has a right to use his own name iin
business, but not in such a way as o lrade on
the repulation of someone else bearing the same
name,

A typical case of this kind is that of Royal Buking Powder
Co.v. Koyal (122 FFed, 337-1903; 38 C. (. A,
409~500). An individual by the name of
foyal went into the business of manufac-
turing baking powder, Iis product was
sold in puckufes of the same general ap-
pearance as those containing the product
of the Royal 'Baking Powder Company.,
The court held that the respondent (.'Ollf{l
use his own name, but “in the least con-
. spicuous manner possible consistent with
A Truabnesank tnar  the right to place his name and address

!}M:H'-; DISTINCTIVE.  Upon the goods made by him."”
NMESS AND IMPRESSIV- -y , -
by " A similar case is that of Vo Faber v.

e fra eyt FFed TR T063 I This case the
Elnintiﬂ’, a manufacturer of lead pencils, was the owner of a

usiness that began in 1761, The pencils made by this firm

had always been marked “A, W, Faber.,” The defendant, also

named Faber, began to manufacture pcncils in the United States,

affixing to his product the mark ' Faber.” The court held

that this was an unfair use of his name, and while he hag‘l a

right to use his own name, ?'ct he must prefix to it "' John E,,
“Eberhard” or " John LEberhard,”

This decision was subsequently reversed (139 IFed. Rep. 257),
and it was held that the use of the name *Faber' with the
initial “E" prefixed thercto did not constitute unfair competi-
tion where no fraudulent intent or deception of the public could
be shown.

The well-known chocolate manufacturers of Dorchester,

’ ' Mass.,, Walter Baker & Co., have had to

~contend with many individuals bearing the

—“ name of Baker. In cach case the decisions
n“te of the court have been to the effect that an

Baker has a right to manufacturc and Sﬂﬁ

e rxerLLpse Chocolate, and to use his own name on pack-

tapr-sank  vok - 4 2ges of his product, but his name must be
SPARE PLUG. accompanied by some statement or distin-
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gaishing mark which will clearly differentinte his product from
that of Walter Baker & Co,

In the case of Williams v, Mitchell (106 Fed, R, 168-171),
the court sald: “"One may not use his own name for such pur-
pose when it works a fraud,  If he uses a deseriptive word, or
a geographical name, or his own name, it must he so used as
not to deprive others of their rights, or to deceive the public,
and the name must be accompanied with such indications that
the thing manufactured is the work of the one making it as
would unmistakably inform the public of the fact.”

sthe  Where the resemblance between two trade-marks
is only casual and not sufficiently prononnced
{o deceive a person of ordinary tntelligence,
there is no z';g[r":'ngcmcnt.

A manufacturer of a lantern known as a ** Hurricance” lantern
cluaimed that the name of another lantern, called * Tempest,”
was an infringement,  The court held that while there was a
resemblance in the naumes in the
underlying idea, they were so

different in appearance and sound (s

7

T I AT AT

F oy ..'I- MUY A TR
that any person  of average |ERSSEEEERIE of sACIN M AHER
common-sense would not mistuke  |PESESEATE f,fl .1.'!:,.:*:3:“'-‘r_}:gl;'fj_“_."l .
once for the other. o TR T T A Ry

. ARSI IR PRL LI R 4705 <Y Y .
“S. B.” a trade-mark for |Ru ORI E NI

¥ L . 1‘13 _-."t ; '\‘r? :E',I
cough drops, was not infringed b faNT
—*Bram uml‘&l.”

U Weber,” a mark for pianos
was not infringed by ** Webster)'
In this case there is a4 casual re-

MARKERS 0OF FALRICS BEEM 1o
. : HAVE & LHANING 100 Arh JrADE.
semblance 1n appoearance in the waspes prrawg N eyt TNy

two words, but no resemblance, !t ORI or IRE BEIST-RNOWS

or very little, in sound., LN ANPLES,
y )

sth. 11 is a principle of the law ?{ wnfatr business

compcelition that the J:Zm'nfi must come o
court wilth clean hands

The courts will not use their power to perpetuate a fraud.
A trade-mark conveying a misrepresentation of the composition,
character or quality of the goods with which it is used, cannot
be protected against infringement.



CHAPTER VI

The Trade-Mark Work of Munn & Company
E began to practice as tradesmark and patent attorneys
before the Civil War, and for sixty-five ycars we have
been engaged continuously in this work,

During our two generations of service the law of trade-marks
and unfuh' trade has grown from a thin trickle of judicial de-
cision to a wide streum of statutes and precedents, We have
kept track of the formation of this large body of luw, and have
assisted, in some measure, in shaping it.

Sixty-five years ago there were probably not more than

a thousand trade-marks in existence in the

L e, o8 United States, To-duy, the registered
: 8y Aﬁm trade-marks alone number above forty
' 0 thousand.
A Knowledge is only accumulated by cx-
g pericnce, and we Dbelieve that we arc

1u5tiﬁcd by the facts in saying that we have
wmd o larger and longer experience in
Patent Office work than any other firm of

i - e -
{ 1

md

i
I e——

We are entitled to practice before the

i e Patent Office in cases concerning trade-
car's neab s prgyten marks as well as those relating to patents.
ON A LANEL PASTED ON Our work in this connection includes the
sononn P PYERY desigming of trade - marks;  preliminary

searches of the Patent Office files; regis-
tration of marks; and the conducting of
opposition, interference and cancellation cases.

Our fees for trade-mark service are:

For registration of a trade-mark (if there is no opposition),
$15.00. To this fee should bhe added the government fee of
$10.00 for registration, making the total cost of registering a
trade-mark, $25.00.

If the mark includes a special design, an additional fee of
$5.00, to cover the expense of preparing the drawing, is charged.

For preparation of a design, or devising a trade-mark, where
the idea is our own, we charge a fee based on the time and labor
involved.

For search of the Patent Office files our charge i$ $5.00. This
search should always be made before an application for registra-
tion is filed. '

After an application has been filed for registration, an exam-
ination is made by the Patent Office, for the purpose of ascertain-
ing whether or not the application is anticipated. If the Trade-

38
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Mark Examiner in the Patent Office refuses to rogister a trades
mark, an appeal may be taken to tho Commissioner of Patents,
If he reaflirms the Iixaminer's decision, another appeal may be
taken to the Court of Appeals of the District of Columbia.

[For conducting appeals our fee is based on the circumstances
of the cuse.

It may happen that you have applied for registration of a
trade-mark cssentially similar to that of

another registrant or applicant, In such S(:[Emmcmimm

a cage the Co:'nmissimwr of Patents iy
authorized to institute what are called AMERICAN HOMES

" Interference Proceedings,” for the purs AN GARDEN)
pose of ascertaining who is the rightful — 2ur vo oo v
owner, If you are dissatisfiecd with the o« « vovan a0 v

ll'l | 1+ 1) “‘l Pl V1] «7 4 v

decision of the Examiner of Interferences, [ \'° '\t 0

by whom the inquiry is conducted, you
may appeal to the Commissioner in person; and from his
dectsion you may appeal further to the Court of Appeals of the
District of Columbin,  We attend to all such proceedings, and
will state terms on application, |
A registered trade-mark can he assigned in connection with
. the good-will of a business in which the mark is used.
?“wa:;*:r The assignment must be recorded in the United
P States Patent Office within three months of its date:
otherwise it is void as against any subscquent innocent pur-
chaser for a valuable consideration. The Cominissioner of
——Patents-is-required-to-keep-a-record-of such—ussi 5
usual fee for preparing and recording an assignment is $5.00.
Delays in registering trade-marks are often caused by the
- failure of trade-mark owners to supply us readily
Informntion  ypith gll the information necessary to l)c;rmulatc an

N ey i! ok . . » ' ’
r;,'.:-dﬂ::, An. application for registration in proper form.

plicntion {or If you are contemplating the registration of a
{‘.:ﬁ';‘i"[“‘,',‘;:j mark, note carcfully the following data which must

be supplied:

., Name of the owner of the trade-mark.

If the owner is a corporation, the State in which it has been

incorporated,

Residence of the owner,

Place of business of the owner,

Nationality of the owner,

Whether the mark is used in interstate or foreign commerce,

or commerce with the Indian tribes,

Class of merchandise on which the mark is to be used, and

the particular description of the goods comprised in that class.

Thus, the _aﬁplicant must not state merely that 2 mark is to

be used with *'Shirts,’" but should be more specific, and state

whether the shirts are outer or under garments, and of what

material they are made. S

8. A statement of the manner in which the trade-mark is apll-rhed
to the %oods. If by means of labels, six copies of the label
should be furnished; if otherwise, six specimens of the mark
as usually affixed. _

9. As gearly as possible the earliest date on which the mark was

used. ~

f1ue1 exdd

D wd

v puaw
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te.  Whother or not tho mark (s registered in any forolgn country
and, if so, tho dato of reglsteation or of the applieation for
repistrition,

t1. I the applicant be not o resident of the United States, the
name antd nddress of some person residing In the United
States upon whom process iy he seeved or notice of tros
ceedings affecting ownership, (I desiced, we can appenr on
the Patent Oflice records ay tho ropresentative of n foreign
rogeistrant upon whom papers may bo served,)

Many American manufacturers and exporters do not realize
the importance of registering thele trade-marks in
Reuistration  the foreign countries to which thelr goods are sent,
in Forelen — Knowing only the trade-mark laws of the United
o States, where the title is derived from first use and
is confirmed by registration, they often wait until it is too late
hefore attempting to comply with the registration laws in other
countries,

A fundamental difference between the trade-mark laws of
the United States and those of Germany, Austria, Hungary,
Argentine Republie, Bolivia, Brazil, Chili, Ching, Paraguay,
Peru, Venezueln, Uruguay, Costa Rica, Guatemala, Denmark,
Finland, Norway, Sweden, Spain, Japan and Cuba, is that in the
foreign countries named the first to register a trade-mark acquires
the property therein, to the exclusion of the rightful owner,

fn many other countries the registration is, after a short
period, also conclusive proof of ownership,  American exportetrs
will therefore see the importance of registering their marks in the
forcign countries Lo which they send their goods,

We are prepared to register American marks in any countr

that-has—mmdeprovision for the registrafion of Toreign-owned
marks., Upon application, we will send a list of fees for regis.
tration in ¢ach country.
Our organization is complete in every particular,  We have
a highly trained staff of trade-mark specialists which
E?“".l.t‘ _ we place at the service of our clients,  Qur branch
nedhitie office in Washington, located just across the strect
from the Patent Office, gives us unsurpassed facilities for rapid
and accurate work, We are always in close touch with new
trade-mark developments through being on the ground, and
being engaged in daily practice before the Patent Office.
Munn & Company solicit assuciate business fromotherattorneys
in patent and trade-mark matters.  All opposition,
Lexzal Causes  cancellation, and interference proceedings, together
with suits for infringement and unfair competition
and other legal matters, are handled by Munn & Munn, Attorneys
and Counsclors at Law, 361 Broadway, who are specialists in
patent and trade-mark causes.
Under the present law those applications for the registra-
tion of trade-marks which have been passed and
Trade-Mark  allowced are published in the Official Gazette, and,
EL‘;‘LF:L:“’“ within thirty days after the date of publication,
any person who believes he would be damaged by
the registration of a mark may oppose its registration by filing
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notice of opposition thereto. The opposer need not be the

owner of a registered trade-mark, but, if registration is sought
by another for a trade-mark so closely resembling one in use by
the opposer on goods of the same desceriptive properties as to be
liable to cause confusion or mistake in the minds of the public
or to deceive purchasers, the registration of such mark to the
applicant would justify the opposer’s belief that he would be
damaged thereby.

Notices of opposition to be effective must be filed within
thirty davs after the date of publication of the mark sought to
be registered in the Official Gazette.

Our trade-mark protective burcau is designed to carcfully
scrutinize the trade-marks published cach week in the Official
Gazcette, and to notify such of our clients as avail themselves of
our services of the publication of any trade-mark for which regis-
tration 18 sought which would bz hable to conflict with any
trade-mark 1n usc by such client, in order that he may interpose
opposition to registration if he so clects.  We make a nominal
charge for these services of $10.00 a year for each mark sub-
mitted. The marks submitted are recorded and classified in
accordance with the official classification of the Patent Office,
so0 that cach week a comparison with those published in the
Official Gazette may be readily had and resemblances discovered.

MUNN-& COMBANY

Patent Attorneys

361 Broabway iranch Office, 625 17 STREET
NEwW YORK WasHnincToN, D. C.



