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Swi ssco Foods Limted is requesting reconsideration of a
Conmi ssi oner's deci sion dated Decenmber 6, 1991, denying its petition
for a filing date of February 23, 1990 for the above identified
application. Although the Trademark Rul es do not specifically provide
for requests for reconsideration of decisions on petitions, such
requests may be considered pursuant to Trademark Rule 2.146(a)(3).

Fact s

On February 23, 1990, petitioner filed an application for
regi stration of the above identified mark, pursuant to Section 44(d) of
the Trademark Act, based upon an application filed in Canada on Cctober
4, 1989. This application was filed in conjunction with three unrel ated
applications, under a certificate of mailing by Express Miil, pursuant
to 37 CF.R 8§ 1.10. Three of these applications were assigned filing
dates and serial nunmbers, and forwarded for exami nation. The fourth
application, the subject of the instant petition, was apparently | ost
or misplaced after its receipt in the Ofice Mail Room

Counsel for petitioner states that in Decenber of 1990, she noticed
that a filing receipt for the instant application had never been
recei ved, whereupon a search was conducted in the Ofice. Wen this
search failed to show the existence of the application, a petition for
a filing date was filed on January 18, 1991. A copy of the application
was submitted with the petition.

The petition was supported by the declaration, pursuant to 37 C.F.R
§ 2.20, of petitioner's counsel, who verified subm ssion of the



i nstant application on February 23, 1990, along with the other three
appl i cations.

Due to an O fice error, the January 18, 1991 submni ssion was processed
as a new application, and was not immediately forwarded to the Ofice
of the Assistant Conm ssioner for Trademarks for consideration on
petition. The application was accorded a filing date of April 18, 1991
[ FN2] pursuant to Section 1(b) of the Trademark Act, based upon a claim
of a bona fide intention to use the mark in comerce. The Exami ni ng
Attorney discovered the petition during exam nation, and forwarded it
to the Ofice of the Assistant Conmi ssioner in August of 1991

In a decision dated Decenmber 6, 1991, the Conm ssioner denied the
petition, on the ground that petitioner had not exercised due diligence
in the prosecution of its application. The Commi ssioner noted that the
petition was not filed until about 11 nonths after the application was
first submitted for filing; that, at the time the application was
filed, filing receipts were generally issued within 2 to 3 nonths of
the filing date; [FN3] that petitioner was represented by an
experienced trademark practitioner who was undoubtedly aware of the
usual tinme frames within which filing receipts and initial Ofice
actions are issued; and that, even if counsel had not noticed the
Office's failure to issue a filing receipt within the usual tinme frane
for the application here in issue, the Ofice's issuance in June, 1990
of Ofice actions on the three other applications that had been mail ed
in the sane envel ope as the instant application should have served to
i ndicate that sonmething was amiss with the fourth application. The
Commi ssi oner acknow edged that the Office was not without fault in this
case, but held that counsel for petitioner nust share the blanme for
failing to take action at an earlier point in tine. Accordingly, the
petition to accord the application a filing date of February 23, 1990
was denied. The filing date was changed from April 18, 1991 to January
18, 1991, the date on which the application had been resubmitted with
the petition, and the application was returned to the Exanmi ning
Attorney for resunption of exam nation. [FN4]

*2 This request for reconsideration was filed January 28, 1992.
Petitioner contends that there is no tine linmt on the applicability of
Rule 1.10, and no obligation for an applicant to nonitor the status of
matters pending in the Patent and Trademark O fice.

In the alternative, petitioner contends that it was duly diligent in
the filing of the petition. Petitioner's counsel has verified that she
changed law firnms between the tine of filing the application and the
time of the filing the petition; that both her present and forner |aw
firms nonitor and docket applications filed in the Ofice; that when
she left her former firmin April of 1990, the established procedure
was that if a postcard or filing receipt was not received within
approximately five nonths after filing, the docketing clerk would bring
this fact to the attention of the attorney; that, for sonme unknown
reason, this procedure was not followed in the instant case; that al
docketing matters at the forner firmwere handl ed by a docketing clerk;
that, after changing firnms, she no | onger had access to the docketing
books; that the three applications which had been filed along with the
i nstant application remained with her former firm and, as such, she was
not privy to information about the issuance of filing receipts and
O fice actions in connection with those applications; that the



rel ocation of an attorney results in unavoi dabl e del ays; that, since
sonme types of actions by the Patent and Trademark O fice, such as

noti ces of publication, do not always issue in connection with a case
in less than ten nonths, it is not unusual that a file nay not conme up
for reviewin less than a year; and that she took i medi ate action when
the absence of a filing receipt for this application was noticed.

Deci si on

Petitioner's argunent that there is no obligation to nonitor the
status of matters pending in the Patent and Trademark O fice, and no
time limt on the filing of petitions to restore filing dates to | ost
applications, is not persuasive.

To avoid prejudicing the rights of third parties, petitions to the
Conmmi ssioner are required to be filed within a reasonable tine after
the disputed event. Tinely filing of petitions is especially inportant
in a case such as this, where there would be no notice to the public
for a substantial period of time that an application was on file in the
Ofice.

The O fice places the burden of inquiring about the status of pending
applications squarely on applicants and their attorneys. Such inquiry
nmust be made reasonably soon after becom ng aware that an action has
not materialized at the tinme such action should normally be expected.

Restoring an earlier filing date to an application is an
extraordi nary equitable remedy which is granted only in the nost
conmpel l'ing circunstances. A party who has not been diligent in
prosecuting an application generally does not present a conpelling case
for extraordinary equitable relief.

Petitioner suggests that requiring an applicant to exercise
reasonabl e diligence in prosecuting an application is a new policy for
whi ch rul es and regul ati ons nust be promnul gated before inplenentation
However, this is not in fact a new policy. The Ofice has |ong required
a showi ng of diligence of action, both in filing the petition and in
nonitoring the status of the application, as an essential elenent of a
successful petition. See Hancock, Notes From The Patent O fice, 61
Trademark Rep. 42, 44 (1971).

*3 Accordingly, petitioner's argunent that there is no obligation to
nmonitor the status of its application is rejected. However, upon
reconsi deration, in view of the specific facts and circunstances
presented in this case, petitioner's alternative request for relief, on
the ground that itscounsel has acted with reasonable diligence in the
filing of the instant petition, is granted.

As noted above, a petition for an earlier filing date for an
application is a request for extraordinary equitable relief, which nust
necessarily be decided on a case by case basis. In a situation such as
this, where a party receives no filing receipt, Ofice action or other
acknow edgrment of its application fromthe Ofice, a petition for a
filing date is rarely considered tinely filed if nore than six nonths
have el apsed since the subm ssion of the application. Applicants or



their attorney should have expected to receive either a filing receipt,
a tel ephone call, a witten action or a notice of publication within
six nmonths fromfiling. Before six nonths has el apsed, applicant should
consult the Ofice to determ ne the cause of this del ay.

The relocation of a party's attorney does not excuse its failure to
nmonitor the status of matters pending before the Ofice. Due to the
i mportance of filing dates in trademark cases, it is incunbent on an
attorney who relocates to take action to ensure that all records are
properly transferred and docketed, that all necessary changes of
address are filed in the Ofice, and that correspondence fromthe
Ofice is tinely received at the attorney's new | ocation.

In this case, however, counsel has verified that both her present and
former law firns nonitor and docket applications filed in the Patent
and Trademark Office; that she had reason to believe that it would be
called to her attention if no filing receipt was received within five
months after filing this application, and that she had no actua
know edge that filing receipts and Ofice actions had issued in
connection with the three applications that were filed
cont enpor aneously with the instant application

Accordingly, the request upon reconsideration is granted. The
application will be accorded a filing date of February 23, 1990, and
wi |l be exam ned as a dual basis application, pursuant to Sections 1(b)
and 44(d) of the Trademark Act. [FN5]

The file will be forwarded to the O fice of Trademark Program Contro
for processing, and then to the law office to await applicant's
response to the outstanding Office action

FN1. The filing date is the issue raised by the petition.

FN2. It is unclear why the application was not accorded a filing date
of January 18, 1991

FN3. There was a backlog of cases in fiscal year 1990 that has since
been reduced. At present, filing receipts are issued within 4-6 weeks
of the filing date.

FN4. An Office action was issued February 3, 1992.

FN5. The filing of this request for reconsideration does not stay the
time for applicant's response to the Ofice action dated February 3,
1992. Trademark Rule 2.146(g). Upon entry of such response, if the
Exam ni ng Attorney deens the application to be in condition for
publication, the application will be suspended pending recei pt of the
Canadi an regi stration.
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