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Petitioner requests that the Comm ssioner exercise his supervisory
authority, pursuant to 37 CFR § 1.181(a)(3), to direct the Board of
Pat ent Appeals and Interferences (Board) to designate its decision
entered February 18, 1992, as a new ground of rejection under 37 CFR §
1.196(b) so that petitioner may further prosecute the application
before the exam ner pursuant to 37 CFR 8 1.196(b)(1).

Petitioner's request is granted only to the extent that prosecution
of the application is reopened before the exani ner under 37 CFR §
1.198.

Backgr ound

On February 18, 1992, the Board entered a decision (Paper No. 26)
affirming an exam ner's rejection of clains 3 and 5 in petitioner's
application as unpatentable under 35 U.S.C. § 103. According to the
Board's summary of the examiner's rejection: "the exam ner relies on
either Imanmura or Kitahata in conbination with any one of Codell a,
Terada, Kayamm, Sato and Ueno" (Board decision at 3). The Board
affirmed the obvi ousness conclusion stating: "there are sufficient
reasons or notives in the appellant's description of the prior art in
the specification, particularly with reference to Figure 4, for the
artisan to have structured an asymetric Schottky barrier gate field
effect transistor |like the appellant did" (Board decision at 6). The
exam ner did not expressly rely on the description of the prior art in
t he specification.



On March 18, 1992, petitioner filed a REQUEST FOR RECONSI DERATI ON AND
MODI FI CATI ON OF DECI SI ON (Paper no. 27) requesting the Board to
reconsi der and nodify its decision by stating that the decision is
based on a new ground of rejection under 37 CFR § 1.196(b) so that
petitioner m ght exercise his options for further prosecution under 8§
1.196(b) (1) or (b)(2).

On March 31, 1992, the Board entered a decision on request for
reconsi derati on (Paper No. 28) denying the request to nodify its
deci sion. The Board stated that it had affirnmed the ground of rejection
before it, 35 U S.C. § 103, and that the reliance on different
evi dence did not constitute a new ground of rejection

On April 4, 1992, petitioner filed a PETITION TO EXERClI SE SUPERVI SORY
AUTHORI TY OVER THE BOARD OF PATENT APPEALS AND | NTERFERENCES ( Paper No.
29), requesting the Conmi ssioner to exercise his supervisory authority,
pursuant to 37 CFR § 1.181(a)(3), to direct the Board to designate its
decision as a new rejection under 37 CFR 8§ 1.196(b) so that petitioner
could further prosecute the application before the exam ner pursuant to
37 CFR 8 1.196(b)(1).

*2 On April 28, 1992, the Chairman of the Board entered a decision
di smi ssing the petition (Paper No. 30), stating that "[s]ince the
matter is reviewable by a court, it is not properly subject to review
via a petition under 37 CFR 1.181."

On May 5, 1992, petitioner filed a REQUEST FOR RECONSI DERATI ON OF
DECI SI ON ON PETI TI ON PURSUANT TO 37 C.F.R 8§ 1.181 (Paper No. 31)
requesting reconsideration of the Chairman's decision on the grounds
that "the Petition was decided by the wong and a potentially
i nterested person and because the Chairman's Decision is legally
erroneous." Petitioner argues that a new ground of rejection is a
petitionable matter under In re Wiss, 160 USPQ 423 (Conmm r Pat.1967).
Petitioner states that "In re Wiss applies here because Petitioner
does not intend to appeal the nerits of the Board's rejection to the
court."

On April 12, 1992, the Conm ssioner sua sponte entered an order
extending the time to file a notice of appeal until twenty (20) days
after action by the Conm ssioner on the request (Paper No. 32).

Deci si on

The Comnmi ssioner's supervisory authority under 35 U S.C. § 6(a) is
exercised sparingly. As a general rule, as stated in Goss v. Scott,
1901 Dec. Commir Pat. 80, 84 (Conmir Pat.1901):

This discretionary power of the Comm ssioner should be exercised,
however, only in exceptional cases, and then only to correct somne
pal pabl e error which is clear and evident on its face.
However, proper petitions to exercise the Conm ssioner's supervisory
authority have the salutary effect of establishing uniformoperating
procedures within the Patent and Trademark Office (PTO and of
conserving judicial resources until cases have been handled in
accordance with the rules. Cf. Oiskasa v. Qonishi, 10 U S.P.Q 2d 1996
1997 (Conmir Pat.1989).



Revi ew of adverse decisions of exam ners is conmitted to the Board by
statute. 35 U S.C. 8§ 7(b) and 8 134. An applicant dissatisfied with a
deci sion of the Board nmay seek judicial review 35 U S.C. § § 141-145.
The Conmi ssioner does not review the nerits of final decisions of the
Board. Cf. In re Dickerson, 299 F.2d 954, 958, 133 USPQ 39, 43
(CCPA1962) ("[I]n perform ng his duties, the Conm ssioner cannot usurp
the functions or inpinge upon the jurisdiction of the Board ..
established by 35 U.S.C. 135."); Bayley's Restaurant v. Bailey's of
Boston, Inc., 170 USPQ 43, 44 (Commr Pat.1971) ("The Conm ssioner will
not intervene with respect to a question which by lawis conmtted to
the Trademark Trial and Appeal Board.").

*3 Whet her or not the Board made a new ground of rejection can be an

i ssue reviewabl e on appeal. In re Waynouth, 486 F.2d 1058, 1060-61, 179
USPQ 627, 629 (CCPA1973), supp. op., 489 F.2d 1297, 180 USPQ 453
(1974). Petitioner correctly notes, however, that the existence of a
new ground of rejection is an ancillary question on judicial review
The desi gnation of a new ground of rejection, while involving a
consi deration of the merits, also involves the inportant question of
whet her the Board foll owed PTO regul ati ons established by the
Commi ssioner. In appropriate circunstances the Conmm ssi oner may
exercise his supervisory authority on petition to reopen prosecution
As stated in In re Wiss, 160 USPQ at 424:

A decision of the Board on such a matter [of new ground of
rejection] will not be disturbed on petition unless it involves
mani fest error or abuse of discretion...
A decision to reopen prosecution notw thstandi ng an adverse deci sion by
the Board is a question solely within the discretion of the
Conmi ssioner and is in no way a review of a nerits decision by the
Boar d.

The Board's reliance for the first tine on appeal in this case on
petitioner's description of the prior art constitutes a new basis for
refusing a patent and petitioner has not had an adequate opportunity to
respond to the precise basis upon which the rejection is based.

Under the circunstances of this case, it is an appropriate exercise
of his supervisory authority to order reopening of prosecution under 37
CFR § 1.198.

ORDER

Upon consideration of petitions of April 3, 1992, and May 5, 1992, it
is

ORDERED that the petitions are granted to the extent that prosecution
of the application is reopened under 37 CFR 8§ 1.198; and it is

FURTHER ORDERED t hat petitioner is given two (2) nonths fromthe date
of this order to file any anmendnent and/or response. The tine period
for response nmay not be extended under 37 CFR 8§ 1.136(a). Failure to
file an amendnment or response will result in the application being
deenmed abandoned; and it is

FURTHER ORDERED that the petitions are otherw se deni ed.
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