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This is a decision on the renewed petition under 37 CFR 1.137(b),

filed June 6, 1988, to revive the above-identified application

The petition is denied.

FACTS

A. Background

1. The inventors filed patent application Serial No. 414,002 on
Sept enber 2, 1982.

3. On August 8, 1986, a nonfinal rejection was entered in the
application. The rejection set a three-nonth shortened statutory period
for response.

4. The six-nmonth maxi mum statutory period for response expired on
February 9, 1987. Since applicant did not file a tinmely response or
request for an extension of tinme to the three-nonth shortened statutory
period, the application becane abandoned on Novenmber 11, 1986. A Notice
of Abandonnment was meiled March 10, 1987.

B. First Petition

5. Afirst petition to revive under 37 CFR 1.137(b) for unintentiona
delay was filed on Septenber 3, 1987. The petition stated that
applicants msunderstood the "finality" of the rejection



6. A decision on petition was entered on Novenber 6, 1987. The
deci si on stated:

"The petition indicates that applicants did not reply to a request
for instructions by their attorney to prepare a response to the
outstanding O fice action. Applicants' attorney surm ses that the
nature of the rejection of the clains was m sunderstood by applicants
in that the applicants believed 'there was nothing left patentable in
this invention to applicants'.

These statenments supplied by applicants' attorney suggest that this
application was 'intentionally' abandoned by applicants. A verified
statement by applicants is required setting forth the facts surroundi ng
the failure to reply to their attorney's request for instruction. An
"intentionally' abandoned application cannot be revived under 37 CFR
1.137."

C. Second Petition

7. On February 8, 1988, petitioner, Thomas F. Moran, filed a
statement that work on a second petition was in progress and was
expected to be filed soon.

8. A renewed petition to revive under 37 CFR 1.137(b) for
uni ntentional delay was filed June 6, 1988. The petition includes
statements fromA, B, C, D, and petitioner

9. On August 13, 1986, M. Mran sent a letter to D reporting on the
O fice action of August 8, 1986. This letter requested that D consider
the overall scope of the invention and noted that perhaps claim 32
shoul d be anended to reduce the scope of the invention.

10. D, an enployee of the E Patent Office (E), represents the
applicants and their assignee, F. D sent F a copy of the Ofice action
and a copy of M. Mrran's letter. D included in his coments that E
recomends that claim 32 be amended to require the copol yneri zabl e
nmononer as an essential conponent and that nore experinmental data be
suppl i ed

*2 11. B, an enployee of F, and C, one of the inventors and an
enpl oyee of F, received the Ofice action, M. Mran's letter and D' s
comments on August 25, 1986. After several discussions, C advised B
that nmore convincing experinental data could not be obtained.
Thereafter, B concluded that the Ofice action could not be overcone
and informed A of that concl usion.

12. A, manager of the Patent Departnment of F, sent the E Patent
Ofice a letter dated January 22, 1987 to allow this application to
become abandoned.

13. D, upon receipt of the January 22, 1987 letter, sent a telex to
M. Moran on January 24, 1987 asking himto allow the application to
beconme abandoned.

14. M. Moran received that telex and allowed this application to
become abandoned.



15. A, B, C, and D state that they failed to consider limting the
application to the special uses of the thernoplastic resin as recited
in clainms 25 to 30. Accordingly, the abandonnment was due to applicant's
m sj udgnent that there was nothi ng patentable.

37 CFR 1.137(b)

Under Public Law 97-247, Section 3, 96 Stat. 317 (1982), codified at
35 U S.C 41(a)7, it is now possible for an applicant to revive an
application, the abandonnent of which was unintentional rather than
unavoi dabl e, by paynent of an appropriate fee. This way of reviving an
abandoned application is now set forth in 37 CFR 1. 137(b), which
i mpl ements 35 U.S.C. 41(a)7 providing for fees for petitions to revive
uni ntentional |y abandoned applications.

The | egislative history of Public Law 97-247, as it is pertinent to
37 CFR 1.137(b), states: [FN1]

Section 41(a)7 [of 35 USC] establishes two different fees for
filing petitions with different standards to revive abandoned
applications * * * Since the section provides for two alternative fees
with different standards, the section would pernmit the applicant
seeking revival ... to choose one or the other of the fees and
st andards under such regul ati ons as the Commi ssi oner may establish * *
*. The section establishes a fee of $500 [now $560] for filing each

petition for revival ... where the abandonnent is unintentional * * *,
Under this section a petition would not be granted where the
abandonnent or the failure to pay ... the fee for issuing the patent

was intentional as opposed to being unintentional or unavoidable. This
section would pernmt the Comm ssioner to have nore discretion than
present |law to revive abandoned applications ... in appropriate

ci rcumnst ances.

The | egislative history does not set forth representative exanpl es of
"appropriate circunstances" where the abandonnent is to be considered
uni ntentional and the application could be revived. Thus, such a
determ nation nust be made on a case-by-case basis. It is therefore
necessary to consider whether an application that has beconme abandoned
for failure to file a response in a tinely manner due to applicant's
m sjudgnent as to the patentability of the clainms falls within that
category of cases, the abandonnent of which was "unintentional", that
may be revived under 37 CFR 1.137(b).

*3 As noted supra, the legislative history of Public Law 97-247
contains no representative exanples of what type of abandonment may be
deenmed "unintentional”™ and therefore subject to revival upon paynment of
a fee and without a showi ng that the abandonnent was "unavoi dable." It
is believed clear, however, that it was the intent of Congress to give
t he Conmmi ssioner the power to revive applications that have becone
abandoned using a | ess stringent standard than had been applied prior
to the enactnent of this "renmedial" |egislation.
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Prior to the passage of legislation that authorized the pronul gation
of 37 CFR 1.137(b), it is clear that the Conm ssioner would not have
granted a petition for revival of an application that had becone
abandoned due to applicant's m sjudgnent as to the patentability of the
clains as both 37 CFR 1.137 (the predecessor to 37 CFR 1.137(a) (1982))
and 35 U.S.C. 133 require that the abandonment be "unavoi dable." See Ex
parte Schnuck, 1923 Dec.Commr Pat. 89 (Conmr Pat. 1922).

Petitioner has not carried his burden of proof to establish that the
abandonnent was unintentional as required by 35 U. S.C. 41(a)7 and 37
CFR 1.137(b). The record clearly establishes that the applicants and
their assignee through their representatives deliberately allowed this
application to becone abandoned. A deliberate act is not rendered
"uni ntentional" when an applicant or assignee reviews the sane facts
(e.g., patentability of the clains) a second tine which changes their
m nds as to the appropriate course of action to pursue. An application
abandoned as a result of a deliberate, intentional course of action
after comparing the clainmed invention with the prior art, does not
amount to an unintentional abandonment within the meaning of 35 U S.C.
41(a)7 and 37 CFR 1.137(b).

Further, the record in this case clearly establishes that both M.
Moran and E recommended to F that claim 32 be anended to reduce the
scope of the invention. Accordingly, F's conclusion that the Ofice
action could not be overcone is not seen to be a reasonabl e m st ake.
See In re Decision, 162 USPQ 383 (Commr Pat. 1969).

The revival statutes are renedial in nature. In that regard, the
revival statutes are simlar to the reissue statute. However, the
courts have refused to grant relief in a reissue application for sone
i ntentional mstakes nmade by attorneys. In particular, the court in In
re Wadlinger, 496 F.2d 1200, 1207, 181 USPQ 826, 832 (CCPA 1974), after
observing that the term"m stake" in 35 U S.C. 251 "has a broad sweep
and is certainly inclusive of actions taken in full consciousness,"”
concl uded that:

*4 "a reissue applicant is, at nobst, prevented by interpretations
of the | anguage of Section 251 ... from obtaining clainm which are of
t he sane scope as the clains previously cancelled in the origina
application.”

Simlarly, the CCPA observed inIn re WIIlingham 282 F.2d 353, 357
127 USPQ 211, 215 (CCPA 1960) that:

"[t]he deliberate cancellation of a claimof an origina
application in order to secure a patent cannot ordinarily be said to be
an 'error' and will in nost cases prevent the applicant from obtaining
t he cancelled claimby reissue.”

Since the deliberate cancelling of clains is considered to be
equi valent to an intentional abandonnment, petitioner is not entitled to
recover what it gave up when its agent consciously decided not to
respond to the August 8, 1986 O fice action. See Ex Parte Schnuck, 1923
Dec. Commir Pat. 89 (Commr Pat. 1922). Further, the Conmm ssioner is
concerned that allowi ng an assignee to resune prosecution in the Patent
and Trademark Office after the assignee chose to abandon the
application will seriously undernine the finality of the exam nation
process established by 35 U S.C. 133. [FN2]



CONCLUSI ON

The applicants and their assignee through their representatives
del i berately chose not to file a response to the August 8, 1986 O fice
action and thereby deliberately allowed this application to becone
abandoned. That course of action cannot be considered to anount to an
uni ntenti onal abandonnent within the nmeaning of 37 CFR 1.137(b).

Petitioner has failed to establish to the satisfaction of the
Commi ssi oner that the delay in prosecution was unintentional. The
petition for revival under 37 CFR 1.137(b) is denied.

FN1. H R Rep. No. 542, 97th Cong.2d Sess. 6-7 (1982), reprinted in 1982
U. S. Code Cong. & Ad. News 770-771

FN2. Note, Changes in the Patent Laws, 21 J.Pat.Of.Soc'y 703, 706-7
(1939). Under the Patent Act of 1836, applicants were pernmitted to
request reconsideration of a refusal of a patent application at any
time. This was changed by the Patent Act of 1870, which gave the
applicant two years to respond and again in 1897, when the period
became one year. In 1927, the present six nonths period was instituted.

11 U.S.P.Q 2d 1378
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