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Opening of :the Congress - ..
By Shigeo Takeuchi- . . _
Secretary Treasurer, PIPA Japanese Group

Good morning, honorable guests, ladies and gentlemen, it .is
- my greatfpleasure,and'hgnor to ‘open- the . 17th International:

Congress of-Pacific.Indﬁstrial~Property Association.

First of all, let me talk -about city of Kanazawa where we.
are convened-today. : Just like'cityﬁofJSendai.where we met .
'during the 15th PIPA Congress in 1984, this city Kanazawa
was the‘castle town-ocf the Maeda clan which:was the most
- powerful families during'the feudal days. Ishikawa.
'prefecture whose capital is Xanazawa and also Hokuriku area
whose center is Ishikawa prefecture are known to:have kept:

high levels of culture assets and spiritual civilization in
the Japanese history. Eiheiji Temple, you are going to
visit tomorrow, is famous as headquarteré of the Soto sect
of Zen buddhism. Austerity practice in the temple is very
-”famous. The region is known for Kaga-Hosho Noh Play, and
for excellent traditional crafts such as rich color dyed
Yuzen Kimono, Rutani Chinaware, Wajima and Yamanaka
lacquerwares. A piece of Kutani chinaware is presented to
“each of vou as souvenior, I hope it will ornament your
room. As organizers we have deliberately chosen this area
as the place of this congress, because, in view of current
trade frictions, we have thought that it will be very
‘helpful for us to meet in guiet and spiritually civilized
‘environment.

Let me introduce honored guests. I would request those
guests to rise at your place as I call your name. I would

whike to.express.our. cordial. welcome by.giving.our big hands

"to each of the honored guests. Mr. Isamu Yamashita,

' Chairman of Japan Patent Association. He is kind enough to
assume Honorary Chairman of this congress., Mr. Yamashita
is currently Adviser to Mitsui Shipbuilding & Engineering




Co., Ltd., in the past, he held important positions, -
president and chairmanship of the company and-until very
iecently he was Vice—Chairman of ‘Japan Fe&eration'of
Econcomic Organization. MNext, we have the pleasure of the
presence of Mr, Donald J. Quigyg, Commissioner of the U.S:
Patents®& ‘Trademarks. ~We have 'Mr. Akio Kuroda, Director

" General of ‘Japanese Patent ‘Office, 'Thdse ‘are honored =7 7
guests. Theh, we find our deninors in the seats, who
receivedrPIPA“Awaﬁd.‘ Mr. :Shozo Saotome,:Mr. Donalkd W.
Banner;'Mr:rshojiAMatsui,'énd*Mr. Martin Kalikéwr"

The number-of the part*01pants to thls Congvess has.: totalled
to be 132... ; P AP - R

Thank you for your kind attention.
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' PIPA ACTIVITIES AND EVENTS
1985 - s
'17TH CONGRESS ‘

' KANAZAWA

-Honorable guests, frlends, and members of PIPA 1t is w1th )
great pleasure and dlStlnCt honor that I exercise the perllege of

reportlng PIPA Act1v1tles and Events of srgnlflcance.

Cn behalf of the Amerlcan Group,.I would llke to thank the “
organlzers of thlS meetlng'— the 17th.Congress of PIPA - for- '
brlnglng us to another beautlful and cultural part of Japan.'fﬁep
of us would have ever known of the Japanese Alps but for the .
thoughtful hospltallty of our hosts; thoughtfulness I would llke
to add, born of the bonds of deepenlng frrendshlps rooted in
common endeavors to promote the understandlng and reallzatlon of

1ntellectual property.

Last year was Japan s centennlal celebratlon of the foundlng
of its patent system. ThlS year by 001n01dence 1s the
-sequlscentennlal (lSOth) annlversary of the Untled States 1836

Patent Act.' Thls leglslatlon 1ntroduoed to the world modern

patent examlnatlon and 1nstltutlonallzed the U S patent system
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by authorizing the construction of a new building to house the

Patent Office. Thus came into belng what today is one of the

e et A B e e A o s rerte
i e

&

.‘most beautiful bulldlngs in Washlngton b.C. It housed the Patent
Office until 1932, Subsequently, 1t became part of the
Smithsonian Museum for modern art. Whlle governments seldom
bulld bulldlngs 11ke that any more, the fores;ght of the U S
Congress and planners at that tlme to honor the process of

'1nvent1ng w1th such a beautlful bulldlng is 1nsp1ratlonal

Inventing is but a form of creatlve expre581on and like all

creatlve arts lt is a dellcate process requlrlng careful

nurturlng w1th great understandlng and patlence, two , _ e
env1ronmental qualltles, I mlght add that are dlfflcult to o }:
.achleve in a polltlcally changed atmosphere. PIPA‘s role 1n.”h. }?
.cross cultural cultlvatlon of thlS process through calm dralogue .

between maln partrcrpants 1s propltlous 1n these tlmes of

technology pOllthS, whether one looks north or south or east or

west ex1st1ng systems are under stress and polltlcal challenge./

Looklng at PIPA actrvrtles from organlzatlonal perspectlves,

membershlps in both the Amerlcan and Japanese groups have

contlnued at hlgh levels reflectlng strong 1nterest in the&
organlzatlon and 1ts goals, the Amerloan group has about ”
'”65 members and the Japanese group has about 73 members In the"
American group, you will see a new face over the Secretary/ o
Treasurer sign. The new person is Dr. Allan Spiegel of Pfizer.r

'E@ Bell who faithfully occupied that office for 12 years has .
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retired from Singer :and .entered piivate 'practice in
. Washington D.C. As a .stalwart suppofter'of PIPA, Ed's - steadying

influence: and friendship will be missed by all of 'us. Ed and-his

secretary Pauline Mellaw were:honored at ‘a dinner--in New York
City in'August. There are some other prospective changes in the
Aﬁerican.Group I feel I .should mention. Bill Mclain'is retiring
soon from Amaco and thus in the near'futuré*the‘AmericanﬂGroupTlf
-will have .a new .Second Governor. - Andther name familiar to:many: :
of you by virtue of his appearances.on PIPA program iis Bill
Hooper. ' He too will .soon retire from Chevron .0il. . -
3Buringuthe-year-PIPA-was'represented-at'WIPO:meetings"
dealing with harmpnizationrof Patent:LaWS'and”biological'.ff:?
inventions. Xarl Jorda of Ciba Geigy attended the former and
'Sugﬁié—san of Toray attended -the latter expert ‘discussions.
Harmonization discussions are viewed with greét interest and will

continue to receive PIPA's attention.

Bilateral dialogue under the doctrine of "transparency"
continues. .‘In August Mifune-san met with' Commissioner Quigg ‘and
Assistant Commissioner Peterson in Washington ‘to exchange . ":’

information and views on proposals for new USEBTO rules . dealing -

‘Congress, a

delegation from -the American Group will meet with ‘the JPO to.
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‘continue dialogue ‘on the Japanese pdtent-system and to exchange -
ideas:for -improvements or ‘views on differences in practice,: = (Lo~
understand for example the JPO wishes ito question .theé-Americamn’ .

delegation.on the U.§. first ‘to invent philosophy.) & i o0 anos

- U.8. ratification of PCT: Chapter II in the last Congress
briﬁgs-U.Sg an&:JapaneserlawS‘into'alignmentl‘fThisumay-be”én o
excellent route\fOr'foreignifiling when: there iSwUncertéinty
about the;ultimate'valué~of:the-patent;"A final‘decisiongon,.“'
spending for extensive: filing can be: deferred for 30 months.. .= -
Questions as to how Japan's new "internal priority system" and
the U.S.. CIP prﬁctice:willwblend Withrstrict'PCT:;equirements;may

be fruitful-areas,fdrsmutualTexploration;wﬂuu-

As,PIPA~raiseSai£Sycollectiveweyesrthfuture developﬁents,*'
one. .topic that seems sure to pose: problems; andvas.weAare fond to:
say, problems are really opportUnities;.is*the-emergence'of E
intellectuai property issues in GATT negotiations. A few years .
ago; theuinternatiohal.hotﬁtopic-was how.intellectual property
Shouidﬁbeidistributed; -North-South negotiations. in UNCTAb,
relating to restrictive business practices’ and technology -

transfer,. in WIPO relating to.revision of the Paris Union and . ::

”WHSHEI7ESH€S“fof?iiceﬁgihgzal1*56ﬁ§ht“fﬁles:orﬁguiﬁgiiﬁeS'fof%HEm”“WM

passing of intellectual. property.  from country. to country, entity
to entity. Current focus of international attention is in the

direction of harvesting and protecting intellectual property.
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WIPO is looking at harmonization, GATT apparently seeks minimum

standards. Sncﬁvleenée:reflect on the supply of technology.

Thus we see how ng;pnfsgqth;lssnes_neve_glyenlawey‘te,eestewest

" issues. Why. this 90° rotation=of-thevissueuaxis has occurred-is
an 1nterestlng questlon. “In’ broad terms, a pOSSlble answer mlght

rbe that in economic terme, technology has gone from supply 51de

economics to demand:side-economics.: v

It behooves all of*ﬁ§°£6‘%géélﬁgtﬁoﬂ£héiéhéliéngé“£hisf
presents.: We: are now and~wenwill”be in the future at -dimportant
' cross roads in’ 1ntellectual property development. The challenge
is there and through frlendly, honest dlalogue, PIPA W111 help to

find the answers,

im
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Akira Mifune’
President of PIPA

‘Distinguished guests, ladies and gentlemen, it is a
great honor for me this morning to deliver the keynote
address at the openlng of the 17th Internatlonal Congress

of PIPA.

First of all, as the President of.this Congress,
please let me welcome all of you to Kanazawa, the center of

culture and education of Japan Sea coast.

Seventeen'years old is just the'age of youth and fuil .
of energy and vitality. It means that PIPA is now .
approachlng the rlght time to devote it to the new waves in

L development of lnternatlonal lntellectual property systems.

|
Last few years, in parallel with the initiation of the ‘ ié.
sincere debate on the harmonization of said systems in f
WIPO} the trilateral cocperation on the same items between
the U.S.A., Europe and Japan has become the hot issue. 1In
addition, this September, the intellectual property matters
are adopted as cone of the priority items in GATT. Those
facts indicate that the reinforcement of intellectual
property protection should be the urgent problem to be
solved for the world enterprises as PIPA members.

Although the gap between the North and the South has
no indjication to be faded away, the friendly dialogues have

remarkable development supported by their self-help effort
has brought them fairly improved status in the inter-
national trade world. Nevertheless, their. intellectual




property systems are Still'so premature that our~efforts'to;,

" promote. technology transfer, trade and investment has bheen .. .

considerably disturbed or injured by-the unsatisfactory
protection of - intellectual properties. ..In order to improve
a part of this uncomfortabletsituation,-the~U.SaA.¢
:'government has focused its:;effort in the bhilateral
negotiation with certain NICS countries. . However, it:-
naturally seéms'to encounter the inevitable limitation- ..
because of diplomatic barriers -before long. -This~is~the
' reason why the new tool or new media. for the multilateral
talking}isgstrongly.desired.and GATT :was.-selected as .an’
Aappropriatejmediagby-thch.S,ainitiative under  the.:

concensus-of its member - -countries. :Although  the .road. .

toward: to.achieve the target. is long'ahd-not-smooth,:weﬁare_g

" already stepping into the road and have to direct.our.
considerable efforts .to forge the way £0.501ve the _
solution.: In Japan,-the::eaction;from,both governmental-
and industrial sectoxr to copg with; it has not been so -
quick-and:definité.- However,. both sectors. are now
seriocusly.considering. to organize  the counterpart =
cooperating with. the U.S.A. and Europe.-: Just after this. . -
Congress,.Keidanren.will;send two representatiﬁeSqincluding'

Mr. Ono, Ex-Officio of our Association, to the-meeting held: .

i _in Brussel scheduled on Novembef~10; in.order to.exchange. ...

the views-and to discuss.the! future collaboration. -Ouxr.: ... -

reflect: to:the talking at the said meetings.

Among the well—déveloped;countriesr such as OECD.
members, the. harmonization:of.legal system .for: the
protection of dintellectual. properties became: another:

important: matter. of concern. WIPO.has already started to

and various dinternational organizations. are invited :to: . :
present. their comment.or.opinion-on .the: WIPO"s preliminary:

.discuss-the~seven-basic.idtems. at--khe.expert . .committee. mmbommsmm..

ideas. In the light:ofxpast-history,Qf'WIPQ‘s-behavior;dngg;

fll—




Paris'-Convention,-we3are¥afraid that‘it'takes so- long and, =~
even’then,; it 'will haxdly ‘obtain 'the preéferable results for- I
us. Conseguently; the fruit of the trilateral cooperation:ii -
on the harmonization ‘should be irifluential and valuable. 77"
Although the talking seems to beé focused on  the information”
system and the administrative procedures for the. time
being, the successive discussion on:the sibstantial matters
for protectién will be highly_aﬁtiéipated.- We think, . the 1w
respective:legal backgrounds-affected by their-history and =
culture are quite different ‘and nét-easy to allow to unify:’ -
those intellectual:property: systems.  However, thé business &
world is now standing on‘the turning point 'which the hltman™ i+
" being has''never- encountered and the efforts'-to: find out’ the
reasonable solution based upon the: certain: compromise will -
eagerly be 'desired. 'In reply to the request of American: .=
and European‘private:secto¥rs, the:Japanese Patéent Office is
now drafting the revised patent law’in-reference to thet oo
recommendation of the*académicLindustrial!advisory*”J“f” '
committee. As far as'we are’informed; this draft will be
written also in cohsideration’of the spirits:of worldwide'::
‘harmonization. ~Under such.circumstances, this Congress: i
should play- a-big’ role -which initiates’ the reﬁarkablemﬂiw"
advance on the matter. ' : ’
Since PIPA was orgahized 16 yearsi'age, it has leng
contributed to fill the perception gap:which could be a big: "
' barrier £or the smooth dealing of trade and.diplematic®: ©o 0
‘dialogues. In order’to  solve'the recent problems:relating -
~to the trade conflicts, our existing friendly relationship
must be enhanced and:more closely tied-up. . . '
The latest report of: the: U.S: 'Department:of Commerce
informéd us’ that® the red figure. in the U.S. ‘trade balance *%:
against Japan has successively decreased for two months-and::
wwamountedwtoa4w&WbiiiioﬁadoklastmaLthbuqhwthe@expont;fnommﬁggwwwwmw

the States is still: decreasing for: pastithree months. . -
In addition, Japan's trade surplus between: the U.S, and i

Japan: has already been decreasing in Yen basis.

—12—



However, we are qulte confldent that all of our PIPA -
members w1sh to keep the sound free trade 1nstead of the
trade under the mal-stralned protectlonlsm. We hope thlSj

‘Congress will give us an opportunlty of’ frank exchange of

ldeas Wthh stlmulates the trade 51tuatlon taklng a
favorable turn._ : nond

Before c1051ng my keynote addreSS, I would llke to

touch the brief introduction of the’ Congress Souvenlr," e

" Kutani Pottery. As some of you already know, the Kutan1

Pottery is one of the typlcal well known tradltlonal craftS'

in Japan Wthh orlgln 1s Stlll surrounded 1n mlstery."It 4?'

is sald that thelr orlglnal kllns were establlshed 1n the -

mid~ 17th oentury (so called Ko Kutanl") ‘ Although the” e

original kilns had wholly been destroyed hy unknOWn reason"if
and the old crafts had once dled out development of modern”

Kutanl, some of whlch appeal to western taste, started 1n
Meiji era. ' The souvenir is spec1ally prepared for thlS

Congress under the instruction of Mr. Minoru YOShlda, thenwh

great crafts—master of Kinzan-kiln in Komatsu c1ty, as

wrltten ‘on the baok of the plate.y_It w1ll remlnd you thlsl
frlendly and valuable Congress 1n Kanazawa anytlme you seerg‘

it at your home or offlce.

U N0 T RO

I hope that all of partlc1pants w1ll enjoy the meetlng:_'

and refresh the close communlcatlon each other at the'
Congress.'_

hank you for your kind attention.

_—13'—




- GREETINGS FROM HONORABLE. CHAIRMAN  OF .-
PIPA 17TH INTERNATIONAL CONGRESS

by Honorable Isamu Yamashlta, Chalrman of Japan Patent Assoc1at10n

Good morning, ladles and gentlemen,

It is a'great honor for me to have been appointed;the_“

honorable chairman of the 17th International Cohgress'of
the Pacific Industrlal Property ASSOClathH as I am the
chalrman of Japan Patent A53001at10n. .

I belleve 1t 1s 1ndeed 51gn1flcant that the experts 1n_p

the field of 1ndustr1al property from leadlng corporatlons

of both US and Japan should meet together once a year for:‘;h
exchange of frank opinlons and v1eWS. Thls must be really li
- useful for economlc development of the two countrles, '

through Whlch further contrlbutlons to personal exchange'
and 1nternat10na1 goodw1ll are made. I hlghly appre01ate
the enthu51asm w1th whlch offlcers and members PIPA are

engaged 1n varlous act1v1t1es.

I work for MltSUl Englneerlng & Shlpbulldlng Co.,.Itdr:j
whlch 1s also a member of PIPA llke the corporat1ons you“h'”

represent. Through my work,r or through my dut1es as _
Chairman of the Japanese Committee for the Trllateral -
Comm1551on as well as through Japan US Economic Counc11
'Meetlng, I have many frlends in Amerlca w1th whom I often

discuss matters of mutual 1nterests I feel that the best ':
solution to the difficult problems that exist between the o

‘two countries is to talk over the matter frankly. There
are indeed many difficulties such as trade frlctlons"
between us, but I am confident that those will be resolved
gradually by persistent and patient discussion at the
governmental and prlvate levels. '

While there lies a vast ocean between us, I firmly
believe that we are on the closest of terms in every

aspect, Discrepancies which are believed to exist today




can- certainly be overcome tomorrow by mutual understanding,
and we may jointly contribute to the stability and
development of the world. economy. :

The adoption at the recent GATT Uruguay Round of the
matters concerning international protection of intellectual

property. rights. proposed.by US and: seconded by Japan is-
~most meaningful for. sound development :of.world economy.: : .

Another matter of an extreme importance is
“establishing the order for intellectual property rights on- .
the international scale including assistance to develdping
countries.: . T expect~that~PIPA-willwplay=a_keyfrolerin:=

promoting.and achieving this goal. o '

swiInoclosing, may I extend my:-sincere wish for the:
success of this Congress:and your:pleasant and meaningful

stay in Kanazawa. :

o Thanknyou;

—15—




~ADDRESS .

by Homorable Donald:J, Quigg

U.5. Commissioner of Patents and Trademarks

Mr, Chairman, Mr. Honorary Chaifman,fﬂr.=DirectbruGeneralg_ladiassénd‘“
gentlemen, I am very pleased ‘tojoin:yeu: for:this :17th PIPA /:ro
International Congress. For those of us in the business of
intellectual property ‘protection - especially in the international

arena = this is & very exiting time; indeed.

International attention to ‘intellectual property protection has reached
its highest level in hisfary. Only a few weeks ago, 73 nations =~ -
approved an agenda for a new round of global negotiatioms under the
GATT. Their agreement to include‘the subject ‘'of 'intellectual property
protection sent a signal —-a message — around the world. The message  °
" is clear. The message is that protection of the rights of ‘innovators,
inventors, and intellectual property owners has reached new height in
the realm of world trade, As the worl& growﬁ smaller and smaller, our
need for international cooperation grows greater and greater. T am
pleased with the cooperation the United States and Japan are
experiencing. This is true particularly ‘in the intellectual property
area, In recent months, the U.S. Patent and Trademark Office has
hosted a number of visits from corporate executives from Japanese
industry in pursuit of increased "harmonization" of our intellectual
property systems, Next Monday Japanese Patent Office will host U.S.
group of this organization for diséussions along the same line. Our
trilateral agreement, designed to help the Japanese Patent Office, the
European Patent Office, and the U.S5. Patent and Trademark Office to
coordinate our respective automation efforts, has focused largely upon

system "harmonization", as well. The United States will host the next
close cooperative effort, In a more recent development, our

-discusgions with Japan, Canada, and Australia, has brought about a new

plan - a pilot program — to allow patent examiners from these countries

“trilateral” meeting in January. We look forward to continuing this =




take a close look at harmonization possibilitles we have agreed in:
principle to an examiner exchange, perhaps as- early as next year. ;?he.l
purpose of the "pilot" would be to identify areas for_harmonlzathﬁﬁ~ :
among the various patent offices ~ with, perhaps, the long range
possibility.establishing:a joint international search:authority.  In -
any event, it is my firm belief that our diligent efforts toward -
cooperation ~ toward harmonization:~ will bear fruit,.in terms.of
well—deserved global protectlon and respect for the 1nventions and

innovative Works of our peoples.-—-u

Again I am pleased to be here, and I look forward to a very productlve”.

meetlnga Thank you very much




ADDRESS - :
by Honorable Akio Kuroda

" Director General

Japanese Patent Office

.I am very pleased to-say a few words at the’ openlng of the-#~

PIPA 17th International. Congress.

I would like to express my deepest - -gratitude to Mr. Quigg,
Comm1551oner of the U.S. Patents.and Trademarks for the .
attendance to this International Congress. Since I was
appointed Director General of Japanese Patent Office in
July this vear, I have had the pleasure of meeting and
+talking with Mr. Quigg twice to now, and I do feel as if we
were old friends for many vears. I have been greatly
impressed by Commissioner's willingness and determlnatlon
to establish better international industrial property
system in the world and so I am sure that attendance of Mr.
Quigg has added great significance to this meeting. .

As we all know so well that industrial property system
plays very important roll as fundamental system to provide
adequate protection to fruitful outcome of technological
development. Today, international ¢ompetion in
technological development and advancement is getting
tougher and tougher. '

Along with expansion of technological exchanges and trade
in the world, reorganization and improvement of the
industrial property system have been called for in a gloval
scale. As an international framework to this end is Paris
Convention with membership of 100 countries. Through -
activities of WIPO also gloval harmonization of industrial
property system has been strongly promoted. As the latest
topic, issue of industrial property versus trade is drawing
much attention. It has been decided at the GATT ministrial
conference that trade aspect of industrial property has
been taken up as a part of agenda for Uruguai round of
negotiation.

‘Further, there is a sign that amendment of Paris Convention
is becoming again an issue in the world. PIPA, as I
understand, was organized in 1970 to serve the purpose of
reflecting private industries' views on the issue of
industrial property experienced by neighbouring countries
of the Pacific basin in international conferences held by
WIPO. It is high opportune that all members involved in
Jindustrial property practice with great influence over

N operation and future prosperlty get together at one forum T

in exchange their views and opinions in the range of issues
involving industrial property to facilitate theilr
" uhderstanding. :

The 2lgt century which is often referred to as Asia Pacific
where economic vitality of Pacific neighboring countries is
attracting the world's attention. I am sure with no doubt
that PIPA's activities will become more significant and
important in the years to come. Looking at the volume of




applications in patents and utility models in -Japan, Japan
accounts for 40% of the world total, taking leading
position. As a key to vitalize the econony,. .if more
expectation is placed on the- advancement of the
techrniological” development ‘Japanese industrial property
system from such 1nternat10nal prospectives should be
improved into a well established excellent institution,
Japanese Patent Office responsible for administration will
have to be equipped with high technology for quick and .. .
adequate patent granting. Japanese Patent ‘0ffice has great
responsibility to contribute to gloval scale industrial
property system. Based on this philosophy, I am also
reafirming my commitment to execution of most effective
patent office admlnlstratlon._ More specifically, with an
objective of alleviating of increasing international
friction on industrial property and to promote gloval
harmonization of industrial property system, we are now
.preparing proposals of patent law. amendment to be presentea
at the next Japanese parliamentary session.

We are also in Progress of . 1mplement1ng paperless prOJect
through all over computerlzatlon with focus on quality in
stead of volume. Our aim is to realize fast and adeguate.

. granting of patents. Through triliteral meeting by Japan, '
the U.8. and Europe, we are planning to exchange patent
information data base, we collaborate ‘for ‘computerization
and we work together toward harmonization of industrial
property system., We are studying introduction of ‘automatic
translation system. At the same time, we make positive
contribution’ to international organizations such as WIPO
and strongly collaborate with developing countries through
dlspatch and receiving of instructors and trainees
respectively. I hope PIPA will continue to make elaborated
efforts to 1mport proposals “applicable to private industry -
in international forums and further contribute to T
development of the world industrial property system, I am
also devoted .to listening very carefully to your proposals_
and 1nputs s0 let me have your most candid and frank -
opinions and advice.

I wish you all a great success of the Congress and 1n the
future activities of your Association. =

Thank you very much.
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“Greetings for KanazaWafInternational Convention

of PIPA (:s_u:mnaljy") ) by Honorable Masaru Umeda

_ Engmeer General Japanese Patent Office

I am deeply hpneredpto}have'ah oppprtupity_ef giving'you ed

clgsing_edd:ees:atatheE17thpintetnationa1 CehgreSSdéf”PIPAJf

The patent's?stem_ispiequired_tq.ensﬁre_greater
intetnatiepalihatmehization”than”in‘the past'as.
inte:nationel,tfansfet:of“techpology andwmeréhandisee:

increases.

Theppateﬁt_offiees”in'three:p;incipalffegiehsg'i,eo,”JPO,jt
USP'T'O', EPO are jointly carrying out a series o‘f' projects to

assure. lnternatlonal harmonlzatlon in respect of ‘the patent

system and 1ts operatlng procedures._'

In thlS connectlon, we regard 1t meanlngful to exchangef:'

views and 1deas between Japan and the Untled States on the.

part of the prlvate sector 1nvolv1ng appllcants, attorqeys

and various organlzatlons concerned I believe that PIPA

- is committed to e‘major rqle to palyiip this field,,"

I understand thatkjapaniahd;the U;Sﬁfgroeps mutﬁally
presented results of study with regard tokan.extensive”
range of themes on the industrial property and were

dedicated to thorough discussions for three days in this

"wacongress;cherebywpromotingmfurthermunderstanding~ofuthewumwewwa

patent system of each party practice.

|
i
)
{
s
i
i
[
{
B




The necessity-of harmonizaticon of laws and practices -has

- been urged . since the inception-of the: Paris Convention in .-

19th’century,‘but“in=fact17there-are'a number of deterrents

against successful ‘solution. . ThHe problem of internaticnal

““harmonization must be resolved: in the long -run. .

I belleve that any d15cussxons for lnternatlonal

harmonlzatlon should not be a negotlatlon 1ntended to brlng

the system of a glven country to those of others, but

- should be 1ntended to dev1se ways to ensure smooth

operation of ‘the patent system'in quick response to.-

developments-in ‘thé international transfer and innovation
= of ‘technologies so that éach country may acquire and :::

“utilize

the knowledge -and -experience.of other countries.

To achieve this end, 1t lS essentlal to mutually understand

each party s patent system and operatlng practlce from the

realistic polnt of view respectlng the partlcular hlstory,

culture and economy of each country.

Once welstart off w1th the splrlt.of such mutual
understandlng, we shall be able to deal w1th thls 1ssue
with an objectlve and selffpossessed stance and cope aptly
with rapid - changes in internal and external enviromment

surroundlng the’ patent system whlch 1nvolves the problems

son legal protectlon of new: f1elds' such as’ computer

software’ and: biotechnology,; etc, =~




I understand that this Congress provided‘meetings on thea

‘w"Aecelerated Examiantion-System" which .JPO.began-to
raimplement~in this February.  .Upon-:introduction of-this:.

-system, ‘T also visited PIPA in:last. summer  and. exchanged

views and ideas with 'its officers. In this regard, as-.you
may have known I have the pleasure to 1nform you that our

new procedure 1ncorporates your suggestlon that thlS system

should be extended to the appeal examlnatlon, therefor we

prov1ded "Accelerated appeal examlnatlon“ as well.

As you also know, this system provides-.a procedure Which

expedites the initiation.of examination of pending. .
-epplications;for‘being_granted”patent in high priority . and

Satisfy the requirements which we specify in the guideline.

However, I would  like to draw your -attention;,’since this

system is 1mplemented w1th1n the constralnt of 11m1ted
‘manpower reallocatlonr lts effectlveness may p0551b1y
dlmlnlsh 1f the SCOpe of such appllcatlons are‘ -

overexpanded.

Under the c1rcumstances, you are klndly requested to
carefully select only those w1th hlgh prlorlty from a

reallstlc p01nt of view upon f111ng your appllcatlons.'

In all cases, we are planning to review the proper scope of

"ellglble appllcatlons and. requlrements after seelng the:

development of the number of appllcatlons for a whlle and

consulting with the various organizations including groups

of U.S5., applicants.
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The JPO is very open minded and the door is always open 'to

anyone and any organization who gives us constructive

suggestlons to improve our system and to attain’ the ‘goal, -
harmonization of patent system,Next week, lOth of November,
we will open the, door to discuss with you. I am_look;ng.ﬁ ' ;ji,;mw

forward to seeing you at the: Patent Office.

Thank yeu for your. attention. . ..
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lction of Awardee, Mr.. Hirano =

"”fo'an;Qa Mifune, PIPA President

It is my great pleasure to introduce Mr. Akira Hirano who
receives PIPA Award on the occasion:of this 17th L
International Congress. He is the 6th awardee. Needless
to say, he has actively worked as representative of Fujitsu
Limited for long time. Now he 1s counselor of Fujitsu- '’
‘Techno Research, Ltd. He acted as President of.PIPA in
1977 and President of PIPA Japanese Group in 1977 and 1978
and served as Ex-officio of PIPA Japanese Group for 6 years
“from 1979. Apart from PIPA, he has devoted himself for the
development of the industrial property system. In 1967 and
1971, he was president of Japan Patent Association and a -
member of Special Committee of International Patent Policy
for years, and still now he is Honorary Counselor of Japan
Patent Association. For his long dedication to the
industrial property field, in 1976, he received Blue-Ribbon
‘Medal, cone of the distinguished governmental award to be
given to a person who made contribution to science and
technological field. 1In the light of his bxilliant back

: ground and contribution to this area, I am sure all PIPA
members delightfully agree to nominate him as 1986 PIPA

© Awardee. On behalf of all PIPA members I wish to express
sincere congratulation 6n his recelving the Award,

Thank you.

— Award Acceptance Speech -.
by Akira Hirano

Thank you very much. I am Hirano. It is indeed my
greatest honor and pleasure to receive this most
prestigious PIPA Award. Taking this opportunity, I would
like to express deepest gratitude to all of you. I have

24—

|
|
|
{
:‘
§
i
1
I
|




been only serving as a very modest member of the board of -
governors, probably for relatively:long period of time, and
I feel very humble to receive this honor:. - : '

This time, the 17th:PIPA International ‘Congress is being
held in the city of Kanazawa, and I am afraid that American
- Group Delegaﬁion:has-rather directly felt gloomy in coming
to.Japan -in the frend of today's strongér yen againgt-
dollars than that of the time of Sendal:Congress two years’
ago.’ 'Also in Japan, except for a handful of industries,
the advantage .of stronger yven leading to lower import price
has not been experienced, because it is.only vanishing:intc
complicated and -rather strange distribution system we have-
in Japan,.andonly. disadvantage of slow-down in exportihas"”
been experienced. -Recession due to strong yen is becoming
common trend .prevalent in industry ‘across Japan. The
stronger.yen‘and weaker dollar is expected to make -
‘contribution to dissolution of ‘economic conflict based on -
-inbalanced :trade between United States and: Japan. However;
contrary to such expectation:in general, Japan .still
registers trade surplus. .In;spite'bfﬂbusinessipickiup in
the United. States, even a voice calling for a: stronger yen:
rate of 120 yen to a dollar :is heard from U.S. side.: - :

~ In addition:to such stubborn economic conflicts beétween -
United States:and Japan; no sign is ‘seemed yet that patent
conflict between the two countries has subsided. - Normally,
in the United States, patents are:granted one vear after
the application, whereas in‘Japan it takes as many as four
years and'thére-is.less.favorable'factor in relation to '’
publication that applied. invention may be exposed to be
counterfeited before patents are granted. ' This has been
heard.at the frustration by.the Americans. for years.... ..

Following Netheriand and West Germany, in-1971, Japan
implemented early laying~open system and examination
request system. Examination period then 4 years has ‘been~ "
shortened year by year. In 1980, it was reduced to half,
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two years-.'and one month. - However, alonngith expanded
volume of application filed in Japan, the time for required
for examination had.continued to be lengthened. ' In 1985,
514,000 applications have been filed in Japan, and today
the time to require for examination is around 3 years. The
backlog is only: to:increase, and today time for examination

is increasing. It seems to be impossible to shorten the

prosecution time. The longer examination time only weakens

protection ofvfights. This time disadvantage is:felt by:
all applicants irrespective of'their'nationalities. If
they can be granted only weaker protection than what they -
are:in their own countries, it is understandable:that:
foreign applicants' frustration would get aggravated. By -
all means.we have to.address-.this question and"find
solution. for it. -Since 1976, Japanese Pateht Office have.:
tried to- strengthen patent management on. the part of
private operations, shifting their :focus from volume to
quality. . They have tried. hard to promote efficient
administration and also prompt examination so. that-they can
optimize their .operation:and administration: to prosecute :
their applications. - Nevertheless, trend of increasing . ..:
application volume still lingers in Japan. - Competition in-
the area of developmént to survive corporate market
-Vcompetion and expanded technological scope through highly
advanced technology are 1listed as-primary'reasons for .. -
increase;of;patent:application-volumel -Considerably lower.

rate or percentage of publication and foreign applications.:.

versus domestic applications than.those:of other ::

industrialized countries indicate to us that there is still
long way for us to go to realize our: philosophy of quality
instead . of volume_ Japanese Patent Office emphasize P

amendment of patent law for next year to wash out all

.residues accumulated from the time of ‘the peak of -importing. ... .

technology. T believe strongly that alleviation ' of foreign

applicants' .frustration is.the most;urgent task that we =

have to very. seriously to address.

|
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So much for the frustration on the part of the United
States, in Japan, also the‘industry is becoming very
-nervous about the strengthening of Section 337 of the U.S.
‘Tarrif Law. Meeting of the United States and Japan Trade
Commission was held in/Hawaii .in August. As expressed by
the Japanese government at that time, the Japanese industry
is today gettlng concerned that the said amendment may be
used to restrict 1mport of Japanese made goods into the -

United States in conjunction: with emergingsprotectionistic. .-

mood in general. Particularly,. their'concern is. that the =

determlnatlon tlme taken by the U.s. Government on these

cases may be too short to allow forelgn corporatlon to well:“

7 contest. :.I, therefore; strongly hope that' free and open -

.Q:dlalogue between PIPA members makes. step by step

contrlbutlon to solv1ng varlous patent confllcts between

our’ countrles.

‘Thank you again for giving me an opportunity to express my

sincere gratitude.
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-~ W. R. NORRIS

" November 7, 1986
CLOSING REMARKS:’

'The;i%#ﬁ_coﬁs#ésseqf PIPA_%%eebout_%s”aéjqﬁrn-.;stfégms,
this may be their last cohgress~es:career ﬁathS‘lead them: in .
other*&irebfions. Those that remain to carry PIPA s banner will
mlSS those departlng but they need not than they will be
forgotten as\PIPA members have 1ong:memorles;_-For all of.:us: the
lnsplratlon found here in Ranazawa w1ll be a guldlng fcrce as we
part101pate in natlonal and lnternatlonal legal lnstltutlons

addressing intellectual property issues of the day.

GATT appears'on the verge of becoming a neﬁ féiée."ﬁdﬁ can
PIPA help to keep this force within constructive bounds? The
answer will not be easily found, but frank, honest and informed
dialogue that addresses - better vet defines - the issue is a
starting contribution. Balancing of trade-offs that will occur
in the political process cannot be predicted but PIPA can help to
assure an informed result. As I perscnally assess the benefits
of GATT discussions of this topie -~ some of the indi;ect'
"implications are more interesting than direct results.

Discussicn in GATT may stimulate WIPO initiatives to seek.

e e e e oAt %t e

learn about the value tec local protecticn of an effective
'-internationally recognized regime for the creation and

administration of intellectual property rights.




SR A November 7, 1986

“As Karl Jorda p01nted out in hlS paper, a commltment to
harmonlzatlon 1s a commltment to change. Agaln just how the.
changes should be balanced reguires patlent dellberatlons.-'lt
behooves PIPA, I thlnk to closely follow the WIPO 1n1t1at1ves.
If past experlence is an example the WIPO secretarlat, now that
the harmonlzatlon tree has taken root, w111 want to plant an
orchard I thlnk the Japanese Group has been ‘wise. to c0ncentrate
. on just a few of the harmonlzation proposals - those whlch could
have the most profound results -OX: greatest llkellhood of |
adoptlon. To 1rrad1ate all dlfferences may sound good ln'
principle but it is not practical to.seek such a comprehensive
result. TensionuproduCed*by differences can be healthy genesis
of progress. Moreover, we must not: lose 51ght - 1n the heat of
debate - of how far we already have come: along the path of

"harmonization,"” "cooperation" and "transparency."

In concluding T want to thank all those persons who have
part1c1pated in this Congress, both behlnd the scenes.: and at the
podlum. The papers have been excellent. It is clear that much

-thoughtful research and analysls went 1nto thelr preparatlon.

- The very special thanks are extended to our honored guests

‘mﬁﬁgwﬂé%émé{;{iﬁgﬁ{gﬁgé“{ﬁé"Eéﬁg}ég;w£§WEQQEEMEEQQEEQQWQHEM“*mdww“wmmﬁ”

contributions.

Thank you - I now turn the pcedium back to Mifune-san.

im
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CLOSING OF FAREWELL PARTY

by Akira Mifune, PIPA President

On behalf of PIPA Japanese group, I would like to
express ‘our sincere thanks . for 'your. cooperation to have .
‘smoothly and successfully been able to hold the 17th Annual
Congress of PIPA. :

e We are sure that you could. enjoy the short stay. in
this historical North Capital where is blessed a plenty of

+ fresh -delicious sea foods and:.a variety of traditional. arts

and crafts as well as beautiful natures and hlStOrlal
remains.. : : :

This is-the 17th.PIPA congress and my favorite short @ .-

poem "Haiku" also consists of seventeen, the same number of
the Congress, Japanese phonetic characters.’ In addition,
this area "Kaga" in the old name, has yielded many "Haiku"

poets. So I would like to close the -farewell party with my =

original "Haiku", following the precedent of Mr. Norris.

LG Gome K OE>
'”AKI.OSHIMU KITA NO MIYAKO-NI TOMO: TSUDQU ::-
.Regret Fall being over

01d friends are gathering to refresh close relatlons
:In.-the historical North Capltal S _ "

—-F0 # KiAPbL ME HE
ISSAN—NO SAKE KUMI KAWASHI KAGA MOMIJI
. Drlnklng a cup of Japanese Sake
.‘Makes the .friends joyful, -and.

Leaves in Kaga change colors brlghtly

:Look forward to seeing all of you agaln in Baltlmcre at the )
end ‘of next September.. Have a nice and safe trip. SESERTARE T




GUEST .PRESENTATION ;. . o/

" ADDRESS ‘BY DONALD W. BANNER TO PACIFIC INDUSTRIAL PROPERTY ' 1

ASSOCTIATION =~ = # 0%

':ﬁv'"Inféiléctuél'PfdbéffﬁﬂtEgiSIEtibh'ﬁéing”Cbﬁéidétéd“‘ 'E

"in the United States"

Mqré”ihteiiectuai“pfbpefty’bills'habé“beéﬁ"ﬁfapasea‘infthe’gdth"thgfess
during“iQSS:aﬁa"lgse’than'ih any other Congress ‘ever.” By sepfembér “““
1986, 110 bi11s'BAd“béen”fntrodhcé&’iﬁeaiving“batéﬁté;-beér*1qo*b111§i“‘
had been introduced involving trademarks, and about 85 bills had been

iﬁtrbdﬁceﬁ7in§61§ing‘cbpyrightS}"*.

On the other hand, when these remarks were being prepared at the

bégiﬁﬁiﬁg'df'bctbbéf; with Congress rushing toward ‘adjournment, no ' -

s pan  F ANt BT 1T Had ~yet b detad; Seme BTl SouTd e GRastaa T

howé#ér;‘bj mid-OétoBef.'




Tatellectual property legislation has been an active topic in the U.S.
Congress during the 1980s. A particularly large amount of intellectual
property legislation was enacted two years ago. Congress passed the
Semiconductor Chip Protection Act, the Trademark Counterfeiting Act, the
Patent Law Amendments Act of 1984, the Drug Price Compatition and-Patent”
Term Restoration.Act, and at least half a dozen other intellectual
property-related items.  Perhaps it was. the success. in. 1984 which has

spawned the even greater number,pf,proposals in 1985 and 1986.

One of the items of greatest interest in the 99th Congress is the
legislation to improve protection for process patents. Sevérai bills 
were'intro¢pggd'during_1385:and_lgsﬁ_yhighxégﬁ}p y;;h:prpgggsipatents.
The leading bills at this writing are §. 1543 in the Senate and H.R.
4899 in the House. (A one-page table at the end of these remarks

summarizes the main features of the two bills.)

Both of these bills would make it constitute infringement of a process

patent to import into the U.S. or to use or sell in the U.3. a product _
made by the patented process. . Proposals on this topic have a long
history in the United States. . Process patent legislation was .
recommended bj the 1966 President's Commi§§iqn_gq_;h§J?;;§qt-Sygygpuﬁnd1

even earlier.

Several U.S. companies.have testified that process patent legislation is

wurgently.needed-to-help.stop.offshore competitors from &

ing a free

ride on their R&D expenditures; Proponents have pointed out that the

.major trading'partnars of the United States, including Japan, West

—32— .
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Germany, -France; and: the United:Kingdom;:have provisions in.their laws <=

similar to the process patent legislation being proposed.

The -principal opponents of -the process:patent bills have been:the"

generic-drug companies. - In’the summer of 1986. some ofthe’ industiry - =
 supporters: of the legislation became:convinced that’ the only: way:to: =i

obtain enactment-of a-bill:this year was.to:.negotiate a'compromise with:~

thE'generic-éompanies;r_Th9fversion of 8. 1543 considered during:: &

September. was a :compromise: billi .~

Another bill that has attracted great interest :this year is'the:s vl i

legislation to-amend section:337 of the Tariff Act' of'1930. -Section 337

is ‘the provision which authorizes-the U.S. International Trade ‘.7 .

Commission to issue exclusion orders against imports:. when unfait’ trade:

practices are involved. Most of the cases arising under section 337 are

cases whichi:involve -allegations of pétent-infrihgemént;;;b¢ aomioi

The section 337 amendments.in the: 99th Congress were first proposéd by.

Senator’ Lautenberg. of New:Jersey. . His:bill' ds:'8, 1869, Similars- oo
provisions are in-the omnibus:trade billy: H.R.: 4800, passed by the House
of Representatives:this :year,:-and:in .a separate bill::devoted: to.section

337 :amendments:.only,: H.R. 4747. The most;impprtant,féatureiofuthe*f.'*<

section 337 amendments is that intellectual property -infringement; -

" without more, would be treated as "injury" for purposes of section 337.

s.of the:legislation believe that by

requirement: to ;show other-injury: besides:infringement,: the legislation "
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e Several bills are being actively considered to authorize extensions of:. . .

would,redﬁce the burden and expense of-obtaining'felief under- section .

337.

H.R. 2434,a-bill.which has been under-consideration in the Senate and -
House for.nearly_twé;years,.would-authorize the  funding- levels for the .-
_Patent and Trademark Office for fiscal years: 1987 and:-1988.  This -
legislation is: important: to those iﬁterested in effective: administration-
of the Patent and:Trademark Office and the levels of fees chargéd-by;the
Office. .The bill limits the Office’s authority to charge fees for use
of the public search rooms and limits use of fee income to support the
massive search file:automation project.:: The bill also would renew and :
make permanent the. Office's authority to reduce by 50 percent the . levels
of patent fees charged to..small businesses, independent inventors, and

nonprofit: organizations.. .

5. 1230 is a bill tovimplement chapter TII of.thaEatent-Cooperatibn'ws
Treaty in the United States. Similar provisions also are a part of H.R.
.. 4899, This:legislation:is noncontroversial within-the patent bar and is -
supported: by the Reagan—Administrétiﬁh. Its purpose, . of coursé, is - to
aﬁﬁhorize-the United States to become .involved in international
préliminary:é*amining-uhdertPTC. At this:writing uncertainty exists & °
over whether the:bill will pass, because of political issues unrelated

to the merits .of the bill.

the: 17 year . terms ofepatentsfcbvering-agricultural“chemicals and animal: | : &

drugs. These bills would compensate patent owners for delays




encoqnpg;ed.in,obtaip;ng apprpﬁal;from;the‘Government_to_market;their'
inventions. . The bills are patterned: after the Drug -Price Competition
and Patent Term Restoration. Act of 1984,.which .gave authority-toséxtend.
patents. for: up- to five years for human drug. inventions in:qrder-to.g:-
compensate for delays by the Food and Drug Administration. in .approving

drugs for-marketing.

.'H.R. 4316\i§“ahbill:whi§h qlarifieﬁ,the'applicability_of-U.Sr.patentllaw
fo“actiyitiesyin.ouﬁgr_spaqgﬁupTheabill amends: the patent .code to ‘'state.
that any: invention made, used or sold in.outer space on a.space:vehicle
under: the control of the United States: is toibe:treatethhefsamezas an.

invention ﬁade, used or sold within the: United States, for purpases: of -

the patent law. The bill makes an exception for international

agreements which: provide otherwise.. i«

Both. the Senateiand.the.ﬁouse;havg_p;gsed;ve:sions of B.R.::3773y a0

bill called. the "Technology Transfer Act.of 1986.! :This legislation is:
designed: to promote transfer of. technology from federally owned and . i

operated laboratories to-the.private -sector. A:provision of interest:to

the pateﬁt community would guarantee salaried employee-inventors in the

”federal,gqverpmgnt,a'prgpenty.righ; in-inventions: made on- government: .l

time and.at.government. expense.. A:compromise. version.of ‘the bill would-:

guarahtee-thg_inven;ots,q,percentage_ofproyaltywincome,;up;tb.$100;000ﬁ;

per year,:in addition to.their-salaries, when:their inventions. are . ..

licensed. to. the private. sector. ... .. . "
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U.S.: industry opposes this inflexible, marndatory Eybé:bf compensation -
for salaried inventdfs}:~InduStryfbelieveS“it-ié*important for T BeRis
management'tpuhavé“freedom-fbﬁtompénsatérihﬁentofS”and'éll“bthef1”3';*”
employees in the ‘traditional manﬁer,'taking}info“acbount éll‘facété”of’f

all-employees' activities. =i. =+

" A highly controversial bill proposed by Senator Chafee, S. 2614, deals
with parallel, ‘or Mgray-market!, imports.’’ This bill is unlikely to be '
enacted this 'year, but probably will 'be considered &gain next’ year. “§.
2614-WOula-amend the Lanham Act and section 526 of ‘the Tariff Act of ' -
1930‘tdfpermit"pafallel impdrté irrespedtive_of-reQuiremébts-in-thosé““*

two acts which otherwise would :apply. = :i:

- The gray-market issue is being considered not only in'the Congraess-but -
also in-the courts and in the executive branch of the government. Court
interpretations of' the law:iaffecting parallel ‘imports are split: “The %
Custom SérvibeﬁcurrehtlyfiS-Soliciting-pﬁbliE comment-on two' options -
coéncerning: parallel imports--= iabéling?tequiréments?qnd="démafkiﬁg“‘:"
requirements.. : The deadline for comment - to- Customs is“OEtdbef=17,ﬂ19861“fl
The Reagan Administration this' summer proposed legislation affébtiﬁg’f”ff
‘technology licensing under the antitrust 1aws-ahd“the“§atentvmiéd#e'"ﬁ'
dﬁctrine. 'These'provisions-AreJPart of an’administration billion =~

intellectual:property'numbered's.-ZSZS‘in‘theﬂsen&te'and'H;R; 4808 in -

s the -House--of. Representatives....The .provisions. received no.consideration

this year, but perhaps will be reintroduced next year. One section

" amends the Clayton antitrust law to state that technology licensing




* teminated.

practices shall gqt be deemed per se illegal in actions under the
antitrust laws. Another sectlon changes the patent misuse doctrlne by
restricting the authorlty of courts to hold patent licensing limitations
unenforceable for allegedly suppresslng compet1t1on unless the

11m1tations V1olate the antltrust 1aws. _;f,lﬁz'l"

_The Administration bill also contains a provision not considered in =

Congress th1s year -which deals w1th llcensee challenges to patent

valldity.- The prOV151on authorlzes llcense agreements whlch al'ow

either party ‘to tetminite the agreement ‘when the llcensee challenges ‘the
validity of .the licensed patent., The blll also states that it 1s :
perm1s51ble for such- agreements to prov1de for the llcensee s

obligations to continue during the lawsuit’ 1f the 11cense is not

Congress will be leaving Washingtoﬁ“hy“midrOctober'at:the latest 5o that
members can campa1gn for the electlon to be held. on November 4, Unless
‘waCongress dec1de5 to return to Washington for a "lame duck"'se551on after

_w“the election, we w1ll know by November which of the b1lls will be L

enacted 1nto'leyﬁth15,year., An up to- -date report W111 be given at the

-, PIPA -meeting. . ...
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‘September iﬁ;"i986‘"'"

' FEATURES OF PROCESS PATENT BILLS

All of the bills make it constitute _patent infringement to perform..

the acts of ‘importing into the U.S.

a product produced by a patented process.
current bills are shown below.’ :

Feature

8.1543 as approved by the
Senate Judicizry Committee
Sept. 19

“or using or selling in the U.S.
Featu;es of the two

H.R. 4899 as passed by

_House Sept._lﬁ

Limitation.on™"
relief for products
ordered before
notice of 1ntr1nge-

_ment.

Patent listing

" procedure

No injunction and no damages . -
greater then a reasonable

. royalty for products sold: . ...

within 6 To i8 months after

_-notice of infringement that

were ordered before notice.

Linitation on relief(above)
applies for only 6 months if

-patent owner upon .request lists

process patents owned for

..J.geg;ngTperticula;_p;cduc;.

5
Exemption for

- retallers.

Notice of
infringement,. -

_Shifting of burden
" of proof:: : 8

Bffective date.

Coverage of
products that are
changed further
after the patented
process is used.

© or sold in U.S. on July 1,

No remedy against certain
retail sales for 18 months

-after notice of infringement.

Notice adequate to start
running . of  damages. . must .
establish "substantial

11kelihood" of infringement

Provision shifting burden is in

text of bill. -

‘Grandfather clause allows contin- |
_made or imported after date

ued importation if products used,
1986.

Bill covers products that are not
"materially changed' by sub-
sequent processes; bill does

not cover minor or nonessential
components of another product.

No. damages' greater than a
reasonable royalty for products

-received within 6 months after

notice that were contracted for

. before notice.

No- corresponding provision.

No specific exemption; retailers
covered by the 6 month reason-
able royalty limitation.

Séme as Senate bill.

Not in bill, but committee

' report istates:committee:intends

for courts to shift burden.
ﬁffééﬁl&é egéiﬂet:elilp;gé;cts
of enactment.’

Bill covers products that are

not "materially changed" by
subsequent processes,

s s



SPECIAL PRESENTATION

Industry View
GATT znd Iniellecrual Pronerty

o by Wllllam s. Thompson, CATERPILLAR CING

The eigﬁihﬂmajor round ‘of the ‘General Agreement on Tariffs ‘and -
Trade (GATT) will offieially begin in early 1987. The agenda

adopted &t the September 1986 GATT Mimisterial Meeting in Purita

del Este, Uruguay, recognizes the need to siremgthem GATT,
Ministers also agreed to draft. trading rules Ho broaden GATT %o
imtellectual pronerty rlghis, 1nwestments, services, and agrl—
,culture. A moratorlum en.further protectlonlst measSures was-‘
anmnun@ed . - : . D ey

GATT megotiations offer major challenges aud opportunities for
1arge comﬂanles to whlch 1mbort competltlon and exports are
1mpnrtanr. ' ‘ ' '

“The current talks, being ealled the "Urigusy Rdund;ﬁ-couldfbe--
vital to the future effectivemess of GATT. High utemployment -
im Europe; debid problems in the third world; declining revenues
i OPEO' a rapldly appre01at1ng currency 1n.Japan, and ‘a U.S.

'i“merchandlse trade deflclt anproachlng $170° hllllon.ln 1986

reflect the nressures on the 1niernatlonal tradlng SJstem and

the importance of the Urugiay Round., ' R '

The GATT zgenda agreed to in Uruguay is consistent with U,S.
negotiating priorities.  The United States Trade Revresentative
(USTR) has specifically identified the "fundamental trade
issues e. &5 agrlculture, intéllsctual properiy rlghts, trade
in serv1ces, forelgn 1nyestment, “and strengthenlng GATT'
‘ dlspute settlement process.ﬂwmwmwwwww‘ o o

“Ifthese talks fail, protectionist pressures in the U.S. and
abroad will grow, Trade disputes and reliance on bilateral
agreements would increase. For multinational companies world




trade would become more complicated, costly, and less’conducive

. to growth,

_ . . o : §

GATT nsgotlatlons w1ll affect key corporate strategles* £lobal i

- shopping, fa01llty modernlzatlon,:and marketlng. Thig analysis ' r 
explaing the bhasics of GATT and. sets 1n1t1al}pr10riﬁigs;gn@ {'
strategy for influencing the negotiations, Further analyses 1

will be done as talks procéed over the nex’ four to six years. .

I. -GATT Backgroﬁnd,and Mechanics ..

'_The,Genéral,Agreqment:Qn.Tariffg,aﬁd‘Tradggﬁook:effedﬁ inhi948;
It remains the principal intermational mechanism through. which
trade barriers are reduced and other trade frictions addressed.
The GATT provides a.code.of rules, a forum-for countries to - .
discuss. znd negotiate trade problems, andlngnbinding,ﬂdispuﬁe,_
‘settlement" procedures, GATT's power derives from a cqmmitﬁ@nﬁ-
by major trading countries to ftake responsibility for maintaining
the. trading system and refrain from unilateral actions that under-

cut the system.

Currentlylga countries. are members. ‘These,include_mpsf of the
"free world" and'a few. nbnmarket econdmiesISudﬁ aé Polaﬁd; thgary,
and Yugoslav1a.  (A SOV1et apnllcatlon for membershln has been
‘rejected; Chinats might be accented because of that country's .

reforms toward a market economy.}
The GATT treaty rests on five fundamental ;pltinc.i,plesif E

1.._Nondi§qrimination.; GATT members must grant each other equal
treatment. This obligation is. embodled 1n uhe "most—favored

m;p%Eiqnﬂ_Qlauae-_‘ o T

2. Trangparency,. - Protection given to.domestic industries may: be
only through visible customs tariffs., ..Quantitative . .-

o




restrictions: (quotas, licenses, ete.) are. allowed onlJ to.
ease balance—of—payment dlfflcultles.

3.. Stability and predictabilitﬁ;f'Membefoare'to follow.agreed—
" upon tariff schedules. Tariff.increases for one product must
be offset by decreases in tariffs on anocther product.

4,7 Consulbation, The first step im resolving frade?disputes
must be comsultation between:affected nations. . If that
~fails, the organlzatlon g-"dispute settlement procedure™ must:

v obe followed ' | T L -

5. Excepbtions. Wenmber nations realize That compelling economic
problems may warrant exceptions to standard GATT practices.

GATT's “escape clause" sets: the parameters for such.rvelief,.

Since the original GATT treaty was approved, a series of inter-
sinational negotiatidnsthasﬂpuﬁ GATT .principles into:practice, . oo
The first: six GATT rounds ‘focused on reducing tariffs.. Average
worldwide “tariffs went from 40 percent to less than.i5 ‘percent, : i

The most recent: GATT talks, the "Tokyo Round™. (1974 to 1979);
also- gddressed noftariff barriers. A Mcode 'of: conduct" mpproach v
was used,  Six codes“onjnOntarlffslssues were adopted:s subsidies/
.countervailing duties, goverrimenti procurement, ant1~dumn1ng,-
customs valuation, end standards and licensing,”

Codes are 1na1V1dually ratified ‘and‘subject ‘to their-own
enforcement mechanisms. The nontariff codes: have. been- approved by

the major trading countries; however, they have not been approved:
by most other GATT wembers. (Mot all GATT members must aporove g’
cods, . “If one “is- adonted by, for example, 20" countrles, that ‘code -

is apnlwed-uo trade among ‘those 20 natlons, but not =he remalnlngf"

GATT meribers,) -




The Uruguay Round will follow~a¢code_of'condﬁct gpproach,- By
year-end 1986, separate negotiating groups will be .established
to deal with individual issues including intellectual prdperty.
-‘An-0versight'committee.Will'finalize preparations for the new
trade roumd-which is to officially begin in: Geneva in early. 1987.

Ongoing negotiations, organized around individual issues, will

- proceed.for four to six years. The USTR-is the "lead" U.S, agency
for these talks, USTR will coordinate negotiations from-
Washington rather than Genevea, to allow.closer contact with the
U.S. business community and Congress. The Industry Sector Advisory
Committess (ISAC) will play a prominent role, advising USTRE of

e e e o ot e e -
S i -
o il 2 : ‘

i B .

induétry,concernSanti

- Upon conclusion of the negotlatlons, completed codes will-be -

submltted ‘Yo member nations for ratlflcatlon.

Yember nation ratification is virtually automatic in some countfies.
In the U,S., Congress must provide the president negotiating
authority and ‘approve the:final;agreement; Togtrengthen -the

U.3. negotiating position, Congress has traditionally provided
"fast-track negotiating authority,” which means Congress will

~ vote.on the treaty without amendmant;~;¢ongress then mist pass
'-1egislation changing U.S,. trade laws to comply with the agreement.
(The Trade Agreements Act of 1979 made U.S. law con51stent with:.
therqummdimmmyJ T e e :

' 0f course, .this four-to-six year GATT -process won't take place in-
a-vacuum.3 The;business‘pf."managing-the world econemy™ will con-. .
contimie. -Bilateral talks; regularly scheduled international -
econonmic -meetings; yearly summits -of heads ofstate; and .

NUMerous.. lenlslatlve 1n1t1at1ves wWill affect the -GATE proceedlngs.

" As these events influence .the imternational trading climate, . =%

positions will need to be wypdated to ensure they are relevant to -

 the negotiations and a company's business strategies.

U



- Intellectual Property Rights

' GATT :does not have a code sypecifically protecting imtellectual -
proverty righis -— matents, trademarks, copyrights,industrial 3
dedigns ‘and-trade secrets. GATT indirectly addrésses intellectusl
- property rights in Tive ‘clauses which recognize the principle-of
intellectual property rights, but do not offer conprehensive
protecfion.fEA*CodEJdrafted'latefinwthe Tokyo Round but not adopied
would have deterred 1mportatlon of counterfeit trademark

merchandiss,

Phe U,S,; E.E.C., Japan snd Carada accepted the draft trademarks
code. But the NICs would not. Because many counterfeiting
_-problems originate in the NICS, their failure to accept the code

_made its "value" questlonable, so it was not adopted

Section 337 of the Tariff Act of 1930 is a primary statute
protecting intellectual property rights in the United States as .
they might be affected by impdris. - The pre-GATT law .empowers the
International Trade Commission to bar imports which have benefited
from unfair trade. practices, 1ncludlng infringement of ‘inmtellectual

property. rlghts.--

Non-U,S. intellectual property rights protection wvaries greatly.
In many Asian countries {e.g. Pakistan, Malaysiz, Slnganore,‘ s
Taiwan), there is-a “predlspos1t10n %o copy.". ' e

“Mexico, & new GATT member, is being gressured by a coazlition:of
U.S. businesses, to address deficiencies in its intellectual
property laws, To date, Mexico has agreed to increase patent
. protection from 10 to 14 years. (American firms want 17 to 20

years,) In addition, Nex1co no longer requlres U,5. trademarks to

be replaced by Mexican trademarks- such "trademark linking" is now

voluntarv.




'Besides eroding marketing advantages prov1ded by -company . research
and development, insufficient intellectual properiy rights
protection hurts company medernization efforts. in plants abroad..
Many U.S. sofiware companies, for example, refuse to allow their . .
software to be-usd in Brasil which has poor intellectusal property .
protection. ~This reStricts_foreign”subsi&iaryﬁéompanies-from:doing .
business abfoad fellowing the same methods. as-in home countrles..

‘Similar problems can be expected in ‘other LDC.countries
An emerging industry position is that GATT shoulds:

1.;uRatl¢y the antl—counterfeltlng Trademarks. code drafted during:
the Tokyo “Round.

‘2. Go beyond trademerks protection and-develop standards for . _
protection of patents, copyrights, trade secrets and industrial
designs, - - ‘ '

3. Provide for a meaningful enforcement mechanism, .

. While ‘GATT ponders -action oninteilectual property: protection, ..
Andustry will continue to urge changes in U.S. law that would: .. -
make intellectual property protection absolute and not contingent
on the injured firm proving injury and efficiency{(thereby .- ..
feducing-thevcost and- time: required to-obtain relief); bar U.S..
imports produced by a process patented in the U.Ss; and -empower.
the ITC to seize such articles already imported.
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ABSTRACT

The revision of the Japanese Patent Law. is being studied
now and will be in enforce in the near furture. One of
the revisions is the amendment of the" multiple claim
system and the other..is the .alteration of :the térms for
. procedures, etc. These revisions aim.at the proper
-protection of patént rights and the internatiofal
- harmonization of -the- patent ‘application systems.

multiple claim system" ‘in “these ‘patent- law revisions ‘and

also the influences of the new multiple claim system: on

”practicel business when”the‘pew”system“is.employed.
I.. Preface: R : Lromeeio e

Techniques recently developed have become -higher and
become more and .more-complicated as well as the ‘development
‘of leading technigues and wide -international technical. . :i:::
interchanges have become more and:more active. ::In ‘the field
of the'Industrial Property Laws which play:important roles as
the ‘bases of the progress: of industry,:the promotion of
technical interchanges, etc., with:these circumstances:as the
- background, various - demands have been made for:the
-1nternat10nal harmonlzatlon of .the: system by . domestic and
foreign applicant. Lo Pl :

In Japan, +the following partial revisions on the:

-.Japanesgse Patent Law. afterhnxs”belng studled <ing response to.:

.these demands.:

1. Amendment of Multiplie Claim System

It is belng ‘studied that 'the Japanese 'Patent Law will be
swrevised ‘to .introduce- aﬁnew4multlple claim:system of enlarging




the range of the unity of’applicationfand admitting the -
desgcription of plural claims in versatile.expressione.as‘the
multlple claim systems in the European and u.s. Patent Laws.

If the new multlple clalm system 1s employed ‘the _”
‘results of a technlcal development can “be flled ‘en bloc as 'a
patent appllcat1on in a versatlle and fully clalmed form and
also the 1nternat10nal harmonlzatlon of the patent' . .
appllcatlon system can be reallzed ' .

2. Alteratlons of Various Perlod, etec.

(l) ‘Exténsion of the Presentatlon Period of Prlorlty

Certification

In the existing Japanese Patent Law, the abcve-described
iper1od is "within~3 months from the date of appllcatlon" It
is belng stud1ed to change the perlod longer. ’

(2) Exten51on of 0p9051t10n Perlod

In the’ ex1st1ng Japanese Patent Law, ‘the above—descrlbed
per1od is "within 2 months from the ‘date of" publlc notice of
.Happlloatlon"{'.Itnle,be1ng studled.to_chamge_the per;od
donger. e

(31*”Abolishmént‘of”thevbimlted Effective Periodnfor-

Publications in Foreign Countries in Invalidation”
.Prial ! '

‘. In ‘the existing Japanese Patent Law, there is a+
:estriction:that-an.invalidation.trial against a patent by
using publication(s} published in.a foreign country only
:cannot be demanded after five years from the registration of
the establishment of :the ‘patent right.  ~“Ituis being-studied”
ito abolishthis restriction. : e e dmmomeh
' (4) Revocation of ‘the Reservation:Based on The'PatentV

' ;Coorporation Treaty, Article 64(2)-(a) !

The period of submitting a translation for:an
international application in the case of “demanding ‘the
mlntemnationalwaneliminanyaExaminationQOnmthehapplication;isi

"within one year and 8 months from the priority date". ‘It s
being studied to change the /pericd ‘longer. ..

;1If .the revisions: (1) to (4) described -above are
remployed, each procedure will . .become.easily for foreigners -as




compared. . to the existing ‘procedure:in-the: Patent Law.

- "As stated above; the study of.revising the Japanese -
- Patent Law: includés various points but in our report, we
report "our 'proposal:for.amending the multiple claim system":
which is anticipated to give the"largest-influence:on .the
practical-business$ for applications; - ‘

.The -Patent QOffice is now proceeding-inVestigatioﬁS'with
laying.the bill before the. Diet and enforcing the new systems
in the. near future.: ‘ s S

In addition, ‘the existing multiple c1aim<Syetem in-the -
Japanese Patent Law was once reported in-the Fifteenth
International. .Congress. held in 1984:at.Sendai, ‘Japan.. - -

II. Background for the Amendment of “Maltiple Claim System

1. Necessity for the Amendment of -Multiple Claim System
_ . 8ince=:in the ‘existing multiple claim system''in the =~ -’
. Japanese Patent Law, the claim- must be, in principle,
‘expressed ‘by one indispensable:term, there is a restriction '’
on the description:of an invention-'which is a result of a
technical development by iversatile:plural claims in "
conformity with the content of the hlghly developed and -
complicated technique. ' ‘ o :

 Furthermoré, in the existing so-called united
application system:(plural inventions in one application) in-
the Patent Law, the unitable factor (i.e., the - -factor that-'
plural inventions can be des¢ribed in one “application) is on-
only different invention(s) which have a relation'with ‘one*
subject -inention and is.réstrictively enumerated in the text
of the Patent Law. Therefore, there ‘are cases ‘that plural: '
inventions the-mutual“techhicaifrelationship'of which ‘ig
increased with the prbgress of‘the recent ‘technical

”1t has keenly been demanded ‘to expand the allowable range of

the unity of:--application.
2. - Claims im the:Japanese ‘Patent Law -

. In the Japanese ‘Patent Law, ‘it is required to: "descrlbe“

et




only the matters indispensable to the construction of an'
invention as an.independent:claim” (the Patent Law, Article
36, Paragraph-4) -in thejiclaim-and hencemitvis~not-admitted'tq
describe plural claims about :substantially:same inventions.:.:
-Furthermore, the Japanese Patent Law prescribes a!

principlé of the application,for:one-invention by apecifying
“"a-:patent application shall be made for-each invention": (the
Patent Law, Article 38) .and."as exception, it is admitted-to::
describe two or more "inventions" in one application only
when these ."inventions™ have a relation with each other and
are included in a single technical idea. Even:in-‘this case;’
i plural inventions-is-admitted insonly
the follow1ng restrictively enumerated range:

+ (One application for one-invention). -

“Articie 38 '
_ An .application for patent shall be made for: each
invention,. - Provided, however,; that even with respect to two
or more inventions, if such inventions-have.any of the:
following .relationship to one.of ‘said inventions which:is =
claimed. (hereinafter, is referred.to as "the specified

invention"), an application:for patent may-be made-with .one::

and the same request: as.for the specified invention;.
{1) inventions which have as the substantial part.of.:
the features indispensable. for the constitution of the

inventions the whole or the.substantialﬁpart~ofwtheafeatures:

indispensable for -the constitution of the specified

inyention,;and:whiéhﬁachieveuthe;samegpurpose as that ‘of sthe

specified invention;

:-(2):. when the .specified /invention-is: an invention oOf .a -

thing, inventions of process for manufacturing the thing, -
inventions. of processes for using ‘the thing, inventions of -
machines, instruments, equipments and others for ' :i:
-...Manufacturing..the..thing,..or .inventions. of. things.solely...
utlllzlng the property -of -the thing;.: = ‘ '

(3) when the specified invention:-is.an !invention of a.i

processg, inventions of machines, dnstruments, equipments and
'otheps_used.di:eqtly_in,thequrkinguof;the_invention:of'the

3



process. . o :
3. Claim Systems in Foreign Countries.

In the International Patent -Application system, the ... ..:
European Patent ‘Application system, the .U.5. Patent
Applicatidn system; etc., the claim-system employed -is,
plainly speaking, a system of "describing matters to be
protected".-and .there-is no problem about -the. patentability of

claims in-.one appllcatlon to each other, - .. SR T B

-.Also, the range of inventions which can be descrlbed in.:
‘one application, that is; the unity of application is..
relatlvely broad in these claim systems. : g

For example, Artlcle 82 of the European. Patent -
Conventlon‘(EPC)-states that "a group.of inventions:which
relate to each other to form one invention . or.a single
inventive concept" can be included in one application and
this way of-thinking is same:as. that in.the Patent.:
Cooperation Treaty  (PCT). . That is, Europe .and the United
States have, introduced almost . the same ‘way of thinking in
regard to the provisions of patent laws and rules.

‘It can-be said that.in this point, these claim systems
largely differ from.-the claim:system of-the .Japanese Patent
Law, in which the .cases capable of-including plural..-
inventions . in one application-are*rest:idtively-numerated in

- the patent law.. : - B VRS o _ L ST

At any rate, in the European -and..U.S. patent laws,-only
the case which. is considered to be clearly:lacking-in-.unity
at .a'glance.is .indicated and: other substantial judgement than
the indicated matters is left to. an: examiner's discretion:

4. Problems.on the Claim:System in:Japanese Patent Law

-On ;the - Japanese patent lay system having -the claim ¢ ..

‘system different from the:foreign:.claim systems .as described .
above, the following problems are indicated.

(1) -Unity-of Application .-

The . restrlctlon about the Wldth of 1nvent10ns whlch can.

be included rin one application is lacking in:flexibility as:-
compared to the claim gystems. in-the foreign patent laws. .
For example, the following cases are regarded:to:be - .7




lacking in unity of application:
1. A thing and a process for manufacturing an
.improved material of the thing. '
2. A communication system composed of 'a transmitter
and a receiver, the transmitter,'and the receiver. =~~~ & "
(2) Plural Independent Claims:
"It is not admitted to described plural independent’

claims about substantially*same*inveﬂtidnsfin*one~application-

and even if these 1nvent10ns are -separately field-as patent
applications, only one of them is patented
Claim 1 ' ' '
a hOmuosition*F or improving light-resistance of
.- polyethylene, comprising compound A and compound ‘Biin
“the specified ratio. : R ' o
Claim-2 -
A method for improving :light-resistance of polyeth- -
.ylene, which comprises incorporating compound A “and’
“compound B in-the spec1f1ed ratio 'into polyethylene.~
Claim 3 : : '
oA polyethylene composition showing improved“light-
“resistance, comprising polyethylene -incorporated with
compound A and. compound B in the specified ratio.

‘Under ‘the existing claim system of the Japanese Patent

" Law, only“one of the above three claims is admitted.

©5, ~Utilization Modes of Multiple Claim Systems’

'¥=TheA155cases shown in Table 1 are thé- cases where ‘the”

inventions:were .not allowed to -be.claimed. in one appllcatlon
in the existing Japanese patent law system.. S

- However, many cases -in the 15 cases are dllowed to be
field in‘one patentiapplication as -inventions having unity of
application in the"U.s. - patent appllcatlons and European
patent applications. 3 o )

'clalm system in our proposed revigionsz of: the: Japanese Patent
Law, some of these: cases will ‘be allowed to be filed together
in one application as the U.8. paLent appllcatlons and- :
European:patent “applications. = '

It is considered that according-:to the ‘new 'multiple .~ - - -

o P




Table '1

_o:_Appllcable in one application as it is
" 7or if the form is changed.
A: Bpplicable if fundamentally changed.
®: Unapplicable in one application.

Cormments From Related Persons

method, t‘eatlng
agent, an method of
pro@u01ng ithe agent:

- mon and -forms SGIC -

No. outlineiof Case "

- [RE AR W SRR u.5.A EPOQ West Germany )

1 Biqtechnoiq@y,,,.._ ‘However, if the final o o Appllcable if the theme is
_product is novel, said ‘novel but the final pro-
iproduct is unapplicable. ‘duct in unapplicable since

- o . D I ' 1t lS known
2 Intermediété_and'f ‘Since the intermediate o’ ‘- Unlty is not admitted on
finalsp;péuct is considered to have ‘the case due to great
- -other use. difference between both
: SR L materials, e
3 Process‘aﬁdjeéch step; e Since éach step has ' | o o
(methacrylonitrile) ‘each use. _ _ . _ L
4 Compositi&ns?each- R K o Commc n'components form o If the effects are novel
: having saie effects - : SGIC
ard: different ‘coffi- | :
Ponentsi;:: ;
5. | Catalyst, jcarrier, iSincé'the'carriér'cdﬂ" | o Carrier’ 13 common and'_ . Productlon process of
’ and process of pro- be produced by other = | forms SGIC carrler is unappllcable
ducing the carrier process than the .claim .. e e
6 Plural usés of Plural: uses are appli- 7| o Component is common ® Plural uses are un-—
naterial - cable but c¢laim 2 has ‘ _aﬁd forms SGIC applicable
SRR I problem - L |
7 Surface treatment o Treating agent is com- | o' However, interchange

- claim 1 with claim 3

Table 1 - 1
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. Table 1-cont.

'Thing and same thing

"8 A'Make generic claim
: from other view p01nt :
9 atlon system, o However, the sub- o
transmlmter, .and ré- ‘combination is required]
ceiver {combination, to have inventive pro-
sub-combination) _ o . gress.. -
A0 gCiﬁcﬂitéand semi- However,; the description ¢ do - o
_qonduc@@r structure - 0f claims. is. insufficient _ ey
11 rBar~codé reading Since_a"card'cah”be also O'H0wever, the specifi- |e Card alone is 1ack1ng in
iethod, | apparatus, ‘transported and read by ‘city wmust be clearly unity
. and card .other methods described o
12 '-'Mechanlcal pen01l A If limited to sp901f1c A do
(comblnatlon ‘of con-~ ~one for mechan1ca1
stltutlbnal elements* pen011
_ 1nvent10n) _ _ o .
13 Mechanlgal peéncil ' N6’ génus ¢laim or no = No inventive 11nk thh e The theme is complicated
(combiﬁétibn of con- combination claim each other :
stitutional elements
#, invention) ST
14 Thing;yimproved - | ® The ‘things can be made’ o Titanium is common and |o do
thing, ‘method of pro-| by other method forms SGIC '
ducing improved L
thing (titanium-made
. i.spectacle frames)
15 Deterioration pre- o

vented:bolyethylene"

" 8GIC:

Single

Geheral Inventive Concept

Japan Patent Association

[Patent Claim System Investigation Group Report]

page 75 {1986, May)

Table 1 - 2




TII. - Our'Prdéosal“for‘Aﬁendihg-Multiple Claim System

1. Fundameéntal Proposal for Revisions
(1) Amendment of the ‘Description of Claims ' (Revision of
the patent Law, Article 36) Tee Lt n
‘It is desirable that the revised Article 36 admits ‘to
claim all the inventions 'in ‘one -application, as ‘long as "the

—inventions -to- 3be--protected-“ --a-re-----suppor-t-ed---by-----the ~WhO e — - il
descriptions of the specification. If the above revigion is
employed ‘it ‘is considered ‘that c¢laims“in‘a Japanese :
applicatlon will be -able” tO'be'descrlbed'aS"those in ‘the
. cases ‘of U.S: and European patent “applications ‘and dependent'
claims will be examinéd as the independent claims. '~ g T
" Practically, plural indeperndent ‘claims about
'substantlally same 1nvent10ns to be- protected will-be
admitteds e e wo b :
' (2)--Expansion-of’the-Range'of'Unity of ‘AppYication: -
“(Revision of ‘the ‘Patent ‘Law, Article 38) -

It is desirablé that thé revised ‘Article 38 admits to '
file one patent application on invéntions having ‘an intimate -
relation with each ‘other (e.g., ‘invéntions hav1ng a hlgh
technical relationship ‘with ‘éach other 'in view of the"
objects, constitution, effects, etc., of "the inventions). ‘If
the ‘above revision ‘is employed, it is considéred ‘that the
“range of the unity of appllcatlon becomeés fundamentally sameﬁ
as that of EPC. i ‘ S

“‘Practically, it will become possible to file each of the
~cases 4, 7, 8, 9, 10, and 15 shown 'in Table 1 as one patent
application ‘in -addition to those ‘on ‘which the udnity of =
appllcatlon is admltted by the exlstlng multlple ¢laim
system.. " S SRR : : ‘ ’

2. Additional Proposal for Revision

(1) _Introduction of the -System of Partial’ Abandonment
‘of Patent Right (Revision of the: Patent Law, o
Article’ 185 or new establishment) - ' '
It is desirable’ that the revised Article 185 or new - -
Article admit to abandon’a patent right-having plural ‘claims




on each claim and the_abandqnmengjwill;bggome_effectiye;aﬁtep
the'regisffaﬁion théreof.'m"”' y LT b
(2) Clarification of .the Subject .for Demanding _
~.Invalidation Trial (Revision of. the .Patent Law,
Article 123) ot w o
It is.;desirable that .the. reV1sed Article 123 demands an
invalldatlon_tr;al‘toiaxpatgpt.hav;ng plural claims on each -
~glaim.

IV. Influence-of the Revision ofi-the Multiple Claim System. .
If the Japanese Patent Law.is revised as we.propose . ..
above, new multiple claim.system and  the range.for the unity .

of application will become. similar to those.of EPC, . .

As the result, the international harmonization will be
realized about the protection.of .invention, the application_ -
procedure, etc., and our propdsed revisions of the Japanese ..
‘Patent .Law will have a large significance for not.only .
Japanese but.aisq,fo;eignepSg Tt -is .considered -that the
amendment of the multiple .claim system, which we propose,will
cause the following influences. . '

1. .Sufficient Protecticn of Inventlon = D I

Since one invention can. be.protected by. plural clalms in
a versatile ‘expression .and .also .plural inventions ‘having an .
intimafe relation with each othe:rcan~be‘filed.togetherzin-,t
ong. application,. an invention or inventions will be
1ntegra11y and inclusively protected. 7 o .

Also, ‘gince all .claims.of an .application . are, examlned,
the .scope of. the invention(s)}) having patentability will
become clear and the invention(s) will be protected by more: -
proper scope. . : . ‘ :

2. Reduction of the Number of Appllcatlons, Curtailment
of Expenditure e . - Sl

;-It. has been con51dered that the narrow. range of the

unity of appllcatlon 1n the., ex1st1ng Japanese ‘Patent Law is
one of the factors of increasing the number: of -applicatioins
in Japan as compared to those. in foreign countries. .
Accordingly,. it is expected that the numberof. applications. . :




is considerably reduced by our proposed revisions of the ..:-
Japanese Patent Law. ‘

This will cause a curtailment.of expenditure on
 applications for applicants (enterprises). But .in order to
effectively reduce the number of applications, it will:be -~
‘necessary to precisely grasp plural related inventions being:
created in an enterprisé. This will become one of the.themes
whichemust'be.solved hereafter by Japanese enterprises;

Tt ig difficult to estimate  the.number of'applications:=
which will be reduced. . According to the:result of the
questioﬁnairf(enquetey'made by Japan Patent Association to
Japanese enterprises, 9. l% of the total app11catlon number - ig
.estimated to be reduced.~ : '

Also, -in -Japan,-the Internal Prlorlty System has “been”

_introduced from November :1,-1985 and if:the ‘system-is . i~

effectively utilized, there is a possibility of "further:
reducing the number of applications.: . <:% co N
3.7 Reduction of Effort for Making Application Documents

“If the Japanese Patent Law is revised:-as we propose @ =
above, the difference in the-description‘of claims between- "'

the specification of a.Japanese application ‘and the
specification of théeé game application for :foreign ‘countries
will become ‘less, whereby'the'effOrt-for*making application.
documents in the case of making an application from Japan to-
foreign countries or from a foreign country to Japan ‘will be
reduced. . : - :

4, ! Influence -on Intermediate Procedure

Caused by :theincrease ‘of applications 'each "incdluding "+

'plural inventions, the 'increase of official ‘actions by ‘the i

reason of lacking:in the unity of application or the -increase

of official actions each:to only ‘a part of- plural inventions -

included -in :one: appllcatlon are expected. .
Also, with the increases of the official actions..iii.

‘described above, it is considered that the number/ of !
divisional applications-will be increased..

s Turthermore, with the expansion of the range: of patent: .

search. as described belowy'thesincreasefof;effortrand"-
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expenses in the case of lodging opposition’'is also
considered. - :
5. Influence on Patent-Search :

“ Since one invention is :versatilely expressed -in one’
application and also plural inventions are unified . together’
in -one application, it is considered that “the number of - 5"
International Patent Claésification {IPC) -given to an
~applicatioin will be increased. ~Becordingly,-.in-the-case of
performing ‘the patent search, there will be possibilities
that the search range-is. enlarged as*comparedetorconventiohal
case and also-the effort and that expenses for :the patent -
=earcb aresincreased, oo R AN '

On the other hand, however, since one application:
includes plural related inventions, the value of -the
.application -as a:technical .information will :be -increased.

6._‘Res‘judiéata-"" : : D B

If the Japanese Patent Law for amending the multiple - -
claim:system ‘is revised as we proposé above, it will be-
admitted to-describe.:plural claims in one application and
hence. there . will be -a problem whether or .not res:judicata,
i.e., the powerzof.the'judical;decisionﬁalreadycconfirmed in

a patent suit wherein.a plaintiff 'ingisted-on only 'a part of -

plural claims included-in-a patent right is also effective
for other claim{s).: . " : P

It is.considered that:in_tﬁe United Stétes;.res judicata

is not effective for the whole patent right including plural :
claims but for only each .claim and also res judicata is’
substantially effective :for -claim(s): substantially same'as

the .claim(s} to which the judical decision was made by the. i

legal theory of estoppel, and.in West Germany, res judlcata
‘is: effective for the - whole: patent: right.: - ' e

In Japan, this problem shall be finally judged by court:
—but.from.the view points: that the.right.to be exercised.ds .. ...
the whole ‘patent right from the .actual situation of patent -+

infringement and a dispute is solved by -one :suit, .the .
‘possibility of interpreting that res.judicata is effective
" for the whole patent right: may be: high. .- S

At A e he e,
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Accordingly, it is considered to be necessary to insist
on all the insistable.claims in a“ patent rlght 1nfr1ngement

V. Conclusion .

' fTThe revisions of thefJapaneSevPatentrLaw mainlyraiming3w
at the amendment of the multiple claim system is being
studied in the ‘great stream’of ‘the international: . ..

harmonization of industrial property-systems: . = in .

It is anticipated that the final text is decided in the
near-futuré and the new ‘systems have 'great. influences:on the
practical -business. Under :¢ircumstances,. it:is-considered to
-bevery significant=that\we'report the direction ofthe
changing state of -the Japanese Patent System 1nclud1ng our -
proposal. ; Do ST :
We shall be. happy if ourfteportaisgany:helpito*you;




Appendix -1 e : N BT N e T

It is -expected that-case Nos:.-4,.7,.8,.9, 10, and 15 in.
‘the cases shown in Table 1 described above, of which the unity
of application was admitted in U.S.A., EPO and West Geéermany,
are admitted to have the unity of application ianapap{a;he:‘
claims of these cases are:shown below. : ' R

No. 4.” Compositions- each composed-of-different-components.

and having-same effects -

Examples: shown below relate to 11 patent applications.: -
filed by :a-same applicant.at:a game dayy The compozitions:.of
£hese patent applications eachldiffer'in-components;r However,
_some: components ‘are ‘common ‘and the compositions . each has_same
effects and same objects. _

Under-the existing Patent Law, it isgnotfallowed to claim
these compositions in one application and hence it can be said
that separate applications at a same day are the best policy.

"Oil-containing synthetic resin composition"

~Ingredients:
1. Synthetic resin
Lubricating agent _
Higher fatty acid, its salt or its alkyl ester

Nonionic surface active agent

Polynorbornene elastomer

Mica

" Fibrous filler

Metal powder
. S8olid lubricating agent
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_ No. 7. Method for forming a carbide layer on a ferrous allgyl

surface, treating composition and‘method'of;prepariqg

~: o.khe composition -

-~ Claimg+-1lr and’ 2. .are allowedy, but‘CIaims~1,'2mandf3;.and
Claims:'l and ‘3 are not.allowed in one application in Japan.
ﬁowever,-Claimsvl;:2~and,3 were allowed in-‘one application in

'U.S. Patent No. 4,230,751. ' T

Cladm 1. .l o e metoo A Go e
A method for forming a mixed carbide layer of one or more
'<Va~group:eleméntsmand1Cr#on.a:ferrOus-alloy.which:compriSesi
- step I and step II. ' '
Claim 2. - 5

e B Ereating.-materialihaving.as..solesinitialiiessentialegamem bmm .

.stituent ingredients: X and Y.

Claim 3. _ _

“wo A method of préparing a“treating-materia1~accordinqkto
Claim 2 which.comprises: step III“andustepuIV.u:
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No. 8. Apparatus and same on the different aspect

In the following example, an element of an'apparatus has
some spe01f1c inventive. characterlstlcs on the diffexent
technlcal aspect.

The following clalms are not allowed to be set forth not
only in one ‘application but also in separated three applica-
tions.in. Japan, because those claims are lack of unity or those-
applications include the same embodiment of invention.

Clalm l. _ _
~An apparauus compris r;é,-
a first means X, a second means Y, and a’ thlrd means Z
for making. the electrlcal connectlon of X .and Y.
Clalm 2. ' _ - o R
an. apparatus comprising; ...

a first means X a second means Y, and a third means b

" for making the mechanical connection of X and Y.
Claim 3, _ ' . : :
e vs! apparatus comprlslng, : :
‘a first means X, a second means Y, and a: thlrd ‘means 4

T B T g e R

for maklng the thermal connection of X and Y.

e

% -(The third means is a same-thing in each embodiment: on
~each claimed invention: and has good electrical .conduc--
‘tivity, high mechanical stiffness and good thermal.con+Q

ductivity.)

Ne. 9. Communication System and components thereof

= 2 The. following is wellaknoWn_as;anrexample of M"combination
.and subcombination™ : B e KN R
It is not allowed to set forth any of two or three of the

“foolIDWLng -elaimgsdn--one- appllcatlon dn. Japan,hﬁ@nnnwan

Clalm i.
: A-communication.isystem comprlslng a specitic transmitter

%X and a specific receiver . ¥. .

—62— . . L



Claim 2. Bt e
A specific transmitter X
Claim 3.
"A specific receiver Y

0. 10. Semiconductor circuit, definite structuré of semi- "~ ' S

" conductoxr and the application circuit thereof .-

Asfshown'in—the-followiﬂg”éxamplé;*in”JéPan}“Cldim 1 ‘and
Claim 3 are sometimes allowed to' be set forth ‘in ohne- appllca€
tion. But either set of Claims 1 and 2, Claims 2 and 3 ot

Claims" 1, 2 and 3-is not a&lOWEd in dhe’ ‘appl jcation. 7

Clalm 1.

A monolithic semlconductor
circuit comprising a transistor
PNP, a transistor NPN, current
supply meams INJ, input terminal
B and output terminal Cl and/or

cz2.,
Claim 2. ) —
T Alx=Y)

A monolithic semiconductor £ [ £2
device comprising a region to “'1& n o
form a lateral PNP transistor , p‘ I
Tl and a region to foxrm a verti- AT T Vm,a T
cal transistor T2. -} 2z 4 Al

=< ot e {
) NI T m 3 |
T2 T4
Claim 3.

A monolithic semiconductor _ Ap————— E3
circuit comprising PNP transistors it ¥
Tl and T3, NPN transistors T2 and i 1
T4, current supply means I, input 71% Fh: """

P Fad
]

termlnals El and E2 and output

,.,.,..temlnal O O £1 E2...

T2 IN1jT4
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No. 15. Deterioration prevented polyethyiene

Claim 1.

A composition for improving light-resistance of poly-
ethylene, comprising compound A and compoﬁnd B in the spe-.
cified ratio. ... L
cteim 2. B

A méthodﬁfbr im§r6§iﬁ§ iighf-rééisﬁéﬁée_bf polyethyleneg'

which comprises .incorporating compound A and compound B in
the specified ratio into polyethylene. .
Claim 3. ... :

A polyethylene composition showing improved light-. . .
resistance, comprising polyethylene incorporated with compound

‘A and compound. B in the 5pecified_ratio.

Sy 1] jf-t]r:x«r.ﬂ‘a\g'ﬂ-:vls.»\~m‘ag::>,\
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Appendix 2

p Japan ° U.S5.A. PCT EPO UK. West Gexrmany
s : . —
8 - :
g No clear provisions Article 14 5-4
3] SRR : i
"4 | No clear pro- bu: Artlcles 101, .- : Examination manual [No clear provisions
& | visions but 121 (2 or more in- ‘ : 4.74:[Plural claims |but article 26
& L ; dependent and dis- Rule 13.1 Article 82* - . : - :
article 38 2 - relating to matters
H i tinct plural in- . . -
o _ CoE 1 having weak mutual
N ventiong are lack- :
0 : . relation are 1ack1ng
ot ing in unity) ‘
2 _ . “in unlty}
5 :
Proviso to. ERTR : R E o Application
2 ] Article 38 Rule 14 a Rule 13.2 Rule 29.2 Rule 22 Regulation
4 | Enforcement " p w133 v30 Article’3 a3
o & ! . : : Article 3 a4
S | Rule "g ' Guide line
Article 24-2 ‘ i
- : ‘I1 = 4a

The European patent appllcatlon

shall relate_

to one i ventlon only or: to a group of in-

ventlonsrso linked as to form “a s;ngle ;

general xnventlve concept.

PATENT Vo1.39,N0.5,31 & (1986) Sato
Vol.39,No0.6,33 ~ ( ") ®
Vol.39,No.7,4

" ( " ‘) n




UNITY OF INVENTION UNDER THE PCT

(CONDENSED TEXT)
é: :: iﬁszpso; ) CA%E;PILLAR INC.
PéTQﬁiéfogff

THE PATENT-éoaéEgATION TREATY (PCT) COMPRISED OF 65 AR?IéLEs ANﬁ 9§
RULES, SUBféCf_To;CERTAIN RESﬁRVAfIONS,VENTERED IN?QlFéRCEfON.JAN?ARY 2,
1978 FOR THE.dRIéiﬁAL SUBSCRIBING COUNTRIES IﬁCLﬁnéuéfﬂg_;NIiEp ;TATES.'
AS RECITED IN ITSfPREAMBLE, A5PRINCIPAL.A1M~OE.pEf s

DESTRING TO SIMPLIFY AND RENDER MORE ECONOMICAL EHE OBTAIN-

ING OF PROTECTION FOR %NVENTIONS %HERE;PROTECTIOﬁ IS SOUGHT

IN SEVERAL counrélﬁg.
ASTICLE.B EMPHASIZE?;?Q?Ri?ﬁINCIPAL.REQU?REMENTS OF THEEINTERNA#IBNAL
APPLICATION WHICH squ#;

@ BE_;N:é Bﬁﬁécazgan LANGUAGE ;

(ii) coﬂ?LYlwi?ﬁ fHE‘PREquIhED'PHYSICA#ngQ;I%EMgﬁfs;: ;

(iii) coMéLYEwﬁiH;EHE:PRESQRIBEbﬁREQU;REMﬁNT 6§}Uﬁ1§Yf

LR INVENTION: ... . i

(iv) BE :SUBJECT TO THE PAYMENT OF THE PRESCRIBED FEES.

} .




EACH OF THESE:BASIC . REQUIREMENTS"ARE:FURTHER SET OUT OR DEFINED'IN THE:*

RULES WITH THE SPECIFIC RULE APPLICABLE TG UNITY OF INVENTION BEING. RULE

13.

| TO PRESERVE THE.ADVANTAGES -OF PCT; ARTICLE 27 PROVIDES::
:. ' NO NATIONAL LAW SHALL REQUIRE COMPLIANCE WITH REQUIREMENTS '
:RELATING?TO;&HE;FORM oavcéuiENTs OF'THE-INTERNATIONAL TR
APPLICATION “DIFFERENTFROM:OR ADDITIONAL TO THOSE WHICH ARE

. ’PROVIDED. FOR:IN-THIS TREATY AND: THE'REGULATIONS. °

WHERE THE NATIONAL LAW PROVIDES, MORE FAVORABLE REQUIREMENTS
THAN THOSE :PROVIDED .BY THE TREATY MAY BE APPLIED BY A~ - '

- NATTONAL OFFICEéﬁf"'.”“”“

IN ESSENCE, THE TREATY IS PREDOMINATE OVER NATIONAL LAW WITH'RESPECT‘TO”*

MATTERS OF FORM OR CONTENT AND IN PARTICULAR THE QUESTION OF ‘UNITY. OF

. INVENTTON WHICH IS MENTIONED AS'ONE OF FOUR. BASIC REQUIREMENTS. . .ONE. ...l

EXCEPTION IS THAT THE CONTRACTING STATES MAY EXTEND MORE FAVORABLE-
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" PROVISIONS WHEN THEY ARE IN'FACThVIEWED‘AS-MDRE:FAyORABLEuBY THE. -

APPLICANT.

UNITY OF INVENTION REQUIREMENT

. THE "UNITY OF INVENTION" REQUIRENENT.-.&HAS'; GENERATED. CONTROVERSY (TN
PRACTICE BEFORE:THE U.S, INTERNATIONAL SEARCHING. AUTHORITY: (ISA)." UNITY

OF INVENTION UNDER'PCT-IS;GENERALLY DESCRIBED IN RULE:13-AS-FOLLOWS:

THE INTERNATIONAL APPLICATION SHALL RELATE -TO ONE: INVENTION
ONLY OR TO A .GROUP.:OF ‘INVENTIONS SO LINKED AS'TO FORM:A SINGLE g

INVENTIVE CONCEPT (ﬁREQUIREMENT OF UNITY OF INVENTION").

RULE 13.2 GOES BEYOND THE GENERAL DEFINITION':TO EXPRESSLY -PERMIT -

GROUPING, IN CERTAIN COMBINATIONS, DISTINCT CATEGORIES OF 'INVENTION

- EITHER SPECIALLY ADAPTED OR SPECIFICALLY DESTGNED IN RESPECT TO ONE

ANOTHER, - :SUCH CATEGORIES ARE:AS FOLLOWS: #0011

A PRODUCT oo 2 o e it ﬂi: G

oo PROCES 8: FOR MANUFAGTURING, A PRODUCT. 057005

A: USE:-QF.-A PRODUCT.

APPARATUS FOR CARRYING OUT A PROCESS.




;. HISTORY 'OF -UNITY IN. THE UNITED STATES

AT THE TIME PCT CAME INTC EFFECT, THE CONCEPT: OR.MEANING OF: "UNITY OF

INVENTION" WAS NOT WELL DEVELOPED IN U.S. LAW OR PRACTICE. HOWEVER, THE
SAME OBJECTIVE OF PERMISSIBLY GROUPING. INVENTIONS IN.A GIVEN CASE- WAS
HANDLED THROUGH OUR RESTRICTION PRACTICE. TﬁEfFIRST INSTINCT OF THE
USPTO WAé;TO BROADLY ADOPT THE’PCT;UNITY STANDARD. ACROSS THE BOARD
APPLICABLE TO BOTH PCT AND NON;PCT=FiLINGSL«¥AﬂPR6POSED‘AMENDED:RﬁLE 141
ENTITLED "DIFFERENT INVENTIONS IN ONE APPLICATION" WAS PUBLISHED ON .
FEBRUARY '8, 1977 FOR' PUBLILC COMMENT.: IT WAS:VERY.CLOSE TO:THE PCT RULE
IN THAT IT PERMITTED GROUPING OF- INVENTIONS LIRKED TQ' FORM MA: SINGLE
éENERAL INVENTIVEiCONCEPT“;T FURTHER ;1T SPECIFICALLY: PERMITTED: GROUPING

OF DIFFERENT :CATEGORIES.QF. INVENTIONS EITHER. SPECTALLY- ADAPTED OR:/

SPECIFICALLY DESIGNED: WITH: RESPECT TO EACH-OTHER SUCH:AS:.

'q(i)?*PRODUCTiANDJPROCESS FOR THE :MANUFACTURE- OF.: THE - PRODUCT.

30+ 41). ' PROCESS<AND APPARATUS FOR:CARRYING OUT THE PROCESS::

OTHER TYPICALLY U.S. CONCEPTS:SUCHAS MULTIPLE INDEPENDENT CLATMS:AND

SPECIES/GENUS WERE INCLUDED BUT:BASICALLY'THE' PROPOSED: RULECARRIED
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FORWARD THE SPIRIT: OF PCT UNITY OF INVENTION AND WOULD: HAVE HARMONIZED

|
|
5
i
}
i
_ -
 OUR NATZONAL LAW WITH THAT:OF PCT.. .- R s R A {
|
!
¢
T

THE USPTO-COMMENTS-ACCQMPANYING-PROPOSED RULE "141° WERE: AS" FOLLOWS:":
c”SECTION’lthl HAS! BEEN AMENDED:TQ- PROVIDE FOR INCLUDING IN A: it

SINGLE APPLICATION;’INVENTIONS3SOfLINKED”AS'TOwFORM”ASSINGLE5.;=”‘

T»GENERAL¥INVENTIVETCONCEPT#AS'IN PCT RULE 13.1~13.3%

i THE RULES' FOR. DETERMINING WHICH INVENTIONS CANBE GROUPED <* '
2. 'TOGETHER:IN: A SINGLE APPLICATION ARE MORE:LIBERAL: IN'CERTAIN %

% RESPECTS UNDER THE: PATENT COOPERATION TREATY. THAN®THEY ARE .. 0. .. 0
cpnazmxyxgxg_3z§933;1.141—1;146;'-THE PROPOSED' AMENDMENT. TO -
SECT TON 1.141:EXTENDS THE MORE anERALxPRAcrIQE,;WH;ca:A q“,=g%£i£.

' DESIGNATED OFFICE IS:REQUIRED TO APPLY TO.NATIONAL APPLICATIONS

THAT ‘HAVE BEEN INITIALLY.FILED AS INTERNATIONAL APPLICATIONS, TO

ALL NATIONAL APPLICATIONS. PARAGRAPHS 1.141(c){ii) AND {d) TAKEN
wrvonni e £/ TOGETHER | STATE :THAT. AN APPLICATION..MAY. INCLUDE, :IN ADDITION TOZAN: .. ...

HALEOWABLE“INDEPENDENTZCLAIHiFOR ALGIVEN:PROCESS, ‘ONE INDEPENDENT.:

CLAIM FOR THE APPARATUS OR MEANS FOR CARRYING OUT THE PROCESS."
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IT IS THE-PRACTICE IN. OUR. COUNTRY THAT: WHEN A NEW:RULE. 15 PROPOSED; A

PERIOD OF TIME IS ALLOWED FOR PUBLIC COMMENT.: THESE COMMENTS‘QRE THEN.,f;

CONSIDERED, ' APPROPRIATE CHANGES: MADE: AND THEN THE ‘FINAL RULES ARE- -

' PUBLISHED .TO:TAKE -EFFECT 'SHORTLY THEREAFTER. NOT MUCH PUBLIC COMMENT -WAS

RECEIVED. " ONLY “SEVEN .INDIVIDUALS, ‘FIVE:.OF WHOM FAVORED.GOING EVEN - -

FURTHER IN THE DIRECTION OF HARMONIZING WITH PCT AND.TWO WHO: FELT WE: .

SHOULD APP#Y.DIFFERENT-STANDARDS'TOﬂPCT{ANb.NON—PGTMCASESa”ENQ.QNE WHO
COMMENTED'ONITHE RECORDFFELT*WEuSHOULDvADp:RESTRICTIONS TO THE LITERALl
WORDING OF?THEIPCTLRULESnAPPLICABLE‘TO;INTERNATiONAL FILING, OR:-REMAKE
THE PCT RULES QVER..TO: CONFORM TO OUR(DWN?NARROWER'PRACTICE[WHICH:PRECEDED

PCT..

ON PUBLICATION OF THE  FINAL ‘RULES; HOWEVER, THAT'S EXACTLY: WHAT
HAPPENED. PCT UNITY WAS CONSTRUED 'AS HAVING ALL THE LIMITATIONS OF OUR

PRIOR RESTRICTION PRACTICE JUST:AS :IF THERE”HADTBEEN;NO.INTERVENINGJb;_T

TREATY.  FAKING .-THE CASE:WHERE THE~PCT EXPRESSLY PERMITTED GROUPING: THE:':

... CATEGORTES' OF: A<PROCESS AND' AN APPARATUS STECTFICALLY: DESIGNED: FOR.; .

"CARRYING:QUT THE PROCESS. AS: AN. EXAMPLE, THE FINAL RULES ADDED. THE
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. EXCLUSTON. CONGEPT

ADDITIONAL QUALIFICATION THAT THE -APPARATUS COULD :ONLY BE INCLUDED IF IT

COULD NOT ‘BE USED TCO PRACTICE ANOTHER MATERTALLY DIFFERENT PROCESS. i

" THERE SEEMS LITTLE DOUBT THE U.S. SHIFTED FROM -CONFORMING ITS LAW TO BCT

TO ‘PERPETRATING EXISTING PRACfICE”BY-INTERPRETING‘PCT'THEmSAME“ASL“:uj
PREEXISTING. NATIONAL ‘PRACTICE. 'THEauspTo’sicouﬁENTs:RELATIVE TO THESE!. "
‘CHANGES ARE "AS FOLLOWS::

M SECTIONS'1.14ii;%31HAVE'BEEN SUBSTANTIALwaR;ﬁRITTEN, o

" AMPLIFIED, AND ‘REQRGANIZED.TO CLARIFY THE MEANING OF CERTAIN. “'%.:

" 'TERMS; NAMELY, "SPECTALLY ‘ADAPTED™ -AND "SPECTALLY DESIGNED'" - o+ :
O CONFORM MORE CLOSELY ‘TO -CURRENT OFFICE PRACTICES AS SET
FOR;H IN MPEP SECTIONS 806.05(e)-(g). BOTH PRCPOSED RULES 1.141
AND 1.146 HAVE BEEN MODIFIED TO CLARIFY THAT THE RULEQ MAKE

LITTLE CHANGE:IN ‘CURRENT RESTRICTION PRACTICE."

INC IDENTALLY s 'THE REFERENCED 'SECTION TO -THE MPEP:"IS EVEN FURTHER =~
RESTRICTIVE. IN: THAT IT INTRODUCES. A DOUBLE EXCLUSION. AND ‘A THEORETICAL.:"

PROCESS AND APPARATUS BE SEPARATED -.I_F-: THE ‘APPARATUS "CO_ULD ‘BE THEOREZED 'TO'
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BE CAPABLE OF PERFORMING-ANOTHER PROCESS -BUT ALSO:IF THE.PROCESS.COULD:BE
PRACTICED BY 'ANOTHER MATERIALLY DIFFERENT APPARATUS OR. :BY ‘HAND.: GIVEN':
ENCOUGH -TIME AND:LABOR, MAN:-HAS :BEEN CAPABLE-OF BUILDING ‘THE-EGYPTIAN ="
PYRAMIDS "AND THE GREAI WALL OFHCHINA'AND:WHEN SO:VIEWED; TﬁERE?ISTLITTLE
THAT ‘CAN BE THEORIZED HE CANNOT.DO:BY HAND. :THESE-RULES AND GUIDELINES: "

LEAVE VERY LITTLE :COMBINABLE-UNDER UNITY. - -

.- ISSUE -DETERMINATION

THE : RESTRICTIVE U.S. RULES, :OF :COURSE, RAISED THETISSUE'OFiWHETHER THE: .
TREATY WAS:BEING GIVEN.EFFECT,:.WHICH IS A SERIOUS:ISSUE 'IN OUR COUNTRY AS
INTERNATIONAL TREATIES -ARE :SUPERIOR-TO NATIONAL LAWS, ‘REGULATIONS AND, -OF

COGRSE, STATEMENTS. REGARDING OFFICE PRACTICE. - THIS "ISSUE WAS. PUT:TO THE

TEST::IN CATERPILLAR_TRACTOR'CO;.V;jCOMHISSIONERTOE PATENTS ‘AND. 7.0 i i

TRADEMARKS;::IN:THAT CASE;wTHELINVEﬂTION-RELATED'TOPA NEW “PROCESS -FOR

FABRICATING: TRACTOR SPROCKET 'SEGMENTS. IN ‘SUCH ‘A WAY AS TO ELIMINATE: THE .
- NEED 'FOR A FINAL EKPENSIVE MACHIﬁING STEP“TOPFORM-A.VERY&PRECISE'TQOTH
..ROOT; CONTOUR: .. THE .PROCESS. REQUIRED, THE ;INNOVATION. OF. A NEW..DIE..Z

CONSTRUQTIDN;ORZAREARATUS.TQ’PERFORMJTHE PROCESS.: ‘BOTH 'THE ‘PROCESS AND -
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e FHE--DI STRICT:- COURT -FOR: THE. ‘EASTERN. DESTRICT: [OF: VIRGINIA HELD..THE.PTO! S’

'AP?ARATUS'FORTPERFORMING%THE PROCESS.-WERE: THE' PRODUCTS OF“A SINGLE ~~
 INTERRELATED THOUGHT PROCESS. ' THAT THOUGHT 'PROCESS HAD. THE FOCUS ‘OF - "
PRODUCING A PRECISION FORMED -SPROCKET SEGMENT WHICH.ELIMINATED FINAL . =0
MACHINING' OR/GRINDING STEPS AND THEREFORE 'WAS MORE COST- EFFECTIVE THAN: "
g PRIOR'PROCESSﬁS; ~THEPROCESS AND’APPARATUS WERE SIMULTANEQUSLY :CREATED
AND IN THE LITERAL SENSE THE APPARATUS WAS YSPECIALLY DESIGNED" TG "
PERFORM THE PRocgss AND WAS INTERLINKED BY A GENERAL INVENTIVE CONCEPT AS
-SET FORHT BY PCT RULE 13. 13550A554WASMFILEP,ASZAN INTERNATIONAL PCT
CASE. THE USPTO, OPERATING IN'ITS CAPACTTY °AS .AN INTERNATIONAL SEARCH
_AUTHORITY; REQUESTED A SUPPLEMENTARY FEE:'ON THE GROUNDS THE PROCESS AND-
APPARATUS  WERE :DLSTINCT. INVENTIONS. ©"THE FEE WAS PATD UNDER PROTEST-‘AND
PETITION.FILEDLFOR?REFUND”ON,THETGROUNDS.THAT:BUTH'CATEGORIES-WERE
INCLUDABLE AS A'SINGLE INVENTION UNDER THE PCT UNITY REQUIREMENT, THE '
PETITION -WAS- DENIED AND/'A-SULT .FILED ‘ACAINST‘THE COMMISSIONER FQR ‘THE <)
PURPOSE:"OF: DETERMINING THE .PREEMINENCE :OF: THE TREATY OR THE 'CORRECTNESS::

OF THE PTO'S INTERPRETATION THEREOF.. “IN A DECISION DATED.MAY 28, 1986,

RESTRICTIVE “INTERPRETATION :CONTRARY 'TO LAW: ‘OR'IN ESSENCE . UPHOLDING ‘THE®




VIEW THAT THE ‘APPARATUS AND PROCESS WERE' PROPERLY INCLUDABLE IN'A GIVEN "
CASE ‘AND WERE Io1BE CONSIDERED”A-SINGLE:INVENTION INSOFAR AS THE - °
SUPPLEMENTARY FEE ‘STRUCTURE WAS‘CONCERNED.”‘THISfDECISION;WAS NoT e
APPEALED AND 'HAS- BECOME FINAL.''THE COMMISSIONER RECENTLY PUBLISHED - - *
NOTICE IN‘THE?O#FICIAL{CAZETTE, THE EFFECT ‘OF WHICH WAS T0° SAY'THAT THE' -
HOLDING OF THE”CATERPILLAR-CASE-WDULD BE*FOLLOWED”de‘§CT*CASES’BUT“THE'”
MORE:RESTRICTIVE”NATIéNALHRULEsVWOULD%STILi*BEﬁAPPLisano OTHER 'CASEST "
.THE NET RESULT IS THAT IF A JAPANESE APPLICANT WERE TO USE THE PCT ROUTE
AND FILE A DESIGNATED CASE IN THE U.S., THE BROAD PCT UNITY ggﬁgngsgfﬁéyg
..BE APPLIED. HOWEVER, IF YOU WERE TO FILE A NON-PCT CASE AS, FOR EXAMPLE,
. A 12-MONTH FILING UNDER THE PARIS CONVENTION, THE NARROW NATIONAL

RESTRIGCTION RULES AND PRACTICE WILL BE APPLIED TO YOUR CASE.

WHILE IT 1S UNFORTUNATE THAT WE WILL HAVE TWO DISTINCTLY DIFFERENT
STANDARDS OF UNITY IN OUR COUNTIRY, IT SHOULD BE UNDERSTCOD THAT THERE ARE

VERY PRAGTICAL REASONS RELATING TO FEE STRUCTURE WHY THE USPTQ FELT IT

..SHOULD. GIVE. ONLY MINIMAL.COMPLIANCE.AT.THIS TIME.. .THE. UNITY. ISSUE I8 s omim i

ALSO PART OF TﬁE PROPOSED HARHONIZATION TREATY UNDER CONSIDERATION BY
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WIPO.. THE CONGCEPT.THERE IS:SIMILAR.TIF NOT- SOMEWHAT BROADER THAN THAT OF:
PCT, BUT MORE. IMPORTANT WOULD: APPLY. A UNIFORM. STANDARD FOR ALL CASES IN :
AN ADHERING COUNTBX.g”BUT"AS-WE.CAN;SEE5;SOMETIMES;AuTREATY‘IS-NDTNENOUGH
SINCE THERE;IS_A_TENDﬁNCY-TO*lNIERPRET-THEM IN;ﬁ.MANNER;IO PERPETRATE -
LOGAL PRACTICES. WE MUST DO.MORE IN:BOTH OUR. COUNTRIES: TO. ACHIEVE
HARMONIZATION THAN: ENACT: TREATTES,  WE MUST.:GENERATE A SPIRIT. OF.

' HARMONIZATION. LET THAT.SPIRITBEGIN HERE AS THE."SPIRIT OF KANAZAWA',

WSThompson. -
Novembar 1986
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2 ACCELERATED 'EXAMINATION/APPEAL EXAMINATION NEWLY INTRODUCED
* AND PREFERENTIAL EXAMINATION :

‘Presented at PIPA 17th Congress
‘Japanese Group, Commlttee No. 1
Subcommittee No. 2 =55 ‘

KAZUYUKI FURUKAWAHARA AISIN SEIKI CO., LTD.

TOYOQ OHASHI s CHISSO CORPORATION s o
AKIQ OKUMURA . ., . . FUJI PHOTO FILM CO., LTD. . : T
MAKOTO MIYAJIMA -  FUJI HEAVY INDUSTRIES LTD. '
TOMEHIKO IDA KYOWA HAKKO KOGYO. CO.; LTD.

MASAHIRO NIOMURA. . . RICOH COMPANY LTD. , :

YORIKO AKANE © ' " ASAHT CHEMICAL INDUSTRY co., LTD.

‘BIROSHI KATAOKA - "~ NIPPON SHINYAKU CO., LTD. = =

 Speaker: MICHIHIRO KAMEISHI ~KANEGAFUCHI CHEMICAL . .
- INDUSTRY CO., LID. -~

Abstract

- By 1ntroduc1ng the accelerated examlnatlon and ‘
accelerated appeal examlnatlon system which came 1nt0
force -on February 1, 1986 in comparison with the :
conventlonal preferentlal examination system,_the,w.
important points regarding the eligible applications,
requesting procedures, handllng of documents to be' -

. submitted, etg¢, involved in these three systems are
summerlzed hereln for better understandlng.

”Furthermore, the present 51tuatlon of utlllzatlon of
these systems was 1nvest1gated and merits and
~ demérits of the respective systems were studied.
There i1s a. great, difference between the accelerated
examlnatlon/appeal examination and the preferential
- examination in that while ‘the former aims to conduct :
—accelerated procedures on working-related applica- 5
" tions having particular necessity for ‘the accelerated
procedures ‘as a part-of the procedure time~cutting:
. scheme in the Patent Office, the latter does not have :
such an accelerated procedure purpcse but is a
gsystem in which examination is conducted in preference ™
.. to ordinary examination in order to sclve problems .
'between the concerned partles in an 1nfr1ngement case.

l."Purport of tne Reepective SYstems'
Examlnatlon_

. i e seodiens

The Patent Office, in .order to shorten the period . of

1-1) . Accelerated Examlnatlon/App

- examination and appeal examination procedures of a great.

number of pending applrcatrons+ isg _1ntonervoly worklng on the-

FRANKLIN PﬁEHCE
LAW CENTER LIBRARY
- CONCORD, NA.
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promotion of comprehenSive measures: from a 1ong—term perspective
which is based on four big items. o A “

(1) construction of a so- called paperless system"
{(2) policy to optimize applications and requests for;;

examination, L _ ‘
(3} reformation-of the'system, and :
(4),,improvement in examination and appeal processing

~“fcapac1ty-a

. The accelerated examination and accelerated appeal examina—
tion aim to answer to the need by applicants as. temporary

- measures against the expected delay in examihation and" ‘appeal
procedures during that time and carry cut accelerated procedures
on working-related applications, thereby minimizing the harmful
influences accompanying the delay in examination and appeal

_procedures.

However, on the introduction of the accelerated examination
and accelerated appeal examination, influences ‘on ordinary
'applications are taken.into conSideration, and only the predeter-
mined part of the capacity o process examination and appeal
examination is appropriated to the accelerated examination and
accelerated appeal examination.f Therefore, for the time being,
the eligible applications are: tentatively 1imited to working—
related ones and it is also’ planned to operate this under
certain. conditions. Further, the eligible applications for the
accelerated appeal examination are also tentatively 11mited to
.those requlring particular urgency among working—related
applications, taking into conSideration the importance of the
appeal:.case. R S e ST R

From’ such points’ of view, in'order~to'attain‘the;purpose_of
the above-described accelerated procedures, the.ﬁatent‘dffice
requires the concerned applicants or, patent agents to submit

information (e.g. prior art search report etc ) necessary to

mwmwmjustify -accelerated- examination ‘and.- accelerated appeal ‘examina=.. S —
' tion. ~ Also at the same time, in order that the prupose ‘Of

accelerated examination and accelerated appeal eXamination w1ll
be’ fully realized, the Patent Office requires ‘that the ‘caseé to
be requested be strictly selected. '
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1-2) .. Preferential Examination -

- . It is stipulated. that examination is. carried out -in order
as'request~for(examination_isﬁreqeived; However,  where an: -
application is laid-open to,pﬁhlic and: a third party: is:working.
the invention as a profession,: if: this principle :is:too ;-
strictly promoted, there is a possibility ofadverse. influences.
Therefore, . in such: a case;: Director-General:of the Patent Office
can let the,examiner,examine@the concerned..application first .-
regardless. of. the order of examination of. the: other applications.

After the laying-open. of. an application, :if a third. party .
still continues .to work the-inventidnﬂonrwhich an application;.. ..
for a patent has:. been, filed .even, though the patent.applicant..:
has alfeady sent.aTwérnipgﬁqthgg he,is_gntitled=to,demandT,,_4¥
after: publication of the application,.compensation.for its .,
working. . However, if. the period from the laying-open of -the ..
‘application to the examination is long,: it .can.sometimes. happen;
rtha;-theqapplicantqundergoes,unexpected adverse influences. due:-
to the working by the third partyland-the_gompensation;is:not
enough to cover the damage. . On the other hand, there is such
case that a third party working an invention receives a warning
from an applicant but said invention is of no novelty from the
beginning and it is apparent that a patent shall not be granted.
In such a case if warnings arxe sent to retailers and other
'clients, the business actually falls into disorder and gets
troubled.

. Concerning such an application, when the situation is
clarified, this is preferentially examined and given results
promptly, thereby the disorder may be prevented.

2. Comparison of the Respective Systems

These three systems are compared regarding the folleowing
points: {1) whether the legal regulation is present or not,
2) eligible application, (3) difference in procedures, (4)

not, etc. in the following comparison table cf the accelerated

examination and accelerated appeal examination and preferential

_examination systems.
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A foreign applicant is not eligible to directly proceed
befqre the-Patént‘OfficeL"He'isvinevitablyhrequired~to'proCeed
before the Patent Office through his patent administrator as
prescribed by the Patent Law, Article 8. ‘ '
_ Any system is to. conduct’ exXamination ox.appeal examlnatlon
of the concerned application in an early ‘stage, ‘and severe

conditions ‘ate imposed on the application to be subjected

‘therets.” However, ‘there are differences between these,” i.e., = ~

-'while the:accelerated examination' and accelerated appeal -exami-
nation: are ‘directed to' applications which are worked by the
applicants- or licensees, the: preférential e#amihation'is”
directed to applications whi¢h are worked by -a third party with-
out consent by’ the applicantsy ‘and while the accelerated '

' . examination and accelerated appeal -examination ‘intend to shorten
the period necessary to'prdtéed:thé'eXamination*and appeal -
procedures; the preféerential ekamination'has“nb such time- -
shortening ‘intentionh but merely answers to the requlrement by
“the appllcant or & “third: party.--ﬂ"-f '

}
L
|
{
|




COMPARISON.TABLE OF THE ACCELERATED EXAMINATION, ACCELERATED

Prescription in the
Patent Law

Eligibie . Abplication

Procedures

. ACCELERATED =
EXAMINATION

' . Absent'

That applicant or licensee
is workirgs

That not put into
examination yet

'Ihat 'aireedy. requested
for examination

Su}xm. ttlng of E‘xplanat:l.on
of C:.rcumstances

Selected by Chlef Ebcarruner
etg,:
Not:- :Lnformed in a wrltten
form-

(1nqu:.ry permltted)

ACCELERATED
APPEAL
EXAMINATION

. Abeent:_ -

That applicant or licensee

is working, ard

(1) athird party is work-

1ng w1thout pem:.ss:.on,
or

(2) oppos:.t:.on was fJ.led
durlng examination

Ihat not. put into appeal:
examination by a:judge
group yet

That already requested
for trial against decision
of rejectlon

Su]:m:.tt:.ng of Explanatlon
of Clrcmtstances

Selected by DJ.rector and
Chief Trial Examiner
Not.informed. in a wr:.tten
form: :

(lnmnxygmmmﬂjﬁd)

APPEAL EXAMINATION AND PREFERENTIAL EXAMINATION SYSTEMS

PREFERENTIAL
EXAMINATION

:

Patent Law; Art. 48-6
Enforcement Regulatlon of
the Patent Law, _31-—

- {Formuz:la 17-4)

That a third party other
than applicant is workirg

That not put :Lnto
examination yet

That already requested
for examination !

Submitting:of E:q:la.natlcn
of Clrcunstance i

Selectlng meetz.ng (Dz_rector—

General of the P.O.)
Nt 1nforn'ed in. a wr:l.tten
form:: i .

(1mmnuy pemutt

=d)

'—8-1"—
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Access to Submitted

Documents

Indication in the
Official Gazette
of Publication

. {¥Kokoku-Koho)

Indication in the
Contents of the
Official Gazette

of Publlcaﬂ.On

Prepa.ratlon of
Explanation of
Circumstances

: Column of Laid~ -
open Classifica-
tion of Inven—
tion

Range of Prior
Art Investiga—
tion

Selected ted one is pronp tly
examlned [{after laying—
open)

If necessary for e;q:laln-—'

ing working:situation,
hearing or confirmation
by field survey may be
conducted

Poss:.ble (put 1nto

file wrapper)

Indicated-as "Application
through: Accelerated
EBamination"

| Irxi;'.cated as @

All the part of invention
information of IPC

(1) At least Japanese
Official Gazette of
_Iaying-open (Kokai-

S Koho) (J_ncludmg
- ~Kobyo Rohoy ©0 " i

Selected one is promptly
appeal e}ammed by a group
in: charge

If necessary for explaln-
ing working situation,
hearing.or instruction to
sukynit 1nformat:|.on may be
oonducted

Poss:.ble (put :Lnto
file wrapper)

Indicated: (in a. similar

manner: toithe accelerated -

examination)

Indicated (in a similar’

manner to the acceleratede_a:

exam:.natlon)

All the part of invention
information of TPC

. Mot necessary -

Exammed in preference to
other appllcatlons i

No supplemen £, e..g.“‘ o

hearing,: confirrrat'l.on by
fleld survey ety

Poss:.ble (put :md:o
file wrapper)

‘Mot indicated: |

Mot irdicated
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Clagsification Range:

At least.the part of
1nvent10n mfome.ta.on

of IPC described. in (o

,Koka:.—Koho .
{However, . forelgn appll—,-
.cants need mot investi-
gate publlcatlons m
Japansse) .

{(2) Invest:u.gat::.on results
of ce:rta:.n publlca-- iy
tJ.ons :

Instead of pr:n._ -
. Anvestigation by
applicant per.se, ..
" references:cited by -
='Pate:nt Offices in
exam:.nlng comntries..
. as J.nvestlgatlon
results may be ‘
described « o
:({can ‘be’ replaced by
international search
report: or EPO sea:cch
report) R

.Where no “related llterature _

is present, literature ::
showing the gérieral -t'ech—
nical-Yevel reflecting the
‘technical backgrourd of
the concerned appllcatlon
may' be described.

f83—
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Explanation

Explanat:n.on of worklng
51tuat10n .

(l) Spec:.f:l.catlon of -
o working-related acts
(2) Time:of working of the
s irvention or utility ~
model _
(3) ‘Relationship With
workz_ng acts :

Prlor art 1nvest1gauon &
ccmparlsou expla.nat:.on

(1), Off.l.clal Gazette of
' __Iaylng—open (Kokal
Koho). ...
(2) Certain publlcat:n.ons
{3).. Ccnpa.r:lson explanation
(4). Others
LATn the case of a
medium or small
. enterprise or
© . individual. applicant,
“indication to this -
effect)

*Ccmpar:n.son e&q:lanaiu.on
shall be written in a

Explahation of working
sitvation

(1) Specification of
working-related acts

(2} Time of working of the
invention or utility
model '

(3} Relationship with
working-related acts

Explanation of situation

requiring urgency

(1) Worked by a third party
without permission

(2) Details of opposition
in examination

(3) If there is some hind-
rance, "Prepared to
explain at hearing”
shall be described

*Claim concerning complete=
ness of description of the

similay ma.nner to arglmént specification

*If. there is amendment:,
cmrpar:l.son explanation
shall be given by also
presenting the amerdment

{1) Specification of the
person who works

(2) Relat:.onshlp with
the applicant

(3) Contents of working
acts

Influences due to working
ete.,

(1) In the caseiof the
applicant, influences
by working by a thixd
party -

{2) In the caseiof a third
party, influences by

warning etei -

Details and resxi;lts of
negotiation between the
applicant and the person

*Claim that the construction who works

described in the Scope of
Claim is described appro-
priately
*Claim that reasons for

rejection do not apply
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Attached Items

Explanation of
Circamstances

- Submitter o

- Submitted to

Indication on
. the Envelopes-

(1) Prior art literature
[Japanese, English,

French & Gemman; foreign = i o

2 languages othar “than

" English shall be trahs— -
lated-into Japanese]
(2) - Amendment ‘draft - ¢ -
(3)°Others .
- [International search B
report, FPO™ search

A'pplicant: S

Where the appllcant is a fore:l.gner, then patent adnumstrator

That who requested a
t'.rl' l' - (Appl:.cant)

(—pdtent agent in Japan)

Director--General of the
Patent Office

Necessary to ‘indicate ™

"Enclosing Explanation of

Circumstances concerning
Rocelerated Examination”

Director—General of the
Patent Office

Necessary to indicate
"Enclosing’ Explanation of
Circumstarices concerning

Accelerated Appeal Examing-

tion"

(1} Official Gazette of

or its copy
(2). Copy of a letter of

(.3_)' Contents’ of worklng by

“those other" than the

" applicant and reaschs _
¢ why ‘it falls linto working -
‘. of the invention of the ©
" concerned application™

(4) Documents or jitems

evidencing the descrip-
tion of "Work:mg Situa-

tion"

(5) If the submltter is other
than the appllcant, rea-
sons why salq appllcata.on
lacks patentable recuire-

ments, and ev:.dences
therefor 1

.

Applicant or a th:l.rd party

(Who is.working)

Director-General of the
Patent Office

laying~open (KokaJ.-Koho) ‘
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Time to. Submit

Submitted

Supplement to the
Submitted Documents

Merits

In the case of that sub—

Any tame”alter the day of
request - for examination

None - ;

One per-‘application

mitted before laying-open,
supplement may be sub-
mitted after laying-open.

*In view of the Patent Law,
Art. 29-2 or the Utility
‘Model Iaw, Art. 3-2, prior
art investigation and
comparison explanation.
*Where the prior art inves-
tigation range does not
cover all the part of the
invention information of
IPC of the Official
Gazette of laying-open

Disadvantages imposed on
the applicantidue to delay

in exam:s_natlon may be over-
came,’

There‘are more ‘c¢ases than
in preferential exdmina-

tion,’ and also sithation™
explanat:.on J.s eas:.er to

wrlte. A

©.One per trial case

Swupplement may be
:submitted by

.Any tlne'g%ter the d_ay of

‘request for trial

instructicn -

Dlsadvantages imposed on
the applicant due to delay
in appeal exanunata_on may
be ‘overcome.

Accelerated seolution of an
infringement case.

The company secret part in

_ Situation explanation
“ requiring urgency shall nct

be open to public but only

-be dealt at hearing.

on or B
Any tife after the day of
request for examinaton and

- the day of laying-open.

One per a_pp]icaﬁiion

Mo chance . -

Accelerated solutlon of an
infringement case, “éspedially
effective in an 1ndustry where
the ‘life’ cycle 3 short.

_ Disadvantages mposed on the

applicant -due to'delay’ in’
examination may be overcome.
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Denm_:__:i.ts

S:ane it is :Lnd.lcated in

the Official Gazette of

Publlcatlon, working situa- Publlcatlon, worklng situa-

tion of the campany shall -

bekncx-mtoatlurdpa.rty

. If one 1nfrz_nges a prior -

- patent, ‘one J.S obllged to. patent, one is obllged to .
., admit it. : C :

. 'Ihere are 1tems d:.fflcult-, -
ko write, e. g« company
- secret ete.

: Burden on pr:l_or a.'rt J_nves-.-
. tlgatlon 1.5 g'reat ' -

Since it is indicated in

the Official | Gazette of

tion of: the company shall:
be known to a third party

1f one infr:l.nges a-prior

admit it, "

' stances is g'reatj.

Burden on preparation of
explanation of c1rcum-

SJ.nce an’ :mfr:.ngenent case“

is rare, the degree of

. utll:Lzatmn is low

The related docmnts are -
- put into the file wrapper,
-.and are open to alebJ:_.'.LC.;

—87—
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3. Investigation on Utilization Situation

3-1) Results

Questionnairing was conducted on the member companies of
-PIPA Japan Branch for utilization situation of these three
systems, and the following results were obtained.

(1) Percentage of replies to the guestionnaire: 84.7%
61 among 72 companies replied to the questlonnalre.

(2) Utilization situation of the accelerated examination

ana'accelerated appeal examlnatlon wag: ——
9. 8% (6/61 companles) have utilized, of which 5 for the accele~

rated examlnatlon ana one’ for the accelerated appeal examination,

The number of requested cases was 12 for the accelerated
.examlnatlon (of whlch 6. cases were accepted, 4 are pending and
2 were rejected), and one- . for the accelerated appeal examlna—
tlon (accepted) and thus 13 casesg in total.

' Rate of the accepted cases to the requested cases: 78%
[7 cases/(total 13 - 4 pending) cases]

< The number of requested cases per company is 0,21 (total

13 cases/sl compan:.es),r and thus it can be calculated by simply
averaglng from 5 months starting Feb. 1, 1986, the start of
thlS system, up to June 30 that on average, every 5 company
flled one request for the accelerated examlnatlon, but of these
51x companles which have requested, one company requested 7
cases,fone for 2 cases, and 4 for one case, and thus it is the
present“situation that companies which are actively utilizing
" this systém‘ere merely 1 - 2. :

"*Regarding a question "Will you utilize the accelerated
exemination/appeal examination for the future?":

f; The answers’ were overwhelmingly
'“Wlll p051tlve1yutlllze“ : 1.6% (1 company)
J?Wll} utilize when especially necessary"

‘1 "Have no 1ntentlon to utilize™ 3.3% (2 companies)
and thus the degree of interest of this system is higher than

the preferential examination described herelnbelow.

95.1% (58 companies)
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(3) ' The preferential examination was put into force on =
January 1, 1971 -and-since then 15 years have run, but the -
companies-Which have hitherto utilized this system are 8.2%°
(5/61 companies). The total requested cases are 12, of which
6 cases from one company, 3 cases from one and one from each
of 3 companies,‘and the simple ‘average per company is 0.2 case.
This,  theé companies actually actively utilizing the system are
merely 1 =72, i . T T T T T T
7 Of these 12 cases, 11 ‘were accepted and thus the rate -of
' acceptance for the preferential examihation is' as‘high as 92%.
On the other hand, when accepted, thertime‘réquired“from'theH'”
request to the start of.examination is within 4 months, '

- *Regarding a question "Will you utilize the preferential *
examination for the future?": ' St

‘-The- answers'were overwhelmingly =

' "Will utilize 'when especially necessary" '
v ' ' Lo R '87% (53 ‘companies) -
and s i .
"Have no intention ‘to utilize" ~ - ' 13% (8 cbmpaniES)

These results indicate ‘that although the case "when "™

especially necdessary" is limited to ‘such rare case ‘as' infringe-' |

‘ment case, they ‘are prepared to utilize in such a case.

3-2) Information Obtained from the Patent Office - . .. :
- {L). Although the statistics .on the preferential examina-
tion have;not'yet.been summarized and thus. it is not clear,. the
-number of cases requested for the accelerated examination..and
‘appeal examination .is:higher: than for the preferential _
examination, and as .of the end of.July, 1986, the number of ..
requests for the accelerated examination amounted. to 118 cases. -
(of which requests by foreigners are 2 cases). ‘The ratio of
the patents..to the'utility models was 75 patents to 23 utility

_ - 43. cases out of 118 .cases have just been received, - 6 .cases
were rejected (because of inadeguate formalities), :and 69 cases
have been forwarded to examination.  Out ol 6% vases, 57 cases

models. at the time when the number of the cases reached 98. . .- .
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~have been regarded eligible #o the accelerated examinatidn, but
12 cases have not been regarded eligible because of:inadéquate
prior art investigatipn'or_unclear evidenceﬂof_working.. But
these numerical values are not believed to directly. reflect the .
rate of acceptance {becauseuthere-are'chances-for hearing,
confirmation by. field survey, amendment, supplement etc.).. For

the .accelerated appgalﬂexaminatién, there have been 9 requests

as of the end of June, 1986; 6 cases of which have been decided.-

eligible for the. accelerated. appeal examination.. .

-:{2) Supposing that there are: 10,000 cases for the.
accelerated examination per year, ordinary examination is
expected to be delayed by abhout one month, but. it is believed.
that a delay.in the ordinary examination is negligible at the
moment. _ _ ' e

(3) Since clerical work takes about one month from. the
request for accelerated examination, where once accepted, the
- period. which elapses by the first action is about 3 months
- supposing that prior art investigation by the applicant has
been satisfactorily .conducted.., The period. from launching: to
publication. is, about oneﬂygar;ﬁith the provigso. that notice of

~ . rejection was sent only once. - In the case of a foreign

applicant, since .the. time.set for response to notice of rejec-..
tion is long, it is presumed that it takes one year or longer
until publication. - = 7 R T o

"+ The most rapid case without notice of rejection took about
5 months, ~ An * application ' ("pneumatic radial tires having ¢
_reduced‘rolllresisﬁance" by  Bridgestone ‘Tire: Co., Ltd.) which "
was the first published case of those subjected to accelerated
examination is the shOrtest'caSe,3and-it‘WES'requésted5oh-
February ‘1, 1986 and published on July 1.° ' oo

‘“(4) On enforcing ‘the accelerated examination/appeal -~

examination, prior consultation was conducted with domestic and

..foreign related organizations and their. consent was: obtained ...

before its enforcement (e.g. -JPA, AIPLA, PIPA, USPTO, EPO etc.).

- MITI did not participate in the stage of preparing’ the =~

present regulation, but after decision in the Patent Office,
this was explained before MITI. MITI in turn took a part to

1
I
2
3
i
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explain its purport as appropriate at international meetings
irelatlng to foreign trade.m. . “ . C o : .
(5) For. the time being,.it is planned to comprehen51vely
review this system by carefully: watching the 51tuatlon of ..
request for the accelerated examlnat;on/appeal_exam}nat;cn and
also:listening.to opinions by those concerne@-inclgding.foreign_

organizations._i

4.7 Summary of Dlscu551on and Results o
4 -1) . _ L o , :
' Although 1t is not 1ong since the accelerated examlnatlon/
aDDeal examination.systems wereput in fcrce,_more freguent utlll-
zation than the preferential examination is expected from view..
of considering the questionnairing results. The main‘reascns;'
ares—-— : , . 1 ' . . , ;
. *Thls is a szgnlflcant system under the present 51tuatlon
-that the examination-and.appeal examination tend to be delayed,
Although. there is a drawback_that;explanatlon_of circumstances:.
is a little complicated, it is stiil_easier.tc describefthan:;g;
explanation ofzcircumstances,required in the: preferential
‘examination, R . L ' _

*Since. this is.for. worklng—related appllcatlons, the.
number of eligible cases is greater than the case of the _
preferential examination  which limits,the cases-tOvinfringement~
cases, and thus the degree of necessity is higher..-

However, on the other hand there are many restrlctlng
conditions which inhibit active utilization, for example,

*Since theé accelerated examinatién/appeal'eXaminationare
indicated in:the Official Gazette of publ-ic'ation',--«thé--working--
situation of one's" company ‘is known to“a-third party, ‘and” the”
potential - for opposition -is increased.

*0Or, if the- appllcant infringes a prioxr- patent he ig*~

e Obliged. teradmit, ite il Ly e e
' *Description even coverlng the company secret ete. is

required:. =
- *The procedures are complicated.

91—
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“And top on that, the appllcant is requlred to conduct
_prlor art investigation and comparlson explanatlon. Thus, it
is presumed that only where these restrlctlng condltlons are
overcome, this- system is utilized. ‘ '
" Therefore, it is believed that the usefulness is high where

thefapplication'relates“to-a shape, ‘construction etc., and the
working contents of which are easily understood by a third:party.
and also prior art investigation can be adequately conducted _

Also in the questlonnalrlng, in order to promote the utlll-
zation of the accelerated examination/appeal examination, there
are many opinions’ hoplng that the limitation to working- related
-a lications by applica nts shall be widened to lso cover -
appllcatlons by thlrd partles and’ appllcatlons not related to:‘
working, - ' ' S

On the other hand, for foreign applicants, although there"
is’ such restrlctlng condition as worklng—related in Japan means
for‘easier utlllzatlon of ‘this system is'taken with many '
advantages, for example,'that the objectives of" ‘the ‘prior art
investigation may be replaced by patent literature written in
- English, French-or German, that as regards the *certain t”:”"
" publications", Japanese publications need not be counted in-as
the literatutré to bé investigated, that instead of the prior
art inveStigation“by“the*epplicent'per se,'referenCes'cited“by
the Patent®0ffices in examining countries as 1nvestlgatlon'7'
~ results may be described, and so- forth.

4-2) RN , T . S
The”preferential.examination is a useful system for
promptly solving an¢infringement;case.by a third party, and
alse in the gquestionnairing, many companies are of an-opinion:
that they intend to utilize: it when necessary. - However,. since
the case‘where.the system is. actually utilized is Very rare,

is presumed that the case where a third par

invention without .permission by the applicant-is very rare, or
even if an infringemeht case is brought about, it is often.. .. -~
solved by mutual discussion between .the concerned parties, and
- there is no need for taking the trouble to request the

_9'2_
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preferential examination.

There are such opinons that- ‘the explanatlon of c1rcumstances
and procedures for the preferent1a1 examlnatlon are compllcated
and that the c1rcumstances and facts between the concerned
parties -are known to: thlrd part1es are main reasons for 1nh1b1t—
ing the utlllzatlon, but fundamentally, the*strlctneSS'of-the
restrlctlng condltlons whlch 11m1t the objectlves to 1nfr1nge-

" figfit cases hindeérs thé utlllzatlon of “this system.. ‘ S
Further, since the- accelerated examlnatlon/appeal examlna—
_tion system have been put in effect, and ocut of the objectlves '_
for the preferential examinations, applications which have been
- worked by the, appllcants are transferred to the accelerated
examlnatlon/appeal examlnatlon, and thus it 1s presumed that
"the degree of utlllzatlon of the preferentlal examlnatlon is

- even further decreased.:r B . 3 .

This system dlfferlng from the accelerated examlnatlon/
appeal examlnatlon, does ‘not a1m to shorten the processing period
in the Patent Offlce, but consrders the convenlence to the’
applicantsand ‘those who work, thus 1ts purpose is: completely
different. Therefore,llt should not be thought that there is
deficiency in this system because the: degree of . utlllzatlon is
low, but this: system is to be regarded as_ a. supplementary means
for rescuing the applicants or those who work only when
necessary. - ' '

—93—
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“- KENICHI OSONOE’ “hel woki Eleetric Imdustry’ Co., Lid.
~YOSHIYUKI TANAKA .. . TEIJIN LIMITED o _
"IPIRAU TSURUMAKI =~ =~ TOYO SODA MANUFACTURING CO., LTD. h
- BHUICHI FURUDA - - " NEC Corporation - K
"SHIGERU HIHARA... ‘Mazda Motor. Corporatlon

HIDEAKI NAGAYOSHI ~ Fujikura Lid.
. Speaker: . KENJI DOIL" ' FUJITSU LIMITED.
7 Abstract

"On December 19, 1985, the Tokyo High Court made a
“decision-as to-the .effective date-of "an another- o
. application filed earlier” as. prov;ded for Article . .= ..
"29bis of the Japanese Patéent Law, inh the case of o
appeal from the decision by the Board of Appealsi = ..’
: This report provides the .full details of this case. ..
The High Court affirmed the Patent Office's : :
Vwip051t10n ‘that the effective date:counts as the date:
of a prior foreign application in view of Article. 4
- of the Paris Convention for the Protection of
. Industrial Property. iAlthough- this-is not :the .case.
.directly. contendlng whether. the effective date is
"the date of the prior forelgn appllcatlon, from
thig decigion, it appears that . .in Japan, the- CEE
. effective date will count as .the date of the prlor
”forelgn appllcatlon. :

-I. INTRODUCTION

- The Japanese Patent Law (JPL) provices under Article 29bis
that where an invention claimed in a patent application is
identical with an invention disclosed in the specification or
drawings originally attached to the regquest of another applica-
ticon filed earlier, a patent shall not be granted. - Where a
patent application claiming the priority under Paris Convention

we-d@olan.another application filed earlier” as. prov1ded for’mwM.:MMWM%

- Article 29bis of the JPL, it is controversial as to whether its
effective date count as the priocrity date (the date of the prior
. foreign appllcatlon) or the actual filing date (the date of the

Japanese patent application).
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The Japanese Patent 'Office has considered thé date of the
prior foreiﬁﬁ'a?PlicaFion as ‘the effective date since ‘Article.
29bis went into effect in 1960. ‘See the Manual of Patent ..
Examining Procedure (43. 07A). ' Lo
In a recent case, the Tokyo ngh Court afflrmed thlS Patent
Offlce s 9051t10n. L . _ .
_ ThlS report 1ntroduces such case in greater detall appeal
froﬁ the d60151on by the Board of Appeals (Shows 57 gyo-ke No.x:
124, Declded on December 19,‘1985):

II. INTENT OF ARTICLE 29bis OF THE JPL
A. General provisions of Article:29bis.of the JPL~-
- Article 29bis ofethe-JPL_providesuthat-a rejection “is made,

. if the:invention is identical to-an-invention described .in ‘the -

‘specification or drawings -as originally attached to an applica-’
tion filed prior te the date of filing and published or laid: -
"open to the public on or. after:that date.
The leglslatlve.lntent-of.thls provision is as - -follows: '
First, since the invention as described in the specification or -
drawings of the earlier application, .even if not claimed, ‘is
open to .the -public, . the later application does: not .newly & u-
disclose a technology if such invention is identical ‘to an ™.
invention descfibed in the earlier application. Therefore,;:
“such later application should. not be granted for a patent.: .’

This is due.to.the patent system,: in which Applicant is .. .00
entitled to patent .protection in exchange for disclosure of a

new and . useful invention. . SedOndly,'since'applications'are
examined in order of request for-examination, the whole =i
contents of the earlier application: should be given a priority
position as to novelty soas to enable :an examination of the later

~application before the ¢laim coverage .0f the earlier: appllcatlon,

Whlch is subject to change upon amendment, in determined.

~Thirdly; it is to-restrain-Applicant from filing another wo s
- application for defensive purposes in relation to the claimed "~

invention. - cas

_‘95—
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B. . Effective date of 'a patent application-fileduunder the

sconvention priority, being considered as.an another

application for patent .filed earlier" as prov1ded for
Article 29bis of the JPL

" 'There have been proposed a Véfiety df‘ﬁheOries‘ee to
whether the effective date of a patent applicatidn claiming'the'
right to prlorlty is its’ forelgn flllng date or actual flllng
date. In this- respect it is flrst necessary to con51der the
following effects as to the effect ‘of clalmlng the prlorlty
.rlght. one referred to as "Patent Protectlng Effects” which
is the affect of protecting appllcant s own ‘application and the
other referred . to as "Patent-Defeating-Effects” which is the
effect of defeating. an applicdtion by another. ‘Aside from ‘the
priority,.concerning.the-Patent—Defeating—Effects,“there-are”twd
different approaches, "whole contents approach" and "prior ‘¢laim
‘approach". "prior claim approach", -only the claims 'is
prejudicial to novelty, as- provided for. Artlcle 39 of +the JPL.-*
In "whole ‘contents approach":, the whole contents of ‘the
specification and drawirgs are prejudicial to: novelty, as
provided for .Article 29bis -of the:JPL. : Regarding Mprior claim
approach™;:it is clear that where priority is validly-claimed; :°
the effective -date .of the earlier ‘application counts . as the
‘date of -a previously filed foreign application; as provided for -
Article 4B- of the Paris Convention for the Protection of
Industrial Property. Ag for "whole contents approach”, however,;
the effective date is. controversial whether it counts as the -
date of a previously filed foreign application, or the date of
a subsequently filed -Japanese application: : :

. The Japanese Patent :0ffice has interpretated the date of a:
: forelgn,appllcatlon-as:the'effectlve date since Artigle 29bis:
based upon:the: whole contents approach was adopted. . According -
to "Article-by-Article Interpretation of the Industrial Property

“TLaw T (Kogyoshoyuken Chikujo Kaisetsu) " edited by rthenJapanege

Patent foice,,this-is-duefto‘the effect of claiming the priority
right in which any subsequent filing before the expiration of ™
the priority right periocds shall not be invalidated by reason

of any acts accomplished in the interval and such acts cannot
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give rise to any third-party right, as provided for Article'4B
of the Paris Convention for the Protection'of'the“Industrial
Property. - And ‘it says that this point is the ‘same as Article 39
of “the JPL prOV1d1ng the Prior clalm.approach.' Accordlng to the
MPEP (43. 07a), it is due to the 1eglslat1ve 1ntent of Artlcle
29bis ‘60f the JPL as stated -earlier. o o T o
“'As’ opposed to" the. Patent Office‘s poSition, some argue that
' the effective date ‘shoild count ‘as the actual date of a’ =
subsequently filed application. According to their arguméhtg,"‘
the effects of a right of prlorlty as prov1ded for Artlcle 4B
of the Parls Conventlon extends only to the clalmed subject
matter and therefore, the Patent Offlce unduly extends the
effects of the rlght of prlorlty. _ _ _ _ _ ]
As explalned above,_the affectlve date is controver51al as.
“to Whether 1t be the date of a forelgn appllcatlon or the, actual
date of a subsequently f1led appllcatlon._ On December 19, 1985,
-the Tokyo ngh Court made a dec151on based on the p051tlon that
the effectlve date counts as. the date of a forelgn appllcatlonl
in the follow1ng case. f.‘

IIT. APPEAL FROM THE DECISION OF THE BOARD OF APPEALS o ,
(Showa-57 kyo—ke No. 124. De01ded on. December 19 1985)
In the case of lquld crystal dlsplay apparatus

A. BACKGROUND QF THE CASE AT ISSUE

1. Appellant's application and thé invention therécf

The appelant filed a patent appllcatlon 1n Japan on March
8, 1972, clalmlng the Convent1on prlorlty from the Unlted States
patent appllcatlon flled Aprll 21 1971.f The clalmed 1nvent10n
is dlrected ‘to "a llquld crystal dlsplaylapparatus whereln a. . .
layer of nematlc llquld crystal 1s 1nserted between transparent
parallel plates and a transparent electrode is formed at a

,mselected portlon o

crltlcal features of the 1nventlon are; (1) the electrode is,
formed only at a selected portlon of the parallel plates, and
"(2) ‘such’ electrode 1s transparent.

._97';_

he transparent parallel_plates" s TR i s .
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2. Prlor art reference_H

Appllcatlon used as a . prior art was flled in. the Japanege : -

- Patent Offlce on December 3,.:1971 claiming the priority from . -

the Sw1ss patent application, filed. December 4,. l970:.Wthh-W&S£
before_the‘prlorlty date othhe appellant's application, -and was
laid open to the public after‘the.appelantfs:application was, .o
actually flled in Japan. Therefore, this prior art reference
'corresponds as_"an another application filed earlier'. under .
Artlcle,ZQb;S- !

3. De01slon by the Board of Appeals

' The Board’ of Appeals afflrmed the de01s1on of the prlmary ‘
examlner rejectlng the appelant 8 appllcatlon under the prov1— a
sion of Article 29bis of ‘the Japanese Patent. Law._ In. 1ts -
dec1s1on, the Board stated that the 1nventlon of the later _
appllcatlon was substant1ally dlsclosed 1n the earller appl1ca—_
tlon. More partlcularly, the flrst crltlcal feature of the_d' ‘
later'appllcatlon,'"formatlon of a conductlng layer ina
seleéted portion of parallel plates between whlch a nematlc”
‘liquid crystal is sandwitched" was disclosed in one embodlment'“

of the earller appllcatlon. Therefore, the only dlfference 1s__

the second crl lpfeaturewof the later appllcatlon,ifa‘
transparent electrode“: However, 51nce 1t was well known to use
such a transparent electrode in’ ‘the llquld crystal dlsplay, ‘the -
Beoard concluded the 1nventlon-Ofﬁthe'laterpappllcatron was

substantially same as the earlier one. ... ..::

4. De0151on by the’ Tokyo ngh Court o
"""" The appelant then appealed the case to the Tokyo ngh Court.
.For the flrst ‘time in this case,‘1t was found that the flrst :.

- feature of" the later appllcatlon was not descrlbed ln the'

spe01f1catlon of the Swiss appllcatlon, and was actually added N

in the correspondlng Japanese appllcatlon at the tlme of flllng{"

TRAsTa result the Court reversed tne de0151on by the Board of

Appeals “for the reason that ‘there was an erroneous flndlng Of ;ii

fact 'in the’ Board dec151on whlch was based on the flrst Crltlcal'

feature being disclosed in the. Swiss appllcatlon of the'

_mreference.

—9%8-
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The background of the case will briefly be illustrated as

follows:
“Prior art reference
. : > e
f . - } T . NP - B
Swiss patent appln. A ' Japanese patent appln. A
S P A . f'_ : ool ‘A+B
:_ Appellant's'application )
i . . i
T B B - ] T — T
‘U.S. patent appln. B . - .. Japanese patent- appln. B

Note£ 'Numerator 1ndlcates clalm and denomlnator _
” 'indicates the whole contents of the speCLflcatlon.

B. CONFIRMATION OF THE EFFECTIVE DATE COUNTING AS THE DATE OF
A FOREIGN APPLICA‘I‘ION : ' - )

While admlttlng that the effectlve date as a prlor art will
count as the date of a forelgn appllcatlon rather than an actual
Japan flllng date, the appellant asserted that for thls

partlcular case, the aforesald embodlment dlsclosed 1n the
'earller appllcatlon is added at the tlme of flllng 1n Japan and
is therefore not entltled to ‘the prlorlty. Slnce the appellee,ﬁ
the Japanese Patent Offlce,_ls of the same oplnlon, there seemsh
to have been no dlspute as to whother the prlorlty date or the::
actual flllng date w1ll count as the effectlve date of the . 8
Japanese patent appllcatlon for the purpose of the prlor art. _
In the meantlme,_the Court went on to explaln as fOllOWS"W
.: "Where an eariler appllcatlon 1s fan another appllca—:‘”

;; tlon flled earller" as prov1ded for Artlcle 29bls of o

the JPL, the requ1rements for a rlght of prlorlty

] clalmed 1n such appllcatlon must berfully met
Artlcle 26 of the JPL as well as Artlcle 4 of the _
' Parls ‘Convention prov1des that if an appllcatlon _J;_

is filed in any one of the Contractlng countrles,"
an'appllcatlon for the same. invention thereafter
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“filed in a‘second-country.“Within_the prescribed
peried of time from the date of the first applica-
tion, will be entitled. to the benefit which the
appllcant can get if he filed at the same tlme as
the flrst appllcatlon. ThlS is 1ntended to i

hreduce the formallty procedure and the &ost when

fflllng an application for the same invention in
a number of countrles at the same tlme, in case
of seeking the patent protectlon in the
-~ regpective countries.  In view of Articles 4B and
' 4H of thé Paris Convention, in the present case-
* where the relationship of the filing dates of
"the appllcatlon" and an appllcatlon by another
flled 1n Japan“ as prov1ded for Artlcle 29blS of

‘;'the JPL ‘and the clalmlng the rlght of prlorlty

+.are -described .above, -when "an another appllcatlon

"Filed earlier” can be entitled to the. prlorlty,;;:
the invention descrlbed 1n the spec1flcatlon or ,

:dranngs as orlglnally attached to such appllca—_:J

“tlon must be “described in the flrst or prlorrr o

forelgn appllcatlon""

- As is clear for the fore901ng, the Court con51dered that :
the effective date counts as the date of the prlor forelgn B

”appllcatlon for use as a prlor art, on account of the effects

of a rlght of prlorlty,'and that because of the effects of the"

rlght of prlorlty, the' 1nvent10n entltled tc such effects must

be 11m1ted o the whole contents presented 1n the spec1f1cat10n;

of 1ts forelgn appllcatlon.

: Thls dec151on is notlceable 1n that the Court V1ews the
effectlve date 1n the Whole contents appfoach in connectlon
with Patent Defeatlng Effects 1n the same manner as the Patent
Office. N o

In the actual examlnlng procedure, the Patent Offlce T

considers the date ‘of a prev10u51y flled forelgn appllcatlon

as ‘the effectlve date as. a prlor art.
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TTtHe "Examiner is requlred to rev1ew “the” Spelelcatlon of the"

p.8

C.. THE EXTENT OF DISCLOSURE WHEN. THE: EFFECTIVE DATE. COUNTS AS

o THE - DATE- OF: ' THE FIRST. APPLICATION: AND. THAT OF THE: SECOND -
APPLICATION - -

A new matter, whlch is rnot contalned 1n the spec1f1catlon
of a prev1ously filed forelgn appllcatlon, is often’ added in a”
'subsequently Filed appllcatlon. The' prlor appllcatlon as a
reference in the present case was in the same 51tuatlon.'

In the decision, it is clearly stated that the scope
admltted the date of the prlor forelgn appllcatlon as. the prlor
art effectlve date is only the scope which is descrlbed béth
the prior rore1gn appllcatlon arid the subsequent Japanese’
appllcatlon.: This is qulte understandable in terms of the:
_'effects of the rlght to prlorlty.' '

" 'Concerning the new matter added at the subsequent appllca-*ﬂ
tlon the Court stated as*follows. ' ' c '
‘"Phere has been no dlspute between the parties that
the subject matter concerned ‘is not described in the
d‘Sw1ss patent appllcatlon of “the’ prlor appllcatlon.
" ‘Such subject matter can not therefore be" entltled to
the priority. It is for this reason that the"
'effectlve date of the subject matter,:as the
descrlptlon of "another appllcatlon filed earlierﬂf"
" as prov1ded for Artlcle 29b1s of ‘the JPL, will :
‘count as the date of the Japanese patent appllca— o
“tion.™ ‘ R I T

It is clear that the Court con51dered that the effectlve
date of an addltlonal new ‘matter will count as the date of a'
subsequent application. o

‘As prevmously stated the effectlve date counts as the
date of a preV1ously filed" forelgn appllcatlon for use as a
prlor art, only to the overlaped scope of “the prlor forelgn

appllcatlon ‘and ‘the subsequently filed appllcatlon'° Accordlngly,

prev1ously flled forelgn appllcatlon for use as a prior art as
provided for Article 29bis of the JPL in order to reject the
application concerned. See the Manual of Patent Examining
Procedure (43, 07A).
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p.9 .

_Q-lt-seems,fhbwever;nthat;the'speoifioation of: the previcusly
filed-foreign@application,;thatris3SWissﬁpatent application was
not reviewed in the Examining Division and in the :Board: of
Appeals' and, it was reviewed by the appllcant for the flrst
tlme in procedure of the Tokyo ngh Court. When 1nvolved in a |
similar case, it is necessary. to study the spe01flcatlon of a‘ 
preV1ously filed forelgn appllcatlon for ‘the purpose of the ;

prior art.. .

D. BASIS OF "SUBSTANTIALLY IDENTICAL"

The prov151on of Artlcle 29bls is appllcable only to the
case in which the - lnventlon of .a later appllcatlon ig 1dent1cal
to 'an invention described in an earller appllcatlon It should :
-be.mentioned that if the. spe01f1cat10n of the earl1er appllcau
urtlon contains insufficient descrlptron, a_supplementalJproof_may
be considered,. as reported in the:general_meeting_of:PIPA held-.
in Chlcago, U . S5. A last year. ._ .“l )

In the case conoerned, the Board of Appeals dec1ded that
the inventions of both applications are suhstantlally 1dentrcal
to each other. : : . | | | o -

Accordlng to the de0151on, 1t is. consrdered that although
the use of ‘the transparent electrode 1s not descrlbed 1n the
spec1f1catlon of the earller appllcatlon, 1t is well known to
use the traneparenthelectroderrn_the,l;qnld_o:ystal,dlsplay
apparatus. While considering the additional evidenoe; the
Board -concluded- that the invention concerned is sub’stantial_ly
" disclosed ln the earller appllcatlon used as a prlor art
reference.

The number of de0151ons made 1n respect of Artlole 29bls
has 1ncreased to nlneteen 1n the recent one year.ﬁ For elght
cases,. addltlonal proofslare used in de01d1ng whether or not
the 1nventlons are substantlally 1dentlcal .to each other. Itll"

of,Whetherﬁrnventlons_are substantrally loentroal to:each other,
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IvV. OBSERVATIONS'

A. CONSIDERATION OF THE EFFECTIVE DATE: COUNTING AS THE DATE OF
PRIOR FOREIGN APPLICATION IN JAPAN.

- It is not argued 1n the present case that whether the
effectlve date should count ‘as the date of a prev1ously flled
forelgn appllcatlon or the date of a subsequently filed appllca-f
tion-for the purpose of~ the prlor art. +In the dec151on, howeverp
the date of the prev10usly flled forelgn appllcatlon 1s .
con51dered as the effectlve date on ‘the ground of the” effects of ;
a rlght of prlorlty under the Paris Conventlon for ‘the Protectlon
of ‘the Industrlal Property. S R : T - _
. .The Japanese Patent Offlce has con51dered that the effectlve.
_date will count as the date of'a previously filed foreign ‘appli-

T.catlon 31nce Article 29bis was adopted.:.It is important to note

that ln this case, the court also con51ders that the effectlve
date will count as the date of the prlor forelgn appllcatlon o
whatever the reason may be. Therefore, it can be said that in o
Japan, the effective date now counts as the date of a previously .
?iledVforeignﬂapplication,*althoughTSOme people”may'still"argueg

ET LEGISLATION OF OTHER COUNTRIES IN THE RELATED MATTER

Flrst, European Patent Offlce has adopted the whole contents;
approach on the Patent- Defeatlng—Effects, as prov1ded for
Artlcle 54(3) Artlcle 82 prov1des that where prlorlty is L
valldly clalmed the prlorlty date w1ll ‘count as the date of the'
' European patent appllcatlon for the purpose of the. prlor art. .

Unlted States Patent and Trademark Offlce has also adopted
the whole contents ‘approach (35 U. 8. c. 102(e)) It will be o
noted however ‘that the effectlve date of a United States Patent
for use as a prlor art reference is not affected by the forelgn-l
£iling ‘date to which the applicant may be’ entltled (In re

. Hilmer). That is, the reference patent is effectlve as Of_the:hp,a"“ -

'the Unlted States.

"date  the- appllcatlon for it was flled AR o
It may be desirable that the effectlve date of the prior

art will be considered in the same manner through all countries,
according to the standpoint of their harmonization.
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PRIMA FACIE OBVIOUSNESS~~SHIFTING THE BURDEN OF-:PROOF :
‘?glewrence‘r,gWelchlrr
Introduction

Much has been written on the concept of prima facie obvidusness
in the United States Patent and Trademark Office, particularly as
it relates to chemical compounds. The present paper is not meant
to ‘be a comprehens:.ve ‘treatment of this 1mportant topic, but
rather it -is. intended -as a general . overview.of the concept;
presenting a discussion of some of the major decisions.? A large

- body of case law exists, which is too éxtensive to allow for an

exhaustive ‘treatment here.? In -addition, the Court of: Appeals -for
the Federal Circuit has J.ssued and continues to -issue, opinions
on ‘a ‘regular basis which reflne the’ concept and apply it to new
_factual situations. The present paper is :thus intended to present
basic principles relating to prima facie obviousness. The
application 'of these ‘principles to speclflc factual s:.tuatlons
keeps many patent .attorneys. employed. . : e

-HISTORICAL ORIGIN -

While some ﬁr_ould ‘t'race" the roots of 'ob\fi'oﬁsnes:e "or- _"""inv_en_tive
step” to ‘the “15th- century,* most would agree that ' the concept

1. ‘Attorney, Patent law Department, -The Upjohn '~ Company,

‘Kalamazoo, Michigan. 'This paper was prepared for presentation at

the Pacific Industrlal Property Association (PIPA) Congress in
~Kanazawa, Japan on 5 November 1986. The assistance of Upjohn

“attornéys - ‘Robért A" Armltage, Martha "A. ‘Cox, Paul J. Koivuniemi ~~~

and Kenneth A. Weber in preparing this paper is gratefully

2. Interested readers are dJ.rected to, e.g., Chisum, Patents,
Section 5.06[1] (1986); and Wegner, *Prima Facie Obviocusness of
Chemical COmpounds +¥..6 APLA Quart. J. 271 (. 1978) ‘A .thorough
analysis of prima facie obviousness appears in the papers by
Armitage and Wegner in connection with the American Intellectual
Property . Law Association .Program,. Basic . Chemical . Practice
Seminar, last presented on 8 October 1986 at the Crystal Gateway
Marriott in Arllngton, V:Lrglnla. '

3. At the tlme of thls wrltlng, over 180 opinions had been
written from just the Court of Customs and Patent Appeals and the
Court of Appeals for the Federal Circuit which .discuss . prima
facie obv:.ousness.

4. See,‘ e. g.,” Beler, ‘The Inventlve Step in Its Hlstorlcal

Development 17 IIC 301 323(1986)
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’orlglnated in' the United States in 1850 w1th Hotchklss V.
‘Greenwood, > wherein the Supreme Court noted-" e

,ﬁ...unless more ingenuity and skill ...were requlred ...
““than were - possessed by an ordlnary mechanlc ‘acquainted
- with the business, there was an abseénce of that degree :
VY of 'skill and’ 1ngenu1ty whlch constltute the”’ essentlal”rf
‘elements of every invention.” In "other "~ words, the
improvement is - the work of the skllled mechanlc,,not'”
*ﬁthat of the 1nventor. ' o

VThe Supreme Court through a succession of cases, gave dlfferlng
1nterpretatlons to ‘this standard of patentablllty. The' current
5standard of non-obviousness was - codlfled in the "1952 Patent ‘Act
_as 35 USC 1037 Thls standard requlres that the ”subject matter

'5.7"11 Howard 248 (1350) - 'For ‘a’ further discussion of this case,
‘see’ Beier, supra. S MR R ST e e

. 6. The Hotchklss standard was recognized -as a patentability
requirement ‘in Reckendorf v. ‘Faber, 107 U.S. 192" (1883). This
'requlrement was referred to' as the #flash of genius test" in CUno
4Eng1neer1ng v. Automatic’ Dev1ces, 314 U.S. 84 (1941} . - Perhaps the
‘#1low point” in patent law was the Supreme Court case of The ‘Great
. Atlantic and Pac1f1c Tea Company V. Supermarket Equlpment
Corporation, 340 U.S. 147 (1950), where, in a concurring opinicn,
Justices Douglas and Black requlred a patentee to ”push back the
frontiers of il sc1ence._ : ) .

7. 35 USC 103 (1984) reads as follows.:

§103. COnditions for patentability. noh-
obvious suhject matter

A patent ‘may not be obtained though the
"“invention "is not ldentlcally ‘disclosed or
r’descrlbed as set forth in sectlon 102 of thls,_ i
- title, if the dlfferences between the subjectjh, .
matter sought to be patentéd and the prior =
. art are such that the subject matter as a
whole would have been obvious at the time the
invention was made to  a person having
ordinary skill “in' the - art to which "said
Wsubject matter pertains. Patentablllty shall
net be negatlved by the manner 1n whlch thej_'
invention was made. - i

,QSubject .matter.. developed by ..another..person, ...

~‘which- quallfles' as  prior art only under _

" subsection (f) or (g) of section 102 of " this -
title, shall not preclude patentability under
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as a whole” must not have been Fobvious. at the tlme the invention
-was made to a person- having ordlnary sklll in’ the art to ‘which
the subject matter pertalns."s -

The 1nterpretatlon of the patentablllty standard under 35 JuUsc 103
is set. forth in three. Supreme Court declslons ‘sometimes. referred
to as: the ‘Graham Trllogy v whereln non~obv10usness determinations
follow factual 1nqu1r1es into | .(1).. the scope and content of the
- prior art,. (2) the dlfferences between the. claimed 1nventlon and
the prior art, and (3) the level of ordinary skill. in the art.!®
Neither the statute nor the Graham case explicitly allocate the
burden for. establishing non-cbviousness.!! . However, a .succession
of cases .in both the Court of Customs .and Patent. Appeals (CCPA)

 and the Court of Appeals for the Federal Circuit have held that

the. burden rests with the U. s. Patent. and Trademark Offlce {PTO)
to produce factual evidence which makes an initial suggestlon of
¥obviousness,” after which the burden shifts to the applidant to
come forward with sufficient information .to overcome. the PTO’s

initial show1ng.12 Hence the concept of prima fa01e obv1ousness
was developed.

1Thlsl procedural' dev1ce is most ‘etten .used for chemlcal

ﬂjinventlons, but it has been applled in. other arts_ as well 13- The

Ppresent . paper explores the concept mainly .in ccnnectlon w1th
chemical cases, since. it is here that the- 1aw 1s perhaps best
Ldeveloped. e e . o . o )

' thls sectlon ‘where the subject matter and the
claimed invention were, at the time the
invention was made, owned by. the same person .
or ‘subject to an’ obllgatlon of a551gnment to
the same person. . . . R _

8. Id.

9, See, Graham v."thn Deere,383 U S. 1 143 USPQ 459 (1966), -

Calmar v. Cook’ Chem.__ Co.,383 U S'
' United States v. Adams,383 U. S.
sed in Chlsum, supra, §5 02{5][a]

.1, 148 .USPQ 479 . (1966), and
148 USPQ 479 (1966), discus-

10. See, Graham V..John Deere Co., supra."
11. See chisum, Patents §5.06[1](1986) ...
12. The hlstory of prlma fac1e obv;ousness 1n the CCPA and the

Federal Circuit is reviewed in In re Plaseckl, 223 USPQ 788 (Fed.
Cir 1984).

Cir. 1984) and In re SErnaker; 702 F. 2d 989 ;Z;Z,USPQ 1 (Fed.
cir. 1983). T
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.-DEFINITION .-

The Court of Appeals for the Federal Circuit defines prima facie
cbviousness as *a procedural mechanism-to-allocate in an orderly
way the burdens of going forward and of persuasion as between the
examiner and the applicant.¥'*. .The PTO.:is- thus -required. to
produce ‘the factual ‘basis for .. .its rejection. .of a.patent claim
under. 35 USC 103..After this showxng by the PTO, the burden of
going forward shifts to the. appllcant is sl oo

Rebuttal by the . appllcant 1nvolves ‘a suff1c1ent show1ng of facts
" supporting the opposite. conclusion.l$ . This factual evidence can
relate to any .of the.factors .set forth in Graham v. John Deere.!’
These factors 1nclude the so-called ”secondary considerations”. of
non»obviousness such as. commerc1a1 Success, .. long felt but
unsolved need, fallure of. others, .and the. 1like'*®, which factors
were recently given new ucceptance by the Federal Circuit.!?

CHEMICAL COKPOUNDS--L BPECIAL CASE

The chem1ca1 cases .on prlma fac1e obv1ousness fall qenerally 1nto
two categorles.. The first. category .are those cases wherein-:the
modlflcation of the priér art . compound to.obtain the claimed
,compound is said to be . 'suggested' in the prlor art or- that the

prior art provides the proper . "motlvatlon"to make -the clalmed
"~ ‘invention. The second category includes those cases whereln the
claimed compound is alleged to be cbvious in view of one or more
prior art .compounds which are structurally qulte similar to the
claimed. compound.. .This" structural gimilarity in the-second.case
must be such that the clalmed .compound ‘would. be presumed to have

14., ‘In re Puaseck;, 745sF.éd”146§,=223»USPQL?#5)“785thedQacirQ
15, 'Id.:

_isfﬂ In re Heldt . 433 F. 2d 808 811, 167 USPQ 676 678 (CCPA 1970)
17Q ‘Plasacki supra. See, also, Perkln Elmer v. Cbmputerv151on
Corp., 732 .F.24 888, 895-6, 221 USPQ 667, 675 (Fed. Cir."1984)
and In re Sernaker, supra, 702 F.2d-at 996-7, 217 .USPQ-at.7-8.7 -
18. See, Graham, supra, 383 U.S..at 17, 148 USPQ at 467. ...

19. See, Sernaker, supra.
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similar propertles, without 'any - further feaching in the prior
nart zo '

REJECTIONS BABED ON A BUGGESTION IH TEE PRIOR BRT

The majorlty of de01ded cases on prima facle obv1ousness fall
into the' first category, i. e., ‘obviousness baged ‘on _a suggestion
in a proper combination of prior art references.21 ‘To establish
a prima facie case of obviousness based ‘on ‘a siuggestion in the
prior art, it is necessary to ascertain whether the prior art
: teaChlngs would appear to be sufficient to one of ordinary skill
4Ain- the "art to motivate or suggest the maklng of the claimed
substitution or ‘other modification of ‘the  closest prlor art
compound.?2 - The prior art ‘further must provide to one of ordin-
ary skill in the art motivationto make the proposed molecular
mod1f1catlons needed to arrlve at the clalmed compound 23’

The fact that the prior art may suggest the particular modifica-
tion of the prior art compound for a different purpose than that

disclosed for the claimed" compound is- 1rre1evant to the issue of
whether prima facie’ ‘obviousness’ ‘@xistsi2*" However, “the ‘fact that

the prior art compounds- are useful for a different purpose may
provide the applicant w1th ‘a basis for rebutting the prima facie
case of obv1ousness.f? For example, the CCPA has held that whlle

20. These two klnds of obv1ousness rejectlons ‘have been referred
to' as freferential obviousness* and 1”structural obv1ousness”
respectively, “in Armitage, ‘supra; at A-62. -

- 21. Arquably, *structural obviousness® is merely a subclass of
cbviousness’ based ‘on ‘a‘‘suggestion in the prior "art.. “Note that
the Court of Appeals for the Federal Circuit has stated ' that
obviousness rejections based on close similarity in chemical
structure arise ~from the expectation that compounds similar in
structure will have similar propertles. See, In re Lalu, supra,
223 USPQ at 1259, c¢citing In re Gyurik, ‘596 F.24 1012, 201 USPQ
552 (CCPA 1979) Thus, "motivation' arises from thls expectatlon.

_22. ‘In ve Lalu, 223 USPQ 1257 1253 (CCPA 1934),_In re Taborsky,
'502 F:2d.775, 780, 183 USPQ 50, 55 (CCPA 1974).

23. Lalu, supra; “In re Steminski, 444 F.2d 581, 586, 176‘USPQ
343, 347 (CCPA 1971).

24. See Chisum, supra, §5. 04(6]

25. If the prior art compound was useful only for a purpose
el ta

of non-obviousness. 8See In re Papesch, 315 F.2d4 381, 137 USPQ 43
(CCPA 1963).
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it -is - true--that  the fact ~that the applicant- made the claimed
modification: for:a different. purpose  than the purpose suggested
by the prior: art does not.-.change theiconclusion of prima facie
‘cbviousness, the differences between a patent applicant’s. and the
prior art’s motivation for adding an element to a composition may
be reflected in the.:composition ultimately -produced. Thus,. the
claimed ' composition :may possess unexpectedly superior: properties
or.. advantages . as :compared to: prior art ‘compositions and
therefore, - the . conclusion: of prlma fac1e obv1ousness may be
successfully rebutted.2®: _ . e

' From the foregoing, it logically follows that if the‘prior art
discloses: ' no:: utility for - the compound, 'or no . specific -or

significant use: for. the ‘compound, . no case of . prlma facie. obv1ous-

ness can: ex1st.- As- the CCPA has stated.

"UHOchan'there be obv1ousne53aof-structureh.or partic--.
ularly of the subject matter as’.a -whole, "when no
apparent purpose or result is to be achieved; no reason
or motivation to be satisfied, upon modifying the

. referenced compcound’s ' structure. ' Where the prior art
reference neither discloses or suggests the utility for

.- certain described compounds, why should it be said that: :
a reference makes .obvious to one of ordinary skill in -

. the’ art .an  isomer,  homolog :-or - analog of . related

- structure, when that mythical, but intensely practical; :
person: knows ' of ‘no ‘practical’- - reason to make:  the - -
referenced - ' compounds, - much less ::any .structurally .-
related compound.?? .. - .. R B RENE AN

The Federal Circuit has adopted this principle in a case where
the:claimed compounds were disclosed for certain:utilities, and a
closely related :compound was disclosed 'in a prior artireference
as useful as an intermediate  to prepare  final products having

utilities different frcom the'claimed compounds. The .Court of

Appeals ‘for the Federal :Circuit -held- that there ~can ‘be no
presumption that the intermediate!srutility would be the same as
the claimed final product. That is, there was -no motivation

provided for one of ordlnary sklll in the art to modlfy the prlor

art intermediates.2®

26. In re Lintner, 458 F.2d .1013, -1016,..173 USPQ- 560 (CCPA
1972) _ _

=‘27. In re Stemlnskl,. 444 F.2d*-581,~'586,-:170. USPQ- 343 (CCPA
1971) S S T £ RPN Sl e

28. In re Lalu, supra.




However,:where the alleged prima facie obviocus intermediate leads
to compounds - having surprising-rand: - unexpected utility, .this
property of the 'end product: can: be used to rebut the rejectlon of
clalms to the 1ntermed1ate 29 A _

0bv1ously, motlvatlon requlres a show1ng of both the des;rablllty
and . the means to make the claimed modification.: - Thus, where the
prior-artiprovided no - means - for: preparing: the claimed. compound;
prima.:facie :obviousness .was not - established . even' though:the
desirability of making the compound was suggested in ‘the .prior
art.3°

The courts have: also recognlzed somethlng whlch mlght be con31d—
ered. "reverse motivation.” Thus, where-a significant teaching:
the prior art tends to lead those: of ordinary skill :away from
what 1is claimed, non-obviousness is established, even though
other parts of a reference might: suggest the. claimed ‘invention.3?
The entire -disclosure -of-: the prlor art must be con51dered, not
just selected portlons 22 ‘ R I TERE s

REJECTIONB BABED ON STRUCTURAL OBVIOUBNEES

The second category of prlma facle obV1ousness rejectlons has a
" long judicial history: The question of how close compounds must
be structurally: to. the prior-art  compounds: for ‘there to be an
inference of obviousness (even in the:absence:of some 'suggestion
or motivation in the prior .art "“to make . the molecular modifica-
tion) :  ‘has . 'been Vvariously -addressed: by. the - Courts and
commentators.??® The early cases, commonly referred -to as Hass I,

29, See, In' re Magerlein; 602..F.2d 366, 202 <JUSPQ -473" (CCPA
1979). - Note, however, that while the unexpected ‘properties - of
the end product can. be used:to: support the patentability :of the
“intermediate; they: will: not: support the patentability of -"an
otherwise obviocus Yanalog”.process  for :making the final product
from: the- intermediate. - In:re. Durden; 763 :F.2d 1406, 226:USPQ 359
(Fed. Clr. 1985)'~ S S S B SRR S

30. In re Hoeksema, 399 F.2d 259, 158 USPQ 596 (CCPA 1968). -
31. In re Lunsford, 357 F.2d 385, 148 USPQ 721,724 (CCPA 1966).
32. See, In re Mercier, .185 USPQ 774, 778 (CCPA ‘1978)." |

33. See, e.g., In re Hass and Susie, 141 F.2d 122, 60 usSPQ 544

(CCPA 1944) (Hass I); In:re Hass and Susie, ‘141 F.2d 127, 60 USPQ
548 (CCPA 1944) (Hass II) and In re Hass and Strickland, 141: F.2d

130, 60 USPQ 552 (CCPA 1944) (Hass III); In re Henze, 181 F.2d

196, 85 USPQ 261 (CCPA 1950); the Wegner paper; Chisum §5.04[6]
and the aArmitage paper. N T ¥
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R TR Foad 196, 85 UspQ 261 (ccpA"lgso)

‘Hass "II, Hass III, and. Henze:set forth.the: so-called Hass-Henze
doctrlne.. In Hass I, the CCPA- ncted' o .

‘mIt is- well understood by chemlsts that members of ‘a
.. ..homologous . series -of .chemical:  compounds : possess the ..
«.same ‘principal - -characteristics;. that ..generally -the-:
.~chemical and  physical -properties.- of the:  individual.
»  members vary gradually from member-to . member;: and that
--knowledge : of . the properties and chemical behavior : of .-
one of the other members of the series .suggest to the .
chemist the properties and chemlcal behav1or of ‘the
.other members of the serles 34 _ s L L

slmllarly, in. Hass II the court held that 1n order to be
patentable,  novel. members of .a "homologous” series .of . compounds
must  possess some unobvious or unexpected beneficial properties
not possessed by the compounds disclosed  in- the: prior art.3*
Similarly, in Hass III, the court found that where the prior art
compound was acknowledged to be an adjacent lower homologue, the
‘claimed - compourid --was unpatentable- theregver, -even -though the
applicant' discovered: -that  the  compound was useful for.purposes
other -than those disclosed for the prior art compound. - The court
noted. that *It:.is sufficient to 'say that there. is nothing.-of
record- to. indicate that the prior 'art compounds do not possess
the same properties as the compound here invelved, :or -that they
would not be useful for the same purposes as the 1nvolved
compound 36 RO . . y

The rule to be drawn from these cases ' is - set forth in In re
Henze.®’ - .In Henze, the court -held. that. .where. the adjacent
homologue is old in the art,

. The burden:is.on.applicant:to rebut: [the presumption 'of . =
.unpatentability] by a showing that the:claimed compound . .
... possesses unobvious or: unexpected ‘beneficial propertles :
Z;not actually possessed by the prior art homologue. It
- is immaterial that the prior art homologue cannot be
recognized or known to be useful for the same purpose
..0r to. possess -the ' same  properties as :the .clalmed
»;compcund.35 [Empha51s invoriginal.] PR D :

34. Hass I, 141 F.2d at 125-26 60 USPQ at 547. .
35, .Hass II, supra, 60 USPQ 551.

36. Hass III, 141 F 26 132 60 USPQ 554.

38. 181 F.2d at 201, 85 USPQ at 265.
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In “the Henze case, ‘the - applicantattempted:to rebut prima:facie
obviousness by showing that the c¢laimed - compound -was: ‘active -at a

lower dosage than the dosage stated for the prior art compound.
However, there was no ‘evidence that: the prior art.compound wasn’t
~also useful- at: that ‘lower ‘dosage. ' The court noted:that it:would
be inconsistent:with the purpose- of: the patent laws ‘if one ‘would
~ be allowed to obtain a patent ‘on-a‘compound-closely related to a
prior art -compound: by showing -a . useful property for “the new
compound, ‘without show1ng that the same property 1s not lnherent
in the old homologue 3:8. :

A succession of cases after the Hass/Henze series: set forth
variocus doctrines which have led various writers, examiners, and
patent practitioners to elicit -hard and fast rules regarding
which structural modifications of - prlor +art: compounds i ‘are
7structurally obvious* without further’ prlor art show1ngs settlng
forth equlvalence or motivatlon.‘° - ~ . 5 :

It'often”happens that patent examiners, ‘and ‘sometimes. even: ‘patent
attorneys, become so fond of. ‘chemical :labels that they take
rejections based on such labels at faCe*value;-without subjecting
~them +to the : appropriate critical -analysis. :This "approach: is
unwise. For example,-the CCPA ‘has noted, with- regard to- labels,
such as ”homolog ‘ ”analog ; and '1somer," that IR

The name used to de51gnate the relatlonshlp between: i
.related compounds is not necessarily controlllng. it is
‘the closeness of. that relationship which 'is indicative
~. of - the obviousness " or unobv1ousness of the new comevisf
pound-“ AP S seepm

Slmllarly, the Federal Circuit has clearly indicated: that this is
not the :proper approach. ‘In-In ‘re ‘Grabiak,%?: the court:stated
that when chemical "‘compounds - have i'very close'-*structural
similarities and similar-utilities, a prima facie case may be

. 39. 181 F.24 at 202. This ultimately led to:the seminal case of
. In re papesch, 315 F.2d 381; 137 USPQ 43 (CCPA 1963), discussed
infra. '

40. See, e.g., Wegner, ”Prima Facie Obv10usness of Chemlcal
Compounds,* 6 APLA Quart. J. 271 (1978). : : -

41. In re Payne, 203 USPQ 245, 255'(CCPA:1979),.and?casesjcited
therein.

42. 769 F.2d 729 731, 226 USPQ B70,u871 72 (Fed. Clr.‘lg§§),”MWmmmm

o e 547
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made- without any more:showing.*?  :The court noted-that under ‘such
-circumstances,—'wherer"close- structural  similarity  to prior art
compounds is' shown, the burden ‘of coming forward shifts to.‘the
. applicant, and evidence‘affirmatively supportlng unobv1ousness is
required. - The cOurt went on to state, however, that :

Ana1y51s of those czrcumstances in which a prlma facie
‘rcase has-or has not ‘been made in view of the degree of
the structural similarity  or -dissimilarity, : or —the:
presence or absence- of similar wutility ‘between  the.
. .prior  art compound :and that of ‘-the 'applicant, has . -
. inspired ' generations of applicants, courts,: ' and
-  scholars. : Upon review: of this history, we ' have -
. concluded that generalization should be avoided in so
far as specific chemical structures are alleged: to be
prima facie obvious one from another. Although we do
not accept Grabiak’s ‘argument that when biclogical
-activity is involwved there can be: no presumption (i.e.,
.no prima facie case) of obviousness, in the -case before
:us'there~must‘befadequate‘support in the prioraart for -
:the ester/thio ester change ‘in structure, in order to -
. .complete the PTO’s prima facie case and shift the
- burden of going forward to: the appllcant 4d : S

In Grabiak, the appllcant was clalmlng certain thlazole
thlocarboxylates useful as ‘herbicidal safeners. - ‘The prior art
described similar thiazole: carboxylic and thiazole carboxamide
compounds: alsc useful as safeners. The difference between the
prior art compounds and the claimed compounds was the replacement
of an oxygen with - a: sulfur atom. -  The examiner alsoc cited a
reference to certain  other, structurally ‘dissimilar safeners,
which had a ring system wherein one element of the ring could
have been oxygen or sulfur. Further, the Board of Appeals stated
that -the close analogy between sulfur and oxygen is well known as
@. general chemical principle. The Beard of Appeals also cited
two CCPA. cases*® for the proposition that oxygen and sulfur are
well known to be interchangeable. ' These two cases had found- the
sulfur oxygen exchange to be. ohv1ous in view of prlor art

43, In this regard, the court cited In re Wilder, 563 F.2d 457,
1895 USPQ 426 (CCPR 1977) (adjacent homologues and structural
isomers); In re May, 574 F.2d4d. 1082,:197 USPQ 601 (CCPA 1978)
(sterioisomers); In re Hoch, 428 F.2d 1341, 166 USPQ 406 (CCPA
1970) (ac1d and ethyl ester) ' IR S T e

44. Grablak supra, 226 USPQ 871—872.

45. In re Fancher, 410 F.2a '813 161 USPQ 513 (CCPA 1969) and In
re Albrecht, 579 F.2d 92, 198 USPQ 208 (CCPA 1978).
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mwhcompared to the compounds c1ted in the prlor art

-However; :the ‘Federal (Circuit noted. that:  the: prior art cited: by
the examiner:did not ‘suggest the: interchangeability of sulfur for
woxygen 1in'ithe ‘ester 'moiety of 'the claimed compounds. - ‘Further,
.the:court noted that in the cases cited: by the Board of Appeals,
the interchangeability..of . sulfur:-for  oxygen -was ‘suggestedin
structures much more 51m11ar to the clalmed compounds.

The court then repeated the statement found in In re: Bergel “% to

the effect that the mere fact that it might be . possible to find

two isolated:disclosures whichzmight‘befcombined to produce a new
compound does not - render -that -compound:obvious unless the art
also ‘contains something ‘to- suggest the rdesirability !of:'making
this combination.*’ ... .In- the absence of such a reference, the
court. held there was: 1nadequate support . for the PTO’s:position
that thls modlflcatlon would prlma fac1a have been obvxous.

F1na11y, the court rejected the sollc1tor 8. attempt to argue that
the activity . .of:the:.claimed compounds was. predictable  from the
prior-art. As -part of his:argument.in:this.regard, the:solicitor
cited the statement:in the:applicant’s. own:application that the
compounds were: useful as safeners.:  The court: rejected this out
of hand, noting that if.evidence of .similar- blologlcal properties
is to be relied upon, it must-come ‘from the ‘prior-artj .and not
from the appllcant’s own speclflcatlon.

The slgnlfloance of . th1s d901510n 1n terms of the standards for
prima- facie obviousness: iz not - td be underestimated. . In Grabiak;

- the applicant .was claiming a compound having the same'properties
as. the prior art compounds. It is: not'apparent from" reading
Grabiak that the claimed ' compounds had’: superlor propertles, as

However, the appllcant was not requlred to make any-showlng,
Since - -the  PTO :had failed to establish  a. prima facie ‘case - of
obviousness. :--Thus,: before ‘a patent practitioner takes: an
examiner’s .rejection at.: face value, the rejection:  should  be
closely ‘examined  to. see:: whether -the prior art ‘provides -the
necessary motivation for making the claimed substitution.” In:the
absence of such a disclosure in the prior art, the evidentiary
burden remains with the PT0, and no showing need be made by the
applicant.

COMPARATIVE SHOWINGS

The principle 'that"pr;ma' facie .obviousness;'voncEiiproperly

established by an examiner, can be rebutted by a showing of

Tae. 202 F 2d 955, 956-957 130 USPQ 206 208 (CCPA 1961).

a7. Grablak 226, USPQ. at a72.-=ﬂat
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‘unexpected properties of the claimed compound as compared: tothe
:prior art compounds 1s well: established. Perhaps the 1ead1ng
:case’ in -this area is-In re Papesch*®. Citing a“:long series: of
cases, the CCPA held that patentability in chemical ‘cases’ is not
determined on the basis of obviousness of the structure alone.
Therefore, it is appropriate to take into consideration the
- biological or chemical properties of ‘the compounds in determining
whether they are obv1ous in vxew of the prlor art. Thus, the
‘CCPA stated: - L B D

w:~"From the standpolnt of patent law, ‘a- compound and all-hﬁ
- of its propertles are inseparable; they are -one and the' .-
~-same thing. The graphic' formulae, the:-chemical ‘nomen- . "
clature, thetsystems-of classification and -studies such :
as the concepts of homology, isomerism, etc., 'are mere:' :*’
symbols by which compounds can be identified, class-
ified and compared.: But a: formula . is not-a‘  compound
and while it may serve in a claim to identify what is
‘being - patented,: as the metes . and ‘bounds: of "a deed
identify-a:-plot of :land; the thing that is patented’is
not -the: formula but the compound identified by it. 'The
‘patentability of ‘the  thing does not depend -on the
-similarity - of.its férmula ‘to that ‘of -another compound
but of “the similarity-with the!former compound to the
latter... There "isno:-basis +in‘ law: for ignoring-any
:property in making such a comparison. '~ An- assumed
similarity based: on ‘a comparison of- formulae must glve
way: . to evidence. that the assumptlon is erroneous LR

Thus, in Papesch, the oourt allowed the clalms to a compound
~even though: the prlor art .was  conceded. to dlsclose a lower
homeolog - ~thereof, .- -view : of the ‘applicant’s ' ‘'showing :‘of
- pharmacological data demonstrating that the olaimed‘compound“was
active as an antllnflammatory agent whereas the prior art
- .compound  was-not. - Thus, after Papesch, -it was clear that prima
facie obviousness could be- rebutted by a’ show1ng of an unexpeoted
zdlfference 1n propertles.' s : .

sSubsequent cases: expanded thls to 1nclude slgnlflcant dlfferences
‘in the: degree 'of - the:.same property.?° 'The quantun: of ‘evidence
‘necessary © to  -establish ® that a 'difference' in+ properties "is
sufficient to rebut a prima facie case is, of .course, subject to

:48 315 F 2d 381, 137 USPQ 43 (CCPA 1963)

T49.: Papesch supra, 315 F 2d at 391, 137 USPQ at 51,‘

"50. In re Hoc_h_, 428 F.2d 1341, 1_3.44., 166 USPQ _406 (ccm 1970)
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;some . debate.>! In. general, -what  is surprising and ‘-un'exp_ected _

:‘depends to. a..great extent on the. art..Each factual situation is
-unique-.and. the. persuas:.ve skills of the- patent attorney ~are
,clearly called for in close cases._, g : e

CLOBEBT PRIOR AR'.'I'.'

The patent aple.cant is often faced w1th a s:.tuatlon whereln
there are several prior art references dlsclos:mg compounds
similar to. the. claimed invention. Assum1ng -the approprlate
structural: s:.m11ar1ty and/or motivation is presented in the prior
art, the question then arises regarding which prior art compounds

to wh:Lch a comparison must be: made, and. further how many of such -

compar:.sons must be made" f
The CCPA dealt with thlS issue statlng as - follows.

‘Given. the enormous var:.ety of technologles and clalmed
.subject. matter, no all-encompassing principle or test
.can be" delineated. for :-determining the closest ! prior
art. . However, an almost self-evident .guideline. would
:appear. effective in most cases. A comparison:of  the
claimed . invention with the 'disclosure of. each. cited
reference to determine the number of claim limitations
.in- common with . each -reference, bearing in mind the
relative importance of: particular limitations, will
usually  yield the closest single prior art reference,
if one such reference can be found .52

Thns, the pr1nc1p1e is establlshed that to rebut a prlma fac1e

“case’ of obviousness, one need only compare to the ‘cleégest prisy T

-art reference. ..

‘The closest prior art compound may not necessarily be the closest

-reference cited by the examiner.: Where two . pieces of prior art
are in fact equally close to the claimed invention, there is no
logical reason for requiring applicant to make a comparison with
.one .in favor- of the other. ' Thus, the . CCPA :has held .that :the

.applicant may compare the claimed invention-with-:a piece of prior

.art actually used in.the real world if the applicant ”establishes

51. 'See, Chisum, supra, Section 5.04[6] [el, In re Lohr, 317 F,2d
388, 137 USPQ 548 (CCPA 1963) ("clear and convincing - evidence”

necessary), In re Lunsford, 357 F.2d 380, 148: USPQ 716 (CCPA

1966) (4.6~7 times more potent sufflclent), and In re Wagner, 371
F.2d 877, 152 USPQ: 552 (CCPA 1967) .(must be -a difference. :in
degree and in klnd)

ii;
oo

52. In re Merchant, 575 F.2d 865, 197 USPQ 785 (CCPA 1978).
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that its teachlngs arer equal to "’ the: relevant dlsclosure ca
relled upon 1n the exam:l.ner g re:]ectlon n53 . S L PP

However, .care should be exerc1sed 1f -an appllcant w1shes to
compare the claimed invention against one piece: of prior: art
instead of another. This is particularly true if the applicant
wishes to compare the . claimed invention against prior art not
cited:by the examiner but which the applicant believes is equally
clkose:to: that cited: by: the “examiner..  ~In such .a:-case;. the
applicant must establish such an equivalence on the record before
the PTQ.:: The:' Federal. Circuit recently discussed this situation
in ¥n re-Johnson.>* : In this case, the applicant chose one of two
pleces of prior .art over which to make the- comparlson ‘to overcome
prima facie cbviousness.. The examiner cited:both pieces:of: prior
art, and made . no showingor .comment regarding which piece "of
prior art was the closest. . Before the Court, the solicitor on
behalf of - the " Patent Office arqued: -that. the ‘one prior art
reference for which no comparison was made was actually closer
than the other, but: the Federal Circuit stated that: resolution of
this dispute. was :unnecessary. - :The Court  stated that the  ‘burden
was..on the applicant ‘to establish that ‘the two pieces of prior
.art were edquivalent such that a showing of superiority over one
piece of prior art would of necessity be a showing of superiority
over the other piece of prior art.®s Because the applicant’s
affidavit did establish this equivalence, and did not show the
relative effectiveness of the claimed compounds as compared to
all the compounds of the prior art, the applicant was held not to
have overcome the case of prima facie obviousness, and the
rejection was affirmed.

The basic principle is that when an applicant tests less than all
of the cited compounds in making the comparison to the claimed
compounds, the tests must be sufficient to permit a conclusion
respecting relative effectiveness of the clalmed compounds and
the compounds of the closest prlor art.%. . K

COKCLUBION

Prlma facie obv;ousness is merely a procedural dev;ce. ‘It does
not change the basic law concerning the c¢onclusion of non-
obviousness embodied in 35 USC:103,.as interpreted by the courts.
. However; .a_ thorough understanding of the concept is necessary in
order that patent applicants are. aware of wheniit:dis,"and is not}

' 53. .In re Holladay, 584 F.2d 384; 199 USPQ 516, 518 (CCPA 1978).

223 USPQ 1260, 1263 (CCPA Fed. Cir. 1984).

"“Johnson, supra; 323 USPO at Gear

56. In re Payne, 606 F,2d 303, 203 USPQ 245, 256 CCPA 1979).
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necessary: to ‘come . forward with - proof :to::rebut-an -inference .of

cbviocusness. For, as we have: seen from an-analysis of: some :of

the -important cases, the knowledge of when, *if and how to produce
rebuttal evidence can mean the: dlfference between obtaln:l.ng or
not obtalnlng a patent 37 P S S L TR

obv1ousness of chemlcal compounds is. a problem of patent law, and
~not.of chemistry.?? “However, : a  thorough knowledge and analysis
of- the- facts 1is necessary in.:each’ case. .- This:.of necessity
includes  the: structure and- dlsclosed ‘properties of :the prior art
compounds as ~well as. the properties . of” the :claimed. 1nvent10n,
i.e., the art as a.whole:.?’: The process of obtaining patents is
not-a-cut-and dried:area. of.. comparisons;to,wellvdefined prior art
compounds.: Often:the:distinctions: between . the:claimed.compounds
and -.the prior art:.compounds  regquire -a::thorough analysis,.of

several different references, -and . each.of thése references should

be analyzed oarefully to see. what the entlre teachlng may be.~.e«

A thorough understandlng of the pr1nc1p1es of prlma facle
ocbviousness will go_a.long. way toward: helping:patent practition-
ers  to-. 1dent1fy the lmportant 1ssues and. successfully obtaln
patents. SRR I N ST TP I AP L

57. Compare Grabiak, supra, -wherein. the ‘applicant :was.  able to
obtain a patent without any evidence of unexpected properties
with Johnson, supra, wherein: the applicant was denied a patent
because an effective show1ng was not made agalnst a11 of the
relevant prlor art..ﬂen,“w“ : : i T

58.; In re thnson, supra, 223.USPQ*at=12633_nNoteWthat.theaU;S;u
Supreme :Court -has-vacated:.a finding .of:. validity.and:requested:the
Court of:. Appeals: for.:the Federal:Circuit: to: more:clearly ‘delin-
eate the factual as opposed to legal bases for obviousness in

Panduit Corp. v. Dennison Manufacturing Co., _ U.S._ ,54 USIW
3695 - (1986).; ‘'As of:this writing, ‘tHe decision:on ‘remand has not
been seen. ' : : '

e et o e A P i i A o e

_59. See, e.g. Graham, supra, and In re De Blauwe, supra, 222

"~ USPQ at 196..
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Parallel Import of Genuine Goods
- In the case of "LACOSTE" trademark -

Japanese Group, Committee No. 1
Trademark Subcommittee :

Yoshiaki-Hbori, -« Teijin' Limited

Yukio: Sasaki, ' “ oFujitsuw Limited -

‘Toshihiro Tanaka, Fujisawa Pharmaceutical’ Co., Ltd.
Kiyoshi Tanabe, Toshiba Corporation® B :
Akimasa Tamura),’ - The Yokohama"Rubber' Co:,  Ltd.

Kooji Tsuchida, Sony Corporation

Speaker: Toshihiro Tanaka © “ivii.

(Summary)

Parallel import ¢f genuine gocods embraces complicated

issues which require measures to balance the interest of" the:
trademark owner and general consumers. There. are two _land-.

marking decisions in Japan which ruled legality of parallel
import, the "Parker Case" in 1970 and the "LACOSTE Case™ -in
1984. '

This paper outlines the "LACOSTE"™ case and discusses
basis for 1legality of parallel import referring to some
other important cases. .

Parallel import of genuine goods has a close connection
with economic environment, such as exchange rate or trade
balance. Under the c¢ircumstances of strong yen and foreign
criticisms against Japan's enormous trade surplus, ° the
Japanese ¢government has started investigations to accelerate
" competition between the authorized exclusive agent and

parallel importers of genuine goods expecting that foreign

goods will be much sold at lower prices.

19—
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“ChHemise “Lacoste “et~ .al ¥4 SHiNSHIF “Boeki “KIK

7"Para11elhlmport of Genuine Goods
s In the case of "LACOSTE" ‘trademark= ' -~
i Japanese Group, COmmlttee No. 1
(Trademark Subcommlttee) :

1. Introduction _
As international  transactions and information -exchange

become more active, chances to see foreign goods and foreign
trademarks have much increased. Under these circumstances,
trademarks play, beyond borders, an important role’ as an
effective means for expanding ﬁsaleS'*channels' or acquiring
goodwill and as a tool For selecting producks, |

' ‘However, it is~ also ‘true that the protection of ‘a
trademark is legally restricted to a’ country 'where ‘it is
. registered, which'is, ‘in" legal terhs,'CallédLa "terr1tor1al
pr1n01ple“*f Thus; parallel 1mport of genuine goods ‘is an

issue to be analysed in -view "6f the relatlonshlp ‘between a

terrltorlally restricted trademark’ ‘right and its beyond-the-
:boundary role as “a’ business tool. ‘Today, 1nternatlonal
transactions’ afe'"commbnpiaee.' It TSEemS” that the issue of
parallel import 'of genulne goods should be studled from an
. international standp01nt. ' o T

In the United States of America, we"Understaﬁd"that'

unauthorized import of genulne goods 1s called "gray market"
which currently evokes “serious’ concern among the trademark
owners’ ‘together w1th ‘trademark counterfelt problems. Taking
such ~“téndency in “the' “'United’ States ‘into  account, the
Committee No. 1 has selected the issue of parallel 1mport of
genurne goods for review of Japan ] 9051t10n. -

' In Japan,_ the number - of court” deC151ons on parallel
import of genulne goods are not so large compared ‘with the
United States. However, we “have a ‘recent good - case,' La

21—
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wmsalesr«terrltorles of.

"LACOSTE" case), .ruled in 1984 by,;he;$§kyo:nistrict Court
which approved .parallel import: of genuine goods, following
£ﬁeiwgl;—gnpwnﬁﬂEARKER“,caqghjn,m.c. Ltd. v. Shriro Trading
Co.) decided. by the Osaka District Court in 1970. This paper
first discusses the "LACOSTE" case in detail, and further
other relevant decisions as well as custom. practices which
deal with parallel import.. ' e

2. The “LACOSTE"'Case _
;(1l Facts, (See Appendlx) T ST
(1) The ~plaintiff,. ‘L%Cosﬁe 1 OWDS ;& .. trademark
registerd 1in..Japap which .consists -of a.:. figure. of an
alligator . .and. the word. . “lacostef,?ingidgufthe:'alligatq:
(Reglstered trademark- qsee.-List..A,iin_.Appéndix). Thé‘:co—
plalntlff, Sankyo _ Selko, ..OWns . - an . exc1u51ve llcense
{"senyoshlyoken“) under the reglstered trademark(NQte 1.,

: (11) The co-plaintiff, = Sankyo . 8eiko, . has been
manufacturlng in _qapan:¢shirts. and.:sweaters 5bearing; the
alligator tradeﬂarksﬁ.gnd .; "LACOSTE" . marks. (plaintiff’
~trademarks;.. see @Liéﬁﬂvgm An.. Appendxx,

agreement Wlth the plalntlff, Lacosteﬂd.Sankyo has been
',selllng these goods in Japan, Korea.and-Taiwan. .. .

A o .(iii) . Izod, . Inc., a U,S. . company, .executed .a
license . agreement .with, Lacoste Alllgator Inc., ., a Swiss
corporation . and. sub51dlary of the plaintiff, Lacoste,. .in
connection with the alligator trademarks and the. "LACOSTE"
trademarks. . Under this agreement, Izod manufactured in the
United States and .sold . in the  United States .and. the
Caribbean.”cduntries“:shi;;s Qandﬁqppg like bearlng the
alllgatorl trademarks_ .and fhe_ “LACOSTE" - trademarks
("defendent's trademarks";. see List .C .in Appendlx).i,.zrhﬁ
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States and'the;Caribbean.bountries-by;the;license‘agreement.
<z {iv) The . defendant, Shinshin.Bogkif.imported into
Japan Izod's goods marketed in.the United States and. the .co=
defendant, :Miura, purchased -these.:.goods: from :Shinshin Boeki
and reseld them in:Japan. DT : TR R
:(v)y‘The:;plaintiffsr;«Laccste,xand:.Sahkyof-Seiko
brought -an action in .the: Tokyo District Court for injunction
‘againSt.the defendants based:on the registered trademark and
the . -exclusive license. thereunder..:- Injunction:  was @ also’
claimed  in view. of  the Unfair- Competition  Prevention- Law,
Art.. 1-1-1 - {Provision. on . injunction : of . acts: - to -cause
confusion .of :.source..by "using ' -unauthorized: ~indications
HSimélarwto,wellrknown.marks)&NOt%} 2) el el e
_ {(vi) The defendanté :cohtende&ﬁ_by.udenyin§  the
alleged;similarities,between the defendant’'s: trademarks and
 the registered trademark, and denying alleged likelihood of
confusion of. their:'goods  in-view: of - the source of:gdoods. The
defendants- -further - 'contended - that’  -“their. - importation
constituted .- parallel . import -and. ® lacked:: in . substancial
illegality. - : '

(2). -.Decision of the Court.: = S T B
.. ~The -Tokyo District. Court, “while-;partly‘_refusiné the
plaintiff's- -assertion -as:: to.-‘similarities: between the
defendant's: - trademarks - and‘ the: . registered- - trademark,
admitted  similarities -between . the :registered -trademark and
the »indication. of  "LACOSTE" -in.the  defendant'sitrademarks.
In view .of .the Unfair CompetitibnvPrevention Law; - further,
the court upheld that the indications on the plaintiff's

‘goods (i.e., . the alligator trademarks and the “LACOSTE"

trademarks) were -well . known :.and . that - defendant's .goods

caused: confusion as  .to: the.. source:-of . goods with the

-goods.
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czoIne. view wof -defendants'  defense’ that parallel: import
~ lacks in .illegality, thei‘court .agreed.with: the  defendants’

assertion by stating asifollows: =~ -~ 0 oot o Tl
i wv(k)s - Thei*Trademark~Law aims -at protecting the business

P
5
|
f
3
H
{_
4
5‘

reputation of ©persons using .. trademarks® Tand’: the
:»‘interests of ‘the ‘consumers. The importation and sale of
‘. 'goods by defendant do not ‘harm such "business reputation

‘nor :such interests. The acts of defendants do not' 'harm
"~ functions of . thé trademark:to:distinguish -the: source of

goods and. to guarantee quality of the goods. For ‘these
s.reasons, the defendantéFfimportation-and sale lacks in:
" substantial:. : illegality. -and - the 'plaintiffs ‘can’ not

enjoin the defendanté"act'based“on'the5trademarkﬁright

and its-exclusive license. - = B |

(ii)-The . Unfair - Competition -Prevention Law  aims- at

“preventing unfair practices “of competition :which -are -in
. the breach of commercial -ethics. - 'This ' law' does  not
~impose any-restrictiens on fair trade. The purpose’ of
Art. 1-1-1 of this law is to prevent a so-called "free-

ride"” on others' trust and reputation in business ‘that
.has  been  establishd. under  well-known marks.... The.. .. ..

importation and sale of defendants' ‘goods  bearing
defendant's’ trademarks, which indicate the same” source
as:the-plaintiff's trademarks, do ‘not ‘constitirte unfair:
-'-pr'ractice..':-:of.= competition under . the . law. Defendant's
importation . and  sale lacks: in ‘substancial”'illegality
coqand-: cthus . the plaintiffs “‘can: “not - enjoin - *:such
.:defendant's vact -under -ithe -Unfair Competition Prevention
v Law.. . C e

In:the decision, the court reasoned as follows. :
{a) "The plaintiff, Lacoste is well recognized in ‘the
world including Japan as a source of goods bearing. the |
o “famous  "LACOSTE" < trademarks  and - the  ~ alligator op e
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trademarks -including3-thié'-registered: trademark, -.and "~ L
administers its own trademarks Dby  itself  or through .. .-

Lacoste "Alligator, Inc., which is ‘under Ffinancial

control of the plaintiff, -in -order to maintain such: -

business. reputation. as established . under said
recognition. It -<can be ‘recognized ‘that the plaintiff,

Lacoste, strictly ‘performs -quality control on goods '

manufactured, and sold by its licensees including Izog,

Inc. who Was a license in the United States and  the
Caribbean countries, and the co-plantiff, "Sankyo Seiko’

who has a license in Japan, Korea and Taiwan. In this
respect, Izod in the United States and Sankyo Seiko,
the co-plaintiff, in Japan are on the same position

that they sell their own "LACOSTE" ~goods under. -and

utilizing the trust and reputatlon ‘'of * the plalntlff,

Lacoste. . While the plaintiff's. - trademarks have -been
widely recognized as an indication of the goods sold by . .
the 'co-plaintiff,' Sankyo Seiko, this is due to the '
background ‘that ~ the 'co=plaintiff,  Sankyo Seiko, ‘has "~

~ been. in business relationship with a known. Lacoste, the
plalntlff, and can act’ as 1ts llcensee."- '

- (b) “The defendants . asserted that. = there . are

differences between the plaintiffs' goods and the
‘defendants': goods in quality-: and - shape. “ However,
quality and .8hape of apparel vary dependlng upcn the

fashion of the time. The plantiff, Lacoste, agreed
that Izod, Inc. may manufacture ~“goods of different -
quality and shape under trademarks .identical to the. .
"LACOSTE" trademarks, ' Izod, 1Ihc. i5 a licensee of .
Lacoste Alligator Inc. in the United State who' is under "
the financial control of. the plaintiff, Lacoste. .For.
this reason, alléged dlfferences in the guality and
shape of ‘the goods at issue are within an ‘allowable®’
scope. to identify that the. goods come out of world ..

known Lacoste, the plaintiff.  These dlfferences can

not- be regarded as adversely -affecting the function of:

the t:adema;k“fqr,guaxantee of quality.

(c) ' "The: importation of defendant's 'goods: ‘does not:
damage the distinction-of-gource . function - and . the
guarantee-of-quality function of ~the = registered
trademark - and the plaintiff's indications. It does not~
injure trust and reputation .of the. plalntlff, -Lacoste .. .

or the co- plalntlff, Sankyo Seiko, who is a licensee of
Lacoste and 1is - selling - Lacoste goods utilizing +the

trust of Lacoste, nor injure the interest .of general. ..

consumers "

e e s fd g e R i e S o AR A RO 1 o e S A e e o o i 5 A e e £ R

In connection with the te;ritoral limitation that Izod

—125—




is granted ‘a =license .only ‘in- the:: Unlted States -and . the

Carlbbean _countries and . is  prohibited from selling any.
trading. companles under 1ts agreement, the court stated that:
this fact s ‘not a facter “to  be respected in ,examlnlngf

whether or not the act of - defendants lacks. 1n -substantial

1llega11ty under j_the;_ Trademark Law . and 'wthef: Unfa1r’

Competltlon Preventlon Law in Japan. A

3. Parallel Import of Genu1ne Goods
(l) . In- the Parker case, the Osaka DlStrlCt Court f1rst

held on February 27 1970 that parallel 1mport of - genurne_
goods was legal Follow1ng thlS deC1510n, the above Lacoste:
‘case is an important one, hold1ng that the trademark rlght'

is unenforceable agalnst parallel 1mport of genulne goods.

This de01510n further’ seems ;to be landmarklng because
legallty of - parallel 1mport of genurne goods was afflrmed in:
the llght of not only trademark 1nfr1ngement but also the
Unfair- - Compet1t1on Preventlon Law. :“f Because of 1tsz
51gn1f1cance,_readers of thlS paper w1ll allowla blt lengthy;

Mlntroductlon of thlS case.

In’ the Lacoste case, the court concluded that ne1ther:
of the plalntlff Lacoste nor.. the co—plalntlff, Sankyo Selkoe
as an- exclu51ve llcensee were - harmed by parallel lmport of:
genulne goods and that the 1nterest of consumers .was . not:
damaged. In view of the purpose of the Trademark Law and
the Unfair Competltlon Prevention Law, the -court  determined
the lack of substantlal lllegallty and the unenforceabllltyn_
of 1njunct10n under - these two laws.w Judgement taklng 1nto§
account the balance between the 1nterest of the trademarkl
owner and the 1nterest of general consumers. was already made:

in the Parker case.’ (Note 3.)

"(Z)H.In.therParkerrcase,.the‘court,wwhile”agreeing:Withlm__‘med
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the territorial: pr1nc1ple, states:

: "the object. of protection by:a trademark is a. functlon
of the trademark, and by means of protection of these
functions, not only the interest of the trademark “owner
but also the interest of~the»publiCacan be protected

altogether.:In this point:of -view, the trademark right
.has much- stronger links with -the society. or the publlc

: ~than other industrial property. rlghts do."

.- "Although - the - trademark .right- has in pr1n01ple nature

-.0of a prlvate property, -the scope of .its protection is
-inevitably .. .subject -to social . restrictions.. The
application -.of  .the. territorial  principle : must be
reasonably: determined .in view.of the sprit of trademark
protection: with .more emphasxs on the infringement of

- trademark functlons.“;.: L S e

‘Injunction of a third party's act"due"to”'rrademark
infringement requires.that the act is made by a person who
'has no formal ‘title, and -that the act is substantially
illegal. Based on -these .reasons, .the court thus. admitted
legality of parallel -import of genuine goods.. .

(3) In the Parker case (Note .3.),6 at ‘the request of an
exclusive licensee of .a registered trademark,:-the . Bureau of
Customs - with .- the  Ministry :of.. Finance -enjoined.. the
importation .of - U.S. goods ‘under .Article 2L of the "Kanzei
Teiritsu" ( Custom Law) (Note 4.}  yhich prohibits the
importation_ef.goods-rp infringe industrial property -rights
such - as patents and trademarks. . The. importers brought an
action claiming a declaratory judgement that-the prohibition
of  import- and sale of gocds has no appropriate ground.. -.In
accordance with. the custom practices,%genuinewgoenghad~been
subject- to the . prohipbition. .of an -importation under :Article
21 of the Custom- Law. - T _ . : .

.. However,-.upon the -decision of the :Parker  case,  the
.rBureau‘ofnCustomswin;chargefof the custom practices :changed
its position- to. exempt 'the. genuine goods from .the-:import
embargo .and . promulgated the change in :1972(Note 5) .. The

'uwpromulgatlon_formally ordered that 1mport of genulne goods
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had to be treated as = not -'qonStitﬁting .. a- “trademark
1nfr1ngement The~ptoﬁulgatibnfdefineslthe genuine goods as
rw“In ease “that - aJ'persoa attaching : mark “to and
.distributing goods is 'same-.as ‘the trademark ‘owner in

1 “Japan or' can be deemed as practically identical ‘to the

_ trademark owner in' view of " their 'special relationship,
“guch . goods: so distributed "'shall  be 'genuine goods.
.‘However, this shall not apply to those goods in case of
the respective 'use ~“of the mark can be" separately
recognized, ' namely, - the trademark ~used :'on- the
“distributed and "imported -goods indicates 'a ‘separate
‘source or guarantee a separate ‘quality distinctive from
the source or quallty that alleged trademark indicates
.Of guarantees. . . . e

The decision ‘of the Parker ‘case had ‘aninfluence on’not

only the ‘custom: practices but "also the policy-offthe'Fair

Trade Commission of Japan as well as the custom authority.
In its "Criteria for examining unfair method of transactions
in Exclusive ~ Agent . Agreement ‘' for - Import, etc.", the
Commission ‘listed "unreasonable hindrance of ‘parallel  import

- of goods under the ‘agreement" as one of the transactions’

likely to~'be considered -as unfair =~ transactions: (November
22, 1972). S EERRRIEE

(4) ‘The Parker case was supported by a large number of

lawers ‘and practitioneers and since this ‘decision, parallel
import:of'genuine goods has been regarded’ as legal practice.
. However, there may ‘be 'several situations with' respect to the
relationship - between the parallel - import - and a ~domestic
‘trademark ‘right.' In ‘some - cases, ' it -may '~ be  difficult "to
ditermine as to whether or not an unauthorized- import of
genuine ‘goods: amounts to leagalimport -.of 'genaine'igoods.
There ‘are . several ‘cas&s “in which -arguments 'were made *to
determine ‘whether it is parallel“importdor not. - In- this

régard, we would like - to'-discuss ‘two outstanding ' casés

Jpelow, = ori

(a) The "Mercury" Case (Decided August 31, 1973, Tokyo =
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- District Court}

* The "plaintiff is engaged in the import and’ sale of
miniature cars based upon a sole agent agreemehtﬁfwith a
subsidiary “of Mercury .- Inc., : an *Italian  manufacturer of
miniature cars. The subsidiary @ thereafter: granted 'to’ ‘the
defendant, -a Japanese company; a. license to resell imported’
goods .- in Japan. This license "was dgranted without prior
 permission of the ‘plaintiff and. the subsidiary refused to
. supply goods ‘to the plaintiff. - The plaintiff sued -the
"defendaqt.for infringement of two "MERCURY" trademarks which

the plaintiff registered: by itself 'in. Jpaan, In -this-casze, - '

the plaintiff,  having ‘past - experience of other trademark
disputes, " had  independently - filed trademark applications:
consisting of: the word  "MERCURY" 'and a ‘design.  The prior
registration of "MERCURY"Twas'cited:by the examiner “during -
prosecutions. - The ‘plaintiff  £finally succeeded. " in
registeringa: trademark by obta1n1ng an aSSIgnment of the'
citation "MERCURY". ’ n ‘ ) a :

. In this case,. the court stated that an issue concerning
parallel import of ‘genuine goods occurs if:’ : R

"a third party imports into Japan goods manufactured
-and sold. by a trademark owner..residing in a -foreign
country providing thit the forelgn trademark owner has
registered a corresponding’ ‘trademark in ‘Japan -or “has
granted an exclusive licence to the special person, or
_that the’ spe01a1 person has. reglstered a corresponding
'trademark in Japan. but is in a close connectlon ‘with
the forelgn trademark owner 1egally (e.g., a sole sales
' agent on behalf. .of. the forelgn trademark . owner) or
: economlcally (e. [ PR company w1th1n the ~same . concern
- as the foreign trademark owner) . s .

"In this case, thé court “did-not support the - assertlon
of - the ‘defendant on parallel import’ of genuine goods because
required 1legal or ‘economical:: relationship ' between the"

,rrparites;@idﬁngrﬁsqbsist;gggﬁMrM:;rurw
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{2} "™Technos" Case (decided May -31,. 1978, Tokyo

-District Court; Decided December 22,'1981,;Tokyo~H1gh

-Court)-

A Japanese .company . who- reglsterd a: “TECHNOS“ trademark
in: Japan 'sued for. .infringement -of; its registered trademark:
the defendant .who imported: from Hong-Kong-and sold. in: Japan

'watphes bearing - . a. . trademark "TECHNOS". The = defendant

defended - by iasserting that  -the -defendant's trademark -is

originally -owned - by -a+ Swiss: corporation -(Technos)..:The
defendant further contended that:-(a) Swiss Technos owned the.
trademark ' in - Switzerland, ':{(b): the' goods..at ::lssue were

genuine goods exported to Hong: Kong. by-a' Korean -company who

was;a;Soleﬁagentmin“Korea”forﬁSwiss.Techn05¢and:the owner. of:

thetcorresponding.trademark'in;Korea,-and {c} the plaintiff

- also. imported . watch parts (movement): . from Swiss. Technos;:
assembled. . them 'andi_machined--te. get finished watches for
which the . trademark -was. used.:. The: defendant asserted  that
the. scurce and quality indicated and guaranteed by - the:
defendant‘s‘trademarks and those by the registered trademark

were. identical.: Based con: :these. -grounds, - the :.defendant

“asserted-that~their{impottationwconstitutedwparai&elmimport<

_of .genuine goods. : RIS :
' Regardlng the defence of parallel 1mport of genurne
goods, ‘the - Tokyo Dlstrlct Court stated that: R

‘"It‘is true  that these requlrements Care’ prerequisites
LEQrT constltutlng parallel 1mport of ‘genuine  goods.
;" However, they are ‘not necessary sufficient. The
“plaintiff the- ‘owner of ‘the’ Japanese‘ trademark
_concerned should “be -identical “"to ‘Swiss Technos, the
il owner “of the trademark in Sw1tzerland or 1n ‘a special

relationship to constitute "a’ ground regard the

. -parties.as sufficiently+identical.": i

_ .. The court further stated that if the plalntlff of- this.
case had - registered-  the trademark in.Japan with.an approval: _ .
. from Technos or had been an assignee.of the  trademark: 1. =~

—130-




registration -that. Swiss . Techons: had :formaly obtained the
case could«fall. under the- lawful.parallel import of genuine:
goods. :In.actuality,; however, the.plaintiff  registered:the
trademark irrespective vof - v any -relationship: with . Swiss
Technos and entered thereafter into. a business.relationship:
with Swiss Technos. Based on these findingsy. ' the - court
rejected the assertion of 'defendant ‘that ' its . importation
constituted lawful parallel import.of: genuine~goods.

In - :the - ‘appeal: court ~-(Tokyo . High Court; Decided:"
December 22, 1981),:the: High Court supported the conclusion.
.of - the.:first: tiial court but -reasoned that the .defendant's
goods had not been genuine goods from the first finding that
Swiss Technos .did not.-grant Korean Company a license to use
its trademark. ' tonmrw e

In these [two: cases,  the ' courts- commented o6n " some’
criteria for . accepting- parallel import ‘of ““genuine goods.
While their criteria’ seem :reascnable,: their 'reasonings fot-
the .respective- conglusions: are yet “insufficient namely, the
court should have £fully studied the cases from ' the iwiew!
point of interest of the plaintiff and the ‘interest of the
.consumers.: concerning . £he related -trademark -ahd -goods as
discussed in the Parker case and the Lacoste case. (In:this-
respect,-ﬁheﬂdecision'oftthe-appeal court -in “the "TECENOS"
case finding that the defendant ‘goods ‘have no relationship’
with Swis Technos on - a’ factual basis and that they are not
genuine goods; is reaeoneble~because the .case ‘was  judged at-
the first stage not involved in the issue on parallél import”

- of genuine goods.) .- ‘
' {(5) 1In determining whether unauthorized - import-

constitutes permissible ‘parallel  import: of genuine goods or
not, fact analysis: - shall 1lead -a  decision, “but. as: factual-
basis to be respected for studying a case, we wish’to-pick

~up-~the -following;--in-the light-of-the-cases-above-discussed:
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<{&). The relationship :between a national trademark=
'owner (owner of::a national. trademark registration or its
licensee) and:the owner of a- trademark Wthh :is - labelled on.
imported  goods: :{owner of :a forelgn trademark) ~.‘a legali or:

business: connection
... To be specific: - R oo
_A-The-parties are'identical

A national:. trademark owner :is a a551gnee of a.

‘national trademark that a foreign owner has reglstered.

~..= - A national trademark * owner. ' has acquired--a:
hational~registration with a - .special. approval of .a foreign:

OWner. . °: : : e
=+ A national: trademark owner and fa'HfOreign

trademark owner are under a same control (capital}.-like in

the case . of the parentfch11d=or.brothersnrelationship.

- .~ A national-:trademark owner -is ‘an exclusive sales

agent of :the -goods: of: a. foreign trademark owner.

" {k) The relationship: between 1mported goods and a-

mforelgn Lrademark. OWNe T vt i tedo o b ol il
To be specific:-

foreign;trademark owner-.

-The - gobds .are. those -manufactured -and 'sold by a

licensee. of a forelgn trademark-.owner.

: : = The goods are:labelled: with: the trademark - by a-
_forelgn trademark owner by himself. or:-a person with' his.

: perm1551on..,

trademark owner.: . : .
. {c)  The relationship:.between the 1mported goods
- and: the goods handled :by.a national trademark owner =
.:Example:. .

-.The goods..are. those. manufactured.and. sold by a:. .. ...

-~ The goods are under quallty control: by a- forelgn-

—132—




- Differences ‘in their sources
~--D1fferences in ‘their'quality
=~ Substantial identity of the trademark put on the
respective goods.

4.  Conclusion )
" We have discussed outstanding court decisions dealing
with parailel import of genuine goods in Japan. In
principle, parallel import of genuine goods is now regarded
as legal. However, it embraces delicate theoretical
conflicts between the principle of trademark protection and
the territorial principle. Unless- they are standard cases,
V_thg;efp;e,_it is not simple to adjust two principles.

Use of a trademark, namely‘trade of trademark-bearing
goods is an econdmic activity which <¢an be greatly
influenced 'by society and economy. Parallel import of
genuine goods 1is also a profit—oriented activity. Thus,.
parallel import is influenced by the balance of"
international trade, or by the fluctuations of exchange
-rates. For example, in Japan, as the retail prices of
foreign goods has not been-so‘iowered evern under strong yen
and there are much criticism against the enormous surplus
trade, it 1s reported that the government is investigating
the practices of sole agents for  importation and‘trying to
accelate parallel import of foreign goods so that Fforeign
goods may be much imported and sold at lower prices.

_ To the contrary, if parallel import of genuine goods
are broadly applied, it is 1likely that such broad
application will stimulate the éppearance of counterfeit
goods bearing trademarks illegaly. If so, the interest of
the trademark owner will be adversely affected.

Parallel import of genuine goods is a difficult problem
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. principle of trademark.protection. - We ,-h'o_pe__;-‘tha-t this paper
will be of some help for: readers to review the matter.
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Note) . o, TeRT
1. Exclusive Llcense (“Senyoshlyoken") : _ :
- The Trademark .Law: provides an. exclus;ve llcensee w1th a

'r;ght ~to--éxclusively: use,a,reglste:ed;t;gdemark,w;tplnnthej
scope which is granted by -the..trademark. owner. -Under the

Trademark'Law, an exclusive licensee is entitled, like the
‘trademark owner, to claim an injunction against use of a

registered :trademark. and . a.. similar .trademark by a..third

party since-such use constitutes an: infringement-of his own

right - to exclusively .use  the registered mark, (Trademark

~ Law, -Art. 30.and Art. 36). However, a non—-exclusive licensee

is not entitled to seek an- exclusion: of. others':use.. The

exclusive license becomes in effect upon its recordation in
the Patent Office.
2. The Unfair Competition Prevention Law, Art. 1-1-1

"If either of the following acts is 1likely to injure
the business interest of a person, the person may claim an
injunction against thecéﬁlgfégg acts._ o -

i) Bet  of cau51ng/\w1th another perscon's goods by
using an indication identical or similar %o his name,
tradename or trademark, the péckage or container of his
. goods, which are well recognized in the territory where this
law is applicable, or by selling, distributing 6r exporting
goods using such indication.

ii)  { not cited )"

3. The Parker Case _

This case was appealed to' the Osaka High Court for
dismissal of the deg¢ision by the Osaka District Court in
1970. After the decision by the District Court, however, the
exclusive license agreement terminated. The appeal court
. digmissed the appeal by the plaintiff, importers, for
absence of grounds for injunctién without substantially
~reviewing...
-4, The Custom Law, Art. 21
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"Any one of the.folloﬁing shall not be imported.
1)-iii) ( citation omitted ) ' S
-~ iv)“ Articles  which “infringe 'a‘ patent' right, utility

model Tright,  “industrial “-'design. right; ' trademark :right,

copvright or- copyright-neighbouring right.”

5. “'Promulgation  of the Bureau of Customs, Finance Ministry

Promulgation -of i Partial '’ Amenhdmeént (No. 1443°of ‘August
25,1972y to’ the.  ‘"promulgation ‘for 'injunction against

impdrtation  ‘of “‘articles - infringing: - intellectual property
rights" (No. 522 of May' 31, 1966} . Pl e e
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Dlagram of the Partles) L L . : : .
f The Lacoste Case (Dec1ded Dec. 7, 1984, TbkyoTDiEtrici Cpuft)

France % CL Japan . , : " R ;fU.S.A.

Plaintiff: f"(ReglstratlonJ—%Plalntlff's Reglstrated el Tgod Tne. €
Lacoste oo trademark (A)
"LACOSTE'L#— alligator

ﬁlidénse) -%%4%—9