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UNITED STATES DISTI:UCT COURT
SOUTIffiRN DISTRICTOFFI,.ORIDA

Miami Division

CASE NO. 97·3924-CIV-SIMONTON

JERRY GREENBERG, individually,
and IDAZ GREENBERG, individually,

Plain1i.ft's,

VS.

NATIONAL GEQGRAPmC
SOCmTY,a District of Columbia
corporation, NATIONAL GEOGRAPF.lC
ENTERPRISES, mc., l.'lcorporation,
and MINDSCAPE. INC., a
Califomiacorporatioa,

Defendants.
I

PLAINTIFFS' MOTION FOR pERMANENT
INJ{1NCI'IVE RELIEF,.AND ACCOMPANYING

MEMORANDlJ"M OJ!' LAW

iDe? /-"'11127• 'JVPH 2: S/
I~LAP.E:I'l,jC~
CL€Ri\ U Sr:. HADDOX

S.D, oF' "'L' ~/ST. C'I'
r .... HI'" .

Plaintiffs,JERRY GREENBERG and 10AZ GREENBERG ("Greenbergj, move

. pursuant to Rule 65. Federal Rules of Civil Procedure and 17U.S.C. § 502 fOI entryofa
"

permanent injunction prohibiting the defendants, NATIONAL GEOGRAPHIC SOClETY,

NA,nONAL GEOGRAPHIC ENTERPRISES, and MINDSCAPE, INC. (together "the

Society"), theil' affiliates, successors, employees and agents,from any further use of the

Greenberg photographs at issue ill this litigation. Liability forcopyrlght infringement by the

defendants is established, and the plaintiffs arc confronted with continuingi:nfringement of

copyrights owned by Greenberg.
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The legal grounds supporting this motionare set forth more fully below in a

Memorandumof Law.

FACW6.L AND PROCEDURAL BACKGRQ1JNp

On December 5, 1997, Greenberg filed a Complaint alleging, in Counts ill and V,

infringement of Greenberg copyrights protecting 64 separate photographs he had takenthatwere

originallypublished in four articles appearing in the NationalGeographic Magazinein 1962,

1968,1971lUld 1990.1 Copyrights in thephotograpbs were conveyed to Greenberg by the

National Geographic Society (''the Society") in 1985and 1990. The Complaintand an Amended

Complaint sought, amongother things,damages and injunctive relief.

The specificinfringements addressed in Countsm and V related to a new CD-ROM

product, called "108 Yearsofllie Complete NationalGeographic" ("the CNG product"). that was

placed onthe market in September of 1997. The CNGproductconsistedof30 CD-ROMdisc!!

containing reprintsofmare than 1,200monthly issues of the Society's magazine'published

between 1888 and 1996.

The Society, itself a not-for-profit corporation, created one or more for-profitsubsidiaries

including defendantNationalGeographic Enterprises, Inc.

The Society responded to the complaint by movingunder Rule 12 to dismiss. or

alternatively underRule 56 for summary judgment. This Court grantedsummaryjudgment, and

Greenberg appealedto the EleventhCircuit Courtof Appeals. That Court reversed. Greenberg

v. National9cogrllJ!hic Society, 244 F.3d 1267(11th Cir. 2001). In its opinion, the Court found

as follows:

1 Count V addressed a separate derivative work contained within the CompleteNational
Geographic product, calledthe Moving Covers Sequencefor purposes of this litigation. One of
the 64 photographs is utilizedin that sequence,
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We conclude tbatthe unauthorized use ofthe Greenbergphotograpbs
in the CNGcompiledand authored by the Societyconstitutes copyright
i.nfringement .•.. We also:find that the unauthorized use ofGTeenberg's
diver photograph in thederivativeand collectivework, the Sequence,
compiled bythe SocietY, constitutes copyright infringement..•. Upon
remand, the district court should ascertain the mount of damages and
attomeys feesthataredue, ifany, as well as anyinjunctive reliefthat
may be appropriate. In as.sessing theappropriateness ofany iDjunctive
relief, we urgethe court to consider alternatives. suchas mandatory
license fees, in lieu of foreclosing the public's computer-aided access
to thisedncational andentertaining work.

Id. at 1275-76.

The defendants petitioned theSupremeCourt for a writofcertiorari, andon October 9,

2001, the Court denied the petition.
, .

On remand, the defendants proposed in various filings that additional liability i$SUBS

existed. In an order dated May29,2002, the Court put that proposition to rest, Statin~ that "[t]he

Eleventh Circuit has clearly held that Defendants are liable for copyright infringement." and that

a minor addition by the Eleventh Circuitoftwo words in a corrected opinion was "not intended

to reopen the case for a fresh determination ofliability." Order at 5-7.

The original eNG product bas been followed by similar products covering years

subsequent to 1996, as well as numerous special packages of CD-ROMs and DVDs.

Greenberg's complaint addressedonly a CD-ROM product encompassing 108 years o:fmonthly

magazines published by the Society. Subsequently, updated products embracing 109,110, 111

and 112 yearsof themagazineshavebeen produced and sold. The laterproducts are illustrated

in documentsproducedby the Societyand attached as Exhibit A That exhibit also demonstrates

that VariOUB spin-offproducts, such as CD-ROMs and DVDs covering particular decades, have

been produced.
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MEMORANDUM OF LA}Y

HOi P005 HiO

.A. The Law Providjog for Permanent Injum::ti0I!S

The Copyright Act provides that a court can enter a final injunction. "on such terms as it

may deemreasonable to preventor restraininfringement ofa copyright." 17U.S.C. § 502(a).

The prevailing plaintiffin a copyrighti~ementaction may obtain a permanent injunction.

restraining further infringement. Epic Metals Com, y, Sou1m. 181 F.3d 1280 (U lb Cir,

1999), "IH5 unconttoversialthat a 'showing ofpast infringexnent and a substantiallike1ihood of

future infringement' jU5~es issuance ofa permanent injuoction." Melville &. David Nimmer.

NIMMER ONCOPYRIGHT § 14.06[B] at 14-116, quoting Superhype Pub:, Inc. Y. VWiiliou. 838 .

F. Supp. 1220, 1226 (S.D,Ohio 1993). Se;e also Pacific &. Southern Co.. Inc. v. Duncan,.744

F.2d 1490,1499 (11th Cir. 1984). "Copyright law has long held that irreparable injury is

presumed when the exclusive rights ofthe halde! are infringed," National Football League·v.

McBee & B11ll1O'S, Inc., 792F.2d726, 729 (Sch Cir. 1986).

It is axiomatic that injunctive reliefmust. be narrowly tailored. If the infringing portionof

a defendant's work can be removed, without destroying the usefulness ofthe remainder ofthe

work, the wholealtho work need not be enjoined. BreffQrt v, I Had A Ball Co., 271 F.Supp.

623 (S.D.N.Y. 1967). An injunction under the Copyright Act "may be served anywhere in the

United States onthe personenjoined; it shall be operative throughout the United States ...."
"-9

17 U.S.C. § S02(b). A worldwide injunction is available to preventthe continuedviolation of

intellectual property rights. Nintendo of America. Inc. V e NJDEC. 822F.Supp. 1462 (D..Ariz.

1993), aff'd, 51 F.3d281 (9th Cir.), cert, denied, 116 S.Ct. 180 (1995).
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B. A Permanwt Injupction is App1"opriate Here

As a matter of law, Greenberg's copyrightswere i.nfi:inged by thc defendants. As a

prevailing plaintiffwho bas succeededon the merits, Greenberg is entitled to permanent
.' .

injUnctive relief. Irreparable and ongoingharm exists in the hugelywide development and

marketing ofadditional. products containing Greenbergphotographs for which the Society has no

authorlzation for 1J5e. Such evidenceofthe likelihoodoffuture infringements is more than

substantial; it is overwhelming .

. In a balancingof equities, a permanent injunctionwould not work a severe hardship on

the defendants. Because.of copyright issues raised by other parties with reference to the CD~

ROM compilations, the Societyacknowledges that it already has redacted or IeIIlOVed at least 56

photographsfrom various CD-ROM and DVD products thatare still being marketed and sold.

That number appears in answersto interrogatories servedby Greenberg, a copy ofwhich is '.

attached as Exhibit B.2 The surgical removalofthe 64 Greenberg photographs thus would be

consistent"with the previous removalofother photographs,and it would not impair the marketing

of various eNG products.

Greenberg seeksa permanentinjWlction that would preclude any future use ofany kind

ofany ofthe 64 Greenberg photographs without his express written consent. Because the CNG

products have been distributedand sold in a global market, the injunction should reach to that

entiremarket Becausethe productsUDder discussion are now also being packaged in formats

other thanCD-ROM, such as DVD,the prohibirion against further use should extend to copying,

distributionand sale in any format,

2 The specificpoint is addressed in Interrogatory No.8.
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WHEREFORE Plaintiffs, JERRY GREENBERG and IDAZ GREENBERG. move for

the entry of a permanent injunction to prohibit any further unauthorized 1.IJIe by the defendants,

their affiliates, successors" employees and agents of the 64 Greenberg photographs on the basie

outlined in this motion.

Respectfully submitted,

STEEL HECTOR & DAVIS UP
Attorneys forPlaintiffs

.. J1~~
N Da~s' FBN47533:5--~
Edwin G. Torres F'BN 911569
200 S. Biscayne Boulevard
Suite 4000
~anri.FI,33131·2398

305·577-2988
305-577-7001 (fax)

•
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EXHIBIT A
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NGS 28/0028-0029).

1NTERR.OGATORYNO.l1:

Sincethe 197<i Copyright Act cameintoexistence Congress has amended the Act
twice to enlargcthe range of stat\ltor)' damages, includingdamages for willful
infringement, thatmaybe awarded. IdentifY the base range, and the raDge for
willful infringement, that YO\l contend mustapplyin this litigation, and explain
the legal basisfor.your contention.

RESPONSETO INTERROGATORY NO. 11:

Section504 (c) of the 1976 Copyright Act provides:

(1) Except as provided by clause (2) of thls subsection, the copyright
owner may elect, at any time before final j:Udgmer.t il', rendered,.to
recover. instead of actual damages and profits, an award of statutory
damages for all infringements involved in the action, with respect to
anyone Walk... in a sumofnot less than $500 or more than $20,000 as
the court considers just. For purposes of this subsection, all the parts
of a compilation or derivativewalk constitute one work,

(2) In a case where the copyright owner sustains the burden of provin.g,
and the court finds, that infringement WIIll committed willfUlly, the
court in its discretion mayincrease the awardof statutorydamages to a
sum of not moretaan $100,000. In a case where the infringer sustains
the burden of proving, and the court finds, that such infrinier was not
aware and had no reason to believe that his or her acts constituted an
infringement of copyright, the court in its discretion may reduce the
awardof statotory dlllll8ges to a sum of not less than $200...

The amounts provided in Section504(c)(I) were increased as part of the Digital

Theft Deterrence and Copyright Damages Improvement Act of 1999 (the "Damages

Improvement Act"), The higher amounts apply to any action brought on or after th~ effective

dale ofthat statute, December 9, 1999, "regardless of the dateon which thc alleged activity that
•

is the basisof the action occurred." 4 Nimmer§ 14:04[B][I][b] at 14-50. Becausethis action

NY\:\1 136i9I\OI\_05JOI I.OOC\6019)O.OOO4 8
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was filed in 1997, the pre-Damages Improvement Act figures apply to any potential damages

awardedGreenberg.

Dated": New York,NewYork
November4, 2002

"I

NYIt-.l Il6191\oJI•.OSJOII.COC\6Il9JO,OOO4

'1-0"1..<f\'\''' .$,'§a..om-c..... ( 1'(Sc;. f{t"l i'.(&)
Robert G. Sugarman (RS-5l53)
Naomi lane Gray (N0-4959)
Jeanne M. McLaren (1M-60~5)
Wei!. Ootshal & MangesLLl'
767Fifth Avenue
New York.NewYork 10153-0119
Attorneys forDefendant
National OeographicSociety

, . t. .
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PLAINTIFFS' MOTION FOil PEJl.MANENT
INJUNCflVE 1lELIEF, AND ACCOMPANVING

MEMORANPUMOFLAW

PlaintiJfs, my GREENBERG andIDAZ GREENBERG ("Graanberg"), move

pursuant to Rule 65. Federal Rules ofetvil.Proceduno end17 U.S.c. § 502 fur entrY ofa

permanent injunctionprohibitingthe defendaets, NATIONAL GEOGRAPHlC SOCIETY,

NATIONA!. GEOGRAPHlC ENTERPRISES, and M!NDSCAPE, INC. (together "the

Society"), their affiliates. successors, employees and agents. from any further use of the

Greenberg photographs at issue in thi:slitigation, Liability tor copyright iDfringement by the

defendants is established, and the plaintiffs arc confronted with continuing infringement of

copyrights owned by Greenberg.

UNITED STATES D1STRlcr COURT
SOlJTllEJlN DlSTIUCT OF FLORIDA

Miatai Division .

CASE NO. 97-3924.-ClV-SIMONTON

JERRYGR.IlENBEIl.G. individuoJiy,
and IDAZ GRBENBEIl.G, individuoJiy,

Plaintiffs,

Vs.

NATIONAL GEOGRAPHlC
SOCIETY, • DistrictofColumbia
cozpozallon, NATIONAL GEOGRAPP..lC
ENl'ERPJUSES, .TholC., a.corporation,
and MINDSCAPE, INC.• a
Califurnia corporation,

Defendants.

:::;;D C"f.
c
:
c
:.

IOU;> f.'Ji!27 PH 2, 5 I

c; .... RtNcE HADDox
CL~RK u.S. OIST. CT.

S.D. OF FLA- MIA

The legal grounds supporting 1Ilis motioneeeset forth more tully below in a

Memorandum of Law.

FACTUAl, AND PROCEDURAL BACKGROUND

On December 5, 1997, Greenberg filed a Complaint al1cging, in Counts ill and V,

infrin8ement of Greenberg copyrights protectini; 64 separate pbotographs behad 1aken that were

orlginal\y published in four articles appearing in the National Geographic Magazine in 1962,

1968.1971 and 1990.' Copyrights in the phctogrepbs wereconveyed to Greenberg bY the

National Geographic Society e'lhe Society") in 1985 and 1990. Tbe COmplaint and on A:mended

Complaint $Ought. amongother thingS, damagesendinjunctive relief

The specific infringements eddreeaed in CollJrtSm andV relatedto a new CD-ROM

product, called "108 YeMSofthc Complete Natiooal Geographie" ("the CNGprodnet"). !hot was

placed on the market in September of 1997. The CNG product consisted ono CD-ROM discs

coetaiulng reprints of morethan 1,200 monthlyissuesofthe Soeiety" magazine Published
between 1888 end 1996.

TheSociety, itselfa aot-for-proflt corporation. created one or more for-profit subsidiaries

including defendant National Geographic Enterprises, Inc.

The Societyrespondedto the cotnplaintby movingunder Rule 12to dismiss, or

alternatively under Rule 56 fur summary judgment, This Court granted summaryjudgmen4 end

Greenberg appealed to the Eleventh Circuit Court of Appeal'. ThatCourtreversed. G!eepm
v. National CTMgraphic Society, 244 F.3d 1267 (11 tb Cir. 2001). In its opinion, the Court found

as follows:

1 Count V addressed a separate derivative work contained within theComplete 'National
Geographic prodt..'Ct, called the MoviDg Covers Sequence for purposes of this litigation. One of
the 64 p:b.otograpbs is utilized in that sequence.

J
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We CODclude that the unauthorizeduse of the Greenbergphotographs
in the CNG compiled and authoredby the SocietyCODSIituleS copyriB!>t
infringement. , .• We alsofind that the UDauthorized use ofGreenberg's
diVot photograph in the derivativeand collectivework, the Sequence,
compiled by1he Sociery,constitutes cop)lrightinfringement..•. Upon
JCwand, the district eouTt should ascertain the amo""t of damages and
aUOmeys fees that are due, ifany, as wen as any icjunctive relief that
may beappropriate. In assessing the appropriatenessofmy injunctive
relicf, we urgethe court to co:nsidet altemalives, such as mandatory
license fees. in lieu of foreclosingthe public's computer-aidcdaccess
to this educational and entertaining work

!!!- at 1275-76.

The defendaDtspetitioned the Supreme Court for a writof certiorari) and on October 9,

'2001, the Court denied the petition.

On remand. the defendants proposed in various filings that additional liability issues

existed. In an order dated May 29, 2002, the Court put1hatproposition 10rest, statine; that U[t]he

Eleventh Circuit has clearly held that DefendaD~are liable for copyright infringement," and that

a minor addition by the El,:,veD1h Circuit of two words in a correctedopinion was' "net intended

to reopen the case for a fresh detennination ofliability:' Order at 5-7.

Tho original CNG product bas been followed by similar products covering years

subseqUCIl1 to 1996, as well as numerous special packages of CD-ROMs and DVDs.

Greenberg's complaint addressed only a CD-ROM product encompassing )08 years ofmonthly

magazines published by the Society. Subsequently, updated products embracing 109,110, III

and 112 years of the magazines mfvC beenproduced andsold. The later products are illustrated

in documents produced by the Society and attached as Exhibit A That exhibit also demonstrates

that various spin-Qffproducts. such as CD-ROMs end DVDs covering particular decades. have

been produced.

3

SteelHM10f & Davi$1.U'
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MEMO"RANDUM OF LAW

A. The LIlY Providing for PermaDeDt Injunctions

1be Copyright Ad provides that a court can eater a:final injunction. "en such terms as it

my deem reasonable to prevent OI restrain inftiugemenl ofa copyright:' 17 U.S.c. § 502(a).

The prevailing plaintiffin a copyrigl>t inftiullemeot action may obtain a permenem Injunction

restraining further infringement. Epic Metals Cqm v. Sgu)jere '181 F.3d 1280 (11
1h

Cir,

1999). "It-is uncontIoversia! that a "showing ofpast infrinaement anda substantial likelihood of

future infringement'~es issuance of a permanent injunction." Melville & David Nimmer.

NlMMERON COPYRIGHT § 14.06[8J 0114..116, quoting Suped!ype Pub" Inc- v, Vasiliou. 838

F. SUpp. 1220, 1226 (S.D.Ohio 1993).~ Paemc 8<Southern Co" Inc. v. Duncan. '744

F.2d l490, 1499 (11" Cir. 1984). "CopyriB!>t law bas long held !bat irreparable inJury is

presumed when the exclusive rights of the hclder are infiinged.'~ Nil-tiona! Football League·v.

McBeg & Bruno" Inc., 792 F.2d 726, 729 (8" err. 1986).

It is axiomatic that injunctive reliefmust be IWTOwly tailored. If the infringing portion of

a defendant's work can be removed"wi1hout destroying the usefulness ofthe remainder ofthe

work, the whole of the work need not be enjoined. Breffort v. I Had A Ball Co.• 271 F.Supp.

623 (S,D.N.Y. 1967). Au injunction under the Copyright Act "my be served anywhere in the

United States on the person enjoinedj it shall be operative throughout the United States ...•tl

17 U.S.C. § S02(b). A worldwide injun:ti.on is available to prevent the continued violation of

intellectual property rights, Ninteado of Amen"" Inc. v NJDEC 822 F.Snpp. 1462 (D.Ariz.

1993), aff'd, 5l F.3d 281 (9" Cir.), cert. deeded, 116 S.Ct. 180 (1995).

4
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B. ./tt. Permaneat InjuDetioli .. APpropriate 'Am
As.__oflaw, Greenberg" copyrights were iDftiDged by the defendants. As.

prevailing plointiffwbo bas succeededon the merits, Gteenberg is entitled to permanent

injimoUve relief. Irreparableandongoingharm exists in the hugely wide development and

marketlng ofedditiooal products conWning Greenberg photographsfor which the Society has no

authorization for use. Such evidenceof the likelihood of:futureintiingements is more than

f?Ubstantia1; it is overwhelming·

. In a balancingof equities,8 pe~ent injunctionwould not work a severe hardship on

the defendants- l3ecause.of copyright issues raisedby other parties with reference to the CD,

ROM compilations, the Society acknowledges that it already has redacted or removed at least 56

photographs from variousCD-ROM andDVD products thatarc still being marketed andsold.

That number appears in answers to inten'Ogatorle,sserved by Gr~berg. a copy ofwhich is

attae;bed as Exhibit]3,' The ,mgical removalof the 64 Greenbergphotographs thus would be

consistent-with the ptC"tious removalof other photographs,and it would not impaiI the marketing:

of various CNGproducts.

Greenberg seeks a permanent injunction that would preclude any future use ofany kind

of any of the 64 GIeenbergphotographswithout his express written consent. Because the CNG

products have been distributedand sold in a globalmarket, the injnoetion should reach to that

entire market Because the products under disc.ussion are now also being packaged in formats

other~ CD-ROM, such as DVD
J

the prohibitio!1 against furtheruse should extend to copying,

distribution and sale in an)' format,

:1 The specificpoin1 is addressed in InterrogatoryNo.8.

5
Sl8el Hector r. Davi~ ue

WHEREFOREPWntiflil.JERRY GREENBERGandIDAZ GREENBERG, move ro>:

the en1rY of a permanentirUunction to probJ.'bit any furtherunauthorizeduse by the dcfendents,

their affiliateS. successors, employeesaDd agents ofth= 64 Greenberg photographs on the basis

Qutlined in this motion,

Respectfully.ubnlll'.e<1.

STEELHECTOR & DAVIS UP
At1Xmleys for Plaintiffs

"I
i

I \

hJl~ /?--!c.......N . Davis FBN 475335
Edwin G. Torre' FBN 911569
200 S. Biscayne Boulevard
Suite 4000
Miami. FL 33131-2398
305-577-2988
305.577-7001 (fax)
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