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|. Background

Promotion of inventorship and prompt disclosure of inventions for public benefit are
central goals of the U.S. patent system. However, 8 102(b) of the U.S. patent law
contains four caveats that can bar the grant of a U.S. patent. nl1 One bar to patentability
which has generated confusion is the provision that eliminates the patent right if the
claimed invention was "onsale” in the United States for more than one year prior to the
date of the patent application. n2 Although the rule sounds simple, the determination of a
"sale" for purposes of the statute has been at the heart of case law since the first version
of the provision was adopted by Congressin 1836. n3 Courts have discussed four policy
reasons behind the on-sale bar to patentability: 1) not taking from the public what it has
reasonably come to believe is freely available; n4 2) inducing prompt disclosure of
inventions to the public; n5 3) preventing an inventor from using commercial
exploitation to extend the statutory period of exclusive use; n6 and 4) allowing an
inventor reasonable time to "fine-tune" the invention prior to seeking a patent. n7

One of the first cases to establish what constitutes a sale within the meaning of the
statute was M cCreery Engineering Co. v. Massachusetts Fan Co. n8 The McCreery court
held that to trigger the on-sale bar, an invention had to be "a complete article of sale, not
on paper, but in fact." n9 This requirement later became known as the "on-hand"
doctrine. The standard allowed frequent interaction between the inventor and a potential
buyer without triggering the statutory grace period. In 1961, a Delaware district court in
Philco Corp. v. Admira Corp. nl10 used the on-sale bar to invalidate a patent relating to
an ornamental design for television sets. n11 The patent holder displayed prototypes to a
prospective buyer and accepted an order for afixed quantity of units prior to the critical
date. n12 The court applied the on-sale bar even though mass production of the designs



had not begun and the units were not physically accessible. n13 The Philco decision was
the genesis of judicial discontent with McCreery's requirement that the invention be
produced and or+hand to invoke the on-sale bar.

The Second Circuit adopted a different approach to the onsale bar in 1975. nl14 The
court developed athree-part test which included the requirement that the invention be
reduced to practice to trigger the on-sale bar. n15 The injection of a "reduction to
practice" requirement nl6 tightened the restriction on inventors pre-critical date
activities when compared to the McCreery "onthand" doctrine. Nevertheless, inventors
retained substantial dealmaking flexibility with buyers without the worry of invoking §
102(b).

The Federal Circuit discarded the Timely Products test in its 1987 UMC Electronics
Co. v. United States decision. n17 The UMC court discussed two "critical
considerations’ to be used in determining whether an item was ontsale for patentability
purposes. n18 These two considerations are: 1) whether there was a definite sale or offer
to sell more than one year prior to the application date for the subject patent; and 2)
whether the subject matter of the sale fully anticipates the invention or renders it obvious
once added to the prior art. n19 The court expressly rejected the notion that a reduction
to practice is required to trigger the bar and noted that it is a factor that should be
considered in conjunction with the specific facts of a case. n20 Other relevant factors
considered by courts during this period to decide an on-sale bar included the type of
invention at issue, the reture of any commercial activity, the stage of the invention's
development and evidence of experimental use as adefense. n21 This "totality of the
circumstances' standard, n22 was the existing law for considering the on-sale bar of §
102(b) until the standard was changed in 1998 by the U.S. Supreme Court. n23

1. Current Discussion

The principles of the on-sale bar, developed over the past century, have been
scrutinized in a number of recent cases. In the U.S. Supreme Court's Pfaff v. Wells
Electronics, Inc. n24 decision the plaintiff brought a patent infringement suit against
WEélls Electronics relating to a socket entitled, "Mounting housing for leadless chip
carrier.” n25 The socket tests electronic chip carriers employed in circuit boards. The
only issue addressed by the Supreme Court was whether a reduction to practice is
required in order to trigger the onsale bar of 8§ 102(b). n26 The court affirmed the
Federa Circuit's holding that Pfaff's invention was onsale within the meaning of 8
102(b) even though the invention was not reduced to practice. n27 The facts leading to
the suit began in November 1980 when Texas Instruments ("T1") asked Pfaff to develop a
device to mount and remove semiconductor chip carriers. n28 After meeting with Tl
officials, Pfaff developed detailed engineering drawings of his device and showed them
to Tl representatives. n29 On March 17, 1981, Pfaff received averbal order for over
30,000 sockets, and T followed- up with written confirmation of the order on April 8,
1981. n30 Aswas his normal practice, Pfaff did not build any prototype of the new
device prior to the Tl purchase order. n31 The order was ultimately filled in July 1981.
n32

The patent application was filed on April 19, 1982, and the patent issued on January
1, 1985. Pfaff brought his infringement action against Wells Electronicsin 1992. n33



The Federal Circuit reversed the district court's ruling that the on-sale bar did not apply
because the invention had not been reduced to practice at the time the offer was made.
n34 The district court had apparently disregarded UMC and employed the prior Timely
Products standard. Relying on UMC, the Federa Circuit held that a reduction to practice
ismerely a consideration and not a requirement to trigger the statutory time period for the
on-sale bar. n35

The Federal Circuit also dispelled the experimental- use defense, using Pfaff's own
testimony that the agreement had been purely commercial and that he had felt like he had
a"dea" with Tl. n36

The Supreme Court noted in its own decision that the plain meaning of § 102(b)
makes neither a direct nor an indirect reference to the requirement that an invention be
reduced to practice to invoke the bar. n37 Relying on the late nineteenth-century
decision of Dolbear v. American Bell Telephone Co., n38 the Court specified that an
invention need not be made, i.e. "embodied,” to be patented. n39 Pfaff argued that the
word "invention" should be construed to indicate a physical embodiment of the device.
n40 He attempted to persuade the Court to return to the "reduction to practice”
requirement in order to establish clear guidelines for determining the start of the one-year
time period. n4l Although the Court affirmed the Federal Circuit's holding, it did not
endorse the "totality of the circumstances’ standard and acknowledged the criticism of
the standard as vague. n42 The Supreme Court replaced the "totality of the
circumstances' standard with a new test for determining whether an invention is on-sae
under 8 102(b). The Court established two conditions that must be satisfied to begin the
one-year statutory period for the onrsale bar: 1) the invention must be the subject of a
commercial offer for sale; and 2) the invention must be ready to be patented. n43 The
court then stated that the second condition "may be satisfied in at least two ways': 1) by
proof of areduction to practice; or 2) by proof that the inventor developed drawings or
other materials sufficient to permit one skilled in the art to practice the invention. n44

Applying its two-pronged test, the Supreme Court concluded that both factors were
satisfied. Pfaff's acceptance of Tl's purchase order prior to April 19, 1981 constituted a
commercia offer for sale. n45 In addition, Pfaff's drawings sufficiently disclosed the
invention to allow someone skilled in the art to build an operable device. n46 Although
the Supreme Court's rationale differed from that of the Federal Circuit, the Court reached
the same conclusion of invalidity and affirmed the holding of the lower court. n47

In formulating its new test, the Supreme Court not only declined to reinstate the
Timely Products standard but also departed from the underlying principles of the UMC
"totality of the circumstances' approach. It is important to note that the second part of the
Pfaff test explicitly laid to rest the notion, which the Federal Circuit addressed eleven
years earlier in UMC, that a reduction to practice predicates a finding that an invention
was on-sale. The Court was apparently trying to remedy some of the inherent flaws of the
"totality of the circumstances' test. In the discussion of the underlying goals of the patent
system, the Court considered the balance of both public interest and the interests of
inventors and concluded that the resulting harm to the public from employing the Timely
Products standard outweighed the benefit of certainty to inventors. n48



A month after the Supreme Court's Pfaff decision, the Federal Circuit applied the
new test in Weatherchem Corp. v. J.L. Clark, Inc. n49 The patent at issue n50 concerned
a condiment cap known as a "two-flap closure.” n51 The cap contains small holes on one
side and a single large opening on the other side to be used for spooning the contents of
the container. n52 The inventor assigned the patent to Weatherchem Corp. n53 In a
sequence of events similar to Pfaff, Weatherchem met with Durkee, the proposed buyer,
in October 1984 to discuss plans for an improved multi-purpose cap with sprinkle and
spoon flaps. A few days following their meeting, Weatherchem quoted prices to Durkee
for the mold design of the cap and in November 1984, Durkee issued a purchase order for
the design. n54 The parties exchanged various design modifications in the weeks that
followed. n55 In February 1985, Durkee issued another purchase order for the mold
based on detailed drawings produced by Weatherchem. n56 The purchase order
stipulated that delivery of the mold would occur no later than June 14, 1985. n57 Durkee
accepted the order on May 13, 1985 and ultimately delivered 990 samples of the cap in
July. n58 A month later, Weatherchem quoted Durkee a price per thousand for an order
of 500,000 caps although the two parties were still working on further modifications to
the samples. n59 Durkee responded with a purchase order for 275,000 caps on
September 3, 1985. n60 Weatherchem continued to work on the mold design until
December 31, 1985 when the final design was completed. Mass production of the caps
began three days later. n61

The patent application was filed on October 17, 1986, and the patent issued
September 15, 1987. In 1996, Weatherchem brought a patent infringement suit against
JL. Clark in U.S. district court. n62 The district court, applying the UMC test, ruled that
the Weatherchem patent was invalid because it was on-sale prior to the critical date. n63
The Federa Circuit affirmed the district court's finding of invalidity of the asserted
clams. n64 However, the court's rationale centered entirely on the application of the
Pfaff test n65 since the appeal arose on the heels of the Pfaff decision. The court found
no error in the lower court ruling that Weatherchem made an actual sale to Durkee prior
to the critical date. Nn66 Since neither the payment of money nor actual delivery of the
patented device is a pre-requisite to finding an offer to sell, the Federal Circuit held that
Weatherchem benefited from at least three commercia transactions prior to the October
17, 1985 cut-off date. n67 The court then considered the second prong of the Pfaff test
and again found no error in the district court's conclusion that the caps sold prior to the
critical date embodied all the limitations of the patent claims. n68 The Federa Circuit,
citing the Supreme Court in Pfaff, held that the February 1985 drawings of the invention
sufficiently indicate that the invention was ready to be patented because a person skilled
in the art could use the drawings to "practice the invention.” n69 The court characterized
the modifications that occured after the critical date as mere "fine-tuning” of features not
clamed in the patent itself. n70 Finaly, the 275,000-unit purchase order in September
1985 weighed against Weatherchem'’s case because the court viewed this as indicative of
Durkee's confidence in a complete and operable product. n71

The Weatherchem court also addressed the experimental- use defense asserted by the
inventor. The court found no error in the district court's ruling discounting the proposition
that the purpose of the interaction between the parties prior to October 17, 1985 was for
experimentation of the invention. n72 It is interesting to note that the approach taken by
courts when analyzing an experimental- use defense is a modified "totality of the



circumstances' test. However, courts have not widely criticized this approach like they
did with the overall "totality of the circumstances" standard for deciding the on-sale bar
guestion. One explanation for this lack of criticism regarding the experimental- use
defense may be that while the factors in the experimental- use analysis are somewhat
subjective, they contain specific inquiries, as compared to the extremely broad "totality of
the circumstances’ approach. These specific inquiries aid inventors in the assessment of
whether their activities run afoul of statutory provisions.

The Weatherchem case exemplifies the ease with which the Pfaff test may be
applied. The previous standard required the district court to labor in its analysis by
weighing various circumstances. n73 The Federal Circuit on the other hand, reached the
same conclusion with noticeably more ease. n74 If the Pfaff test had been available to
the district court, it is likely that the result would have been the same. While the Pfaff test
provides definition to a previoudly blurred set of inquiries, it appears to be atough
standard for inventors to face, thus ensuring caution during their pre-filing activities -- at
least by those with good patent counsel.

Since the Weatherchem ruling, more courts have used the Pfaff test to invalidate
patents. STX, Inc. v. Brine, Inc., n75 is such acase. In this unfortunate case, a patent
obtained after atotal of eleven years was undone by careless behavior two days prior to
the critical date. On September 20, 1985, inventors at STX filed a patent application for
an improved lacrosse stick head. n76 The patent for a "lacrosse stick having open
sidewall structure® n77 issued on October 22, 1996 after five continuation applications,
N78 numerous rejections, responses, appeals and amendments. STX sued Brine and
another defendant for infringement of its lacrosse head patent. n79 The defendants
moved for summary judgment based on various claims, including that the patent was
invalid because the lacrosse stick head had been onsale in excess of one year prior to the
filing of the application. N80

The facts in this case indicate that the head design was in full development in
January of 1984 when the inventors met with outside parties to discuss the new open
sidewall concept. n81 By June of the same year, STX produced a sales brochure that
made reference to an "exciting new stick” for the upcoming season. Although they argued
that the brochure was merely a marketing scheme, applicable to no specific lacrosse
product, the judge remained unpersuaded and reasoned that even after giving STX all
favorable inferences, this conclusion was factually irrational. n82 In the judge's final
analysis, the brochure made no difference in the case because the actions of STX's lone
full-time salesperson, Mr. Griebe, initiated the countdown of the one-year period. n83
On September 11, 1984, Griebe met with his superiors to discuss the pricing of the new
sticks. A week later, the inventors received samples of the new head in what the judge
cdled the "first squeezes' of the invention. n84 On that same day, Griebe wrote a
purchase order for 112 sticks containing the new heads, which formalized asaleto a
sporting goods company. The evidence introduced at trial showed that during the two-day
period prior to the critical date, Griebe made sales pitches to this company, as well as
other retailers. The judge found that the sample sticks delivered to the inventors
contained all the embodiments of the patent claims. n85 These samples were later used
in anational trade show in Chicago. A few days after the critical date, STX received
4,000 printed catalogs containing a full-page description of the new sticks as embodied in



the samples shown on September 18th. STX attempted to overcome this evidence by
asserting that the purchase order represented the buyer's hope for a future product, n86
but the judge rejected the argument because the order was clearly for the purchase of the
new sticks. n87

Prior to addressing the on-sae issue, the judge rejected STX's contention that the
phrase "improved handling and playing characteristics,” in the introductory clause of the
first claim of the patent was a limitation. n88 The judge held however, that even if it
were a limitation, the patent would still be invalid for indefiniteness under 8§ 112, P 2 of
the patent statute. n89 In his on-sale bar analysis, the judge discussed the Pfaff and
Weatherchem decisions and employed their rationale to the STX case. n90 Regarding the
first prong of the Pfaff test, the judge concluded that the written purchase order
constituted a commercia offer to sell on September 18th. n91 STX argued that the offer
to sell was not possible since it was uncertain whether and when the new design would
function asintended. n92 In resporse to this argument, the judge examined the long
standing relationship between STX and the buyer and found that the buyer had previously
purchased unseen products. n93

Asin Pfaff, the plaintiff in this case argued that the invention had not been fully
tested for durability. n94 However, the judge held that the improvement in handling and
playing was not a claim limitation. n95 He aso concluded that any lack of testing for
durability could not overcome the on-sale bar. n96 Furthermore, there was no evidence
that the sticks were in an experimental stage at the time of the offer. n97 Thus it appears
that courts continue to reinforce the notion that only when durability is part of the patent
claims, can a defense that the invention was not fully tested for durability prevail over an
on-sae allegation.

In Cordant Technology, Inc. v. Alliant Techsystems, Inc., n98 another district court
judge applied the Pfaff test to the detriment of the patent holder. The patent in this case
n99 involved a method of insulating rocket motors with an asbestos- free material that till
exhibited the desirable characteristics of asbestos, particularly the resistance to erosion
under hostile operating conditions. n100 The facts of this case began to unfold in April
1978 when Cordant began a research and development process to find a suitable asbestos
substitute. N101 In September 1978, the U.S. Air Force granted Cordant a contract to
build "reduced smoke" rocket motors for air-to-air missiles. n102 The contract stipulated
that Cordant would perform one- year accel erated aging studies on various components of
the motors, including the insulation chosen in the design. n103 Cordant also provided
extensive reports to the Air Force on the project, and any developments as they occurred.
n104 In September 1979, Cordant proposed that its new asbestos- free insulation be
substituted for the asbestos containing material included as part of the motor under
development. n105 A short time later, Cordant performed successful static tests of the
new insulation. n106 By February 1980, the motors built under the contract contained
the new insulating material. At this time, the one-year accelerated aging process on the
insulation began and effective May 29, 1980, both parties agreed that the new asbestos-
free insulation would be used on the motors. n107 The following month, Cordant
formally presented the status of the project to the Air Force and reported that the new
insulation had been successfully tested. As aresult, the project was approved for
continuation. N108 In October 1980, Cordant received a separate order from another



branch of the Air Force for reduced smoke motors. n109 After submitting a proposal,
Cordant entered into another contract with the Air Force on October 29, 1980, which
required delivery of ten motors on November 21, 1980. n110 The motors were delivered
aday early.

Cordant filed a patent application for the insulation on December 7, 1981. nl11l
During prosecution of the application, the patent examiner rejected the claims as a result
of a French patent issued on December 10, 1980. nl112 To overcome the regjection,
Cordant antedated the cited reference by filing an affidavit that the invention had been
reduced to practice upon successful completion of static tests in September 1979. nl113
The reference was successfully antedated and the patent issued on January 8, 1985. nl114
Cordant sued Alliant Techsystems for infringement of the method claims in the patent.
The defendant responded by challenging the validity of the patent under 8 102(b) on the
grounds that the contracts with the Air Force were premature sales of the invention. n115

Based on the undisputed facts, the judge found that for the first prong of the Pfaff
inquiry, nl116 adefinite sale or offer to sell occurred. The two contracts Cordant made
with the Air Force prior to the critical date were deemed commercial sales of products
manufactured with the patented process. n117 Specifically, Cordant completed its
obligation under the second contract and delivered the ten motors prior to the critical
date. The question before the judge regarding the second prong of the Pfaff test was
whether Cordant reduced the invention to practice prior to the critical date. n118 On this
point, the defendant pointed to the affidavit filed by the inventors during the prosecution
of the patent application. n119 Alliant attempted to preclude Cordant from claiming the
invention had not been reduced to practice prior to December 7, 1980 using the inventor's
contradicting testimony before the U.S. Patent and Trademark Office to antedate the
French patent. n120 Therefore, an inventor's statements while obtaining a patent can be
used against the inventor to support an on-sale allegation.

Although the judge found that the affidavit claimed a reduction to practice date just
after the critical date, n121 he held it against Cordant in deciding that the invention was
reduced to practice prior to the critical date. n122 Cordant attempted to sidestep this
pitfall by arguing that the inventor's admissions only applied to the compositional claims
in the patent and not to the method claims. n123 The judge, however, was not persuaded
because the inventor's affidavit failed to distinguish between the types of claimsin the
patent. n124 Ultimately, this argument failed because the judge noted that placing the
end product of a patented process on sale prior to the critical date can rescind the right to
patent the process. n125 With both prongs of Pfaff satisfied, the patent was invalidated.

Cordant raised the experimental- use defense on two grounds. First, the inherent risks
and uncertainties of the development of the insulation at the time of the alleged sale
rendered it experimental in nature. nN126 Second, the one-year accel erated aging process
constituted a durability test which was not completed until February 1981; therefore, the
invention had not been fully tested prior to the critical date. n127 Clearly, Cordant was
attempting to use the durability exception discussed in the Federal Circuit's opinion in
Pfaff. n128 Relying on pre-Federa Circuit case law, Cordant attempted to argue that
experimental use may extend beyond reduction to practice. n129 However, the judge
cited recent cases from the Federa Circuit that held that experimentation ends upon
reduction to practice. n130 Echoing the Federal Circuit in Pfaff, the judge in Cordant



noted that because durability was not an element of the invention, the failure to complete
durability testing did not overcome a finding that the invention was on-sale. n131
Cordant asserted that durability was an inherent factor in the patent's preamble, but the
judge found that the only implication in the preamble was that the composition must be
operable in the intended environment. nN132 Alliant pointed out that the aging tests
required by the contract had to be performed regardless of the insulation used on the
motors. n133 Therefore, these tests were not experimentation of the patent claims. n134
The Cordant decision provides a good review of the principles established in Pfaff and in
prior cases deciding the on-sale bar question. The issues of what constitutes a sale, the
impact of areduction to practice in the context of Pfaff, the effect of prosecution history
and the limitations of the durability/experimental- use defense are all addressed in this
case.

In Alexey T. Zacharin v. United States, n135 a judge for the U.S. Court of Claims
recently invalidated a patent under the on-sale bar of § 102(b). The owner of a patent for
"acollapsible decelerator for aerial bombs launched from a high velocity vehicle' n136
brought an infringement action against the U.S. Army. The inventor's device, is a
particular type of aram air decelerator ("RAD™) which is a balloonshaped fabric with
one or more air inlets. n137 Its purpose is to abruptly stop a forward moving
submunition so the submunition can descend upon its target. N138 In December 1978,
the Army awarded a contract to Breed Corp. to assist in the development of an acceptable
RAD device for its new program to develop a multi-purpose submunition. n139

The patent holder in this case was a civilian Army engineer assigned to develop a
different part of the program. In addition to his assigned duties, however, he proceeded
on his own time to design a homemade triangular shaped RAD ("T-RAD") on hiswife's
sewing machine. n140 On December 10, 1978, the inventor tested his T-RAD by
positioning it outside the window of his car while driving at 80-mph. n141 The parties
later agreed that the homemade T-RAD contained all the limitations of the patent and the
test was a sufficient reduction to practice. nl142 In January 1980, a year after showing the
invention to the Army, the inventor's T-RAD was selected as part of the Multi-Purpose
Submunition Program. n143 On April 15, 1980, a second contract was awarded to Breed.
n144 The contract required the fabrication of 6,000 T-RADs for the army's flight-testing.
By July 1980, atotal of 288 T-RADs were delivered to the Army for testing. n145
Although the T-RADs were in the testing, the test did not involve any of the specific
patent features. n146 No changes to the T-RAD design or shape were recommended
upon completion of the tests. n147 During the first four months of 1981, the inventor
personally inspected and accepted the 6,000 T-RADs delivered by Breed under the
second contract. In April 1981, athird contract was awarded to Breed to refine and
finalize the submunition design, including the inventor's T-RAD. n148 The T-RADs
delivered under this contract were for the purpose of testing by Breed or the Army. Full
production quantities of the submunition package did not begin until afinal contract was
awarded to Breed in September 1982. n149

The Army's Patent Law Office filed a patent application on behalf of the inventor on
September 24, 1981. n150 Prior to filing, the Patent Law Office initiated a Request for
Determination of Rights n151 with the Army's Patent Law Division in the Judge
Advocate General's Office. The Division decided that Zacharin owned the rights to the



invention but the government was entitled to a nonexclusive, irrevocable, royalty-free
license to the patent. n152 On appeal, the Commissioner of Patents and Trademarks
reversed and held that the government had no such right. n153 The inventor then sought
private counsel to prosecute his application which lead to the issuance of the patent on
January 21, 1986. nl154

The government's primary defense against the patent infringement charge was a
claim of invalidity under the § 102(b) on-sale bar. n155 The judge concluded that the
first prong of the Pfaff test was met with the April 15, 1980 Breed contract that requested
6,000 units of the inventor's T-RAD device. n156 The fact that the party selling the
invention is not the actual inventor or an assignee distinguishes this case from cases
previoudly discussed in this article. A sale by athird party can qualify to bar patentability
under 8 102(b), and the fact that the inventor lacks control or knowledge of the saleis
irrelevart to the inquiry. n157 Aswould be expected from areading of the facts, the
judge ruled that the second part of the Pfaff test was met as well. n158 The inventor's
fate was sealed by his own admission following the December 10, 1978 test drive he took
at 80-mph with the T-RAD strapped to the outside of his car. Since he had previously
conceded that this test reduced the invention to practice and that his device contained all
the limitations in the claims, the invention was deemed ready for patenting well before
the critical date. Based on these findings, the patentee was forced to relinquish his patent
rights. n159

The judge analyzed a potential experimental-use defense and devoted considerable
analysis to thisissue. n160 Although areduction to practice ends any claim of
experimental use, he considered the extensive testing done by the Army and Breed prior
to the critical date. n161 Based on the nature of the testing following the initial deliveries
by Breed, the judge found no evidence of any experimental use. n162 The tests were
designed to verify both the operation of the entire submunition system and the suitability
of the inventor's T-RAD device. n163 The judge noted that these are not characteristics
of abona-fide experimenta use of an invention. n164 Specificaly, the sale of an item
not reduced to practice, which includes an element that is reduced to practice, does not
deem the use of the element to be experimental. nl165 Also, atest to determine the
suitability of a device for a specific customer's unclaimed need is not an experimental use
of the invention that will preclude the imposition of the on-sale bar. n166 In addition, the
judge considered the fact that there was no secrecy agreement and that the inventor had
no participation in the testing. n167 Finaly, the judge noted that the Army's tests did not
apply to the claimed features of the patent; thus the experimental-use defense was
instantly foreclosed. n168 The inventor attempted a novel approach by arguing that the
Federal Circuit case, which held experimentation ends with a reduction to practice, n169
should not apply to him because it was decided after his patent issued. n170 The judge
pointed out that the patent in that case issued prior to the decision of the court, and if that
patent owner was bound by the decision, then the patent owner in this case should also be
bound. n171

In afinal attempt to preserve his patent, the inventor in this case tried to use
procedural and equitable means to prevent the government from challenging patent
validity. Under the inventor's rationale, if the patent were invalid under § 102(b), the
government should be estopped from asserting this defense because they failed to raise it



during the Determination of Rights hearing held prior to the issuance of the patent. nl172
The argument invoked the doctrines of issue preclusion, n173 claim preclusion nl174
and equitable estoppel. nN175 The judge rejected the first two doctrines because the
hearing and subsequent appeal were only for determining ownership of the invention and
not for determining patentability. n176 Because the on-sale bar issue could not be
litigated at the hearing, the government could not be precluded from raising the defense
during the inventor's infringement suit. n177 The third doctrine was also inapplicable
because the inventor was fully aware of the contracts with Breed. n178

Zacharin further substantiates both the effect and rationale of Pfaff. This case
illustrates that the inventor can be powerless to prevent the sale of an invention onceit is
given to a third party, whether or not the invention is in atangible form. Even if the
invention had been stolen without his knowledge and sold prior to the critical date, the
inventor in Zacharin would have lost his patent rights. Although seemingly unjust, the
justifications for the on-sale bar warrant tolerance for results like these.

So is there any good news for inventors? Following these unhappy endings for patent
owners, a patent owner won a small victory in Articulate Systems, Inc., v. Apple
Computer, Inc. n179 A United States Magistrate Judge denied defendant Apple
Computer's motion for summary judgment after Apple alleged that Articulate's patented
invention had been on-sale in excess of one year prior to the critical date. n180
Articulate brought an action against Apple Computer for patent infringement of its voice
recognition software. n181 Apple defended by filings several motions for summary
judgment, including one that invoked the on-sale bar. The only determination in the
proceeding was whether there were any genuine issues of material fact in the plaintiff's
pleadings. n182 Apple introduced evidence of several demonstrations of the software
made by Articulate to potential purchasers. The demonstrations prompted follow-up
letters by the potential purchasers stating intent to buy the product. This was hauntingly
reminiscent of Mr. Griebe's sales pitchesin STX. Furthermore, the evidence contained an
unsigned software license agreement between Articulate Systems and another party.
Articulate did not deny that the demonstrations occurred but claimed that there were no
offersto sell the software. n183 As part of its case, Apple also pointed to Articulate's
trademark application for the software which contained a "use in commerce" date that
antedated the critical date. n184

Despite this seemingly suspicious evidence, the judge ruled that a reasonable trier of
fact could find that no sale had taken place. n185 The judge noted that the licensing or
sale of the rights to an invention will not trigger the statutory time period for the on-sale
bar. n186 He also held that the date on the trademark application was insufficient for the
purposes of summary judgment to overcome testimony by Articulate's CEO that
expressly denied any offersto sell. n187 The judge found conflicting testimony which
presented a genuine issue of material fact. N188 The victory for the patent owner is small
because the judge's ruling sends the case to trial where the Pfaff analysis will be applied.
n189 The final outcome of this case should be interesting given the evidence presented,
the potential issuesraised at trial, and the line of precedent cases.

[11. Future



The application of the on-sale bar to patentability has undergone a significant
metamorphosis over the 163 years of the provision's existence. Nevertheless, the
underlying premise of § 102(b), the protection of the public, remains the same. Prior to
the Pfaff decision, the on-sale issue generated confusion and uncertainty in patent law
that likely kept many inventors awake at night, concerned about whether seemingly
innocent acts committed years ago would come back to haunt them in a courtroom. The
"totality of the circumstances’ standard was an attempt to ensure equity among the vast
and sometimes complex disciplines that seek patent protection. However, as many cases
were decided, the inherent weakness of this standard required a fresh look at the onsale
bar.

The Supreme Court's decision in Pfaff iswelcomed relief after years of confusion
over a statutory provision with the potential for significant ramifications to technological
advancements. The on-sale bar is a powerful weapon that can suddenly strip a patent
owner of his or her rights and potentially negate years of hard work and financia
investment. The court's enunciation of a new test represents the fresh look that inventors,
patent practitioners and judges were seeking to help establish a consistent and predictable
line of precedent. The decisions since Pfaff and those yet to come will surely help clarify
what pre-critical date activities will not be tolerated. The cases discussed above, where
the courts decided against the patent owners, share a common thread of consistency that
was not as evident under the prior standard. These cases also illustrate the range of
activities that can be used against patent owners when the on-sale bar isinvoked. Of
course, the new standard is young and future case law will test the bounds of the Supreme
Court'stest. Although Pfaff reduced the uncertainty of the prior standards, it can hardly
be said that the test is crystal clear. Situations will undoubtedly arise in which a court will
struggle to apply Pfaff, but few legal doctrines, if any, work well in all cases. Pfaff did
not, for example, further define what constitutes a "sale”" within the meaning of 8§ 102(b).
This issue has always been a"gray" areain patent law, and Pfaff did not provide any
additional guidance. Also, was there an underlying implication that there may be other
wayss to satisfy the second prong of the on-sale inquiry when the Supreme Court stated
that there are at |east two ways? While patent litigators and judges will continue to
wrestle with the implications of 8 102(b) the new test is a much needed step in the right
direction.

Critics of Pfaff will likely contend that the standard is too harsh for inventors. With
the exception of Articulate Systems, which is still pending a final judgment, all the cases
discussed after Pfaff resulted in the invalidation of the patent. To date, the search for
court decisions that have used Pfaff to render afinal judgment in favor of the patent
owner has been fruitless. Although Pfaff is the strictest onsale standard ever imposed by
acourt and will probably continue to bring about the demise of more patents, it is
important to consider the purpose of the statute. Three of the four underlying policy
reasons for the provision relate to the protection of the public. This apparent imbalance is
more easily understood when another consideration is taken into account; inventors can,
in most cases, avoid the Pfaff sword by filing promptly. Thisis, of course an objective of
the on-sale bar. If bona fide experimentation is required, inventors must proceed carefully
and document their experiments to avail themselves of the experimental-use exception. In
the end, the patent owners who lost these cases were their own worst enemies.
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