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BIOGRAPHY OF JAMES G. COPLIT

James G. Coplit is a parther with the law firm of Grimes & Battersby,
which is based in Stamford, Connecticut. Jim is an IP lawyer with a

specialization in licensing.

-Jim has a B.S. degree (Mechanical Engineering) from Cornell University and
~a J.D. degree from the Boston University School of Law. Prior to joining

Grimes & Battersby, he had been associated with two small firms in
Boston and a non-profit corporation in Connecticut.

Jim has authored numerous articles in the areas of licensing and IP

. protection, and has presented several talks on this subjects to such

diverse groups as the New Jersey Patent Law Association and
Massachusetts Continuing Legal Education. He also contributes to the
annual updates of several books, including the Law of Merchandise and
Character Licensing, published by Clark Boardman, Multimedia and
Technology Licensing Adgreements, published by the West Group, and the
Licensing Annual published by Aspen Law & Business.
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MERCHANDISING LICENSE AGREEMEN T

THIS AGREEMENT i effective as of [Date] by and between [Owner Numel, a
[Owner’s state of incorporation] corporation with offices at [Owner Address] (“LICENSOR")
and {Licensee Name), a [Licensee s state of mcmpomnan J corporanon with offices at [Licensee
Address] (“LICFNSEE”)

: WITNESSETH.

WI-IEREAE LICENSOR i is tha.. sole and exclusive owuer of the Property or Propernes
identified rore fully in Schedule A attached hereto (the "Hopcrty”), :

3 WHEREAS, LICENSOR is the sole and cxclusive owner of the deemark tdentlﬁed
more fully in Schedule A attached hereto (the “'I‘rademark ’), R

WHEREAS, LICENSOR has the power and authonty to grant to LICENSEE 1he nght,

“privilege and license to use, maunufacture and sell those types of products that incorpotate or are

otherwise based on the Property as identified in Schedule A attached hereto (the “Llcensed
Products™) and to use the Tradcma.rk on ot in association with such Licensed Products '

WHER.E‘AS LICENSEE has reprcsented that it has the abllzty to manuihcmre. market
and distribute the Licensed Products in the countries identified in Schedule A aftached hereto
{the “Territory”) and to use the Trademark on or in association with the Licensed Products; '

WI'IEREAS LICENSEE desires to obtain from LICENSOR an exclusive license to use;
manufacture, have manufactured and sell Licensed Products in the Tcmtory and o use the
Tram,mark on or in associalion with the Licensed Products, and

WHEREAS both LICENSEE and LICENSOR are in agreement with res;pect to the terms
and conditions upon which LICENSEE shall use, manufacmre, have manufacmred and sell
Licensed Products and use the Trademark;

NOW, THEREFORE, in consideration of the promises and agreeinents set forth herein,
thc partics,-cach mtcnding to be Icgaﬂy bound hereby, do pmmise and agree as_fbl]ows.

1. . License Grant R ' '

3 .A. * LICENSOR her...by grants to LICBNSEE for the Term of this Agrecmcnt as
recited in Schedide A- attached hereto, the cxclusive right and license fo use, manufacture, have
“manufzctured, sell, distribute and advertise the Liccnsed Products in the Teritory. The license
includes, but is not limited to, a license under auy and all patents and copyrighis and any
applications therefore which have been-filed or may be filed in'the future with respect to the
Property, It is understood and agreed that this license shall partam only to the menscd Products
and does nol exlet dto any gther product or service,

B LICENSOR hereby grants to LICENSEE for the Term of this Agreement as
recited in Schedule A attached hereto, a royalty~ free, exclusive license to use the Trademark on




:. F. . “Net Sales” shall mean LICENSEE's gross sales (the gross invoice amount bﬂ]cd

“customers) of Liconsed Products, less discounts and allowances actually shown ont the invoice -

(except cash discounts not deductible in the calenlation of Royalty) and, further, less any bona
fide returns (net of all retums actunally made or allowed as supportcd by credit memoranda

_actually issued to the customers). No other costs incurred in the manufacturing, selling,
advertising, and distribution of the Licensed Products shall be deducted nor shall any deducuon
‘be allowed for any uncollectible accounts or allowan.ces : R

G. - A Royalty obligation shal! accrue upon the sale of the Licensed Products

: regardlcss of the time of collection by LICENSEE. For purposes of this Agreement, a Licensed
Product shall be considered “sold” upon the date when such Licensed Product is billed, mvmced,
;._sh‘lpped or pmd for, whicheaver event occurs firat,

“H.. '_ If 'LICENSEE sel]s any chansed Producis o any party afﬁhated with

LICENSEE, or in any way direcily or indirestly related fo or under the common control with
. LICENSEE, at a price less than the regular price charged to other parties, the Royalty payable

LICENSOR shall be computed on the basis of the regular price charged to other parties.

I The receipt or acceptance by LICENSOR of any royelty statement, or the Teceipt

| or acceptance of any royalty payment made, shull not prevent LICENSOR from subsequently
challengmg the vahd:ty or accuracy of such statement or payment : -

L. pon €xplration or tﬂpmnauon o*' this Agresmant, all Royalty nhbgatmm

" including any wnpaid portions of the Guarantsed Minimum Rayahy, chall be accalaruted and

sha!l 1mmed1ataly become due and payable. -

K - LICENSEE'S obligations for the payment of a Royalty and the Minimum Rayalty

e 'shaii survive expiration or termination of this Agreement and will continue for so long as
-LICENSEE continues to manufacture, sell or otherwise market the Licensed Products.

' L..; ' AII payments due hereunde: shall Be made in United States currensy diswWn gn s

_ Umted States bank, unless otherwise spec:ﬁed between the parties.

' M'_. " Late payments shall incur interest at the rate of [Percentage] PERCENT ([#]%)

" per month ﬁom the date such payments were ongmally due,

' 4 _ Audrt

A - LICENSOR shall have the Tight, upon at [number] ([#]) days written notlca and
nQ more than onge per calendar year, to inspect LICENSEE's books and records and all other
docuiments and material in the possession of or under the vontrol of LICENSEE with respect to
the subject matter of this Agreement at the place or places where such records are normally
retained by LICENSEE, LICENSOR shall have free and full access thereto for such ; purposes
and shall be pertmttc:d to be able to make copies thereof and extracts therefrom

B. In the event that such 1nspect10n reveals a discrepancy in the amount of Royalty
owed LICENSOR from what was actualiy ::vmd LICENSEE shall pay such dlscxepancy, plus




AT

B.  The Licensed Products, as weil as all promotional, packaging and advertising |

material relative thereto, shall include all appropriate legal notices as required by LICENSOR

c. ‘The Licensed Products ghall be of 2 high quality whmh is at lc-ast equal to

.comparable products manufactured and marketed by LICENSEE and in confomty with a
~ standard sample approved by LICENSOQR.

- D. If the quahty of £ class of the Lmenscd Producta falls below such a productlon-nm
quality, as previously approved by LICENSOR, LICENSEE shall use its best efforts to restore

:such quality. In the event that LICENSEE has not laken appropriate steps fo restore such guality
within - [number] ([#1) days after nonﬁcanon by LICENSOR, LICBNSOR shall have the nght to
;-.tcnmnate this Agraement : AT

E. Pnor to the commencement of manufactuue and sale of the Llcenscd Products,

_'LICENSEE shall submit to LICENSOR, at 1to cost to LICENSOR and for approval as to guality,

[number] ([#]) sets of samples of all- Licensed Products which LICENSEE . intends -to

ook e -

manufacture and sell and [mamber) () complets set of all promotions! and agvertising matesial
-associated therewith. Failure of LICENSOR to approve such samplos within [number] ([#])

working days after recelpt hereof will be deemed approval. If LICENSOR should disapprove any
sample, it shall provide specific reasons for such disapproval. Once such samples have been

~approved by LICENSCOR, LICENSEE shall not materially depart ﬂ':ereﬁ'om mthout
- LICENSOR'z priot expreit written consent, which shall not be nnreasonably witbheld.

E. At least once during each calendar year, LICENSEB shall subm:t to LICENSOR,

for approval an additional [m;mber] ([#]) sets of sumples.

: G. The LICENSEE agrees to penmuit LICENSOR or its representatlvc to inspect the
famlmes where the Licensed Products are bemg manufactured and packaged.

7. Notlce and Payment - -

A. Any notice: requlred' 1o be given pursuant to this Agreement shall be in writing and

- delivered personally to the other designaied party at the sbove-stated adiress or mailed by
certified or registered mail, return recelpt requested or dehirered by a recogm.ced nahonal

ovenught conrier service. -

B.  Either party may change the address to whlch notice or payment is to be sent by
written notice to the other i in accordance with the provisions of this paragraph. ‘

8. Intellectual Property Protectlon :

A.  LICENSOR shall seek, ohtain and, during the Term of this Agreement, maintain
in its own name and at its own cxPense appropnate mlellectual pmperty protection for the
Propcrf:y and Trademark. - L

B In tha event that LICENSEE requests that LICENSOR obtain intellectnal property

protection for a particular item or in/4 particular country where LICENSOR had not, heretofore,

obtained such pmtectmn, LICENSOR agrees 1o take reagonable steps to obtam such protection,




-~

o appomted for the LICENSEE or for the LICENSEE'S busmess and such recenvcr
S s not discharged w:thm [number] ([#]) daysior o

v. breashes any of the provisions of this Agreement rclating to the unanthorized
assemon of i ghts in the Pmparty and!cr lhe demnark or

Vi, fails, after receipt of written notice from LICENSOR, to m:madmmy discontinue

the distribution or sale of the Licenséd Products ot the use of any paokagmg or
* - promotional material which docs not contain the requisite legal legends; or

vii.  fails to make timely payment of Rovaln&s when due two or mors tm:es dunng any
wve!ve—month p@nnd.. _ _ S

‘B, - m:'}dmte Right 1o Tgm'xmato 2 Portion. LICENSOR shall havc the right to
immediately terminate the portion(s) of the Agrecment relafing to any Property and/or Licensed

Product(s) and/or for any country in the Territory if LICENSEE, for any reason, fails to meet the
Produst Introduction Dates or the Initial Shipmeut Dates specified in Schedule A or, after the

~ commencernent of manufacture and sale of 2 particular Licensed Product in a particular country,

ceases to sell commercial quantities of such Licensed Product in such country for [number] )

consecuuve Royalty Periods,

C. Right to Tegrmnate oft Notice, This Agreement may be terminated by e1ther party

i upcm [number] ([#]) days written notice to the other party in the event of a breach of a material
-‘ provision of this Agreement by tho other party, provided that, during the {number] ([#]) days .
-='penod the breaching party fails to cure such breach

D. LICENSEE shall have the tight to terminate this Agreement at any time on

- [number] ([#]) days written notice to LICENSOR. In such event, all moneys paid to LICENSCR
" shall be deemed non-refundable aud LICENSEE's obligation to pay any guaranteed moneys,
" ineluding the Guaranieed Minimum Royalty, shall be aace]eraied and any yet unpaid guaranteed

moneys shall becotne immediately due and payable.

19, Post Termination nghts

A, Not less than [numberj ((#]) days prior to the expiranon of this Agrecment or

munedlately upon termination thereof, LICENSEE shall provide LICENSOR with'a complete
: -schadule of all mventory of Licensed Productz then on-hand (the “Inventory’). -

B. Upon expiration or termination of this Agreement, except for reason of a Breé.ch
of LICENSEE's duty to comply with the quality control or legal notice Marking requirements,

" LICENSEE shall be entitled, for an additional period of [number] ([#]) months and on a non-
~exclusive basis, to continue to sell such Inventory. Such sales shall be made subject to all of the

provisions of this Agreement and to an accounting for and the payment of a Royalty thereon.

.- Such accounting and payment shall be due and paid m(hm [rzwnber] [{£:3)] days aﬂer the close of
..the. sald [number] ([#]) mon’rh pcnod ' ,




received by LICENSOR under this Agreement Further, this mdemmty doas not caver any
modifications or changes made to the Property by LICENSEE. -

14,  Insurance
LICENSEE shall, T.hroughout the Term of the Agreement, obtain and rmaintain at its own
- costand expense froma quahﬁcd insurance company licensed fo do business in [.S‘tate], standard
_Product Liability Insurance naming LICENSOR as un additiona]l named I insured. Such policy

shall provide protection against any and all claims, demands and causes of action aisingoutof

any defects or failure to perform, alleged or otherwise, of the Licensed Products or any material
“nsed in conneetion therewith or any use thersof. The amount of coverage shall be ag speciﬂed in
: Schcdule A altached hereto. The policy shall provids for [number] (I#]) days nohce o
LICENSOR from the insurer by Registored or Certified Mail, return receipt requasted, in the
- event of any modification, cancellation or terminatien thereof. LICENSEE agrees to furnish

LICENSCR a certificats of insurance evidencing same within [manber] ((#]) days after
‘execution of this Agreement and, in no event, shall LICENSEE manufacture, dlstnbute or sell
' thc menssd Products pnor to mce‘ipt by LICENSOR of suah audence uf msurance .

15. Force Majcure ' . ' o -
Tt is understood and agreed that in the event of i act of the govemment, or war
conditions, or fire, flond or labor trouble in the factory of LICENSEE or in the factory of those
maunfacturing patts necessary for the manufacture of the Licensed Products, which prevents the
+performance by LICENSEE of the provisions of this Agreement, then such. nonperformance by
.. LICENSEE shall not be considered as-grounds for breach of this "Agrecment ‘and such
-~ ponperformance ghall be excused whtle the conditions herein prevml and for [number] ([#])
: mouths thereafier,

' 16. Junsdxctmn and Dlsputes '
. A, This Agneement ghall be govemed in accordance thh the Iaws of the State of
- State).

B. All disputes under this Agreement shall be resolved by the courls of the State of
[State] including the United States District Court for the [District] and the partics all consent to
the jurisdiction of such courts, agree to accept service of process by mail, and hereby waive any
Junsdxctmnal or verme defenses otherwise available to it

i7. Agreement Binding on Successors
_ The provisions of the Agreement shall be bmdmg upon and shall inure to the beneﬁt of
the parties heretp, their heirs, administrators, successors and assigns. :

18, Waiver
No waiver by either party of any def’ault shall be deemed as a waiver of | pnor or
subsequent default of the same or other provisions of this Agreement.

19.  Bcverability ‘
I any tenn, elauge of provmlon hereof ig held 1nv:alid or unenforceable by a cowrt of

moat a4 ii Fiia, on
compat uI.Ju..ubu.tuuuu, sucil .\ﬂ'\«"ﬂuﬂ.{w shall ot offect the ""’“'“"}’ Oor operat ation of my o other ferm,
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SCHEDULE A : S
- TO MERCHANDISE LICENSE AGREEMENT e
DATED [Date]
BETWEEN
o lvnww"Naﬁ'w; '
AND -
. [Licensee Name)

1. Licensed Properties

The following Licensed Propemes fonn part of this Agreement
[Property]

2. Licensed Trademarks . X
The following Licensed deemarlcs form part of thls Agreemem: *
[Trademarkv] : _

3. Lleensed Products ‘
The following Licensed Products form part of this Agreemcnt
[Licensed Products)

4, 'Ierritory

- The following countries shall constitute the Territory:
[Territory]

' 5. Term

- This Agreement shall cormmence on the date executed by both partles and shall extend for
an mmal Term of: , :

[/nitial Term} YEARS _
LICENSOR hereby grants LICENSEE [Numéber of Options] separately exercisable

options (the “Options™) to repew this Agreemcnt for additional [Option Term] year extendsd

Terms on the same terms and conditions provided for herein, provided:

(4) LICENSEE provides written notice of its mtemuon to exercise this Option within

- [number] ] {[#]) days prior to expiration of the then m—eﬁ“ect Term; and

(1)) LICENSEE shall have pad LICENSOR fotal royaIty income of at least [Optmn
Minimum] during the then in-effect Tenu.

6. Royalty Rate
o T ‘If“"ﬂ‘h}'S'ﬂﬁ ehall wnr ﬂnP 'Fnﬂmmno 'm\r alty rate
oyany 18lC,

[ ] :rum i ANTALW FT A

LRavdly .qtuwj_
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CHECKLIST; DRAFTING MERCHANDISB\TG LICENSE
AGREBMENTS . S

4 Identification of Parties

= Namms

»  Addresses
Definition of Property o
" ¢ Definition of Licensed Products
~» Fragmentation issues if cxcluswe
+ License Grant
» Exclusive vs, nonexclusive
» Definition of territory
* Reservation of rights L
+  Entertainment and merchandising rights =
» Sublicensing '
-+ Tetn of Agreement
+ . Options to renew :
+ Effectof commercxahzatton of property
¢ Compensation a
‘Royalty income _
Sublicensing income division
Royalty period defined
Net sales defined
- Royalty statements
Advance
Guarantssd minimum royalty
-~ Guaranteed vs. non-gnarantesd
When sale occurs
Sales to affiliates o
Receipt will not prevent subsequent challangs o
Acceleration ‘
Survival of termination
Currency
~ Interest
¢ Audit _
» Timing and notice
+ Underpayment =
= ‘Record retention

+*

" » & & = % ®
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Infringements

Party with initial right/secondary right
Cooperation ,

Responsibility for paymen
Responsibility for lead counsel

° Divisionofproceeds

[] » - L]

‘Goodwill

Indemnification

*  Product liability

* Infkingement

Insurance -

* Product liability

o Advertiser's '

Force Majeure

Jurisdiction and Disputes
Notice Provision

Nondisclosure and Noncompete -
Termination

+. On notice in event of hreach
* Byagent '

Binding on Successors

‘Waiver .
Independent Contractor
Severability

Assignability

Integration

Execution and Dating by Parties
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 Franklin Pierce Law Center .
- Advanced Licensing Institute 2004 T
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Introduction to

“Merchandl_smg” Defined

— “The licensing of a recognizable trac
copynght for use on ancillary or collate
products or services”

® The Sourc'e of Merchandlsmg Propertlés
— Character & Entertainment '
— Sports & Collegiate

— Celebrlty & Designer

— Corporate & Events




o

— Character & Entertamment

— Publishing |
— Non-Profit

— Corporate Marks & Brands
— Fashion
— Sports

- C.o_llegiate_ |

— Art I
~ Music

_ Others

$ _l.Obilli :
$ 890 million

$ 760 million
$ 160 million

$ 120 million
$ 45 million

$ 39 million

$ 35 million




® CorporateLmensmg, the fastes
segment of the hc_ensmg mdustry

® Leaders:
oca-Cola

— Harley Davidson
rysler Corporation




® Search Considerations W

— All-Class Merchandising Searches

- C0n51der Other Estéblished Uses
@ Yale for locks

e Harvard for software | e

® Intent to Use Trademark Applications
— Merchandising Classes, e.g. 9, 16,25, 28
— Protect Before You Publicize @~




The

® Type

S — Llcense vs. Asmgﬁment .
— Exclusive vs. Non-Exclusive .

@ Basic Terms
— Compensation (Royalty Rates, FOB Split)
~ Net Sales
_ Advanees

'\ ——' Guaranteed VS Non-Guaranteed Mlmmum

— Royalty Periods quarterly, yearly, monthly)
— Term of Agreement
— Licensed Temtory

e




The

. Insurance Provisions
— Product Liability
— Advertiser’s Endorsement

- Indemnification Provisions
— Product Liability by Licensee
— Infringement by Licensor

- Warranties
— Power to Enter Into Agreement
— Non-Infringement/Best of Knowledge & Belief




Royalty Rates and Minimums
— Domestic vs. FOB Royalty Rate
— Split Royalty Situation
— Minimum vs. Guarantee

Quality Control Provisions
— Multiple Approvals of Products/Packag
 Advertising | L

— Recourse for Failure to Comply




The erchandssmg Agreement

o Llcensor WlSh List:
- Retam all nghts or agree upon equlta b

_— Get licensee to commit to a guaranteed ' inum royalty
— Get highest royalty rate and advance as poss
— Protect against domestic subhcensmg
- Protect agamst FOB sales |
— Limit reps and Warrantles to “best of knowledge & 'be

- Cap llablhty o | |

. Tie mdemmty to reps and Warrantles |

» Must be final judgment
Cap on income received

— Build milestones to trigger terrmnatlon (1 e. Product
Introductlon Date, First Shipment Date or ceased sales)

— Deal only W1th a reputable company




® Entertainment/Character:

® Corporate Brands:

® Art

® Designer & Fashion
® Colleges & Events
® Professmnal Sports
® Non-Proﬁt

8-209

4-12%

3-15%

4-10%

7-9%
7-12%

4-12%




