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§ 1-9.107-5 Title 41-Pubfic Contracts, Property Management 

with paragraph (d) (1) in § 1-9.107-5 
(f): 

(3) An frrevocablel nonexclusive, roy
alty-free license in the inventions. in 
Which case para~~raph (d) of the Patent 
Rights c!r:.uscs in § 1-9.107-5 shall be 
replaced with par~graph (d) in § 1-9.-
107-5 (g) : or 

(4) An irrevocable. nonexclusive, roy
alty-free license in inventions construc
tively reduced to practice prior to the 
effective date of t.he contract, in which 
case paragraph (d) (4) of § 1-9.107-5(h) 
shall be added to the Patent Rights 
clauses in § 1-9.107-5. 

(f) Subcontracts. (1)' The policy ex
pressed in § 1-9.107-3 is applicable to 
prime contracts and to subcontracts re
gardless of tier. The appropriate Patent 
Hights clause prescribed by this subpart 
shall be included in aU subcontracts hav
ing as a purpose the conduct of experi
mental. developmcntal, or research work. 
In general, the Patent Rights clause in 
the prime contract, v,ith the exception 
of the withholding provision, will be ap
propriate for inclusion in such subcon
tracts. \Vhenever the prime contractor 
Or a subcontractor considers the inclu

; sion of the Patent Rights clause of the 
Pl'ime contruct jn a subcontract to be 
inconsistent with the policy expressed in 
§ 1-9.107-3, or a subcontractor refuses 
to E.ccept a Patent Rights clause in his 
subcontract, tl1e matter shall be referred 
to the agency contracting officer for rcso
lution prior to the award of the sub
contract. Upon such referral, the same 
considerations and procedures- foIlo~.ved 
by the contracting oflicer in selecting the 
Pa.tent Rights clause included in the 
prime contract shall be used in selecting 
the Patent Rights clause to be included 
in the subcontract. 

(2) Contractors shall not use their 
ability to award subcontracts as cc.)
nomic leverage to acquire rights for 
themselves in the inventions resulting 
from subcontracts. 

(g) Publication 0/ in.vention disclo
sures. The Patent 11:.ights clauses of 
§ 1-9.107-5 and § 1-9.107-6 specify in 
paragraph (e) (4) and (b) (2), respec
tively. that the Govcrnmc:nt may dupli
.catc and disclose invention disclo"urcs 
reported ur.dcr tlw contract. Ho,ycve"L", 
the publication of the information in 
an invcntion disclosure by any Pt'.rty 
before the filing- of a patent application 
may create a b~r to the filing of foreign 
patrnt llpplicat..iolls. The agency may re
strict the publication of such infonna-

tion by the contractor in order to pro ... 
tect the, interests -of the Governnicnt or 
the contractor in obtaining foreign pat
ents by adding the paragraph prescribed 
by § 1-9.107-5(1) (2) as a consecutivc]y
numbered paragraph after IXlrgraph (e) 
(4) of the clauses of § 1-9.107-5, and 
after paragraph (b) (2) of the clauses 
of § 1...,9.107-6. \Vhcre the contractor has 
been authorized to file foreign patent 
applications, the agency may desire to 
restrict its publication of the informa
tion in the related invention disclosure 
in order to protect the filing of such 
foreign applications by the contractor. 
In this event, the sentence in § 1-9.107-5 
(D (1) should be added to pal'agraph (e) 
(4) of the Patent Rights clauses in § 1-9. 
107-5, and to paragraph (b) (2) of Patent 
Rights clauses in § 1-9.107-6. 

(h) Deviations. Any departures from 
the policY, procedures, and clauses of 
thjs subpart shall be subject to the pro
visions of § 1-1.009. 

§ 1-9.107-5 Clnuscs for domestic con .. 
lracls (long form). 

(a) Patent Rights clause-Acquisition 
by the Government. When the agency 
has determined tllut a contract fans 
'ivithin § 1-9.107-4(a) (2), tIle followjng 
clause shall be included in the centract. 

PATENTS RIGHTS-ACQUISITION BY THE 
GO\'ERNMENT 

(a) Definitions. (1) "Subject Invention" 
means any In ... :ention or discovery of the 
Contractor conceived or first actually reduced 
to practIce in the cour"c of or under this 
contract, and includes any nrt, met.hod, proc
ess, lnac-hlne, nlanufacture, desIgn, or com
position of matter, or any new and useful 
imprO\·ement thereof, or il!ly variety of plant, 
whldl is or may be patentable under the 
Patent Laws of the United States or AmerIca 
cr nny foreIgn country. 

(2) "Contract" means any cont':"act, ngree
r.'wnt, grant. or other arrangement, or sub
contract entered Jnto witll or for the benefit 
or'the Go\'ermnent where a. purpose of tIle 
contract Is the conduct-of experimental, de
velopmental. or research work. 

(3) '·Stat.es and domestic municipal cov .. 
ernments" m~allS the States of the UnIted 
States, tbe District of Coltunbla., Puerto RIcO, 
the Vir!~ln Islands. American Snmoa, Guam, 
the Trust Tcrrl tory of the Pacific Islands, 
nnd a:1Y poUtlen} subdivision and agencies 
thereot. 

(4) "Go\'ernmcnt agency" Includes nn ex
ecut!\'e department, inde-pendent carnnl!!>" 
SiOll, board, onlce, ngC'n('y, administration, 
authorIty, GOyerllnwilt corp(lratloll, or other 
G~)VNmllcllt establishment of the execuUvo 
branch of the Government at the United 
Stntes of America.. 
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Chapter l_Fcderal Procurei· 

. (5) "To th~:polnt of practical :1-1"' 
means to Dlanu(acturc In the C~lS~' 
position or product., to practice ,., 
of a process, or to operatc In t.:_:" 
machIne and under su('.h CO!llllr: 
establish that thc Im·cntlon 1:; tx;' 
and that 1ts benefIts are reasQ!:f1:';:' 
hIe to the public. 

(b) Alloca.tion 01 principal rip.': r· 
sfgnmcr..t to the Goz:ernmcnt. TI~(' '_. 
agrees to assIgn to the GO\'ern:~,c: 
tire rIght. title, and intercst tl1,(": 
world in and to each Subject In'.: 
cept to the extent that rlgh:'s [1.; •. ,: 

by the contractor under pamgn;< 
and (d) of thIs clause. . _ . 

-'-p)·-·Oreater rig}l.ts determ.tna;:: 
Contractor or thc employee-ln;;C" 
authorization of the Contractor- : ... 
greater rights than the 110l:exc!t:.:-:' 
provided In paragraph (d) OI ;:; 
tn accordance with the procedu::-e "-
of 41 CFR 1-9.109-6. A request [0, 
nation whether thc Contractor 0:' 
ployee-lnventor is entitled to. 1."::", 

greater rights lr.ust be ,subm':.i:,: 
Contracting Officer at the time OJ· 

disclosure of the in\·enticIl pur$l.:~:
graph (e) (2) (i) of this ~lntlSe, c:.
than 3 months tllereafter, or Sl:~ 
period as may be authorized by tr.:;. . 
lng Officer for good cause shr,','::1 .. : 
by the Contractor. The info::'!'!",·,: 
submitted for a greater rights dE:~':;: 
1'3 specified in 41 CFR Idl.109-G. :..: 
.minatIon of greater rights l.md·~;: 
tract normally shall be subject :':1-.,: 
(c) of this cbuse and to the re~e:-;:·' . 
conditions deemed to be app.cpr::c 
agency. . 

(0) Minimum rights acqUlred 0:,1 
ernment. With respect to e",ch S',:' 
ventton to whIch the Contrac~or ,.:,:.-' 
clpal or exclusive rlbhts. the cor:_tr2.-

(1) Hereby grants to the Go':,,: 
nonexclusive, llontransferable, r~-'~ 
cense to mate, usc, and sell e~ch' E;. 
ventlon throughout the wO'ld by r_,: . 
of the Government ot "he United S'. 
eluding any Government agency! !"., 
and domestic municIpal governrr.e:.· 

(2) Agrees to grallt to rcspo:·,s:: 
cailts. upon reque!;t of the Gove,r!.;',·. 
cense on V!rms that are reason[l,r>:~ , 
circumstances: 

(1) Unless the Contractor, his 1:c· 
his as~lgnee demonstrates te· the Gc·, 
that clIccUve stcps have been ta~:, 
3 years n!t.e. a. pn.tt'nt L<;suCS on sur" 
tion to brIng the inventlon to til':: 
practical appHcntion, or that the ~, 
has been made avallnble for lIccnr;i ,,' 
free or on terms tl1at nrc rea50IJ:;.',· 
clr.:<umstnnces, or can show eau'';~ 
prtncipal or exchlslve rlf~hts shell: 
ta,lnC'ti for n !luther period of Urr.e: 

(11) To the extent thnt tho In', 
required for pubI1c woe by gove,;:l!~" 
ulntlons or ns may be ucces!"ary tl) f':' 
11e healtb. safety or welfare neet!: 
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rr the contractor In order to pro~ 
fie interests of the Government or 
mtractox in ohtaining- foreign put
lyadcV' I tlC paragraph prc;;cribcd 
:-!UO~,,-,,_ ,-,;'(2) as a conscculiv(:ly
ered parat~raph after pal'gmph (e) 
f the clauses of § 1-9,107-5, and 
paragraph (b) (2) of the clauses 
-9.107-~. Where the contractor has 
aU,thonzcd to file foreign patent 
:a,tI.ons. the ag-ency may desire to 
~t Its publication .of- _ t:he In~orma
n the related invention disclosure 
:fer to protect the filing of such 
n applications by the contractor, 
s event, the sentence in § 1-9,107-5 
. should be added to paragraph (e) 
: the Patent Hights clauses in § 1-9, 
: and to paragra}Jh (b) (2) of Patent 
s clauses in § 1-9,107-6, 
Deviations. Any departures from 

~licy. procedures, and clauses of 
Llopart shall be subject to the pro
sof § 1-1.009. 

J07-5 Clauses Cor domestic con
'-"acts (loug form). 
Patent Rights clause-Acquisition 
e Government. When the agency 
retermined that a contract falls 
• § 1-9.107-4(0) (2). the following 
~'shall be included in the contract. 
tENTS RIGHTS-ACQUISITION BY THE 

GOVERNMENT 

;Dejin£t!ons, (1) "Subject Invention" 
~ any inventlon or discovery of the 
~tor conceIved Dr first actually reduced 
ctice In the course of or under this 
ct, and:,!nc1udes ally art, method, proc
achine, mant;facture, deSign, or com
~'!l of mat',;er, or any new find useful 
lement thereof, or any varIety of plant. 
ts or may be patentable under the 

,~' Laws of the Untted States of America 
i toreign coun try. 
r'Contract .. means any contract. agrce_ 
igrant, or other arrangement, or sub
et entered Into with or for the benefit 

:1 Governmcnt whcre a -purpose of the 
;c-t Is the conduct of experimental, de
~ental. or rescarch work, 
:"States and don,lcstlC municipal gov
nts" means the States of the United 
~ the Oistrlct of ColumbIa, Puerto Rico, 
:rgln Islands. Amerlco.n Samoa, Gu:\m. 
rust Terri tory of the Pacific Islands, 
Ily poUtlcal subdivision and agencIes 
~. 
~'Governmcnt agency" Includes an ex
~ department. indcoendent com mis
board, omce, agcncy, administratIon, 
rJty, Governm('nt corporation, or other 
:lment establishment ot the executive 
1, oC the GovCt'ument of the United 
:o{ America. 

, 
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Chapter l-Fcderal Procurement Regulations § 1-9.lIi1-5 

(5) "To thc point.of pmctlcn.l nppllcatlon" other publlc purposes stipulated In this 
menns to mnnufacture In thc case of a com- contract; 
pOSItion or protluct .. to practice In the co.se (3) Shall submit writtcn rcports at rea~ 
of a process, or to opcrale in the en:::e or 1\ sOllable Intervl\ls upoa rcque:::t of the Gov
mnchine and ul.\((cr such comlll\nn~ [\.5 to, ernment durinL~ the term.of the pntent on 
esto.bl1s11 that the Invention Is bl'tllG worked the Subject Invcntlon re!~rt.rdlng: 
Rnd thnt its benefits arc reasonably Ilccessl- (1) The commerctal U~e thn.t Is being made 
ble to thc publiC. or Is intended to be made. pi ~he -lnvclltiQn; 

(b) Allocation of principal rights. (1) As- and' . 
3fgnmcnt to the G01'cf/wlcnt. The Contrnctc-r (It) Tllo steps taken by the Contractor or 
agrees to as:;lgn to the Gm'cnnl\cnt thc en- his transfcree to brln~ the invention to the 
tire right. title, and intNC':::t throughout the point of pro.ctlcal o:ppitcn.t1on or to make the 
world tn antl to, each SubjCct Inveiltion. ex- inventioll avallable for licensing; 
cept "to -the -extent -that- rIghts tlrc -retained (4) Agrees to refund o.n'\"' amounts recei\'ed 

i","~b~Y~tjh~elc!c~o~n;t~r;;"c:e;to~r~U'l';'d~C,r,,",Pra~r"n~g:~r'~"P"ti<h~S..,( b~) F( .. 2e) ~,as royu 1 iy Charges on any' Sub j(.'ct Invention and (d • <: in procurements for or on behalf or the Go\."-
G'rcatcr rig/; ts ( ernmcnt nnd to provide for that refund in 

Contractor 01' the C'll1ployC'C'-invcntor with ny instrument transferring rIghts to ally 
authorization of the Contractor may retain arty In tile in\'entloll; and 
grea.tcr rlr>'hts t:Hl.ll the nOl~e:.;:cltlsln; license ., (5) Agrees to provide for the Govern· 
provided in paragraph (dl of ·thls clause ent's paid-up license pursuant to pnra-
in accord:tnce wIth the procedure and criteria graph (c) (1) of- this clause in anv instru-
of 41 CFR I-D,109-6, A request for dctennl- ment transferring rIghts in a Subject Invcn-
nation whether the Contractor or the em- tion and to provide for the granting of 11~ 
ployee-inventor is entitled to retain such censes as required by (2) of this clause, and 
greater rights must be submitted to the for the reporting of lttl11zation information 
Contracting Officer at the time of the firs as required by paragraph (c) (3) of this 
disclosure of the int'ention pursuant to para cla.use whene\'er thc instrument transfers 
graph (e) (2) (i) of this clause, or not lat principal or exclusivc rights In any Subject 
than 3 months thereafter, or such long Invention. 
period as may be authorized by the Contrac 
tpg Officer for good cau!Oe shown in \-vritln Nothtng contained in thts paragraph (c) 
by the Contractor, The informatIon to b shall be deemed to grant to the Go\'ernment 
submitted ior a greater rights determination any :rights with respect to any invention 
Is specified in 41 CPR 1-9.109-6. Each deter- other than a Subject Invention. 
minatton of greater rights under this can· (d) Minimum rights to the Contractor, (1) 
tract normally shall be subject to paragraph The Contractor reserves a rel'ocable, nonex· 
(e) of this cl3.use and to the resenations and clusive, royalty-free license in each patent 
condItions deemed to be appropriate by th appllcation filed in any country on a Subject 

aency. Invention and any resulting patent in which 
(c , acqmrc y_t~Gov~ the Government acqUires title. The license 

ernmcnt. w.ith.....l:esp-et---t"O-caeiYoubject In- shall extend to the Contractor's domestic 
vention to which the 'Contractor retains prin· subsidiaries and affiliates, if any. within-the 
cipal or exclusive rights, the Contractor: corporate structure of which the Contractor 

(1) Hereby grants to the Government a is a part and shall include the right to grant 
nonexclusive, nontransferable, paid-up 11- sublicenses of the same seope to the extent 
cense to make. use, and sell each Subject In- the .contractor was legally obligated to do so 
ventlon throughout the world by or on behalf at the time the contract was awarded. The 
at the Government ot the United States (1n- license shall be transferable only with ap~ 
elUding any Government agency) and States pro .... ·al of the agency except when transferred 
and domestic municipal governments; to the successor of that part of the Contrac-

(2) Agrees to grant to responsIble appll- tor's business to which the invention per-
cants, upon request or the Government, a. 11- talns. 
cense on terms that are reasonable under the (2) The Contractor's nonexclusive domes-
cIrcumstances: ttc license retained pursuant to paragraph 

(I) Unless the Contractor, his lieensee, or (d) (1) of this clause may be revoked or 
hls assignee demonstrates to the Government modified by the agency to the extent neces-
that effecth'c steps have been taken within sary to achieve expeditious practical appl1ca-' 
3 years atter a patent issues on such Inven. tion or t.."1e Subject Invention under 41 CPR 

,tlon to brIng the invention to tIle point of 101--4.103-3 pursuant to an appl1catlon for 
practical application, or that the invention exclusive license submitted in accordance 
has been made avaUable for llcenslng royalty- with 41 CPR 101-4.104-3. This Ucense shall 
free or on terms that are reasonable in the not bc revoked In that field of use and/or 
clrcumstances, or can show cause why the the geographical areas tn whIch the Contr:lc
prIncIpal or exclusive rights should be re- tor has brought the invention to the point 
ta,ined for a further perIod ot' time; or or practical appl1catton and contInues to 

(11) To the extent that the tnvention Is make the benen ts or the invention renson-
required for public use by governmental reg- ably acccssible to the publiC. The Contrac~ 
ulatlons or as may be necessary to fu1ftll pub- tor's nonexclusive lIcense- in any foreIgn 
lie health, sn!cty or welfare needs, or tor country reserved pursuant to pa.ragraph 
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§ 1-9.107-5 Tille 41-Public Contracts, Properly Management 

(d) (1) or this clause mny be revoked or mod': 
Hied a.t the discretion or the ng-cney to the 
extent the Contractor or his domestic sllbsld~ 
larlcs or affillat()s have fuiled to achIeve the 
prttct1cnl application of the in.vention in that 
foreign country. 

(3,- Berote modlficntlon or revocation of 
the license, pursuant to par.1.graph (d) (2) or 
thls clause, the agency shaU furnish the 'Conw 
tra.ctor a. written notice of 1ts Intention to 
modify or revoke the license, nnd the Con_ 
tractor shall be all owed 30 days (or such 
longer period as may be -authorized by the 
agency for gOOd cause shown In writing by 
tho Contractor) after the netlce to show 
cause why the license should not be modified 
or revoked. The Contr.<!ctor shall have the 
right to a.ppeal. In accordance with pro
cedures prescrIbed by the agency. any deci
sion concernIng the modification or revoca
tion of his license. 

(e) Invention, identification, disclosures, 
and reports. (1) The Contractor shall estab
Ush and maintain active and effective pro
cedures to ensure that Subject Inventions 
are piomptly identified and timely dIsclosed. 
These procedures shall include the main
tenance of laboratory notebooks or equiva
lent records and any other records tha.t are 
reasonably necessary to document the con
ception and/or the first actual reduction to 

_,_ practice. of subject Inventions. nnd records 
'iv-hlch show that the procedures for identify
ing and disclosing the inventions are fol
lowed. Upon request, the Contractor shall 
fUrnish the Contracting Officer a descrIption 
of these procedures so that he may evaluate 
and determIne theIr effectiveness. 

--- (2) The Colltractor shall furnish the Con_ 
tz-acting Officer: 

(1) A complete technical disclosure for each 
Subject Invention within 6 months after 
conception or first actual reductIon to prac
tice ~"hlchever occurs first in the course of or 
under the contract, bu.t in any event prIor 
to any on sale. public use, or publlcaUon of 
such In\'entlon known to the Contractor. The 
disclosure shall IdentIfy the contract and in. 
ventor and shall be sufficiently complete in 
technlefil detaIl and npproprlatcly 1llustrated 
by sketch or diagram to convey to one skIlled 
In the art to which the invention pertains a 
clear understandIng of the nn.ture, purpose, 
operntlon, and. to the extent known. the 
physical. chemkal, bIological. or electrical 
characteristics of the InvenLlon; 

(111 Interim reports I at least every 12 
months from the dn.te of the contract llstlng 
Subje-ct InventIons for tllat pcrlod arid ecrU
fying that: 

(A) The Contractor's procedures for iden
tifying and dl.!;cIoslng Subject Inventions as 
rcquIr<:>d _by this p3.rn~rnpl1 (e) have been 
followed throus-hout the reporting perIod; 
and 

(D) All Subject Inventions have been dis_ 
closed or thnt there are no such inventions; 
and 

, Agency may specify torm, 

(111) A final report 1 within 3 months after 
complet.ton of the contract work, llsting all 
Subject Inventions or certIfyIng that there 
were no such inVentions. 

(3) The Contrnctor shall ob~flfn patent 
agreements to effectuate the provIsions of 
this clause from nU persons In his employ 
who perform any part of the w_orl ... under this 
contract except nontechnical personnel, such 
as clerical empioyees and m.anual laborers, 

(4) The con"tractor agrees that the Gov
ernment may duplicate and disclose Subject 
InYention disclosures and all other reports 
and papers furnIshed or required to be fur
nIshed pursuant to this clause. 

(f) Forfeiture 01 rights in unreported Sub· 
feet Inventions. (1) The Contractor shall for
feIt to the Government all rights in any 
Subject Invention which he faUs to dIsclose 
to the ContractIng Officer within 6 months 
after the time he: 

(i) Files or causes to be filed a Un1ted 
States or foreIgn appllcation thereon; or 

(li) Submits the final report required by 
paragraph (e) (2) (iU) of this clause. which
ever Is later. 

(2) However, the Contractor shall not for
feit rIghts in a Subject Invention If. within 
the time specified In (1) (1) or (1) (11) of 
this paragraph (fl, the Contractor: 

(1) Prepared a written decision based upon 
a review of the record that the invention 
was neither conceived nor first actually re
duced to practice in the course of or under 
the contract; or 

(11) Contending that the Invention is not 
a Subject InventIon, he nevertheless dis
closes the Inyention and all facts pertinent 
to his contention to: the contracting Officer; 
or 

(lU) Establishes that the failure to dls
dose dId not result from his fault or 
negligence. 

(3) PendIng written assIgnment ot the 
patent appllcations and patents on n Sub
ject Invention determined by the contracting 
Officer to be forfeited (such determination 
to be a final decIsIon under the Disputes 
Clause), the Contractor shojI be deemed to 
hold the Im'ention and the patent nppUca
tions and patents pertaIning thereto In trust 
for the Goyernment. The forfeIture provision 
of thIs paragraph (f) shall be In nddHton to 
and shull not superl>l'de ·other rights nnd 
remedies which the Gm'ernment may have 
with respcct to Subject II1.\'ent1ons. 

(g) E.ramination 01 records relating to 
inventions, (1) The Contracting Omcer or 
his uuthorizcd representntive until the ex
piration of 3 yenrs nfter final payment under 
this contract shall have the rIght to exnmlne 
nny books (IncludIng laborntory notebooks), 
recordf>, documen ts, fOld other supporting 
data- ot the Contractor whIch the Contract
In~ Officer rea~onnbly deems pertinent to 
the discovery or identificatIon ot Subject 
Invention!'> hi rlctt'rmin" ('ompHance with 
the reqtlircm('uts ot this clattse. 

(2) '111e contrnctlnr; Officer shaH have the 
r1ght to review nIl books (1ncludlng labora ... 
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tory notebooks), records and c.,.~ 
the contrnctor relnting to the c-. 
first actunl reductIon to prac: i 

Uons III tlle same Hcld of tcC!'.,'~. 
work under this contract .c. 

whether any such Invent1~n5, .. 
Inventions if the Contracto~ ro.;~ 

to(1) Establish tile procedures c
(e) (1) of this clause: or 

(it) Maintain and follOW such 

~ It· (1Il) Correct or eUm ns.: f>. 

deficiency in the procedure", \', 
(30) days after th.e contracttn~ 
ties the Contractor of such a d.:-.: 

(h) Withholding of Pl!Y7HC~:. 
cable to subcontracts). (1) A,.; 
final pa\'Il1.ent ot the arno,me. 
tract. the contracting Off:.?c:. 
deems such action \'.rarranteo. " 
ment unti!. a reserve not ex~.{:;~ 
or 5 percent of the amount C.I.. 

whichever is less, shnll have l~ 
if In his opinion the contraetc.! 

(1) EstabIlsh, maintain, !'.D.-....l 

t1ve procedures for identifY::_:'.~ ~ 
.tng Subject Inventions pU."C-._' 
graph (e) (1) of this clause; c.-: 

(11) Disclose any subject, I.::.. 
suant to paragraph (e) (2) (1J c: 
or 

(1Il) Deliver acceptable ::.~.-~-
pursuant to paragraph (e) l":. 
cla.use; or , 

(1v) provIde the tnform:;.::,·"":' 
subcontracts pursuant to pr.,D.;;;-: 
this clause. 

The reserve or balance s"hf:.!l 
until tho Contracting Olflccr !" 
that the Contractor has rc~::-.: 
deficIencIes exist and has G€.':. 
ports. disclosures, and other ~:~: 
quired by this clause. 

(2) FInal payment unde:'· . 
shall not be made before the C 
Uvers to the contracting Of~
sures of- Subject InventlcT:s 
paragraph (e) (2) (1) of t1!l5. L ~ 
acceptnJ)le final report purs\l'-' 
(lH) of this claUse. 

(3) The Contracting Office:· 
discretion, decrcaso or Iner,,:,' 
wIthheld up to the max!rll"t,: 
abo\'e If the contractor I;;; ;->. 

ganIz~tlon the mnxltnt1m nmr~ 
be wlt11held ·under this p~n,;;: 
exceed $50,000 or 1 perccn - ~~ .. _ 
thl;. contract whIchever Is ' ... 
sholl be withheld under thl~ p: 
thG amount speclHed by t:l: 
beIng withheld under othcr pr~: 
contrnct. The wlthholdlnf~ O! 
or Sub~;cq\lent payment tl~c:-'~ 
com;trtlcd as. n. waiver or a'I.Y, 
to tho (11)VCrnOlent under V.·.: 

(1) subcontracts. (1) For '. 
thIs pnmgrapll the term 
menns tho part.y (;.wnrdlng a);': 
tho term "subcontrncwr" IT,t 
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~ flnal report 1 within 3 months nrter 
Ion of the contract work, lJ.'>tlng all 
Inventions or ccrtHylng that there 

SUch _~r "tions. 
he Co\ -u)r shall obtnJn patent 
nt.'J to 'o,;,lcctuatc the provisions ot 
use from all pcr~ons hl hi:; employ 
rortn any part of the work UIHlcr thts 
~ except nontechnical personncl, such 
al employees and mn.ILllnl laborers. 
he conunctor n!~rccs that tlH! Gov
~ may dupIlcate and db-;('i(l[;e Subject 
In dIsclosures, n_mi_ nil _other_ reports 
~rs fUrnished or required to be' fur'
i)ursunnt to this Clause. 
orle.itUTC 0/ Tights in unreported Sub
entlO7ts. (1) The COllttfLctor shall for
the Ggvcrnment all rights in lmy 

.. Invention which he faUs to disclose 

.. ontractlug Otnccr Within 6 months 
e time he: 
llcs or Causes to be filed n United 
.r foreign application thereon; or 
:Ubmlts the final report reqUIred by 
Fh (0) (2) (111) ot thIs Clause, whlch
,a.ter. 

[owever, the Contractor shall not for
ltS in a SUbject Invention if, within 
lO specified in (1) (i) 01' (1) (11) of 
'agraph (!), the Contractor: 
repared a written deciSion based tlpon 
'I{ of the record that the invention 
ther conceived nor first actually re
o practice in the course of or under 
~ract; or 
~ontendlng that the inventIon is not 
~et Invention, he neycrthelcss dls
he invention and all facts pertInent 
I)ntentlon to the Contracting omcer; 

Establishes that the fallure to dis
Ud not result from his fault or 
lee. 
'ending wrItten assIgnment of- the 
appllcat-!o.t'lS and patents on a Sub
cutlon de termined by the Contracting 
to be forfeited (SUCh. determination 
" final decision under the Disputes 
• the Contractor shall be deemed to 
e 1nvention and the patent appUca
ld patents pertaining thereto in trust 
Government. The forfeiture provision 
paragraph (t) Shall be in addition to 
(1:11 not super:::Cde othcr rights and 
:s which the Government luay have 
spect to SUbject Inventions. 
:xamination 0/ rccord.'t Telating to 
'ns. (1) TJ:;e Contracttn~ OtT!ccr or 
horlzcd representative t1l1tll the ex
I of 3 years after finn.l payment under 
ltract shall hnve the right to examine 
~ks (inClUding laboratory notebOOk!;), 

docttn1.ents, and othcr snoporttng 
the Contractor Which the 6ontrn.ct

.lcer reasOnubiy deems pertIncnt to 
1C0 ... ery or Ident1flcn.tion of Subject 
on5 to determine compliallce wah 
ulrcments or this clause. 
i"ho Contractlng Officer :;hnll hnve t.he 
() review all books (inClUding Inborn, .. 

( 

,on" 

" PC" 
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tory notebooks}, r(>cords and dOCUUlC'nts or 
the Contractor reh\t1nt~ to t.he COllcC'ptton or 
first nctun.l reduction to pmct.tce of tn\'C'n
tlO)ls ill tllC sn.tnc· 'lidd or t(,CilllOIl)!~y n:-; the 
work under this contmct to dctcnnlnc 
wllethcr any such in\'entlon:; nrc l:3ubJ<'ct 
Invcntions 11' the Contmctor refuses or :(t\l1s 
to: 

(1) h"'stubllsh the procedures of paragraph 
(0)(1) ofthlsclausc; at' 

(11) MaIntain o.m\ folloW stich procedures; 
or 

(111) Correct or ellmtno.te any ma.tcrio.l 
deficiency in _ the procC'durcs within thirty 
(30) days after thc Coiltractlng- Dmcer lloti
fles the Contractor of stich t\ dedciency. 

(11) Withholding 0/ payment (Not appli .. 
cable to Subcontracts). (1) Any ttme before 
final pusm.cllt or the nmount. or this con
tract, the Contracting Officer may, tr he 
deems such action warranted, withhold pay
mcnt untU a rcseryc not cxceeding 550,000 

'or 5 percent or the amouut or this contr(\ct, 
whichever Is less, slmll h::l.ve been set aside 
1! in his opinion the Contractor fails to: 

(1) Estnbl1sh. m:\tntatn, and follow effec
tive procedures for identifyIng and disclos
ing SUbject InvenUons pursuant to para
gra.ph (e) (1) or this clause; or 

(11) DIsclose any Subject In\'entton pur .. 
suant to paragraph .(e) (2) (i) ot this clause; 
or 

(Ul) Deliver acceptable interim reports 
purst\ant to paragraph (e) (2) (11) of this 
clause; or 

(tV) Provide the information regarding 
subcontracts pursuant to paragraph <i) (5) or 
this clause. 

The reserve or balance shall be withheld 
untU the ContractIng Officer has determined 
that the Contractor has rectified whatever 
deficlenci-es exist and has dellvered p.ll re
ports, disclosures, and other information re
quired by this clause. 

(2) FInal paymcn t under this contract 
shall not be made before the Contractor de
livers to the Contracting Officer all disclo
sures of Subjcct Inventions reqUIred by 
paragraph (e) (2) (1) of this clause, and an 
acceptable final report pursuant to (C) (2) 
(111) of this clause, 

(3) The Contracting Officer may, in his 
dlscretlon, decrease or increase the sums 
wIthheld up to the maxImum authorized 
above, If the Contractor Is a nonprofit or
ganization the maximum amount that may 
bo withheld under thls p:l.l'agraph shall not 
exceed $50,000 or 1 percent of the nmount of 
thIs contract whichever Is less. No am_ount 
shall be withheld under thIs paragraph wIllie 
the amount speclned by th11; paragraph Is 
being wIthheld under other proviSions of the 
contract. The withholdIng of any amount 
or subsequent paymcnt thereof shall uot be 
construed as a waiver of ar.y rights accruIng 
tG. tho Government under this contract. 

(1) Subcontracts. (1) For the purpose or 
this par(l.graph the term "Contr~tor" 
means tho -party awarding 1\ subcontrnct and 
the term "Subcontra.ctor" means the party 

being awarded a su ',:on.f'ract, regardless ot 
tier. ~ 

(2) Unless otherwl::;o ButhQrlzed or di
rected by tho Governml'nt Contrncting 
Omcer. tho Contractor shull lu('.ludc thiS 
Patent IUr,hts clause modtned to identl(y the 
p(\rtic~ In any subcontrnct hereunder if a 
purpoSQ of the sulJcontract h> the conduct or 
expcrlm.en tal, devclopmental, or research 
work. In the evcnt of refusal by a tiubcon
tractor to nCl.:ept th\..'! cl£l.u.sc, or If in. the 
opinIon of the Contmctor thIs Cla\lSe is In
consistent with UW polley set forth in 41 
CPR 1.-9.107--3, the Contractor: 

(i) Shall promptly, subm.1t _ a written 
nottce to the Government Contracting-Officer 
settIng forth rcasons for the Sllbcon tractor's 
refusal and other pertinent information 
wh1ch may expedite disposition or the 
matter: and 

(il) Shall not proceed with the subcon
tract wIthout the written authorization ot 
the Government contract.lng Omcer, 

(3) Tho Contractor shnll not; In any sub_ 
contract or- by using a subcontrnct as con
sideration therefor, acquire any rights in his 
Subcontractor's Subject Invention for his 
own usa (as distinguished from such rights 
as may be required solely to fulfill his con
tract obltgatIons to the Government In the 
perrOrlU£\nCe of thIs contract). 

(4.) All invention disclosures, reports, in
struments, and other 1nfonnation required 
to be furnished by the Subcontractcr to the 
Government Contracting Dmcer under the 
provisions of n Patent RIghts clause in any 
subcontract hereunder m.ay, in the discretion 
of the Gover:runent ContractIng Orricer, be 
furnished to the Contractor for transmiSsion 
to the Government ContractIng O.ncer. 

(5) Tho Contractor shall promptly notify 
the Government Contracting Office!' in writ
Ing upon the award of any subcontract con
taining a Patent Rights clause by identifying 
tho Subcontractor, the work to be per
tonned under the subcontra.ct, and the dates 
of a\vard and estimated completion. upon 
request of the Government Contract.ing 
Officer, the Contractor shan furnIsh a copy 
of the subcontract. If there are no subcon
tracts containIng Patent Rights Clauses, a. 
negative report shall be included in the final 
report submitted pursuant to paragraph (e) 
(2) (111) of this clause. 

(6) Tho Contractor shall identify all Sub
Ject InventIons of the Subcontractor of 
which ho acquires knowledge in the pcr
formance of this contract and shall notify 
tho Government Contracting Officer 
promptly upon the identification of the 
inventions. 

(7) It is understood that the Government 
is a third party beneflciary of any subcon
tract clause granting rights to the Govern
ment in Subject Inventions, and the Con
tractor hereby assigns to the Government aI, 
rights that he wOtlid ha':e to euforce 
tho Subcontractor's obltgatlons for the bene
nt or the Govcrnmcnt wIth res,!)ect to Sub
ject Inventions. The Contractor shall not 
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§ 1-9.107-5 Title 41-Public Contracts, Property Management \\': \ 
be obllgntcd to Cl force !the ngrcements ot the GO'I.'crnmcnt) and such other p~pers as 
any Subcontractf)r hcrcll 'ldcr rclf\Ung to the nr~ dr.r:mr-ri n~cessnry to vest In tho Govern

rObl1gatiOns,or the tubcQJ,tractor to the GO~ ment tlle enUre right. title, and Interest to 
( crnmcnt 1n reranl t .... _~OJcct Inventions. \cnablc the Government to apply for and 

'" 

(b) Patent Ri(]hts clause-Retention iProscc.ute patent nppllcat.lons cO\'erll~g the 
by II Cit' "'h tl I /lllvcntlon In this or tho foreign country 

lC . 011 rae or. \'V en le agenc~ l~S . respectively, or otherwIse establish its own~ 
'determmed that a contract falls wlthm ershlp of the InventIon. 

§ 1-9.107-4 (a) (3), the Patent Rights (J) Filing 01 domestic patent applications. 
clause in § 1-!).107:::5(a) shall. be in- (1) With respect to each Subject Invention 
eluded in the conLract, except that the In which the Contrnctor elects to retain do
name of the clause shall be changed to me-sUc rights pursuant to paragraph (b) of 
"Patent Rights-Retention by the Con- this clause, the Contractor shall have a. do
tractor", paragraPh (b) of that clause mestlc patent nppI.icat1on filed wIthin 6 
shall be replaced by the following para- ~onths after submISSion of the inventlon 

. . dIsclosure pursuant to parngraph(e) (2) (1) 
g~aph (b), and the followmg paragraphs of this clause or such longer perIod as may 
(J) and (k!_~~g.J?g.f.l.dq~<l.:_ be approved by the ContraCting Officer for 

(b) Allocation Of principal Tights. (1) The good cause shown In. writing by the Con
Contractcr may retain tIle entIre rIght, title, tractor. \Vlth respect to the ill'lrentlon, the 
and Interest throughout the world or in a.ny Contractor shall promptly notify the Con-
country thereof in and to each Subject In- trnctIng Officer of any decision not to file an 
ventIon disclosed pursuant to paragraph (e) appl1catlon. 
(2) (1) of thIs clause, subject to the rIghts (2) For each Subject Invention on whleh a 
obtained by the Government in paragraph patent applIcatIon Is filed by or on behalf 
(C) ot this clause. The Contractor shall in- of the Contractor. the Contractor shall: 
elude with each Subject Invention disclosure (1) WithIn 2 months aiter the filing or 
nn electIon as to whether he w1l1 retain the withIn 2 months after submission of the 
entire rIght, title, and interest In the Inven- invention disclosure if the patent applica
tion throughout the world or any country tlon previously has 'been filed. deliver to the 
thereof. Contracting Officer a coPY of the appl1catton 

\

'J (2) .IS. ubJect to the llcense specified in para- as flIed including the filing date and serIal 
graph (d) of this clause, the Contractor number; 
agrees to. convey to the Government, upon (11) Include the followIng statement In the 
request, tne enttre domestic r1ght.- title, and second paragraph at the specificatIon of the 
interest in any Subject Invention when the application and any patents 1ssued on a 
Contractor: Subject InventIon, "The Government has 

(1) Does not elect under paragraph (b) (1) rIghts in this imrentton pursuant to Contract 
ot this clause to retain such rIghts: or No. ------- (or Grant N9· ---____ ) awarded 

(11) Fails to have n. United States patent by (identify the agency) :'; 
appllcatlon filed on the invention in accord- (Iii) Within 6 months after fil1ng the ap": 
snce with pro.ragmph (j) of this clause, or plicatlon or withIn 6 months after submIt
decIdes not to continue proSeCtltlon ot such ting the invention disclosure if the appltca
applIcation; or tion has been filed prevIously, dellver to the 

(111) At any tIme, no longer desires to re- Contracting Officer a duly executed and ap-
tain title. proved instrument on a form specified by the 

(3) Subject to the l1cense specified in para- Government fUlly confirmatory of all rights 
graph (d) of th1s clause, the Contractor to which the Government Is entitled, and 
agrees to convey to the Government upon prOvide the agency nn Irrevocable power to 
request the entIre rIght. title, Rnd Interest Inspect and make copIes ot the patent sp
In nny Subject InventIon in any foreign pllcatton filed; 
countrr If the Contractor: (iv) Prm·ide the Contracting Officer with 

(t) Does not elect under paragraph (b) (1) a copy of the patent withIn 2 months after 
of thIs cinuse to retaIn such rights .in the a patent Is issued on the applIcation: and 
country; or (\') Not less than 30 days before the ex .. 

(II) Falls to have n patent application filed plration of the response perIod for any fiC-
In the country on the luvention In accord- tton requIred by the Paient and Trademark 
ancc Wltll parng-r:1ph (k) of this clause, or Ofilce, notHy tho agency of any decisIon !lot 
decides not to continue prosecution or to pay to continuo prosecutlon of the appllcatlon 
finy maintenance fees coverIng the llwentlon and delh'er to tho agency executed Instru .. 
'1'0 n\'oict forfeIture of th~ patent nppllentio~ ments gr.llltlng the Government a power ot 
or patent, the Cont.ractor shnll nottfy the attorney. 
Contracting Ofliccr not l('ss than GO dnys (3) For ench Subject Im'entlon In which 
before the expiration period for any act1~n tho Contractor initinlly elects not to retrun 
required by the fordG"n pa.tent otllee. prIncIpal domestIc rl~~ht.';, the Contractor 

(4) A conveynnct! requestcd 'pllrsuant to shall inform tho Contro.ctlng Officer prompt
parngraph (b) (2) or (3) of thIs clause shnll ly in wrltln~ or tho date and ·IdentIty of any 
be m:\Clc by deliverIng to the ContractInG om- on snle, pUbl1c use, or publlcntton of tho 
cer duly executed instruments (prepared by 1nventIon whIch may constItute Do statutory 

• 

! 
1 
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bar under 35 U.S.C. 102, whIch '-, 
!zed bv or knov.~ to the Gon::"., ~ 
conten1plntcd action or tIlts l!:\.: ~~ 

(I':.) Filing 0/ foreign. prtlcr.t 
(1) With respect to each Stlb·~~· 

1n which tho Contractor elccts t,· -
clpal rIGhts In a forel hn COU~E: 
to paragraph (b) (1) of thIs cL',;' 
tractor shall have a patent 5pp~ 
on tho invention In that count::-", 
&nee with appl1:cablo statutes 
tlons, and withIn ono of th.:.' 
periods: . 

(1) Eight months from the d::.: 
respondIng United States apI"'· 
by or on behalf of the Contr:lc-;:.~-:" 
an appl1catlon Is not flIed, 6 ::-:' 
the duto the invention is subml'..· 
closure pursuant to paragraph 
this clause; 

(11) SIx months from the d.'l.t:.' 
grant.ed by the Corrunlssioner c~ -
'l'rademarks to fill)· foreign . 
where such filing has been p=,~ 
securIty reasons; or 

(111) Such longer perlod ~,S o· 
proved by the Contracting O~c::" 

(2) The Contractor shall no:: ~ 
tracting Officer promptly of e,"":l 
plicatIon filed and upon wrltte:l ;
turnish an English 'Version 0: 
appllcatlon without additIon."l cr::: 

(c) Patent Rights clause-
When the agency has det-e:-:;' 
a contract falls within § 1-9.1,:
the Patent Rights clause i::. 
(a) shall be included in the CO: 
cept that the name of the cl::·, 
changed to "Patent Right"s-· 
and paragraph (b) of that c· 
be replaced with the follov;il:G 
(b): 

(b) Allocatfon 01 princlpal if .. :
slgnment to the Government . . ~ 
Ject Invention Is idenUfied, t:-/' 
agrees t,.o assIgn to tho Go .... ern~:,' 
tire right, title, and interest t~r;:, 
out the world except to the 
greater rights are retaIned by t.; 
under parngrapbs (b) (2) -and 
clause. 

(2) Greater rfghts determt-: 
Oontractor, or the employee-: ;~,. 
authorization or the Contractc-·' 
greater rIghts than tho nbnexc' 
proVIded In paragraph (d.) of L 
accord an co with tho proccdu:rc: 
of 41 CPR 1-9.109--6. A rcque::t; 
mlnn.tion ot whether tho Co:,t;" 
employee-Inventor Is entitled t,,:· 
grea.ter rl~~ht~ must b~ subml t.t ::-;. 
tracttnr, Officer at the time 0: ~;~
of tho invention pursuant to r" 
(2) (1) of thIs elnmm, or n0~ ; 
months thereafter or f;llCh 10,,
'm.ny bB authorIzed by the c"",. 
cor for gOOd causo shown In -;:or 
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