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.§ 1-9.107-5
with paragraph (® (1) In §1-9.107-5

{3) An #rrevocable, nonexclusive, roy-
alty-free license in the inventions, in
which case paragraph (d) of the Patent
Rinhts clauses in § 1-9.107-5 shall be
replaced with paragraph (d) in § 1-9.-

107-5(g) ; or .
(4) An irrevocable, nonexclusive, roy-

“alty-free license In inventions construc-

tively reduced to practice prior to the
effective date of the contract, in which
case paragraph (d) (4) of § 1-9.107-5(h)
“shiall be added to the Patent Rights
clauses i § 1-9.107-5.

{(f) Subconiracts. (1) The policy ex-
pressed -in § 1-9.107-3 is applicable to

‘prime contracts and to subcontracts re-

gardless of tier. The appropriate Patent
Rights elause prescribed by this subpart
shall be included in all subcontracts hav-
ing as a purpose the conduct of experi-
mental, developmental, or research work.
In general, the Patent Rights clause in
the prime. contract, with the exception
of the withholding provision, will be ap-
propriate for inclusion in such subcon-
tracts. Whenever the prime contractor
or a subcontractor considers the inclu-

-sion of the Patent Rights clause of the

prime eoniract in a subconiract to be:
inconsistent with the policy expressed in
§1-9.107-3, or a subcontractor refuses
to ezccept a Patent Rights clause in his
subcontract, the matter shall be referred
to the agency contracting officer for reso-
Jution prior to the award of the sub-
contract. Upon such referral, the same
considerations and procedures followed
by the contracting oflicer in selecting the
Patent  Rights ciause included in the
prime contract shail be used in selecting
the Patent Rights clause to be included
in the subcontract. )

(2) Contractors shall not use their
ability to award subcontracts as eco-
nomic ‘leverage to acequire rights for
themselves in the Inventions resulting
from subcontracts.

{g) Publication of invention disclo-
sures. The Patent Rights clauses of
§1-9.107-5 and § 1-9.107-6 specify in
paragraph (e){4) and h){(2), rospee~
tively, that the Government may dupli-

-cate and disclose invention disclosurcs

reported under the contract. However,
the publication of the information in
an. invention disclosure by any porty
before the filing of a patent application
may create 2 bar to the filing of foreipn-
palent applicalions. The agency may ve-
strict the publication of such informa-

Title 41-—Public Contracts, Properiy Management

tion by the contractor in order $o pro-

--:fect the interests ‘of thé Government or

the contracior in ohtaining foreign pat-
ents by adding the paragraph prescribed
by § 1-9.167-5(1)(2) as a consecutively-
numbered paragraph after pargraph (e)
(4) of the clauses of §1-9.107-5, and
after paragraph (b)(2) of the clauses
of § 1-9.107-6. Where the contractor has
been authorized to file foreign patent
applications, the agency may desire to

restrict its publication of the informa- .
tion in the related invention disclosure _

in order to protect the filing of such
foreign applications by the contractor.

_-In this event, the sentence in § 1-9.107-5

(1) (1) should be added to paragraph (e)
(4) of the Patent Rights clauses in § 1-9.
107--5, and to paragraph () (2) of Patent
Rights clauses iz § 1-9.107-6.

th) Deviations. Any departures from
the policy, proecedures, and clauses of
this subpart shall be subject to the pro-
visions ef § 1-1.009,

§ 1-9.107-5 <Clauscs for domestic con-
tracts (long form). .

(a) Patent Rights clause—Acquisition

by the Government. When the agency
has determined that a contract falls
within § 1-9.107-4(a) (2}, the following

- ¢lause shall Le included in the contract.

PATENTS RIGHTS-—ACQUISITION BY THE
GOVERNMENT

(a) Definifions. (1) “Subject Inventlon™
means any¥ invention or discovery of the
Contractor concelved or first actually reduced
to practice in the couree of or under this
contract, and includes any art, method, proc-
ess, machine, manufacture, destgn, or coma-
position of matter, or any new and useful
improvement thereof, or any varlety of plant,
which is or may be patentable under the
Patent Laws of the Unlted States of Amerlea
or any forelgn country. -

(2) "Contract” means any contract, egree-

" ment, grant, or other arrangement, or sub-

contract entered into with or for the benefit
of the Government where a purpose of the
contiact s the conduci of experimental, de~
velopmental, or research work.

(3) "States and domestic munleipal gov-
ernments” meaons the Stntes of the Unlted
States, the Distriet of Columbta, Puerto Rico,
the Virpia Islands, American Samoa, Guam,
the Trust Territory of the Prelfic Islands,
and any political subdivislon and sgencles:
thereof. )

(4) “Government agency” Includes an ex-

ecutive departinent, Independent commlis- -

sion, beard, oftice, sgency, adniinistration,
authority, Government corporation, or other.

Governmmentt establishment of tiwe executive .

branch of the Government of the Uaited
States of Amerfen,
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‘agrees to assign to the Gover::

-—12) “Greater rights determiral

Chapter 1—Federal Procurer

means 1o manufacture in the case
position or product, to practice
of n process, of to operate in T
machine and under such cond
establish that the inventlon s i
and that its benefits are reason
ble to the public. i L
(b) Allocation of principal rig-1t-
signment to the Government, Tl

tire right, title, and interest thre
world in and to each Subject Im:
cept to the extent that rights
by the Contractor under paragra
and (d) of this clause.

Contractor or the employee-inve
authorization of the Contractor r
greater rights than the nonexct
provided in paragraph {dy of
in aecordance with the procedure
of 41 CFR 1-9.109-6. A request Ior
natton whether the Contractor or
ployee-inventor is entitled to re-
greater rights must be submiz 3
Contracting Oifficer at the time o5
disciosure of the invention pursuar.:
graph (e) (2) (i} of this clause,
than 3 menths thereafter, or &t
period as may be authorized o¥ the
tng Officer for good cause show:
by the Contractor. The_lnfo:p‘-
submitted for a greater righis de
i3 specified in 41 CFR 1=8.109-f.
.mination of greater rights un
traot norrnally shall be subject
(e) of tnis clause and to the rese
conditions deemed to be approd
agency. : ) .

(¢) Minimum rights aequired D
erntment. With respect to each
vention to which the Contracior v¢
cipal or exclusive rights. the cont

(1) Hereby grants to the Go
nonexclusive, nontransferable,
cense to make, use, and s¢ll each
vention throughout the wcrld by =
of the Government of ithe United
cluting any Government agency;)
and domestic municipal governpme

(2} Agrees to grani to respor
cants, upon request of the Gover
cense on terms that are reasonanie
circumstances:

(1} Unless the Contractor, his li
his asstgniee demonitrates to the G
that effective steps have been taks
3 years afier a patent lssues oh U
“tion to bring the invention o th<

practical application, or that the

has beeh made avallable for lleensir
free or on termns that are reaSon:
elrcumstances, or can show Cnu:
principal or exclustve rights sho
tained ror a further pertod of tim

(i#) o the extent that the
required for public use hy goveriun
ulntions or ns may be necessary to -

" ilc health, safety or weifare nect
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w the contractor In order to pro-
ke interests of the Government or
mtractor in obtlaining foreipm pat-
iy add? - ‘he paragraph prescribed
~0.10 f\,‘
ered paragiaph after pargraph (e)
f the clauses of § 1-9.107-5, and
‘paragraph (b) (2) of the clouses
-9.107-6. Where the contractor has
au'thorized to file foreign patent
:ations, the amency may desire to

¢k -its.-publicalion.-of-the- informa- ...,

@ the related invention disclosure
der to proicct the filing of such
n applications by the contractor.
s eveni, the sentence in § 1-9.107-5
should be added to paragraph (e)
"the Patent Rights clauses in § 1-9,
;and to paragraph th) €2} of Patent
sclauses in § 1-9.107-6.

Detviaticns. Any depqrtures from

b_licy, bracedures, and clauses of
ubpart shall be subject to the pro-
sof § 1-1.009.

107-3  Clauses for donestic con-
racts (lony form),

‘Patent Righis claouse—Acquisition

e Governmeni. When the agency

letermined that a contract fallg

¥ §1-9.107-4(a)(2),

¥ shall be included in the contract.

ENTS RIGHTS—ACQUISITION BY THE
GOVERNMENT

Deﬁnitions (1) “Subject Invention"
| any {nventlon or discovery of the

ietor concelved or first actually reduced:

etice In the course of or under this
et, and ncludes any art, method, proc-

achine, manufacture, destgn, or com- .

it of matber, or any new. and  useful
rement théreof, or any varlety of plant,
1= or may be patentable under the
-Laws of the United States of America
forelgn country,

onfract” means any contract, agrees
grant, or other arrangement, or sub-
et entered into with or for the benefit
 Government where a purpose of the
¢t Is the conduct of experimental, de-
1ental, or rescarch work.

"States and domestic munlcipal gov-
nts” means the States of the United
.the District of Columbla, Puerto Rico,
rgin Islands, American Samoa, Guam,
st Territory of the Pacific Islands,
1y political subdivision and agencles

*Government agency” includes an ex-
- department, independent commis-
soard, office, agency, administration,
iy, Government corporation, or other
iment establishment of the executive
. of the Government of the United
of Amerieca.

+(2) as-a consecutively-

the following -

N

[ S,

[ S . S ]

_graph (e) (2) (i} of this clause, or not lat

Chapter 1-—Federal Procuremenl Regulations

{5) *To the polnt of practical application™
means to manufnctire in the case of o com-
position or product,.to practice tn the case
of a process, or to operale in the case of a

machine and uider such conditlons as to .

establish that the invention Is betng worked
and that 1ts benefits are reasonnbly accessi-
ble to the publlic.

{b) Allocation of principal rights. (1) As-
signment to the Gorernment. The Contracter
agrees to assign to the Goverument the en-

tire right, tlile, and interest throughout the.
—-world.inn.and to ench Subject. Invention, ex-
cept to the exterit thiat rights are” retained

by the Contractor under paragraphs (b)) (2)

C‘rcatcr ﬂg?.rs‘ Fégss T
Countractor or the employee- unontor with
authorization of the Contractor may retain
greater righis than the norexclusive license
provided 1n paragraph (d) of -this clause
in accordance wlih the procedure and criteria
of 41 CFR 1-9.109-G. A reqguest for determi-
nation whether the Contractor or the em-
ployee-inventor is entitled .to retain such
greater rights must be submitied to the
Contracting Officer at the time of the firs
disclosure of the invention pursuant to para

than 3 months ther¢after, or such long
period as may be authorized by the Contrac
ing Officer for good cause shown in writin
by the Contractor. The information to b

submitted for a greater rights determination).

i{s specified in 41 CFR 1-9.109-6. Each deter-
mination of greater rights under this con-
tract neortnally shall be subject to paragraph
(¢} of this clause and to the reservations and
conditions deemed to be appropriate by th

(c
ernment. WduL_tespeet- t—a—ezc-n’Subject in-
vention to which the Contractor retains prin-
clpal or exclusive rights, the Contractor:

{1) Hereby grants to the Government a
nonexclusive, nontransferable, pald-up Iii-

_eense to make, use, and sell each Subject In-

vention throughout the world by or on behalf
of the Government of the United States (In-
cluding any Govermment agency) and States
and domestic muntcipal governments;

(2) Agrees to grant to responsible appll- -
cants, upon request of the Government, a 11- -
.cense on terms that are reasonable under the

circumstances:

{1) Unless the Contractor, his llcensee, or
his assignee demonstrates to the Government
that effective steps have been taken within
3 vears alter a patent issues on such Inven-

.tlon to bring the inventlon to the point of

practical application, or that the Invention
has been made pvailable for Heensing royalty-
Iree or on terms that are reasonable In the

circumstances, or can show causc why the -

principal or CXCI\I&;IVG rights should be re-
talned for a further period of time; or

{i1) To the extent that the invention is
required for publle use by governmental reg-
ulations or As may be necessary ta rulftll pub-
lc health, safoty or welfare needs, or for

§ 1-9.107-5

other pubile purposes stipulated in thls

) contract;

{2) Shall submit written reports at rea-
sonable intervals upon request of the Gov-
ernment durlng the term of the patent on

-the Subject Inventlon regarding:

{1) The commercial use that is belng made
or is intended to bt madé of the hncution. ]
and- oy
(11} The steps taken by tho Contraetor or
his transferee to britg the invention to the:
peint of practical application or to make the
invention available for lcensing;

{4y Agrees to refund nny amoititg rccch (T, D

as royally charges on any Subject Invention

in procurements for or on beheaif of the Gov-

erament and to provide for that refund in
ny instrutment travsierring rights to any
arty in the Invention; and

(b) agrees to provide for the Govern-
enit’s pald-up licénse pursuant to para-

graph (c){1) of this clause in any instru-

ment transferring rights in & Subject Inven«
tion and to provide for the granting of 1=
censes as reguired by (2) of tihis clause., and

. for the reporting of utiillization information

as requlred by paragraph () (3) of this
clause whenever the Insirument transfers
principat or exclushc rights in any Subject
Invention.

Nothing contained in this paragraph (e}
shali be deemed to grant to the Government
any rights with respect to any invention
other than a Subject Invention,

(d) Minimum rights to the Contractor. (1)
The Contractor resetves a revocable, nonex-
clusive, rovalty-free license In each patent

epolication filed in any country on & Subject

Invention and any resulting patent in which
the Government acguires title, The license
shall extend to the. Contractor’s domestle
subsidiaries and aflitlates, 1f any, within the
corporate structure of which the Contractor
15 & part and shall inciude the right to grant
sublicenses of the same scope to the extent
the Contractor was legaliy obilgated to do so
at ‘the time the contract was awarded. The
lcenses shell be  transferable only with ap-
proval of the agency except when transferred

. to the successor of that part of the Contrac-

t01's business to which the inventlon per-
teins.

{2} The Contractor's nonexclusive domes~
tic license retalned pursuwant to paragraph
{(d) {1} of this clause may he revoked or
modified by the agency to the extent neces-
5ary to achieve expeditious practical applica--
tion of the Subject Invention under 41 CFR
101-4.103-3 pursuani to an applicatlon for
exclusive license submitted in accordance
with 41 CFR 101-—4.104~-3. This license shall
not be revoked in that field of use and/or
the geographical areas in which the Contrac-
tor has brought the inventlon to the peint
of practical applicatlon and continues to
make the benefits of the invention reason-
ably accessible to the publle. The Contrac-

(tor's nonexclusive license in any forelgn

country reserved pursuant to paragraph
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"y (1) Of this éiatise may be revoked or mod- -
ified at the discretlon of the agency to the:

extent the Contractor or his domestic subsld-
laries or affitiates have Ialled to achieve the
practical pppltcation of the invention in that
foreign country.

{3) Before modlficatlon or revocation of
the license, pursuant to paragraph (d}(2) of
thils clause, the agency shall furnish the Con-
tractor & written notice of fts intentlon to
modify or revoke the license, and the Con-

tractor shall be allowed 30 days (or such.

longer period €% may be authorized by the

ggency for good cause shown In writing by -

the Contractor) after the notice to show
cause why the Heense should not be moedlfied
or revoked. The Contractor shall have the
right to appeal, in accordance with pro-
cedures prescribed by the agzency, any deci-
slon concerning the modification or revoca-
tion of his license.

(e) Invention, identification, diselosures,

_and reports. (1) The Contractor shall estab-

lsh and maintain active and effective pro-
cedures to ensure that Subjest Inventlons
are promptily ideniified and timely disclosed,
These procedures shall include the maina
tenance of laboratory notebooXs or eguiva-
lent records and any other records that are
Teasonably necessary to document the con-
ceptlon and/or the first actual reduction to

_Practlce. of Subject Inventions, and records

which show that the procedures for ldentify-
Ing and disciosing the invenilons are fol-
lowed. Upon request, the Contractor shall

_ furnish the Coniracting Offcer a descrintion

of these procedures 0 that he may evaluate
and determine thelr effectiveness,

'~ ™ {2) The Contractor shall furnish the Con-

tracting Officer:

(1) A complete technleal disclosure for each
Subject Invention within 6 mronths after
coneeption or first actual reductlon to prac-

- tice whichever occurs first In the epurse of or

under tie contract, but In any event prior
to any on sale, public use, or publication of
stch Invention known to the Contractor, The
disclosure shall identify the contract and in.
ventor and shall be sufliclently complete in
technical detail and appropriately illustrated
by sketch or dlagram to convey to one skilled
In the art to which the Invention pertains a
clear understanding of the nature, purpose,
operation, and, to the exient known, the
physical, chemieal, biological, or elcetrical
characteristics of the Invention;

{11) Interim reports?! at least -every 12
months from the date of the contract Nsting
Subject Inventlons for thnt period and certl-
fying that:

(A) The Contractor’s procedures for iden-
tifying and disclosing Subject Inventlons as
required by this paragraph (¢) have been
followed throughout the reporting perlod;
and

{B)} AN Sublect Inventions have been dis-
closed or that there are no such inventlons;

and

1 Agency may specily form.

Title 41—Puhlic Coniracts, Property Management

completion of the coatract work, listing all
Subject Inventions or certlfylng that there
were no such lnventlons,

(3) The Contractor shall obiain patent
agreements to effectuate the provisions of
this clause fromn zll persons I his employ

who perforin any part of the worlk under this
contract except nontechnleal personnel, such

as clerical employees and manual laborers,
(4) The Contractor agrees that the Gov-
ernment may duplicate and disclose Subject
Invention disclosures aird =1l other reporis
and papers furnlshed or required te be fur-
‘nished pursuant to this clause.
(£} Forfeiture of rights in unreported Sub-

‘ject Inventions. (1) The Contractor shall for-

feit to the Government all rights in any
Suhject Inventlon which he falls to disclose
to the Contracting Officer within 6 months
after the time he:

(1) Files or causes toc be filed & Unlted
States or forelgn application thereon; or

(i1) Submits the final report required by
paragraph (e} (2} (ilf) of this clause, which-
ever Is later, .

(2) However, the Contractor shall not for-
felt rights tn a Sublect Invention if, within
the time specified In (1) (1) or (1){i) of
this paragrapin (f), the Contractor:

" (1) Prepared a written decision based upon
& review of the record that the inventlon
was nelther conceived nor first actually re-
duced to practice in the course of or under

the contract; or

(#1) Contending that the invention is not
a Subject Inventlon, he nevertheless dis-

_eloses the Invention and all facts pertinent:

to his contentlon to the Contracting Officer;
or
(11I) Establishes that the fallure to dis-

¢lose did not resutt from his fault or -

negligence. - :
(3) Pending written assignment of the

~ patent -applicafions and patents on a Sub-

ject Invention determined by the Contracting
Officer to be forfetted (such determination
to be A final decislon under the Disputes
Clause), the Contractor shall be deemed to
hold the invention and the patent applica-
tions and patents pertaining thereto in trust
for the Government. The forfelture provision
of this paragraph (f) shall be in addition to
and shall not superscde other rights and
remedies which the Government may have
with respect to Subject Inventions.

{g) Eraminagtion of rccords relating to
inventions, (1) The Contracting Officer or
his authorized representative untll the ex-
plration of 3 vears nfter final payment under
this contract shall have the right to examine

nny books (including Inboratory notebooks),

recerds, documents, and -other supporting
data of the Contractor whilch the Contract-
Ing Oflicer reasonably deems pertinent to
the dlscovery or fdentifientfon of Sublect
Inventions to cdeterming compliance with
the requiremetits of this clause.

{2) The Controcting QOMceer shall have the
right to review sll books {inciuding Iabora=-

454

(1) A final report ! within 3 months after
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.rrt‘ory“:.n_;).t.e.ﬁooks), records and <

Chapter 1—Federal Procus:

the Contractor relating to the r
first nctual reduction to prac:
tions In the same ficld of te
work under this contract
whether any such jinventlons
Inventions if the Contractor re:

'('1) Estnﬁlish the procedures &
(e) (1) of this clause; or -
{li) Malntaln and follow s

or(m) Correct or eliminate s_c.
deficlency In the procedureils W
(30) days afier the Contractic
fies the Contractor of suchad
(h) Withholding of payme
eable to Subconiracts). (1) &
final payment of the amount
tract, the Centracting Officer
deems such action warranted,
ment until a reserve net exe
or 5 percent of the amount cf
whichever 1s less, shall have 1
ff in his opinion the cantracn_:'- |
4] Esta.bl!sh.'rn_a!ntaln,’s 3
tive procedures for identify
ing Subject Inventlons pur
‘graph () (1) of this clause; o7
. {ii) Disclose any Subjcct‘l’:‘_.
suant to paragraph (e) (2) (4 &
or . L)
{111} Deliver acceptable
pursuant to paragraph (e} {
clause; or '
(v} Provide the inform
subcontracts pursuant to par
this clause. "
The reserve or balance sha:l
until the Contracting Officer
that the Contractor has It
deficiencies exist and has :
poris, disclosures, and other %
qulred by this clause. o
(2) Final payment under
ghall not be made before the
livers to the Contracting O
sures of  Subject Invent.if:ua‘
paragraph {e} (2) (1) of th'_:l"“.,
acceptable final report pursis
(Lit) of this ciause. )
{3y The Countracting Ofice:
discreiion, decrease Or 111{:1‘“
withheld up to the maximu
above. I{ the Contractor 1s 2
ganization. the maxlmum ama
bo withheid under this para
exceed $50,000 or 1 percent G‘
this contract whichever 15 .
ghall be withheld under thi
the amount specified by
being withheld under other J
contract. The withholdingz
or subsequent payment ther
constrited as o walver of any
to the Government under 44
(1) Subcontracts. {1) For
this parapgraph the tcrm.
means tho party awarding a &
the term “Subcontractor” I
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\ finol report t within 3 months after
ltl):llvgr t':hc contract work, llsting all
ntlons or cert, s i
streh j oS OF ¢ Uying that thera

he C  tor s

X r shallt obtadn patent
M3 to wicctunte the provisions of
us¢ from all persons in hig employ
forin any part of the work under this
» except nontechntort personnel, such
al employees and manual aborers,
Pe Contractor agrees ihnt the Gov-
s may duplleate anud disclose Subject
m . disclosures. and all other reports

fursuant to this clause.
orfeiture of rights in unreported §

> 3 ub-
entions. (1) The Contraclor shall for-
the Government al] rights in any
.‘lc;\ﬁnt,i?n which he falls to disclose
e acting Oillicer t
Pt g within 6 months
des or causes to be fAleg

: a Unlte

w foreign application thereon; or .
ubmits the final Teport reguired by
I;;l:e,(:e) (2) (11} of tnis clause, which-

‘owever, the Contractor shall not fp
1
15 In a Subject Invention if, within
'u} speclfied in (1) () or (1) (ily of
ragrapl; (f), the Contractor:
epared 8 written decision based u
oI
z of the record that the invemgon
oh;:ngctainceived nor first actually re-
ce in the co :
i ursé of or under
ontending that the tnvention 1
; s not
@t Inventlon, he nevertheless dis-
e Invention and an facts pertinent
ontention to the Contracting Omicer;

Establishes that the faflure -
iio: not- result from his fa;?t dé?-
ending” written asslgnmen ’ '
epplications. and patints mt :tsilr:f
'antion determined by the Contracting
0 be forfeited {such determination
final declsion under the Disputes
the Contractor shail be deemed to
> invention and the patent applica-
d patents pertatning thereto in trust’
Yovernment. The forfeiture Provision
aragraph () shall be In addition to
1 not supersede other rights and
which the Government Inay have
;ect{ totSubj ect Inventions,
amination of records relatin
%, (1} The Contracting Otﬁccgr Eg
orized representative until the ex-
of 3 years after finnl payment under
ract shall have the right to evamine
s (Including labhoratory notebooks)
documents, and other sur)portmg.
he Contractor which the Contract-
I reasonubly deems pertlnent to
Wery or ldentification of Sublect
S to determine compliance with
Fements of this clause.
s Contracting Officer shall have the
evlew all books (including labora-

iors Turnished ‘or réquired to Y tire -0

-_.._T..%
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.tory notebooks}, Tecords snd documents of

the Contractor relnting Lo the conception or
first nctunl reductlon Lo praciice of inven-
tlons In the sume dicld of techinolosy as the
work wunder this contract to  determine
whether any such inventlons are Sublect
Inventlons if the Conlractor refuses or falls
to:
- (1) Establish the procedures of paragraph
{e) (1) of this clause; or

(11} Malntain and follow such procedurcs;

or .
{113} Correct or ellminate any malerial

-rdeficlency. in  the. procedures within thirty

(30) days after the Cofitricting OMider -nol= .. )
- npotice t6 the Governmenit Contracting ‘Officer..

fies thic Contractor of such o deticlency.

(hy Withholding of payment (Nol appli- -
cable io Subeontracts). (1} Any time before
final payvment of the amount of {his con-
troct, the Contracting Officer may, i he
decms such action warranted, withhold pay-

. ment untll a reserve not exceeding 350,000

or 5 percent of the amount of thls contract,
whichever Is less, shell have been set aside
it in nis opinton the Contractor fatls to:

(1) Estabilsh, maintain, and follow effec- .
tlve procedures for identifying and disclos-
ing Subject Inventlons pursuani to para-
graph {e) {1} of thls clause: or

(i1) Disclose any Subject Inventlon pur-
suant 10 paragraph (€) (2) {1) of thls clause;
or .

(ii1) Deliver nceepiable - interim reports
pursuant to paragraph (&) {2)(11) of this
clause; or

{iv} Provide the informatlon regarding
subeontracts pursuant to paragraph (1) {5) of
this clause.

The reserve or balance shall be withheld
until the Contraciing Officer has determined
that the Contractor has rectified whalever
deficlencies exist and has dellvered all re-
ports, disclosures, and other infermation re-
gulred by this clause. .

(2) Final payment under this contract
shall not be made before the Coniractor de-
Uvers to the Contracting Officer all disclo-
sures of Subject Inventions requlred by
paragraph {e) (2) (1} cf this clause, and an
acceptable final report pursuant to {e)(2)
{i11) of this clause,

{3} The Contracting Officer may, In his
discretlon, decrease. or increase the sums
withheld up to the maximum authorized
ahove, If the Contractor is a nonprofit or-
ganization the maximum amount that may
bo withheld under this paragraph shall not
exceed $50,000 or 1 percent of the amount of
this contract whichever 1s less. No amount
shall bo withheld under this paragraph while
the amount specified by this. paragraph is
belng withheld under other provisions of the

contract. The withhelding of any amount

or subsetquent payment thereof shall not be
construed as a walver of any rights accrulng
¢ the Government under this contlracl.

(i} Subcontracts. (1) For the purpose of
thls paragraph the term “'Contractor’
means the party awarding s subecontroct and
the term “Subconlractor” mesns the party

§1-9107-5

; i
confract, regardiess of

belng awarded a su
tler.

(2) Unless otherwisé authorized or di-
rected by  the Government Contracting
Otficer, the Contrnctor shall inciude this
Patent Rights clause moditicd o identify the
partics tn any subcontract hereunder I a-
purpose of the sucontract is the conduct of
experimental, developmental, or research
work. In the event of refusal by o Subcon-
tractor to accept this cipuse, -or if in, the
opinlon of the Contractor thils clause is In-
conslstent with the polley set fotth in 41
CIR 1-9.107--3, the Contractor:
<Ay Shall opromptly . submit a written

setting forth reasons for the Subcontractor's
refusal and cother pertinent Informatlon
which may cexpedite dlsposition of the
maeatter: and ’

{it) Shail not proceed with the subcon- .
traoet without the written authorization of
the Government Contracuing Oflicer, ’

{3) The Contractor shatl no¢; ln any sub=-
contract or by using a subcontract as con-
sideration therefor, acquire any rights In his
Subcontractor's Subject Inventlon for hls
own use {as distinguished from suech rights
as may be required solely to fulfill his con-
tract obligations to the Government In the
performance of this contract).

(4) Al inventlon disclosures, reports, in-
struments, and other information required
to be furnished by the Subcontracter o the
Government Ccontracting Oflicer under. the
provisions of a Patent Rights clause in any
subcontract hereunder may, In the diseretion
of the Government Contracting COfficer, be
Iurnished to the Contractor fer transmission
to the Government Contracting QOddicer,

(5) The Contractor shall promptly notify -
the Goverument Contraciing Oficer in writ-
Ing upon the awsrd of any subcontract con-

 taining a Patent Rights clause by identifying
the - Subeontractor, the work to be per-
formed under the subeoniract, and the dates
of award and estimated completion. Upon
request of the Government Contracting
Officer, the Contractor shell furnish a copy’
of the subconiract, If there are no subcon-
tracts containing Patent Rlghts Clauses, a
negative repori shall be included in the final
repart submitted pursusnt to patagraph (e)”
. {2) {111) of this clause. .

(6} The Contractor shall identlfy all Sub-
ject Inventlons of the Subcontracter of
which ho actguires knowledge in the per-
formance of this contract and shall notify
the Government Contracting Officer
promptly upon the identification of the
inventions. :

. {T) It is understood that the Government

is a third party heneficlary of any subcon-

tract clause granilng rights to the Govern-
ment in Subject Inventlons, and the Con-
tractor hereby assigns Lo the Government ali
rights that he would have to enforce
the Suhcontractor’s obligations for the bene-
11t of the Government with respect to Sub-
Ject Inventions, The Contractor shall not
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be obligated to e:l force ‘the apgreements of

any Subcontractor heren dder rejating to the
- ~Obllgations.of the fubcohtractor to the Go

ernment in repard tu-Sxioject Inventions.
(b} Patent Rights clause—Retention

§ 1-9.107-4(a) (3), the Patent Rights
clause in § 1-0.107-5(a) shall. be in-
cluded in the contract, except that the
name of the clause shall be changed to
_“Patent Rights—Retention by the Con-
tractor”, paragrapn (b) of that clause
shall be replaced by the following para-

_ graph (b), and the following paragraphs
(i) and () shall be added:..

(b) Allocation of principal rights. (1) The

Contractcr may retain the entire right, tiile,
and Interest throughout the world or in any
countiry thereof in and to each Subject In-
vention disclosed pursuant to paragraph {(e)
{2) {1} of this clause, subject to the rights
obtained by the Government in paragraph
(¢) of this clause. The Contractor shall 1In-
clude with each Subject Invention disclosure

-an- ¢lection as to whether he will retain the .

entire right, title, and interest in the inven-

tion throughout the world or any country .

thereot,
- (2). Subject to the Jicense specified in para-

.Lgmph[!.(d) of this clause, the Contractor:

#gregs to convey to.the Government, upon
request, the entire domestie right, title, and
interest in any Subject Invention when the
Contractor:

{i) Does not elect under paragraph (b) {1}
of this clause to retain such rights; or

(i1) Fails to have n Unlted States patent
application filed on the Invention in accord-
ance with paragraph (J} of this clause, or
decides not to contlnue prosecutton of such .
application; or

(111} At any time, no longer deslres to re-
tain titla.

(3) Subject to the lfcense specified in para-
graplr {d} of this ciause, thie Contractor
_mgrees to convey to the Government upoen

- request the entire right, title, and interest

In any Subject Invention in any forelgn
couniry If the Contractor:

(1) Dces not elect under paragraph (b) (1)
of this ciause to retain such rights.in the

’ country; or -

- {11} Falls to have a patent application filed
in ihe country on the invention in accord-
ance with paragraph (k) of this clause, or
dectdes not to continue prosecutlon or to pay
any malntenance fees covering the invention,
To avoid forfelture of the patent appleation
or patent, the Contractor shall notify the
Contracting Oficer not Iess than G0 days

before the explration period for any action -

required by the foretgn patent oflice.

. {4) A conveyance requested 'purmmnt to
-parrgraph (D) (2) or (3) of this ciause shall

be made by deltvering to the Contracting Offi-

cer duly executed instruments (prepared by

4
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the Government} and such other papers as

—are-tdenmed necessary to vest in the Govern-
V‘\mcnt the entire right, title, and interest to

enable the Government to apply for and
wrosecute patent applicatlons covering the

\_ by the Contractor. When the apgency has. inventlon in thils or tho forelgn country,

-+ ™determined that a contract falls within

respectively, or otherwlse establish lts own-
ership of the invention. ’
()) . Filing of domestic patent applications,
(1} With respect to each Subject Invention
In which the Contractor elects to retain do-

mestic rights pursuant to paragraph (b) of

this clause, the Contractor shall have a do-
mestic patent sapplicatlonn flled within 6
months afier submission of the inventlon
disclosure pursuant to paragraphie) (2) (1)
of this clause or such longer period as may
be approved by the Contracting Officer for
good cause shown In writing by the Con-
tractor. With respect to the invention, the
Contractor shall promptly notify the Cone
tracting Officer of any decision not to file an

", application.

{2) For each Subject Invention on which s
patent applleation is filed by or on behalf
of the Coentractor, the Contractor shail:

(I} Within 2 months after the Aling or
within 2 months after submission of the
invention disclosure if the patent applica=-
tlon previcusly has been filed, deliver to the
Contracting Officer a copy of the application
as filed Including the filing date and serlal

- number;

{11} Include the following statement in the

" second paragraph of the specification of the

applicatlon and any patents Issued on a
Subject Inventlon, *The Government has
rights in this inventton pursuant to Contract
NO. mma . (or Grant No. ... } awarded:
by (identify the agency).’

(111} Wwithin 6 months after Aling the ap-
plication or within 6 months after submit-
ting the invention disclosure if the applica-
tlon has been filed previously, deliver to the
Contracting Offlcer a duly executed and ap-
provet Instrument on a form speclfied by the
Government fuily confirmatory of all rights
to which the Government ls entitled, and
provide the agency an trrevocable power to
inspect and make copies of the patent ap-

- pHeation filed;

(iv) Provide the Contracting Officer with
a copy of the patent with!n 2 months after
a patent is issued on the application: and

{v) Not less than 30 days befors the ex-
piratlon of the response period for any ac-
tion required by the Patent and Trademark
Cilice, notliy the ageney of any decision hot
to continue preosecution of the application
and deliver to the apency executed fnstru-

ments granting the Government a power of

attorney.

(3) For ench Subject Invention In which
the Contractor initinlly elects not to retain

principal domwestle rights, the Contractor
shell Informy tho Contracting Oflicer prompt-
Iy 1n writing of the date and ldentity of any
on snle, public use, or ptublication of tho
invention which may constitute a statutdry

6

_Jzed by or known to the Con

Trademarks to fils ~foreign

Chapter 1—Federal Procure

par under 35 U.S.C. 102, which «

contemplated action of this r
(k) Filing of foreign palent =
(1) With respect to each Subj>-

in which the Contractor elects o -

ctpal rights In a foreign coun
to paragraph (b) (1) of this ¢l
tractor shall have a patent app
on the iaventlon in that count
ance with applicable statutes
tions, and within one of iho
periods:

{1} EIght months from the
responding Unlied States a
by or on behalf of the Contra
an applieation is not filed, -6
the duto the inventlon is submid
closure pursuant to paragraph i-
this clause; _ .

(i1) Six montns from the daf:
granted by the Commlissloner G2 -

3

where such filllng has been p:o<
securlty reasons; oOr

{111) Such longer period ss
proved by the Contracting Ot

{2) The Contractor shall nc
tracting Officer promptly of enc
pHcation filed and upon wrlttea
furnish an English verslon oz
application without additional co~

(¢) Patent Rights clause-
When the agency has deier
a contract falls within § 1-0.3¢
the Patent Rights clause i
(a} shall be included in the
cept that the name of the c!
changed to “Patent Right
and paragraph (b) of that
be replaced with the following
{b): _

(1) Allocation of principel ri
slignment fo ihe Government._
ject Invention ts identifled, tzn
pgrees to assign to the Govery
tire right, title, and interest th
out the world except to the
greater rights are retained by =2
under parggraphs (b)(2) -and
clauge.

(2) Greater rights determin
Contractor, or the employes
authorization of the Contract
greater rights than tho nones: :
provided In paragraph (d) of i
accordance wiih the procedura
of 41 CiRk 1-9.109-8, A reguest
minstion of whether tho Cor

employec-1nventor 15 entltled ©
greater rlghts must be submit
tracting Officer at the thne of
of the lnvention pursuant to
(2} (1) of thls clause, or nov
months thereafter or sguch lon~”
‘may boe authorized by the Con
cer for good cause shown In =




