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- GOVERNMENT PATENT POLICY ' : ' e
lnventione resu]tihg from‘researCh funded by the government constitutes

. a valuable nationaf;reso&rce.' The_present;emounf_qf federal funds going inte
research dictates the-necessity-of'eXamfning the structural framework of the
.government!s patent policy in order to;mexiﬁize;the de]fVery of inventive results-

e
to the public and protect the equtttes of alI partles 1nvoTved A falr and

productive government patent po}tcy should_avordnunjustlfled windfalls accruing
aither to the Gevernmenﬁ‘qr'the contrector; The unfque;peeirion of»the colliege
and university community in patentraevelocmeet, Warranfe ardetafled-expioratiqnj
as to where the eqﬁit?eﬁ.ife withrregard;to awnerehip of[peteﬁi rights_.'
deve loped on.campue under Federal coﬁtracts. |

The pr0c65510f-educetion In:man? calleges end universiciesrembraces
‘the conduct of basic research which may or may not develop a patentab1e item. -

In. this respect, the resources of the EnStltUtIOﬁS are. devoted to—ult!mate

'ob;ect[ves substantLa]Iy drfferent from?these of prlvate :ndustry, whose i
jpurpose_rsﬂto-manufacture and:market gaodsrand~prccesses‘f0r.a:prcfrt_tn'order
to compete in the economy.

The FEderal Government through :ts sponsorshtp of research conducted in

:.'e unlverSIties has the objectlve of‘expandtng the boundarles of exrstlng knowiedge ﬂa-

. in areas or on probIems deemed i the publlc rnterest or re!ated,to nattcnal
goaie1 The un:vers;ty s Free ta publ;sh lts research results and

:thus they are genera?ly made avaxfebfe ta all This rrght is normaily preserved
1n the- negetratzon af grants and - centracts, as is the sponsor:ng

agency 5 rlght t& recelve agreenupen reperts, The cecurrence of an.

'tnventlon durtng the ceurse'af the research 1s vnrtuafly afways above and

' beyond‘the matn'e&jecztves of‘the research agreement “in: short, 1t rs an

: incrdentaf ”by-praducx“ and,not & purpoee of the research acttv:ty, Iarge}y

,,attrtbutahie ta serend;p;ty and[dr*persena] creatlvrty'of the anvestlgator.,.f
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- oF
backed by his years profe55|onal trainlng ‘and experlence, and to the
scholarly env1ronment and research resources prov1ded by the univers:tyr
When patentable dlscovertes do occur the equlttes to be recognized include
those-of.the'lnventor, the unlver51ty, and, very properly,the sponsors

providing financial support for the particular research project most closely

related to the discovery.

Inventions resulting from research‘sponsored_by'Federal agencies involve

equities of the Gavernment, the contractor and the inventor. Many Factors-musc

. be considered in the decision of vesting the primary rights in such inventions. -

One. factor is the.ekcent_to Whichcche_patehtabie discovery is (1} an intcgraf
part of the goals of the_ceseérch Qf‘(Z)-auplug vaTue or bycrdduct of the
reSearch dericed from the crcathesébiiifieé_of'the inventor and stimulated
by the cniveksitf envifonmcnt.' | |

When a patentable invention is made by-an.invcstigator;in an -academic

. institution.withnthe hetp;of’Fedéraf fUHds, rare1y,lif'ever,'are-the'FedéraI

funds. the.so}e ar evemn. the maJcr factor. contrtbuttng to the nVention; !The:”.'

lﬂStght af the tnvesttgator, der:wed frcm a. career working ina given fleid

i genera}{y crltrca? The uﬂgyers:ty :tself vnrtually alwayﬁ hefps to:

. flnance the Iaburatertes equ:pment and. perscnnei contrlbutnng to an tnventron,

and'rtnproydeS,a schclarly»atmostphere.- Accardtngly, each af the part#esahasr

a clarm Lﬂ equ:ty, and: the problem'ls £o- decnde whc is equjtabiy entttled to -

what, nd what the Mﬂst urgent soc:at nbjectives are.‘;

_ E-:zkﬂln-na E%Gnvernment ”take aft” pGIrcy an: the baSlS of sts

:cuntrzhution eltm:nates the universrttes aﬁllrty o recognrze the equltles

' 1;~af ather spensers who ccntrrbutedﬁtn the drscovery of’the !nventlon as- wel!

-as the ccntrtbut:ans of the tnstltutfons themselves.,
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The rgsuits of the relationship-bétwécn thé Federél Government and its
| industrial.cdntractors with respect to 6Wnérship of patent rights arising out
~of a contractual relationship is differént'from‘that between the Federaf 
Government and colleges and universities. This difference arises primarily
.because educational institutions are not themselves organizaed either to
manufacture or produce and market:a patentable invention. Accordingly,.
if university inventions_are.to be_ﬁse&,,institufiéns must seek to interest
those in the industrial worltd whe haﬁé'the.cdmmerciaT ;apab?lity the -
univetsity lacké. ]Thié.Is often a_difffcult task, sfnce'few'inventfons
.coming out of universit* re;earéh.offerrﬁfosé?éts-Of:a'1arge;market or a
high return or Investment{;'In addEtion,'unfﬁerSityfbased inventions are-
almost alwaYs-in the earTYrstages dfﬂdeve%opmenf énd-require.the'anEStment-“
ofprtvﬂée risk capital to tntroduce the. product to the market. -Withouf the'

HL-O- ottty q—pja/iupm

ablllf; of the. un:vers{tles to furntéﬁﬂan e#clus&ve llcense to the deve!opers?
- and thereby induce the investment of tﬁe neceséary capital by such developers,
anentfons,resultrng'from-Government gontragts-WOu¥d.not be_ﬁeveiopedqtd’the;:, f.
pbint‘qf‘marketabilIty*an¢ thus the;publjgtwpﬁfdﬂnéve;:recefve-thé Benefits
Qflsuch iaveﬁti@n- = | | |

_;;[haan i&ddstriaiueﬁﬁironmeﬁt,-the-conﬁraﬁt&rfa:mOtivatEcﬁ-fbriexploftfnéi"
:an rnventlon may ‘ber condtttoned hy Bts poastbla Lnterference WEth the cantractor s
"_exrsting products and/or a reluctance to tssue 1tcense5 ta competitors. He:ther
 of‘thesefc0nd1t£0ns exmsts'tniuntversfty“resaarch, The,tnstrtutron can
objectzve}y seek the. best quaitfted source oF devefapment and monftcr the
:.dltlgence of’the develapmental effcrts. o |

When the rlght to seek patents is reserved to the: un}versttzes, patent

' appltcatrans may- be. f;Ied prompttv an& negettatfens fmmedlateiy ccmmenced w1th-'

; "”'pruspectzve }:censees w;th the aetsve asssstance of the nnventer. WBen such

rtght'ls ‘not- determ:ned by prearrangement at the-time of contractrng, but



e
must await determinatfch;éftér the.iﬁﬁéntioﬁ.fs'médé;-SuEstantEaJ time is
uéually required to prepare docuﬁehtatjoﬁ én& éﬁp}? to the éponsoring agency
for determinatién. Whilé awa?ting-tﬁe outcome o% théiadminIStrative-process;
the invention Iies.dormaht, and the-inventor‘§ interes; in aﬁsisting in. the
~development becomes attenuated and~'therefore.rmofe difficult to;reestablishf
Deadlrnes for domestlc and fore:gn app1|cations are’ affected by
publlcation oF patentable |deas in scnenttf[c Journa!s. De}ays-ln'deter@ining.
the dlSpOSltiOﬂ of rights to an!lnventhn result_e1ther n &eléy of puinCation_
of research results or risk.of gxp?ratioﬁ of the'time Timit for-patent |
app]ication. .Neither-choice is beneficial to the public interest.
Universities are uhidue:instruments for trahsm?tt{ng Tnventiéﬁs ﬂﬁto
the ‘economy, for the- pubi:c beneflt, srnce prlvate industry is more receptlve -'
- to. lnventlons or ideas . generated by the academ;c communaty than ‘those .
orrglnatrng-frcm any other source exCept therr.qwn rn-house:pesources, 
Theuuanefsityfs‘motivationiiﬁwprosécutfng éppf{cati&ns:for batents
IIS not based primarliy upan product;on of income for- the tnstltutlon but upon*

the ttmely promotlon of . actuaf avat}abtllty of the new: products or processesfu

'.ta.the-generalwpubllc;—HWhen-the:Government.retains tftte, the: patent may be 
made avatlabie to all comers.an.a ncnexc}usuve or even raya}ty-free basrs.3_ 
',Thls ‘T tantamount to "dedlcation“ oF the’ rnventlan to the pubFic. En-these:-
cases, no. one. source is l:ke}y to have suffmctent :ncentlve to lnvest @n theﬁ__
necessary deve!opment effort to make the product er process available to theJ1ﬁ'
 _pub1tc.- tndeed -the: tremendaus rnvestment,requtred to br;ng a product or -

pracess to a marketable cnnd:tion rs sometrmes Far-greater than the tnvestment

in orlgfnal research from whtch the |nvent;on results.
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Mere eXcTusivity in patent'rfghtsrdoé;'not_ipso facto create artifically
hiéh,prigesrforrfélated-products. "Royalties generally represent only a very
small fraction of the retail price af‘markefed goods. Moreover, one must
face the inescapable concluston that the development of inventions under a

liberal Government patent policy wil] benefit the public by making available

products that wou}d otherwi se nét.HaVe been "avaitable at .any price.

The university capability of transferring inventions to the beneficial
use'of the.§eﬁeraf public fis aﬁ'imqutant'nétiahai resource. ‘The public obtafhs
the benéFit oF thfs valuable resource thr&ugh fhe efforts.of.those sponsoring:
'agencies'whi;h offer adequate inducement to- those who can Bring.the frufts of
basic research into-aiform“useful to the'con;;ﬁing public. Thus,'econdmic-.
stimuli affordéd'by'a realistic Ti&enﬁiﬁg policy resﬁfts in a publ?c‘benefit,
'_rather_'thgﬁ';ausihg'an'IncfeaSé_Inithe~¢ostaof ﬁhefconsumer.pfodUCts;- |

- Under pfeseﬁt'governméntfpatent‘policy, Tﬁ-the absencefdf ahﬂ“lnst1tutfgna]'
Patént_Agreement;":the-vagrnment_norma}ly-asserts ownership qf:patent rights
in any_invéntion;springing-fromfgoverﬁmenthponsoreﬁ:resérach:and'requikes_a-
defermination*by’the a§ﬁrdpriéte.gcyernmeﬁtél_depaftment ar~é§eacy'@ftwhat‘useﬁ_

: is to,beumade.af-§uch:righfs;-in.accdfdéncé-ﬂith'prqmufgatégffegulétiqhs,j {f 

“an |nst|tutlon w:shes to take titte. ‘to an lnventton, ;t mus t request a-

'

waiver and a f;ndrng must be made hy the Government that the invention wouId.
‘be; more adequateig and;qutckly devg}opedgfor-wydest use, and the publ;cg"
ihtérest“willibeﬁbest“séf§ed; if;théiadvetnmentJwaives:its ciaim,of:title'to -
fhé—iﬁyentioh ian§v6r{uf-thelinstffﬁﬁ$0qaj¥quqsoquf_thé7kg5earchaf-2'

| 'ﬂhére.iﬁ~fs determihed$tHat iff?s.in tﬁétﬁubffc Entéfesfwtﬁaf--'”.
expedltlou5 deveiopment ‘of the |nvent|on be undertaken ané that  such:
&eve]opment woufd be best accampl:shed by allowang the . lﬁStltut[Qn to'have
i-tltie to the'inventicn, the granttng oF the watver 3 SUbjECt to condttzons

--specrfjgdgbylthegGovennment:;"



An alternative to the ”waiver”*ébproeen*ié the ”fne%ftutionai Patent
Agreement”'approach, avaliabie since 1968 T - This’ approach, endorsed by a 1968

GAO Reportz, perm:ts the grantee lnstltutton to retaln t:t_:”and to admlnlster

Ny the pr;nC|paT ownershtp rtghts in lnvent[ons made under department grants and

awards, cIearly dEFIHES the r:ghts of the partres w:thwrespect to, such s

) nventlons and ‘sets forth general QU|deIines governtng the 1:cens:ng of _

-nnventsons. te may lnc!ude Ilmltataons on the duratlon of exclu5|ve l;censes e

“to be granted 1t also (ncludes the reservation-of a royalty free llcense to :
the Government for governmental use and may Inciude other approprlate safeguards
.to protect- the publ!c lnterest.u These Iatter safeguards include a- reservation
to the Government of the rzght to. requ[re the granting of additional [[censes
on roYalty&free basts_or'OU'cher-terms that“are'reasonablerqnder thed“
circumetances, where:such licenees-erefneeessary'to fulfil}dpubfjc heelth,f-"
welfare or safet?-requirementst' |

_En:order that thEQQSefutneSS'of'an.Tnventibn-maY'be manifeéted to_tne o
pubtic,—Further.development or-engineeringvie dsuellr'reqqired; [ndeedgfa
normal prerequmsrte to further deve?opment er'engineerTng;-ieJtestfng&qr.”
. "screentng”’of a prototype of the. praduct, nroeessﬁer hachine;nhitﬁ.hes“been
tnvented; :éefure the_effertS'end:expenses;ﬁhcident.toftesting,qr'sereenﬁng
-rrare undertaken,'thOSerwho:erevte‘inyest*in:tﬁe_promet}onfef tne-invention.needtﬁﬁ
.torknowfwneuheS-thejtitle.te er“ewneréhfnfof:the Enventioﬁf(f;ei,dthe:rightf_'

seeUredrto'inventore and theirﬁasSigueesfor”Iieensees,ﬁfqrflﬁmited-timeS'aS-,

R !“fnstltutrons Patent Agreement Governtng-Grants and Awards from the
: Department,of Hea}th Educatlen and weIFare“ HEW Standard Form Rev. 8[26f68

ZReport to the Congress«?rob?em Areas Affectrng Usefufness of Resu?ts of

-Government*Sponsored Research in Medicinal Chemsstry - Cemptrol}er*seneral '
af ‘the Unrted States - B I&kﬂ 31(2) 1968 B
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marketability.

1marketabi!|ty of a grven porces

.,result of & government tl

crovidded Tn the Couns_titu-tion').
Yhere*haVerbeen instances whereabrOSpective iiceneees have refused
1o undartake the testlng, screenlng or development ‘of lnventlons un!ess the E
ticongor would grant an exclusive llcense fcr commerc:al sale ar u5e In-
,ome cases, no vrable a!ternatlve has been avaliabte and, in the absence qf_an
exclu51ve.1gcense the publlc has not'been able to obtain the usa of the |
product@'precess'or maherne.

The universfties;.obvioueiy, do not usdeily'possess‘the eritféal
facilttles necessary to bring drug products from the c}:ntcal testlng stages to -

gThus, - perattve that the unlverSIt!es be ln a posntlond'

to grant either: exc!us:ve or nonexc?us:ve Iicenses ‘to those organuzat;ons whlchz'
already have those cr!tlcal facalttles.
Qual:fted unlversrtxes that have developed a transfer capabrlity

government-supported |nventlons shouid be granted a ftrst opt:on to the tltle On'

that campus deve]oped process.: However, one must recognsze that r;ghts must e

stsil be reserved- to the government in arder- to preveént abuse of. patent rtghtsiFﬁ-

retalned by the: tnstitutton and to m!nimlze any antr-competttlve efFects that

may be generated by such a—pol;cy.; ln addtttcn, government personnel, srnce

-_theﬁa Te. not as [ntlmateiy Famtltar wrth the process that ‘has-. been deveToped

_would be n a much Eess favorable posrtion tefascertarn the commerClal

s, therefare feared that the uitlmate

y;coupled wlth a 1acen5tng approach could weIF

- be the- drytng up of tnventtons dfsctqsures frcm universrty researchers, and the

fallure to adequate!y brrng‘poss;b?e useful processes to market.“ Instltutions
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.;;g,
.Many.Instituﬁﬁqnéfhévefbeen abIEQto-Iicense;ihyentiqns médé by their faculty
,ﬁembefs-rstudents, and'eﬁﬁioyees,*fo-tﬁé-u?iiméfe-benéFit'Offthe'pubffc.-*The '
_public will suffer if an. tnffex:b!e Government ”Title“ pol:cy is adopted w:th
respect to Federa!ly funded research conducted by tnstlfutions of hrgher Iearnlng
and .other non- proflt tnstttutlons or organlzations.n The mctivatlon of institutions
: of hrgher Iearnlng in: obtalning ‘and promotlng the utl!|zation of patents is' |
.pr}marjly based on their desire tq-make-the proﬁuct5~9r-prchsse5 actually - -
and promptly available to thg(ﬁﬁb]}q, :Thé}ﬁonetary_benef%ts.récgfvea.gy thgf”i
'-institutians*aﬁd'inﬁéhtors'afe seﬁohdér;!;aﬁith'the actiVe.asQisfanceioF the -
inventarg;'fhe:iﬁsf?fufiaﬁguéfe fn‘é”béttér pésition than fhe Federal Gdyernméﬁﬁf
to transfer the'technoiogy to»the public thfough,the economy. .Azdévefnﬁéﬁt' kD
ﬁTifle” pol}cy,‘hOWever, prectudes the un;versrty from recogntzxng ‘the equ1ttes
‘of others;, . 1nciudlng 1nventors aﬁd nan-governmentai spoasors, and falis to
'acknowtgdge.an'lmyortant-nattonai resource_which—more than ;ompensates;;he;gax*-

paying public for its contributjon-to.fhe'Tn§;}gp;iqn§35ygsearch*gff°ftg;ff;.:”
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