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,; l!.!I SUflco:·;:nTTEE I S ASSrG~::lE~lT 

• 
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The President's StateMent on Government Patent'Policy stresses 
t.hat inventions resulting fro;n l'csearch funded by .t~e Government 
constitute a valuable national resource,·cnd that the public interest 
requires that efforts 'be made to encourage the exoeditious develop-
rrent and civilian use of these inventions. The Subcomnittee \'lilS 
established to recoi.mcnd a patent policy \'ihi ch the Governr:ent should 
follow in its research and aevelopr.1ent activities I>/ith universities 
and other nonprofit organizations. 

., .. ,... 

The importance of this assignm~nt is evidenced by the substantial 
amount of research fundo:d by the Government at uni vel'si ties and non
profit organizations.l/ For example, in Fiscal Year 1972, the GO'/e~'n
ment spent approxirr.ateiy $3.1 billion of the total 512 billion eX:Jended 
on research and development outside its O\':n laboratories on grants 
and contracts to universities.2/ 

1/ For convenience, ·Universities and nonprofit organizations· shall 
llereafter be ref~rred to as "universities". In this regard, see 
IIPPENDIY. S, "Issues Upon l'lhich the University Patent Policy Ad Hoc 
SUDCOn,;]ittee Voted", where the Sutlcom;nittee di scussed thi smatter 
and voted to afford ~niversities and nonprofit organizations the 
same treatr.:ent. HO\'lever, also note S(;ction 9(d) (11) of the Federal 
Ilonnuclear Energy Research and Developm:mt Act of 1974, l'lhich, \'Ihile 
affording special t!'eatJii2nt to universHies. makes no rr.entio(l of 

. nonprofit organizations. 

y The distrib~ti.on of such funds on an agency basis ~Ias as fo 11 OI'IS : 

IIEI'/ $1, 109,000,000 USDA $75,000,000 
AEC $532,000,000 EPA $31,600,000 
NSF $449,000,000 Inted or $31,000,000 
NASA $238,000,000 DOT $26,000,000 
Air Force $223,000,000 Commerce $9,000,000 
Navy $172,000,000 Justice $6,500,000 
Arnl,)l $97,000,000 HUD $5,000,000 

National Science Foundation Report - 1972 NSF 71-35, Tablc\C-9 
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Except for the iI<Jenci as di scus sed bel o\~, Exe cutive agenci es 
Iw,ve traditionally interpreted the provisions of the President's 
St1lt::[:",ent on Governrr:ent Patent Policy or applicable statutes to require 
the v,e of patent rights cliluses in gl'ants or contracts 1'/; th univer
sities to provide TO!' either titie in the GovelT,m2nt in the invention 
!)::nerated in performJ.nce of such grants or centracts or a deferred 
allocation of patent rights, The deferred allocation clause 
provides for deciding thc allocation of patent rights u,ntil after 
an invention is identified. Under this policy, after the'making of 
the invention, the university rr.ay seek to retain principal rights 
in the invention, subject to t.f~e funding agency's agreement. \,he)'e 

. a title clause is used o\'lnership to resulting inventions are acqui red 
by the Governrr.ent. However, in many cases the clause, like the 
deferred clause, may permit the grantee or contractor to request and 
retain the principal riglits in the invention after the invention has 
been identified Hith the agency's agreement. . 

. . 
The Department of Defense (DOD), the Departo.ent of Health, 

Education, and Helfare (DHEH). and the National Science Foundation 
(NSF) have each adopted special patent policies and regulations vis-a-vis 
universities. DOD has applied the "special situations" provision of 
section l(c) of the Preside:1t's State"-ent, and a110'd5 universities Hith 
Aapproved patent policies" to retain title provided the a\'lard does 
not fall within sectien l(a) of the Statement. DHEW and NSF have both 
adopted special policies for universities implemented by Institutionai 
Patent Agreerr.ents (IPA) with qualified universities, which provide that 
such universities r.;OlY retain title subject to various conditions and limita
ttons.!! In the case of DH~;'), its special policy applies only to grants, 
Inventions generated under Di--IE!') ccntracts are ·subject to a deferred 
allocation policy. The NSF special institutio:1al policy applies to 
gl'ants and contracts. In any case, NSF and DHEH may except specific 
a\~ards from the operation of. their .institutional agreelfents. 

N'he Su:,con::nittee at the outset of its assignlfl2nt conducted a survey 
, of agency policies and practices vis-a-vis university patent policy. 

The survey \'IilS pl'cviously submitted \~i.th the Subcommittec's 
August 2, 1972, Rcport, and has been changc;d only by the formaliza-' 
tion of the Nsr Institutional Patent Policy in 39 F.R. 41982-41985 
Bnd 40 F.R. 12819. 

Y Copies of thc DlIEI'1 and tlS!' IPJ\ I S are set forth in J\PPEllDIX J\ of 
this report. 

• 
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Both NSF and Oll:::·i consider their university policies consistent 
with section 1(a) of the Presid~nt's statel112nt, based on an early 
interpretation of this provision by the Patent Advisory PJnel of the '" 
redel-al Council for Science and Technology,;:J The Subcommittee· 
gives it great \'leigh;; as a contemporaneous interpretation by persons 
\-Iho \H!re closely involved with its original cevelo,m:ent.6/ , ' -

Of course, DOD, DHEH. and NSF continue to use essentially a 
deferred -determination approcch wHh universi t,ies 1''':lich do not have 
IPA's or qua 1 i fi ed ,pa tent pol i ci es. 

§I'The Panel's interpretive statement; set forth in the 1965 Annual 
Report on Government Patent Policy, reads as fo11o\'ls: "Examples 
of exceptional circumstances of the type' conten;~lated by section 
1(a) might be , , . I"here the public interest l'Iill be advanced, 
by leavi ng pri nci pa 1 or excl us i ve ri gh ts to a nonprofi t educa ti on a i 
'institution that aqrees to administer in'Jenticns in a manner deciT.ed 
by the agency to be consistent with the public ;ntere5t." . ... 

Y The President's Patent Policy is founded on the concept that the 
allocation of patent rights should be determined at tne ti~e a 
contract or gra:1t is a\'larded, This policy conte;:"plates a review 
at the tir::e of each al'lal-d to determine \'Inether Section 1 (a) or 

• 

l(b) is appl icable. SOiT.e agencies have 'adopted specific prosedures 
to conduct this evaluation .. (See ASPR 9-107.4(b) and DOD Fot~ 1564, 
noted in Aspr~ 9-107,4(a)), Other agencies I-lhosepr::Jgrams fall 
basically under Section lea) have not 'adopted prccedures for 
revi.el'ling each al'iard in the light of the President's Statercent, 
but have opercted on a prest;mption that a11 their al·;ards are, under 
the title portion of Section l(a), Only where a special patent 
rights problem arose was a specific determination made. Agencies 
which havG! adopted the "exceptional circumstances" interpretation 
of the President's Staten:ent to include univel-si ties I'll th approved 
patent policies have also utilized the concept of a presumption 
that all al·tards to such universities fall I'rithin. "exceptional 
circumstances" subject to a specific reviel1 or procedun" for 
exempting specific al'lards I'lhere the agencies deter.nine that e;,cep
ti.onal circuillstances are not prescnt. The utilization of this 
presuillption for ·cxceptional circumstances" is considered to bc 
conslstent Idth the interpretation of and procedures utilized by 
the a.gcncics undcr thc Prcsidcnt's Statcmcnt. 

, 

• 
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3. :OlE GOIIL OF UIIIFOm·lITV • 

. Four busic approaches ure now being used for the, allocution of , 
patent rights under university grants and cont.l-acts. i.e., deferred 
allocations; title in the Gover!1m~nt, with or I·lithout provision for, 
the contrilctors to request ilnG retain principal ri9hts after the invention 
has hcen 'identified; recognizing universities undel- 1 (c) as a special 
situ<:tion, (DOD); and the DHE~'J/ilSF Institutioiial Patent Policy apprc;!ch 

. tilth selected universities. Yet one 01- the basic considerations. undel-iyir.g 
the ,'resident's 'PolicJ is the need for a "Governrr:ent-l-Iide policy. 
reflecti,ng CC!TJnon principles and objectives, at the same time re-
cognizin;:! that need for uni formity in the area of patent rights 
must be subservient to the missions of the resoective ac;encies." 
In fr'aming its recor.:n;endation, the Subcow,,,ittee has ccns i dered the 
differing missions of the respective agencies and the types of university 
research l'lhich they support. In the Subcon~ittee's opinion. the diffel-ing 
missions of these agencies do not SUppOI't the, Idde diffel-ences in treatment 
of a particular univel-sity doing similar vlork for different agencies, 
aHhough it is recognized that sorce agencies may be governed by statutory 
rcquirer"e'!nts that hamper impler.entaticn of the recom.endations 
made in this report. . . 

Furthermore, the need to arrive at a' uniform university patent 
policy is supported by Governmental policies in ad9J"t:ion to. the 
President's Statement of Government Patent Poliey.-

Jff6r example, the fo11O\·ling directive from Federal !'\anagement 
Circu1ar 73-7 \"las considered by the Subcommittee to be a 

,further mandate to seek a uniform Government patent policy as 
applied to universities: ' 

~Differing administrative policies and practices associated 
"lith Fedel'al grants and contracts for supporting reseilrch at 
educational institutions create confusion and additional adrnin~ 
istrative" effort for educational institutions, ca.use'! conflict 
beh-Ieen the uni vel'S; ty co:r.:nuni ty and the Federal Government, 
and I-cduce the effectiveness of the institutions in pel-forming 
the desired research. 

Since many l.iurdensome incons i stenei es in Government Ad:nini s tra
tive policies and practices can be removed I'lithout jeopardizing 
the effective PUI'SUit of the research 'effol-ts, it is in the'! 
interest of both the Governmcnt and educational institutions to 
remove such inconsistencies l'lhercver feasible. U 

HIe 73-7" IIdmiliistriltion of Colleqe ilnd_~~!.v£.rsili Rc~earch Grunts -
DcccmlJcr 19-;-r9i3-:--ihis \'las formerly Oi·1U Circular A-lOI. 

. . 
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Accordin·gly, the Subcommittee has formulated guidelines to 
·1mplcmcnt a uniform Government patent policy for univel"sities. 

4. CRITERIt, CONSIOERED BY THE SUr.CCNf.1ITTEE IN ,,\RRIVING I\T ITS 
RfTo;~:;,:mfJ\n-orls 

In arriving at its recommendations. the ·Subcommittee has attempted 
to devise a uniform pniversity Government patent policy within the 
fr ... ~~e\'lork of the r~,:sident's StJte .. ;ent that en,phasiz2s ullocaticn of 
·rc~~nt rights at the time of contract or grant utilization of inventions 
\:'Idle reducing th!:' i1drr.i:1istrative burden to all p=l"UeS involved" At 
the sar.'e tin:2, the Subcommi ttee fol.a:le efforts to ensure that the publ ic 
interests vlOuld be protected. 

5. TilE FR!;'.~E~-:Clr;K ron CC:::-~ERCI r,LIZATI ON OF !j;{IVE~S lTY H:VE~:TJ O~;S 

In order to arrive at a uniform patent policy coveririg the 
inventive results of university research, an undel"standing of the 
nature of this research and· the inventions which flow therefrom is 
ir,lperutive. Accol"dingly, various characteristics of technology 
transfer of inventions from universities to the marketplace and 
barriel"S thereto \-Iere exami ned. Some of the factors \-;hi ch I-:ere 
cOllsidered by the Subcorri.littee are set forth in this section. 

A. The Need for COlT.'l1ercialization b'l Industrv • 

The most obvious fact that influe~:es the utilization of 
university inventions is that these institutions ·do not engage in the 
eli tect f,lcmr"2ct:;re of cOCir;;erci a I enbod i ",,,,rots, and it is indus try 
,·/hich must bring the univershy inventions to the marketplace. '-ic~-Iever, 
'it is the observation of many \-Iho have studied the technology' 
transfer process that inventions result.ing from university research 
have not been delivered to the public by industry to the extent or 
in the time expected \-lilen SQnsidering the amount of research being 
conducted at universities.~ 

§lror example, as early as 1912, Dr. Fredel'ick Cottrell, I-those gift 
of patent rights provided the original endovtment for Research 
C01'P01"ation, spoke of this concern for "an intellectual by-product 
of imm-cnse impol"tance" that \-Ias largely going to \'Iilste. This 
bY-Pl"oduct of college and university I'lork, recognized by 
Dr. Cottl"ell, is "the mass of scientific facts and principals 
developed in the course of investigation and instruction, which 
tlwou9i1 lack of the necessal'y cOllulI(!rcial guidallce and supel"vision 
n"ver, 01" only after unnecessary delay, r"ach(!s the public-at-
large in the f01"l11 of useful inventions, and then oft"n through 
su!;h cllilnne I s that the ol"i gi nill d i SCOVC1"CrSa rc qu i tc forgotten." 

Address before the 8th I\nnua 1 Congress of I\ppl i cd Chemi s try. H. Y. , 
1912, as reported in Reseal"ch Corp ... Quarterly Bullctin, SUmmer 1974 , 

'. 

• 
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The President's first message on Science nnd Technology on 
Harch 16, 1972 expressed concern about this n~tter. FOt' eXolnlple. 
lIr.long th~ "ur9~nt situations" that led to and were reflected in 
this J.lcssage \'Ias: 

(; 

"Continuing failure of industry, universities and Go\'ernment 
to cooperate in developing civilian technology in the way 
thc,y.produced defense, space and atcmic tools."?/ 

lhe Subco:r.;;,ittee believes that as to universities this failure 
can be attributed to the lack of an adequate mechanism to facilitate 
the transfer of the inventive reseal'cli results to industrial concerns. 
Evc,n'l'Ihere unh'ersit~es have patent orotectio'n, they O:2.y \·.'el1 fail to 
enC:OUl'age the utilization of their inventions if an adequate, organized 
effort to corr.OIunicate l'lith industry is not made. IO/ 

21 "Scientists t·~eet on U.S. \·!oes", The \'!ashinaton Post, p. A-l, Feb. 18, 
1972. This article is based on a series of ~ee~ings between the then 
President's Science Advisor, Dr. David, and leading scientists and 
engineers. According to the Hhite P.ouse fact sheet issued \'Ii th the 
President's r·lessage, the rr,~ssage l'iaS based, in p3rt, on those discussions. 
[\150, see Dr. David's artic1e ol'iginally appea'ring in The :'!2ii Street 
Joufnal and reprinted in The ~ashin~~on Star~ August 4, 1974, entitled 
~lNi\king the Host of Our Progt'ess in lechno'logy", in \'Ihich he finds 
that "u. S. t<:xp:lyers deserve more di vi Genas" from Government-
SUpPol'ted loeseal'ch and development. 

1Q/ For example, see the Proceedings of the Conference on Technological 
Transfelo and Innovation, National Science Foundation - NSF '67 -
[.lay 15-17, 1956, I'lllere various particip<:n"cs ctlserved: "To transfer 
scientific or technical information into sp2cific innovations requires 
a certain "n;ount of ologaniz.ed effort." Furti,er: "The mere exi stence of 
i\ body of l'esearch outputs and other technic:.1 knol'lledge is not, in itsel. 
enough to result in significant industrial i:'!novation." And: "In 
sum, a good com:nunications system does not j"st.happen accidentally; 
mana!)ement must take deliberate, specific action to devise and 
keep open necessary corrmvnication channels. It must also give 
explicit attention to its goals." 

• • 
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. B.· Current University Tpc!moloav Transfer Proorams 
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7 

Most universities transfer technology throuah personal contGcts 
bet~:ecn scientists, attend~nce at professional meetings, and sciem:ific 
f'ublic~::ions. [Ju;; in many cuses the mere disclosur?- or pub1 ication of 

. technology may not attract the expenditure of private capital to prcr.:o:e 
utilization. A fe\'1 universities recognize the inadeQua·cy of pUDlicatjons 
or personal contacts to achieve utilization and have established an in-
house managerccnt mechanism to transfer their inventive results to industry. 
Another fairly large group of universities obtain simi1ar sel'vices through 
outside patent management organizations, such as Resecrcn~Corooration and 
Battelle Development Corporation. However, many of these un~versities ~o 
not have techni Ques to j denti fy or reo art i nven'ti ons. The 1 ack of ccn6erted 
efforts to obtain invention disclosures, couDled \";1th the lack of a pa,ent 
man~9~;::ent organiziltion to pro;;;;"e inventions, h2.s in the opinion of the 
Suuc"oTil;;,ittee resuHed in 1 ess effect; ve techno logy transfer than has occurred 
at universities I"lith active in-ho:;se patent manager.:ent programs. 

There are indications that a number of universities, ~Ihich here
tofore have been relatively inactive in this area of technology transfer, 
are considering taking reore ac,ive roles. For ex~mple. several univer
sities have initiated new efforts in the area, and several others 
,\'li11 be 'participating in a "p2.tent al-lareness prograi!l" ':Iith Research 
.corpor~tion, I'ihich ,is being partial1y supported by the National Science 
Fdundiltion and the Department of Commerce. The interest that has 
been manifested in these and other ways has been sufficient for 
instance, to lead the National Association of, Col1ec)2 and University 

·llusiness Officers (t:,<\CUBO) to prepare and distribute recentiy a set 
'of guicielines for formulating univel'sity patent policies.ill 

C. The Nef'd for Stron'o Patent r·jan30ement Capabil i ty to Transfer 
llnivel'sity TechnoioCl',' 

l.lIPatent at Colleges and Universities, Gu~del ines for the Develoo-
l11ent of Policies and Programs Committee on Governmental Relations 
NIlCUOo-;-r9T4 
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. The need for a stro~g patent man3ce;.;ent capabil ity or 
"techni ca 1 entr~pl'en~~rs "0 1 n techno 100\' tri! I1S fer is es Qec i a 11 v 
acute in the univel'si ty setting because of (1) the characteristics 

·of the inventions coming out Qf univ~rsity research efforts, (2) 
the "r-~Jblish Dr perish" ethic, and (3) indu.stry attitudes towards 
univ21's ity i nventi ons . . 

But beTore discussing these factors, one point shoul d 
be emphasized. This is that the patent rights retained by the 
university I'lill almost always be critical to the undertaking by 
th-e university to interest industry in the further develop .. ,ent or 
commercialization of an invention. This is because; for all 
practical purposes, the main right the university can util ize as 
negotiating leverBge is its exclusive right in a patent. And 
since it would be unreasonable to expect'an industrial organization 
to be I'lilling to risk its financial resoul'ces to develop ne\·/ 
technology I'/ithout satisfactory means of pl'otecting 'its invest
ment. it is obvious that the question of paten~ omlership' is 
critical to any univers~ty's efforts at technoloqy transfer. 

W"li any suggestion "Iere to be made as to I'lhal. should b",' done 
,to promote innovation, 'it \'/ould be to find -- if one can, 
"tcchrd ca 1 entrepreneurs". , •• ~ 

Battelle Colur.lbus Laboratories, Science, Teckolcigy and Inno-
vation, Summary Report - February 1973, p.3. - ' 
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(1) Charac_teristics of University Inventions 

9 

The Sul>commit tee cons i deI's the fo 11 0\'1i 119 chara cteri S ti cs 
-lto be significant. 

(a) Basic and Applied Research. 

1105 t 'of the un i vel's ity 110rk performed unde r Governmen t
sponsored grants and contract~ is basic research. Inventions arising out 

. of such research are normally incidental to the research and at most 
involved compositions of matter with no clear utility, prototype devices, 
or processes that have been tried only in the laboratory. Yet it has been' 
estin:ated that the cost of bringing the typical invention (both university 
and industp') to the marketplace is ten times the cost of making the 
invention,_;l_1 It \,:ould be rare for a university to be in a position to 
bring an invention beyond the initial theol-etical or laboratory stage. 
It has .neithel- the, facil ities nor a reason to attempt to perform the' 
engineering effort necessary ,to design and manufactUl-e COil'Jllel'cial embodi
ments of their inventions nor, of course, the marketing resources . 

lid; rected" 
inventions 
laboratory 

Even where,a university undertakes "applied" or 
research, the situation is not much different, since university 
that result from applied research normally reach only the 
model stage. 

(b) Isolation of Inventions 

, University inventions, unlike those of industrial 
firms. normally stand alone.~' , 

13/ u. S. Department of Commerce - Technological Innovation: Environ
ment and r'lanaqement, at 8-9. 

111 As explained in a Harbridge House study prepared for the National 
Science Foundation: 

"Their isolation is a major obstacle to utilization since 
most inventions are not marketable products in themselves. 
The industrial product is often protected by a, cordon of 
patents, as illustrated by the list of patents on a packet 
of Polaroid film, A university invention, on the other 
hand, is a one-shot patent. Even if the patent specification 
discloses 'an ingenious invention, the patent claims which define 
the scope of monopoly are likely to, be narrol,/ly drawn. Hhereas 
industry will add to its pat~nt arsenal as a product is improved. 
a university patent., if it is to be licensed at all. must be 
licensed on the initial effort." .. 

Harbridge Ilouse, Inc. leqal Incentives and Barriers to Utilizing 
Technological Innovation" p. 11-13 (r'larcfil9-m . 
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Further. university inventions must be licensed for 
royalties only. Universities. unlike manuf.lcturing finns, cilnn.ot trilnsfCl' 
their techno109Y througil cross~licensinCJ ilrriln<jelni,nts, since the lmivel'si ty 
has no need to obtain the right to manufacture the inventions of others. 
) 

'(2) . The "Publi~ll..or Perish" Ethic \ 
i 

The tradition of publiciltien reflects the belief in the ·academic 
tl0rld·tltat p:J~liciltior. is central to 5c11012)-ly pursuit. The goal is 
pUblication in :he lcurned journals or books. Patents, on the oth"r hand. 
hitvc trapitionally bc;en regarded by the university community as irre1ev:lnt 
at best and, at Horst, as an indication of ulll'lorthy con::rel-cia1 motives, 
These factors led Harbrids" House to the conclusion that "'perhaps the 
single r.:ost dir-;icult task of a universi!y' patent adminis~ratol' I'!as the 
solicitation of invention disclosures, "1:.>7 Ar.d they round it not unco,,:,,;on 
that even \·:here disclosure and coooeration I'ias obtained, the disclo5u:"e 
was often not repol'ted until many rnonths after publ ication, Obvious-
ly, therefore, thel'e is an acute need for efforts to be Gade to 
obtain early repol'ting if technology is to be transf,"rred at the 

. optimal rate. Such efforts, hOl'lever, require strong manageIT.-ent. 

Because the one-year pericd for the fil in g of patent app 1 i C(1 ti ons 
has often begun to run by the time university administrators receive 
invention disclosures, or soon thereaf~er, universit~ patent managers 
must be prepared to act quickly to protect inventions once. they are 
id~ntified. Moreover, they need to be able to overcome the reluctance 
of many facul ty r.:embers to c:mcern them,el yes \'lith these efforts, Ftn':her, 
~niversities, even if predisposed to do so, cannot deal in trade secrets 
since "publish or perish" is the rule and therefore, un.iversities cannot 
control publication by its faculty, 

It also shou1d b2 noted that eV2n if a dor.;estic patent appl i
cation is filed \~ithin the one-year statutory filing period initiated 
by publication. such publicc;tion before filin9 l'Iill bar issuance of 
valid patent protection in [;;Qst of the important industrialized foreign 

. countries. This may ddract 'from the "product" that the university 
has to offe r indus try and adversely a Hect our balance of trade . 

~ Ii at 11-14. 
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(3) Industry Attitlloes TOvlards Universi tv Inventions 

Universities attemptirig to trilnsfer university technoloCjY 
I!IUst also overcome certain attHudes of their potential industt'ial trunsferees. 
The existence of these attitudes (or orgunizational bJrriers) is under
standable. But they again highlight the need for a strong and aggressive 
patent IT.)nagoment ca~abi lity at the universi ties. Among these industri"l 
attitudes are the follm·ling: 

(n) The "Not-1n'.'cnted-Here" S\'ndro~e 

Industrial organizations have comn:ercial interest 
in most'areas Qf th.eir research. Accordingly, there is an in-house 
i.ncentive and· capilbi lity for such organizations to fUI'ther put'sue the 
results of theil' research. This incentive ste;';lS fl'om the ol'ganizations' 
ability to continuously evaluate this l'esearch through all stages of its 
developrr.2nt. There is a lesser incentive for industry to further pursue 
the results of university res'earch vlnere such research was not under 
the organizations' initial sponsorship. This bias tov/al-os investment 
in further develoP~;2nt of its 0;'111 ideas, rathel' than id'2as from outside 
Sources. is co ilIT.O n ly referred to as the "not-i nvented-h ere" syndrorr.e. 

(b) The D'?sire for P3t'2nt Riohts in Collaborative Situctions 

In some situations, industry has refused to collaborate 
in bringing university inventio:1s to the marketplace u'11ess pl'ovided so~e 
patent protection as Quid r,,'o CUD for the invest"-ent 01' develo;xnent effort . 

. This has been substantiated DyaHarbridge House and a General Accounting 
Office (G;:,O) study both of \·:hicn found an' industrY-'olide reluctance by 
pharmaceutical finns to test cCmP95)tions of matter synthesized .or isolated 
by gral1t-sllpported investigators,-- Thi.s was found to be due to DHE\-J's 

llarbddge House, Inc. - Govern~nt Patent Policv Stud'! - Final 
Report to Corr:ni ttee on Govern;;;en t Patent Po h cy, FCS I, i-lay 17 . 
1968; and Gf,O Report, Pl'oblem ".reas Affectina Usp.fuiness of 
Hesults of GQverm-:;r:nt-Soonsored i'.esear-ctl in T,,,dic'inill Chc;iilistry 
Ilugust 12, El58. 

llarbri dge House, for exampl e, found: 

"In both cases [referring to universi ty and nonprofit 
inventions] the inventions most frequently arise from 
basic reseill'ch and require substantial private develop
ment before reilching the stage "Ihel'e they arc cornmcrcially 
llseful. Some measure of exclusive rights appears neces
SillY to 1ll0tiv<1te 1 icensees to invest in the "Iork necessary 

·to con~nel'cialize these inventions.". (13rad.etcd added.) 
Hote 13 at p. 11 of fi rs t ci ted ,-eport. 
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restrictive implementation of its patent pol icy which r.ormally resulted 
in title in the Government. lnclustry argu~d that such in:;Jlementation failed 
to take into consideration industry's lilrge private investment befon:! 
~uch compo~itions could be successfully marketed as drugs. Althou']h not 
extchsively docul:1(mt'Cd, simi lilr situations have occurred in the area of 
medical Ilardware devices. 

In view of the university's past experience in 
dealfn(]s "lith the phar::1aceutical and medical device incustry thel"e \'Ii 11 
protJabiy be other situations \'i~lel"e industl"y \':ould be reiuctant to 
(;ollalKweJ.::e v;ith univel"sities in i.,noging a high-1"isk invention t:J the 
marketplace if SOrr.2 patent exclusivity is not r"irst pl"ovided to the developer. 

(el Contamination 

As used by industry, "cent2mi na ti on II rr.2ans the 
potential eomprom'ise of rights in proprietary rese2.!'"ch resulting fl"om 
iti exposure to ideas, compositions, and/or·test results arising from 
GOYernm2nt-sponsored research at Univel"sities. For exc.r.;ple, if a 
company \':ere to incorporate into its research progl"::r.l sc;;:e of the 
research findings of a UniVel"sity doing par'allei resea,"c:-t and then 
o;?velop a product patentably distinct fror.! the unive!"sity's inven:ior., 
the company might rightfully fear that aec:npe:itor might assert the 
Govenlment's rights as a defense if the competitor n:anufactured an 
tnfrtnging product. 

6. CONCLllSTOi:S OF THE SUBCO;';,iTTTE 

f,. Creation of Ur:i'ler'sitv lech[;0100'l Tr2.nsfel" CaD~:,i1ities 
SfiOiJl d be t:ncouracsd 

Bec<luse of the various factors enu[;',erated above, the Subcom
mittee is persuaded that the Government needs to create an atmosphere 
conducive to the transfer of inventive results fran universities to 
industry. It appears essential that the Government induce univel"sities 
to provide an internal mechanism that \'Ii 11 ser've as a focal point for 
receipt of the inventive results of university research for later 
dissemination to those industhal concerns m:Jst likely to utilize such 
,"esults. 

Government patent policy can playa most critical role in 
creating the neCeSSal"y atmosphere for this tl"ansfel". As previously 
noted,patent rights are essential if a university is to have an 
inducement to undcrtal:e the efforts needed to produce conmwl-cialization 
of thei.!" inventions by industry. The President's r~essage on Science 
and Tecllnology provides a clear mandate to make us~ of such an oppor
tuni.ty. I\s urged by the Pres i dent: 

• • 
• 

• 



, 

( 
i \ 

t--

t , 
.. , 

. ~ 

\ 
} 

\ 
\ 
I 
l 

! 
~ 

. . 

~ .-

I 
l 
I 

! 
! 
I :-, 
!\ 
\'./ 

l· 
l 

:r· 

.• "' ......... ~--r- -- ••. --_.-.-.-:-- •... ----.•.• - ~. 

, . 

., 
\ 

\ . \ 
- . 

"' . -

" ••• '-Ie must develop ca:eful strategies for pursuing 
those goals, stl'ategies \-:hich bring tos;ethel' tne Fecel'al 
Government, the private sec:or, the univel'sities, and the 
States and local communities in a cooperative pursuit of 
pl'ogress. "JJJ .-. -

. ". 

n. Agreements PermittinG Oualified Universities to Retain 
. Title to In'lcn:ions ~·:·ou1a CI~~~te ~n !ncenL.i\l~ :0 u'2'/;.";icJ 

Univel'sity Technolo~:'( Il'ansf"l' C".Dabilities 

13 

It is our conclusion that the maintenance or creation of 
university technology transfer mechanism can be encouraged to a substantial 
degree by permitting qualified universities to retain principal rights in 
Government-s upported inventi on s. The s peci ii c reco:;:;;enda t i on to 
accomplish this is set forth more precisely in section S below. The 
retention of principal rights by qualified universities carries I'/ith 
it the right to license cOffi~ercial concerns. thus creating the incentive 
necessary to induce universities to seek industrial develolJ:r:er,t of their 
'inventions and overco;:;,2 the industry attitudes discussed abOVe. 

Of course, universities I'/ithout a satisfactory pl'ogram \-/ould 
continue to be subject to patent rights provisions providingfor'allo
catio:ls of rights by the Govermr.ent after the invention has been 
identified. - . 

J1J Others ljave al so noted the impol'tant role that the Government 
can play in bringing ahout techno'iogy transfel' of universi ty 
research. See, e.g., OECD, Th~ Conditions for Success in 
Technolog~cal Innovation, Paris, 1~71, in \-I:licil it stated 
"In cases \-,hel'e the requirement for university/industry 
relutions is not n;et in u sutisfactory manner, Goverm .. cnt cun 
have an impol'tant role to playas a catalyst or 'impresario' in 
creating the frame\~ork \-lithin ~Ihich regular contacts take place 
betl~een university and industry." . 
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Additional Oen~fits Would Flow if IDlalified Universities Retain 
Principal f{ic:hts to !(esul tinq Inventions 

In additio~ to the creation of a strong incentive for transfer 
of the re~ul ts of Goven~mcnt~sup"o,ted u!live,'si ty research. other 
benefits Hould flovl from the retention of principill rights in inventions ~o 
(jualHied universities. The fo11o\·ling are examples of such benefits. 

(1) Recognition of Co-snonsor EQuitiei 

. The Government often does not provide the total costs of 
'research pI'ojects conducted at univel'sities. Univ.el'sities in mJny cases 
aSSUnl8 part of the costs of such pl'ojects. and mily also receive support 
from pther sources. such as pl'ivate foundations and indust,'ial organiza
tions. The Subcommitte8's proposai permits. to the extent possible, 
recognition of the equities of the univel'sities and othel' groups making 
contributions to university research pl'ojects by pen;]itting the benefits 
t/hich enure to such universities to be shared 1·lith co-sponsors . 

. 
The Subcorr.mittee believes in the abs!?nce of an IPA, a 

co-sponsor's equity could be considcl'ed under the exceptional circumstaf1ces 
provision of lea) of the President's Statefl,ent. I·;hictr provides additional 
SUppOI't to the SUbco::;mittee's position that its recommendation also falls 
Hi.thin such pI'ovision. 

(2) Ease of Administration 

By eliminating case-by-case decisions on individual I'equests 
f01~·patent rights. administrative I·:ork on the part of both the universities 
and the GOl'err:1r.2nt ~/Oul d be dimi ni shed. 

(3) Use ~Xll1ties for Sll!)Oort of Scientific Reseel'ch and 
Educatlon 

Oniversities would be entitled to retain income generated 
fl'Om their patents. Such income \·louid be used to cover the costs of patent 
adm:inist,'atio;) and invention incentive mmrds programs. Any remaining 
tncon:e 1·!Ould be available for support of education and scientific I'esearch 
at universities. These are purposes which arc clearly in the public interest. 

The Subcon]nittee did consider the question of whether the 
Government should share in the income generated, HO'dever, it I·,as concluded 
that this I"lOule! create a disincentive to univel'sities to establish or 
maintain technology transfer programs by mak·ing the likelihood of operating 
in llle black even lower than it currently is. 
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(I) Use of r,lanaacnicnt Caoabilitv for All Invcntions-

Once a university h3S estab1 ished a rnClnagernent capabil ity 
to tr-<:nsfer technolosy, it is preswced that all inventions made at the 
vnh·usity, 'o'li1(;the:r th2j' be Governr::ent-511PP01'ted arnot, I'/ill be p:'c;;;oted 
in tile same m~nf1er. This, of' course, I'lould expand util ization of no: 
only Ciovernr;;ent-funded inventions, but all other inventions genel-ated at 
ulli,vcrs; ti(;s. 

(5) - -Wai-ninQ of Future TechnoloGy:Transfcr !-li;naoers 

II fe'''' universities have- expedmented ~Ii th courses that 
utilize the services of stud~nts in their business, engineering and 
lalt schools to e~:ploit univers-ity inventions. Presumably the pn:ctical 

- c>:peri'c'nce gained by s[;ch students is in the public interest. It would 
seem l'casonable to cxpect an increase in the opportuni ties for such a 
learning experi(;;;ce if 1;10re un1\'ersities \':e1'e able to retain rights to 
inventions. 

7. !,LTrRiLliTIVE fiPPfUjI\CHES CO::SIDEREDJJY 

110 se1'ious StPPOI't \':as voiced for a policy of Goverr.r:1ent aquisiticn 
of title to all universi-;;y ir.'1entions follwed by its dedication to tne-

· public or the gr2:nting of only nO:l9xc]usi_ve- licenses th(;rein by th2 
G(Jver'n~J2:it, since this · .. :o~ld el iii1inate the stir;;ul us envisiGIIed by the 
patent system. Hc" .. :evel"', much discussion center'ed er: a uniform pol icy of 
ceferring the allocaticn of rights or the acquisition of title by the 
Govern:;:cnt for lat(;r lic~nsing of the invention by the Government. S~ch 
licensing would include the possibility of exclusive licensing after a 
tletermin~tio:l that nonexclusive licensing \':ould not likely result in 
expeditious cor.:7.crcial use. (The latter policy I'lill hereafter be referred 
to as the "Goverrn;:2nt licensing policy".) It vias argued that either of 
slIch policies \'muld pennit the Go'!ern:r:2nt to id2ntify and evaluate the 
"invention pl'ior to mil!:ing any d2termination that exclusivity \'laS 
necessary as un ;:,centive to further development. It \'las agreed that 
such policies might maximize the possibility of "competition" since 
exclusivity l-lOuld be !:Wilnted only vlhen it is shOl'1l1 that it is the 
determining factor in bl'inging the invention to the marketplace. It 
I'/i\S also concluded that such policies would afford the Government 
greater contl'ol over the terms of any licenses to be granted. 

W I\ppendix B contuins a discllssion of SOme of the specific issues 
considered by and voted -upon by the Subcommittee • 
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11.. Shortcominas of a Deferred Allocation PolicX 

1 As already noted, inventions resulting from research at UniVCl"
sHies ordinarily reC\uirc extensive cevelopr.:cnt prior to their ITIJrkcting, 

. "Iith little expectation that such d(?\'~lop;r.ent will be funded by the 
GO\,"I"nm~nt. r'.ccordinsly, it appeared that in il 1i!rge pl"Oportion of c:!:;cs, 
II deferred allocation '.;ould r.:erely delay a decision that could have ceen 
tod" at the tin:e of fur;ding, thus acting ilgainst the exp"di;:ious d~\'elo;:>
ment and utilization of inventions. Adf'linistrative costs of both the 
Govcrnr..;?nt and lIniversi ties \'Iould be unnecessari ly increased by the 
nee~ to prepare, review, and respond to requests for rights on a case
by-cilse basis . 

In addition, the lIncerta'inties involved "in deferring the 
al1pcation of rights would discourage active collaboration between 
uniycl"sities and industrY'pdor to the actual decision that l"ights aloe 
to be retained by the univer'sities, \-:!lereas in the case I'lhere the uni
versity retains rights at the ti;;:e of cO:ltr1'.cti:lg, patent Clpplications 
might be filed prorr.ptly and negotiations i:;;;;;eciately cO;;;:Cen:ed \·,ith pl'OS-

'pective licensees. In fact, in the latter case, collaborative al-range
ments could be made vlherein industl'Y participation is protected befol'e 
it i.s even Cleal" ~Ihether or not inventions l'Iill be made . 

. furthermore, because of the preSSU1"eS fOl' publication noted 
'eal'lier, the time required for deferr9d al1oeJtions may in many ins:anc(;s 
I'ESU'it in the failure of t::2 university to file patent applications 
\1ithin the statutory period initiated by publicution due to a reluctance 
to commit funds prior to having its rights established. Thus, incentives 
to seek co;;~nel'cialization could be destroyed in some instunces. 

B. Shortcominas of Acquisition oi Title by the Government 
Coupled v;i th GOVl'rn:;;2n"C Ucensi n9 

The Subcorrmittee also concluded that a "Government licensing 
policy", 'as identified a!Jove, I'las not an adequate substitute to oymership 
in universitics if the private undertaking of extensiv~ development and 
marketing of university inventions is to be encouraged. Hhile possibly 
appropriate in situations I·.here a given univel'si ty's patent managerial 
capabilities docs not include adlninistering patent rights or transferring 
technology, a "Govel"nmcnt licensing pol"icy" is not deemed an adequate 
substitute for an effective university patent manugement ol'ganizCltion. 

The above conclusion took into consideration that a "Government 
licensing policy" would 
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(1) increase the administriltive burden of agency patent staffs 
.by necessitilting the filing of a much lilrger number of piltent ilpplications 
to prot,,:t all inventions that might hilve son;c degree of commercial 
potential. 

(2) Be handicapped because the GoverntP.-2nt \':oul d have 
a more difficult tim2 obtaining the servicc:s and coop,sration of the 
inventor, I":ho is not an employee of the GOl'ernn;ent.bJ 

, The fact that the inventor employed by the universi ty 
. has a physical .proximity to the univel'sity is a significc.nt factor, 
since the cooperation of the inventor, both in prepal'ing patent appli
cations and in formulating a mark~O)ng strategy. is generally essential 
to a successful licensing effort.£-

19/Inventors would not be vlilling to spend considerable time \'Iorking 
"lUh d"(stant Government personne 1 on these matters I'lhi ch are outs i de 
the mainstream of their research and teaching effor'ts. Universities, 
hO\'level', can obtain such cocperation thro'.Jgh a system of incentive 
aI'lards to the inventor, as \'Isll as througil day-to-cLoY contact. It 
is ;rnpol'tant to note that a "Government licensing policy" cO:.Jid result 
in disinCentive Oil the part of university resear'cZ"lers :0 report 
tqventions other than those having clear economic significance. It 

.seems likely that I'/ith the discovery that the reporting of inventions 
resulted only "in additional I'/ork \'lith nothing in return, disclosures 
would diminish. The' facts and economics of the situation appear to 
be such that if the inventors cannot be induced to i dsn tifyand 
repol't potentially significant inventions, nOl'ma.lly they vlill not 
be identified by anyone else. 

"20/Dr• David, in his article, su'[Jra, note 9, observed: 

liThe most vital factor in technology transfel' is people. 
There's nothing like a com~tted, enthusiastic e~gineer 
01' scientist to carry the message and knol'l-l1m'/ far. If 
convi need 0 f the merit of an idea or a proje c t, he I'ti 11 
tl'avel at night, 1"101'1: on I'/eekends, uproot his family and 
fall exhausted across the finish line to advance it. Yet 
sustaining these qualities requires sp~cial care and feeding." 

. . ' 
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(3) Dcprivc univcl'sities of the opportunity to develop throuqh 

their collaborative efforts ideas 11hich do not at first evidence cOrrlnei'cial 
(lotcnti<:l, since it I':ould be the Govern;;:ent I·:hich would ulti;1wtely decide 
yhat should be patented and Pl'ot!,ctqd through its licensing pl'ogral~. 

(4) Entail considerable delay,. since it seem unlikely that the 
Governmcnt l'Ii 11 have the same flexibi.l ity ."in ,~.arrying out diffi cul t 
tlcgotiati'ons as do universities. . . 

. ' (5) Hould require time-consuming negotiations in exclusive 
li'censi.ng situations, the teri',S of I',hich \'Ii 11 vary fl'om invention to 
i,nyenti,on. !>loreover, if the program 'is to be successful , a "marketing" 
type of organization would have to be developed and funded by the 
Government. 

c . . SPECl FI C RECm,';·,em.!l. TI 0;': -- ADOPT A PO~ ICY THAT GU,'\LI FI ED '-'~!: '!ERS I1IES 
'. Hl\Y HETAI H TITLE I U IiiVErn-IGi!S U;~DE~ I nST I I U I IO;-;.1\L Ph i E~~T AGREEj·jr-IiTS 

It 'is recon:mended that the various executive agencies be advised to 
adopt policies a"d regulatio;ls recognizing that the public interest viili 
!'lormall), best be served 'by "l1m':ing educational institutions 1·1i th a 
technology transfer p!'()gra~~ r'2eting ·the g~neral criteria set forth belm" 
to retain title to invention~ made in the course of or under any 50vernm2nt 

. research. grctnt or·contract. These policies and regulations should requil'e 
the use of Institutional Patent Agreei"ents· (IPA'S) I'lith universities that 
are found to have an establ ished techr.ology trC!nsfer prograr.1 that is 
admi.nisten:d consistently \'lith the stated objectives of the President's 
I-iemol'andur.l and Statement of Gbvernmont Patent Pol i cy. 

In gene1'al, the Subcon~11ittee bel ieves adoption of the recomiTlendation 
\~ould: 

Implement to the extent' possible the emphasis of the 
Pl'esi dent I s Statement on Patent Pol i cy that 'the 
allocation of patent rights tie made at the time·of 
contract or grant; 

Eliminate to the extcnt possible the vlide differences 
i.n treatment of a particular university doing similur 
wor!: for di fferent agenci es; 

• 



i 

I 
f ( , 

f 
1 , 

. i( , 
l' , , 

! 
I 

! 
i , 

! I 

Ie .. '-.. 

I 
I 
I 

. 
" 

, . • 
,0 

Create an incentive for prom;>t reporting; 

Promote the expeditious comnorcial utilization 

. . 

• • 

of the inventive rcsul ts of universi ty resCil.I'ch; and 

Recluce the administrative bm'den on all the parties 
involv~d. ' 

19 

HOI·rever. the agency should reserve the dght to exempt specific 
grants and contracts at the time they are aVIilI'ded from the operation of 
the Agreer.:ent. since there may be insta:lces \"iilere exclusions from 
the normal policy arc \':arranted as being in th~ public interest. 
Examples of this might include a contract fOl' opeNting a Government-ovmed 
facil ity or an award i nvo I vi ng extens i ve deve I op:r.e nt 110rk on a s peci fi c 
product or pl'ocess that could be of major econo"iic significance, Such 
reservation further supports the Subcon:-nitte2's conclusion as l'eflected 
on rages 2 and 3, suora. that its recomnendation is consistent with section 
1(,,1 of the President's S1:atement on Patent Policy. . . 

fUl,ther. the SubcoP.'.l1ittee recor.1;l1ends that the IPA's be entered 
into for designated pei'iods of time. at the end of which the univel'sity 
"Iill be requi ,'ed to report on its pl'ogress. R!:nel"!a1 of the IPA by the 
GoVel"'Wi"!2nt ror additional periods should only be. mc:de if the Govern::~=nt 
is satisfied I'lith the university's pe.rrormanc2. In addition, the 
lensth of s~ch periods Ci"J1 bo made dependent on the capabil ity of the 
university. 

IPA's should be extended to universities only after Government review 
of the adequacy of their technology trClnsfel' capability. The SUbCOI~:l1ittee 
concluded that public intel'est is better served by a deferred allocation 
policy in situations WhCl'e the university has not initiated a technology 
transfer program. 

IIPPEHDIX C to this report contains a list of the type of information 
that should be sought fr'om uniVersities in considering v:hether an 
Institutional Patent Agreement is justified. The informution generated 
by AI'PEllDIX C \"Ji11 provide the Government I·lith the facts necessary for 
determining v.'hether the universi ty has a satisfactory patent technology 
trunsfer progl'am which includes at least: 

. . 

• • . , 

• 
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A formal patent policy ~Alich is administered on a 
continuous basis by an officer or organization 
responsible to the institution; 

'"surancc that university emD10yccs ,,,ill be legally 
oblig:ltcd to assign to the institution or the _ -
Government any inventions made by them undel' 
Government grants -or contracts; 

I\n _ invention disc.losul'e system; and 

A program for tlle licensing and marketing of inventions. 

• 
20 

-After the Government conc1 uces that the uni vers ity can sati s
factorily perform ina mannCl' that "IOU 1 d maxili;i ze the trans fer of its 
'inventive results to the pu~lic, the Goven11~2nt and the university
should ~nter into the IPA I'ihereby" the university l'etains pl'incip=.l 
r:i.ghts to all in'lent"ions made in perTol'mar.ce of thei I' Governmer.t-funded 
rese1J.l'ch on which the university elects to file a p~tent application. 

!lo\'lCyel", any agreement utnized to implelTI2nt the Subconl:nittee's 
_ recor."lcndations should include at least the follol'ling provisior.s in 
Ol"der t.o prDtect the public inte!'est: 

• 

--
1\ requirenc2nt TOI" the pror.:pt reporting of all inventions 
to the applicable agency along \-.. ith an election of rights; 

l"teservation of all the l'ights specifi ed in paragraphs 
(e)-(h) of tile 1971 President's Staten~ent on Governrr.cnt 
Patent Policy; 

A requirement that licensing by the universfties will 
normillly b2 nonexclusive except I'lhere the desired 
pI'actical or cor.::nel'ciill application hilS not been 
achieved or is not likely to be expedii;iously achieved 
thl'ough such licensing; 

A condition limiting 11ny exclusive license to a period 
not subs tunti ally gl'cutcr than necessary to provi de 
the incentive for bringing the invention to the point 
of practical or COlllll1,"I'cial appliciltion ilncl to permit 
the licensee to recoup its costs and il reasonable 
prof) t thereon; 

• 
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, . 
/\ restriction thilt roYu1ty chnrgcs be limited to 
,'milt is rcasonilblc under the circumst<lnces or 
tlithin the industry involvcd; 

,/\ l'cquire;r.[?nt that the univcrsity's l'OYillty 
l'cceipts aft~r p2YIr.ent of ad::1inist\'ilti'le costs nnd 
inccntive il'ti3.rds to inventors be utilized for 
educntionnl or r~search purposes; 

A provision enabling the agency to except individual 
contrzcts or gri:nts from the opel'a t i on of the 
,ltgretlwnt \'~here this is deel;)2d in the public intel'est; 

A requfrem~nt for progress repDrts after designated 
periods and re-execution Df the agreE~ent Dnly if the 
Governrr.ent dee",s the uni 'Ie I'SHy IS pel'formance to be 
saU sfactor)'; , 

/\ prohibition aga'nst assign~3nt of inventiD~~ withDut 
GDvel'nm2nt appro'la 1 tD persDns or orga n i za t i Dns 
other than approved patent rnanage~ent organizations 
subject tD trLe above conditions; and 

A provision permitting termination fDr convenience 
by eithel' party upon thi rty (30) dvys I vir; tten 
notice. 

The SU0comni ttee al SD suggests' that the agenci es \'Ihi ch impl ement 
thi.s recorr.:nendation form an i,ntcl-vgency cOIr;ni ttee under the Executive 
Subcon,nittee of the Corniilittee on Governrrant Patent Pol iel for the 
purpose of encoul'agins; uniformity in the criteria for the selection 
of universities eligible to receive IPA's. Such an interagency 
corrmittee could alsD \-IDrk tO~'lurds cor.mon administrative procedures 

'and pl'actices. For example, often university inventions are made 
unclel' multiple agency SUPPOl't. Pl-ocedul'es TOI' assigning a single 
agency primary responsilJi 1 ity in such cases might, be developed, 

9. SUV:'lf1RY 

, By "lilY of summation, the Subconmittee agrees that inventions 
made at universities \-lith Govel'nmcnt support constitute a valuilble 
national reSOUl'ce, but these inventions normally 1'1111 benefit the 
public only if there is a sufficient incentive to make them kno\'m to 

21 

'pl'ivute industl"y for their further development for the marketplace. The 
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'Subcommittee vie~ls the Government's role in the national research 
cffol't as complell:enting the activities of other clements \'Iithin 
our society, botll public and private, that also support research 
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, ;:::nd development, !t appears to the Subcor.'<1ittee that the intel'ests of 
th(! {I,m(!l'iciln people arc b:::st served \',h"n the vadous eler.~ents 
of this r0scarCh structure can in~cract. T~le most effective inter
rchitionship rcsul ts vlhcn th(! p=.rticular capabil ities of the various 
cle,n::~n1;s, Fedel'al Jnd non-i'ed,,'(a"l, ::an be utilized to the fullest 
c~tent: Universities,'being not-for-profit, public-intcrest-orien~ed 
organizations, can' most effectively promote the development and the 
uHilr.Clte utilization of inventions by industrial ol'gnnizations. They 
can obtain such dcvelooment and utilization while at the same time, 
due to their unique character, safesuarding the public interest • 

. This or-Portunity should not be 'lost. 
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APPENDIX B 

Issues upon which the University Patent Policy M Hoc Subconnnittee Voted: 

Ca) Should the Subconnnittee treat "public institutions" differently 
from industrial concerns? 

This, of course, was the major issue under consideration, and the 
report reflects the majority view that special policies should be 
utilized for public'institutions. 

(b) Should the Institutional Agreement approach be utilized as 
the mechanism for providing special treatment to public institutions? 

The Subcommittee was unanimously in favor of the Institutional 
Patent Agreement espoused byth~report. 

(c) Should universitied:a:nd other nonprofit institutions be 
afforded the same treatment? 

As reflected by the report, the majority of the Subcommittee 
felt that since universities and other nonprofit institutions both 
required industrial aid in bringing their inventive results to the 
marketplace, the proposal should treat them equally. However, two 
members of the Subcommittee felt differently. It was their opinion 
that the line between nonprofit and profit organizations has clouded 
in recent years, with many nonprofits actually functioning as profit
making organizations. Further, since nonprofit organizations have no 
educational mission,none of the royalty returns could be utilized 
for that purpose. They also wondered whether those organizations were 
strongly motivated te utilize royalty receipts for research purposes. 
The majority of the Stibconnnittee felt that 'these concerns could be 
resolved on a case-by-case basis at the time a nonprofit organization 
was negotiating for an Institutional Patent Agreement. Any agreement 
negotiated could, of course, set forth the manner in which royalty 
receipts could be utilized. 

Cd) Should the Institutional Patent Agreement be limited to 
designated "fields of technology"? 

As reflected by the report, the majority of the Subcommittee did 
not believe the Institutional Patent Agreement should be so lim1ted. 
However, four members of' the Subconnnittee felt that the Agreement 
should be limited to those inventions falling within technological areas 
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in which the institution had a demonstrated expertise. The majority 
felt that such a condition would make a determination of ownership 
impossible until the invention was identified, since only at that 
time could it bedetenninedwhat field of technology it arose in. 
Further, the majori tyfelt that the "fields of technology" could not 
be defined with any accuracy, . whieh~ could 'result in prolonged argument 
as to whether an invention fell within or out ofa particular field. 

(e) Should the results of the survey of agency practices and 
statistics conducted <by the Subcommittee be included in the report? 

The majority of the Subcommittee felt that the survey should be 
included. (See Footnote Z in the Text of the Report.) However, it 
was also agreed that no comments would be made regarding the survey, 
due to the numerous differing interpretations <that could be attached 
to the statistics.< < Under any'Circumstances, no comparable figures 
are available regarding industry generated inventions. 

If) Should an interagency panel have the responsibility for 
reviewing and approving Institutional Patent Agreements for purposes 
of unifonni ty? 

( The Subcommittee was unanimously in favor of an interagency panel 

( 

review of requests for Institutional Patent Agreements, which will 
serve to achieve unifonntreatment of individual institutions throughout 
the Government. 

(gj Should any distinction be made between inventions arising 
from grants or contracts? . 

The Subcommittee unanimously agreed that there should be no distinction 
made between grants and contracts, since the inventions that arise from 
either instrument would :j:n1l1Qs,t ,i)l!;;,tances require industrial aid in 
completing development and<bringing the invention to <the marketplace. 
Further, the Subcommitteedetenninedthatthere was no clear definition 
of grant or contract < acceptable or utilized by < all the agencies. This 
posi tionis reflected in the report by failure to make a distinction 
between grants and contracts. 

(h) Should the Institutional Patent Agreement be included under 
lCa) and/or l(c) of the Presidential Policy Statement? 

The Subcommittee unanimously agreed that the Institutional Patent 
Agreement should be justified <under the "exceptional circumstances" 
language of Paragraph lea) or under the "special situation" provision 
of Paragraph ICc) of the President's Statement. 



... --'--.--.-----~ ... _ ••. _ ........ __ ,.t . . 
, . 

1 • APl"]:;ND1X C , • 
! 

t-~ ) 
:An Instilutioll dc~irin~ an In:i~ilutional Palell! Acreement 
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f;1l0ulel !;upply the following: 

.' 1. Gencral in! 01"1;1:1. -:: ion COi.1C ern 5.n:~ you 1" inst.itutioil, 

(a) .Copies of A~tic10s of J!lCOrpor~tj.on; 

(b) The instittlt;.on's purpose and ;thIS; 

(Q) Source of .;Euacts. 
, ' 

2. A. copy of your inst-itu"c.ion's forvial P3tCiit policy, 

togetllCr with 'the date and 1~:1.nn·cr oi ;iU; adop'ii'o;: • 

• 30 Name ~ ti tlc J adc!l"GSS, anc tcJ.ephonc :1~1iab0.:- 9£ 

institutional officiai rGSpOllSi~lc for ~d~inistl'n~icn of , , 

pntcllt Rnd invcntio~ 1~att0rs al~d a descriptioll of staffjl~~ 

in this arca. Also identify' ailY ot.!jcr ilJ~titut:LO;lZll offices J 

patent mana~crnent capabilities. 

4. A description of your institution's prbcedures for 

identifying nnd reporting "inventions. 

5. Ii copy of the fonn of :tg-rCel!l8nt l'cqu il' cd to bc 

Signed by faculty anel othor cmployce~~ oJ: the institution 
, " 

engaged in research, indicatin::; tl10ii- oblil:ation 

to invcntions l1l:Jde at your institution. 
• 

• 
• • 
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s. I'). Gcscl'jptio)1 of H-;(: c.;[[nrb;' '\vhich tllC 511};tittln\')~1 \':t.."')\lh~ "':Xih:~ct . . 

title, 

liCCllS~l1g ct.ctiv3tics, 'll1C':h.:cing the !oJ!o'vhJt~! 

Ca} Numbcl' of invention,; l'cl'ortccJ to 

• ten years; 

tc;n years; 

past ten y"n1":;; 
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10. 'A 1i!;t of 5ub~;j,dia~-y 01' affiliate' in,;tHaliol:s, 

. hospitals, etc., which would VC Cov,'l"cd by an :l.i;l'('l';n'.'llt 

sigllcd by yOllt' insti tll lj 011. 

11. If your institution is :t f<ubsiJial'Y 0:' nffiliatc 

ship . 

. 12. The "l~;o"nt of Govern!:lcnt st:pport curr"ntJ.~' being-

13. Do you have all Institution::.l Patent A,rec~ent witll 

. , 

. to sh;~r5.nG of royalticf, ,.-ith facult;; and other cmpJ.pyc·cs, 

. 15. Describe the uses li'!:tdc of ::..ny net inc;:;;ic gcn(~J."atcd 

by your p:ltcnt Jntln::.gcl::cnt p::'ogr:lT:i. 
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