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The President's Statement on Govern~ent Patent Policy stresses 
t.hat invcntions resulting fro:n l'csearch funded by .the Governmcnt 
constitute a valu1lble nationill resource,·cnd that the public interest 
requires that efforts be made to encourage the exoeditious develop-
~nt and civilian use of these inventions. The Subcor;lrlittee \"las 
established to reco~.mend a patent policy I"lhich the Governr::ent shou'!d 
fo1lm·/ in its research and developr.lent activities \~ith universities 
and other nonprofit organizations. 

The importance of this assignment is evidenced by the substantial 
amount of research fund~d by the Government at uni versi ties and non-. 
profit organizations.l! For example, in Fiscal Year 1972, the Gove~'n­
Jnent spent approximately $3.1 bi11ion of the total S12 billion expended 
on research and development outside its a.-In laboratories on grants 
and contracts to universities.2/ 

1/ For convenience, "Universities and nonprofit organizations" shall 
llereafter be ref::rred to as "universities". In this regard, see 
ilPPENDIX B, "Issues Upon \'lhich the University Patent Policy Ad Hoc 
SubconF.1ittee Voted", \'Ihere the Subcom:nittee di scussed thi s matter 
and voted to afford uni versiti es and nonprofit organ; zations the 
same treatment. HOI'lever, also note Secti on 9 (d) (11) qf the Federal 
llonnuclear Energy Research and Develop:n2nt Act of 1974, ~/hich, \'Ihile 
affording special treatment to universities, makes no mention of· 
nonprofit organizations. 

y The distrib~ti.on of such funds on an agency basis 1'/aS as fo 11 01'/5 : 

IIEI·I $1,109,000,000 USDA $75,000,000 
AEC $532,000,000 EPA $31,600,000 
NSF ~ $449,000,000 Interior $31,000,000 
NASA $288,000,000 DOT $26,000,000 
Air Force $228,000,000 Commerce $9,000,000 
Navy $172,000,000 Justice $6,500,000 
Army $97,000,000 HUD . $5,000,000 

National Science Foundation Report - 1972 NSF 71-35, Table C-9 
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2. '. CURRENT PRI\CTICES OF THE AGENCI ES3! 

Except for the agencies discussed belO\~, Executive agencies 
have traditionally interpreted the provisions of the President's 

.Statcr.:ent on Govermr.cnt Patent Policy or applicable statutes to require 
the u:;e of patent rights clauses in gl'ants or contracts I~ith univer-

· sHies to provide fOl' either title in the Governm2nt in the invention 
9cnerated in performance of such grants or ccntracts or a deferred 
allocation of patent rights. The deferred allocation 'clause 
provides for deciding the allocation of patent rights until after 
an invention is identified. Under this policy, after the making of 
the invention, the university w~y seek to retain principal rights 
tn the inven·tion, subject to tj~e funding agency's agreement. Where 

· a title clause is used OI·mership. to resulting inventions are acquired 
by the Governrr.ent. Hm'/ever, in IT'.any cases the clause, like the 
deferred clause, may permit the grantee or contractor to request and 
retain the principal rights in the invention after the invention has 
been identified \~ith the agency's agreerrent. . . . 

The Departrrent of Defense (DOD), the Departo.ent of Health, 
Education, and Helfare (DHEH), and the National Science Foundation 
(NSF) have each adopted special patent policies and regulations vis-a-vis 

· universities. DOD has applied the "special situations" provision of 
section l(c) of the President's Statement, and allo\"ls universities ~Iith 
Aapproved patent policies" to retain title provided the award does 
not fall I'lithin secticn 1(al of the Statement. DHEH and NSF have both 
adopted special policies for universities impler.1ented by Institutional 

i , 
· !,atent Agreelr.ents (IPA) with qualified universities, vlhich provide that 

.• ' .. ·'·'such universities may retain title subject to various conditions and limita-
I 
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.. ti.ons.4/ In the case of DHEH, its special policy applies only to grants. 
Inventions generated under DHHI contracts are 'subject to a deferred 
allocation policy. The NSF special institutional policy applies to 
grants and contracts. In any case, NSF and DHEH may except specific 
al~ards from the operation of their institutional agreerr.ents~ 

!Tihe Subcommittee at the outset of its assignl1l2nt conducted a survey 
of agency policies and practices vis-a-vis university patent policy. 
The survey \'laS previously submitted \~i.th the Subcor.mlittee's 
August 2, 1972. Report, and has been chang~d only by the formaliza-· 
tion of the NSF Institutional Patent Policy in 39 F.R. 41932-41985 

, and 40 F.R. 12819. 
Y Copies of the DIIE\·/ and NSF IPA I S are set forth in APPENDIX 1\ of 

this report. 
, ' 

• ., 
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Both NSF and DB!::" consider their university policies consistent 
with section 1 (a) of the President's statellr.?nt, based on an early 
interpretation of this provision by the Patent Advisory Panel of the" 
fedoral Council for Science and Technology.::..' The Subcommitt.:!e " 
gives it great \'lei9i1t as a contemporaneous interpretation by persons 
"rho \'/ere closely involved ~Iith its original developn:ent.6/ . -

Of course, DOD, DHHI. and NSF continue to use essentially a 
deferred determination approcch with universities 11ilich do not have 
IPA's or qualified.patent policies. .~ 

§{ The Panel's interpretive statement; set forth in the 1955 Annual 
Report on Government Patent Pol icy, reads as fo 11 O\'IS : "Examples 
of exceptional circumstances of the type contemplated by section 
Ha) might be ... v-i1ere the public interest \'Iill be advanced 
by leavi ng pri nci pa 1 or exc 1 us i 'Ie ri ghts to a nonprofi t educa ti ona 1 
institution that aqrees to administer in'Jenticns in a manner deerr.ed 
by the agency to be consistent with the public interest." 

, . 
Y The President's Patent Policy is founded on the concept that the 

allocation of patent rights should be determined at the tir.1e a 
contract or gra!1t is al'larded. This policy contemplates a review 
at tile time of each al'/ard to determine \'Ihether Section 1 (a) or 

• 

1(b} is applicable. Sorr.e agencies ha\'~ adopted specific procedures 
to conduct this evaiuation. (See fiSPR 9-l07.4(b) and DOD For.:n 1564, 
noted in ASPR 9-107.4 (a)). Other agenci es whose programs fall 
basically under Section 1 (a) have not -adopted procedures for 
reviel'ling each a\'lard in the light of the President's State~ent, 
but have operated on il presu:nption that all their al';ards are under 
the title portion, of Section 1 (a). Only where a special patent 
\'i ghts problem arose 1'/aS a speci fi c determi na ti on made. Agenc; es 
\'.11i ch have adopted the "excepti ana 1 cil'Cums tances" i nterpreta ti on 
of the President's Statement to include UniVel"sities I'lith approved 
patent policies have also utilized the concept of a presumption 
that all al'/ards to such universities fall within, "exceptional 
circumstances" subject to a specific review or prOCedUl"O for 
exempting specific awards I'lhere the agencies dete.rmine that excep­
tional circumstances are not present. The utilization of this 
presumption for "except i Dna 1 ci rcums tances" is cons i dered to be 
consistent I~ith the interpretation of and procedures utilized by 
the agencies under the President's Statement . 

," 
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3. TIlE GOJ\l OF UN I FORT-my 

_ Four basic approaches are now being used for the allocation of _ 
patent rights under university grants and contracts, i.e., deferred 
allocations; title in the Governomnt, with or without provision for 
the contractors to request and retain principal rights after the invention 
has heell identified; rccognizi~g universities under l(c) as a special 
situ::tion, (DOD); and the DHEHlilSF Institutional Patent Policy appro:lch 
tilth selected universities. Yet one of the basic considerations Und21'iyi!19 
the ,'resident's Policy is the need for a "Governrr:ent-wide policy. 
reflectipg co~non principles and objectives, at the same time re-
cognizing that need for uniformity in the area of patent rights 
must be subservient to the missions of the respective agencies." 
In framing its recon;~;endation, the SubCOlrmittee has considered the 
differing missions of the respective agendes and the types of university 
research I'lhicn they SUPP01't. In the 5ubcomnittee's opinion, the diffel'ing 
missions of these agencies do -npt SUPPOl't the \-lide diffel'ences in treat:r.ent 
of a particular univel'sity doing similar l'lork for different agencies, 
although it is recognized that some agencies may be governed by statutory 
requirer:1ents that hamper implerentation of therecom'TIendations 
made in this report. . -

Furthermore, the need to arrive at a- uniform university patent 
policy is supported by Governmental policies in ad9}'tion to the 
President's Statement of Government Patent Policy.-

7/rcil, example, the follOl'ling directive from Federal !'lanagement 
Circular 73-7 I-Ias considered by the Subcommittee to be a 

_further mandate to seek a uniform Government patent policy as 
applied to universities: 

hDiffering administrative policies and practices associated 
'1ith Fedel'a 1 grants and contracts for supporting research at 
educational institutions create confusion and additional admin­
istrative effort for educational institutions, cause conflict 
beh-Ieen the uni versi ty communi ty and the Federal Government, 
and reduce the effectiveness of the institutions in performing 
the desired research. 

Since many l:iurdensome inconsistencies in Govemment Administra­
tive policies and prattices can be removed I"lithout jeopardizing 
the effective pursuit of the research -efforts, it is in the 
interest of both the Gove,'nment and educational institutions to 
remove such inconsistencies \-Iherevcr feasible." 

FJ.lC 73-7. J\dministration of Colleer£! and_~Jniyersity Re~earch Grunts -
December 19--:-J9T3. This \"las formerly OI1IJ Circular A-I01 . 

• 
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Accordin·gly, the Subcommittee has fOl-mlllated guidelines to 
imp1ement a uniform Government patent pol icy for univel-sities. 

4. CRITERIA CONSIDERED BY THE SU[lCO~lt"IITTEE IN ARRIVING fir ITS 
RCCO;~:;~r:bAn-cii(S 

5 

In arri vi ng a tits recommenda t ions. the "Subcommi ttee has attempted 
tel devi se a uniform uni vcrs ity Government patent pol i cy 11ithi n the 
fr~"i!~eworl: of the r~c:s i dent's StJ ter.:ent that emphas i zes a 11 oca t ion 0 f 

.pctcnt rights at the time of contract or grant utilization of inventions 
. ,":Idlc reducing th~ administrative burden to all pal-ties involved. At 

the sar.,! tin:e, the Subcommi ttee made efforts to ensure that the pub 1 i c 
interests v/ould be protected. 

5. TilE FIW"lE~"!ORK FOR Cm:,",ERCll\UZATIOi{ OF UNIVE~SITY H:VnmO~;s 

In order to arrive at a uniform patent pol icy covering the 
inventive results of university research, an understanding of the 
nature of this research and" the inventions l'ihich flO\'/ therefrom is 
imperative. ACcol-dingly, various characteristics of technology 
transfer of inventions from universities to the marketplace and 
barriel-s thereto \"/ere exami ned. Some of the factors \";hi ch I·lere 
cO/lsidered by the SUbCOIT.ilittee are set forth in this section. 

A. The Need for Corrmercialization b'l Industry 

The most obvious fact that influe:1:~s the utilization of 
university inventions is that these institutions do not engage in the 
direct man'Jf~cture of comr.:ercial enbodimer.ts, and it is ind·ustry 
\thich must bring the university inventions to the marketplace. '"icl"Iever, 
it is the observati on of many \·Iho have studi ed the technology· 
transfer process that inventions· result.ing from university research 
have not been delivered to the public by industry to the extent or 
in the time expected \"lilen 1;Qnsidering the amount of research being 
conducted at universiti€s.~ 

B/For example, as early as 1912, Dr. Frederick Cottrell, \·/hose gift 
of patent rights provided the original endov/ment for Research 
Corpol-ation, spoke of this concern for "an intellectual by-product 
of il1lIn.2nse impol-tance" that \"las largely going to waste. This 
bY-PI-oduct of co 11 ege and uni vers ity I"I0l-k, recogni zed by 
Dr. Cottl-ell, is "the mass of scientific facts and principals 
developed in the course of investigation and instruction, \"Ihich 
thl-ough 1 ack of the necessal-y commerci a 1 gui dance and supel'vis ion 
never, or only after unnecessary delay, reaches the public-at­
large in the form of useful inventiolls, and then often throll<jh 
suc;h channels that the ol-iginal discovel-ers are quite forgotten." 

. 
Address before the 8th I\nnual Congre5s of Applied Chemistry, N.Y., 
1912, as reported i~ Research Corp ... Quarterly Ilulletin, Summer 1974 
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The President's first message on Science nnd Technology on 
Harch 16, 1972 expl"essed concern about this nutter. For example, 
C)r.long the "urg2ntsitua t ions" that led to and were refl ected in 
this 11essagc was: 

"Continuing failure of industry, universities and GO\'ernment 
to cooper<lte in developing civilian technology in the Nay 
they.produced def£!nse, space and atcmi c tools. "9/ 

6 

:rhe Subco:r.;nittee believes that as to universities this failure 
can be attributed to the lack of an adequate mechanism to facilitate 
the transfer of the inventive research results to industrial concerns. 
Eve.n where universities have patent protection, they may l'lell fail to 
enc:oUl'age the utilization of their inventions if an adequate, organized 
effort to cOlf.l1uni ca te \'Ii th industry is not made.W 

21 "Scientists I·leet on U.S. Hoes", The Hashin~ton Post, p. A-l, Feb. 18, 
1972. This article is based on a series Oi f;;eetings betvleen the then 
President's Science Advisor, Dr. David, and leading scientists and 
engineers. According to the Hhite House fact sheet issued I'li th the 
President's I·lessage, the rr.·2ssage "Ias based, in part, on those discussions. 
Also. see Dr. David's artic1e originally appearing in The :'!,,1; Street 
JDu~nal and rearinted in The Wash1nctan Star, Auaust 4, 1974, entitled 
"I1Naking the Nost cf Our Progress in lechnology",-in l'lhicn he finds 
that "U.S. taxpayers deserve more dividends" from Government-
SUppOl'ted research and developrr.ent. 

lQI For example, see the Proceedings of the Conference on Technological 
Transfel' and Innovation, National Science Foundation - NSF '67 -
1·lay 15-17, 1956, ,·there various participants cbserved: "To transfer 
scientific or technical information into sp2cific innovations requires 
a certain amount of ol'ganized effort." Furt;ier: "The rr.ere exi stance of 
a body of l'esearch outputs and other technic'.l knOl'iledge is not, in itself, 
enough to result in significant industrial i:·H1ovation." And: "In 
sum. a good comllunications system does not j;Jst.happen accidentally; 
management must take deliberate, spec; fic action to devise and 
keep opon necessary cOlf.llunication channels. It must also give 
explicit attention to its goals." 
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. B.· Current Universitv Technolooy Transfer Proorams 

7 

110st universities transfer technolooY throuah personal cont<lcts 
behleen scientists. attendance at professional meet.iOgs, and scientific 
publications. Gut in many cases the mere disclosUl'," or publication of 

. technology may not attract the expenditure of private capital to prcr.;o:e 
utilization. A fel'l universities recognize the inadequacy of publ ications 
or personal. contacts to achieve utilization and have established an in-
house managerccntmechani sm to transfer thei r invent i ve resu lts to indus try. 
'Another fairly large group of universities obtain similar services thl'oLign 
outside patent management organizations, such as Researcl)"~Corooration and 
Battelle Development Corpol'ation. HOI'lever, many of these un1versities ,co 
not have techniques to jdentify or report inventions. The lack of concerted 
efforts to obtain invem:ion disclosures, couoled I·;ith the lack of a pa'Ler.t 
mam;ge;r.ent organization to pro;;:ote inventions, has in the opinion of the 
Su!Jc'ommittee resul ted in 1 ess effecti ve techno 1 09Y trans fer than has occurred 
at un; vers iti es l'lith acti Ve in-house patent manager.;en~ programs. 

There are indications that a number of universities, \'Ihi ch here­
tofore have been relatively inactive in this area of technology transfe~. 
are considering taking :r.ore ac::ive roies. For exa;,;ole, several univer­
sities have initiated ne\'1 efforts in the area, and severai othe~s 
·will be participating in a "patent a\~areness program" \'lith Research 
.corporc:tion.,l'Ihich is being partially supported by the National Science 
FC1undation and the Department of Commerce. The interest that has 
been manifested in these and other l'lays has been suffici.ent for 
instance, to lead the National Association of· ColleCl2 and University 

·tJusiness Officers (r:ACUBO) to prepare and distribute recentiy a set 
'of guioelines for formulating university patent policies.ll! 

C. The Ner.dfor Strano Patent Man3qement Capab;l ity to Transfer 
Univel'sity Technoioqy 

ll/Patent at Colleges and Universities, Gu5delines for the DeveloD-
ment of Policies and Programs Committee on Governmental Relations 
NACUBO. 1974 
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, The need for a 5trong patent manaqement capability or 
-technical entrep1"€~neu)'s"121 in technology 1:rilnsfer is especially 
acute in the university setting because of (1) the characteristics 
of the inventions coming out of ur.iversity research efforts, (2) 
the "publish or perish" ethic, and (3) industry attitudes to\tards 
university ,inventions. 

But be'fore discussing these factors, one point .should 
be emphasized. This is that the patent rights retained by the 
university will almost ah'JaYs be critical to the undertaking by 
the university to interest industry in the further developr.1ent or 
commercialization of an invention. This is because; for all 
practical purposes, the main right the university can utilize as 
negotiating leverBge is its exclusive right in a patent. And 
since it would be unreasonable to expect'an industrial organization 
to be I'li 11 i ng to ri sk its financi a 1 resources to develop ne\'/ 
technology \'/ithout satisfactory means of protecting 'its invest­
ment, it is obvious that the question of patent OI-mership' is 
critical to any univers'ity's efforts at technoloqy transfer. 

• 

12/ II Ii any suggestion ~/ere to be made as to what should b0' done 
·to promote innovation, it \-/ould be to find -- if one can, 
"techni ca 1 entrepreneurs". ,.'. ',' ~ 

Batte 11 e Col umbus Laboratories, Sci ence, Teck 01 09Y and Inno­
vation, Summary Report - February 1973. p.B. -

• 
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(1) Characteristics of UniversitL!.!.!Yentions 

The Subcommittee considers the follo\'ling Chal"acteristics 
lto be significant. 

(a) Basic and Applied Research . . 
Host 'of the university work performed under Government­

sponsored grants and contracts is basic ,"esearch. Inventions arising out 
. of such research are normally incidental to the research and at most 

involved compositions of matter with no clear utility, prototype devices, 
or processes that have been tried only in the laboratory. Yet it has been 
estimated that the cost of bringing the typical invention (both university 
and industry) to the marketplace is ten times the cost of making the 
invention._':>_l It \·:ould be rare for a university to be in a position to 
bring an invention beyond the initial theo,"etical or laboratory stage. 
It has neithel" the. facil ities nor a reason to attempt to perform the 
engineering effort necessary.to design and manufactUl"e commercial embodi­
ments of their inventions nor, of course, the marketing resources. 

EVen \~here:a university undertakes "appl ied" or 
"directed" research, the situation is not much different, since university 
inventions that result from appl ied research normally reach only the 
laboratory mode 1 stage. . 

(b) Isolation of Inventions 

. University inventions, unlike those of industrial 
firms, normally stand alone.~· . 

! 
.1 13/ U. S. Department of Commerce - Technological Innovation: Environ-

,. ment and r'lanaqement, at 8-9. 
l 

! 

I ! . 
I 

lit As explained in a Harbridge House study prepared for the National 
Science Foundation: . . 

"Their isolation is a major obstacle to utilization since 
most inventions are not marketable products in themselves. 
The industrial product is often protected by a. cordon of 
patents, as illustrated by the list of patents ona packet 
of Pola'"oid film. A university invention, on the other 
hand, is a one-shot patent. Even if the patent specification 
discloses 'an ingenious invention, the patent claims \'Ihich define 
the scope of monopoly are likely to be narrowly drawn. Whereas 
industry will add to its pa tent arsena 1 as a product is improved. 
a university patent, if it is to be licensed at all, must be 
licensed on the initial effort." . 

Uarbridge !louse, Inc, Legal Incentives and Barriers to Utilizing 
Technological Innovation, p. 11-13 (~larch 19711) • 

• 
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Further. university inventions must be licensed for 
royalties only. Universities. unli:':e manuf.lcturing firms. cannot trilnsfel" 
their technology through cross-:licensing arrilngements. since the university 
has no need to obtain the right to manufacture the inventions of others. 

t2). The "Pub1i<;ll or Perish" Ethic l 
1 

The traditien of publication reflects the belief in the ·academic 
tlorld·that p:J~lication is central to scholill"ly pursuit. The goal is 
publication in :he learned journals or books. Patents. on the other hand. 
hnve trilQitionally bc:en regarded by the university community as irre1evilnt 
at best and. at \'lorst, as an indication of unworthy con::1~arcia1 motives. 
These factors led Barbridge House to the conclusion that "perhaps the 
single r.:ost cifficult task of a university. patent administrator \'las the 
solicitation of invention disclosures. ,,1::>/ And they found it not uncor.:,,;on 
that even \·:here disclosure and coooeration l'las obtained, the disclosure 
was often not reported until many inonths after pub1 ication. Obvious-
ly, therefore, thel'e is an acute need for efforts to be made to 
obtain early reporting if technology is to be transferred at the 
optimal rate. Such efforts, however, require strong managerr.-ent. 

Because the one-year period for the filing of patent applications 
has often begun to run by the time university administrators receive 
invention disclosures, or soon thereafter, universit~ patent managers 
must be prepared to act qui cl:1y to protect i nventi ons once they al"e 
id~ntified. j·loreOVel", they need to be c.ble to overcome the reluctance 
(If many facu1 ty r.:embers to concern themse 1 ves with these efforts. Further, 
lmivel'sities, even if predisposed to do so, cannot deal in trade secrets 
since "publish or perish" is the rule and therefore, universities cannot 
contl"ol publication by its faculty. 

It also should bz noted that even if a domestic patent appli­
cation is filed \l1thin the one-year statutory filing period initiated 
by publication, such pub1icotion before filing \'lill bar issuance of 
valid patent protection in rr;ost of the important industrialized foreign 

. conntries. This may detract from the "product" that the university 
has to offer industry and adversely affect our balance of trade. 

12J ~ at 11-14. 
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(3) Industry Attitllc1es Tovtards University Inv~ntions 

Univ~rsities attempting to transfer university technology 
must also overcom~ certain attitudes of their potential industriill trunsferees. 
The existence of these attitlides (or organizational barriers) is under­
standable. But they again hi~hlight the need for a strong and aggressive 
patent management caJability at the universities. Among these industrial 
attitudes are the follOl·ti ng: 

(a) The "Not-1nvented-Here" Syndrome 

Industrial organizations have conm:ercial interest 
in most areas of th.eir research. Accordingly, there is an in-house 
i.ncenti ve and capClbi 1 ity for such organi za t ions to fUl'ther pUl'S ue the 
results of their research. This incentive stems from the organizations' 
ability to continuously evaluate this research through all stages of its 
developm2nt. There is a lesser incentive for industry to further pursue 
the results of university res'earch I'lhere such research \'las not under 
the organizations' initial spcnsorship. This bias tOl'lal'GS investment 
in further deve 1 opn~2nt of -; ts o"n ideas, ra thel' than ideas from outs; de 
sources, is conrr.on 'fy referred to as the "not-i nvented-here" syndrome. 

(b) The Desire for Patent Riohts in Collaborative Situations 

In some situations, industry has refused to collaborate 
in bringing university inventions to the marketplace u'11ess provided some 
patent protection as quid 0;'0 cuo for the investr.:ent or development effort . 

. This has been substantiated!)"yaHarbl'idge House and a General Accounting 
Office (GP.O) study both of \'Ihich found an' inciustry-~:ide reluctance by 
pharmaceutical firms to test comP?6)tions of matter synthesized .or isolated 
by grant-supported investigators.-- Thi.s was found to be due to DHEH's 

Harbl'idge House, Inc. - Govern~nt Patent Policy Study - Final. 
Report to Corr.:nittee on Government Patent Policy, FCST, 1·1ay 17 
1968; and GM Report, Pl'oblem Areas Affectina USGfulness 0f 
Results of Government-Sponsored i~esea I'Cll in j·12di ci nil 1 Chelni s trY 
August 12, 1968. 

lIarbri dge House, for exampl e, found: 

"In both cases [referri ng to uni versity and nonprofit 
inventi ons] the inventions most frequently arise from 
basic research and require substilntial private develop­
ment before reachi ng the stuge \'Ihel'e they are commerci ally 
useful. Some; me;asure of exclusive rights appears neces­
sal), to motivute licensees to invest in the \'lOrk necessary 

. to co:mne;rcial ize these inventions. ". (Bracketed added.) 
Hote 13 at p. 11 of fi rs t cited report • 

. . ' 

.' 



. 

... 

12 

restrictive implcmentation of its patent policy which r.ormally rcsulted 
in title in the Goverr.n:C!nt. Industry ilrgued that such in:?lementation failed 
to take into consideration industry's lilrge pri .... ate investment uefor'c 
~uch compositions could be successfully marketed as drugs. Althou!Jh not 
exlehsively documcnt,"d, similar situations have occurred in the area of 
medica 1 harm'lare devi ces. 

In vie~1 of the university's past experience in 
deillfngs trith the philr;naceuticill and medical device inc'-lstry there will 
(Jrobably be other situations d1el'e industry \·:ould be reluctant to 
col1abOl'ate ~;ith universities in i:r1nging il high-risk invention to the 
marketplace if some patent exclusivity is not first pl"ovided to the developer. 

(cl Contamination 

. As used by industry, "contamination" rnC!ans the 
potential comprom-jse of rights in proprietary research resulting fl"Om 
its exposure to ideas, compositions, and/or test results arising from 
Government-sponsored research at UniVel"sities. For exar;;ple, if a 
company \':ere to incorporate into its research progl""ril SOr.1e of the 
reseal"ch findings of a university doing parailel j'esea,"cil and then 
cI~velop a product patentably distinct fror:l t!le univel'sity's invention, 
the company might rightfully fear that aco;;;pedtor might assert the 
Government's rights as a defense if the competitor r:lanufactured an 
tnfring;ng product • 

6. C011CLllSJOi:S OF THE SUBCO:':UTTEE 

It. Creat; on of Uni '1ers itv Techno 1 CO" Tl'?ns fer CaDa:,i1 iti es 
ShC!:Il d be Encourao"d 

Because of the various factors enuserated above, the Subcom­
mittee is persuaded that the Government needs to create an atmosphere 
conducive to the transfer of inventive results fror.l universities to 
industry. It appears essential that the Government induce UniVel"sities 
to provide an internal mechanism that will serve as a focal point for 
receipt of the inventive results of university research for later 
dissemination to those industdal concerns most likely to utilize such 
results • 

Government patent policy can playa most critical role in 
creating the necessary atmosphere for this tranSfel". As previously 
noted,patent rights are essential if a university. is to have an 
inducement to undertake the efforts needed to produce commercial ization 
of theil" inventions by industry. The President's 11essage on Science 
and Technology provides a Cleal" mandate to milke use of such an oppor­
tuni.ty. As ul'gcd by the President: 

• - , 
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", • , \·re must develop ca!'eful strategies for pursuing 
those goals, strategies \,'ilich bring togctl1el' the Federal 
Government, the private sec-:or, the univel-sities, and the 
States andlJocal communities in a cooperative pursuit of 
progres s. "JlJ . . . . 

B. Agreements Permittina Oualified Universities to Retain 
. Title to Invr!n-::ions ~':ou1d Cr22te an incentive to uel,:0ic? 
'iJilrversit,Y TecnnolN!'( lI'ansfcl- CauaD; lities 
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It is our conclusion that the maintenance or creation of 
university technology transfer mechanism can be encouraged to a substantial 
degree by permitting qualified universities to retain principal I-ignts in 
Government-s upported inventi ons. The speci fi c recor.:;lendat i on to 
accomplish this is set forth more precisely in section 8 beiOl·/. The 
retention of principal rights by qualified universities carries I'lith 
it the right to license commercial concerns, thus creating the incentive 
necessary to induce universities to seek industrial development of their 
i.nventions and overcome the industry attitudes discussed above. 

. 
Of COUl'se, universities ~Iithout a satisfactory program would 

continue to be subject to patent rights provisions providing for'a110-
catio:ls of rights by the Government after the invention has been 
identified. 

J1J Others have also noted the important role that the Government 
can play in bringing about technoiogy transfel' of university 
research. See, e.g., DECO, The Conditions for Success in 
Technolog1cal Innovation, Paris, 1971, in l'mi<:;i1 it stated 
"ln cases where the requi rement for uni versi ty Ii ndus try 
relations is not met in a satisfactory manner, Governn:ent can 
have an impol'tant role to playas a catalyst or 'impresario' in 
creating the framel~ork "Iithin ~Ihich regular contacts take p.lace 
between university and industry." 

. . . 
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C. Additional Benefits Wbuld F10l~ if Q.ualified Universities Retain 
Princip<:tl Riqlits to l{esulting Inventions 

In addition to the creation of a stl'ong incentive for transfer 
of the re:;ults of Goverr.ment-supported university research, other 
,benefits l'lould flOl'/ from the retention of principal rights in inventions to 
(IUallficcl universities. The fo11ol'ling are examples of such benefits. 

(1) Recognition of Co-snonsor Equities 

. The Government often does not provide the total costs of 
'research pI'ojects conducted at univel'sities. Universities in nuny cases 
assume part of the costs of such projects, and mily. also receive support 
from other sources, such as private foundations and industdal organiza­
tions. The Subcommittee's proposal permits, to the extent possible, 
recognition of the equities of the universities and other groups making 
contributions to university research projects by pen;)itting the benefits 
t/hich enure to such universities to be shal'ed l'lith co-sponsors. 

The Subcommittee believes in the abs'ence of an IPA, a 
co-sponsor's equity could be considel'edunder the exceptional circumstances 
provision of l(a) of the President's Statement, which- provides additional 
SUppOl't to the Subcommittee's position that its recommendation also falls 
within such provision. 

(2) Ease of Administration 

By eliminating case-by-case decisions on individual l'equests 
fO!" patent ri ghts, admi nistrati ve work on the part of both the uni versities 
ilnd the Government ~/Oul d be dimi ni shed. 

(3) Use of Royalties for SUDPort of Scientific Reseal'ch and 
" EdiiCatTOn 

Universities '"Iould be entitled to retain income generated 
fl'om theil' patents. Such income "/Ould be used to cover the costs of patent 
adm:inistl'ation and invention incentive awards programs. Any remaining 
income would be available for support of education and scientific research 
at universities. These are purposes which are clearly in the public interest. 

The Subcoo]nittee did consider the question of whether the 
Government shoul d share in the income generated. Hm"/ever, it l1as concl uded 
that this ~/Ou1d create a disincentive to universities to establish or 
maintain technology trunsfer progrums by milk-ing the likelihood of operating 
in 'the black even lower than it currently is. 

. '. 
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(4) Use of Hanagement Caoabil;tv for All Invent ions 

Once a university has established a management capabil ity 
to trilnsfer technology, it is presurr.ed that all inventions made at the 
uni vtrsity, \'Jhethe:r ihc}' be Goverm::ent-s Uppol"ted or not, \~i 11 be p:"c;:;oted 
in tile same manner. This, of course, I'JOuld expand utilization of not 
only Government-funded inventions, but all other inventions genel"ated at 
uni,versities. . 

..... . 
. (5) 'Traininq of Futl!re TechnoloGY 'Transfer r'IC:I~erS 

A fe'/{ universities have, expedrr.ented ~lith courses that 
utilize the services of stud~nts in their business, engineering and 
la\1 sChools to e~:ploit universHy inventions, Presumably the practical 
experience gained by such students is in the public interest. It would 
seem reasonable to expect an increase in the opportunities for such a 
learning experience if more universities I':el"e able to retain rights to 
inventions. 

7. !,LTERHATIVE APPR01\CHES COilS If)l'RED 18/ 

110 serious support was voiced for a policy of Governo.:ent acquisiticn 
of title to all university inventions follwed by its dedication to tile' 

. public or the gr<:nting of only nO:1exclusi.ve· licenses therein by the 
G(Jvermlent, since this ' .. :ould eliminate the stimulus envisioned Q'I the 
patent system. Hc·::evel", much discussion ccntel'ed on a uniform pol icy of 
deferring theallocaticn of rights or the acquisition of title by the 
GOverllliicnt for later licensing of the invention by the Government. Such 
licensing I'/Ould include the possibility of exclusive licensing after a 
determin1<tio;] that nonexclusive licensing \':ould not likely result in 
expeditious cor.:r.erci a 1 use. (The 1 atter po 1 i cy "Ii 11 herea fter be referred 
to as the "Government licensing policy".) It ~IaS argued that either of 
such policies vlOuld permit the Go';erniTIcnt to identify and evaluate the 
invention prior to making any determination that exclusivity "las 
Ilecessary as an incentive to further development. It I'las agreed that 
such policies might maximize the possibil ity of "competition" since 
exclusivity "Jould be granted only vlhen it is shOl'm tl)at it is the 
determining factor in bringing the invention to the marketplace. It 
'~qS also concluded that such policies would afford the Government 
grea ter control over the terms of any 1 i censes to be gran ted . 

.1W I\ppendix B contains a discllssion of some of the specific issues 
considered by and Vbted upon by the SUbcommittee. 

'. 
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A. ShortcominGs of u Deferrcd Allocation Policy 

As already noted, inventions resulting from research at univct"­
sHies ordinarily rcquirc extensive cevelopr.:ent prior to thcir marketing, 

. \1ith little expectation that such development \~ill be funded by the 
;"':- . 

. ' Government. Accordingly, it appeared that in a large proportion of cases, 
a defet"red allocation would ",,,rely delay a decision that could have been 
"ueie at the time of fu"ding, thus acting against the expeditious develop­
ment and utilization of inventions. Administrative costs of both the 
Government and universities \'/Ould be unnecessarily increased by the 
nee9 to prepare, reviel'l, and respond to rEi'luests for rights on a case-
by-case bas is. . 

In addition, the uncertalnties involved in deferring the 
al1pcation of rights \'lOuld discourage active collaboration betl-/een 
universities and industrY'pdor to the actual decision that l"ights are 
to be retained by the univer'sities, whereas in the case \·,here the uni­
\'ersity retains rights at the tiiCe of contracting, patent applications 
might be filed promptly and negotiations i:n;1:ediately co;:;;;:enced I'lith pl'OS­
pective licensees. In fact, in the latter case, collaborative arrange­
ments could be made "Iherein industt"y partiCipation is protected before 
it ts even cleal" ~Ihether or not inventions ,·rill be made. 

. furthermore, because of the pressures fOl' publication noted 
'earlier, the time required for deferred allocations may in many instances 
result in the failul'e of the unbersity to file patent applications 
within the statutory period initiated by publication due to a reluctance 
to commit funds prior to having its rights established. Thus, incentives 
to seek coamel'cialization could be destroyed in some instances. 

6. Shortcomincs of Acquisition of Title by the Governn~ent 
Coupled ~:ith Governr.:enc Licensing 

The Subcoml1ittee also concluded that a "Government licensing 
policy". 'as identified above, was not an adequate substitute to cvmership 
in un; vet'siti as if the pri vate undel'tak i ng of extensi ve deve 1 opment and 
marketing of university inventions is to be encouraged. Hhile possibly 
apprcpl"iate in situations \<;here a given UniVel"sity's patent managerial 
capabil i tics docs not include adrni ni s teri ng patent ri ghts or trans ferri ng 
technology, a "Govemment licenSing policy." is not deemed an adequate 
SUbstitute for an effe.ctive uniVersity patent management ot'ganization. 

The above concl usi on took into cons'i del"u t i on that a "Government 
licensing policy" would 

., 
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{1} increase the administrative burden of agency patent staffs 
.by necessitating the filing cif a much larger number of patent appl ications 
to protect all inventions that might have some degree of commercial . 
potentia 1. 

(2) Be handicapped because the Government I-Ioul d have 
a more difficult time obtaining the services and cooP-7~ration of 
inventor, \-.'ho is not an employee of the Governn;ent. 19 ._ 

the 

The fact that the inventor employed by the university 
has a physical proximity to the univel'sity is a significant factor, 

. since the cooperation of the lnventor, both in preparing ;:>atent appli­
cations and in forffiulating a mark~bJng strategy, is generally essential 
to a successful 1 icensing effort.=- . 

19!Inventors would not be vlilling to spend considerable time 110rking 
\-Itth di,stant Government personnel on these matters \'Ihicn are outside 
the mainstream of thei r research and teachi ng effor-ts. Uni vel'S i ti es , 
hOI-level', can obtain such coeperation through a system of incentive 
itllards to the inventor, as I-lell as through day-to-d::.y contact. It 
is important to note that a "Government licenSing ;:>olicy" could result 
in disincentive on the part of university researchers ;;0 report 
iqventions other than those having clear economic significance. It 
seems likely that I-lith the discovery that the reporting of inventions 
resulted only in adoiti onal I'lol-k with nothi ng in return, di scl osures 
\-/ould diminish. The facts and economics of the si tuation appear to 
be such that if the inventors cannot be induced to identify and 
report potentia 11y si gnifi cant inventions> norma.lly they wi 11 not 
be identified by anyone else. 

·-20!Dr. David. in his article, s;pra, note 9, observed: 
- -

hThe most vital factor in technology transfel' is people . 
There's nothing like a cOlmnitted, enthusia,stic engineer 
01' scientist to carry the message and knbvl-ilOl'/ far. If 
convinced of the merit of an idea or a project, he \'Iill 
tl'avel at night, I-Iork on I-Ieekends, uproot his'family and 
fall exhausted across the finish line to advance it. Yet 
sustaining these qualities requires spqcial care and feeding." 

'. 
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(3) Deprive univel'sities of the opportunity to develop through 
their coll aborat i ve efforts i deas I~hi ch do not at fi rs t evi dence COffimel'C i a 1 
potential, since it would be the Governn:ent I·:hich 1'lOuld ultimately decide 
tlhat should be patented and protected through its 1 i cens i ng progn:m. 

(4) Entail considerable delay, since it seem unlikely that the 
Government l'Iill h3ve the sarr.e flexibi.1ity.in .. c.arrying out difficult 
negotiations as do universities. . 

. (5) Houldrequire time-consuming negotiations in exclusive 
li'censi.ng situations, the terms of which \'Iill vary fl'om invention to 
'nventi.on. ~ioreovel', i.f the program i.s to be successful, a "mal'keting" 
type of organization \'/Ould have to be developed and funded by the 
Government. 

8. -SPECIFIC RECOV;·1ENDATION -- ADOPT A POLICY THAT GUALIF!E!J UnIVERSITIES 
HAY RETAIN TiTLE Ii! H;VdlTICi:S u;,6[[\ IUSTITUTIO;U\L PhiENT ;.GREEi-iENIS 

It is recon:mended that the various executive agencies be advised to 
adopt policies and regulations )'ecognizing that the public interest Vlili 
pormally best be served by a11O\·:ing educational institutions l'lith a 
technology transfer pr()gra~: n:;eting ,the gl:neral criteria set forth belm'l 
to retain title to inventions made in the course of or undel' any .Goverr.r;;2nt 

. "esearch.grant Of 'contract. These policies and regulations should requil'e 
the use 'of Institutional Patent Agreements' (IPA'S) 11ith universities that 
are fOllnd to have an established techrwlogy transfer program that is 
admi.nistered consi stently l'Iith the stated objectives of the Presi dent's 
Hemol'andum and Statement of Government Paten t Pol i cy. 

In geneNl, th.e SUbCOn1'11ittee bel ieves adoption of the recommendation 
\~Qul d: 

, 

. Implement to the extent possible the emphasi s of the 
Pn~sident's Statement on Patent Policy that 'the 
allocation of patent rights tie made at the time ·of 
contract or grant; 

Eliminate to the extent possible the wide differences 
i.n treatment of a particular university doing similar 
\~QI'I; for different .agenci es; 

,'Y "l 
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Create an incentive for prompt reporting; 
'J 

Promote the expeditious comnercial utilization 
of the inventive results of university research; and 

Reduce the administrative burden on all the parties 
involved. I 

\. 
Jlm'lever, the agency should reserve the right to exempt specific 

grants and contracts at the time they are al'l·arded from the operation of 
the .Agreer.~ent, since there may be instances \'Ihel'e exclusions from 
the normal policy are \·:arranted as being in th:? public interest. 
Examples of this might include a contract fOl' operating a Government-Ol·med 
facility or an a\'lard involving extensive development work on a specific 
product or process that could be of major economic significance. Such 
reservation further supports the Subcon:l1ittee's conclusion as reflected 
on pages 2 and 3, SLJora, that its recoJT:nendation is consistent v:ith section 
1(iJ,) of the President's Statement on Patent Policy. . . 

fUl'ther, the Subcorrmittee recommends that the IPA' s be entered 
into for designated periods of time, at the end of l'lhich the university 
tli 11 be requi fed to report on its pl'ogress. Rene\'la 1 of the I PA by th e 
Goverwn"!nt for add'iti ona 1 peri ods shoul d only be made if the Governr:~ent 
is satisfied \'Iith the university's performance. In addition, the 
length of such periods can b:) made dependent on the capability of the 
university. 

IPA's should be extended to universities only after Government revie\'/ 
of the adequacy of their technology transfer capability. The Subco~mittee 
concluded that public interest is better served by a deferred allocation 
policy in situations where the university has not initiated a technology 
tl'ans fer program. 

APPENDIX C to this report contains a list of the type of information 
that should be sought from universities in considering ~Ihether an 
Institlltional Patent Agreement is justified. The information generated 
by APPEllDIX C ~Ii 11 provide the Government \'lith the facts necessary for 
determining \\'hether the university' has a satisfactory patent technology 
transfer program vthich includes at least: 
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A formal patent pol icy which is administered on a 
"1 . continuous basi s by an offi cer or organi zati on 

responsible to the institution; 

',;:;surance that university emDloyees \'iill be legally 
'obligated to assign to the institution or the· . 
Covemfnent any inventions made by them Undel" 
Government grants or con tracts; 

lin invention disc,losul"e system; and 

A program for the licensing and mad;eting of inventions, 
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After the Governmentcol1cludes that the university can satis­
factori-ly perfOl"m in a manner that \'lOuld maximize the transfer of its 
,nventive results to the public, the Goven1r.:ent and the university 
should conter into the IPA \"hereby' the university l"etains pl'incipal 
ri.ghts to it 11 i n'lentions macle in perfOl"manCe of the; 1" Governn~cont-funded 
reseal'ch on ~Ihich the univerSity elects to file a p~tentappiication. 

HOl'level', any agreement util i zed to implement the Subcomnit tee's 
,recor.~'l1endations should include at least the follCl'ling provisions in 
order t.o protect the public interest: --II requil"en;2nt fOl' the prompt reporting of all inventions 

to the applicable agency along \"';th an election of rights; 

Reservation of all the rights specified in paragraphs 
(e)-(h) of the 1971 President's Statement on Government 
Patent Policy; 

A requirement that licensing by the universi'ties will 
normally be nonexclusive except I'lhere the desired 
pl"actical or comllel"cial appl ication has not been 
achieved 01" is not 1 ikely to be expeditiously achieved 
through such li censi ng; 

A condition limiting any exclusive license to a period 
not substantially ~Jl"ei\ter than necessary to provide 
the incentive for bringing the invention to the point 
of practical or coml1lel"Cial application ancl to permit 
the licensee to recoup its costs and a reasonable 
profi t thereon; 
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A restriction thut royalty charges be 1 imitcd to 
t/hut is reasonuble under the circumstunces or 
tlithin the industry involved; 

. A I'equirement that the university's l'OYulty 
l'cccipts after pilYIr.ent of ad~inistl'ative costs and 
incentive awards to inventors be util ized for 
educational or research purposes; 

A provisi on enab 1 i ng the agency to except i ndi vi dua 1 
contrects or grants from the operatibn of the 
.agreement \·;here this is deer.Ed in the public intel'est; 

A I'equtrement fOl' progress reports after desi gnated 
periods and re-execution of the agl'eer.:ent only if the 
Governn:ent deems the uni vel'sHy IS perfol'mance to be 
satisfactory.; 

A prohibition against assignr.:ent of inventions \1ithout . 
Government approval to persons or organizations 
other than apPl'oved patent mana!;er.:ent organizations 
subject to the above conditions; and 

A pI'ovisi on permitti ng termination fo)' conveni ence 
by either pal'ty upon thi rty (30) days' vlritten 
notice. • 

The Sutcorrmittee also suggests' that the agencies I'lhich implement 
thts recom:nendation form an i.nteragency cOl;;;nittee under the Executive 
Subcon,llittee of the Committee on Govermrant Patent Pol i cy for the 
purpose of encouraging uniformity in the criteiia for the selection 
of universities eligible to receive IPA's. Such an interagency 
conmittce could also Vlork towards common administrative procedures 

· and practices. For example, often university inventions are made 
unclel' multiple agency SUPpOl't. Procedul-es for assigning a single 
agency primary responsibi 1 ity in such cases might. be developed . 

9. SUVW\RY 

· By l'laY of summation, the Subconmittce agrees that inventions 

21 

made at universities with Govel-nment support constitute a valuable 
national reSOUl'ce, but these inventions normally I·/ill benefit the 
public only if there is a sufficient incentive to mal:e them known to 

· pl'ivate industry for their further development for the marketplace. The 
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'Subcomnlittee vie~/s the Government's role in the national research 
CffOI't as complen:enting the activities of other elements I'lithin 

'.1 our society, both public and private, that also support research 

22 

, end developn:ent, It appears to the Subconmittee that the interests of 
the /\r.1eri can people are best served Vihen the va l"i ous elements 
(If this research st;lJcture can interact. The most effective intel"­
relationship results ~/hen the particular capabilities of the various 
clements, Fedel"a 1 <lod non-redi:j"a'l, can be util i zed to the full es t 
extent: Universities, being not-for-profit, public-interest-oriented 
organizations, can most effectively promote the development and the 
Ultimate utilization of inventions by inel/strial ol"ganizations. They 
can obtain such development and utilization ~Ihiie at the sar.le time, 
due to their unique character, safegual"ding the public interest. 

,This opportunity should not be lost. 
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·APPENDIX B 

-. • 
• 

Issuo$ upon 'which 

'. . . 
the University Patent Polic)' Ad Hoc 

.' 
C 'Su!Jcoml~littcc Voted • . 

• "(n) r-;h"';)llJ.i r1!c Subco~:·d.:.:tc,,~ t'l·c:'t "t>ublic inst5.cucions" 
t1iffc:rcntlj· i::c:·~ i.nclJstrii'!l concerns?-

• -fhi!:, or cour.r.c, \,~n:.; tl1C. n~Z\jor i~S\lC u:1dc:.- considcrnt:i.on 
ft cl tl .. t [' tl .". .. c' ~ ..,~ J.' 1 .... ~.,·l·r-t ... ·· c"oo ., _n lC L~PO~:' rt: .,l..t."!ct.:; . lC r.'I.:'IJ or) ~y '\]~c~.· ,au,- :., .... c.: n :-'V.I .... __ ".::.'Of U.1.(.. 

va \llili.z~d £01· pu~lic j.i,~t.itu:ioi'is. 
• • 

(b) £110ulcl the Ir~$tit\lt:,o;~:ll i\r;rc~.7.cnt ti?pro~ch he l1til1::\.~d 
as t:1Jc tr.cci'l.:!niz::'a fo,,: providing £r-'cci~::' t.=~~~r.~c~')t to pt.:!.>li.c illf:titct~.onfi? 
• 

'rhe S1.lbco::-~ittcc \~as \lnurdi:iCusl;~ in f~vo:: or the I:1stitutio,l:l.l 
P.a:':cllt l~grcC'::-tclit espoused by th~ rCi"ori: II 

• (c:) Sbould univc':"si tics ti~1.d o.thcr nO:l-pro[it: ins ti tu ti ons ., 
»e nfforclcd th~ nai:!C t~T.!(jt~icnt? • . 

As rcflected by the reron, the :~.:lj ori ty ol the 5\11> cO;.::li tt ec 
!c:lt tb~t s5.nce c11i\."crsitics ,;':.0 "thcr<non-p&.~\.":-it i!'lstit\it:.on5 .hoth 
-- .:., .... '1 ... --.: .. _: •• ~ ......... ...: ........ t·:~ .; .... 0_ ... ~ L.:· .. ·r .- 1 ~C' t c' ... Cqll ..... 1:C(' l.l.uU.;I\o..;.. ... .:!~ 0(0,..:.0 )..1 J7).,.~., ..... ~,.t .... HC_ ... ).u~L:" .. \:c_ C":::-U.J._ •. • 0 ;)C: 

~ :1X" c:tp1.:lCL!, tl:c pr-e,?ostlJ. ~hot:ld t:'-C.:1t th~!:a c;unll:.r. no~.·:cve1", t:~·o 

t~r.s or t~h~ Su~.c~::;::li.tti"C icl:.: di;;~crc;!tl::.. It ,,:;:5 \:h~i.:- .. ")pild.on 
>nat. the l)l~C bl'!!·.\-!ccn non-pl'of::'t '-.:1.H1 proJIt or~n:'l:':~;ltioi'S h~:s 

1. clouci~d iu TeC~I1t y~.:1:'·s, ~·:i lh ~::lny ntJil-[n.·ofits :lC:a~:;!lly f~li",:.ti("l:d.ng 
•. ." p'-l,r)' t-l l .. ·

1 ··:'"rc' o"~"'·~n.:·~ .... tl·O··~· Fu~··l·~t· ~1.·n··~ 11· .. --·') .. · ...... ·-:)· t ............... ) .....• L.., 0'·.' ........ ... • • ..• r.,~.;.... &.} .... ~ ......... c. II.', • L 1_ ,.) ~... ...., • .I.~...... ....j! ••• J .""J ~ •. .oS 

',; Ila\'!: no ccluc~[I();~~Jl r.lisr:ion, n~:"Jc of the ro:,~d.t:: =~tUl"::S cC':! ld },C' 

i' \ttili'.7.cd for L!:.~: 'j!l!rj'O'le. 'rileY .,)50 \;Oildcr",,:(J l:h!:t!H::r the')!;.;. '\rt·",niz:1~· 
, t.:i.on~; ver~ r.tro':1:;.Jy r.~Ci::i.\'.'t-~d t~ utili ~~c! r\.")Y411ty rc·cl"!i:",tg f~lr l"{;~';C.rIL·Cj·, 

'! purl')o!~C'!!; .. "hc· n:!jorj ty ·of. lh~ Suhc()::~!.iitlcc relt L!.::C thc~:\' C'c'n::!:n1!'; 
C J • 1 l' 1- ••. l' .. \ oU.u >(! ,-(.~('I ...... )(1 011 a. C:'lS~!-· ... ::-cnfic! Il."";!;J!'.i ,it t.le t.li:!\."! a nr,;~-p:'(!l J.t 
OlaI;":.iui;.-;atio:l ~!;l!~ n~r.ct:l.:'a1~ir~~. for :!!"l IIl~tittltio.l:lJ. :':ltc;" .. t·· 1\;:rc:t1.::Jc!nt. 
hn'-' i'C'~rc('n(i·t nC"!~oti··I·l!t.1 ~O'll"l' (I·," COlll"'e '·ct· £01·""11 l"C ···--.· .. 11-·r ,., 0.··. -~.". "', .... , .. , .... ~ .... Io·~.,\. 
:l.n \-lltic11 l-o)':lit~· T.cccipLz could bc utilized. 

(c1) S!lOuld the i ! to (lc!;itn~":tcu "fields of 
r:lstitu:io~ai rot~llt 
tc.c1,r.o}o &>"I'? 

i /lr. T.cOectcd 1>)" th .. report. i·1\e 1:1:1jorily of the !::l1~'C:')'::::li tt:!(! 
t ~i(l not h~li\:-\"~ the lnr:ti:':util1~):l1 P;,t(:llt I\~~r(:ci':,,,:nt r:hotlld :1\': [;0. 

i .,1;11l1{:(al •. Ih)\,·~\*t."r, four ::.!·t~l\cr~; of th(~" S\:hC(lt~:;!lllC(! i" .. ~lt 1.!1;\(: tilt:! 

1
./lr.l'C-C'I':C'lI:' ::;'0,,1,; he 1i~lll,'d to tho:;~· jnvl'lItio!~:; i::lli:-:~; \d thin t (·c:hl1o­
~ ).or,.icnl (l~"C:\:; ;.1) \-:hich th(~ ;i.n:;:.:J.tutiol1 hnd a cl':-::lo:l:;tr:'llCd :::.::'l~rtir.(:11 
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''ll(- r~:t:ic>dty icit tl1:1t such a t:,,"dlti~:t ::r:t,ld :::'11:.:: " ~,·t:C=il~:,t1.01l 
b! c\;n::'r:01d? i;.:po~!i.i.h.1c until tt~c i!1v(~ll::i('a ,:.::~~ i~""\:lt!.r:cd, :.hlC"'l!- ct"~.1.:: 
tt ti.:lt liu,' c~\I!ti 5.r..: in! (k·lC'\·::ii.ll~J .. ·:h~:.t Ci,:'lc.: t",f tl~C:;!:,,'!.'"'l:::: j t ;;lO::::,,! 
S.n. rt;rtilt.:~r, t!H.! '::·ljc~rir.:, felt th:~t: t!!(~ ·~~·jc;;:: .. 01 t(.(·:~:\('d\.'i.;j·n 
(·o·.ld I"'" 1,·, ,' ... • .. J··I···' o.oj" 'I ~'lV ........ ··1· ... ,.."'· \'-';1\."':. C(.'\·j; l······d t: ; ... ··.··,·,icl.·: .... · C· .......... fo. ,C ... \..j ,\..\. •••• \.I .... , ,.\..\.. ... " ..... , ., •.••.• '10...0 \..", •••• ,. • •••••• 

ItTl;l1:,:r;.:)t .:1:' to ::ii~ th~r ~ia i;"lvcnl' !.('I~ f<:11 .:: t'z.-:'a 0:- (l~t. ".,i ;! il:~rt ;':'·\::.~Ir 

!;!.clt! • .. 
., . «~) Shoul d ,.he rc~ults or ~}:(~ ~-::::-vc:: of ::~(,lh:":" p:-::ct:i.Cl.,'::'; 

Dllil :;tn!;;.st:iC'.s cC"I:i:.!~tcd by the ~t.:~co:::::lit:cl.! b,,'. il:.=l\:~~·...! i!! lh(~ l·(.~j~~':"·:':? 

.. . 
The. r.~jol'ity. or the f,'UhC(\:::::li1"t\.~c. f.::lt t~~L!!: t::~· _~.i\~~\·~:V. ~:ho:.~c.! 

• 

• ·be i:l';lucr:d.. (Sec Footr~otc 2 in the I~C(~:-:t of -::ho ~·-::pOl:"t: .. ). 1!O\·.1cv~r I 
it \o~ns .::1:: ... ""1 ~;:'::-t!J ::h~t !";c CO::.-.:C;:~t:5 ~ .. ·~u"!..:~ ::-.~ :-:~d.:; :·,.,t.~= .. :i~\t; i:!l~: :._.~~!."::;::,. 
(j·l'.~ t·o lh.~ 1-'."'- 1" -.;.~ .: •• ,. i •• t .,'1 ...... - .... ., •. .: .... ·1- -!,-.t' c,...·· .. ,.... ~ ... ~.~ ..... ,.....: ""' ••.. :lU .•. _10\.~ <.J.l.c.:::r •.•• ~., _._ .... c,.. ••• , •• e .... L .... _".;.,. _ •• ,._ ... -l. __ o~ ...... _ •• \..~I'.·_ 

to tl!c Et(::.:1.sti.~s. Ur~d~r ~:l)' circl,.1:::~t:l:~c,~~, ~~o cc:·:~~.:-.r .. :.: .. lc rig ... ~:l.·~ 
arc ~\'~11,1~1~ ·rC"g,o.l·dinZ inc.iustiy g,cnc.:!·;~t:-;:~ i1"~"'i."'~1,tic;~5. 

(f) ShouId n~ i!ltc:.·a:.:-:-!~!:Y' 1):::1.::1 
for· rcvi co;;: i:1g ~ncl .:!~~r:!" ;')vlnf, In~ t..i i.:1~ t icn:-;J. 
IJurp~!O(!$ or \:~~i,:o::7:ii t::? 

. ,. 
·lhc· Sc~")c"~.;:.i t t\,~{: '. .. -=1$ l~:'l=-:-:.i:.:Ot:;: l.~ . .;' ::1 f::··ll:)r 0: ;':i :!4t(~r.~.:.·,·a::; 

l~~nc1. rl·· ... i,·:~· c: :-bq\:~s~s for Ii~st"i !.:t.t:i.·:-:1':'.!' ·r~:t:.:::: ::::: ...... :..-.i'!:;;:.::~ ',:-::ich 
\~.tJ.l ~~"::r'.:l! :':0 nchi(":\'~ \.i:1i[c:~ t )"c.n :r.!c:!:.: of 

. thr(l·I~llO·~"· t~ .. "\ GOV(>"·l'-~·""r.·· .• ' ',~ ... L ••• \,.0 ........... . 

• 

'~·n" Su~ .. co·.-.-.~t.t!·( .. ~ 11·1~ll,··0 -' ',J"t, ..... , 1 11' ~ - -"" . - - • ...., .:! t:· ... .lY ::r,r,-l.!· t..: •• :i;; ~ .. 1C:·;·:.~ S l(l'U , ·.c 
no (li!ilil''1':tj, .... :~ :.!:1d~"! bct~,:!'"-cn i;rr.!lt:. C1~d cc~:.~·ri!c{":;, ::3.:" .. ·.: L!lC i:1':\:;r,t·;.{::~s 
tl t . f " . . 
.!:t. trr:t!:e TC'·:: {!l. ~n:::~r l.n~tr~:I:,nt t,.:ot:l~l i:i. :::C'r·t :.i::i:';::::: .':"":. r(~Ci~11 :·c 
in(hl!;tri~!l .:1!U i!l cO:.:i')Jl~:::r:~;;. tk:'.·(!lo;)~!:!::,::.: :~:;~! :.ri:"I:;;~i!(~ :.:.",,: .l.:t.; ..... i~~l'"!!: 
to tllc .~:1!~:·.Cl~")J.:1Ct~. Fur~h(:r_ thr' S··l){"C:- ,: ~l-";' ["'l"'~···':"· ·.1 t. 1 .... ,! .•. t 1.,,··. • '. ~ \,.00 .. ~ .............................. _ .... ,"l,c ......... :. 

\..'1)$ no (':~i:·'!l· Jp.fiait.iull of gr:illt or co:)tr:'~i:t r~c{':ci"~'~::"~" or utl.!.::'z,,-'ct ~)y 
all th·~ n~:' .. !ncl::·:·:. 1·!1"i.!t pt):d.ti"!l ;]!; l'C!rJc~<:: {:a ).11 tEi\.~ l·~···O:·t b... . 
r:!ilu)'i~ t<, r:::i:~'~ ,1 tlj~;l.i'H~l:j.nn l:(!lt:"(~ll ::r"i!i'::.'; .... :"1· c( .. nt]': .. ~::!:!:. • 

tllldcr 
(h) Should tlh~_ !n-;;tl tut:lc->:i:t.1 l'at(;nt l\~l'C!:~::'~l1l he inc.ln:~l".d 

) (.!) anJ/or J(.:) of thl' l'n~!:j.c1"IlUaJ Pulic)' Sl .. l',;·cCllt? 

3,'b{! SU~c()1::,,:d t t('c \n~.'nh·lU\i::ly i1!~1."(·c:(1 lh:1l: th,-' :::1~;t:itut'~o:1:;1 
J'n{:c-nt l\l~l·(·(··:1.f·nt F,:10u1.ti l\c jU!;Li.ijcd u:tdl'r the 1\,.;:CCllt j:':~:l.l Ci:r(;':.l;:!­

StCl:1C"C'~tI J it:lr~U,:!~(' ,,:,[ P,al":l~.:"""lph 1. (::). or un(!f..~l." the. f1r,~"!,~,("; ::1 !is t\l~t 5.011" 

l\):(J\-j~i(':l. (·f Par:,;;}·.I!'!1 1 (c) of the: .I'n:!.:;i d"lIt'" SI':II ":'I,W~. 
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MODETJ IP/\ ~UPPO:l,'l:-:G ;,,!FOH:-'fATIOi>: ----- _ ... _----
) .. 

. ., 
:An Institution de~irin~ ~n Institutional Patolll AGreement 

Ell0Uld f;upply the following: 
.. 

1. Gcneral information conc~rnin~ your i.nstitutioll, 

includjng: 

(a) Cor"ics of A::·ticlc.:s of" ;~lcorpor:·. -:: ion; 

(b) The ins1: itution' s pUl"i'0se and a).l:lS; 

(c) Source of j\1ilds. 

2. A copy of your instittr'd.on '_s for~,al p:1tent poli~y J 

together with the date and I;;ann'cr of ,1tl,; adopti·o;: . 

• 3, Name J ti tlc J address J and tcJ.ophono :1~!iab0.:r of 

institutional official r6sponsiblc for ad~inistrnti~n of 

pntcl1t and invelltio~ J~attcrfi alld a description of. staffjB~ 

in tllis area. Also identifY'llDY otbcr institutj,o:lal officcs, 

institutes, etc., which also contribute to YOl.r ::'nstitution's 

patent managemcnt capabilitios. 

4. A description of your institution's procedurcs for 

identifying and reporting- invcl1tion~ .. 

5. A copy of the fo)'m of a:;rccJ!lQnt required to bc 

SigllOclby faculty llnd other employees of the institution 

engagc,! ill research, indicatillG' 'thcii' oblil~ation in rei~ard 

to. invcntions made at your institution. 

, . 



I 

I 
1· 

. .. , ' 
l)rc:par:!licm of invclIliull reports ~\t YUU1' il1,;tilllt :,,11. 

" . 
1. Advice: as to wllether .. ,nil' jnstilutic>ll h~,; a {unll:.l ~\t::"l'Cl:H'l1t 

\vjth any pat<~nt l1'lr!.nag~1l1cnt ()rg::~:li:,,:ation!.O. 
) • 

Battc,llc Devclopmcnt C01"})oratiO:l, 01' othcr oJ"gani:::..ti,,:ul, A ~"C;"r uf 

. any ;':~rccmcnt in cffect should be cmc:Joscc1. 

un" , 

liCCl1S~l1g ftctivltics, incl\1cl.ng the iol1cn.vi))g: 

0 , tJ' ~ ')~ s t"· I. C1"' ,:-c., ... ~ c • J. "c;J;.(.o.o~. 1) ..... J .•• , 

tell )'e«rs; 
• 

(el) j\l\1l11hcr of exclusive licenses is sued thll"i:H' (:aeh of l::,' I>3.st " . 
ton yca~'s; 

)'ast tcn years; 

aml )1',a",in1\1In l'"oyaHy I"ales. 

". '" . " 
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10. 'A list of subsidial'Y or affiliate' in!;\it:l(iol!s, 

. hospitals, etc., w11ic1\ would be cov~'rcd b~' an ngl'("l';n'.'Ht 

S i1:n eel by yCllH' ins tit lit; on . 

11. If your institution is a f<l\b~;iJian' 0:' nffilj:ltc 

ship. 

,12. The :.mount of Govcrnmcnt "t:pport ctll'r,~ntly b~'in~ 

6,d~"l.' Ill.' S "." '~1' e,4 ",,6. '\.':0',,1;" l.' 11 ,-, l' t \' t ~ 0" •• 'II _ 1,' U.l ~ ~ •• ' I,. ,...1 J 

13. Do you have an Instil:utlon=l Patcnt A,rcecent with 

... 
:-. cOPY" of the l.[.;reem(~l1t and !.l.ny :llH";u:tl or o1.J'~cr per~_o(!ic 

were tu~~ittcd to the Ag~ncy with3~ the last t!:rcc y~~rs. 

14. If not sct f01'1:11 clscwhe'l"J, state yom' policy us 
. . 

to s11:tring of royaltios with facult~' and othor empJ.9Yc·cs, 

"15. Dc~cribc the uses made of any ~et illccne grinc~ratcd 

by your patent l!1~nn.g:cl::cnt p:"ogr::U:i-, 

• 


