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. Interested persons were glven 30
days in which to submit comments,
suggestions, or objections regarding
the proposed regulation. No written
comments have been received and the
proposed regulation is hereby adopted
.without change and is set forth below.

A_pproved: January 27, 1978.
By direction of the Administrator.

Rorus H, WiLson,
Deputy Adminisirator.

In 38 CFR Clmptler I, Part 3, §3.359

is added to read as follows: ~ . -

83.259 Determination of service connec-
tion for former members of the armed
forcea of Czechoslovakia or Poland.

Rating boards will determine wheth-
cer or not the condition for which
treatment Is claiméd by former mem-
bers of the Armed Forces of Czecho-
slovakia or Poland under 33 U.S.C.
109(c} is service connected. This deter-
mination will be made using the same
criteria that applies to determinations
of service conncction based on service
in the Armed Forces of the Unile
States. :

[FR Doc. 73-2910 Fited 2-1-78; $:45 am]

[6820-24]

_Title 41—Pubiic Contracts ond Praperty
’ Management

CHAPTER |—TFEDERAL PROCUREMENT
' REGULATIONS |

{FPR Amdt. 187) . _ .

PART 1-9—PATENTS, DATA, AND
COPYRIGHTS

Patants

. AGENCY: General Services Adminis-

. tration. )
ACTION: Final rule. ‘ . .
SUMMARY: The TFederal IYrocure-
ment Regulations (FPR) are amended
to provide. for the use of Institutionsl

“Patent Agreements in contiracts with
universities and nonprofit organiza.

.{jons. The Committee on Inteliectual
Property. and Information, Federal
Coording Council for Science, Engl-
neering, and Technology, recammend-
ed that unlversities and rionprofit or-
ganizations with satisfactory technol-
ogy transfer programs “be granted
rights to inventions mace under con-
tracts with TFederal agencies. Institu-
tional Patent Agreements pernit
those institutions to retain the rights
to inventions and related patents thst
result from such contracts. :

EFFECTIVE DATE: March 20, 1978,
but may be observed earlier.

FOR FURTHER INFORMATION
CONTACT: ' |

" Philip @. Read, Director of Federal
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SUPPLEMENTARY INFORMATION:

Regulations, 703-557=

.Fhis amendment prescribes changes in

§4 1-9.107-4, 1-9.107-6, and 1-8.109-7 of
the FPR. = o . .

The table of contents for subpart
1-9.1, Patents, is amended to change
an item and add an item as follows:

Sec. :

1-9.107-6 Clauses for domestle contracts
{short form) and Institutional Patent
Agreements.

1-9,109-7 Negotiation of
Patent Agreemernts.

Subpart 1-9.1—Patents

. Bection 1-9.107-4 i5 amended to add
paragraph (a)(6) as follows:

- 1-9.107-4 Procedures,

(é) . e . -

{6) In accordance with the language
regarding exceptional circumstances
in §1-8.107-3(a) and/or the language
regarding special sltuations in §i-
9,107-3(c), 2gencics may enler into In-
stitutional Patent Agreements (see § 1-
9,107-6(¢)) with universities and nen-
profit organizations having technology
transfer programs mecting the criteria
of §1-9.109-7(b). The
permit those institutions, subject Lo
cerlain conditions, to retain the entire
right, title, and interest in inventions
made in the course of their contracts.
When such an agreement has been
made with a university or nonprofit
corganization, it shall be made applica-
ble to each contract with tne institu-

,tion in liem of the Patent Rights
“clauses in §1-9.107-5 and §1-9.107-6,

unless a determination has been made

. to exclude the contract from the

agreement.

- * - * .

Section 1-9.107-6 iz 'am.ended ta

change the title and add a new para-
graph (e} as follows: - DR

§1-9.107-6 Clauses for domestic contracts

(short form) and Institutional Patent

Agreements, .
L P . e
(¢} Palent Rights—-Insiitutional

Patent Agreement. (1) When an agency
has determined in accordance with § 1-
8.108-7 that a university or a nonproi-
it crganization should receive an
agreement as authorized by §1-9.107-
4(2)(6), an agreement substantially oS
set forth in parapraph (c)2) of this
$1-8.107-6 shall be used. The agree-
ment shall be appropriately completed
as indicated in the numbered notes ap-
pearing at the end of the apgreement
Changes may be made in the agrce-
ment but shall be limited to changes
required by applicable statutes or by
special administrative necds. However,
agencies shall endeavor to insure that

Institutional.

agreements

agreements - continue to Include at
Jeast the following features: {

i) A requirement for the prompt re-
porting of all inventlons to the appil-
cahle agency along with an election of
rights; . ' '

4D Reservation of all rights speci-
fied in § 1-9.107-3 (e) through (h);

(iii) A requirement that the institu-
tion make such-inventions available on
a nonexclusive basis except where the
desired practical or commercial appli- -
cation has not been achieved or'is not
likely to be expeditiously achieved
through licensing:

" V) A condition limiting any exclu-

sive license to a period not substantial-

ly greater than necessary to provide
the incentive for bringing the inven-

“tion toe the point of practical or com-

mercial application and to permit the
licensee (o recoup its costs and a rza-
sonable profit thereon; . .

(v} A restriction that royaity charges
be limited to whatl is reasonable under
the circumstances or reasonabie
within the industry inveolved,

(vi A requirement that the instity-
tion’s royalty receipts, after payment
of administrative cosis and payments
to Inventors, be utitized for education-
al or research purnoses;

(vii}) A provision permitting the
agency to exclude individual contracts

from the cperation.of the agreement:

(viil) A requirement fcr progress re- .

ports after designated periods;

(ix} A prohibition against assign-
ment of inventions without Govern-
ment approval to persons or organiza-
tions, other than assignmenis to ap-
proved patent mansgemeni organiza-
tions subject to zi the conditions of
this paragraph (c)(1); and. ~

{xX) A provisicn permitting the agree-

.ment to be terminated by either party

upon 30 days writien notice.
{2) The Institutional Patent Agrec--
ment prescribed for use s as fellows!

INSTITUTIONAL FATENT AGREEMENT

This Agrecment is made snd entered inio
by end between the United States of Amer-
jca as represented by the I,
hereinarter referred to as the "Aganey,” and -
— hereinafter referred {o as
the “Institution.” .

Whereas, ‘In. accordance with' the Presi-
dent's Memorandum and Statement of Gev-
errment Patent Policy dated August 23,
1971, and the provisions of 41 CFR 1-8,107-
4¢a)8), it has been determined that the In-
stitution has a technology transfer prorram
mecting the crileria of 41 CFR 1-9.109-7 in
that the Institution's paient poilcy as ret
forth in —— (2). and its technolony
transfer practices have been reviewed gnd

. found ancceptable; and

Wheress, the Insiitution is desirous of en-
tering into an zgreement whereby it may
retain the entire right, title, and interest in
and adn;snister- inventions made in the
course of or under research sy

pported b
the Agency, subject to certain rights scsi -

" quired by the Government:

Now, thsrefore, in consideration of the

toregolng, the. partles
forego hereto agree as fol-
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(a} Scope of Agreement, This Agreement
defines the rights of the partles hereto re-
garding the allocation of rights in sublect
inventions -made under contracts with the
agency entered Into after the execution of
the Agreement except such contracts ss
may be speciflcally excluded by the Agency.
{(3) "

(b) Definttions. (1) “Subject Invention”
means any inventlon or discovery of the In-

‘stitution or Its contractors concelved or first .

actually reduced to practice in the course of

or under & contract with the Agency, and in- -

cludes any. art, method, process, machine,
design, or composition of
matter, or any new and useful improvement
thereof, and any variety of plant, which Is
or may be patentable under the patent Laws
of the United States of America or any for-
elgn country.

(2) "Contract” means any centract (agree-

"ment, grant, or other arrangement) (4) or

subcontract thereunder of the sgency en-
tered into with or for the benefit of the

Government, where a purpose of the con- .

tract is the conduct of experimental, devel-
opmental, or research work.

(3) “States and domestic municipal gov-
ernments’” means the States of the United.
States, the District of Columbia, Puerto
Rico, the Virgin Isiands, American Samoa,
Guam, and the Trust Territory of the Pacii-
ic Islands, and any pohtxcal subdivision and
agencies thereof.

(4) “To bring to the point of practical ap-
plication’ means to manufacture in the case
of a composition or product, to practice in
the case of a process, or to operate in the
case of a machine and under such condi-
tions as to establish that the invention is
belng worked and that jts benefits are rea-
sonably accescible Lo the public.

(5) “Made,” when used in relation to any
invention or discovery, means the concep-
tion or first actual reduction to practice of

“such Invention in the course of or under a
contract. ..

(c) Alioeation of principal r*ahts (1) 'I'he

. Institution may retain the entire right, title,

and interest ¢hroughout the world or in any

- country thereof In and to each Subject In-

vention disclosed pursuant to paragraph (e},
below, subject to .the. provisions of this
Agreement. The Institution shall include
with ‘each Subject Invention disclosure an
election whether it will retain the entire
right, title, and interest in the invention
throughout the world or in any country
thereof subject to the rights acquired by
the Government In paragraph (d) of the
Agreement. Provided That the Institution

may request an exlension of the time for

election.

.(2) The Institution agrees to convey to the
Govemmem upen requess, -the entire do-
mestle right, title. and interest In any Sub-
Ject Invention when the Institution:

(i} Does not elect under paragraph (c)1)
to retain such rights; or

(il} Fails to have a United States Patent,
Application filed on the invention in accor-
dance with paragraph (f)1), or decides not
to continue pfosecution of such npphcatlon,
or

(i1 At ‘any time no longer deslres to -
retain titie.

¢3) The Institution agrees Lo convey to the
Government, upen request, the entlre right,
title, and-interest in any Subject Inventicn
when the Institution:

(1) Does not elect under paragraph (e)1}
to retain such rights in the country; or

(i} Fails to have & patent application filed

in the country on the invention in reccor-
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donce with parazraph (f3(1) or decides not ~

to continue prosecution of such application
or to pny any maintenance fees covering the
invention. To avoid {orfeiture of the patent
applleation or patent, the Institution shall
notify the Agency not less than 60 days
before the expiration period for any action
required by the forelgn patent office.

(4) A conveyance, requested pursuant to
paragraphs (¢X2) or (3) of this Agreement,
shall be made by delivering to the Agency
duly executed Instruments (prepared by the
Agency) and such other papers as sare
deemed necessary to vest in the government
the entire right, title, and interest to enable
the Government to apply for and prosecute
patent applicatlons covering the invention
in this or the foreign country, respectively,
or otherwise establish- Government owner-
ship of such invention.

(d) Minimum rights ecquired by the Gov-
ernment. (1) With respect to each Subject
Invention te which the Institution retains
principai or exclusive rights, the Institution:

(1) Hereby grants to the Government of
the United States a nonexclusive, nonirans-
ferable, paid-up license to meake, use, and
sell each Subject Invention throughout the
worid by or on behalf of the Government of
the United States (Ineluding any Govern-
ment agency) and States and domestie mu-
nicipal governments. unless the Agency de-
termines after the invention has been iden-
tified that It would not be in the publie in-
terest to acquire the license for States and
domestic municipal governments; and

(i1} Agrees, upon request of the Agency, to

" prant licenses to responsible applicants, on

ferms that are reasonable under the circum-

. Stances except;

(A) When the Institutleon, its licensee, or
its assignee, demonstrates to the Govern-
ment (1) that effective steps have been
taken within three years after a patent
issues on such Invention to bring the inven-
tlon to the point of practical application or
(2Y that the invention has been made avail-
able for licensing royalty-free or on terms
that are reasenable in the circurnstances, or
can show cause why the principal or exclu-
sive rights should be reta.med for a further
period of time; or
- (B) To the extent that the invention is re-
quired for public use by governmeantal regu-
latlons or as may be necessary to fulfill
bpublic health or safety needs, or for other
puplic purposes stlpulat.ed in the a.pplicable
contract.

(2} Nothing contained in this paragraph
{d) shall be deemed to grant to the Govern-
ment any rights with respect to any inven-
tion other than a Subject Invention,

(e} Imvention idenilification, disclosures,
und reports. (1) The Institution shall fur-
nish the Agency: )

(1} A complete teckhnical disclosure for
each Subject Invention within 8 months

. after conception or first actuzl reduction to

practice, whichever occurs first in the
course of or under the contract, or within 6
months {rom the time a contractor of the
Institutlon reports an invention to it pursu-
ant to paragraph (h), but in any event prior
to any on sale, public use, or publication of
the invention known to the Institution. The
disclosure shall identliy the contract and tn-
ventor and shall be sufficiently complete In
technical detall to convey to one skilled n
the art to which the inventlon pertains a
clear understanding of the nature, purpose,
operation, and. to the extent known, the
physical, chemleal, blological, or electrical
cha.ractenstics of the lnvent,lon
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{1 Interim reports (5) for cach contract -

at least every 12 months {rom the date of
the contract listing Subject Inventions for
the perlod and certifying that all Subject

Inventions have been disciosed or that there

are no such inventions,

(1l An acceptable flnal report within 3
months after completion of the work under
contract, listing all Subject Inventions or
certifying that there were no such inven-
tions. (6}

(2) The Institutlen shall obtain patent
agreements to effect the provisions of this
Agreement, from all persons in its employ
who perform any part of the work under
any contract except nontechnical personnel,
such as clerical employees and manua.l la—
borers.

(3 The Institution agrees that the Gov-
ernment may duplicate and disclose Subject
Invention. dlsclosures and, subject Lo para-

" graph (k), all cther reports and papers fur-

nished or required to be furnished pursuang
to this Agreement. However, if the Insijtu-
tion is to file & patent application on a Sub-
ject Invention, the Agency agrees, upon
written reéquest of the Institution, to vse its
best efforts to withhold publication of such
invention disclosurcs until a patent applica-
tion is filed thereon, but in no event shall
the Government or its employees be labie
for any publication thereef,

(£) Filing of domestic palent applicelions.

(1) With respect to each Subject Invention’

in which the Institution elects to retain do-
metic rights pursuant to paragraph (eXi) of
this Azreement, the Institution shall have s
domestic patent application filed within 6
months after an election has been made
pursiuant to paragraph (e)X1) of this Agree-
ment or such longer period as may be ap-
proved In writing by the Agency.

(2) For each Subject Invention on which a
batent application is filed by or on behalf of
the Institution, the Institution shall:

() Within 6 months after the filing, or
within 6 months after submission of the in-

vention disclosure if the patent application-

was filed prior to the contract, deliver to the
Agency a duly executed and approved in-
strument on the form specified in Exhibit A
which Is-attached hereto and made a pzm'.
hereof;

(li) Within 2 months after the filing, or
within 2 months after submission of the in-
vention disclosure if the patenti application
was filed prior to the contract, deliver to the
Agency (A) a copy of the appilication as

filed, including the filing date and serial -

number, and. (B} & copy of &n assignment
from the Inventor or inventors ta the Insti-
tution of all right, title, and interest in the
invention properly recorded in the Uniled
States Patent and Trademark Offlce;

(D Include the following stalement, ap-
propriately completed, in the second para-
graph of the specification of the application
snd any patents issued on the Subject In-
vention,, “The Government hos rights in
this invention pursuant to Contraciis) (or
Grant(s)) Nots). awarded by (identlfy
the Agency or Agencies)”;

{1v) Not less than 30 days before the expi-
ratlon of the response peripd {or any action
required by the United States Patent and
Trademark Office, notify the Agency of any
decision not to contlnue the prosecution of
the application and -delliver to the Agency
executed instruments granting the Govern-
ment & power of attomey,

(v} Upon request, {ully advise the Agency
concerning all actlons taken during the
prosecution of any patent appiication and

FEDERAL REGISTER, VOL. 43’. NO. 23—THURSDAY, FEDRUARY 2, 1978
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furnish coples of any relevant documents as
requested; and :

(vi) Provide the Ageney Mth a capy of the
patent within 2 months afLer a patent Issues
‘on'the application.

(3) For each Subject Invention inm which

the Institution inltially elects not to retain

rights or requests an extension of the elec-
tion perlod, the Institution shall inform the
Agency promptly in writing of the date and
identity of any on sale, public use, or publi-
cation of the inventionn which may consti-
tute a statutory bar under 35 U.B.C, 102,
which was authorized by or known to the

" Institution or any contemplated action of

this nature,
(g) Filing of foretgn patent applications.

(1) Witn respect to each Subject Invention

in which the Institution elects to reta!n
principal rights In a foreign country pursu-
ant to paragraph (c)1) of this Agreement,
the Institution shall have a pztent applica-
tion flled on the Invention in that country,
in accordance with applicable statutes and
regulations, and within one of the lollowing
periods;

(1) Elght munths from the date of a corre-
sponding Unlited States application filed by
or on behalf of the Institution; or if such an
application is not filed, 6 months from the
date the invention is submitied in a disclo-
sure pbursuant to paragraph (e)1) of this
Agreement;

(1i) 8ix months from the date s license is

grated by the Comumissioner of Patents and

Trademarks to file foreign applications
when such filing has been previousiy pro-
hibited by security reasons; ar

({il) Such longer penods as may be ap-
proved by the Ageney. -~

-{2) The Institution chall notify the
Agency of foreign applications filed and,
upon request, shall furnish an English ver-

‘slon of the application without additional

comapensation.

(h) Subconiraets. (1) The T.nstltution shall
nclude the follewing clause in eny subcol- -~

tract where 2 purpose of that subcontract {s
the conduct of experimental, developmen-
tal, or research work, except when the sub-
contractor holds an Institutional Patent

- Agreement with the Agency or the subcon-

tractor refuses as- prouded in (2) of this

e '.paragraph (h). ) ‘ -

PAms chms

{a) The Contractor hereby agrees to fur-
nish & complete technical disclosure to the
(Institution) within six months

after any invention is conceived or first ac-
tually reduced to practice in the course of or

- under this contract (hereinafier referred to
" as, “Subject Invention(s)’) and. subject to

(b), below, to assigm all deht. title, and In-

such invention to

{Institution) or iis designee.

¢b) At the time the Contractor reports any
e (Ipstitu-

tlon} the Contractor, at its cption, may miso

report the invention to the Agency wilh

. which the Institution holds the prime con-
traét and request the Agency to determine

whether and on what terms the Contracter
may retzin principal rights in the invention
in Jeu-of assigning it to (Institu-

“tion). Such determinatlons by the Agency

shall ke in accordance with the poilcies and
procedures of 41 CFR 1-0,109-6 and/er ap-
plicable Agency regulations. Such determi-
nations shall be final on both the Contrac-
tor and , (Institution), Provided,

" That the Contractor may elect not to accept
the Agency determination. and Instead

RULES AND REGULATIONS

gssign all right, title, and Interest in the in-
© yvention to —

(Institut.lon) or its'

designee.

(¢} In addition, the Ccntmctor ngrees to
furnish the following materials, disclosures
gnd reports:

({) Upon request, such duly executed in-
struments (prepared by the ——— (In-
stitution) or its designee) and. such other
papers as are deemed necessary to vest in
the (Institution) or its designee
the rights granted under this clause and to
enable the {Institution) or its
designee to apply for and prosecute any
patent applicaticn, in any country, covering
such invention.

(ii) A final report, prior to flnal settlement
of this contract, listing all Subject Inven-
tions or certifying that no inventions were
conceived or first actually reduced to prac-
tice under the contract,

(d} The Contractor shall an]ude in any
subcontract a clause ldentical to this clause,
if a purpeose of the subcontract {s experi-
mental, developmental, or research work, If
a Subcontractor refuses to accept this
clause or if, in the opinien of the Contrac-
tor, this clause is inconsistent with the
pelicy set forth in 41 CIR 1-9.10%7-3, the
Contractor (i) shall promptly notify the In-

stitution and (i) shall not proceed with the -

subcontract without the written authoriza-
tion of the Institution. It is understood that
the Institution wiil seek direction from the

{Insert name of appropriate Agency).

(e) The contractor shall not be obligated
to enforce the agreements of any Subcon-
tractor hereundef relsting to the obliga-
tlons of the Subcontractor to the Govern-
ment in regard to Subject Inventions, .

[End of Clause] -

- {2)-In the event of a refusal by a subcon-
tractar to accept the clause specified In
(h)1) of this agrecment, or if, in the opin-
ion of the Institution, this clause js inconsis-
tent with the polley set forth in 41 CFR.1-

9.107-3, the Institution (1) shall promptly

submit & written notice to the Agency set-
ting forth reasons for the subcontractor's
refusal and other pertinent information
which may expedite disposifion of the
matter; and (ii} shall not proceed with the
sitbeontract without the written authoriza-
tion of the Agency.

(3} It Is understood that the Government.

" is a third party beneficiary of sny subeon-

tract clause granting rights to the Govern-
ment In'Subject Inventions, and the Institu-
tion hereby assigns {o the Government ail
rights-that it would have to enforce the sub-
contractor’s obligatiops for the benefit of
the Government with respect to Subject In-
ventions. The Institution shall not be obij-
gaied to enforcé the agreements of any sub-

- contractor hereunder relating to.the obliga-

tions of the subcantractor to the Govern-
ment in regard to Subject Inventions,

(4) Nothing in this Agreement is intended
to preclude the Institution from granting a
subcontractor rights or an option to rights

“in any inventions made by the subcontrac-

tor to the extent such rights are consistent
with the provisions of this Agreement.

(1Y Administration of inventions in which
the Institution elects to relain rights. (1)
The Institution shall administer those Sub-
Ject Inventions to which it elects to retain
title in the public interest and shall, except
8s provided in subsection (2), beiow, make
them avallable through licensing on a non-
exclusive, royalty-free, or reasonable royal-
ty basls to all qualified applicants. " .. .

(2) The Institutlon may lcense a Subject
Invention on an exclusive basis {f it deter-
mines that an exclusive lleonsa Is required
{n the public interest because (A) It Is necess
sary as ab incentlve for development of the

- invention or (B) market condltions are such

as to require llcensing en an exclusive basis
in order {0 bring the invention to the point
of practical application, Any exclusive Ii-
cense issued by the Institution under a U.S.
patent or patent appilcation shall be for a
limited period of time and such period shall
not, unless otherwise. approved by the
Agency, exceed 5 years from the date of the
first commercial sale or use in the United
States of America of 8 preduct or process
embodying the invention, or & yvears irom
the date of the exclusive license excepting
that time before regulatory agencies neces-
sary to obtaln premarket clearance, which-
ever oceurs first. Such license shall also pro-
vide that the licensee shall use all reascn-
able effort to effect introduction into the
commercial market as scon as practicable,
consistent with sound and reasonabdie busi-
ness practices and judgment. Any extension
of the maximum perlod of exclusivity shatl
be sehject to approval of the Agency. Uron
expiration of the period of exclusivity or
any extension thereof, licenses shall be of-
fered to all qualifiad applicants at a reason-
able royalty rate not in excess of the exclu-
sive license royalty rate.

(3 Royalties shall not normzily be in

~excess of accepted trade practice,

' (4) The Institution agrees to refund any
amounts réceived as royalty charges on any
Subject Invention in procurements for or on
behali of the Government and to provide
for that refund in any instrument transfer-
ring rights to any party in the invention,

(6) The balance of the royalty income
after payment of expenses, including pay-
ments to inventors, incidental to the admin-
{stration of all inventions assigned to it pur -
suan{ to the provislons of this Agreement
shall be utilized for the suppart of educa-
tion or research,

(6) All licenses issued bY the Institution to
parties, other than the Government of the
United States, under any patent application
or patent on a Subject Invention shail be
made expressly subject to the conditions of
this Agreement. The Institution shall, upon
request, promptly furnish copies of any -
cense agreements to the Agency.

(J) Patent Management OQrgaenizations,
The Institution shall not assign any Subject |
Invention to parties other than the Agency;
except that, it may make such an gassign-
ment to the following patent management,
organizations— (7}—or -any
other potent mansgement organization if
subsequently approved by the Agency. Any’
assignment to a_patent management orpani-

‘zaiion shall be made subject specifically to -

all the terms a.nd condmons of this Agree-

-ment.

tk) Reporis on .Dewlopmem and Commer-
cigl Use. The Institution shall provide n
written annual report to the Agency on ot
before December 31st of each year covering:
the preceding year ending September 30th,
regarding the status of development and
comunercial use that s belng made or in-
tended {0 be made of each Subject Inven-
tion left for administration tc the Institu-
tion and the steps that have heen taken by
the Institution to bring the invenlion to the
polnt of practical application. (8) Such re-
ports shall Include informatlon regarding
the status of development, date of first com-
mercial sale or use, gross royalties received

FEDERAL REGISTER, VOL. 43, NO. 23—THURSDAY, FEBRUARY 2, 1578
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‘ vided otherwise in this Apgreement,

- ’By

by the Institution, and such other data and

information ss the Agency may reasonably
specify. To the extent data or Information
supplied to this section i3 considered by & U-

" censee to be priviieged or confidential und Is

so marked, the Amency agrees that, to the
extent permitted by law, it will not disclose
such informatlon Lo persons ocutside the
Government.

{1} Reporting of Policy and Administrative
Changes.
notify the Agency of any signlficant
changes in the information submitted by it
in support of its request for an Institutional
Patent Agreement; particularly, changes in
its patent poiicies or its administrative capa-
bilities.

{m) Termmatwm This Agreement may be
terminated by either party upon 30 days
written notice. Disposition of rights in and
administration of [nventions made under
coniracts subject to this Agreement will not
be affected by such a termination: except
that, in the event the Government termi-

nates this Agreement because of a'failure or

refusal by the Institution to comply with
any of its obligations under sections (e)}1l),
(0, (D, and () of this Agreement, the
Ageney has the right to require Lthat the Ir-
stitution’s entire right, title, and interest in
and to the particular Invention with respect
to which the breach occurred be assigned to
the United States of America, &s represent-
ed by the Agency. .
() Communications. (%) Requesis for
Agency approvals, extensions, or similar ae-
tions and other correspondence required by
this Apreement should be addressed to
. Except where specifically pro-
the
or his designee shall act es the
point of authority within the Agency to

grant such approvals, extenslons, or take

such other Agency actions as may be autho-
rized In this Agreement..

In witness whereof, each of the parties

" hereto has executed this Agreement s of

the day and year below.

UNRITED STATES OF AMERICA

Titla
Date

(Corporate Seal)

(Institution)
By
Title
Date -

ExHIBIT A, —CORFIRMATORY INSTRUMENT
Application Ior

vention). -
Inventor(s) -
Serlal No. Contract (Grant}
No. — . . s
Filing Dater —————— Institution

The Invention ldentlfied above Is a “Sub-
ject Invention” under (identify
Institutional Patent Agreement number) to
which contract (grant) No. with
— (specify ' Government agency)
was subject.

This document is conflrmatory of the
paid-up license granted to the Government
under this contract {grant) In this inven-
tion, patent application, and any resulting

patent, and of all other rights acquired by -

the Government by the referenced Agreec-
ment. (10)

The Institution shall promptly

(Title of In-,

RULES AND REGULATIONS

it Is understood and sgreed that this doe-
ument does not prectude the Government
{rom asserting rights under the provisions
of sald Agreement or of sny other agree-
ment between the Government and the
Contractor,-or any other rights of the Gov-
ernment with respect to the above-identi-
tied inventlon.

The Government is hereby g'ranted an ir-
revocable power to {nspect and make coples
of the above-identifled patent application.

" Slgned this — day of v 19—,
sl o (Institution}
R (Slgnature)

.. (Printor ty'pe name)

-y

. ) (Cffielal title}
(End of Agreement)

(1) Insert name-of Agency.
- {2) Insert reference to Institution’s official
policy statements,
(3) Some agencies may wish {¢ have the
agreement apply to all Subject Inventions

‘reported after the execution of the agree-
" ment, even wnere the contract was entered

into prior to the agreement. In such cases,
the following language may be substituted:

“This Agreement defines the rights of the
parties hereto regarding the allocation of
rights in Subject Inventions reported after
the execution of the Agreement, ineluding
contracts. entered into prior to this Agree-
ment, except such contracts as may be spe-
cifically excluded by the Agency.”

Agencies using this language which wish
to exclude any current contracts from the
agreement should add & statement such as
“"the following:

“This Agreement shall not apply to the
following contracts: * ** *

(4) The bracketed language may be de-
leted but normally it is expected that Insti-
~ tutional Patent Agreements will appiy to
grants as well as contracts.

(5) Agencies may speckfy a form,

{6) Agencies may find it useful to include
motre detailed  instructions here on the
format of these reports and the persons to
whom they should be suppiied. The exact
clause may have to be varied according to
the agency’s: normal contract close—out pro-
cedures,

(7) If none are t,o be used, insert "none "

{8) Different dates may be substituted de-
pending on the Agency's needs,

(8) Insert apphcable addresscs and om-

Cers.

(10} In Bccorda.nce thh Section (4)1} of
the Agreement,
mined that a license for Stale and domeslic
munleipal governmenis will not be obtalned,
‘the following should be aducd to the Confir-
matory Instrument:

“The Hecense granted to the Government
does not include State and domestic mumcl-
pal governments.” :

Section 1-9.109-7 is added as follows: '

§1-9.109-7 Negotiation. of institutional

patent agreements. )
(2) Information to be submitted by
nonprofit organization. A nonprofit

organization desiring to enter Into an

if ihe Agency hes deter- -

4427

Institutional Patent Agreement with:

an-agency shall be required to provide
the agency with the following infor-
matlon:

(1) General information concerning
the organlzation including:

(1) A copy of the organlzation's Artl-
cles of Incorporation;”

{ii) A statement of the organizatmn s
purpose and aims; and

(iii) A statement indicating the
source of the organization’s funds;-

(2) A copy of the organization's es-
tablished patent policy, together with

. the date and manner of its adoption;

(3) The name, title, address, and

telephone. number of the officer re--
sponsible for administration of patent

and inveniion matters and a descrip-
tion of stafiing In this area, inciuding
all offices which contribute to the or-
gamzatmn s patent management capa.—
bilities;

(4) A deséription of the organiza-

tion’s procedures for (A) identifying

and reporting inventions and (B) for :

the evaluation of such inventicns for

inclusien in the orga.mzati'cns promo-

tional program;
{6} A copy of the aﬁreement signed

“by employees engaged in research and

development, indicating thelr obliga-
tion with regard to inventions con-
ceived or for the first time reduced to

practice in the course of their assigned

duties;

(6) A copy of the invention report
form or outline’ ‘utilized for prepara-
tion of invention reports;

(7) A statement indicating whether
the organization has an agreement
with any patent management organi-
zations or consultants and a copy of
any such agreements;

(8) A description of the plans and m—'

tentions of the organization to bring
inventions to the market place to
which it retains title, including a de-
scription of the efforts typically un-
dertaken by the orgamza.tion to li-
cense its inventions;

(9) A description of the organiza-
tion's past patent application and
patent licensing activ:t:es. including
the following: o

1) Number of inventions reported to g

the organization durmg each of the
past 5 years;

(it) Number of patent apphca.,iorls
filed during each of the past 5 years; .

(iil)y Number of bpatents obtained
during each of the past 5 years; |

(lv) Number of exclusive licenses
issued during each of the past 5 years;

(v) Number of nonexclusive licenses,
other than those to sponsoring Feder-
al agencies, issued during each of the
past 5 years; ' - )

(vi} Gross royalty income during
each of the past 5 years;

(vil) A general descnptmn of royal-
ties charged, including minimum and
maximum royalty rates;

(16) A list of subsidiary or affiliate ‘

organizations, which would be covered
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by an egreement sig’ned by the organi-
zation; .
{11} If the organization is a subsld—

“lary or affiliate organization, the
. name of the other organization and a

description of the relationship; .
(12) The amount of support from

-each Federal agency for research and

development activities currentty being

‘administered by the organization;

(13) A statement of the organiza-
tion's policies with respect to the shar-
lng of royaltics with employees; and

-{14) A description of the uses made

of any net Income generated by the or-’
‘ganization's patent management. pro-.

Cgram.

(b} Criteria for aaluat;on of a tech-
nology transfer program. Before an In-

stitutional Patent Agreement is en-

--tered Into with a nonprofit organiza-

tion, the organization shall have a
technology transfer program which, as
& minimum, shzall include:

(1) An established patent nolicy
which Is consistent with the policy in
§1-9.107-3 and is administered on a

‘eontinuous- basis by an officer or an

organization responsible to the organi-
zation;
- {2) Apreements with employces re-

- guiring them to assign to the organiza-

tion, 1ts designee, or the Government

-any Invention conceived or first actu-

ally reduced to practice in the course
of or under Government contracts or

‘assuraznce that such agreements will
“be obtained from employees prior to
" the assignment of employees to Gov-

ernment-supported research and de-

velopment projects;
"+ (3) Procedures for prompt Inventfon
" identification and timely disclosure to

the offi¢er or organization administer-
ing the patent policy of t.he in.stitu-

- tion; -

(4) Procedures for mvention evalua—
tion; and
(53 An active and efrective promo-

- tional program for the ]icensing and

marketing of inventicns.
(e) Federal Coordinaling C'ouncu fcr

_Scwnce, Engineering, and Technology

List. A list of organizations that have

< technology transfer programs meeting
“the critieria set forth in § 1-9.108-7(b),

prepared by a subcommittee of the

. Committee on Intellectual Property
"~ and Information of the Federal Co-
.. ordinating Council .for Science, Engi-
_neering, and Technology, may be used
-in lieu of individual agency determina-.

tions of eligibility for Instituticonal

. Patent Agrcements. However, the in.
-clusion of an organization on the list
“will not preclude the agency from de-
clining an application for an Instltu.
‘ tional Patent Agreement. It is also ex-

pected that the list may be used by
some gagencies in connection with

- greater rights determinations or re. -
. quests for the inclusion of clauses in

.contracts giving the nonprofit organi-
- zation the first option to principal

. -
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nght.s in inventions mn.de under the.
contract. q :

(Sec. 205(c) 63 Stat. 390 40 U.S C. 486((:)]

Nore—The General Services Adrmlnistra-
tion has determined that ‘thds document
does not contiln 8 major proposal requiring
preparation of &an Inflatlenary Impact
Statement under Executive Order 11321 and
OMBE Circular A-107, -

Dated: January 20 19‘78

JAY Sor omon.
Administratorof
General Services.

[FR Doc. 78-2874 Filed 2-1-78; 8:45 am]}

[4110-35] BORRTR
Title 42—Public Health

CHAPTER IV—HEALTH CARE FINANCING AD-
HINISTRATION, DEPARTMENT OF HEALTH,
EDUCATION, AND WELFARE -

PARY 405-—FEDERAL HEALTH INSURANCE FOR
THE AGED AND DISABLED

Deletion of Obioleto Regulations

AGENCY: Health Care Fina.ncmg Ad-

ministration (HCFA), HEW. -
ACTION: Final rule. - - .. =% 0.
SUMMARY: This rule deletes a
number of obiolete regulations of the
Medicare program and revokes a foot-
note which is no longer legally appli-
cable, It is based on the policy of the
Depant to operate under a set of regu-
lations which are clear, logical and
free of extraneous or incorrect materi-
a1, Deletion of these obsolete regula-
tions will remove the confusion and

‘complexity they could cause a reader
. unfamiliar with their history.

DATE: This rule is effectwe on Febru-
ary 2, 1978, -

FPOR F'URTHER I.NFORMATION
CONTACT;

Mr. Stanley Ka.tz., 'D1v1sion Dlrector,"

Medicare Bureau, Health Care Fi-
nancing Administration, 6401 Securi-
ty Boulevard, Baltlmore, Md, 21235
- 301-594-9319.

SUPPLEMENTARY INFORMATION:

The regulations deleted by this rule
are no longer neaded for the opgration
of the Medicare program. They consist
for the most part of requirements
which: (1) Appled to claims for reim-
bursement for services provided mare
than § years ago; or (2) involved spe-
cial eligibility provisions which have
not been applicable for more than 5
years. The footnote which is revoked

"had noted the temporary nonenforce-

ment of an eligibility provision based
on an injunction., The provision has
since been upheld by the Supreme

Court and the footnote is now defunet,’

This rule is one step the Department
Is taking as part. of “Operation
Common Sense,” an effort to ma.ke its

regulatlons more  understandable,
Future efforts will Inciude rewriting
many of the regulations in clearer
style, reorganizing them  in a more
logical arrangement, and continuing to
delete provisions which are obsolete or
no longer binding.

Because no policles or requirements
are altered by these changes, the De- -
partment finds that there is a good
cause to waive a Notice of Proposed .

" Rulemaking and to make the amend-

ments effective on February 2, 1878,
42 CFR Part 405 is amended as fol-
lows:
1. Section 405.101 is amended by va-
cating and reserving paragraph (aX2)

. and deleting the reference to §405.156

in paragra.ph (b)

§405.101 Hospital insurance beneﬁts. gen-
eral.

{a) An individual who meets the con-
ditions for entitlement to hespital in-
surance benefits provided under Part
A of title XVIII of the Act is eligible

‘to have payment made on his behalf,

or to him -(for certain hospital serv-
“ices) subject to the conditions and
limitations set out in this Part 405 and
in the Act, for:

(1) Inpatient hospital services, post-

- hospital extended care services, and

post-hospital home heazlth services

_ furnished to him during any month

for which he meets such conditions for
entitlement to hospztal insurance
benefits, .

(2) [Vacated and reserved]

(b) Except where payment may be
made to the individual for certain hos-
‘pital services (see § 405.157), payment
for the services covered under the hos-
pital insurance benefits program is
made to the institution or agency eligi-
ble to receive payment rather than to
the individual to whom t.he services
are furms‘qed

- 2. Section 405.120 is amended by va-
cating and reserving paragraph (d}(l)'

" $405.120 Posthospital extended care ser
v:ces, scope of beneﬁts.
.. LI c e .
(dy* * ‘ i N :

(1) [Va.cated and reserved]

- t"o . . . s

3. Sections 405.141 through 405 145
are vacated and reserved;

§405.141
§405.142
§ 405.144

'§405.145 [Vacated and reserved] =

4, Paragraph (b) of §405. 152 is
amended by deleting the clause in the

[Vacatcd- nnd reserved]
[Vacated and reserved]

[Vacafed and reserved]



