
agreements continue to Include at
least the follOWing features: \

(i) A rCQuirement for the prompt rc~

porting of all inventions to the appH·
cable agency along with nn election of
rights;

(in Reservation of all rights speci­
fied in § 1-9.107-3 (e) through (h);

(iiD A requirement- th ....t the instItu':'
tion make such· inventions available on
a nonexclusive basis except where the
desired practical or commercial appli­
cation has not been achieved or is not
likely to be expeditiously achieved
through licensing;
, (iv) A condition limitin.g any exclu­
sIve license to a pe:r.iod notsubstantial­
ly greater than necessary to provide
the incentive for bringing the L'1v,en­
tion to the point of practical or com­
mercial application and to pennit, the
licensee to rccqup its costs a...id a rca-­
sonable profit thereon:

(v) A restriction that royalty charges
be limited to what is reasonable under
the circumstances or l'ea..o:o;onahie
within the industry involved;

(vi) A requirement that the L."1.st.itr~

tion's royalty receipts, after payr::.er..{
of administrative costs and pa,yme~.]ts

to Inventors, be utilized for, educat1on~
al or research pUT110ses;

(vii) A· pro\ri,sion peroitting the
agency to exclude individual contra(:ts
from the operation of the agrcement:

(viii) A requirement 1'er prob"ress re­
ports after designated periods:

Ox) A prohibition ngninst assign­
ment of inventions without Govem­
ment approval to persons 01' organiz",­
tions, other than assignments to ap·
proved patent managem€'ni organiza­
tions subject to all the conditions o[
this paragraph (c}(I); and

(x) A provision permitting the agree­
.ment to be terminated by either pa.-ty
upon 30 days written notice.

(2) 'The Institutional Patent Agrec­
ment prescribed fer use is as £o11o\"..·s:

I:SS'I'ITlTI'IONAL PATERT AC!U:E:.'>IENr

ThIs Agr~cment is made and entered .into
by wd between. the United States of Amer­
Ica as represented by the ------ (1),
hereinajtcr referred to flS the "Agency," and

hereiI)aiter referred to as
the "InsUtution." .

Whereas,ln e.ccordrmce with the Pr~sl·

dent's Memomndum Bnd Statement of Gov­
er!".J11!S!nt P::l.tcr:t Policy d:'l.ted r.Ug--..;n:; :::3,
1971. and tJ1cPro....1.<;!ons of 41 CF'R l-R.I07­
4(s)(6), it has been determined that the In­
stitution has eo technolOGY transfer pro:.rmm
meeting the cri~eria of 41 CFR 1-9.109'-7 in
th::>.t: the Irotltution's pat.er.t polley p.s ret
forth' in -_.-- (2), ar,u its technolclJY
transfer practlccs have bc£"n reviewed and
found acceptable: and

Whereas. the Instltutlon Is dC:::lrolls of en­
LerL:1g mto an a~eement whe:cby it m~'!.y
ret-a.in the entire n~ht, title, and intrre::;t in
and admlr.lster inventions m:lde in the
roune of or under research supported by
the Agency. SUbJ.:ct to certain rights &c.
Qulrcd.bY the Govcrnm~nt:

Now, therefore. In consideration 01 the
foregoing. the pa.rtles hereto agree a.:' fol~
loWS: '

.'....

•

,'.•

.'

•

•

••

•

•

•

(c) Patent R.ights~-Institulional

Patent Agreement. OYWhen an agency
has detelmined in accordance with § 1­
9.109-7 that a university or a nonprof­
It organization should receive an
agreement a..'i authorized by § 1-9.107­
4(20)(6), an a!U"'cement substantiaJl~' :JS
set forth In paragraph (c)(2) of this
§ 1-9.107-6 shall be used. The ngrec­
ment shall be appropriately completed
as indicated in the numbered notes ap­
pearing-at the end of the e.grecrnent.
Changes may be made in the agrce­
ment but shall be limited to changes
required by applicable statutes or by
special administrative necds. However.
agencies shall endeavor to insure that

Section 1-9.107-6 is amended to
change the title and add a new para­
graph (c) as follows:

§ 1-9.107-6 Clau!\es for domestic contracts
(short form) and Institutional Patent
Agreements.

Subpart 1-9.1-Patenfl

Section 1-9.107-4 is amended to add
paragraph' (a)(6) as follows:

S 1-9.101-4 Procedures.
(a,) •••

(6) In accordance with the language
regardi..<>"1g exceptional circumstances
in § I-S.107-3(a) and/or the language
regarding special situation..... in § 1­
9.107:"'3(c). agencies may enLerir..to In­
stitutional Patent Agreements (see § 1­
9.107-6(c» \vith universities and non­
profit organizations having technology
transfer programs meeting the criteria
of § h9.109-7(b). The agreements
penuit those institutions, subject to
cerlain conditions, to retain the entire
right. title, and interest in inventions
made in the course of their contracts.
When such an agreement.·, has .been
made with a university or nonprofit
organization, it shall be made applica·
ble to' each contract with the institu­

.,- "'''''---, tion in lieu of the Patent .Rights
clauses in § 1-9.107-5 and § 1-9.10'1-6.
unless a determination has been made
to exclude the contract from the
agr.eement.

f'-""''''-~-~- '\"-=..--_-.r--=~:::=~~~_~---

RULES j!(,fiD REGULAnONS

l'rocurement Regulations, 703-557~

8947.
SUPPLEMENTARY INFORMATION:

,,':phis amendment prescribes changes in
§§ 1_9.107_4.1_9.107_6, and 1"9.109-7 of
the FPR.

The table of contents for subpart
1-9.1. Patents. is amended to change
an item and add an item as follows:
Seo.
1-9.107-6 Clauses for domestlc contracts

(short form) and Institutional Patent
Agreements.

1-9.100-7 Negotiation of Institutional
Patent Agreements.

PART 1-9-PAn:NTS, DAiA, AN:)
COPYRIGHTS

CHAPTER I_HDERAL rROCUR:c}/,ENT
REGULATlOtlS

IFPR Arndt.. .lB7l.

Title 41-PuhHc Contred.. andPrClperly
ManaCflm'ont

[6820-24)

§3.359 Det~rminalion of service connec~

tion for former members of the armed
forces of Czechoslovakia or Poland.

Rating boards wtll determine v.'heth~

cr or not the condition for which
.treatment is claimed hy fanner mem~
bers of the Anned Forces of Czecho­
slovakia or Poland under 38 U.S.C.
l09(c) is service connected. This deter­
mination wilt be made using the:;ai:le
criteria that applies to determinations
of service coru"1Cction based on service
in the Armed Forces of the United
States.

[F'R Doc. 73-2910 Filed "-1-78; 8:45 am]

Patantl

"AGENCY: General Senices Admlnls­
tration.
ACTION: Final role.
SUMMARY: The Federal Procure·
ment Regulations (FPR) 2.re amended
to provide, for the use of Institutional
Patent Agreements in contracts rt"lth
universities and nonprofit organlza­

. tions. The' Committee on Intcl1ectu~

Property. and Information, Federal
Coording Council for SCience, EngI­
neering, and Tccrmology, re<:ommeu'd­
cd that universities a.nd nonprofit or­
ganizations with satisfactory technol­
ogytransfer progTaIJ'..5 be granted
rights to inventions made under con­
tracts with Federal agenclcs. Institu­
tional Patent Aercem\.mt.s permit
those institutions to retain the ri.ghts
to inventions and related patents thr\L
result from such contracts.
EFFECTIVE DATE: March 20, 1978,
but may be observed earlier.'
FOR FURTHER IN}"ORMATION
CONTACT:
. Philip G. Read, Director of Federal

Interested persons were given 30
days in Which to submit COln.~ents,

suggestions, or' objcctions rcgarding
the proposed regulation. No written
comments have been recei .... ed and the
proposed regulation is hereby adopted

.,wIthout change and is set forth below.
Approved: January 27. 1978.

Bydlrection of the Administrator.

RUFUS H. WILSON,
Deputy Administrator.

In 38 CPR Chapter I, Part 3, § 3.359
1s added to read as follows:'

• 4~24
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RULES AND REGULATIONS

(a.) Scope of Agreement. This Agreement dance with pA.rav,raph (f)(1) or decides not
deHnes the rights of the parties hereto re~ to continue prosecution of such application
gardlng the allocation of ri~hts in subject or to pay any maintenance fees covering the
inventions -made under contracts with the invention. To n....oid forfeiture of the patent
agency entered into after· the execution 'of appllcation Or patent. the Institution shall
the Agreement except such contracts n.s notify the Agency not less than 60 days
may be spcclHcally excluQ-edby the Agency. before the expiration period for any action
(3) required by the foreign patent office.

(b) Definitions. (1) "SUbJect, Invention" (4) A conveyance. requested pursuant to
means any inventlonor discovery of the In- paragraphs (c}(2) or (3) of this Agreement.
stltutlon or Its contractors conceived or first shall be made by delivering to the Agency
actuallyreduced to practlce in the course of duly executed lnstruments (prepared by the
or under acontrac~with the Agency. and in- Agency) and such other papers as are
cludes any -art. method~ process. machine. deemed necessary to vest in the government
manufacture. design. or composition of the entire right. tItle. and interest to_ enable
matter. or any new and useful improvement the Go....ernmeflt to apply for and prosecute
thereof.ans. any variety of plant. Which is patent applicatlons- covering the invention
or may be patentable under the patent Laws in thIs orthe foreign country. respectively.
of .the United States of America or any for- or otherwise establish Goverriment ov;ner-
elgn country. Ship of such invention.

(2) "Contract" means any contract (agree- (d> l,flnimum rights acquired by the Gov.
ment. grant. or other arrangement) (4) or emment. (1) With respect to each SUbject
subcontract thereunder of the agency en- Im'ention. to which the Institution retains
teted into with or for tbe bC:lefit of the principal or exclusive rights. the Institution:
Go....ernrn:ent. where a purpose of the can· (i) Hereby grants to the Go....ernment of
tract Is the conduct of experimental, devel· the United States a nonexclusive. nontrans­
opmcX;,tal, Or research wor~., ., ferahle. paid-up license to make. use. and

(3) States and domestic munIClpai gov- sell each Subject Invention throughout the
emments" meRns the States of the United wo!"ld by or On behalf ot the Government of
States. the. D.istrict of Colun;bia, Puerto the United Statr-s (lncludin3' any Govern­
Rico. the VirgIn Islands, !UDencan Samo.~. ment aGency) and States and domes,tic rou­
~uam. and the Trust rr:c:ntory o~ t.h: PaclI- nicipal governments. unless the Agency de­
IC Isla:nds, and any politloal subdlVISIon and tennines after the invention has been iden­
agenc.~es the~eof. ,.' , t1'fied that it would not be in the public in-

(4) To bnng to the pomt of practIcal ap- terest to acquire the license for States and
plication" m~~ns to manufacture In th~ c3.?e domestic municipal govenunents; and
of a composItlOn or product., to prac~1Ce m (i1) Agrees, upon request of the Agency. to
the case of a p~ocess. or to operate. m the grant licenses to responsible applicants, on
c~e of a machlOe and und,er ~uch ~ondi- terms that are reasonable under the circum­
tlOns as to establlsh th,a.t the ~\'entlOn is stances except;
be~g worked ~nd that Jts be.neflts are rea.- (A) When the Institution, its licensee, or
sona~~y acce~lble to the p;tbllc. its assignee, demonstrates to the Govern-

(5) Made. ~hen ,used Ul relation to any ment 0) that effective steps ha.";'e been
invention or dIScovery. means the concep· t' w" ee ea a'
tion or first actual reduction to practice of . aKen '1thm thr .y rs a~ter ~at~nt
such invention in the course of or under a. iSsues on such inventLOn t? brmg t,he lnven­
contract. _ ... _. _. __ tlo.n to the point o~ practlcal application ~r

(c) Allocation of principal-rights. (1) The (2) tha.t t1;Ie InyentlO~ has been made ava11·
Institution may retain the entire right. title. able for llcensmg r?~ altY·f~ee or on tenus
and int,erest throughout the world or in any that are reasonab.le ill the c~rcl;un.stances.or
country thereof in and to each SUbject In- can sl."Jow cause ,,·hy the ~rmclPal or exclu­
vention disclosed pursuant to paragraph (e). Siv~ nghts, should be retamed for a further
below. subject to ,the;, provisions of this peTlod of tune; or .,. .
Agreement, The Institution shall include (B) To the extent that the mvenhon is re·
with 'each Subject Invention disclosure an quired for public us~ by govern.-nental re~·
election whether it will retain the entire lations or as m:lY be necessary to fulfill
right. title. and interest in the invention pU?l~c health or s.aiety ne~ds. or tal;' other
throughout the world or in any country puohc purposes stiPulated In the applicable
thereof subject to the rights acquired by contract,
the Government in paragraph (d) of the (2) Nothing contained in this paragraph
Agreement: Provided That the Institution (d) shall be deemed to grant to the Govern­
may request an ext~nsion of the time for ment any rights with respect to any inven·
election - tlon other than a Subject Invention.
. (2) Th'e Institution agrees to convey to the (e) Invention ia,entiJication, disclosures,

Government. upon request. the entire do. and rcporf.3. (1) The Institution shall fur-
mestic right. title. and interest In any Sub- nlsh the Agency: .
Ject Im'cntlon when the Institution: m A complete techmcal dificlosure for

(0 Does not elect under paragraph (c)(l) each Subject InventklU within 6 months
to retain such rights: or . after conception or first actual reduction -to

(iO Fails to haven. United States Patent, practice, whichever OCcurs first in the
AppHcation filed on the' invention in nccor~ course of or under the COntract.. or Within 6
dance with paragraph (f)(l), 0::: decIdes not months from the tIme a contractor of the
to continue, prosecution of such application; In.'itltution reports an lnv~ntlon to it pursu­
or ant to paragraph (h>. but In any event prior

Wi> At ·an~· time no longer desires to to any on sale. public use, or publication of
retain title. the invention known to the Institution. The

(3) The Institution agrees to convey to the dlsclosure shall Identify the contrn.ct and in­
Government. upon request. the entire right. ventor and shall be SUfficiently complete in
title. and, Interest in any· Subject Invention technical detaU to convey to one skilled In
when the Institution: the art to which the Invention pertains a-

m Does not elect under paragraph (c)(1) clear understanding of the nature. Purpose.
to retain such rights in the country; or operation, and. to the extent known. the

(Ii) Fails to have a patent application filed physIcal. chemical. biolOgical. or electrical
in the country on the invention1n accor. characteristics of the. invention.

4425

(11) Intcrlm reports (5) for ench contro.ct
at least every 12 months from the date of
the contract I1stlng Subject In\'entlons for
the period and certltying that all SUbject
Inventions ha.ve been dIsclosed or that there
a.re no such Inventions.

(iID An acceptable final report -within 3
months Rfter completion of the work under
contract. listing all Subject Inventions or
cert1fying that there were' no such inven·
tlons. (6) .

(2) The Institution shall obtain pa.tent
agreements to effect the provisions of this
Agreement. from all persol13 in it.s employ
who- perform any part of the work under
any contract except nontechnical personnel.
such as clerical employees and manual la.~

borers, -
(3) The Institution agrees that the Gov­

ernment may duplicate and disclose Subject
Invention- aLsclosures and. subject to par:1~
graph (k), all other reports and papers fur­
nished or required to be furnished pursuant
to this Agreement. However, If the Institu­
tion is to file a patent applicatlon on a Sub­
ject Invention. the Agency agrees. upon
written request of the Institution. to use its
best efforts to withhold publication of such
invention disclosur~s until a patent applica­
tion is filed thereon, but l.."1 no event shall
the Government or its employees. be l:.able
for am" pubiication thereof.

(f) Fi+ing of domestic patent applications.
(1) With respect to each SUbject bv{>ntion
in which the Institution elects to retain do­
metlc rights pursuant to para61'aph (c)(l) of
thls Agreement. the Institution shall have a
domestic patent application fIled v.ithin I)
months after an election has been made
pursuant to paragraph (c)(1) of this Agree­
ment or such longer period as· may be ap~

proved in writing by the Agency.
(2) For each Subject Invention on which a

patent application is filed by or on behalf of
the Ir..stitutlon. the Institution shall:

(1) Within 6 months after the filing, or
within 6 months after submission ufthe in­
vention disclosure it the patent applica.tion
~'as filed prior to the contract. deliver to the
Agency. a duly executed and approved In­
strument on the fonn SP€Ci!lt:>d in ExhibIt A
which is· attached hereto and made a· pa.rt
hereof;

<1i) Within 2 months after the filing. or
within 2 months aiter submission of the 1.,­
vention djsclosure if the patent application
was filed prior to the contract. deliver to the
Agency (A) a copy of the application as
filed. inCluding the mingo date and serial
number. and (3) a copy of an assignment
from the im'entor. or inventors to the Insti­
tution of all right. title, and interest in the
invention properly recorded in the United
States Patent and Tl'ademark Office;

. <Hi) Include thcfoilowing statement. ap·
propriately completed. in the :::econd para­
graph of the specification of the application
Rnd any patents issued on the Subject In­
vention•. "The Governrnentha..3 rights L"l
this Invention pursuant to CO:1t1'acUs) (or
Grant(s» No(s). -- a.wardcd by (identify
the Agency or AGencies)";

(Iv) Not lefis than 30 days before the expI­
ration of the rcsponse period for any action
required by the United States Patent· and
Tl'ademark OfUce. notify the Agency of any
decision not to conUnue the prosecution of
the application and -dellver to the Agency
eXecuted instrumentsgranttng the Go\'ern­
ment a. power of attorney:

(v) Upon request. fully advise the Agency
concerning all actions taken during the
prosecution of a.ny patent application and

1
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furnIsh copies of any relevant documents as
requested; and

(vi) Provide the Agency with a -copy of the
patent wIthin 2 months after a patent issues
on'the application.

(3) For each Subject Invention in which
the Institution Inltlally elects not to retain
rights or requests an extension' of the ele-e.
tion period, the Institution shall Worm the
Agency promptly in writL'r}g of the date and
identity oewy on sale. public use, or publl·
cation of the- inventlori which may consti­
tute a statutory bar under 35 U.s.C. 102.
which was authorized by or knov:n to the
Institution or any contemplated action of
this nature.

(g) Filing of foreign palent application3.
(1) With respect to each Subject Invention
in whIch the Institution elects to retatn
principal rights in a foreign country pursu­
ant to Paragraph (c)(l) of this Agreement,
the Institution shall have a patent appliea­
tionflled on the invention in that country,
in accordance with applicable statutes and
regulations. and within one of the following
periods:

(\) Eight months from the date of a corre­
spondtng United States application filed by
or on behall of the Institution; or 1! such an
application is not filed. 6 months from the
date the inveritiou Is submitted in a disclo­
sure pursuant to paragraph (e)( 1} of this
Agreement;

(ii) Six months from the date a lIcense is
.grated by the Conunissioner of Patents and
Trademarks to file foreign appUca'Uons
when such tiling has -been previously pro­
hibited by security reasons; or

<liD Such longer periods as may be ap-
proved by, the Agency. .
. (2) The Institution shall notify the

Agency of foreign applications filed and.
upon request. shallJurnish an English ver­
sion of theappUcaiion without additional
compensation.

(h) Subcontracts. (1) The Institution shall
include the following clause in any subcon--­
tract where a purpose of tha.t subcontract is
the conduct of experimental. de\-elopmen­
tal. or research work. except when the sub­
contractor holdS an Institutional Patent
Agreement with thE;: Agency or the subcon­
tractor refuses as -'provided in (2) of this

,paragraph (h).

PATENTS'RIGHTS

(a) TIle Contractor hereby agrees to fur­
nish a complete technical disclosure to the
----- (If'.Etitution) v;.ithin six months
a.fter any invention is conceived or first ac~

tually reduced to practice L.... the course of or
.under this contract (hereinafter referred to
as, "Subject Invention(s)") and. subject to
(b). below. to assign all rig-Ill. title. and L'1­
terest in and to such invention to
_____ (InstitutIon) or its designee.

(b) At the time the Contractor reports any
"Subject Im'ention" to <Institu­
tion) the Contractor. at its option. may also
report the im'ention· to the. Agency with

. which the Institution holds the prime con­
tract· and request the A£:"ency to detennine
whether and on what temlS the Contractor
may retain principal rights in the invention
in Heu 'of assigning It to (lnstltu·
Uoo). Such detemi.inatlons by the Agency
shall. be in accordance with the pollcies. and
procedures of 41 C:PR 1-9.109-63,nd/or ap­
plicable Agency regulations. Such detenni­
natIons shall be final on 'both· the Contrac­
tor and • (Institution). Provided,
That the Contractor may elect not to acce;:lt
the Agency determinatIon and inStead

RULES AND REGULATIONS

ass!gn all right, title. end interest In the in­
vention to (Institution) or its
designee.

(c) In addition, the Contractor agrees to
furnish the following materIals. disclosures
and reports:

(I) Upon request. such duly executed tn­
struments (prepared by -the (ln~

stitution) or its desIgnee) and, such other
papers as are deemed necessary to vest in
the (Institution) or its designee
the ril':hts granted under this clause and to
enable the (Institution) or its
designee to apply fOr and prosecute any
patent application, in any cOlIDtry. coverilig
such inven tlon. . ,-

(ii) A final report. prior to final settlement
at this contract. listing all Subject Inven­
tions or certifying that no inventions were
conceh'ed or first actually reduced to prac­
trce· under the coutract.

(d) The Contractor shall include in any
subcontract a cla.use IdenticaJ to this clause,
U a purpose of the subcontract is experi·
mental. developmental, or research work. If
a Subcontractor· refuses to accept this
clause or if. in the opinion of the Contra-c·
tor. this clause is Inconsi~t,ent with tl1e
policy set forth in 41 CPR 1-9,10'1-3. the
Cont.ractor CD shr.ll promptly notify the In·
stitution and (i1)' shall not proceed with the
subcontract without the written authoriza.·
tion of the Institution. It is tmderstood that
the· Institution will seek direction from the
(1n.sert name of appropriate Agency).

(e) The contractor shall not· be obligated
to enlorce the agreements of any Subcon­
tractor hereunder relating to the obliga·
tJons of the Subcontractor to the Go....em·
ment in regard to SUbject Inventions.

[End at Clause]

(2) -In the event of a refusal by a subcon·
tractor to accept the clause specified 1n
(h)(lfof this agreement. or if. in the opin­
ion of the Institution. this clause is inconsis·
tent with the polley set forth In 41 CPR,l­
9,107-3. the Institution (1) shall promptly
submit a written notice to the Agency set­
ting forth reasons for the subcontractor's
refusal and other pertinent· L--uormatfon
which may expedite disposition of the
matter: and (ii) shall not proceed v,ith the
subcontract without the· written authoriza­
tion of the Agency.

(3) It'is understood that the Government
is a third party beneficiary of any subcon­
tract clause granting rights to the Govern­
ment In 'Subject Inventions. and the Institu·
tlon hereby assigns to the Government a.ll
rights that it would have to enforce the sub­
contractor's obligatiops for the beneHt of
the Government with'respect to Subject In­
v'.mtlons. The InstItution shall not beobjj.
gated to enforce the agreement.s of any sub·
contractor hereunder relating to, the obliga­
tions of the subcontractor to the Govern.
Olent in regard to Subject Inventions.

(4) Nothing in tllis Agreement is intended
to preclUde th"e Institutlon from grantinr a
subcontractor rights or an o.ption to rights
In a:1Y inventions made by the subcontrac­
tor to the extent such rights are consistent
with the provisions of this Agreement.

(1) Administration of invention.'! in iohich
the Institution elects to retain riOh13.(l)
The· Instltutlon shall adm1nister those Sub­
ject Inventions to whIch It elects to retain
title in the pubUc interest and shall. except
as provIded in subsection (2). beloW. make
them available through llcensing on a non­
exclusive, royaltY·free. or reasona'ule royal­
ty basis to all qualifIed appllcants.

(2) The Instftutlon. may license a. Subject
Invention on an exclusive basis it it deter­
mhi.es 'that an exclusi...·e license. is required
in the pubHc interest because (A) It Is neces­
sarY as an incentive for development of the
invention or (B) market condItions ate such
as to require llcensing on an exclusive ba.sls
in order to bring the invention to the point
of practical -application. Any exclusive li­
cense issued by the Inf>titution under a U.S.
patent or patent application shall be for a
limited period of time and such period shall
not. lUlless othenvise approved by the
Agency, exc:eed 5 years froin the date of the
first commercial sale or use. in the United
States of America of, a product or process
embodying the invention, or 8 yea.rs from
the date oC the exclusive license exceptin.-:­
thnt time before regulatory o.gencies nec('s~

sary to abt~\ln prer.larkct clearance, which­
ever occurs first. Such 11c'ense shall 3.130 pro­
vide that the licensee shall lJse all reason­
able effort to etleet introduction into the
commercial market M soon as pruticablc,
consistent with sound and reasonable busl­
nef>S practices and judgment. Any extension
of the maximum period of exclusi\ity shall
be spbject to approval of the Agency, Dr-on
expiration of the p~riod of exclu:;i"ity or
any extension thereof, licenses ::;hall be of­
fered to all Qualified applic:mts at a reMon­
able royalty rate not in excess of the exclu­
sive license royalty rate.

(3") Royalties shall not normally be in
excess of accepted trade practice.

(4) The Institution agrees to refund any
amounts received as royalty cha.rges on any
Subject Inventionln procurements lor or on
behalf of the Go.....ernment and to provide
for that refund in any instrument transler­
ring rights to any party in the [::wentIon.

(5) The balance of· the royalty L....come
after payment of expenses. including pay·
ments to inventors, incidenta.l to the admin­
istration of a.ll inventions :>.ssigned to it pu.-­
suant to the provisior'.s of this Agreement
shall be utllized for the s'upport of educa­
tion or research.

(6) All licenses issued bY the Institution to
parties, other than the Government of the
United States, Wlder any patent application
or patent OU a. Subject In....ention shail be
made expr~ssly subject to the. conditions of
this Agreement. The Institution shall. upon
reQucst, promptly furnish copies of any U·
cense agreements to the Agency.

(j) Patent lrfanagement Qrganizat£c.in,s.
The Institution shall not a.ssign any Subject
Invention to parties other than the Agency;
except that. it may make such an assign­
ment to the following patent: management.'
or&anizations- (7~or . any
other p~tent management organization if
subsequently approved by the Agency, 'iny
f1..sf>ig'r'.J:'nen~ to R.patent management orp,ani·
zation shall be made subject spcC'~fic:llly to
a.ll the tenus and conditions of. this Agree·
-ment. .

(k) Reports on Development and Commer­
cial Use. The Institution shaH Provide n.
v:ritten n.nnunJ report to t~e Agency on or
before December 31st of c'ach year coverint;'
the preceding :\:ear ending SE:ptember 30th.
regarding the status of development and
com....nercial use that is being nUl.de or in­
tended to be made ot each Subject Inyen'
tion lelt for administration to the InstltU.
tion nnd the steps that ha.... e been taken by
the Institution to brlnR" the invention to the
point oi practical application. (8) Such re­
ports shall include informallon regarding
the s~a.tus of development. date ol fl.'"St com­
mercJal sale or use, 8TQss rOJ'aJUes received
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Institutional Patent Agreement v.1th
an· agency shnll be required .to provide
the agenCY with the followlng infor·
mation:

(1) General informatIon concerning
the organIzation including:

(!) A copy of the organlzation's Arti·
cles of Incorporation; .

(1I> A statement of the organization's
purpose and aims; and

(ill) A statement lndlcatlng the
source of the organization's funds;

(2) A copy of the organization's es­
tablished patent policy. together with
the date and manner of its adoption:

(3) The name, title, address. and
telephone, number of the officer re­
sp-oosible for administration of patent
and invention matters and a descrip­
tion of stafling in this area, including
all offices which contribute to the'or·
ganization's patent management capa­
bilities;

(4) A description of the organiza­
tion's procedures, for fA) identifyinrr
&ond reporting inventiow; and' (B) for
the evaluation of SUch inventions for
inclusion in the organizati'On's promo·
tional program; ,

(5) A copy of the agreement signed
.by employees engaged in research and
development, indicating their obliga­
tion with regard to inventions con­
ceived or for the first time reduced to
practice in the course of their assigned
duties:

(6) A copy- of the invention report
fonn or outline',utilized for prepara­
tion of invention reports;

(7) A statement- indicating whether
the organization has an agreement
with any patent management organi­
zations or consultants and a copy of
any such agreements; /_ .

(8) A description oi the plans and in·
tentious of the organization to brL.'"1g
inventions to the market place to
Which it retains tipe, including a de~

scription of the efforts t;yplcally un­
dertaken by the organization to Ii·
cense its inventions;

(9) A description of the organiza­
tion's past patent application and
patent licensing· activities, including
the following:

(D Number of inventions reported to
the organization during each of the
past 5 years;

<iD Number of patent appUcations
filed during each of the past 5 years;

(iiD Number of Datents obtained
during each Qf the past 5 years; ._~

(iv) Number of exclusive licenses
issued during each of the p:u;t 5 years;

(v) Number of nonexclusive licenses,
other than those, to sponsoring Feder­
al agencies, issu,e"d during each of the
past 5 years: '

(vi) Gross royalty income during
each of the past 5 years;

(vii) A general description Df royal­
ties charged, induding minimum and
maximum ro:yalty rates:

(10) A list of subsidiary or affiliate
organizations, which would be covered

(SIgnature)

(Institution)

(Print or type name)

'-",.

..... \; ,~'-.

It.- Is understood and n[U'eed that this doc­
ument does not preclude the Goverrun.cnt
from as..c;crUng rights under the provisIons
of said Agreement, or of any other agree­
ment between the Government and the
Contractot. ,or any other rights of the Gov­
ernment with respect to the above-identi­
fied invention.

The Government is hereby granted antr­
revocable power to Inspect and make coplca
of the nbovc.ldentifled patent application.

Signed this - day of , 19-.

§ 1-9.109-7 Negotiation, of institutional
patent agreements.

(a) Information to be submitted by
nonprofit organiza:tlon. A nonprofit
organization desiring to. enter into an

<Institution>

by, the Institution. nnd such· other dnta tl.nd
information as the AR"cncy may rea.sona.bly
specify. To the extent ddta or Information
supplied to this section l..':I considered- by a li­
censee to be prt\'Uegcd or conIldlmtia.l u.nd Is
so marked. the Am,::ncy agrees that. to the
extent pennlttcd by law, It will not dL<;close
such information to persons outside the
Government.

0) Reportinq of Policy and Administrotitle
Changes. The Institution shall promptly
notify the Agency of any significant
changes in the -information ·submit-ted by it
in support of its reQuest for an Institutional
Patent Agreement; partlcularly. changes 1n
fts patent policies or its administrativecapa.­
biUtles.

(m) Tennination. This Agreement may be
terminated by either party upon 30 -days
v"Tittcn notice. Disposit!onof rights In and
administration of Inventions made -under
contracts subject to thls Agreement will not
be affected by such a termination: except
that. in the event the Government termi­
nates this Agreement becauseo! a·failure or
refusal by the Institution to comply with
any of its obllgations under sections (eHl).
(f). (I). and (j) of this Agreement. the
Agcnc~' has the right to require that the It-:­
stitutlon's entire right. title. and, Int.erest in
and to the particular invention with respect
to which the breach occurred be assigned to
the United States of America. as represent­
ed by the Agency.

(n) Comm'unication.s; (9) Requests for
Agency approvals. extensions. or similar ac­
tions and other correspondence required by
this Agreement should be addressed to
-----,. F;:xcept where specifically pro­
vided otherwise In this Agreement. the
----- or his designee shall act as the
point of a.uthority within the Agency to
grant such approvals. extensions. or take
such other Agency actions a.s may be autho­
rized In this Agreement.

In witness. whereof, each of the parties
hereto has executed this Agreement as of
the day andy~arbelow. .

UNITED STATES OF A.M.E:RICA

EXHIBIT A.-CONFIRMATORY INSTRUMENT

Application for: (Title of In·
vention).

Inventor(s)
Serial No. Contract (Grant)

No.
Filing Date: InstitutIon

The Invention Identified above is a. "Sub­
ject Invention" under (identify
Institutional Pat.ent Agreement number) to
Which contract (grant) No. with
---- (specify· Government agency)
was subject.

This document is confirmatory of the
pald·up license granted to the Government
under thLs contract (grant) In thJs uwen·
lion. patent application. and any resulting
pateilt, and of all other rights acquired by
the Government by the referenced Agree­
ment. (10)

By :=============::Title
Date

. '.' <Official title)
(End of Agreement)

(1) Insert nameo! Agency:
. (2) Imcrt reference to Institution's official

polIcy statements.
(3) Some agencies may wish to have the

agreement apply to all Subject Inventions
reported nfter the execution of the 9.gTec­
menl, even where the contract was entered
into prior to the agreement. In such cases,
the following language may be substituted:

"This Agreement defInes the rights of the
parties hereto regarding the allocation of
rights in Subject Inventions reported after
the execution of the Agreement. including
contracts. entered into prior to this Agree­
ment, except such contracts as may be spe­
ciIica.lly excluded by the Agency:'

Agencies using this language which wish
to exclude any current contracts from the
agreement shollldadd a. statement such as

-the following:
"This Agreement shall not apply to the

following contracts: .....
(4) The bracketed la.nguage may be de-

'B leted but normally it is expected that Instl-
- T~l - tutlona.l Patent Agreements will apply to

I e grants as well as contracts.
Date (5) Agencies may specUy a fonn.

(Corporate Seal.) (6) Agencies may find it useful to include
> more detailed instructions here on the

fonnat of these reports and the persons to
whom they should be supplied. The exact
clause may have to be varied according to
the agency's' normal contract close-out pro­
cedures.

(7) If none are to be USE'd, insert "none...
(8) Different dates may be substituted de­

pendIng on the Agency's needs.
(9) Insert applica~le addresses and o!n­

cers.
(10) In accordance with Section (d)(l) o!

the Agreement. i! the Agency has deter­
mined that a license for State and domesUc
munIcipal governmQrlts will not be obtained.
the follOWing should be added to the Contir­
matory Instrument:

·"The liccnSe granted to the Government·
does not Include Sta.te and domestic mW11ci­
pal governments."

Section 1-9.109-7 Is added as follows:
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2. Section 405.120 is amended by va­
cating and reserving paragraph (d)(1):

· § 403.120 Po,c;thospital extended care scr~

vices; scope of benefits.

3. Sections 405,141 through 405.115
are vacated and reserved:

§ 405.141 [Vacated and reserved]

§ 405.142 [Vacated and resenred]

§ 405.144 [Vacated and reserved]

§ 405.145 [Vacated and resen-ed] ,'.

4. Paragraph (b) of § 405.152 ls
amended hy deleting the clause In the

rel;"ulations more understandable.
Future efforts will include rewriting
many of the regulations In clearer
style, reorganizinR' them in a more
logical arrangement. and continuing to
delete provi:;ionswhich a.re obsolete'or
no longer binding.

Because no policies or requirements
are altered by these changes. the De­
partment finds that there is a good
cause to waive a Notice of Proposed
Rulemnkjng and to make the amend­
ments effective on February 2, 1978.

42 CPR Part 405 is amended as fol·
lows:

1. Section 405.101 is amended by va­
cating and reserving paragraph (30)(2)

· and deleting the reference to § 405.156
In paragraph (b):

§ 405.101 Hospital insurance benefits; gen­
eral.

(a) An individual who meets the con­
ditions for entitlement to hospital in­
s'urance benefits provided under Part
A of title XVIII of the Act is eligible

: to have payment made on his behalf.
or to him <for certain hospital serv-
ices) subject to the conditions and
limitations set out in tIlls Part 4.0S'a..'1d
In the Act, for:

(1) Inpatient hospital senices. post-
· hospital extended care services, and
post-hospital home health services
furnished to'him during any month
for which he meets such conditions for
entitlement to hospital insurance
benefits.

(2) [Vacated and reserved)
(b) Except where payment may be

made, to the individual for certain hos­
pital services (sec § 405.157), payment
for the services covered under the hos­
pital insurance benefits progr~.m L'S
made to the Institution or agen~y eligi­
ble to receive payment rather than to
the individual to whom the services
are fUrnished.

(d) •••

(1) [Vacated and reserved)'
-,

•

•

•

•

•

•

•

•

•

•

•

•

•

•

,.~

CHAPTER IV_HEALTH CARE FINANCING AD­
MINISTRATiON, DEPARTMENT OF HEALTH,
EDUCATION, AND WELfARE·

PAR.}' 40S-FEDERAL HEALTH INSURANCe FOR
THE AGED AND DISABLED " _'

Deletion of Obiolate Regulation.

AGENCY: Health Care Financing Ad­
ministratio~(HCFA)~.HE;V.__ ~" ..,.: ..;
ACTION: Fmal rule.
SlJ},L"<lARY: This rule deletes a
number of obsoiete regulations of the
:Medicare program and revokes a foot­
note which is no longer legally appli­
cable. It is based on the policy of the
Depant to operate under a set of regu­
lations which are clear, logi~al and
free of extraneous or incorrect mat.eri­
al. Deletion of these obsolete regula­
tions will remove the confusion' and
complexity they could cause a reader
unfamiliar with their history.
DATE: This rule is effective on Febru­
ary 2, 1978,

FOR FURTHER "INFORMATION
CONTACT:

~lr. Stanley Kat~Divislon:Dire·ctor;·
}"ledicare Bureau, Health Care Fi4
nancing Administration, 6401 Securi­
ty BOUlevard, Baltimore. Md. 21235,
301-59ot-9319.

SUPPLEMENTARY INFORMATION:
The regulations deleted by thL<;; rule
are no longer needed for the operation
of the Medicare program. They consist
for the most part of requirements
Which: (1) Applied to claims for reim~

bursement f01 services provided more
than 5 j'ears ago; or (2) involved spe4

cial eligibility provisions which ha.ve
not been applicable for more than 5
years. The footnote which is revoked
had noted the temporary nonenforce­
ment of an eligibility provision ba.'5cd
on an injunction. The provision has
since been upheld by the Supreme
Court and the footnote Is now defunct..

This rule is one step the Department
is taking as part: of "Operation
Common Sense," an effort to make its

Title 42-Public Health

[4nO-3S)

rights In inventions made under the
contract. ., ~:'~:: -
(Sec. 205(c), 63 Stat. 390; 40 U.s.C. 486(c),)

NOTE.~Thc General Services AdmlnIstra­
tlon. has determined thatthts docum"nt
docs not contnln a nw.Jor propo..--.aI requlr1n~
prepa.ration of an Inflationary ,Impact
Statement under Executive Order 1182.1 and
OMB Circular A-107.,

Dated: January 20, 1978.
JAY SOI.OMON, '

Administratorof
General Services.

[FR Doc. 78-2874 Filed 2-~.,:,78; 8:45 am]

by an agreement sIgned by the org'ani­
zaUon;

(11) If the organization is a subsid­
Iary or affiliate organization. the
name of the other organi7..<'\tJonand a
description of the relationship;

(12) The a.mount ot support from
-each Federal agency for research and
development activities currently being
administered by the organization:
" (13) A statement of the organiza­
tion's pol1cics with respect to the shar·

- lng a,! royaltics\vith employees;' and
]"/' . 04> A description or the lliiCS made
, of any net income generated by the or- .

·ganization's patent management. pro­
\ gram.
'. (b) Criteria for et1a!uation 01 a' tech·

nology trans!crpro9rum. Before an In­
stitutional Patent Agreement Is en­

·.tered into with a nonprofit organlza~

tion, the organization shall have a
technology tran.<;fer program Which, as
a. minimum, shall include:

(D An established patent policy
which Is consIstent with the policy "in
§ 1-9.107-3 and Is administered on a

·continuous· basis by an offIcer or an
organizatIon responsIble to theorg-ani­
zation;
'. (2) Agreements vtith employees re-

· Quiring them to assign to the organiza­
tion, itS designee. or the Government
any invention conceived or first actu~

ally reduced to practice in the course
of or under Government contracts or
assurance that such agreements will

-be obtained from emploYei:s prior to
the assignment of emplOyees to Gov­
ernment·supported research and de­
velopment projects;

, (3) Procedures for prompt inventton
· identification and timelY dlsclosure to
the offjeer or organization admlnister­
Ing the patent polle:; of the Instltu-

.. tion;'
(4) Procedures ..for invention evalua­

tion; and
(5) An active ,and effective promo­

tional program for the licensing and
marketing of inventions.

. (c) Federal Coordinating Council for
,science. Engineering, and Technology
List. A list of organizations that have

.;'~ technology transfer programs meeting
'the crltleria set forth In § 1-9.109-7(b).
· prepared by ·a subcommittee of the
· Committee on Intellectual Property
· and Information of the Federal' Co-

. . 'ordinating Council .for SCience, Engi~

.neering, and Technology. may be, used
: in lieu of individual agency determina­
tions of .eligibility for Institutional
Patent Agreements. HO'Q;'evcr, the in·
elusion of an organiZ3.tion on the list

: will not preclude the agency from de­
clining an application for an InsUtu4

tional Patent Agreement. It is also ex­
pected that the list may be used by
some agencies in connection ,with
greater rights determinations or re4

Quests for the inclusion, of clauses in
contracts giving the nonprofit organi-

,zation the first option to principal
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