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“Jamuary 197?

1. Add the following subsection (6) to 1-9. 107-4(a)

"_(6) In accordance with the exceptlona} circumstances language of 1-9.107- 3[3) and/or the. special situations language of 1-9.107-3(¢), agencies .
may enter into Institutional Patent Agreements with educational and other nonprofit institutions having a technology transfer program meetlng

the criteria set forth in 1-9.109-7(b). Such agreements shall be substantially the same as the standard agreement of 1-9. 107-6(c) (2) and prov1de :

he institution the right to retain the entire right, title and interest in inventions made in the course of or under contracts subject to certain
onditions.  When such-an agreement has been made w1th an institution, it shall be made applicable to each contract with the institution in lieu

_wof the Patent nghts clauses in 1-9.107-5 and 1-9.107- 6(a) and (b) (unless a determination has been made to exclude the contract from the
fagrecment). :

et -

UBMITTED BY | COMMENT . ‘ } ' ' DISPOSITION RATTIONALE

. Cornell University By virtue of the fact that the proposed rev151on is ba51ca11y the - No action - ~ Cornell's assumption is not .correct.
: ' - addition of a sub-section (6) to 1-9.107-4(d), it is likely that the necessary The section is applicable t¢ only
requirements it contains will be interpreted as being inapplicable . educational and other nonprofit R
to organizations other than educational and non-profit operations, ' ' institutions. L

I suspect that this is not the intent, and that further changes
to the FPR should be considered.

2. Rétitle 1—9.10756 as follows: "Clauses for domestic contracts (short fomm) and Institutional Patent Agreements."'

No comments, received. _ _ |

.3, Add the following hew subsectio to 1-9.107-6:

_ ~(c) Patent Rights - Instititutional Patent Agrecments. (1) When an agency has detemnined in accordance with 1-9.109+7 that an Institution
- x“shﬁuld recelve an agreement as authorized under. 1-9.107-4(a) (6), an Institutional Patent Agreement substantially similar to the standard agreement
- set forth in paragraph (c){2) of this section (and appropriately completed as indicated in the mmbered notes appearing after. the Agreement)
:snall be used. - Changes in the agreement should be kept to a minimum and should be limited to changes dictated by statutes appllcable to the agency
r by spec1al admlnlst“atlve needs In any event, agrcements should 1nc1ude at 1east the folloVLng features ' .

- (A) A requlrement for the promnt reportlng of all 1nvent10ns to the appllcable agency along w1th an electlon of rlghts.

No commenis recelved




- SUEBMITTED BY

COMMENT DISPOSITION

RATIONALE

Change "reservations" to singular. . Adopted 1n last draft

"Reservatlons” should be
singular.

(C) A requlrement that licensing by the institution will normally be nonexclusive except where the de51red practlcal or cammerc1al appllcatlon
has not been achieved, or is not likely to be expeditiously achieved through such llcen51ng. . : : -

i

: 'IVSE_JB‘JEI‘I"‘I‘ED,.BY ;

COMENT DISPOSITION

RATIOIIATE

Stanford
Upiyersity

  150¢iéiy of University
‘Patent Admlnlstrators
(SUPA)

i?'Mlth1gan TEChnlcal
QKUnlver51ty o

i

' Requ1rement to normally license non- exc1u51ve1y

will nomally be non-exclusive except ..."

e relatlng-to'non—excluslve versus exclusive licensing:
. Who is to exercise the judgment as to whether '"the desired 5
. ,_pract1ca1 or commercial application has not been achieved or
-is not likely to be expedltlously achleved” through non- . - o
exclu51ve llC&ﬂSlng7 SRR S

' Para-

graph (C) of the proposed new subsectlon (c)} to 1-9.107-6
specifies: "A requirement that licensing by the institution

In actual practice,
because of the undeveloped nature of university technology,

a first license will 'normally" be exclusive, not non-exclusive.
We recognize the intent of this paragraph is to insure that,
where possible, first licensing will be done on a non-

exclusive basis, and we have no objection to the intent.
However, the subparagraph wording is somewhat misleading,
particularly to institutions beginning a licensing program.

We thus recommend revised wording such as: "A requirement

that the institution make subject inventions avallable on o
a non-exclusive basis except ..."

I recommend deletion of the word "normally." Because of the
fact that most inventions, when they come out of a .
university, are far from the point of commercial production

Adopted in last draft,

. and marketing, most inventions must be licensed exclusively,

albeit for a limited period and even for a limited- appli-

‘cation, if the necessary investment is to be attracted S AT

' No-action,

Adopted in last draft,

Suggested language is more
indicative of the 1ntent o
the section.

Satisfied by Stanford .
amendment, :

The intent as indicated in

- section was to permit the  ”  e
‘University to make such R IR,

'[determlnatlon. e




* (Subsection 1-9.107-6 Contd.)

ek I i T D T T P

T

’_;Department of Justice

In subparagraph 3(c)(1)(C) page 2, line 3 - change "or" to

"and.'" This change would make the agrecment contain the
requirement that licensing by the institution will

- normally be nonexclusive, except where the desired practical.
or commercial application has not been achieved and is not'

likely to be expeditiously achieved through such licensing.

This change will provide a stricter standard for other than
.nonexclusive licensing, and will eliminate the alternative

choices provided by the present structuring. Non-
achievement of the desired application can be readily
identified, but the alternative provided by the present
wording would appear less susceptible of ascertaining

and conducive to subjective decision. - The existing choice
between alternatives may invite resort to the less
demanding test of unlikelihood of expeditious achievement
as grounds for departure from the normal licensing called
for. 'The weakness of the current language is that it
forecloses nonexclusive licensing in the situation

where the desired practical or commercial application
could, in fact, have been expeditiously achieved contrary
to the 1mpre551on at time of licensing.

~DISPOSITION RATIONALE“'

No action. ' Not considered to be a constructlve e
: : - or necessary change. : '

(D) A condltlon limiting any exclusive license to a period not substantlally greater than necessary to prov1de the incentive for bringing
the invention to the point of practical or commercial appllcatlon and to permit the 11censee to recoup its costs and a reasonable

fﬁ ‘.'-. : proflt thereon: .

Department of Interlor :

" Proposed section 1-9.107-6(c) (1) (D) should set a

definite time limit on the exclusive licenses, but with
provisions for allowing the contracting officer to
extend the period for an individual contract, if he
makes a well supported determination that an.exten51on

.:is.warranted. The length of the. allowable exten51on
- should 11kew1se be lnnlted

No Action, _ - Recommendatlon ‘is accommodated

by Sec. IX(B) of IPA.




(Subsection 1-9.107-6 Contd )

SUBMITIED BY . - COMMENT . . : _ DISPOSITION ' RATIONALE
" Michigan Technical ... also relating to exclusive licensing: Who is to judge No action. Section IX(B) sets out the base periocd
- University o what period of time will be necessary to 'provide the : ' SR of 5 and 8 years which may be extended =
' incentive for bringing the invention ..."? ' ' by agency based on additional information. . .

(E) A restriction that royalty charges be limited to what is reasonable under the circumstahces or within the industry involved:

- Michigan Technical - - - ... relating to royalty charges: ‘Who is'to decide -~ - - No action - . - - The precedents are found in the common - -
L Un1ver51ty : "what is reasonable under the circumstances"? . law, : :

C(F) A requlrement that the institution's royalty recelpts after payment of admlnlstratlve costs and 1ncent1ve awards to 1nventors
be utlllzed for educaticnal or research purposes: :

d : , . 'No action, (However, Comment on p. 58 resulted in changing '~ s
""" t . . -
No comments received. . : I see p. 58 for recom- “incentive awards" to "including payments"_ RN

' ded. chan
(G) A prov1s:on enabling the agency to except 1nd1v1dua1 contracts or grants from the opé%é%&éﬁ og %he agreement where this is deemed

in the publlc interest:

¥ '

" Department Of _ : Proposed section 1-9.107-6(c) (1) {G) should give the Govern- . ~Adopted in last - The recommendation makes section consistent ]
 Interior e : ment more discretion in excepting individual contracts = ' draft, - with IPA language {"where this is deemed’
: ' ' or grants from the operation of the agreement. The . _ - _ : in public interest" - deleted). Subcommittee :
Government should not have to make an affirmative , . changed "enabling™ to "permlttlng for B
showing regarding the "public interest" in order to _ :  editorial purposes.

except a contract, but should have discretionary
authority to review each contract on its merits and
elect whether or not to place the contract under the
agreement.

H A requ1rement for progress reports after desxgnated perlods and re executloncf the agreement only if the Govermment deems.the
1nst1tut10n S performance to be satlsfactory ‘ o : L ' L

. No comments received. = . ‘ool oo R R




E;Subsectien 1-9.107-6 Contd. )

(I) A prohibition against 3551gnment ofllnventlons without Govermment approval to persons or organlzatlons Other. than. a551gnments,»ws

subject to the above conditions, to approved patent management organlzatlons

: SUBMITTED:BY 3 ) COMMENF ’_ | DISPOSITION  ~  RATIONALE
. Iiehigae Technical -assignments ''to approved patent management organizations:" wo action, Uniform staﬁdards not yet developed = presently
. University R What and where is the procedure for a patent management left to discretion of agency. Subcommittee moved -

organization to cbtain approval for assignment of inventions? "subject to the above conditions" to the énd of

' the sentence. for edltorlal purposes.
(J) A prOV151on pennlttlng temination for convenience by either party upon thlrty (30) days wrltten notice,

No comments received,

(2}  The following is the standard Institutional Patent Agreement:
INSTITUTIONAL PATENT AGREEMENT

This Agreement is made and entered into by and between the

_Unlted States of Amerlca, as represented by the ' .

1/, hereinafter sometimes . _ : S

referred to as the :Agency," and ' ' ' ' !
herelnafter referred to as the "Institution." ' '

. SUBMITTED BY - COMENT | _ . — DISPOSITION - RATTONALE

ERDA Research Corp. . "America" is misspelled S , S ~ Adopted in last Misspelling,
. ' § g : ' ' ' e ' : ’ o S . draft, Subcommittee made following ed1tor1a1 changes-'
, ' o o * 1, :to" in fourth line,
L - I - o h L _ : : ' : : 2. Reversed order of "statement" and
' ' B ' ' o IR B . e R "memorandum” . in" first line of "whereas
' IR A S - clause,"




r_WHEREAS, in accordance with the President's Statement and Memorandum Patent Policy dated August 23, 1971, and the provisicns of 41 CFR 1-S. 107—4(a)(6),
. it has been determined by the Agency that the Institution has a technology transfer program meeting the crlterla of 41 CFR 1~9,109~7 in that the
’Instltutlon s technology transfer practlces have been rev1ewed and fbund acceptable, and .

| SUBMITTED BY COMENT 7 T DISPOSITION . RATIONALE

E;ERQA‘_ 'ﬁ o : Place comma after "41 CFR 1-9. 107-4(a)(6) -in‘lieu of a perlod. Adopted in 1ast draft,' 'Editorial

‘,WHFREAS, the Instltutlon is desirous of. enterlng into an agreement whereby 1t may retain and entire right, tltle, and.interest subject to certain
rights aoqu1red by the Government in and administer inventions made in the course of or under research supported by the Agency;

. SUDMITTED BY | _ cqu : ' DISPOSITION RATIONALE

- s i K [ . o s . . 1
- DOD. - ' . . "RES : . -

. | ) second WHEREAS clause, rewrite the clause to read: Adopted in last draft, Considered to be better drafting. !

- WHEREAS, the Institution is desirous of

.y.entering into an agreement whereby it may

-retain the entire right, title, and interest - :
in and administer inventions made in the ’ ‘ ' ' o . '
course of or under research supported by o - '

- the Agency, subject to certain rights
acquired by the Government;

~ This change eliminates a typographical error and also Adopted in last draft, DOD amendment accommodates recommendation.
enhances the readability of the clause by placing . S T ' '

the words "subject to certain rights acquired by the -
'.Government" at the end of the WHEREAS clause.- :

;ﬁRDA Research Corp. o .change “and" to "the" in the second sentence.




. Y
. -.--:‘_---SUIHJII’ITED BY T COVENT | — ' ] - “DISPOSITION T ~ RATIONALE
Departnent of Statef: . "Institutional Patent Agreement”, the first R Adopted in last draft. °  DOD amendment accommodates .+
S : R : "and" in the second line of the second "whereas" , o . - . recommendation.
does not seem to be the right word. Perhaps ' ' ' '
"an" was intended.
VResearch-Corp.-5:-~;-~~. . Second line - the first "and" should be. replaced — Adopted.inulastudraftj.’ L DOD amendment. accomodates
' e .. . by "the" - _ . ' - o recommendation.
'Thlrd line - either a phrase has been uhintentionally
amitted or the word "in" should be deleted.
Dept, of Justice o | 2nd "WHEREAS" clause, line 2 - "and entire right" L Adopted in'laSt'draft. " DOD amendment accommodates .
- L - should read "an entire right",. ' ' S - ' ' - recommendation. '
‘F-IJYJ THEREFORE, in con51derat10n of the foren01ng, the parties hereto agree as follows: . :' : ' v
.'I; Scope of Agreement
: Thls Agreenent shall deflne the rights of the parties hereto regarding the allocation of rights in Subject Inventions reported after the -
cate of this Agreement and made under contracts entered into prior to ' 3/. unless the Agency specifically prov1des as
‘a condition of any future contract that this Agreenbnt shall not apply thereto. This agreement shall not apply to Subject Inventions in cases
. where the Institution is a subcontractor under a prime contract of the Agency. [ ' } 4/ 5/
SUBHITIED BY T COMMEIS ON FIRST SENIECE ' - T DISPOSTIION _ RATIONALE ;
: _ . S T : : : o - - s i

CERDA ° ' Change period after "3/" to a coma, .. " Adopted in last draft. Editorial.




- PUBMII;ﬁD BY

- DOD Scope of Agreement, Trewrite the flrst sentence o adopted in-part in last draft, DOD language amended by deleting -
. R - to read o ) : ) . RV _"prior to - . 3/"_and
: . : _ SR . . T ’ ) ' substituting "with the agency
This Agreement defines the rights of the = - : _ — _ both prior to and after the date s
parties hereto regarding the allocation : Co ‘ : o o of this agreemgnt." This amendment
of rights in Subject Inventions reported - _ - . _ S requires.del?tlon of-footnoFe 3.
after the date of this agreement and made - h o S _ f . - DOD redraft incorporates Univ, of
under contracts entered into prior to _ o S ' T Ggorgia and SUPA recommendations. -
: 3/, except contracts ' ' IR :
spec1flcally excluded by the Agency. 1 .

GO T T TTBIeRGeTTON T RATIONALE

“in the proposed Institutional Patent Agreement . o : STy L SR ot
- includes the words "prior to" and "any future - : : o . ‘ -,

- form, the sentence can clearly he construed to

This change clarifies the meaning of the first ‘ : : .
sentence. The sentence as it currently appears . o _ o _ U S

contract". = These words create an ambiguity con-
cerning the applicability of an Institutional
Patent Agreement to contracts awarded prior to
the effective date of the Institutional Patent
Agreement and to the reporting of inventions under
such contracts. The substitute words "except
contracts specifically excluded by the Agency"
clarify the meaning of the sentence. In rewritten

" mean that an Institutional Patent Agreement will

" effective date of the Institutional Patent Agreement,

be applicable to contracts awarded prior to the . o ST S

unless the prior contracts are amended to specifically
exclude the appllcablllty of the Instltutlonal Patent

_ Agreement




. Section I of 1 PA, first sentence {cont.)

T T RATIONALE

‘Stanford University -~ Exclusion of certain contracts fram the IPA,
Dl . : - An intent of the IPA is.to reduce the admin-
+ istrative burden on both the agencies and the
© universities. However, the clauses which per-
tain to excluding certain contracts from the
IPA will add to the administrative burden. It
. is noted that the very successful HEW IPA does
. .not have such a provision. With such a provi-
sion. for exclusion of certain contracts, there
is then a requirement on the part of the agency
grant and contract administration personnel to
~ have grants and contracts reviewed by the agency
patent perscnnel to determine, using unspecmfled
criteria, whether or not a particular grant or
contract should be excluded from the IPA. From .
the contractor's point of view, the contractor
must then deal with exceptions to a standard
operating procedure which is administratively
cumbersamne. It can be observed exceptions to
‘normal rules in administrative requirements are
similar to exceptions in the English language in
terms of compllcatlng sanething simple.

It is nok clear why the ad hoc stubcamittee of the
Comuittee on Government Patent Policy of the

: Federal Council for Science and Technology saw fit
to include this requirement. If there isn't any
documented history of abuses leading to the need
to have such a prov151on, we strongly recommend -

that the clauses pertaining to exclusion of con-.

 tracts fram the IPA's be deleted. (Depending on
the motivations of the subcommittee for including -
‘this requirement, the reasoning of paragraph 6

, beIOW'may also call for deletlon Yy

DISPOSTITION

‘No action.

7 The requiremenﬁ-to exclude selected _
. contracts from the IPA is deemed necessary

at least for the following reasons:

(a) There may be situations where the y
agency can identify that it w111_prov1de '

‘all development funds

(b) There may be situations where the

L agency may join-with another organization
"with a dlfferent patent policy in a jolnt
- venture,

(c) Govermment-owned, company operated. -
facilities may not be approprlate
rec1p1ents of IPA's.




-

Sect. I of IPA, first sentence (cont.) : e 7 . S

| SORTITTD B T COMET ~ ' — DISPOSTTION  TATIOwIE

WlSC. Alumni Research ' ~ Scope of Agreament
Foundatlon T e ' 7 : ‘ _

' : The carmments here can also be readily tied to and should - Ditto - o _ © Ditto

be considered along with the camments to Article IV(b)(B). - L o

. We do not understand the need for any. exclusion of

- certain contracts from the Intitutional. Patent Agreement.~~
To our knowledge there has been no history of abuses
leading to the need for such exclusion. More importantly,
no criteria have been extablished upon which the decision

- to exclude is to be based., Hence, the decision at the
outset to exclude a contract fram the scope of the Insti~ _ : : . _ : L
tutional Patent Agreement can be completely arbitrary in : ' : - ' ' _ - S
nature. The inclusion of such a provision also seems - o L | ' — o
redundant in view of the march-in rights reserved to the- - o o
Covernment in Article IV(b) (B).

. N In addition, for every exclusion from the Institutional
' ' o .- Patent Agreement, the only alternative presented to the
Institution is to abandon administration of an invention
arising under the excluded contract or to again go back
to a case-by-case determination. Experience with this =
- latter approach has established that it is unsatisfac-
S . R - . tory. I can intreduce what can be critical time delays
e o c in the transfer of the technology to the private sector
- : a . - with the result that the public may in reality be I T . _
R o - I deprived of that technology. It will certainly serve = = IR . .-
B R : : to significantly increase the burden of admlnlsterlng o '
- the invention. . .




ind 11'q

Section I of 1 Fa, first sentence

" SmTD B

" University of
-, Washington

- University of

. §.U.P.A. |

This. section suggests piecemeal' application of the " Adopted in last draft.

IPA to the institution's grants and contracts by
providing for a cut—off date beyond which contracts
would not be affected by the IPA. We think that a _
camplete cut-over would be simple and preferable for .
all inventions identified after the date of the IPA,

. Arrespective of how long the specific contract had
" been in effect.

It is a great waste of effort to have to renew IPA's  Ditto
. periodically. The 30-day notice of cancellation ,
~ provided is entirely sufficient, and we see no reason

whatever to limit the life to three years or any :
other specific period of time. The cost of maintaining
files for governmental and other documents and correspon-
dence is already prohibitive, and IPA's for successive

Ancrements of time would undoubtedly add to this burden.

This is especially true since it is highly probable that
successive agreements will differ, making it necessary to
administer each one separately for the life of any patents
related to them. Therefore, we recamnend that the agree- o
ment have no expiration date and that it be changed only -

- for compelling reasons.

It is not clear why the Agreement must expire after three. Ditto |

Years. There seems to be little gained, and a considerable
amount of renegotiation and change of references will be : o
added Termination on 30 days notice is prcvided'in XIII Lo

‘ .The last part of the first sentence would be deleted 1f
: comments under 1 above are accepted.

. Redrafted-DOD language clerifiee.

"Ditto

- Ditto - -




“p. 4, Section I of IPA

12 -

- SURMTTTED BY

" COMMENTS RECEIVED ON SECOND SENTENCE

DISPOSITION

RATTONALE

National Association
. of College and
Business Officers

Stanfo’rd Unlver51ty E _

Request deletion of the last sentence of the paragraph

and substitute therefor:

"In cases where the Institution is a subcon-
. tractor under a prime contract of the Agency,
_ the Agreement of the Institution shall govern."

Comments.

It sametimes is the case that an educational or nonpro-
fit institution will grant a subcontract to the Institu-
tion. Under such circumstances, the inability of the
Institution to acquire rights will tend to dlscourage
inter-university research and unfairly treat the univer-

~sity inventor who may well lose his equity interest in

his invention. COGR institutions typically do not have

‘patent policies that cover inventions that arise outside

of the university. Moreover, the COGR institutions favor

retention of rights by a sister institution as a matter

of equity and fairness.

Finally, as a matter of law, the requirement to grant back
rights to the prime contractor could, under certain facts

. and circumstances, be in violation of the anti-trust laws -

or construed as a patent misuse.

" The inapplicability of the IPA where the institution is a

subcontractor (last sentence of Article I of the IPA).

It is not clear why the IPA Qoes not apply where the o
- -institution is a  subcontractor. It would appear the
logicof us:.ng an IPA applies equally well to subcontracts :

as well as prime contracts.

S :Adoptedrin_la$f-draft.

. pitto. -

Subcommlttee agrees w1th
recommendation. :

Ditto




_Sec I of IPA, 2nd Sent. (cont )

- 13 -

L suaurrrﬂn BY

CDMMENT

DISPOSITION

. Wisc. Almnnl '
Research Foundatlon

Purdue Research
“ - Foundation

' 8.U.P.A.

' Further in relatlon to Article I of the proposed-

Institutional Patent Agreement, we do not under—
stand why the Institutional Patent RAgreement should
not apply to subject Inventions where the Institution
is a contractor under a prime contract of the RAgency.
By parity of reasoning if the Insitutional Patent a
Agreement is available to an Institution where it is
the prime contractor it should also apply when the .
institution is a subcontractor. :

Paragraph I stipulateé. that “"Ihis Agreement shall not

- apply to Subject Inventions in cases where the Insti-
- -tution is a subcontractor under a prime contract."
. We are unable to reconcile this statement with para-

graph II(b) which states that "Contract" means any
contract (agreement, grant, or other arrangement) or

* subcontract—-—" The Agreement should permit the Insti-

tution to retain rights to inventions under the sub-
contracts. Such a change would encourage interstitu-
tional research. :

T bbject vigorously to the second sentence and the
pertinent part of VIIYT with regard to subcontractor
rights. These provisions completely overlook the

- “equity of the inventors who are subcontractor employees |
. as well as the equity of the subcontractor itself. The -

prime contractor has little or no equity. If the sub-.
contractor has a-valid IPA, it should get ‘the same

' _'-treatment as in a prme contract.

~ Ditto

< Ditto

Ditto:

Ditto -

. Ditto

- Ditto




. p.4, Section I of 1 PA, 2nd Sent. (Cont.)

SUBRMITIED BY __  COWENT ' _ - - DISPOSITION RATIONALE
= Univeréity'of_ -', R "It is implied that the University, when it is a . . Mo aCtiQn.‘ See redrafted Sec, VIII.

" Connecticut ' subcontractor to a prime contract of a federal.
o ' - agency is bound only by its own statutes and
regulations regarding patents and licensing.
' Is this a correct interpretation? Section
VIII does not really answer the question.

California .- o I would further suggest that a new subsection be . _ Adopted in last draft, .- Ditto
Institute of . N added to Section VIII of the proposed IPA to take . JET
Technology ' care of a situation which has troubled us in S S
) ' connection with the existing agreements with H=W SR o A o - _ R
and NSF. The problem arises from the fact that - _ o - v : S . B

- someé educational institutions (as in our case) have
policies which prevent granting of rights in
inventions to sponsors other than government.
Accordingly, when we are the subcontractor to
another educational institution which has an IPA,
the requirement that title vest in the prime
contractor forces either a deviation from our own -
policy or negotiation of same sort. We would
“suggest a new subsection be added to provide
that when the subcontractor has an TPA with the
agency involved -

ﬁl (1) the subcontractor inventions be subject

f to the IPA of the subcontractor;
?H.;f" o ' o . . (2) the repdrtihg'responsibility of the sﬁb- I
?{.,'3 FE S o contractor be dlrectly to the agenqy, and

(3) 1nformat10n coples bhe requ;red to be sent
to the prnne contractor. .

‘Definitions

PR




e . e e oot T £ T D ol
ontoaiic o g 7 DT S e
AT S TR T

sumwmz:o BY . cormnr | ' T T DISPOTTION RATIONALE
UﬁiV@rSitY of Possibly include "institution”, clarifying No action, This is a matter to be negotiated with-
Connecticut - relationship to constituent schools, : . - the agency at the.time of appllcatlon |
' ' colleges, institutes and Agrlcultural e o _ for an IPA,

Experlment Statlon.

(a) "Subject Inventlon" means any mventlon or dlsoovery of the Instltutlon concelved or first actually reduced to practice in the course
" of or under a contract with the Agency, and includes any art, method, process, machine, manufacture, design, aor composition of matter,
. or any new and useful improvement thereof, and any variety of plant, which is or may be patentable under the Patent Laws of the United States of
Anerlca or any fore:.gn country _

| .SUBMI'ITED'BY - . COMMENT _ ) . DISPOSITION _ “RATIONALE
" "Research Cor'p.' . . This definition, as stated, applies to inventions ' No action., _ ' This is a matter _to_be negotiated with
' L : : conceived before award of a contract or grant ' : - the agency at the time of award of
on which patent applications may have been filed - o . contract or grant, | .

prior to the date of the award. Some recognition o : : - . . ' |
of such a situation should be made in this para- - :

graph. In all fairmess to the inventor and any
previous sponsors he may have had, in the case

of prior-filed patent applications, only the use
discovered in the "reduction to practice” under -
the Government grant or contract should be subject

to the terms of the IPA. S . s L
A second pomt - this definition as regards plant K No action, . L Inconsistent with ‘the definition in the
varieties is limited to patentable varieties. . S . existing FPR, B

- Does this exclude Plant Protection Certification . - - . T R R
provided by the U.S. Department of Agrlculture'? - e T - : _ R ) ,

~~Such certification should come within the scope
of the IPA, in our 0p1m.on

4

Department of . " line 7 - letters tranépbsed.. S R e ‘-__:‘Adoptéd in last draft. Editorial,




COMENT

. SUBMITIED BY

_University of
~ Georgia

(b) "Contract” means any contract, [agreement,
Govc.mrent: where a purpose of the contract

(e

‘In Paragraphs IT{a} and (c) these definitions
" should be restated to include only those
~ applications or uses of inventions which are

developed under Government funding in those

. cases where inventions have been conceived

and/or applied prlor to such fundlng mvolve-
ment., .

No oorm)ents reoez.ved.

in the oourse of or- under a contract.

DISPOSITION

No action, -

RATIONALE

_'This_is a problem of negotiation -
"It is the intent of the agreement to
cover only those inventions 1lsted

in the recommendatlon

grant, or other arrangement}6/ or subcontract entered into with or for the benefit of the
is the conduct of experimental, developmental, or research work .

"Made, " when used in relation to any J_nventlon or dlSCOVGI.‘y, means the conceptlon or first ectual reductlon to practice of such mventlon ,

_Georgia

() "To brmcr to the pomt of practlcal appllcatlon" means. to manufacture in the case of a. canpos:.tlon or product, “to practlce in the case of a
process, -or to operate .in the case of machme and under such condltlons as to establlsh that the J.nventlon 1s be:mg worked and that J.S bG‘.HEfltS are

should be restated to include only those
'appllcatlons or uses. of inventions which are
developed under Government funding in those
cases where inventions have been conceived
and/or applied prior to '}_su_ch funding involve-
ment. _ g

reasonably aocessmle to ‘the publ].c._t_

] TRATIONALE
SURBMITIED BY COMMENTS DISPOSITION : R
'; 'Rx'eseérch Corp. Definition IT{c) - Same comment as under =Ditto Ditto
S ' Definition (a)} regardmg prior filed patent _
appllcatlons
T univérsn.y or in Péragraphs TI(a) and (c) these definitions Di.'tto- ZI.)itto
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1

.SUBI\‘II'ITED BY '  COMENT ' . L DISPOSITION - RATIONALE

' Research Corp ERDA " Line 15 - "is" should be "its" = | ' Adopted in last draft. "' Editorial.

(e) -"States and domestlc nun.u:lpal governments” means the SLates of the Un:Lted States, the DlStrlCt of Columbla Puerto RlCO, the Vlrgm Islands,
: -Pmerlcan Samoa, Guam, and the Trust 'I‘errlroty of the Pacific Islands, and any pOllthal subdivision and. agenc:.es thereof .

- SUBMITTED BY - - COMMENT : 7- - DISPOSITION ' , RATIONATE

 Research Corp., Dept. of "Agencies" on next to last line has "g" and "n" transposed. Adopted in last draft, - Editorial

: Just:lce, DOD, ERDA

III. Allocatlon of Prlnc1pal nghts

= (a) The Instltutlon may retaln the entire right, title, and interest throughout the world or in any country thereof in and to each Subject

. Invention disclosed pursuant. to Section V., below, subject to the provisions of this Agreement. The Institution shall include with each Subject
 Inventicn disclosure an- election whether it will retain the entire right, title, and interest in the invention throughout the world or in any country. -
therenf subject ot the rights, acquired by the Government in Section IV of the agreement; provided that the Institution may request an extension of
the time for election. If the Institution elects not to retain rights in a Subject Invention, it shall supply the Agency with any written reports upon
.. which this dec1510n was made, such as marketing reports, patent searches, or other similar reports. -

. SUBMTTTED BY - COMMENTS. . DISPOSITION B et B
_Departjnent of Justice subpar. (a), line 9 - "any" should read "an." ITT(a) !
- DOD,* Research Corp. - Line 7 - "to" is misspelled.
- :-__l?eparl:men_t_of Interior = ...SECthH III(a) of the "standard institutional patent - . - " yg action, R .Th:l.s matter is left.to age'ncy.”':”

agreement" should prov1de that in deciding whether to : N Lo N ' :
grant an extention on the institution's t?.me for ' : SR ' ' acimn:.stratz.on.
making its election, the Government shall consider
whether the statutory 1 year period is running. If° N o o o R
the period is rumning, no extension should be granted -~ . . o Tl
-~ which would delay the election to within 60 days of L S e
L the end of the statutory per:Lod. S




RATICNALE

. SURATTTED BY

- University of Connecticut

" California Institute.
- of Technology

COMMENT DIGPOSTTION

It is not clear whether the University may assign its ‘No action,

rights to the inventor when that person has been associated
professionally with a goverrment contract. If the insti-
tution wishes to make such assignment, or alternatively an'
assignement in the public interest to a private corporation,
is such permission to be granted only upcn application of
the inventor or representative of the private corporation

~ to the governmental agency? .

Are these questions presumed to be covered by the last
sentence of section ITII (a)?

First, I would propose that the words---the reason, ’ No action,

. including--- be inserted before "any written reports" in

the third from the bottam line of Section III(a) of the
proposed IPA. This proposal is made because the last
sentence of this subsection, at least inferentially,
implies a requirement for formal and possibly expensive

- inquiry as the basis for each negative decision. Under
‘the reporting requirement of Section V(a), and the

definition of "subject invention" in Section II(a)}, many
items will be reported which will obviously be of a non-

" commercial nature. In practice, decisions as to many
- such items are made informally, and institutions such as

ours would be much more camfortable if the 1anguage were

- altered as suggested above.

Sec, X precludes assignment without
the consent of the agency.

Written. reports are not considered to
be deliverable’ to the agency unless R

available to contractor.

i

i

-
¥
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: (b) ‘I'he Instltutlon agrees to convey to ‘the Government, upon request the ‘entire dOHESth ra.ght,. tltle, and J.nterest in any Subject Inventlon |
T when the Instltutlon. : _

(i) does not elect under section III(a) to retain such rights; or

(11,) fails to have a Unlted States Patent Application files on the mventlon in accordance with section
VI{a), or decides not to continue prosecutlon of -such application; or

{i1i) at any time , ho longer desires o retain title.

O (c) The Instltutlon agress to convey to-the Govemment upon request the entire rlght, title. ‘and mterest in any Subject Inventlcn m any
I forelgn countxy when the Inst:.tutlon- : : . _

(i) does not el_ect under section IXI{a) to retain such rights in the country; or

(ii) fails to have a patent application filed in the country on the invention in accordance with section VII(a); except that if an
application has been filed in a foreign country after the times specified in section VII{a) but prior to such request by the o
Government, the Institution shall retain the entire rlght, title, and interest in the Subject Invention in the country :mvolved or

(1ii) .decides not to continue prosecution of such application or to pay any maintenance fees covering the invention. 'To awoid 1
forfeiture of the patent application or patent, the Institution shall notify the Agency not less than s:.xty (60) days before the '
explratlon per:.od for any action required by the foreign patent office.

_SUBMITI'ED BY o COMMENT ' 7 DISPOSITION . RATIONALE
« .« Dept. of Interior 3. Sections ITI(b)(ii) and ITI(c) (iii) of the "standards No action, Section follows FPR, .
EURI : ' institutional patent agreement" set out under section 1-9. ' S * Subcommittee capitalized vsection® | .
: 107-6(c) (2) should define what constitutes a 'lecision" . throughout page , ;

not to continue prosecution of a patent application. In-
action for a specified length of time without adequate
explanation should be deemed to constltute such a deClSlOI‘l.

N o (d) A conveyance, requested purswant to sections III(b) or {c) of this Agreenent. shall be made by deliverlng to the Agency duly executed :
" 1nstmrents (prepared by the Govermment) and such other papers as are deemed necessary to vest in the Government the entire right, title, and .mterest
" “to enable the Government to apply’for and prosecute patent appllcatlons covermg the 1nvent.10n in thJ.s or. the forelgn counta:y , respectively, or cthenﬂse :
- establish its cx-merslup of such invention. o , L

- No cortme.nts recelved. -
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(a) With respect to each Subject Invention to which the Institution retalns principal or exclusive rlghts, the Institution hereby grants
" to the Government of the United States a nonexclusive, nontransferable, paid-up license to make, use, and sell each Subject Invention throughout
the world by or on behalf of the Government of the United States (including any Government agency} and States and domestic municipal governments,
unless the Agency determines after the invention has been identified that it would not be in the public interest to acquire the license for States
and domestic manicipal governments; _

. SUBMITTED BY B COMMENT T T DISPOSITION - T RATTONALE
AUETE LT o - Iv(a) _ _ : , . - o 7
- 8.U.P.A. o o (a) In place of the phrase "make, use, and sell" in the No action. S : Language of section follows FPR,

fourth line, a phrase "practice and have practiced" as

© contained in ASPR 7-302.23 would be much preferable. For
same inventions, potential’ licensees could be greatly . : 5
turned off by having to compete with the Govermnment in the o ' S '’
marketing and sale of a product. S : - o ' '

+ ' Connecticut ' determine that it is or is not in public interest to : ' and President's Statement.
o o - acquire licenses for states and domestic municipal govern- . ) ' B o '
ments. Presumably inventions made without goveyrmment sup- -
port would be patented and licensed for sale or use by
state or municipal govermments, and it is not difficult to
discern irreconcilable institutional policies concerning:
federally supported or non-federally supported inventions.

(a) With regard to the extension of the license to state  No action, ' License to State and Municipal o

- and local governments, see my testimony. They have no : , Governments 1is negotiable under the R
equity. Administratively, the problem is an impenetrable : President's Statement. TS

_ maze. _ [

- SORITITED BY T COWIENTS ' ' DISPOSITION RATIONALE R
University of It is not clear under what circumstances the agency will . No action. . Language of Section follows FPR L

I am also uneagy about the meaning of a *non-exclusive,
non-transferable paid up license” for the U.S. government,
. and the requirement that the institution "grant to respon51~ .
- ble applicants, upon request of the goverrment, a .. - 3
~license ...". It is simply not clear whether the agreement . _ et e T M
gives the right to own, assign'or license patents, or . . . .t T Dl e T
' whether the agency retains the right to order the issuvance .. .~ . oo i I e e
. of a license (B) (b}, "to fulfill public health or safety Ry
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SUEMITTED BY

Research Corp )

- University of

We suggest that the extension of Federal government rights . No action, -

- to States and damestic municipal governments be placed on
a case-by-case discretionary basis. The rationale for
such an extension is believed to be an assurance that'inven=
tions in the public health area, such as certain drugs,

. pharmaceuticals and safety devices, would be made widely.

" available at minimm costs through state or minicipal
sponsorship. This is a reasonable requirement.  However,
by making the extension mandatory many inventions not
having such urgent public health benefits would also be

L included and would seriously impinge on a just return to

 the contractor and inventor and reduce the mcentlve to
make improvements or fuirther :mventlons._

In Paragraph IV(a), the Govermment's license to a subject Ditto

T RATTONALE

Language follows present FPR.

Ditte

-, Georgia invention should be for governmental purposes only rather
than to "make, use, and sell.,"
SUBMITTED BY. comm - _ DISPOSITION RATIONALE -
© Research Corp. Ditto

Subsectlon (a) - This subparagraph states that the Government has Ditto
_ the right to make, use and sell on behalf of the Government

- of the United States, étc. By including the right to "sell"
_thls considerably broadens the concepts embodied in pre-

- vious institutional patent agreements, and enables the
Federal Government to enter into competition in the general
market with cammercial enterprises. In our view, this

" would be undesirable. - Our suggestion is that the right to
sell be deleted and that a modifying phrase - “for govern-

- mental purposes” - be inserted after the word “Inventlon“
on lJ.ne 4, ‘page 7. : : :

We would also suggest.that the phrase in this subsection
" be ended at the end of the parenthesis on line 6, thus .
. omitting States and damestic nunlc:Lpal governmnts from thlS .
o 'part of the sentence. -: . - . :
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COMMENT

DISPOSITION

RATIONALE

' SUBMITTED BY

" Research Corp (Contd) °

© - Amer.Patent Law

Association

The matter of state and municipal government rights should

.be forth in a separate subsection for both clarity and more

specific definition of these rights. As mentioned pre-
viously such rights should not be mandatory, but decided on
a case-by-case basis. The basis for any decision on these
rights should be set forth in positive language rather
than in the negative sense used in this proposed agreement.
For example, the statement might read:

“The Agency may determine after the invention has been
identified that it is useful in the area of public health
and safety, and, therefore, acquisition of a license for
States and domestic municipal governments is required."

A corresponding change will need to be made in Exhibit A,

Confirmatory Instrument.

Whereas, a proposed amendment to the Federal Procurement
Regulations dealing with Institutional Patent Agreements

has been developed by an Ad Hoc Subcamittee of the

United States Government's Cammittee on Govermment Patent
Policy; and . '

Whereas, on page 7 Paragraph IV{a), with respect to Sulr-
ject Inventions, a paid-up license is given to State and
Damestic municipal governments unless the Agency deter~
mines after the invention has been identified that it
would not be in the public interest to acquire the
license for State and Domestic municipal governments;

Now Therefore, it is resolved by the American Patent Law

‘Association that the license to and for State and

. Domestic municipal governments should be only on an

. exception basis where special circumstances justify the.
- exception; and not automatic, subject to exclusion.

Ditto

Ditto

" Ditto

Ditto .

i
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 SUBHITIED BY T coME ' — T T TThiSPOSTIION - RATTONALE

Amer. Patent Law Our concern in both resolutions is that the proposed Ditto ' _" | | Ditto R :

. Association {Contd) regulations in question would remove the incentive
R : for competent organizations to accept Research and
Development grants or contracts or subcontracts, and
that as a result the government will be hampered in
~carrying out its purposes. Inventions are unlikely to
be developed and actually made available to the public
without reasonable incentives. Institutional Patent
Agreements such as utilized by the Department of Health,
Education, and Welfare provide adecquate safequards of
the public interest, including march-in rights if the
patent cwner or licensee is not camercializing. '

S -:'fb) Wlth respect to each Subject Invention to which the Instltutlon retains principal or exclu51ve rights, the Institution agrees to grant
. to responsible appllcants, upon request of the Goverrment, a license on terms that are reasonable under the 01rcumstances,

{(p) unless the Instltutlon, its licensee, or its assignee, demonstrates to the Government that effectlve steps have been taken within three

= (3) years ‘after a patent issuves on such invention to bring the invention to the point of practical application or that the invention has been made
- available for licensing royalty-free or on terms that are reasonable in the c1rcumstances or can show cause why the principal or exclusive rights should

: be retained for a further pericd of time; or

;-“ (B) to the extent that the lnventlon is required for public use by governmental regulatlons or as may be necessary to fulflll publlc health
or safety needs or for other public purposes stipulated in the appllcable contract.

. SUEMITIID BY T COWENT - T . DISPOSITION “RATIONALE
Change "in®" to "under" in. (b) (Al - . ©Noaction. ~ Follows present FPR language,

Subcommittee changed “Government" .
to "agency" in second line of (b).
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“Michigan State
" University

“fCornelloUniVErsity .

It is our understanding that this section deals with " Adopted in part;

what is generally referred to as "March-in Rights" of the

Covernment. It is suggested that this section be modified
to include a provision whereby the institution can request
a hearing prior to the Covernment exercising these rights.
This would bring the proposed agreement more closely in
line with the DIEW's Institutional Patent Agreement,

which we find very acceptable. -

With regard to "march in rights", it would be helpful if it Ditto
were possible to develop more specific criteria although

we recognize this may be most difficult, We do, however, =

suggest that the decisidn on such matters be specified to

rest at the highest level within a given agency.

Redraft provides for hearing

. and notes designate

‘responsible,

Dittp

official

: ) - R




- SURAITIED BY

COMMENT

“DISPOSTTION

. RATICNALE
" W.A.R.F. Minimum Righté Acquired by the Government .
The general emphasis in the application of Section (b) Adopte@"ih'Pért\ Ditto

appears to be the reverse of that in existing like pro-
visions of the Institutional Patent Agreements with both

“the Depariment of Health, Education, and Welfare and the
" National Science Fourdation. The format in which this

Section has been couched would appear at the cutset to
shift the burden of proof in the administration of an
Anvention. In other words, it would appear that under

the literal language of the proposed provision the Govern— -

ment can request the Institution to grant a license to a
third party at any time before the running of the 3-year

period after the patent issues. The burden of proof then .

“appears to shift to the Institution to show that effective

steps have been taken to bring the invention to the point
of practical application, or that the invention has been

- licensed on reascnable texms or that principle or exclu—

sive rights should be retained - the 3-year "incubation"
period being available to the Institution by implication.

It would seem more appropriate that the 3-vear "incubation"

time should be more specifically set out so that there is
no misunderstanding of the intent of the whole paragraph
{(b}. We believe the language of Article XII(a) of the
Institutional Patent Agreement with the Department of
Health, Education, and Welfare would be more appropriate.

With regard to paragraph (b) (B) of Article IV the decision

(see comments under Scope of Agreement above) can be an.
arbitrary one. No guidelines or criteria are establlshed
upon which such a de01510n can be based. Moreover, the

- de0151on to license others can be made under this provi-

sion without even glVlng the Institution an opportunity
to be heard. That opportunlty, at the very least, should

' -be 1ncluded in the prov151on. The format of the

The 3 year- perlod is con51deré1_'

-negotlable.
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W A.R. . (COntd)

correspondiﬁg‘pxovisions fram the Institutional Patent

.rAgreement with the Department of Health, Education, and

Welfare, Section XTI (b), which is reproduced below for

- your convenience, would be more appropriate. and equitable:

P"The Grantor reserves the right to license or to
require the licensing of other persons under any

U.3. patent or U.S. patent application filed by the
Grantee on a subject invention on a royalty-free

" basis or on terms that are reasonable in the cir—
cunstances, upon a determination by the Assistant
Secretary (Health and Scientific Affairs) that the
invention is required for public use by governmental
regulations, that the public health, safety, or wel-

fare requires the issuance of such license(s), or
that the public interest would otherwise suffer unless

- such license(s) were granted. The Grantee and its
licensees shall be given written notice of any pro~

- posed determination pursuant to this subparagraph
not less than thirty (30} days prior to the effeéc-
tive date of such determination, and that if
requested, shall be granted a hearing before the
determination is issued and otherwise made effective."

It is sulmitted that the Institution should at least have the

right to be heard and adoption of the above language from the

Department of Health, Education, and Welfare Institutional
Patent Agreement is urged in place of Article IV(b) (B).

A&opted—in—part.

Ditto.

- _SUBMITTED BY
Stanford Unlver51ty

: March-in rights for public health or safety needs or for :

other public purposes. Subparagraph IV. (b} (B} covers

. march-in rights for the government to requlre granting
- licenses to the extent that the invention is required for

' f publlc use by government regulatlon or as may be necessary

. DISPOBITION

RATTONALE




o Stanford Uhiveréity
. {Contad)

- 5.U.P.A.

health field, where very large sums are expended at

of all the facts and circumstances. Some assurances should

- 27 =

to fulfill public health or safety needs, or for other Adopted-in-part,

public purposes stipulated in the appllcable contract.
The need to include this subparagraph is well understood.
However, on its surface, it is a potential danger to an
exclusive licensce that may be planning to invest sub-

... stantial risk capital in the develqpnent of an invention.

This is particularly appropriate in inventions in the

risk before first public marketing. It will be helpful
if the IPA can include an assurance for potential -
licensees that this subparagraph is only invoked in

. rare 51tuatlons when certain specified conditions occur/{/

(b) (B) In the hearing after my testimony I also referred : . Adopted-in-part,
to the very serious concern, to the extent of refusal, of e
potentlal licensee's to agree to license others if an
"invention is required for use by governmental requlations
or as may be necessary to fulfill public health or safety
needs, or for other public purposes stipulated in the
applicable contract". The problem is not so much that
these are not worthy reasons, but rather that the decision
may be made at a low level and without full consideration

be given that the decision will be made at a high 1evel,
w1th an opportunlty for a hearlng. 2/ S

Ditto

Subcommittee agrees in
-principle.

Ditto.
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" SURMITIED BY

COMMENT

DISPOSITION

~ RATIONALE

: Departmént of Justice

(2) Page.'?, subpar {b) -~ We urge that a "march-in" right

in the Government be spelled out with respect to anti-
trust principles. Such right should be absolute and not
subject to the provisions of IV{(b)} (A) and IV(b) (B).
Although march-in for campetitive reasons could be

achieved under the present language of IV(b}, such right -
would not be absolute. - The urged addition. could provide .

for the exercise of "march-in" rights "should the
Government determine that the retention of principal or
exclusive rights by the Institution will tend substan—
tially to lessen campetition or to result in undue
concentration in any section of the comtry in any line
of camerce to which the technology involved relates, or

to create or maintain other situations inconsistent with.

the antitrust laws." A similar "march-in" provision is
included in the proposed draft bill on Government Patent
Policy emanating from the Committee on Government Patent
Policy this year. The quoted antitrust standard is fram
the Federal Nonnuclear Energy Research and Development
Act of 1974. '

No action,

Recommendations go beyond

requirements of President's
‘Statement,

(c} Notwithstanding section ITI(a) or any other provision of this agreement, if a Subject Invention is made under a contract supporting an

international agreement or treaty, the Institution agrees to issue all such licenses or assignments as are directed by the Agency and to comply w1th

such other directions of the Agency as are deemed necessary by the Agency to comply with the terms of any applicable internaticnal agreements,
request of the Institution, the Agency will, after an invention is identified, agree to identify the specz.fm obligations of the Institution with
: respect to such invention which might otherw;Lse conflict with the provisions of this Agreement, [

COMMENT

-DISPOSTITION

RATTONALE

 SUBMTTTIED BY

M:mmwn nghts Acquired by the Government, pa.ragraph (c) P

rewrife the fn_rst sentence to read:




e i b s e TR

Notwithstanding section III(a) or any other pro- ' _ Adopted. in last draft. =~ = Improvement in drafting.
visions of this agreement, the Institution agrees oo T ' :

to license or assign Subject Inventions as directed

by the Agency to camply with the terms of any appli-

cable international agreement.

This change substantially shortens the first sentence of
paragraph (c) and considerably enhances the readability

thereof.
. ‘Cornell Upivérsity 'As a case in point, I refer to section IV Minimum Rights ' No action, _ ' Subcommittee felt that the
s S - Acquired by the Government subsection (c). As I understand : ) : recommendation was not admin-
the situation, the reguirements that led to IV{c) are such - o ‘ . istratively feasible.

that they should be generally applicable. As to the section _ _ . o
itself, FPR section 1-9.107-5(e} sets forth the obligations = ... ... . . : - SR o B ' !
and the applicable clauses to be used in the event the - _ _ o B - '
agency head or his duly authorized designee may determine '

them to be necessarxy. It specifies that the license to

the government shall include the right of the government

to sub-license foreign governments pursuant to any treaty

or agreement with such foreign governments. Section IV(c)

of the TPA is samewhat different in that it requires action

on the part of the institution to request identification of

those cases in which cbligations may exist.

o _ The reference to "contract support and international agres~
T ¢ = ment and treaty"” seems to us to be vague and we are concerued
: S o ©about the obligation that we must follow "such other
directions of the agency as are deemed necessary by
agency to coamply with the texms of any applicable interunaiional
agreements.” We believe it should be the obligation of the
. agency to advise the institution at the time of a proposed
. grant or contract of any such requirements, and that they
'should not be retroactive. Directions of the agency to which L . S o _ _ N o RS
we will be obligated should he clearly stated and understood - - . _ T SR
o ' ' prlor to contract execution. R S R ' o : . :
S i {s)) Nothlng contlned in. th4s sectlon shall be deemed to. grant to the Government any rlghts wnth respect to any 1nventmon other than a Subject o
woo o Invention. - _ _ A _ T _ : : A
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were no such lnventlons 8/ .

=30 ——

" No comments received.

V. Invention Identification, Disclosures, and Reports

The Institution shall furnish the Agency

+ (i) . a complete technical disclosure for each Subject Invention,rwithin 6 months after conception or first actual reduction to practice, whichever

occurs first in the course of or under the contract, but in any event prior to any on sale, public use, or publication of the invention known _
to the Institution, The disclosures shall identify the contract and inventor and shall be sufficiently camplete in technical detail and appropria~
tely illustrated by sketch or diagram to convey to one skilled in the art to which the invention pertains a clear understanding of the nature,

purpose, operation, and, to the extent known, the physical, chemical, biological or electrical characteristics of the invention. Such disclosure

shall be furnished directly to the Agency in addition to any other requ1rement under the contract for the submission of progress or financial
reports and whether or not reference to the Subject Invention has been made in any other such reports.

- (ii) Complete information concerning the date and identity of any on sale, public use, or publication of the invention which may constitute

a qtatutory bar under 35 USC 102, which was authorlzed by or known to the Instltutlon or any contemplated action of this nature.

(iii) A flnal report within three Honths after completlon of the work under any contract ‘listing all Subject Inventions or certlfylng that thgre

SUBMITIID BY COMMENT . DISPOSITION RATIONALE

DOD

Invention Identification, Dlsclosures, and Reports, subparagraph {a) (1), rewrlte
the last sentence of the subparagraph to read:

Such disclosure shall be furnished directly to the Agency Adopted with amendment‘_ © Subcommittee inserted words

even though there are requirements under the contract _ . “progress:or™ after “of®
for the submission of other reports which may reference _ R : ©  in third line,

or disclose the Subject Invention. .
This change shortens the sentence ahd also enhances the
‘readability thereof. %The change also eliminates the words
“progress or flnan01al" and substltutes the word
_ other“.g T : :




B Cornell Uﬁiversity

~. 3L -

Section V(a) requires a complete technical disclosure for
each subject invention within six months after conception
or first reduction to practice and section III(a) requires
that such disclosure be accompanied by the institution's
election as to whether it wishes to retain entire right,
title and interest in the invention. Assuming the most
favorable, but most unlikely situation in which the
institution is aware of an invention inmediately upon
conception or first reduction to practice, this would _
mean that the decision as filing would have to be made -
within six months at best.f Our experience indicates to us

‘that this period is unrealistic in terms of normal

reporting practices of inventors coupled with the time
required for patent and conmercial evaluation. Solicis
tation of cammercial interest, analysis of the market,
review of industrial requirements on obtaining approvals
for new projects usually take a considerably longer period.
What we are suggesting here is not omission of time frames
but some added flexibility to the institution to. nake a

thorough assessment poss:Lble.

' Adopted in last draft,

Subcormittee is in. agree-
ment with the principle
of the recommendation.




" Research Corp and
S.U.P.A.

s e g et R

lihe 5,(a) (i) 7 - delete "on" before "sale"
line 2, (a) (i1} 22 - delete "on" before "sale"

bt 3 A

COMMENT

No action

~DISPOSTTION.

g T T ST peen RN RIS

i o 2y AT

Language follows 35 U,8.C,

- SURMITTED BY.

“RATTONALE

" Research Corp. and
- S.U.P.AL '

University_ of Georgia

© months after such election

f’(a) - In practice this requirement may be difficult to
wconply with within the time limit imposed. Partial or
incamplete disclosures may.be necessary and may have to

- be accepted by the agency. The reason for this is that

inventions practically never spring into existence full-
blown and most often require considerable trial and
testing before the technical details are fully known to
the extent that a working model or well-defined products -
are available; such testing frequently takes months and
even years from conception or eventhe first crude '
reduction to practice. /‘

© Paragraphs III(a) and V(4) require the University to report
- and make an election whether it will retain right and title

to an invention within six months after its conception or
first reduction to practice, whichever occurs first in the
course of or under the contract. Paragraph VI(a) requires
the University to file a patent application within six

. It is our opinion that in a
university situation it is unreasonable to expect that in
all cases a patent application can be filed within 12

- .months after the cenception of the invention. Reduction
. to practice can be very time-consuming because of the

' Adopted in test draft.

Ditto

possible lengthy delays infunding and because university

~ priorities are different fram those in private industry.
-+ These provisions should be changed to allow the électlon_ :

- and the filing of patent applications within six months

following the conceptlon or- reductlon to’ practlce

e e kg e el Y wen Y T ::c

See commerit on Cornell,

Ditto
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. GURNTIED BY T COMENT N ' DISPOSTRION . RATTONALE

‘Pern. State University- © Section V(a) (i} 1This section appears to make an absclute Ditto _ : - Ditto

requirement for disclosure submission prior to any publi-~

city. Many inventions, especially in the chemical and

pharmaceutical arts, are developed in fragments and a

valid patent application cannot be filed at a time prior

to publication, since the necessary human physiological

and toxicity testing has not yet been achieved. Many of

our invention disclosures are triggered by a presentation

at a national or international technical meeting and only

obtained at that time. Additionally, many inventions are

achieved in a manner that the inventors cannot be sure at

what stage conception is achieved, especially with respect . ,
to chemical, pharmaceutica, and process inventions.. ' ‘ . v

Séction V(a) (ii) The words "authorized by or known to" No action. ' It was the intent of the

- the institution could be construed to require detailed . ' 2 °  agreement to impose such admin-
administrative supervision of all presentations, seminars, ' _ - istrative responsibility. !

and meetings; and all publications — which are presently
the responsibility of the principal J.nvestlgator or
research director.

'I‘he mstltutlon shall obtain patent agreerents to effectuate the provisions of this Agreement from all- persons in its employ who perform any
part of the work under any contract except nontechnical personnel, such as clerlcal and manmial labor personnel.

o SUBMITTED BY —COMENT | - . - DIEEOSTTION - RATTONALE

" Research Corp. and " add coma after "contract" and - delete second "personnel® Adopted in draft, Proposed language follows FPR. -
' S.U.P.A. | o B - e
I : .Washi'.ngton Stater - I note that there is a new requirement that scientific - Acknowledged. - . . .: .. BNo action necessary,.

s University - employees must sign a statement agreeing to these rules. . REEEREE S _ S

Lt e U I would prefer thati this be a little more liberal and - -~~~ = = N o R
would allow institutions some flexibility here. For = - . - © . 0 L : T
example, we include a statement in our faculty handbook.




~ 34 -
:'I_._‘-Washir;gton State ' which makes it very clear that it is a condition of employ- N

University (Contd) ment for all of our faculty and scientific persomnel to
: adhere to our patent policy. This has worked very well
and is much less expensive than a procedure which would
‘require a signature on a statement by each individual
faCulty member. I am sure you are aware of the mmbers
of pieces of paper they are required to 51gn right now by
other federal regulatlons.

N\

- SUBHITIED BY ~_ COM@NT T T ~ ~ DISPOSITION RATTONALE,
: Penn. State T Secticn V(b}) It is not clear whether the "patent agree- No action, ‘The instructions of IPA appear to
- University S ments" which are required will have to be in the same detail .- . provide adequate guidance.

as the Institutional Patent Agreement itself. If so, and the

"~ Institutional Patent Agreament must, in effeéct, be incor-
portated by reference into the patent agreements to be * ' .
executed by university employees, then it is critically _ Lt ) _ ' .
1mportant that these agreements be as 51mple, clear and '
concise as possible.

(c) The Instltute agrees that the Government may duplicate and disclose Subject Inventlon disclosures and, subject to ‘Section X1, all other
reports and papers “furnished or required to be furnlshed pursuant to thls Agreement

_.SUBI'QITI'ED BY, ' _ _ COMMENT DISPOSTTION _ “RATTONALE
Research Corp and Care must be taken by the Government that the right to - - - Adopted in draft, - = The Subcommittee drafted language :
S.U.P.A. : . duplicate and disclose invention disclosures is not care- . ..~ 7. = . which accommodates this comment as beS:
Lo L ~ lessly or thoughtlessly misused in such a way as to S . .0 .. 7u 7 able under the Freedom of Informatlon
_ﬂs'i .- . - Jeopardize foreign patent rights or to inadvertently R e T Act. '

- set an unnecessarily early deadline for filing patent
. applications in the United States. ' Patent statutes in
" the U.S. and foreign countries govern these matters and
- should be observed. Our suggestion would be to add "
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 Penn. State’
. University

language Timiting diuplication and disclosure Tights only
to those rights required to conform to the Freedam of
Information Act. Privileged and confidential information
as noted in Section XI (to which this subsection refers)

- with respect to license infoxrmation applies equally well

to information in disclosures and it should be so noted
in this Subsection.

Section V{c) It is not clear whether this provision would
‘permit the Government to publish an invention disclosure

covering a pharmaceutical which was “conceived" but not yet
actually reduced-to-practice, and upon which a valid patent
application could not be filed because of a lack of human

effectiveness testing.

© Ditto ;

Ditto

COMMENT

. RATIONALE

 SUBMITTED BY

* Purdue Research
- Fourdation

Mlchlgan Technologlcal
; Z_Unlver51ty R

“Paragraph V(c) stipulates that "The Institution agrees that

the Government pay duplicate and disclose Subject Invention
disclosures and subject to Section XI, all other reports

- and papers furmished or required to be furnished pursuant

to this Agreement." At times it is not possible to license
and/or evaluate the foreign market potential within the one-
year requirement to file a foreign counterpart to a U.S.

- application. Such publication of the disclosure as

stipulated in paragraph V{c) would prohibit filing in most
foreign countries after the one-year period. A similar '
situation could result with respect to paragraph V{d). It

- is a policy of our Institution to encourage publication
" but at times such is not feasible until a camplete analysis

of the cammercial opportunities is made in foreign countries.

T: -— the Standard Institutional Patent Agreement: V. ({(c)

specifies that "the Government may duplicate and disclose
Subject Invention disclosures." My university objects to

. premature publicity with regpect to invention disclosures .
. . -as being inimical to ouriinterests and the Govermment's .
. interest in obtaining suitable patent coverage-—at least

DTSPOSTTION

.- Ditto

..Ditto

Ditto




Michigan Technological - - until after patent applications have been filed. FEven

. University (Contd) ©in that circumnstance, it is often undesirable to
o ' publish invention disclosure information. We there-
fore recamend that paragraphs {c) and (d) be reworded

to make public disclosure of invention disclosure

. materials an optional matter, depending upon the
judgment of those who are working on obtaining patent

protection for the inventions.

‘University of = : It is understandable that the Government should have : g Ditto - ' © Ditto
- Georgia . : ' . the right to disclose, eventually, invention disclosures . . o S . ' '
' ' under the IPA (Paragraph V(c), page 8). However, pro- R AR B
- vision should be made to allow the filing of a U.S. : ' - ' '
Patent Application prlor to any such govemmental
disclosure.

(d) The Institution shall not bar or prohibit publication of disclosures of Subject JInventions on which patent applications have been filed,

Pr CE
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CoLREL

- suénﬁrman BY T OOPMENT DISPOSITION E . T RATIONALE

. University of : Since grantee or contractor's proposals may contain a - Adopted in'draft
Washington » information of patent significance, we recammend that an :
' ' additional sentence be added to Clause V{(d): "The '
' Government agency will take reasonable steps to insure
that data or information furnished by the Institution
is not released to the public before the agency
obtains confirmation fram the Institution that the
- proposed release will not adversely affect the patent
interests of the Institution and the Government."

 W.A.R. L . The implication of Section (d) is that where no _ ~ Acknowledged, ) ~ University has this prerogative,
: | patent application is filed the Institution can ' : E T o .
bar or prOhlblt publication without limitation. o L - o :

'VI. Filing of Domestic Patent Applications

(a) With yespect to each Subject Invention in which the Institution elects to retain domestic rights pursuant to section III{a) of this
Agreement the Institution shall have a domestic patent application filed within six (6) months after an election has been made pursuant to section
ITI(a) of this Agreement or such longer period as may be approved in writing by the Agency; provided, however, that if the Agency determines that
~ there has been such use or publication of the invention as to initiate the one-year statutory period, the Agency may prescribe a shorter period for

“the filing of the application in the event the six-month period would extend beyond such statutory period. Such shorter period, however, shall in
- no case end more than thirty days before the end of the statutory period. With respect to such invention, the Institution shall promptly notify the
- Agc_ncy of any decision not to file an appllcatlon : ' - ' -

sumum BY N COVMETIT ' _ DISPOSITION ' RATIONALE,

s _Dept. of Interior . 4. Section VI(a) of the "standard instituticnal patent
SR . . © . agreement” should provide that when the agency pre- '
scribes a pericd shorter than 6 months for the fllmg
of a patent application, this shorter period shall end
no later than 30 days prior to the running of the =
statutory period. As presently worded, the section
might be construed as providing that the shorter period - -

~ could end no earller than 30 days before the end of the -

L statutory perlod ‘ ‘

stated by the commentator,

No action, ... - " . The intent of "the section is as
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(b)

(i)

For each Subject Invention on which a patent application is filed by or on behalf of the Instltutlon, the Instltutlon shall;:

(1) within two (2) months after such filing, or within (2} two months after sulbmission of the invention dlsclosure if the patent appllcatlon
previously has been filed, del:.ver to the Agency a copy of the application.as filed, including the filing date and serial number;

within two (2) months after such filing, or within two (2) months after submission of the invention disclosure if the patent application
has previously been filed, obtain and deliver a copy to the Agency of an assigrnment from the inventor or. inventors to the Institution of all
right, tltle and interest in the invention properly recorded in the United States Patent and Trademark Office. _

{iii} include the follcmmg statement, approprlately canmpleted, in the secord paragraph of the spemflcatlon of the application and any

patents issued on the Subject Invention, "The Government has rights in this mventmn pursuant to Contract (or Grant} No.
awarded by (1dent.1fy the Agency)";

 SUBMITIED BY  COMENT ___ — | DISPOSITION — RATIOWALE o
‘Pern. State Univ. Section TV(b) (i) and (ii) The period of two months set forth . Adopted in draft, ~ ~  Language'was amended to  , .
S o in each of these sections is too short in view of the delays 7 _ - : .lengthen pexiod. ' _

in the Patent Office, and the fact that there should be no
urgency in these submissions, i.e., s:.x months would be
-better. _ ,
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SUBMITTED BY

COMMENT

DISPOSITION:

TRATIONALE

":!'

ReSearch Corp.”
~and S.U.P.A.

_ Unlver51ty of

Georgla

mumber prescrlbed in this subsection is not under the
control of the contractor or grantee, but depends on

- Patent Office administrators. It should be recognized
that same flexibility in the times stated must be

allowed. Our suggestion is that in VI(b) (i) the
application should be submitted within two months
after the filing but that the filing date and

. serial number should be submitted within 30 days
 .after their receipt from the Patent Office. Slmllarly,

in VI(b) (ii), if a copy of the recorded assignment

is desired, the date of its sulmission to the Agency
should be set at 30 days after its receipt from the
Patent Office. Simple unrecorded copies of the
agsignment could be submitted within two months

of the filing date, however, Likewise, in VI (b) (v},
the date for sulmission of a copy of the issued patent

coples are made available by the Patent Office to
the contractor or grantee (as this date frequently
follows the date of issue by several weeks).

We recommend the changing of wording on Page 9 in
Paragraph VII(b) to specify that the Grantee shall
furnish promptly a copy of each U. S. Patent
Application with data filing and serial number, and .
shall pramptly obtain and deliver a copy to the
Agency an assignment form, etc. The information

‘required here can be obtained only fram the Patent

Office and the University reporting is subject to

_the timing of that office.

Tl AcsdTodated

““to the Agency should be set at 30 days after printed .- -

Subétantially accommodated

Ditto

Ditto




RN T

COMMENT

© DISPOSITION . -

RATICNALE

- SUBMITTED BY

University

. deleted fram the proposed revision.

“VIL(b)==containsg onerous reporting requirements which-"

tend to negate the value of the proposed policy. For

~ instance, why is it necessary for the Agency to have a

copy of the patent application as filed, and why does

. the Agency need a copy of the assigmment fram the

inventor to the institution? Unlike Federal adencies,

the universities do not have manpower available to

prepare and submit copies of sensitive documents

to Federal departments which have neither the need
for such detail noxr the space to store the appli-~
cations and assignments. It should surely be
sufficient for the Agency to receive an annual report
listing the titles, filing dates and serial mumbers

- of all invention disclosures on which patent appli-

cations have been filed by the institution--with
the option of requesting copies of relevant

' documents, as proposed in subparagraph (viii).

' Subparagraph (iv) is positively insulting to

the universities. Exhibit A confirms, with full 1egal
trappings, the legal responsibility which had already
been established by legal agreement and, in addition,
confirmed by a statement required in each patent
specification, as per paragraph VI. (b)(iii). This is
bureaucracy carried to the ultimate extreme, and
Michigan Technological University strongly

recommends that the entire requirement of that
subparagraph (iv), together with Exhibit A, be

¢

'’ gubstantially accommodateds .. .

No action, .

Ditto.

The. confdfméfbfy license .
is- requirement requlrbd by
FPRs. :
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L o Exhlblt A which is attached hereto and by this reference made a part hereof;

No coments recelved

appllcatlon has been flled prevmusly, dellver to the Agency a duly executed and approved mstrment on the form specifled in

(v) - prov1de that Agency w1th a copy of the patent w1th1n two (2) months after a patent :Lssues ‘on the appllcatlon,

7 'yIb) - (vi) not less than thlrty (30) days before the expiration of the response per:tod for any action requ1red by the United States
Patent and Trademark Office, notify the Agency of any decision not to continue the prosecutlon of the appllcatlon and delxver to the
Agenc'y executed instrwnents granting the Government a power of attorney, L

RATIONALE

SUEMITI'ED BY

. DISPOSI'I‘ION

= Research Corp.

-. -91(51.

.- Buhsection (vi) ~ While we agree that timely

.. " notification of discontinuance of prosecution is :
1 necessary, we suggest that powers of attorney be issued
~~-only on request by the Agency. In the majority of
- cases, discontinuance of prosecution by the institution
ig bhased on the discovery of overwhelming prior art,
- unlikely prospects for commercial or public use, or

" other obvious fatal flaws which would preclude

obtaining patent coverage. Under these circum-

g - 'stances it would be unlikely that the Agency would

find it advisable to continue prosecution. In

- addition such continuance would involve a waste

of public funds.- Thus, it would be the exception-
rather than the rule that powers of attorney would

be required.

- No ccuments received

Adopted in draft

(Vll.l]_ upon request, fully adv1se the Agency concerning all actions taken during the pmsecution of. any patent applicatz.on and
furnlsh coples of any relevant documents as requested, -

o 'unnecessar)r admlnlstratlve workload.‘

Words “upon request" added after

“Agency." Adoption will reduce
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" _' VIL. F111ng of Forelgn Patent Appllcatlons B o R ' o ' o
7, {a) - Wlth respect to each Subject Inventlon in which the Institution elects to J:etain prmc:.pal rlghts in a forelgn country pursuant to '
LA sectlon III{a) of this Agreement, the Institution shall have a patent application fJ.led on the :l.nventlon in such oount.ry, in acoordanoe w:Lth -
appllcable statutes and regulatlons, and w1thm one of the follaﬂlng periods: ] _ | _ v
| L (1) elght (8) nnnths from the date of a correspondmg United States appllcatlon flled by or on behalf of the Instltutlon, -
- or it such an appllcatlon is not flled, six (6) months after an electlon is made pursuant to section III(a) of thlS o
Agrearent, : _ o :
(ii) six (6) months from the date a license is granted by the Cormussmner of Patents and 'Irademark to file foreiqn applicatlcms
o when such f111ng has been prohibited by securlty reasons; or | _ o _ :
a i(ii:_l.) such longe.r period as may be approved in wrlt;mg by the Agency
. SEETmm B CoMENT T DISPOSITION — FATTONALE
' Nimberous Commentors . IChange WITI" to "VII" | | Adopted in draft, - -~ Editorial. .
| ERDA and Research Corp. _Change "it" to "1f" in (a) (1) , ' Adopted in draft, : ' Fditorial,
 UBMITER R T — SR v (4 . I 5 13 3 P
"‘sw.A.  The time periods need to be flexible, e " Noaction.. .~ Time periods are deemed e




TS S0 .o foreign countries is unrealistic for two reasons. The
Gl T oL e s T primary reason has to do with the practical need to _
T o ... . 7. “include as much new material as possible, which has been
- developed after filing in the United States but before the
end of the one year of grace under the interpational Patent
Convention. This makes for the strongest patent claims
in foreign countries. The second reason is that the
mechanics of preparing adequate patent applications for
©.  filing in foreign countries, including translation,
o -,-_-frequently is difficult to acccmplish within 8 months,
- especially when complex technology is involved. We
. suggest that the time limit in this subsectlon for
.- foreign filing be increased to 11 months.

- :'I_‘he' second part of this subsection is not clear as to its
. purpose or meanmg Thls phrase should be: elmmated o
- or restated, .

: | If subsection VII(a) (1) is modlfled as sugge_.ted above,
... subsection VII(a)(iii) would apply only to subsection
VII(a) (ii).

St on

S Mlch.l.gan Tech ..~ Paragraph (a) includes three alternatives; presumably the
. Umvers:.ty o - word "or" should follow the semicolon at the end of sub-
‘ S pardgraphs (i) and (ii). Even with the addition of thisg
alternative, we object to the specification of fixed
- time perlods--elght months in the first paragraph and six -
. 7 -months in the second. In patent matters, it is our
~ experience that each specific case must have decisions -
: . of this kind made as a result of ciraumstances which
s ‘exist, uniquely, for that particular case. We there-
. - fore recommend that subparagraphs (1) and (ii) be
. rewritten to generalize the elapsed time for foreign

Re_segrch Corporatwn o The time limit of 8 months from the date of filing a . -_"'- -
: o T corresponding United States-application-for-filing.dn.. ..~ . .. "

g p——— bt s s

Ditto

" ‘Ditto




‘filings; e.g. "foreign filings shall be made at an -

appropriate date following the filing of a corresponding

University (Continued)

i

U.S. application, so as to obtain suitable foreign

. protection with a mlmmum risk of premature dlsclosure, ete,”

SUBM['I‘I‘ED BY

W.A.R. .

—

e A . | DISPOSITION

. The time frames established by Subsection (a) (i) are in Dltto._

fact arbitrary in nature and have no relationship to the
practices which normally govern the filing of patent appli-
cations in foreign countries in a patent-license situation.
Traditionally, once the convention date has been established,

. as by filing in the U.S. before publication, it is the usual
“practice to delay as long as possible the filing of foreigm
applications. _'I_'hls is done for a number of reasons, among

which are:

Ty (1) - to establlsh a ccmmercml interest or perhaps even -

enter into an actual license so that a more reasoned
decision can be made on where to file correspondlng
foreign applications;

' (2) to determine the effect of publications if and when

. made since certain countries do have grace periods
- after publication which do not absolutely bar the
fllmg of a patent appllcat].on, '

.(3)' -_adxnlnlstratlve cons:.deratlons such as the obta:uung

of export licenses Lmder certain conditions; and

(4) the increase in the administrative burden which the

establishment of artificial time periods, over and
.. above the normally considered and controlling

- statutory time periods, which now govern fore:.gn
fllmg oonsxderatlons, will cause.

RATTONALE

. Ditto
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Tn View of “the above we woild suggest that the portion of

; TR ; Article VII {a) follwmg “regulatlons" in line 5 be deleted.

Sc:me of the reasonlng applied above would also apply to -

- Article vi{a) relating to the filing of damestic patent
" applications, with, of course, provisions which would

protect the agency in the event the Instltutlon decnied

RATm_

States patent application filed by or on behalf of the

- Institution, or if such an appllcat_lon is not filed, six (6) .

months fram the date a license is granted by the Cammissioner

. “of Patents to file foreign applications providing an election
- has been made pursuant to section III(a} of this Agreement."

Good patent practice dictates that a foreign filing be made

Just prlor to the end of the convention period. - Espec1ally in

the case of university inventions, additional material is made
available subsequent to the U.S. Filing which becames in-

corporated in a continvation~in-part. It is advantageous _
to base the foreign filing on the most complete disclosure

: _avallable.

_ If no appllcatlon has been flled an exnort llcense would be
- required to foreign file. The time granted to foreign file -
- should be the same as that granted in section VII(a)(ii).

T COMMENT A DTSPOSTTION

SUBMITTED BY
o ﬁ.ﬁ.—(!.U.B‘.O..- ' Request Paragraph VII(a) (i) be changed to fead as follows: _
| g "ten' (10). month.s from the date of the correspondmg Unlte_di _ o Dit‘l_io : Ditto
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SUBMITTED BY T

RA‘I‘J.ONALE ]
Stanfbrd _ g -'::Flllng of forelqn Patent appllcatlons. Article vIT = '' -
University - a. specifies certain time periods for flllng foreign

" patent applications (note Article VIT is mislabeled

- as Article VITII). This article also provides that the
. specified periods can be extended if approved in
" writing by the agency. -

While we can canply w1th paragraph VII(a), it appears

. to be an unnecessary and possibly counterproductive

"overcontrol.” It is readily observed that additional

" administrative effort is required both on the part of

thé agency and the institution to follow both the
arbitrary periods of ViI(a) and actual bar dates.. The -

_ trequ1rements, intended to administratively insure foreign
-+ filing dates are not missed, may possibly be self-defeating

of that goal because an institution's licensing officer may

N ;-be lulled into overlooking the need to take into account — o
*- many other timing considerations with respect to a foreign -
filing program than indicated in these paragraphs. For

example, if publication has occurred, and the U.S. patent
application is not filed until after such publication, an
institution still can obtain patent protection in West
Germany and Japan if they file within six months of the

‘publication. Other factors also come into play such as the

need to obtain an export control license before filing

- abroad in certain cases, such as filing in Japan after - ‘
publication but less than six months after the U.S. flllng.

| As a further observatlon, in a dynamlc licensing program

of undeveloped technology of uncertain value, more often:.

- than not corresponding foreign patent applications are filed
- pfter 8 months from the date of the U.S. application.
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Stanford . VII (a) then requlres both the agency and the institution n
B Umversity (Contmued) to set up procedures to follow artificial dates, to request
- and issue approvals for variations from those artificial
.. dates. Economic forces and practical considerations will -
S drive filing before bars, not arbitrary time periods.
L We recommend that subparagraph VII(a) end after the word -
S "regulations" in line 5. (It is observed Article VI which
i - covers filing of domestic patent appllcatlons could simllarly : - o Lo
0 be shortened for simlarreasons) o s "

g VII (b) The Instltutlon shall notify the Agency promptly of each foxelgn appllcatlon fJ.led and, upon er.tten request, sﬁall furnish an Engl:. sh
versmn of such forelgn appllcatlon without additional campensation,

b h VII(b e recommend, to reduce administrative burdens upon b th. Accommodated. Annual report is
tﬁergggﬁgytgn ut grl g% tu‘fgmg )’T}‘{atrrather than not(li%f tﬂe agency a%ter ?111ng o% eacﬁ deemed sufflc;lent_

_ : foreign patent appllcatlon that data regarding foreign appllcatlons filed be included in the annual report
VIII. Subcontracts i o .

S : (a) Except as provlded in (b), below, ‘the Institution shall include in any subcontract where a purpose of that subcontract is the .
SR conduct of expermental developmental, or research work either the “Patent nghtS-AOCJUlSlthn by the Goverment" clause found at. 41 CFR
. 1-9 107-—5 or the followmg clause:

Patent Rights

. (ay The Contractor hereby agrees to report fully and 'pxomptly to ‘ '
e (Instltut.lon) _
j_any mventlon concelved or first actually reduced to practlce in the course of or under- this contract
. (hereinafter referred to as “Subject Invent:.on(s) ," and to assign all right, title, and mterest in
S .'and to such mventmn to ‘ or its de519nee. . L
N T (Instltutlon) ' . e e

: ” (b) addlt.mn, _the Contractor agrees to furm.sh the follcwmg materlals, disclosures and repcn'ts:
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Ut (i) Upon request, such duly executed instruments (prepared by the _ e - R _ &
e ___or its designee) and such other o 0

' ' (Institution) et e S

papers as are deemed necessary to vest in the ' '

{Institution)

.or its de51gnee the rights granted under this clause and to enable |
the _ or its de51gnee to apply for and prosecute

e {Institution)
any patent application, in any country, covering such invention,

. (11) Prlor to final settlement of this contract, a final report listing
 all Subject Inventions or certifying that no inventions were conceived
or first actually reduced to practice under the contract.

" - (¢) Except as provided below the Contractor shall include either a clause
"~ identical to this clause or the "Patent Rights - Acquisition by the Government"
- clause fourd at 41.CFR 1~9.107-5 if a purpose of the subcontract is experimental, _ :
" developmental, or research work. In the event of a refusal by a subcontractor == - T P R
_ R . o accept either of these clauses or if, in the opinion of the Contractor, these o N Doy
co.i.. .o lauses are inconsistent with the policy set forth in 41 CFR 1-9,107-3, the [ -
e “ Contractor (i) shall promptly notify the Institution and (ii) shall not proceed
: - -7 with the subcontract without the written authorization of the Institution. It _ L o L
Cis understood that the Institution will seek direction from the I ' - - K . '
' (.msert name of appropriate Agency).

(d) The Contractor shall report any subcontracts containing a patent rlghts clause
- to the Institution. The Contractor shall not be obligated to enforce the agreements
~ of any Subcontractor hereunder relating to the obllgatlons of the Subcontractor to

the Government in regard to Subject Inventlons.

[End of Clause]

. j (b) In the event of. a refusal by a subcontractor to accept either of the clauses spec:.fled in (a), or 1f, in the opJ.m.on of the Inst.ltutlon,
T these clauses are inconsistent with the policy set forth in 41 CFR 1-9.107-3, the Institution (i) shall promptly submit a written notice to the Agency -
-setting forth reasons for the Subcontractor's refusal and other pertinent :mfoxmatmn whlch may expedlte dlsposz.tion of the matter, and (i:L) shall not -

proceed w:o.th the subcon ' _ﬁt without the wr:.tten authorzzatlon of the Agency. .




) ’Subject Inventions, and the Institution hereby assigns to the Government all rights that it would have to enforce the Subcontractor's obllgatlons
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(c) It is understood that the Govemmant is a th:rd party beneflclary of any a;bcontract clause grantmg nghts to the Goverrn'nent in-

for the benefit of the Government with respect to Subject Inventions. The Institution shall not be obllgated to enforce the agreanents of any

' subcontractx)r hereunder relatmg to the cbligations of the Subcontractor to the Government in regard to Subject Inventmns

| TR T COMENT . _ DISPOSTTION T RATIONALE
pob . _: -7, Ppage 12, Patent Rights Clause, paragraph (c) at the t(ﬁp '
: RTE I _.of the page, rewrite the first six lines to read: 7 _ - _
_ The Contractor shall include in any subcontract either SubStantlally acconnnodated 'I‘;pmv eddra.ftmg‘

- this clause or the "Patent Rights - Acquisition by the
Government" clause found in 41 CFR 1-9,107-5 if a '
purpose of the subcontract is experimental, developmental, ‘ X : - o _ S
or research work. If a subcontractor refuses to accept : oo S T : S
either _ R | o e L T T

This change shortens the first six lines and also clarifies

" the meaning of the paragraph. The words "Except as provided
below" were intentionally deleted. It is difficult to determine .
what is meant by the words "provided below". The words _ ST : o
"provided below" could be construed as referring to subject . _ o ' S
matter within the same paragraph or could also be construed A - ' _
as referring to subject matter set forth in paragraph (b).
on page 12, It will be noted that paragraph (b) on page

o 12 is not part of the Patent nghts Clause.

Change at" to "in" in third 1-"-“3 °f subparagraph () of = Accomodated o Covered by DOD'ch.:ange.-'-'
"Patent nghts“ clause, o T R S ER
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© Cornell University

‘the sub-contractor is itself an IPA holder. We assume that for

With regard to section VIII which prov'ides for assignment of
rights to the IPA holder from sub-contractors, we would like
to see some language added to eliminate this requirement if

the purposes of section VIII that the requirement is intended

to apply to sub-contractors who are not educational or non-
profit institutions. :

“ORET — DISPOSITION T RATIONALE

Research 'Coi:porati_.cin
'I | s.ﬁ- PoAa

. N.A.C.U.B.O.

o Acknowledged.
grants to educational and nonprofit 1nst1tut1.ons do not - . S : S
. involve subcontracting. C _ ' . ' R v
_ | _ _ ’
. Subcontractor should have the same rights as it would have Partially accommodated
were it the prime contractor. _ by redraft
. . A
Request deletion of (a) in entirety and substitute therefor: _ _ .
"(a) Except as provided in (b} below, the Institution shall No actlon. o o Not considered admin-

This section will rarely be used since most contracts and  No action taken.,

“include in any subcontract where a purpose of that sub-
- contract is the conduct of experimental, developmental or
research work the “Patent Rights-Acquisition by the
- -Government" clause, found at 41 CFR 1-9.107-5, or the
- "Patent Rights Retention by the Contractor" clause, : SRR AR
- found in ASPR 7-322. 23(h) s e

-istratively feasible. .




(Continued) .

- _Unknown AR

proposed in paragraph 1 herein concerning Section I,
Scope of the Agreement.

Qualifying subcontractors should be allowed to retain at
least a defeasible title to their subject inventions,
“and inventors and their associates should be allowed to
- participate in achieving utilization of their inventions

through licensing or otherwise.

Partlally accomnodated by
redraft. »

| suamrmzn BY

COMMENT

~DISPOSTTION ' . RATIGIBIE

o Univermty of
- Connecticut -

Is a subcontract by institutions to a private contractor
possible in practice under provisions of section VIII?

CIf it is implied by the statement that the institution "w111 ;
- 'seek direction" from the agency, that the agency will camply,
- perhaps it would be more expedient to eliminate the entire

provision. It is not difficult to imagine that the process.

- of "seeking direction" might require an inordinate period

of time, effectively slowing the accamplishtment of the

purpose of the contract.

Whereas, Federal Procurement: Regulatiohs provide Patent
Rights clauses for use and guidance for selection of such

- clauses in subcontracts for Research and Development work;

. MNow Therefore, it is resolved by the American Patent Law

Association that subcontracts for Research and Develop-
ment work under Institutional Patent Agreement grants or

contracts should not require patent title to be assigned to

the University or the Government in all cases; rather the
Federal Procurement Regulations guidance should be

"followed in selectlon of the propar patent rlghts clauses.

No action, . _— ~ Acknowledged.

Part1a11y acccmmodated
by redraft .




o o to all quallfied applicants. _

. e B2 -

Our concern in both resolutions is that the proposed :
regulatlons in question would remove the incentive for
competent organizations to accept Research and Develop-
ment grants or contracts or suboontracts, and that as a
result the government will be hampered in carrying out its
- purposes. Inventions are unlikely to be developed and =
"actually made available to the public without reasonable
. incentives. Institutional Patent Agreements such as
_utilized by the Department of Health, Education, and
Welfare provide adequate safequards of the public interest,
including march-in rights if the patent owner or licensee
-1s not camercializing.

IX. Ad:m_nlstratlon of Inventlons in Which the Instltutlon Elects to Reta:m nghts

L - {a). 'Ihe Instltltu:ion shall admininister those Subject Inventions to which it elects to retain title in the public interest ard shall,
‘except as ‘provided in subsection (b), below, make them available through llcens.mg on a nonexclus;we, royalty-free or reasonable royalty basis

No comment

{b) The Institution may license a Subject Invention on a exclusnve basis if it deterrm.nes that an exclu51ve license is requlred in the
publlc mterest because it is necessary as an incentive for development of the invention or because market conditions are such as to require
.licensing on an exclusive basis in order to bring the invention to the point of practical appllcatlon. Any exclusive license issued by the
Institution under a U.S. patent or patent application shall be for a limited period of time and such period shall not unless otherwise approved
by the Agency, exceed five (5) years from the date of the first commercial sale or use in the United States of Amerlca of a product or' process
" grbodying the invention, or eight (8) years from the date of the exclusive license, whichever occurs first. Such license shall also provide that
the licensee.shall use all reasonable effort to effect introduction into the coxmerc:.al market as soon as practicable, consistent with sound and
reasonable business practices and judgment. Any extension of the maximum period of exclusivity shall be subject to approval of the ‘Agency. Upon
explratlon of the period of exclusivity or any extension thereof, 1lcenses shall be offered to all quallfled appllcants at a reasonable royalty

L rate not in excess of the exclusive 1lcense royalty rate.

i SUBMITI'ED BY SEEE COWIENT _ - ~BTSPOGITION e | RATTONALE

-Justlce Deparhnent L (3) Page 13, SUbPara‘JraPh (b) - The PerlOdS prescrlbed  Noaction, ‘.  Practice in agencies 1ndlcates
o _ . - regarding exclus:we licensing should not be subject to = Sy oo a o o otherwised . _
o extension; indeed, we believe that the maximum periods SR A , '
" . -should be less than those in the proposed regulation,. .

v
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... Massachusetts

. Technology -

. Corporation .- -

- We would also propose a prov151on within the IPA that states Adopted 1n draft. '
for the record that.the agency granting the IPA recognizes

that the 8-year time pericd for a limited-term exclusive - -

‘shall automatically be told in those instances. where

regulatory agency approvals (such as FDA) are required to -
enable a licensee to market the invention. With these

few comments, however, we are in accord with the proposed
regulatlons. Thank you.

Indicates a limiting period for the exclusive license o bitto N
necessary to provide incentive to the commercial firm. : '
In order to prevent continual reguests for extensions,

_ same allowance should be made for an exempt period
before the period of exclusivity starts running for those
~'inventions which require government agency approval.

For example, a new drug invention may very well take :

. five to six years of intensive effort before it is
‘ready for the marketplace. Under the present terms

of the recomrended IPA, this would only leave three

~ years -of exclusivity remaining, and would effectively

.prevent a company from licensing such an invention.
Another example would be the new regulations on pre-~

- market clearance for medical instrumentation. Again,
- an exempt period must be allowed before the exclusive:

license limitation starts so that the licensee can _ Tt
obtain the necessary government clearances.

The provision for excluéivity_of 5 years from date of . _'No action.
first camercial sale or 8 years fram date of the license, :
whichever occurs first, is a reasonable restriction. 1In

. our experience most exclusive licensees have been able . -~ = . - '

to operate under this provision without difficuity or

-~ financial loss. There will be a rare case where an
. extension of exclusivity can be justified, so it is -
- important to have the opportunity to request such an
- extension frcm the Agency, as prov1ded in the proposed

. agreemant.

Redraft prondes for tollmg R
when before regulatory ' S :

- Acknowledged.

agenc1es.

Ditto |
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e W.ARF.

~ . In relation to the time proviéions of Section (b) of this
. Article, it has been our experience that develcpment of

inventions arising in a University environment, and parti--

. cularly those in the pharmaceutical field, can take an

exceedingly long time. Consequently, the finite period of
8 years fram thedate of granting an exclusive license for
the maximum life .of such license may, in many situations,
be completely inadequate for the licensee to even intro-
duce an invention into the market, let alone recoupt his

expenses fram thé sale or use of such invention. It is

well understood that many of the major delays in reaching
the marketplace with an invention relating to the phar-

- maceutical filed are occasioned by the control exercised

by various Federal regulatory agencies, Since these
practical considerations do pertain, we would suggest that
the running of the 8-year period be tolled for that period

-of time that the permission to sell or use the invention

in the marketplace, up to the receipt of approval for such

.+ marketing or use, is in the hands of the regulatory Agency
~_in control.
eguitable to the licensee without affecting the protec-

The inclusion of such a provision would be

tion afforded the public by the march-in provisions of the

- agreanent and could be a significant factor to a favorable

determination by a company in the private sector to invest

"~ the necessary funds to ccunerc1ally develop a University

generated invention. 1

 With respect to paragraph IX(b) stipulating that the period

of exclusivity shall not exceed five (5) years from first

- commercial sale or eight (8) fram the date of the exclusive
- license, whichever occurs first, the eight-year limitation
will be a problem when extensive premarket clearance of a -

product or device is required by the government., This

. paragraph should be modified to exclude from the eight-
.. year limitation that time required by the government for
S _premarket government clearance. = . .

:Adoptedrin draft5_‘

Adopted in draft,

‘Redraft provides for tolling'.'

when before- regulatory
agenc1es.

 Ditto
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: Michigan State  * . The limitation of an exclusive license to eight years from Ditte = . R - Ditto ' A
A T e the date of issue can be very inadequate and such a restric— : S : ‘ o
tion could work a particular hardship in those cases of _
 biomedical research where pre-clinical testing may be re-
quired before the product can be brought to market, Such
“testing can consume years of effort even with the most
diligent prosecution. It is suggested that language be
. introduced to exclude from the eight years of exclusivity
; allowed, that time which elapses between the submission
.. of a request for clearance from a federal agency and the
- granting of that request

Mlclugan Technlcal - IX(b) specifies a period of five or eight years for an | Accdmnodated-in-part.' : _S;ee redraft/
' : - exclusive license. It is our experience that these times BT - e

. are not long enough to bring many inventions to the market~- : T N - _

 place and still assure a return on the investment of the o o o ' : !
exclusive licensee. We recommend that these time periods ' : . ' o
“be extended to eight years from the date of the first . . _ : R _ : _

. ocommercial sale or ten years from the date of the exclusive : IR : ' '

R ... = . license, whichever occurs first--if we are to attract a ' ' S : ‘ '

FECEH ot licensee to make an investment in and market new technology - TR . R .

L ' developed under Federal contract or grant auspices. P SRR T o o

*

UruVBISif-Y of Georgla o Prov:n.smn for the extension of the perlod of exclusxw.ty ' -~ No action. . SN .. This has been provided for.j“_'_'
"_inrarecasesshouldbemade._ , , T P L L SRR
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Oolorado State mivemlty " fThe restriction of five or eight years placed on the term of Accommodated in part. - See __redraft. .

o

- , S ~ Develcopment work of this type oould take any mumber of years -

D((c)

l"‘.‘.-royalty charges. on any. Subject Invention in procurements for or on
transferrmg Vr:Lghts to any. party J.n the :anentmn . _

exclusive licenses would not always provide adequate time for
the product to reach the commercial marketplace or for the
licensor and licensee to recover costs and a reasonable
royalty. There are examples where this restriction could be
- a problem. One would be an invention offered on an exclusive o o
basis where additional research and development was necessaxry = = = R
to bring the inwvention to a patentable and marketable stage. S '

to conplete. A second example where this restriction could
be a problem would occur should an unduly long period of
time be required for premarketing approval, i.e., new drug
~approval. Often, the time required for new dvug approval
ocould run as long as five years in itself., A nore favor-
able clause might read in part:

"Any exclusive license issued by the institution e : ' . - :
under a U.S. Patent shall be for a limited period of time = =~ L o ' _ e
- and such period shall not, unless otherwise approved by I T S Ll T LT
- the Agency, exceed the life of the patent (patent renewals PR B -

" excluded) or ten years, whichever is longest. Any exclu-

- 'sive license issued by the institution for a nonpatented
invention shall be for a limited period of time and such
period shall not, unless otherwise approved by the Agency,
exceed ten years from the date of the first commercial v
sale or use in the United States of America of a product '
or process embodying the invention," '

- A clause such as this would provide the univeristy and o . S _ Lol o L
. the licensee with an opportunity to recover all costs - . R L LT . ST
incurred in the 'developnent and patenting of an inven- o o S S o
tion as well as receive a reasonable royalty.income.
The royalty income to the university would be used to
support educaticnal and research activities and provide
an incentive to those faculty .and staff menbers 1nvolved
o in research pro]ects . ' : : fund t o lved as RS
f acce ted trade ractlce. 'I'he Instltutlon also agrees to re any amounts r e s
rbyaltles shall not normally be in excess O p l% of the Gove t and to prov:de for that refund in any mstnment
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" University of Washington

. S.U.P.A.

“Paragraph IX(c) “should spe01fy that royalty—free sales to the Adopted 1n draft.

Government shall be provided for in licenses, to be handled
by licensees, It would be completely unthinkable to try and
have universities administer royalities by licensee and by

~ consumer and rebate to the Government those royalities on

sales to govemnental agencies.

‘We do not agree with the provision of subparagraph{c) wnder ' bitto S

this section. The Government, rather than the Institution,

~"should have the responsibility to monitor its procurements

and claim royalty exenptions at the time of purchase. More=-
over, it is not reasocnable for the Government to look to the
Institution and/or the inventor for royalty refunds (perhaps -

- . applicable to transactions occuring several years in the
¢ past) if the Government mistakenly pays the full price to a -
T llcensee rather than the royalty-free price. _

As indicated in the Research Corporation letter, the royalty |
refund requirerent would put a great burden on the univer-
sities. = A much preferable procedure in my way of thinking

- would be to incorporate in any license a requirement that

no royalty is to be included in the price of an item sold

B to the Government or for the Government's acoount.

S_ee redraft.

| Ditto

RATIONALE,

.+ . BUBNITTED BY

COMMENT _ - DISPOSITION

Subsection IX(c) - The second sentence in this subsection . Ditto
will put an intolerable burden on the institution and will - S '

o  set up a requirement which will be impossible to administer. o
- To determine what refunds are necessary would require the o

institution to have complete access to all sales records

of every licensee and to determine in many gray area cases . O o s

whether sales had been made for or on behalf of the

Government. The burden of collecting or not collectmgl .

- Ditto‘ '
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,mvé'rsz.ty ofGeorgla TTTTTT{9) e T TPA shiotld providein-Paragraph-1X{e) -that— No actl """""" e weer- TPA-may-be- mCOTPOTated """ by--
S o ‘ - licenses be made subject to the conditions of the _ o - reference. : L

-royalty-free license to the Government and not

subject to the conditions of the IPA itself. Any
 specific conditions which need to be provided for
- in licenses in order to meet the terms of the IPA
~ should be stated briefly and concisely in the IPA
" for inclusion in licenses. Thus, the necessity o , o L . L
~ of making the IPA a part of every license would o - ' R C L.
“be avoided, along with a great deal of papex work, ‘ T ' B : S

e

_ (£) Notwithstandmg the provisions of SlleeCtlonS (a) and (b) ' above, no license, either exclusive or mne*cclusive, shall he qranted by tho  : |
Instltutmn to any of the following persons or organizations, except w1th the approval of the Agencys ‘ _ _ _ T

(1) -any person who part1c1pated as an employee of the Instltutlon in the research leading to the oonceptlon _ o _ _
: and/or actual reductlon to practice of the subject invention; ‘ o ._ : - L . .

(1.1) An organization of which a person descrlbed in (f) (l) was a- promoter or organlzer or in whlch such a
person is an officer, director, or holds a substantial financial interest.

(111) An organlzatlon of which the Institution was a pronoter, organizer, or fmancer.

In such cases the Agency's approval will normally be given only if the Institution can show that a bona fide effort was made w1thout success to
interest other organizations known to be interested in the subject matter of the invention in licensing and further developing the Suﬂject
Invention or otherwise can show why the pule.c interest will best be served by the proposed 1lcensmg arrangement.

- SUBNITTED BY ~ COMVENT - 4 DISPOSTTION = RATTONALE _

L NACUBO . Request deletion of Section IX9(f) in its entirety. = - “Adopted in draft, .~ Pprovision deaned unnecessary -
R B o ' R S e B andp0551b1e adnumstratlve burden,
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Comments.

Universities, due to their special character,

continually mmst exert their best efforts to
protect their good name and the good name of
their professors and researchers. The inter-
leaving of interests of govermment, state, non-

| profit, and private sponsors dictates that the

university exercise due care in its relations
with the aforesaid parties. Frequent consul-

tant arrangements between university professors
and the private sector make it necessary for

‘the wniversity to inform its professors of

their duties and obligations to the U.S..-

.. ‘Government, the university, and the consulting . .
company with respect to patent rights that might

arise out of work performed for the consulting
company that also relates to sponsored work

. done by them at the Univeristy.

. ConSequently, the university is well experienced '

in policing its own affairs that are sensitive

in nature. Adverse or unfavorable reports by the
media in this regard would be far more oostly by
way of loss of alumi funds and gift giving than
any potential return from a high-risk, hlgh-galn

-~ patent license venture. Acoordlngly, it is sub- .
mitted that Section IX as drafted, is unnecessary

in view of the university's sensitivity to the

_potential problems that might arise in this area. -.j ]




"Gl -

“Section IX requires efforts to license others first,
Any such license will be time-limited, and the public
interest will be protected thereby. A university o
should not be required to demonstrate that an in- ... ..~

. vention has no takers before directly assisting in

"the transfer of technology to the marketplace.
Moreover, the university is faced with a very : . . o : : S
real problem if it elects not to make an invention S S
widely available, since it is quite likely that one . SRR T - R R
or more of the trustees or alumni will want to know' IR ' R

.why his conpany was precluded from having an oppor-=
tunity to license the invention. Hence, the

- university, when it decides to support an in- _
vention, must take this fact into consideration.

1 R ' R . Therefore, the relationship of the umiversity to - EL ' o S AT R &
S ' ' - . those outside of the university commmity, by its = L ! ' :
‘very nature, is such that patent abuses are
highly unlikely.

SUEHI‘."I;TED B S CG\'MENT T T e T e T T - DIS'POSITION o RETIONALE

' University of Georgia = The provisions of Paragraph IX(f) are contrary to ‘Ditto . . . 'Ditto
T e public policy as applied in the Small Business o : o ' '
R Administration and other agencies of the Federal

. Government and the states., Individuals are
 encouraged to benefit fram the application of -
 Federal funds in innumerable cases when the pub- e _ RN
- lic benefits in the long rum. Government-supr - e L R

ported inventions should not be an exceptlon S Ce el R
o to thlS establlshed pule.c pol:.cy. . e
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.

Paragraph IX(f). Same inventions have a very
limited specialized market although they could
make significant contributions. The public could
best be served by licensing the technology to the
inventor, Universities are probably more concerned
than the govermment about conflict of interest.
Prudent management dictates that the Universities
be"able to license where the use of the technology
will be maximized. If this is the inventor, then
such should be permitted without first having to
contact a number of campanies. For most inventions, .
the inventor would not have the capital to develop

the technology.

- . Paragraph IX(f) should be modified to permit

licensing the technology to the inventor without
having to obtain pemmission fram the agency when
good management dictates licensing to the inventor.

(£} Stanford and Research Corporation have both written

throughtful comments on this section. The Govermment's

- concern is understandable. One solution that occurs to

ne is:

(1) To have the section appllcable nly if the
person or organization is the sole or exclusive
licensee, since more than one Ticensee should be

: protectlon enough,

{2) To delete the last sentence entlrely. It is
impossible to prejudge what the c1rcumstances should

be for Agency approval.

S {3) -The word “fi_nance" under (iii) needs better N
s definition, Cbviously it can't mean stockholder.:

. Ditte - - Ditto

Ditto ~ Ditto
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¢ As you well know, there is generally no one more
- dedicated to achieving utilization of an invention
" than the inventor, particularly when he stands to
share in the profits of a successful venture. Why

" then tie the hands of these people and their business

associates and principals by limiting thelr

participation?. . .

Qonditions in regulations which prevent the inven-

. tor and those closest to the invention from par-

ticipating in its commercialization should be
opposed. At the same time, however, reasonable
conditions ailmed at protecting the public against
unbridled or unwarranted private economic gain
from from Government funded research should be
recognized as proper. In this regard, the
requirenents in the proposed amendment to the
regulations that the Institution use its royalty
receipts, after payment of administrative costs
and incentive awards to inventors, for educa-
tional or research purposes should not be

objectlonable.

This paragraph should be deleted in its entirety.
-Although the rationale for this section is certainly
laudatory, conflict of interest questions should not

- be handled at the government agency lewel, and in fact,

~are probably impossible to handle at that lewvel.
‘Universities are, by their very nature, highly sensi-

~ tive to conflict of interest problems, and are already

effectively solving this problem. Therefore, this is
an area that should be left to the discretion of the
-University in the Institutional Patent Agreement. =

~Ditto

b Ditto

Ditto -




Um.vemx.t:y of
o Oonnectj_,_cut 3

Does this provision prevent assigmmut of patent

 rights to the inventor? Is this section in con-

flict with last sentence of section III{a)? See

- also second paragraph of section X.

"No action.

. 'section Deleted.

: SUBMITI‘ED BY
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5 . pockets, this economic motivation is both

Ppproval to license. Subparagraph IX(f) pro-
hibits the granting of licenses to certain
persons or organizations who have been involved
with research leading to the invention, even on

a non-exclusive basis, except after organizations -

which have no involvement decline to license.
Rather than having the three criteria indicated
in that paragraph treated as prohibitions, the

* IPA should encourage institutions to make

arrangements meeting one or wore of the criteria,
and on an exclusive basis. ~

The critical ingredient to any transaction which

will transfer a research advance to a product

‘available to the public, in our free enterprise

system, is economic incentive. It is apparently

perceived a conflict of interest will exist if

an individual or organization associated with an
invention conceived under government sponsored

'+ yesearch becones motivated by economic factors,
. @nd this result will be contrary to the public
~ interest. Clearly, if government funds are  *

diverted from a grant or contract to private =

Adopted in draft

Provision deemed unnecessary
- and possible admmlstratlve
burden., :




com:pt and oontrary to the publlc 1ntienest.

1ng effort and capltal at con51derable risk

in development of a research advance to a product,
and then succeeding in making that money (in
'spite of well known odds against such success}
appears both appxoprlate to our economic system
and very much in the publlc interest,

We also note IX(f) will prohibit licensing by

- Stanford to Hewlett Packard, Varian and many
more ocompanies because of our clear role as
"promoter, organizer, or financier" in those
companies (unless other companies in their
markets all decline to license). 1In addition,

- it is not clear if the definition of “financier"
extends to companies represented by 1nvestments

- of our endowment., . :

The challenge to the ad hoc subcommittee is to
develop mechanisms to achieve the goal of early
and broad transfer of research findings under
-government financed research to public use and
benefit. The subcommittee has chosen the free
enterprise system in lieu of the option of
government development or the option to do
nothing. Subparagraph IX(f) is in direct
contradiction to the correct decision of the

- subcommittee and to the achievement of its goal,
It is ironically also in direct contradiction
to programs of the National Science Foundation-

- Research Applied to National Needs and the Small
Business Administration. We strongly recommend
that subparagraph IX(f) be deleted in its entirety.
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S Raseardmﬂ:xporatmn

- possible conflicts.

_ pomt we are referr.:.ng to X(f) 111.

 Subsection (f) —~ This subsection is unduly restric- Ditto
“tive. Lo

Tnventors or their co-workers are frequently
the very best people to exploit their inventions -
since they have a dedication and enthusiasm for
seeing the fruits of their inventiveness used in the

public interest far greater than others who have to

be indoctrinated with these attributes before they.

can become product chanpions. If the inventors

and théir co~workers can show they have the requisite
abilities in financial, legal, management, production -

and marketing matters, or can show they can attract .
people with such abilities, in our oplnlon, they should

be allowed to become personally involved in carrying
through to the market-place the inventions they hawve

given birth to on the same basis and with the same
restrictions as third parties. To do otherwise _
flies in the face of human nature and the competitive ... ... .-

‘spirit on which this country is based. The undue

restriction in this subsection can be removed by

“deletion in its entirety of the last sentence, and

we do suggest. The requirement to have Agency
approval should be retained and such approval should -
not unreasonably be withheld.

Whil(_a we understand the reasoning that led to the
provisions of section IX(f), and find that these
restrictions might at times lend force to our

\
Ditto

~ decisions in such matters, it is our view that

we are in perhaps the best position to assess

- It is our interpretation -
that these provisions will not restrict the
institution from licensing a current or former
enployee (or student) or group of errployees

or an organization of which an employee is a

- member if to do so would bring the benefits of

the invention promptly to the publlc. On this

~ Ditto
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Michigan State

We recormend that this entire section be deleted.
The requirement that clearance or approval must
be obtained from the federal agency prior to
licensing employees of the institution, etc.,

is an excessive intrusion on the management

 prerogatives of the institution.

Ditto

o SUBMTTTED BY _

COT: _ I DISPOSiTI(N ............. ———

RATIONALE

New York Umvexsity

W.A.R.F

g
: s

Under section IX(f), "Administration of Inventions",
it seems that the language is unnecessarily con-
straining, particularly the last phrase beginning,

"In such cases . . ." The implication is that pre-
ference would be given.to organizations or indivi~
duals other than those listed in part (£). Thus, ™ 7
it appears that the regulations require the grantee

.- to act in an umnecessarily discriminatory manner.

We would suggest the deletion of Section (f)
of Article IX. On the one hand, the effect
of Sections (a) and (b) of Article IX is to
' leave the decision concerning licensing with
the Institution and then through the operation
of Section IX(f) promptly take away a portion
of that prerogative. The provisions of this
Section could have a decidedly adverse affect
vupon the transfer of technology from the
Univeristy to the private sector. Thus, who
can more quickly transfer the technology of _
a Suwbject Invention than one who participated - -
in the research leading to its conception and/
or actual reduction to practice? Who is most
" knowledgeable about the subject matter of the
invention? Who has more of the "know-how" T
which may be an ancillary but unwritten and -

Ditto

Ditto
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mdeflnable part of the invention'? In the

or part1c1pate in the hlgh tisk involved-in. .

transferring technology from the Unlversu:y
to the private sector, where there is little
doubt that the odds are extremely long in ~
achieving success, why is his investment

. so different from that of a third party

as to become the subject of a specific
prohibition? If such a person, or an
organization of which such a person is a
part, meets all the criteria to qualify

for a license, it seems abundantly clear
that transfer of technology involved to the
public would cccur more expeditiously than .
if third party, which has first to be taught
the technology before such transfer can be
made, attempts to make such transfer..

We firmly beliewve that there is little danger
of "unjust enrichment", which appears to be
the thrust of Section (f), when there is so
little capability to adequately forecast of
the ocommercial success of any given invention
and where the investment risks have not been
changed. Tt is well recognized that each
invention has its moment in time and if an
Institution is under compulsion to first try

© to find organizations other than those speci-
© fied in Subsections (i) (ii) (iii), the time

delay could be fatal to the transfer of
technology to the private sector. 3Also, the
time delay occasioned by obtaining special
permission from the agency involwved, could
‘also mitigate against the timely transfer

of the technology and would, without doubt,

significantly increase the administrative.

" " burden for the Insta.tutlon as well as the




A further ’point with regard to Section IX(£)
is that Institutions for the most part have o
Jhad a great deal of experlenoe 7w1th and have

of interest situations which arise because of
their operations and because of the various
interrelations between funding arising from
private and public sources (the latter in-
cluding Federal Agency funding) and oonsultlng
- arrangements entered into by University inves-
tigators. We believe that the Institutions?
c R - ability to police these problems is well es- *
S ' tablished and that in the great majority of .
R _ L _ _ situations such policing is adequate without
Dol ' e o imposing specific restrictions such as are
P : ' : inmposed by this Section.

Bs a last point, some of the terms used within - P : o Co _
Section (f) tend to defy definition. For L T S
exanple, in the context of the Section what in - T R T T
A S _ . fact does "promoter", "organizer" or "financier" - R - T .
T - mean? These words can have very different '

‘ c ' ' . comotations depending upon the kind of
institution to which they are being applied.

X, Patent Managanent Organlzatlons _ | .
_ . ‘

| 'Ihe Instltutlon may utJ.lJ.ze the services of the follmmg patent management orgam.zatlons at its dlscxetlon-

r 19/

AR _Other patent management organlzatlons will not be utilized by the Instltutlon unless the patent administration agreement beb.-.'een such organlzation B
S and the Instltutlon is approved by the Agency.

'Ihe Instltutlon shall not assign any Subject Invention to partles other than the Agency in cucmnstances as set forth in this Agreement, except that.
- it may assign rights in the invention to the above-listed patent management organizations or any other patent management organization whose agree-.
- ment with the Institution has been approved by the Agency. Any reference to an Institution in this Agreement shall also include a patent manageent.
- organlzatlon where appl:.cable and an ass:.gmrent to such an orgamzatlon shall specﬁ:.cally be mad.e subject to all the terms and oond:.tmns of this
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Research Trlangle
Instltute

~has been made is that they skim the cream off the top.

My comments pertain to the criteria set forth for the No action.
institution's technology transfer program. The wording in ‘ .

‘subparagraph (5) of 1-9.107-7(b) is quite satisfactory.
. To quote, the institution must have "an active and
effective promotional program for the licensing and market-

ing of inventions." However, in other sections of the

Revision and in the sample IPA, there are strong implica~

tions that the govermment has in mind certain currently.

existing patent management organizations. See. for
example the emphasis in Section X of the sample IPA on
Yorganizations" rather than "capability " Indeed, the -

- Report of Interagency Patent Policy Committee went so far

as to name two organizations.

.There are disadvantages, as well as advantages, to the
- current nationally known patent management organizations.

One prominent disadvantage is that they are self-serving,
i.e., they seek patents that will bring them the most income

:' and those that will have a short-term pay-off. There are
- many inventions which are useful to industry, and through

industry useful to the consumer, in which the potential

- pay~off  is below the interest threshold of these companies

but is still econcmically valuable. Cne accusation that.

A further criticism is that they are too far from rany
- universities to provide the personal touch that most

inventors need. I would like to see universities
encouraged to establish their cwn technology transfer
function or to use local institutions (The University of
North Carolina at Chapel Hill and North Carolina State
University in Raleigh have arranged with the Research

- Triangle-Institute to undertake their patent management
~activities). This also creates the environment wherebyiigreater

patent awareness can be brought to the university reseaxch -

.. staff. I am not encouraged by the results of the Patent - . . -
.~ Awareness program of the Research,Corporation at the three. . .-

RATIONALE -

-'Acknowledged.




-~ 71 -

~ universities I have observed. Inventors have a strong - R Lo o TR ST .
suspicion of the "traveling salesman" or the "big- ' ' g P : S e
[ o © city slicker." An effective local capability gets around
b - e .y these problems. I do agree that a demonstrated patent
O : ~ | management or technology transfer capability must exist
b ST -~ before an IPA is made. Therefore, universities starting -
e ' Lo *"  their own program must accept case-by-case negotiations B
-of inventions until they have demonstrated their
e S _ capability or use an existing organization while they
o .s .+ develop such capability. '

| B e _ : e In order to accomplish what I would like to see, T suggest -
A o S "~ that in Section X of the sample IPA the word “organi-
SRR o zation{s)" be changed to "agent(s)" including the section
L e - “title. This should not cause confusion with the word
} L h ' "Agency" if agent is always wodified by the words “"patent
B SR g " managerent." In the present version, six of the eight _ _
times "organization(s)" is used it is so modified. It : S e I e o i
would cause no problem to properly modify the word "agent" o ' - :
the other two times it is used.

To make -the Revision consistent with this suggestion, the.
words "patent management organization(s)" appearing else~ o : L L
- where should be changed to read "patent management agent({s)": ‘ ' L e _ L o . ,
Paragraph (I) of subsection (c) of 1-9.107 6 (Page 3) - - | | SR |

Item 9/ of Notes for Completion of IPA (-Page 18 C SRR e

Paragraph (7) of the new section 1-9.109-%(a) N A A e R
. (Page 20) = _ S S R P TR TE R R = oy |
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._ _U‘. known AIA Member

The restriction agalnst assigning rights to anyone other
than an approved patent management organization is likewise
ob]ectlonable as discriminatory and void of any useful
purpose in achieving utilization of subject inventions.

" While reasonable conditions such as granting only a title

which is defeasible for failure to achieve uti lization

-might be appropriate, there is no apparent reason why .
such an assignment should not be available to any qualified

applicant willing to accept the same conditions,

 XI. Reports on' Develomnent and Commercial Use

No action,” ~  Interest is to permit management -
U = * of any qualified applicant.

‘I‘he Instltutlon shall prov1de a written annual report to the Agency on or before September 30th of each ye

~ June 30th, regarding the status of development and commercial use that is being madg or intended to be ngdgro;oxzﬁnguﬁcgrig‘ede;rgoﬁeﬁftte:ncgégg
L adm:nlstratlon to the Institution and the steps that have been taken by the Institution to bring the invention to the point'of practical applica-
| tion, Q/ Such reports shall include information regarding status of development, the date of first commercial sale or use, gross royalties received
+ - by the Institution, and such other data and information as the Agency may reasonably specify. To the extent data or J.nfomr:ltlon supplied pursuant '

to this section is considered by a licensee to be privileged or confidential and is so marked, the Agency agrees that to the extent permitted by law it :

w111 not dlsclose such information to persons outside the Government.

. SEETED

“institution and/or its designated patent management

organlzatlon the type and scope of information requested
is not unreasonable and will be made avallable by llcensee
without any major res:.stance. ' : :

_Xil. Inventlons by Federal F.mployees

3 Federal elrployee. .

_ CWI‘ DISPOSITION .. . RATIONALE '
'+ Research Corp. No comrents. While the requirerﬁeﬁts in this section will N® acti S o :']; ow El i
* : . " x ac . ) ’
require a substantial administrative effort by the ‘tlorg“ S ;"A _ledg '

""-':__Nothmg in thls Agreement shall preclude the Govemment from obtaJ.nJ.ng greater rlghts :Ln a Subject Irxventinn made by an inventor whlle a




B T R

| U of Conn | -' o - Does this section give special rights to the agency

' ‘Ihls Agreement may be temminated by either party for convenience upon thirty (30) days written notice. ﬁlspoéltlon of rlghts in, and adinim.stratlon
" of inventions made under contracts subject to this Agreement will not be affected by such a termination; except that in the event the Government
- terminates thi's Agreement because of a failure or refusal by the Institution to comply with any of its obllgatlons under sections V(a), VI, IX, and X

- SUBMITTED BY COMENT . DISPOSITION L RWOWME

' :'_State' o _ | The pertinent contract office has expressed concern about Clause XIII. No action. - . _' Questlon not understoqd

e 'Requests for Agency approvals, extensions, or similar actions and other correspondence requlred by this Agreement should be addressed to

 p——

No action’ L ' - Yes-
concerning employees paid in part by the Agrlcultural - ' ’
Experiment Station?

. XIix, Termlnatlon

of this Agreement, the Agency has the right to require that the Institution's entire right, title and interest in and to the partlcular invention with
respect to whlch the breach occurred be assigned to the United States of Amerlca, as represented by the Agency

Termination (page 15), does not agree with giving the righ to
terminat- for convenience to both parties.

XIV, Comunications 11/

. Except where specifically provided otherwise in this Agreement, the

S 'othe.r Agency actions as may be authorized in this Agreement..

. or his designee shall act as the pomt of authorlty w:.thln the Agency to grant such approvals R extms.tons, or take such

. No comments reoelved.

R
T .




| IN WI‘INESS WHEREOF, each of the parties hereto has executed thls Agreement. as of the day and year belm;__
o | S ' | UNITED STATES OF AMERICA
By

Title . B o
Date

Z(CdrporatE.Sééll | . o :
Lo : - o ' . o {Institution)

By ’ ' 1
Title . . ' B '
bate - '

CERTIFICATE

. I, o ' cértlfy that T am the Secretary of | ' ' named above, that -

, who signed this Agreement on behalf of said corporation was then of said corporatz.on, ard that

o this Agreenent was duly signed for and in behalf of said corporatlon by authorlty of its governlng body and is within the scope of 1ts borporate
paowers.

: .Wlmess my ‘nand and the seal of said corporatlon this day of ' ' 19

(Corporate Seal) 2 o Ry

 No comments received
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Exhibit A - 17 o "

COMNFERMATORY—TNSTRUMEDIT. e it S S

. Application for: . - - -(Title of Invention)

. Inventor(s): . _ ,
. Serial No. _ . Contract (Grant) No.
Filing Date: Institution:
: The -invention 'identified above is a "Subject Invention" under (identify Instltutlonal Patent Agreenent nmber) to whldx k |
_: contract {grant) No - with . . _ (specify Governnent agency) was sub;ect. e

o ThlS document is conflrmatory of the paid-up license granted to the Government under this contract (grant) in thls :mventlcn, patent appllcatlon and
) any resultmg patent, and of all other rights acqulred by the Govemnent by the referenced Agreement.

‘I‘he G:)vemment is hereby granted an irrevocable power to inspect and make copies of the above-ldent:l.fled patent appllcation.
| Signed this day of 21 . ' | | k o

+

(Institution) ' . L :

(Signature)

(Print or type name)

{Official Title)




-

. __I,

o . _/ Insert name of agency

N _/ Insert reference to Institution's official policy statements.

, certify that I am the ' ' of the Instltutlon named as 11censor herem, that
' ' , who signed this License on-behalf of the Instltutlon is . of said Institution; and
that Sald Ticense was duly 51gned for and in behalf of sa;.d Tnstitution by authorlty of its governmg body, and is wlthm the soope 01: its

corporate powers.

Signature

o It in accordance with Section IV(a) of the Agreement, the Agency has’ detexmlned that a license for state and danestlc mmic:.pal govexrmlents A
- will not be cbta_med, the followmg should be added to the Confirmatory Instrument: :

"'Ihe 11cense granted to the Government does not mclude state and damestic municlpal govemnents " ST

!

No comments received

Notes for Completion of IPA

No cmmamts recelved

e j_/ Insert a date of appro:umately 3 years.-




-7 - '

i . . . LB

SUBMITI'EDBY ' '_ — COMMENT o — — - DiSPOSITION T T RATIONALE

Research Corporatlon - Reference (3) should 's!peci'fically state: "Insert a date Adopted. SR | : Foothdté' 3. deleted . ,-u

—6/

of approximately 3 years {after date of this agreement].”
(Phrase in brackets to be added.) BAs it stands and read
in connection with line 4 ’ Sectlon I, this reference J.s '
unclear.

LY

If any curnent grants or contracts are to be excluded from the agreement, statarent such' as the following should be inserted here: "This
pgreement shall not apply to the following contracts... S o _

Agenc1es may wish to limit the scope of the agreament to contracts entered into after the date of the Agreement. In such case, the first sentence .

of this sectlon would have to be revised. If such an approach is used, consideration should be glven as to how contract extensions mll be treated,

No caments received. . | _ ' o

The bracketed language may be deleted but normally it is ts:xpectedc that Institutional Patent Agreements will appiy to grants as well as contracts.'
SUBMITTED BY “COMMENT - - DISPOSIIION “RATIONALE,
S Uﬁiversity of | o Ttem 6 suggests that an agency may restrict the IPA to No action'{_ L - ~~ FPR does not make grants

Washington L . contracts (and exclude grants, for example). We cannot : SR o mandatory.

foresee any logical circumstances justifying the
exclusion of grants. To the contraxry, such exclusion
would be counter-productive towards achieving effective
technology transfers. We recommend that Item € be
deleted. - . ' :

_Sone ‘agencies may wish to 1nclude additional or alternatlve prov151ons concernmg mternatlonal matters J.ncludmg such language as they conSJ.der '
necessary pursuant to 1-'9 107-3(h) (2) ) _ .

No conments recelved

; Agencles may fmd it useful to include more detalled instructions here on the format of these reports and the persons to vvlun they should be
st.pplles. : The exact clause may have to be varled accordmg to the agenca.es normal contract close-out pmcedures. R

) . : P o




. SUTFETTED BY ' CONET T . ~ DISPOSTTION ___ . “RATIONALE
‘[‘RDA S ~"Agencies" on last lme should be "Agency s - _ _ Adopted Edltorlal
_/ Insert the names of any patent management orgamzatlons that have been approved. If none are approved, insert. *none. .

10/ leferent dates may be substituted depending on the Agency s needs.

- —/ Insert appllcable addresses and officers.

No carments received

4. Bdd a new section 1-9.109-7 as follows:
| ' §1-9.109-7 Negotiation of Institutional Patent Agreements’

(a} Information to be submitted by Institution

. SUBMITIED BY ‘ COMENT . ” . DISPOSTTION 5 RATIONALE,

U. of Calif. Mr. Norman Latker has transmitted to me a copy of the:. -  No action. - . ' Acknowledged.
S g proposed amendment to Sub-part 1-9.1 of the Federal : S R
Procuranent Requlations. Although I feel that the

information which is required to be filed by insti- : _
tutions seeking Institutional Patent Agreements is ' \
somewhat detailed any may be onerous for an

educational institution to readily gather together,

I nonetheless feel that the overall approach is one

that is most conmendable and therefore, on balance,

I feel that the proposed amendwents are satisfactory

and would be of benef:..t to educatlonal J.nstltutlons.

AN

" An mstltutlon de51r1ng to enter into an Institutional ‘Patent Agreenent smll provxde the agency w:l.th the followmg mformatlm' .
(1) General mfom\atlon concernlng the institution ' J.ncludmg. _ ' |

(._i) A copy of its Arta.cles of Incorporatlon,
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i . . .0 i

(i) A stataneﬁt of the institution's purpose and aJ.ms, and
(111} ‘A statement indicating the source of the institution's funds;
'_ (2} A oopy of the mstltutlon s establlshed patent policy, together with the date and manner of its adopt:Lon

S (3 The name, title, address ' and telephone nunber of the offlcer respons1ble for admm15trat10n of patent and 1nvention matters and a descrlptlon
o of staff:mg in this area, including all offices which contribute to the institution's patent management capabllltles,:

e A4) ‘A description of the institution's procedures for identifying and reporting inventions and a descrlptlon of the procedures for evaluatlon of
such Jinventions for inclusion in the mstltutlon s pramotional program; : : :

~ for the first time reduced to practice in the course of their assigned duties;

(6). A ocipjr of the invention report form or outline utilized for preparation of invention reports;
{7 A statement whether the institution has an agreement w1th any patent management organlzatlons or consultants and a copy of any such agreements,

(Ef) A descrlptlon of the plans and intentions of the institution to.bring to the marketplace inventions to wh:u.ch it retams title, including a .
_ descnptlon of the efforts typically urdertaken by the institution to license 1ts J_nventlons- _

No comments received

(5) A copy of the agreement signed by employees engaged in research and developnent indicating the;u: obligation in regard to mventlons ooncelved or .




; .Y*Bl-a ,

| (iid) 'Numb'er of patents obteined during each of the past ten years;

- uv)“““‘*Nun*ber“of““excluswe Ticenses “rssued durln‘g“e'ach of the~ past e years,

'(v) Number of nonexclusive licenses, other than those to sponsormg Government agenc1es, J.ssued durmg each of the past ten years, -

{vi) Gross myalty income during each of the past ten years;

~

('vii) A general description of royalties charged, J.ncludmg minimum and maximm royalty rates ;

o -S"UMI'I’TED BY : COMMENT . . DISPOSITION . 7 ' RATIONALE

: .  u;;iverSitj; of Washington = Sub-clause (a) requires the applicant to furnish detailed Adopted in draft. | 5 years of records ‘was deemed
R . i data regarding invention and patent administration- L o S enough.

_. . experience covering the past 10 years. In our opinion,
T ANEEEERE it will be burdensome for most applicants to develop the : _ : : N
R _ required statistics for so many years back. We believe o ' o n : _ R s

IR s : that data covering the nost recent five'years would be. - ' - ' ' v
adequate to demonstrate the applicants' experience, and o ' ' '
would not require as much research of past records in

order to sunmarize the requested information.

RS el

. SUEETED BY T COMENT DISPOSITION ' RATIONATE
e -;- Research Trlangle 7 . Further, the information requested in subparagraphs (9) (i1} No actlon. o | | Nothmg now precludes adv151ng on
Instltute e '+ through (9) (vi) of section 1-9.109-7(a) should be broken . _ N ~ this matter. : L
: o down by the patent management agent used. This will give ' o o
© the Agency an opportunity to evaluate the effectiveness of _ : : T e

- the cwrrent patent menagement agent in those cases where a
change may have been made recently. :
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[

“Responses” to information requested in this subparagraph | No action. - Ahkhleédgéd.-r

-~ relative to past activities of educational and nonprofit : - t .
institutions should be used as historical data only, and . R T '
should not be weighed very heavily in deciding whether : : — B . o _ ,
an adequate capability for patent management exists at a : K L ‘ SR . .
given institution. Such data are fairly meaningless as : ' : - ' '
most institutions have only recently begun to undertake B - _ '
this type of activity and their past record is either B R ' o : T
non-existent or reflects a very low level. This would : o ' B
have little or no bearing on future activities, provided
the other aspects' of the institution's policies, admin-
istrative procedures and staffing are deemed adequate,
as outlined in Paragraph 1-9.109-7(b).

... ° Washington State - I noticed also that the new draft contains some very .- ‘Adopted ‘in draft, . 5 years of records deemed
woo o .University -~ - stiff reporting requirements. What stuck in my mind o S -~ sufficient. -
B ' O mostly were the reports requiring history going back ten ,

years on the individual university's patent program _ : . o _

statistics. This would involve a good deal of expense - _ o I S
. and I, frankly, question the value that will be produced. - ‘ S v _ o

- SUPA ' ',_ : It would seem that a description of institutional patent Ditto = . " Ditto
R ' ' activities during the past five years would suffice, and - C . '
- even that will not prove a great deal for many institutions.
A ten year history as called for can be a very big job.
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' __.___;(10) A list of subsrdlary or. affllrate institutions, which would-be covered by an- agreement signed by the 1nst1tutlon,
(11) If the mstltutlon is a subs.uilary or affiliate organization, the name of the other organlzatlon and-a descrlption of the relat:.onshlp,

{ 12) 'Ihe amount of Govermnent support for research and development activities currently bemg admlrustered by the mstltutlon, glv.mg Govemment
. agency and breakdown; ,

e (1_4) A staterent of the 1nst1tutlon s pOllCleS with respect to the sharlng of royaltles with elrployees, and

:-"(15) A deSCrlpthI’l of the uses made of any net income generated by the J.nstltutmn s patent management program

(b} Crlterla for e\raluatlon of a technology transfer program

R Before an Institutional Patent Agreement is entered J_nto with an mstltutlon, the 1nst.1tut3.on shall have a technology transfer program whlch, :
‘as a minimumm shall include:

. (1) An established patent policy which is consistent with the policy in 81-9. 107-3 and is adnu.mstered on a oontlnuous basis by an offlcer
-or organization responsible to the institution;

"No caments received ' : S . ,

‘ (2) Agreements with errployees requrrmg them to assign to the mstltutlon or its de51gnee or the Govermment any invention conceived or
first actually reduced to practice by them in the course of or under Government contracts and awards or assurance that such agreements are
obtamed prlor to the assignment of personnel to Govermment-supported research and development prOJects,

\

SUBMITTED BY —COMENT — N DYSPOSITION RATIONATE, ‘
S N | , - o | " . |
P _ .(b) (?) A requlremant t_:hat enployees must aselgn to the No action. Rl ghts to an mventor may be
' : © - institution or its desidnee or the Government is too - - o : : _— _
o X _ , _ o L _ _ avazlable. : o
inflexible. It does not allow for the unusual but - : : S
occasional case where neither the institution nor the
desigriee nor the Government wants to prosecute a patent
appllcatlon, but the inventor does (many university patent
o p011c1es permit this). Exactly the same protection would
. be prov1ded by a clause stating "Agreements with employees -
- vequiring them to assign or license as directed by the s
mstltutlon any mventlon concelved sape ™




e i i,

- 84 - : '

=3} Procedures for insuring that inventions are prozrptly mentlfled and t:lmely dlscloSed to the off:.cer or orgam.zatlon admlmstermg the
patent pOllcy of the institution; o

 SUBMITTED BY , T CORENT ' ' " DISPOSITION - g - RATONALE .'

- Mlchlgan Tech Um.versn:y

- A final comment concerns the use of the word "insuring” Adopted in draft. S Editorial.

in paragraph (b) (3) and (4) of the last section. Our Rt T
L o experience indicates that one can never insure that ' : - e

R : -inventions are promptly identified and timely disclosed

o ' -+ or that, conscquently, they can be evaluated for
inclusion in the institution's program, W can
demonstrate, of course, that our institution has
procedures for the prompt identification and timely
disclosure and procedures for the evaluation for
inclusion of inventions disclosed ... but, unfortunately, : :
we can never insure that inventions w1ll always be 3 '
identified and disclosed. Perhaps some more approprlate o : _ ‘
wording might be substituted? c o o

SUBMITI‘EH? BY . A CGVRVHE.'I\TI‘ DISPOSITION : _ RATIONALE

Penn State o - Section 1-9.109-7 (b) (3) The admlnlstratlon of tlus : A_d0p‘ted in dr_af_t. I . o '

L ' "jdentification" of inventions could be ' E : . '
construed to require administrative surveillance of research, ! : _

- rather than placmg ‘the responsibility upon the prmc:Lpal _ : _ o
investigator, ' ' o . :

(4) Procedures for’ insuring that mventmns disclosed to the :mstltutlon are evalated for mclusmn in the 1nst1tution s pmmtmnal program, and f’ y

No cmments recelved

(5} An .activ'e-'and effective promotional program for the licensing and marketing of invent:l.ons -
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- of inventions."

the Navy, for example, has interpreted technology
transfer capability to mean that the grantee must
demonstrate representative patents and licenses in
specific fields of technology. (ONR memorandum of

 February 17, 1976, ref: 610:JkP;dcl). The Navy's

interpretation thus clearly favors those organizations
which have already secured patents and licenses and
effectively eliminates the entry of other insti--

~tutions into the field of technology transfer. We

would therefore recommend that part 1-9.109-7 (b) (5)
be worded to read "Procedures for insuring an active
and effective program of licensing and market:.ng

4

'

Under section 1-9.109-7(b) (5) the wording does not

make clear the evaluation criteria for assessing. "an
~active and effective promotional program."  This is
- of particular concern to us since the Department of

i b

No actlon.

'.i




