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Add the following subsection (6) to 1-9.107-4(a): 

(6) In acC()rdance with the exceptional circumstances language of l-9.107-3(a) and/or the special situations language of l-9.107-3(c), agencies 
may enter into Institutional Patent Agreements with educational and other nonprofit institutions having a teclmology transfer program meeting 
the criteria set forth in 1-9.l09-7(b). Such agreements shall be substantially the same as the standard agreement of l-9.l07-6(c) (2) and provide 

'",cthe institution the right to retain the entire right, title and interest in inventions made in the course of or under contracts subject to certain 
"'r:ondltions,. When such an agreement has been made with an institution, it shall be made applicable to each contract with the institution in lieu 
~{)f the Patent Rights clauses in 1-9.107-5 and l-9.l07-6(a) and (b) (unless a determination has been made to exclude the contract from the 
.:-/a~rccment) . 

';;SUBMITTED BY CO~1t-'!ENr DISPOSITION RATIONALE 
~--------~~=-----------~-------------------------------~~~~~----~~~=-----

Cornell University By virtue of the fact that the proposed revision is basically the 
addition of a sub-section (6) to l-9.l07:4('i}~ it is likely that the 
requirements it contains will be interpreted as being inapplicable 
to organizations other than educational and non-profit operations. 

No action 
necessary 

Cornell's' assumption is not.correct. 
The section is applicable to only 
educational and other nonprOfit 
institutiol),s. 

I suspect that this is not the intent, and that further changes 
to the FPR should be considered. 

2. RetiHe 1-9.107-6 as follOl-ls: "Clauses for domestic contracts (short fonn) and Institutional Patent Agreements." 

3, Add the follo\<Jing he\'l subsection"~:(c) to 1-9.107-6: 

(c) Eatent, Rights - Instititutional Patent Agreements. (1) When an agency has detennined in accordance with 1-9.109'-7 that an Institution 
should receive an agreement as authorized under l-9.107-4(a) (6), an Institutional Patent Agreement substantially similar to the standard agreement 

·set.forth in paragraph (c)(2) of this section (and appropri.ately completed as indicated in the numbered notes appearing after the Agreement) 
shall be used. Changes in the agreement should be kept to a minimWlI and should be limited to changes dictated by statutes applicable to the agency 
or by special administrative needs. In any event, agreements should include at least the follOlving features: 

• (A) A requirement for the prompt reporting of all inventions to the applicable agency along with an election of rights. 

No commehts received. 

I 

I 
\ 

I 
i 

,.I 
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rf':~ t, (Subsection 1-9.107-6 Contd.) 

V",,~~~m) ,J~§~IT~tiol)S,coLall", .• the".",rights, ,specifiediri"'I9';107;;;J('$>r;:;;(l1fi: 

f 
f SUPMI'lTFD BY CCM1ENT DISPOSITION RATICNALE 

ERDA Change "reservations" to singular. Adopted in last draft "Reservations" should be 

(C) 11 requirerent that licensing by the institution will normally be nonexclusive except where the desired practical 
has not been achieved, or is not likely to be expeditiously achieved through such licensing: 

singular. :, 
or commercial application 

S!Jfl'lITI'ED BY 

Stanford 
University 

Society of University, 
Patent Administrators 
(SUPA) 

Michigan Technical 
University 

COM/1El'i'r 

Requirement to normally license non-exclusively. Para-
graph (C) of the proposed new subsection (c) to 1-9.107-6 
specifies: "A requirement that licensing by the institution 
will nonnally be non-exclusive except ... " In actw.n practice, 
because of the undeveloped nature of university technology, 
a first license will "normally" be exclusive, not non-exclusive. 
We recognize the intent of this paragraph is to insure that, 
where possible, first licensing will be done on a non-
exclusive basis, and we have no objection to the intent. 
HO\~ever, th(l subparagraph wording is somewhat misl.eading, 
particularly to institutions beginning a licensing program. 
We thus recommend revised wording such as: "A requirement 
that the institution make subject inventions available on 
a non-exclusive basis except ... " 

I reconunend deletion of the word "nonnally." Because of the 
fact that most inventions, when they come out of a 
university, are far from the point of commercial production 
and marketing, most inventions must be ,licensed exclusively, 
albeit for a limited period and even for a limited appli­
cation, if the necessary investment is to be attracted. . 

•.• relating to non-exclusive versus exclusive licensing: 
Who is to exercise the judgment as to whether "the desired 
practical or commercial application has not been achieved or 
is not likely to be expeditiously achieved" through non­
exclusive licensing? 

DISPOSITION RATIOW\LE 

--_ .. _----- ----
Adopted in last draft. suggested language is more 

indicative of the intent cf 
the section. 

'Adopted in last draft. 

No action. 

Satisfied by Stanford 
amendment. 

The intent as indicated in 
section was to permit the 

'University to make such­
determination. 

.I 

I 
I 
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(Subsection 1-9.107-6 Contd.) 

Department of Justice 

COMMENT 

In subparagraph 3(c) (1) (C) , page 2, line 3 - change "or" to 
"and." This change would make the agreement contain the 
requirement that licensing by the institution will 
normally be nonexclusive, except where the desired practical. 
or connnercial application has not been achieved and is not, 
likely to be expeditiously achieved through such licensing. 
This change will provide a stricter standard for other than 
nonexclusive licensing, and will eliminate the alternative 
choices provided by the present structuring. Non­
achievEJJlent of the desired application can be readily 
identified, but the alternative provided by the present 
wording would appear less susceptible of ascertaining 
and conducive to subjective decision. The existing choice 
between alternatives may invite resort to the less 
demanding test of unlikelihood of expeditious achievement 
as grounds for departure from the nonnal licensing called 
for. The 1'lCal(fless of the current language is that it 
forecloses nonexclusive licensing in the situation 
where the desired practical or corrmercial application 
could, in fact, have been expeditiously achieved contrary 
to the impression at tinle of licensing. 

DISPOSITION, 

No action. 

" 

RATIONALE 

Not considered to be a constructive 
o~ necessary_change. 

CD) A condition limiting any exclusive license to a period not substantially greater than necessary to provide the incentive for bringing 
the invention to 'the point of practical or cormnercial application and to permit the licensee to recoup its costs and a reasonable 

, profit thereon: . 

Department of Interior Proposed section 1-9.107~6(c)(I)(D) should set a 
definite time linli t on the exclusive licenses, but with 
provisions for allowing the contracting officer to 
extend the period for an individual contract, if he , 
makes a well supported determination that an ,extension 
is warranted. The length of the allowable extension 
should' likewise be limited. 

No Action. Recommendation is accommodated 
by Sec. IX(B) of IPA. 
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'- . . 
(Subsectlon 1-9.107-6 Contd.) 

sunmTIED BY 

Michigan Technical 
University 

COMMENT 

... also relating to exclusive licensing: M10 is to judge 
what period of time will be necessary to "provide the 
incentive for bringing the invention •• , "? 

DISPOSITION 

No action. 

RATIONALE 

Section IX(B) sets out the base period 
of 5 and 8 years which may be extended 
by agency based on additional information. 

(E) A restriction that royalty charges be limited to what is reasonable under the circumstances or within the industry involved: 

Michigan Technical 
University 

... relating to royalty charges: Mlo is to decide 
"whit is reasonable under the circumstances"? 

No action The 'precedents are found in the common 
law. 

(F) A requirement that the institution's royalty receipts, after payment of administrative costs and incentive awards to inventors, 
be utilized for educational or research purposes: 

No comments received. 

(G) A provisjon enabling the agency to except individual contracts or grants from the 
in the public interest: 

'Department of 
Interior 

Proposed section l-9.l07-6(c) (1) (G) should give the Govern­
ment more discretion in excepting individual contracts 
or grants from the operation of the agreement. The 
Govermllent' should not have to make an affirmative 
showing regarding the "public interest" in order to 
except a contract, but should have discretionary 
authority to review each contract on its merits and 
elect whether or not to place the contract under the 
agreement. 

Comment on p. 58 resulted in changing 
"inc~ntive awards" to "including payments" 

No action, (However, 
!;lee p. 58 for recom­
mended chan~e) operatl0n or the agreement where this. is deemed 

Adopted in last 
dra;ft •. 

The recommendation makes section consistent 
with IPA language ("where this is deemed 
in public interest" - deleted). Subcommittee 
change,d II enabling " to Upermitting" ,for 
editorial purposes. 

(H) A requirement for progress reports after designated periods and re-execution cf the agreement only if the Government deems the 
institution's performance· to be satisfactory: 

. .' -, 

,I.; ,. 

,No~omments received.: 
. i. 

\. i • ,. I , .. . , 
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(Subsection 1- 9 .107 - 6 Contd.) 

. (I) AjJrohibi ti on . a~ainstas si~nment 0 f~l1Y~111~2IlS "'~1:11()l,It:(J()Y~!:lllll~l1t:'!DDIQlLa.ltQn~rsQnsQr 9Ig,,;o.;!':'?'ations .. o.ther~thanassignments. 
··~·~··~~suDjecftothea]:iovecondit:ions; to approved patent management organizations: 

SUBMI'ffED BY 

~lichigan Technical 
University 

mMMENT 

... assignments "to approved patent management organizations:" 
What and where is the procedure for a patent management 
organization to obtain approval for assignment of inventions? 

DISPOSITION 

No action, 

RATIONALE· 

Uniform standards not yet developed - presently 
left to discretion of agency, Subcommittee moved 
"subject to the above conditions" to the end of 

(J) 
the sentence.for editorial purposes, 

A provision permitting termination for convenience by either party upon thirty (30) days written notice, 

No comments received. 

(2) The following is the standard Institutional Patent Agreement: 

INSTITUTIONAL PATENT AGREEMENT 

This Agreerrent is made and entered into by and between the 
United States of America, as represented by the 

1/, hereinafter sometiIres 
-re--;f~e-rr-ed-"-;to--'--""a-s:-;-th". -=e-:"""A-:g=e=n-=cy:-:--, "-and ~=r-7-:-::-=:--:;:=---;;==T;:==::-

, hereinafter referred to as the "Institution." 
-----~ 

SUBt·lITTED BY CCllI1ENT 

ERDA Research COrp. "l\rrerica" is misspelled 

DISPOSITION 

Adopted in last 
draft, 

RATIONALE 

Misspelling. 
Subcommittee made following editorial changes: 

1. : to" in fourth line ,_ 
2, Reversed order of "statement" and 

"memorandurn".in first line of "whereas I . 

clause ... " 

.~. 
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! II 

WllEREAS, in accordance with the President's Staterrent and Merrorandurn Patent Policy dated August 23, 1971" and the provisions of 41 CPR 1-9.107-4 (a) (6) I 

it has been determined by the Agency that the Institution has a technology transfer program meeting the criteria of 41 CPR 1-9.109-7 in that the 
Institution's technology transfer practices have been :r:eviewed and found acceptable; and 

SUB'1ITI'ED BY cor·1MENT , ! DISPOSITION RATIO!'IALE 

ERDA Place conma after "41 CPR 1-9.107-4 (a) (6) 'in'neu of a period. Adopted in last draft. Editorial 

vI!IERFAS, the Institution is desirous of entering into an agreerrent whereby it may retain and entire right, title, and interest subject to certain 
rights acquired by the Government in and administer inventions made in the course of or under research supported by the Agency; 

SlffiHITTED BY 

OOD 

ERDA Research Corp. 

CO'NENT 

I !:. 

second WHEREAS clause, rewrite the clause to read: 

WIIEREAS, the Institution is desirous of 
• I! entering into an agreement whereby it may 

retain the entire right, title, and interest 
in and administer inventions made in the 
course of or under research supported by 
the Agency, subject to certain rights 
acquired by the Government; 

This change eliminates a typographical error and also 
enhances the readability of the clause by placing 
the words "subject to certain rights acquired by the 
Government" at the end of the WHEREAS clause. 

Change "and" to "the". in the second sentence. 

DISPOSITION RATIONALE 

Adopted in last draft, Considered to be better drafting" 

Adopted in last draft, DOD amendment accommodates recommendation, • 
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SUJ3llITl'ED BY CQ'lMENT DISPOSITION RATIONALE 

Depart:nent of State 

Research Co:rp. 

Dept. of Justice 

"Institutional Patent Agreement", the first 
"and" in the second line of the second "whereas" 
does not seem to be the right word. Perhaps 
"an" was intended. 

Second line - the first "and" should'bereplaced 
by "the". 

Third line - either a phrase has been unintentionally 
omitted or the word "in" should be deleted. 

2nd "WHEREAS" clause, line 2 - "and entire right" 
should read "an entire right". 

N,., TI!ER1.FORE, in consideration of the foregoing, the parties hereto agree as follows: 

1. Scope of Agreement 

Adopted in last draft. 

, 
Adopted in last draft; 

Adopted in last draft. 

DOD amendment accommodates 
recommendation. 

DOD amendment accomodates 
recommendation. 

DOD amendment accommodates 
recommendation. 

. This l,greerrent shall define the rights of the parties hereto regarding the allocation of rights in Subject Inventions rep:>rted after the 
date of this Agreement and made under contracts entered into prior to 3/. unless the Agency specifically provides as 
a condition of aI1Y future contract that this Agreerrent shall not apply thereto. This agreerrent shall not· apply to Subject Inventions in cases 
\vhere the Institution is a subcontractor under a prime contract of the Agency. [ 1 y. Y 

SllllNI'I'l'FJ) BY COl~1EHrs ON FIRST SEN'I'ENCE DISPOSITION RATIONALE 

Change period after "Y" to a comma. Adopted in 'last draft. Editorial. 

I 
I 



, , 

SUfl/lI'I'rED BY 

roD 

CCMMEN'l' 

Scope of Agreement, rewrite the first sentence 
to read: 

This Agreement defines the rights of the 
parties hereto regarding the allocation 
of rights in Subject Inventions reported 
after the date of this agreement and made 
under contracts entered into prior to 

.~~~ __ ~~~ 3/, except contracts 
specifically excluded by the Agency. .~ 

TIllS change clarifies the meaning of the first 
sentence. The sentence as it currently appears 
in the proposed Institutional Patent Agreement 
includes the words "prior to" and "any future 
contract". These words create an anroiguity con­
cerning the applicability of an Institutional 
Patent Agreement to contracts awarded prior to 
the effective date of the Institutional Patent 
Agreement and to the reporting of inventions under 
such contracts. '[he substitute words "except 
contracts specifically excluded by the Agency" 
clarify the meaning of the sentence. In rewritten 
fonTI, the sentence can clearly be construed to 
mean that an Institutional Patent Agreement will 
be applicable to contracts awarded prior to the 
effective date of the Institutional Patent Agreement, 
unless the prior contracts are amended to specifically 
exclude the applicability of the Institutional Patent 
Agreement. 

_. 

DISPOSITION 

Adopted in-part in last draft, 

, 

RATIONALE 

DOD language·amended by deleting 
"prior to 3/" and 
substituting "with the agency 
both prior to and after the date 
of this agreement." This amendment 
requires deletion of footnote 3, 
DOD redraft incorporates Univ, of 
Georgia and SUPA recommendations. 

• 
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Section I of I PA, first sentence (cont.) 

Stanford University 

CCM1ENI' 

Exclusion of certain contracts from the IPA. 
An intent of the IPA is to reduce the admin­
istrative burden on both the agencies and the 
universities. However, the clauses which per­
tain to excluding certain contracts from the 
IPA will add to the administrative burden. It 
is noted that the very successful HEW IPA does 
not have such a provision. With such a provi­
sion for exclusion of certain contracts, there 
is then a requir=nt on the part of the agency 
grant and contract administration personnel to 
have grants and contracts reviewed by the agency 
patent personnel to detennine, using unspecified 
criteria, whether or not a partiallar grant or 
contract should be excluded from the IPA. From 
the contractor's point of view, the contractor 
must then deal with exceptions to a standard 
operating procedure which is administrativelY 
cumbersome. It can be observed exceptions to 
nonnal rules in administrative requirements are 
similar to exceptions in the English language in 
terms of complicating sanething simple. 

It is not clear why the ad hoc subca:nm:ittee of the 
Committee on Government Patent Policy of the 
Federal Cowlcil for Science and Technology saw fit 
to include this requirement. If there isn't any 
documented history of abuses leading to the need 
to have such a provision, we strongly recomnend 
that the clauses pertaining to exclusion of con­
tracts from the IPA' s be deleted. (Depending on 
the rrotivationsof the subcommittee for including 
this 'requireuent, the reasoning of paragraph 6 
below may also call for deletion.) 

DISPOSITION 

No action. 

RATIONALE 

The requirement-to exclude selected 
_ contracts from the IPA is deemed necessary 
at least for the following reasons: 

(al There may be situations whe~e the 
agency can identify that it will ,provide 
all development funds. 

(bl There may be situations where the 
agency may joiri with another organization 
with a different patent policy in a joint 
venture. 

(cl Government-owned, company operated 
facilities may not be appropriate 
recipients of IPA's. 



Sect. I of IPA, first sentence (cont.) -. 10 -

SUIWITI'ED BY 

Wisc. AlUllU1i Research 
Foundation 

Scope of l\greement 

The ccmnents here can also be readily tied to and should 
be considered along with the catIreI1ts to Article IV(b) (B). 

We do not understand tile need for any exclusion of 
certain contracts from the Intitutional Patent Agreement. 
To our knowledge there has been no history of abuses 
leading to the need for such exclusion. More importantly, 
no criteria have been extablished upon which the decision 
to exclude is to be based. Hence, tile decision at the 
outset to exclu:1e a contract fran the scope of the Insti­
tutional Patent Agreement can be completely arbitrary in 
nature. 'l'he inclusion of such a provision also seems 
redundant in view of the march-in rights reserved to the 
Government in Article IV (b) (B) . 

In addition, for every exclusion from the Institutional 
Patent Agreement, the only alternative presented to the 
Institution is to abandon administration of an invention 
arising under the excluded contract or to again go back 
to a case-by-case determination. Experience with this 
latter approach has established tllat it is unsatisfac­
tory. I can introduce what can be critical time delays 
in the transfer of the technology to the private sector 
with the result tllat the public may in reality be 
deprived of tllat technology. It will certainly serve 
to significantly increase the burden of administering 
the invention. 

DISPOSITION 

Ditto 

RATIONl'LE 

Ditto 

I 
I 
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Section I of 1 PA, first sentence 

University of 
WasWngton 

University of 
Georgia 

S.U.P.A. 

This section' suggests piecemeal application of the 
IPA to the institution's grants and contracts by 
providing for a cut-off date beyond which contr~cts 
would not be affected by the IPA. We think that a 
carg;>lete cut-over would be simple and preferable for 
all inventions identified after the date of the IPA, 
irrespective of hCM long the specific contract had 
been in effect. 

Adopted in last draft. 

It is a great waste of effort to have to renew IPA's 
periodically. The 30.,.day notice of cancellation 
provided is entirely sufficient, and we see no reason 
whatever to limit the life to three years or any 
other specific period of time. The cost of maintaining 
files for governmental and other documents and correspon­
dence is already prohibitive, and IPA's for successive 
,increments of time would undoubtedly add to this burden. 
This is especially true since it is highly probable that 
successive agreements will differ, making it necessary to 
administer each one separately for the life of any patents 
related to them. Therefore, we recamtend that the agree­
ment have no expiration date and that it be changed only 
for compelling reasons. 

Ditto 

It is not clear why the Agreement must expire after three Ditto 
years. There seems to be little gained, and a considerable 
anount of renegotiation and change of references will be 
added. Termination on 30 days nutice is prbvided in XIII. 

,The last part of the first sentence would be deleted if 
comments under l'above are accepted. ' 

Redrafted DOD language clarifies. , 

Ditto 

• 
Ditto j 



~. 4, Section I of IPA 

SlJIlIlI'lTID BY 

National Association 
of College and 
Business Officers 

Stanford University 

---------------.------------~----.-----~--, 

CCMMEN'rS RECEIVED ON SOCOND SE:NTEi'i:E 

Request deletion of the last sentence of the paragraph 
and substitute therefor: 

"In cases where the Institution is a subcon­
tractor under a prime contract of the Agency, 
the Agreement of the Institution shall govern." 

Cc:mt'l2n ts. 

It sanetimes is the case that an educational or nonpro­
fit institution will grant a subcontract to tl1e Institu­
tion. Under such circumstances, the inability of the 
Institution to acquire rights will tend to discourage 
inter-university research and unfairly treat the univer­
sity inventor who may well lose his equity interest in 
his invention. COGR institutions typically do not have 
patent policies that cover inventions tl1at arise outside 
of the university. Moreover, the COGR institutions favor 
retention of rights by a sister institution as a matter 
of equity and fairness. 

Finally, as a matter of law, the requirement to grant back 
rights to the prime contractor could, under certain facts 
and circumstances, be in violation of the anti-trust laws 
or construed as a patent misuse. 

The inapplicability of the IPA where the institution is a 
subcontractor (last sentence of .1\rtic1e I of the IPA). 
It is not clear why the IPA does not apply where the 
institution is a subcontractor. It would appear the 
logic 'of using an IPA applies equally well to subcontracts 
as well as prime contracts. 

DISPOSITION 

Adopted in last draft. 

Ditto 

RATIONALE 

Subcommittee agrees with 
recommendation. 

Di.tto 
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Sec. I of IPA, 2nd Sent. (cont.) 

SillMITrED BY 

l'lisc. Alumni 
Research Foundation 

Purdue Research 
Foundation 

S.U.P.A. 

Further in relation to Article I of the proposed 
Institutional Patent Agreement, we do not under-
stand why the Institutional Patent Agreement should 
not apply to subject Inventions where the Institution 
is a contractor under a prime contract of the Agency. 
By parity of reasoning if the Insitutional Patent . 
Agreenent is available to an Institution where it is 
the prime contractor it should also apply when the 
institution is a subcontractor. 

Paragraph I stipulates that "This Agreement shall not 
apply to Subject Inventions in cases where the Insti­
tution is a subcontractor under a prime contract." 
We are unable to reconcile this statement with para­
graph II (b) which states that "Contract" means any 
contract (agreerrent, grant, or other arrangerrent) or 
subcontract--" The Agreement should pennit the Insti­
tution to retain rights to inventions under the sub­
contracts. Such a change would encourage interstitu­
tional research. 

I object vigorously to tile second sentence and the 
pertinent part of VIII with regard to subcontractor 
rights. These provisions completely overlcok the 
equity of the inventors who are subcontractor employees 
as well as the equity of the subcontractor itself. The 
prime contractor has little or no equity. If the sub­
contractor has a valid IPA, it should get the same 
treatmant as in a prime contract. 

,.. ... .::.. 

DISPOSITION RATIONALE 

Ditto Ditto 

. Ditto Ditto 

Ditto Ditto 

• 
. I 
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p. 4, Section I of 1 PA, 2nd Sent. (Cont.) 

SUBMITl'ED BY 

University of 
Connecticut 

california 
Institute of 
Technology 

II. Definitions 

CCMMENI' 

-It is implied tha,t the University, when it is a 
subcontractor to a prime contract of a federal. 
agency is bound only by its own statutes and 
regulations regarding patents and licensing. 
Is this a correct interpretation? Section 
VIII does not really answer the question. 

I would further suggest that a new subsection be 
added to Section VIII of the proposed IP1\. to take 
care, of a situation which has troubled us in 
connection with the existing agreements with fEN 
and NSF. The problem arises from the fact that 
some educational institutions (as in our case) have 
policies which prevent granting of rights in 
inventions to sponsors other than government. 
Accordingly, when we are the subcontractor to 
another educational institution which has an IPA, 
the requirement that title vest in the prime 
contractor forces either a deviation from our own 
policy or negotiation of some sort. We would 
suggest a new subsection be added to provide 
that when the subcontractor has an IPA with the 
agency involved -

(1) the subcontractor inventions be subject 
to the IPA of the subcontractor; 

(2) the reporting responsibility of the sub­
contractor be directly to the agency; and 

'(3) information copies be required to be sent 
to the prime contractor. ,. 

DISPOSITION RATIONALE 

No action, See redrafted Sec. VIII. 

Adopted in last draft. Ditto 



SUllMITl'ED BY 

University of 
Connecticut 

Possibly include "institution", clarifying 
relationship to constituent schools, 
colleges, institutes and Agricultural 
Experiment Station. 
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DISPOSITION . 

No action .. 

RATIONALE 

This is a matter to be negotiated with' 
the agency at the.time of application 
for an IPA. 

(al "Subject Invention" means any invention or discovery of the Institution conceived or first actually reduced to practice in the course 
of or under a col'ltract with the Agency, and includes any art, method, process, nachine, nanufacture, design, or OOIlp:lSition of natter, 
or any new and useful improvement thereof, and any variety of plant, which is ()r may be patentable under the Patent Laws of the United States of 
Arrerica or any foreign country. 

SUI3'lITI'ED BY 

Research Corp. 

Department of 
Justice 

COMMENT 

This definition, as stated, applies to inventions 
conceived before award of a contract or grant 
on which patent applications may have been filed 
prior to the date of the award. Some recognition 
of such a situation should be made in this para­
graph. In all fairness to the inventor and any 
previous sponsors he may have had, in the case 
of prior-filed patent applications, only the use 
discovered in the "reduction to practice" under 
the Government grant or contract should be Subject 
to the terms of the IPA. 

A second point - this definition as regards plant 
varieties is lllnitedto patentable varieties. 
Does this exclude Plant Protection Certification 
provided by the U.S. Department of Agriculture? 
Such certification should come within the scope 
of the IPA, in our opinion. 

line 7 ,.. letters transposed. 

DISPOSITIorl 

No action •. 

No action, 

RATIONALE 

This is a matter to be negotiated with 
the agency at the time of award of 
contract or grant, 

• 

Incon·sistent with the definition in the 
existing FPR, 

·Adopted in last draft. Editoriai,. 



SUBMITl'ED BY 

University of 
Georgia 
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CCl'1MENT 

In Paragraphs II (a) and (c) these definitions 
should be restated to include only those 
applications or uses of inventIClllllWhic4 are 
developed under Government fundirig in those 
cases where inventions have been conceived 
and/or applied prior to such funding involve­
ment. 

c 

DISPOSITION 

No action ... 

RATIONALE 

This is a problem of negotiation -
It is the intent of the agreement to 
cover only those inventions l.isted 
in the recommendation. 

(b) "Contract" rreails any contract, [agreement, grant, or other arrangerrent]§j or suboontract entered:into .with or for the benefit of the 
Governrrent, where a plrpose of the. contract is the conduct of experimental, develor:rnental , or research \'JOrk. 

No COIfIIl]el1ts received. 

(cl "!1ade," .men used in relation to any invention or discovery, means the conception or first actual ·reduction to practice of such :invention 

in the course of or under a contract. 

SUBMITl'ED BY 

Research Corp. 

Uh1verS1t:y 01: 

Georgia 

COMNENTS 

Definition II (c) - Same corrroent as under 
Definition (a) regarding prior filed' patent 
applications. 

In paragraphs II (a) and (c) these definitions 
slXluld be restated to include only those 
applications or uses of :inventions Which are 
developed under Government funding in those 
cases where inventions have been conceived 
and/or applied prior to .such funding :involve­
ment • 

DISPOSITION RATIONALE 

. Ditto Ditto 

.1.', 

Ditto Ditto 

. (d) "To bring to the point of practical application" Jreans to manufacture in the case of a canposition or product, to practice in the case of a 
process, or to operate:in the case of machine and under such conditions as to establish that the :invention is being oorked and that is benefits are 
reasonably accessible to the public. . , 

, I 
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SUmlITI'ED BY CDM'1ENT DISPOSITION RATIONALE 

Research Corp. ERDA Line 15 - "is" should be "its" Adopted in last draft. Editorial. 

(el 
l'.rrerican 

"States and danestic lIlllllicipal governments" rreans the States of the United States, the District of Columbia: Puerto Rico, 
Sarroa, GUaID, and the Trust Terriroty of the Pacific Islands, and any rolitical suJ:division and agencies thereof. 

tie Virgin Islands, 

SUBMITI'ED BY 

Hesearch Corp., Dept. of 
Justice, roo, ERJ:llI. 

COMMENT DISPOSITION 

"Agencies" on next to last line has "g" and "n" transrosed. Adopted in last draft, 

III. Allocation of Principal Rights 

RATIONALE 

Editorial 

(al 'I'he Instit.ution Iffiy retain the entire right, title, and interest throughout the .world or in any country thereof in and to each Subject 
Invention disclosed pursuant to Section V., below, subject to the provisions of this Agreerrent. The Institution shall include with each Subject 
Invention disclosure an election ",hether it will retain the entire right, title, and interest in the invention throughout the world or in any country 
thereof subject ot the rights, acquired by the Government in Section N of the agreerrent; provided that the Institution may request an extension of 
the tine for election. If the Institution elects not to retain rights in a Subject Invention, it shall supply the Agency with any written rerorts uron 
which this decision was made, such as marketing rerorts, patent searches, or other similar rerorts. 

SUB!-lITTED BY 

Department of Justice 
and OOD 

OOD, Research Corp. 
and ERDA 

Deparbnent of Interior 

:~. 

COMMENTS 

subpar. .(al, line 9 - "any" should read "an." III (al 

Line 7 - "to" is misspelled. 

Section III(al of the "standard institutional patent 
agreerrent" should provide that in deciding whether to 
grant an extention on the institution's tine for 
making its election, the Government shall consider 
whether the statutory 1 year period is running. If 
th7 period is running, no extension should be granted 
whl.ch would delay the election to within 60 days of . 
the end. of the statutory period. 

DISPOSITION 

No actiOn. 

RATIONALE 

This matter is left to agency 
administration. 



SlJPllITI'ED BY 

University of Connecticut 

California Institute, 
of Technology 

.. 

Ca'1MENT DISPOSITION 

It is not clear whether the University may assign its No action, 
rights to the inventor when that person has been associated 
professionally with a goveTIlInent contract. If the insti-
tution wishes to make such assignment, or alternatively an' 
assignement in the public interest to a private corporation, 
is such pennission to be granted only upon application of 
the inventor or representative of the private corporation 
to the governmental agency? 

Are these questions presumed to be covered by the last 
sentence of section III (a)? 

First, I would propose that the words---the reason, 
including--- be inserted before "any written reports" in 
the third fran the bottcm line of Section III (a) of the 
proposed IPA. This proposal is made because the last 
sentence of this subsection, at least inferentially, 
implies a requirement for formal and possibly expensive 
inquiry as the basis for each negative decision. Under 
the reporting requirement of Section V (a), and the 
definition of "subject invention" in Section II (a), many 
items will be reported which will obviously be of a non­
call!rercial nature. In practice, decisions as to many 
such items are made informally, and institutions such as 
ours would be much more canfortable if the language were 
altered as suggested above. 

No action, 

RATICNALE 

Sec, X precludes assignment without 
the consent of the agency. 

Written reports are not considered to l' 
be deliverable to the agency unless 
available to contractor. 

• 

I 
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(b) 'l'he Institution agrees to convey to the Government, uIXln request, the entire donestic right, title,andfuterest-fuanYSiilijectiIiveriHon 
when the Institution: 

(i) does not elect under section III(a) to retain such rights; or 

(ii) fails to have a United States Patent Application files on the invention in accordance with section 
VI (a), or decides not to continue prosecution of such application; or 

(iii) at any tirre, no longer desires to retain title. 

(c) '!he Institution agress to oonvey to the GoveITlIT'ent, uIXln request, the entire right, title: and int~est in any Subject Invention in any 
foreign country when the Institution: 

(i) does not elect under section III (a) to retain such rights in the oountry; or 

(ii) fails to have a patent application filed in the country on the invention in accordanoe with section VII (a) ; except that if an 
application has been filed in a foreign country after the times specified in section VII (a) but prior to suoh request by the 
Governrrent, the Institution shall retain the entire right, title, and interest in the Subject Invention in the country involved; or 

(iii) decides not to continue prosecution of such application or to pay any maintenance fees covering the invention. 'To avoid 
forfeiture of the patent application or patent, the Institution shall notify the Agency not less than sixty (60) days before the 
expiration period for any action required by the foreign patent office. 

SUBMITl'ED BY 

Dept. of Interior 

CCM1ENI' 

3. Sections III (b) (ii) and III (c) (iii) of the "standards 
institutional patent agreerrent" set out under section 1-9. 
107-6(c) (2) should define what constitutes a'tlecision" 
not to continue prosecution of a patent application.' In­
action for a specified length of t.ime without adequate 
explanation should be deemed to constitute such a decision . 

DISPOSITION 

No action~ 

RATIONAI!E 

Section follows FPR. 
Subcommittee capitalized llsection·· 
throughout page. 

(d) A conveyance, requested pursuant to sections III(b) or (c) of this Agreerrent,. shall be made by delivering to the Agency duly executed 
instruments (prepared py the Govemrrent) and such other papers as are deemed necessary to vest in the Goverrurent the entire right, title, and interest 
to enable the Government to apply'for and prosecute patent applications covering the invention. in this or the foreign country, respectively, or otherWise 
establish its a-mership of such invention. 

No comnents received.-· 



· .' 

"IV: ···MihiiiiUii\Rlgfifs"liCquIi:'ed1:rY the Government 

(al with respect to each Subject Invention to which the Institution retains principal or exclusive rights, the Institution hereby grants 
to the Governrrent of the United States a nonexclusive, nontransferable, paid-up license to make, use, and sell each Subject Invention throughout 
the world by or on behalf of the Governrrent of the united States (including any Governrrent ag~cyl and States and domestic municipal governments, 
unless the Agency determines after the invention has been identified that it would not be in the public interest to acquire the license for States 
and domestic municipal governments; 

SlJPl1I'ITED BY 

S.U.P.A. 

SUPHITI'ED BY 

University of 
Connecticut 

COtll1ENT 

IV(al 
(al In place of the phrase "make, use, and sell" in the 
fourth line, a phrase "practice and have practiced" as 
contained in ASPR 7-302.23 would be much preferable. For 
some inventions, potential licensees could be greatly 
turned off by having to ccmpete with the Government in the 
marketing and sale of a product. 

(al With regard to the extension of the license to state 
and l=al governments, see IllY testimony. They have no 
equity. Administratively, the problan is an' inpmetrable 
maze. 

CCM'lENTS 

DISPOSITION 

No action. 

No action. 

DISFOSITICN 

It is not clear under what circumstances the agency will No action, 
determine that it is or is not in public interest to 
acquire licenses for states and domestic municipal govern-
Jll2I1ts. Presumably inventions made without goven1I1lent sup- . 
port would be patented and licensed for sale or use by 
state or municipal governments, and it is not difficult to 
discern irreconcilable institutional policies concerning 
federally supported or non-federally supported inventions. 

l: am also uneasy about the meaning of a "non-exclusive, 
non-transferable paid up license" for the U.S. gOVernJll2l1t, 
and the requirement that the institution "grant to responsi­
ble applicants, upon request of the government, a 
license ... ". It is simply not clear whether the agreement 
gives the right to own, assign·or license patents, or 
whether the agency retains the right to order the issuance 
of a license (Bl (b), "to· fulfill flllblic.h"'91:thQt§gt§ty_~_-, ... 

"'_~ ___ ~'._~'."," "'. ___ .... ~ __ ~:'_ --'".:'~"---~_C":~-"' -_ •. M'-o-_ - "-.-,,~.,.---,,,., .. "-~,,--' -'.-~ •• - •• .,-_., ....... ,""._ ... '- -" "'" -"'- -'~ 

RATIONALE 

Language of section follows FPR, 

License to State and Municipal 
Governments is negotiable under the 
President's Statement. 

RATIONALE 

Language of Section follows FPR 
and President's Statement. 

" " 
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We suggest that the extension of Federal government rights No action, 
to States and domestic municipal governments be placed on 
a case-by-case discretio;lary basis.· 'Ihe a:-ationale for 
such an extension is belieVed to be an assurance that·· inven~ 
tions in the public health area, such as certain drugs, 
pharmaceuticals and safety devices, would be made widely. 
available at minimum costs through state or minicipal 
sponsorship. 'Ihis is a reasonable requirement. However, 
by making the extension mandatory many inventions not 
having such urgent public health benefits would also be 
included and would seriously impinge on a just return to 
the contractor and inventor and reduce the incentive to 
make improvements or further inventions •. 

i : 

In Paragraph IV(a), the Government's license to a subject Ditto 
invention should be for governmental purposes only rather 
than to ''make, use, and sell." 

--:=.SUEMI=='l-=.T:::=::.,..:B:,:y_· ______ ...cCXJMMENT::.:=: ' DISPOSITION 

Research Corp. Subsection (a) - 'Ihis subparagraph states that the Government has Ditto 
the right to make, use and sell on behalf of the Government· 
of the United States, etc. By including the right to "sell" 
this considerably broadens 'Ule concepts embodied in pre-
vious institutional patent agreements, and enables the 
Federal Government to enter into competition in the general 
market with caurnercial enterprises. In our view, this 
would be undesirable. Our suggestion is that the right to 
sell be deleted and that a rrodifying phrase - "for govern-
mental purposes" ,.. be inserted after the word "Irwention" 
on line 4, page 7. 

We would also suggest that the phrase in this slIDsection 
be ended at the end of the pareniliesis on line 6, thus 
anitting States and danestic municipal governments from this 
part of the sentence. 

Language follows present FPR. 

,. 

Ditto 

RATIONALE 

Ditto 



SUPl1I'ITED BY 

Research Corp (Contd) 

AIler.Patent Law 
Association 

. . . 
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CCl'lMENT DISPOSITION 

The matter of state and rrnmicipal government rights should Di tto 
be forth in a separate subsection for both clarity and rrore 
specific definition of these rights. As mentioned pre-
viously such rights should not be mandatory, but decided on 
a case-by-case basis. The basis for any decision on these 
rights should be set forth in positive language rather 
than in the negative sense used in this proposed agreement. 
For example, the statement might read: 

"The Agency may determine after the invention has been 
identified that it is useful in the area of public health 
and safety, and, therefore, acquisition of a license for 
States and danestic rrnmicipal governments is required." 

A corresponding change will need to be made in Exhibit A, 
Confirmatory Instnnnent. 

1. Whereas, a proposed amendment to the Federal Procurement 
Regulations dealing with Institutional Patent Agreements 
has been developed by an Ad Hoc Subccmnittee of the 
United States Goverrunent's Carmittee on Goverrunent Patent 
Policy; and 

Whereas, on page 7 Paragraph IV(a) , with respect to Sub­
ject Inventions, a paid-up license is given to State and 
Danestic municipal governments unless the Agency deter­
mines after the invention has been identified that it 
would not be in' the public interest to acquire the 
license for State and Danestic IDW1icipal governments; 

No\." Therefore, it is resolved by the American Patent Law 
Association that the license to and for State and 
Danestic municipal governments should be only on an 
exception basis where special circumstances justify the 
exception; and not automatic, subject to exclusion . 

Ditto 

RATIONALE 

Ditto 

,. 

., 

Ditto._ 
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CCl'4lENT 

Our concern in both resolutions is that the proposed 
regulations in question would remove the incentive 
for competent organizations to accept Research and 
Developnent grants or contracts or subcontracts, and 
that as a result the government will be hampered in 
carrying out its purposes. Inventions are unlikely to 
be developed and actually made available to the public 
without reasonable incentives. Institutional Patent 
Agreements such as. utilized by the Deparbnent of Health, 
Education, and Welfare provide adequate safeguards of 
the public interest, including march-in rights if the 
patent CJ<.vner.or licensee is not ccmnercializing. 

DISPOSITION RATIOOALE 

Ditto Ditto 

(b) With respect to each Subject Invention to which the Institution retains principal or exclusive rights, the Institution agrees to grant 
to responsible applicants, upon request of the Government, a: license on tenus that are reasonable under the circumstances; 

. (Al unless the Institution" its licensee' or its assignee, demonstrates to the Government that effective steps have been taken within three 
(3) years after a patent issues, on such. invention to b1;ing the inven.tion to the )='Oint of practical application or that the invention has ~il.l]Jil.de ' 
available for licensing royalty-free or on tenus that are reasonable in the circumstances or can shaw cause why the principal or exclusive rights should 
be retained for a further period of time; or ' 

(B) to the extent that the invention is required for public use by governmental regulations or as may be necessary to fulfill public health 
or safety needs, or for other public purposes stipulated in the applicable contract. 

SUBMI1TED BY DISPOSITION 

Change "in" to "underu in tbl (At No action" 

RATIONALE 

Follows present FPR language. 

Subcommittee changed "Government" 
to "agency" in second line of (b). 
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It is our understanding that this section deals with 
what is generally referred to as "March-in Rights" of the 
Government. It is suggested that this section be JIDdified 
to include a provision whereby the institution can request 
a hearing prior to the Government exercising these rights. 
This \'·;ould bring the prop:lsed agreement more closely in 
line with the DI~ls Institutional Patent Agreement, 
which we find very acceptable. 

With regard to "march in rights", it would be helpful if it 
were p:lssible to develop more specific criteria although 
we recognize this may be most difficult. We do, however, 
suggest that the decisiOn on such matters be specified to 
rest at the highest level within a given agency. 

Adopted in part\ 

Ditto 

Redraft provides for hearing 
and notes designate official 
responsible, 

Dittp 

I 

., 
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Minimum Rights Acquired by the Government 

The general Emphasis in the application of Section (bl 
appears to be the reverse of that. in existing like pro­
visions of the Institutional Patent Agreerrents with both 

. the Departrncnt of Ilealth, Education, and Welfare and the 
National Science Foundation. The fonnat in which this 
Section has been couched would appear at the outset to 
shift the burden of proof in the administration of an 
invention. In other words, it would appear that under 
the literal language of the propcsed provision the Govern­
ment can request ~1e Institution to grant a license to a 
third party at any time before ~1e running of the 3-year 
period after the patent issues. ~'he burden of proof then 
appears to shift to the ,Institution to show that effective 
steps hewc been taken to bringtbe invention to ~1e pcint 
of practical application, or that the invention has been 
licensed on reasonable terms or that principle or exclu­
sive rights should be retained - the 3-year "incubation" 
period being available to the Institution by implication. 

It \\Duld seEm more appropriate that the 3-year "incubation" 
time should be more specifically set out so that there is 
no misunderstanding of the intent of the whole paragraph 
(bl. We believe the language of Article XII (al of the 
Institutional Patent Agreerrent with the Department of 
Health, Education, and Welfare would be more appropriate. 

With regard to paragraph (bl (Bl of Article IV the decision 
(see comnents under Scope of AgreEment abovel can be an 
arbitrary one. No guidelines or criteria are established 
upon which such a decision can be based. Moreover, the 
decision to license others can be made under this provi­
sion' without even giving the Institution an oppcrtunity 
to be heard. ThaFoppcrtllnity, at the very least, should 

A 

be iil.6ludedifithe provision. The fonnat of the -----_ ... 

DISPOSITION 

" Adopted-in-part, 

RATIONALE 

Ditto 

The 3 year· period is c6flsidere! 
negotiable; 

• 
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SUIll'11'l'ITJ) BY 

Stanford University 

• 
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corresponding provlslons from the Institutional Patent 
Agreerrent with the Department of Health, Education, and 
l'lelfare, Section XII (b), which is reprcx:1uced below for 
your convenience, would be lIDre appropriate and equitable: 

"'l'he Grantor reserves the right to license or to 
require the licensing of other persons under any 
U.S. patent or U.S. patent application filed by the 
Grantee on a subject invention on a royalty-free 
basis or on terms that are reasonable in the cir­
cumstances, upon a determination by the Assistant 
Secretary (Health and Scientific Affairs) that the 
invention is required for public use by governmental 
regulations, that the public health, safety, or wel­
fare requires the issuance of such license (s), or 
that the public interest would otherwise suffer unless 
such license(s) were granted. The Grantee and its 
licensees shall be given written notice of any pro­
posed detennination pursuant to this subparagraph 
not less than thirty (30) days prior to the effec­
tive date of such determination, and that if 
requested, shall be granted a hearing before the 
determination is issued and otherwise made effective." 

It is sutmittedthat the Institution should at least have the 
right to be heard and adoption of the above language from the 
Department of Health, Education, and \Vel fare Institutional 
Patent AgreEment is urged in place of Article IV(b) (B). 

4. March-in rights for public health or safety needs or for 
other' public purposes. Subparagraph IV. (b) (B) covers 
march-in rights for the government to require granting 
licenses to the extent that the invention is required for 
public use by government regulation or as may be necessary , 

Adopted-in-part. Ditto. 

DISPOSITION RATIONALE 



Stanford University 
(Contd) 

S.U.P.A. 

to fulfill public health or safety needs, or for other 
public purposes stipulated in the applicable contract. 
'l'he need to lrlclude this subparagraph is well understood. 
However, on its surface, it is a potential danger to an 
exclusive licensee that rnny be planning to invest sub­
stantial risk capital in the developnent of an invention. 
This is particularly appropriate .irI inventions in the 
health field, where very large SlIDlS are expended at 
risk before first public marketing. It will be helpful 
if the IPA can include an assurance for Potential . 
licensees that this subparagraph is only invoked in 
rare situations when certain sp€cified conditions occur~ 

(b) (B) In the hearing after my testimcny I also referred 
to the very serious concern, to the extent of refusal, of 
potential licensee's to agree to license others if an 
"invention is required for use by goveDlffiental regulations 
or as may be necessary to fulfill public health or safety 
needs, or for other public pu~ooses stipulated in the 
applicable contract". The problem is not so much that 
these are not worthy reasons, but rather that the decision 
may be made 'at a low level and without full consideration 
of all the facts and circlIDlStances. ~ assurances should 
be given that the decision will be made at a high level, 
with' an opportunity for a' hearing. 

I 
.:. i 

... ,-~~- .... ,.-.--.... - ..... _---._----------

\ 
\ 

Adopted-in-part. 

Adopted-in-part. 

-------------. __ . __ .. 

Ditto 

Subcommittee agrees in 
principle. 

Ditto. 

· .. 

_. - ._--'- - . 
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SUFMl'ITED BY 

Department of Justice 
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(2) Page 7, subpar. (b) - We urge that a "march-'-in" right 
in the Government be spelled out with respect to anti­
trust princirles. Such right should be absolute and not 
subject to the provisions of IV(b) (A) and IV(b) (B). 
Although march-in for competitive reasons could be 
achieved under the present language of IV(b) , such right 
would not be absolute. 'rile urged addition could provide 
for the exercise of "march-in" rights "should the 
Government detennine that the retention of principal or 
exclusive rights by the Institution will tend substan­
tially to lessen ccrnpetition or to result in undue 
concentration in any section of the COW1try in any line 
of ccmnerce to which the technology involved relates, or 
to create or rraintain other situations inconsistent with 
the antitrust laws." A similar "march-in" provision is 
included in the proposed draft bill on Government Patent 
Policy emanating from the Corrrnittee on Government Patent 
Policy this year. The quoted antitrust standard is from 
the Federal Nonnuclear Energy Research and Developnent 
Act of 1974. 

DISPOSITION 

No <!.ction, 

RATICNALE 

Recomrnend<!.tions go beyond 
requirements of President's 
Statement, 

(cl Notwithstanding section IIl(a) or any other proVls:wn of this agreerrent, if a Subject Invention is rrede under a contract supporting an 
international agreement or treaty, the Institution agrees to issue all such licenses or assignments as are directed by the Agency and to OO!![lly with 
such other directions of the Agency as are deemed necessary by the Agency to comply with the terms of any applicable international agreerrents. At the 
request of the Institution, the Agency will, after an invention is identified, agree to identify the specific obligations of the Institution with 
respect to such invention which might otherwise conflict with the provisions of this Agreement. [ ]·71 

SUI314I'ITED BY 

OOD 

COI1MENT 

Minimum Rights Acquired by the Government, paragraph (c) I 

rewrite the first sentence to read: 

DISPOSITION RATIONALE 

' .. 



Cornell U,niversity 

Notwithstanding section III (a) or any other pro­
visions of this agreerrent, the Institution agrees 
to license or assign Subject Inventions as directed 
by the Agency to conply with the tenns of any appli­
cable international agreement. 

This change substantially shortens the first sentence of 
paragraph (c) and considerably enhances the readability 
thereof. 

As a case in point, I refer to section IV Minimum Rights 
Acquired by tlle Government subsection (c). As I understand 
the situation, the requirerrents that led to IV(c) are such 
that tl1ey should be generally applicable. As to the section 
itself, FPR section 1-9.107-5 (e) sets forth the obligations 
and the applicable clauses to l.Je used in the event the 
agency head or his duly autllOrized designee may determine 
them to be necessary. It specifies that the license to 
the government shall include the right of the governrrr~t 
to sub-license foreign governments pursuant to any treaty 
or agreement with such foreign governments. Section IV(c) 
of the IPA is sanewhat different in that it requires action 
on me part of the institution to request identification of 
those cases in which obligations may exist. 

The reference to "contract supp::lrt and internationa!. i'l.gree­
ment and treaty" seems to us to be vague and we are ool1cP_rned 
about me obligation that we must follow "such omer 
directions of me agency as are deemed necessary by t:ce 

Adopted in last draft. 

No action .. 

, 

Improvement in drafting. 

Subcommittee felt that the 
recommendation was not admin­
istratively feasible. 

agency to conply wim the tenns of any applicable intemcr::ional 
agreements." We believe it should be the obligation of th~ :~ 
ags1cy to advise tl1e institution at me time of a prop::lsec 
grant or contract of any such requirements, and that mey 
should not be retroactive. Directions of the agency to which 
we will be obligated should be clearly stated and understood 
prior to contract execution. 

(d) Nothing contined in this section shall be deemed to grant to the Government any rights with respect; to any invention other thana Subject 
Invention. 
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V. Invention Identification, Disclosures, and Reports 

(a) '!he Institution shall furnish the Agency 

(il a corrplete technical disclosure for each Subject Invention, within 6 rronths after conception or first actual reduction to practice, whichever 
occurs first in the course of or under the contract, but in any event prior to any on sale, public use, or publication of the invention kno.-Ill 
to the Institution. The disclosures shall identify the contract and inventor and shall be sufficiently complete in technical detail and appropria­
tely illustrated by sketch or diagram tc convey to one skilled in the art to which the invention pertains a clear understanding of the nature, 
purpose, operation, and, to the extent known, the physical, chemical, biological or electrical characteristics of the invention. Such disclosure 
shall be furnished directly to the Agency in addition to any other requirerrent under the contract for the submission of progress or financial 
reports and whether or not reference to the Subject Invention has been made in any other such reports. 

(ii) Corrplete information concerning the date and identity of any on sale, public use, or publication of the invention which may constitute 
a statutory bar under 35 USC 102, which was authorized by or knOtlTl to the Institution or any conterrplated action of this nature. 

(iii) A final report within three rronths after ccmpletion of the work under any contract, listing all Subject Inventions or certifying that th~e 
were no such inventions. y 

SUIl14ITI'ED BY CCM1FNT DISPOSITION 

Invention Identification, Disclosures, and Reports, subparagraph (a) (i), rewrite 
the last sentence of the subparagraph to read: 

Such disclosure shall be furnished directly to the Agency Adopted with all\endment, 
even though there are requirerrents under the contract 
for the submission of other reports which may reference 
or disclose the Subject Invention. 

This change shortens the sentence and also enhances the 
readability thereof. The change also eliminates the words 
"progress or financial" and substitutes the word 
"other". _ 

I. 
.' 

I ,,;,: 

RATIONALE 

Subcommittee inserted words 
"progress :orn after "of" 
in third line, 

, 
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Cornell University 

~. 31 .~ 

Section V(a) requires a complete technical disclosure for 
each subject invention within six m::mths af·ter conception 
or first reduction to practice and section III (a) requires 
that such disclosure be accanpan.ied by the institution IS 

election as to ,vhether it wishes to retain entire right, 
title and interest in the invention. Assuming the IlDst 
favorable, but: most unlikely situation in vihich tlle 
institution is aware of an invention inmediately upon 
conception or first reduction to practice, this would 
rn.:'an. tha~ the decision as r filing w,?uld h,;ve. to be made 
w:Lthm S:LX months at best. . ·Our exper:Lence 11ld:Lcates to us 
that tllis period is unrealistic in terms of normal . 
reporting practices of inventors coupled with the time 
required for patent and conmercial evaluation. Solici, 
tation of cammercial interest, analysis of the market, 
review of industrial requirements on obtaining approvals 
for new projects usually take a considerably longer period. 
WQat we are suggesting here is not omission of time frames 
but sane added flexibility to the institution to make a 
thorOUgh. assessment possible. r 

, Adopted in last draft, Subcommittee is in agree~ 
ment with the principle 
of the recommendation. 



I 

\ 

Research Corp and 
S.U.P.A. 

SUPJ>lITI'ED BY 

Research Corp. and 
S.U.P.A. 

University of Georgia 

! . 
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..... _. 

line 5, (a) (i) 7 - delete "on" befbre "sale" 

line 2, (a) (ii) 22 -' delete "on" before "sale" 

-f (a) - In practice this requirement may be difficult to 
'.canply with within the time limit :imposed. Partial or 

incomplete disclosures may. be necessary and may have to 
be accepted by the agency. The reason for this is that 
inventions practically never spring into existence full-
blown and Il'Ost often require considerable trial and . 
testing before the technical details are fully known to 
the extent that a working rrodel or well-defined products 
are available; such testing frequently takes IOC>nths and 
even years fran conception or even fue first crude 
reduction to practice.) 

.Paragraphs III (a) and VIa) require the University to report 
and make an election whether it will retain right and title 
to an invention within six IOC>nths after its conception or 
first reduction to practice, whichever occurs first in the 
course of or W1der the contract. Paragraph VI (a) requires 
the University to file a patent application within six 
IOC>nths after such election. It is our opinion that in a 
university situation it is unreasonable to expect that in 
all cases a patent application can be filed within 12 
ITOnths after the conception of the invention. Reduction 
to practice can be very time-consuming because of the 
possible lengthy delays infunding and because university 
priorities are different from those in private industry. 
These provisions should be changed to allow the election 
and the filing of patent applications within six JX\:Jnths . 

-------_ .... -. 

No action Language follows 35 U,S.C, 

DISPOSITION RATIONALE 

Adopted in test draft, See comment on Cornell, . 

• 

Ditto Ditto 

• 

following the oonception or reduction to practice, which- " ______ .... _."'.'-' 
eve:£ __ .~fl...±~~J:".-_ ..... - .. ,.-.. ---., ..... --. _. -.. ----'---.--.. -.. -- ........ --.. _. -.,.~ 

--~---~.---""-

.' 
. . ,-

,.;:, ... '-. ____ ","""; ._., _;,,;. ,."".>.;..-~:.::_"oc.".;~,,;,· ' 



SUEl-lI'lTED BY 

Penn. State University 

-33-

C(X\lMENT 

Section Veal (i) 1his section appears to make an absolute 
requirement for disclosure submission prior to any publi­
city. Many inventions, especially in the chemical and 
phannaceutical arts, are developed in fragments and a 
valid patent application cannot be filed at a time prior 
to publication, since the necessary human physiological 
and toxicity testing has not yet been achieved. Many of 
our invention disclosures are triggered by a presentation 
at a national or international technical lIl2eting and only 
obtained at that time. Additionally, many inventions are 
achieved in a manner that the inventors cannot be sure at 
what stage conception is achieved, especially with respect 
to chemical, pharmaceutica, and process inventions. 

Section Veal (ii) The words "authorized by or known to" 
the institution could be construed to require detailed 
administrative supervision of all presentations, seminars, 
and meetings; and all publications -- which are presently 
the responsibility of the principal investigator or 
research director. 

DISPOSITION 
1 

Ditto. 

I· 

No action. 

RATIONALE ., 
Ditto 

It was the intent of the 
agreement to impose such admin­
istrative responsibility. 

The institution shall obtain patent agreerrents to effectuate the prOVl.SlOnS of this Agreement fran all persons in its employ who peiform any 
part of the work under any contract except nontechnical personnel, such as clerical and manual labor personnel; 

SlJEMI'lTED BY 

Research Corp. 'and 
S.U.P.A. 

Washington State 
University 

CCM1ENT 

add carma after "contract" and - delete second "personnel" 

I note that there is a new requirelll2l1t that scientific 
employees must sign a statelll2l1t agreeing to these rules. 
I would prefer tha~ this be a little more liberal and 
would allOt/' institutions sane flexibility here. For 
example, we include a statement in our faculty handbcok. 

DISPOSITION RATIrnALE 

Adopted in draft, Proposed language·follows FPR. 

Acknowledged. No action necessary, ,. 



-.-", 

Washington State 
University (Contd) 

IS -
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which makes it very clear that it is a condition of employ­
ment for all of our faculty and scientific personnel to 
adhere to our patent policy. This has worked very well 
and is much less expensive than a procedure which would 
require a signature on a statement by each individual 
facul ty member. I am sure you are aware of the numbers 
of pieces of paper they are required to sign right now by 
other federal regulations. 

"'S-=.UEl==lI:..:'Ic;:'1.:::·ED::.....:B:..:Y'-_______ CO:.::.o.-MMEN=.=· :.:;T=---____ DISPOSITION' 

Penn. State 
University 

Section V(b) It is not clear whether the "patent agree- No action. 
ments" which are required will have to be in the same detail 
as the Institutional Patent Agreement itself. If so, and the 
Institutional Patent Agreement must, in effect, be incor-
portated by reference into the patent agreements to be 
executed by university employees, then it is critically 
important that these agreerrents be as sllnple, clear and 
concise as possible. 

RATIONAlE 

The instructions of IPA appear to 
provide adequate guidance. 

(c) The Institute agrees that the G::>vernrnent ITI3.y duplicate and disclose Subject Invention disclosures and, subject to Section XI, all other 
reports and papers furnished or required to be furnished pursuant to this Agreement. 

SUEl'1ITTED BY 

Research Corp and 
S.U.P.A. 

, 

CCM1ENT 

Care must be taken by the G::>vernment that the right to 
duplicate and disclose invention disclosures is not care-
lessly or tl10ughtlessly misused in such a way as to . 
jeopardize foreign patent rights or to inadvertently 
set an unnecessarily early deadline for filing patent 
applications in the United States. Patent statutes in 
the U.S. and foreign countries govern these ITI3.tters and 
should.be observed. Our suggestion would be to add 

DISPOSITION 

Adopted in draft, The Subcommittee drafted language 
which accommodates this comment as be¢ 
able under the Freedom of Information 
Act, 



Perm. State 
University 

SUBMITI'ED BY 

Purdue Research 
Foundation 

.. 

Michigan Technological 
University 

- 35 .• 

···langtJage· limiting·auplicati6u·aiid····disclosure··i'lghtS··orily 
to those rights required to conform to the Freedan of 
Information Act. Privileged and confidential information 
as noted in Section XI (to which this subsection refers) 
with respect to license information applies equally well 
to infonnation in disclosures and it should be so noted 
in tilis Subsection. 

Section V(c) It is not clear whether this provision would 
permit the Government to publish an invention disclosure 
covering a phannaceutical which was "conceived" but not yet 
actually reduced-to-practice, and upon Which a valid patent 
application could not be filed because of a lack of human 
effectiveness testing. 

Paragraph V(c) stipulates that "The Institution agrees that 
the Government pay duplicate and disclose Sllbject Invention 
disclosures and subject to Section XI, all other reports 
and papers furnished or required to be furnished pursuant 
to this AgreEment." At times it is not possible to license 
and/or evaluate tile foreign market potential within the one­
year requirement to file a foreign counterpart to a U.S. 
application. Such publication of the disclosure as 
stipulated in paragraph V(c) would prohibit filing in llDst 
-foreign countries after the one-year period. A similar 
situation could result with respect to paragraph V(d). It 
is a policy of our Institution to encourage publication 
but at times such is not feasible until a canplete analysis 
of the cannercial opportunities is made in foreign countries. 

-- the Standard Institutional Patent Agreement: V. (c) 
specifies that "the Government may duplicate and disclose 
Subject Invention disclosures." My university objects to 
prEmature publicity with respect to invention disclosures 
as being inimical to our i.interests and the Government's 
interest in obtaining suitable patent coverage--at least 

Ditto Ditto 

r 

DISPOSITION RATIONALE 

Ditto 
,-

Ditto 

• 

Ditto Ditto 



Michigan Technological 
University (Contd) 

University of 
Georgia 

- 36 -

until after patent applications have been filed. Even 
in that circumstance, it is often undesirable to 
publish invention disclosure information. We there­
fore recommend that paragraphs (c) and (d) be reworded 
to make public disclosure of invention disclosure 
naterials an optional matter, depending upon the 
judgment of those who are working on obtaining patent 
protection for the inventions. 

It is understandable that the Government should have 
the right to disclose, eventually, invention disclosures 
under the IPA (Paragraph V(c), page 8). However, pro­
vision should be nade to allow the filing of a U.S. 
Patent APplication prior to any such governmental 
disclosure. 

.... .... - ... - -_ ..... _ .. - ...... - .. ~ ..... _._ ... "-- ..... ---~----- .. "_ ..... -"--.---.. ~-.. _ .. - ----.. ' .. 

Ditto Ditto 

, 

(d) '!he Institution shall not bar or prohibit publication of disclosures of Subject .Inventions on which patent applications have been. filed. 



SUEMI'ITED BY 

University of 
vlashington 

vl.A.R.F. 
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cn·lMENT 

Since grantee or contractor's proposals may contain 
information of patent significance, we recarmend that an 
additional sentence be added to Clause V(d): "The 
Government agency will take reasonable steps to insure 
that data or information furnished by the Institution 
is nqt released to the public before the agency 
obtains confirmation from the Institution that the 
proposed release \<lill not adversely affect the patent 
interests of the Institution and the Government." 

The inplication of Section (d) is that where no 
patent application is filed the Institution ~ 
bar or prohibit publication without limitation. 

VI. Filing of D::lIIestic Patent Applications 

DISPOSITION RATIrnALE 

Adopted in draft 

Acknowledged, University has this prerogative, 
,. 

. .... _- t'" .----..•. --

(al With.J;espect to each Subject Invention in which the Institution elects to retain domestic rights pursuant to section III (a) . of this 
Agreerrent the Institution shall have a domestic patent application filed within six (6) nonths after an election has been made pursuant to section 
III (a) of this Agreerrent or such longer period as may be approved in writing by the Agency; provided, haNever, that if the Agency determines that 
there has been such use or publication of the invention as to initiate the one-year statutory period, the Agency may prescribe a shorter period for 

. the filing of the application in the event the six-nonth period would extend beyond such statutory period. Such shorter period, rowever, shall in 
no case end nore than thirty days before the end of' the statutory period. With respect to such invention, the Institution shall promptly notify the 
Agency of any decision not to file an application. 

SlJBHI'ITED BY 

I£pt. of Interior 4. Section VI (a) of the "standard institutional patent 
agreement" should provide that when the agency pre­
scribes a period shorter than 6 nonths for the filing 
of a patent application, this shorter period shall end 
no later than 30 days prior to the ruilning of the 
statutory period. As presently worded, the section 
might be .construed as providing that the shoiterperiod 
could end no earlier than 30 days before the end. of the 
statutory period. 

DISPOSITION 

No action, 

RATIONALE 

The intent of the section is as 
stated by the commentator, 



<P) For each Subject Invention on which a patent application is filed by or on behalf of the Institution, the Institution shall.: 

(i) within brio (2) IT'Onths after such filing, or within (2) brio =ths after submission of the invention disclosure if the patent application 
previously has been filed, deliver to the Agency a copy of the application as filed, including the filing ,date and serial number; 

(H) within brio (2) IT'Onths after such filing, or within brio (2) IT'Onths after submission of the invention disclosure if the patent application 
has previously been filed, obtain and deliver a copy to the Agency of an assignment from the inventor or inventors to the Institution of all 
right, title and interest in the invention properly recorded in the United States Patent and Trademark Office. 

(Hi) include the folla.ving statement, appropriately carpleted, in the second paragraph of the specification of the application and any 
patents issued on the Subject Invention, "The CDvernrrent has rights in this invention pursuant to Contract (or Grant) N:>. ______ _ 
awarded by (identify the Agency) "; 

SUBMI'lTED BY COMMENT DISPOSITION RATIONALE 

Penn. State Univ. Section IV(b) (i) and (ii) '!he period of brio IT'Onths set forth Adopted in draft, 
in each of these sections is too short in view of the delays 
in the Patent Office, and the fact that there should be no 
urgency in these submissions, i.e., six =ths would be 
better. 

1 ; 

Language'was amended to 
lengthen period. 



SUENITrED BY 

-ResearcKCOrp: 
. am S.U.P.A. 

University of 
Georgia 
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-- WetiIre schedule for reporting riling date and serial-­
number prescribed in this subsection is not under the 
control of the contractor or grantee, but depends on 
Patent Office administrators. It should be recognized 
that sane flexibility in the times stated must be 
allowed. Our suggestion is that in VI (b) (i) the 
application should be submitted within two months 
after the filing but that the filing date and 
serial number should be submitted within 30 days 
after their receipt from the Patent Office. Similarly, 
in VI (b) (ii), if a copy of the recorded assignment 
is desired, the date of its submission to the Agency 
should be set at 30 days after its receipt from the 
Patent Office. Simple unrecorded copies of the 
assignment could be submitted within two months 
of the filing date, however. Likewise, in VI (b) (v), 
the date for submission of a copy of the issued patent 
to the Agency should be set at 30 days after printed 
copies are made available by the Patent Office to 
the contractor or grantee (as this date frequently 
follows the date of issue by several weeks). 

We recommend the changing of wording on Page 9 in 
Paragraph VII (b) to specify that the Grantee shall 
furnish prcmptly a copy of each U. S. Patent 
Application with data filing and serial number, and 
shall promptly obtain and deliver a copy to the 
Agency an assignment form, etc. 'l'he information 
required here can be obtained only fran the Patent 
Office and the University reporting is subject to 
the_timing of that office. 

DISPOSITION RATIONALE 

, 

Substantially accommodated Ditto 

, -~'" "-" -""-"--.-." ~-. • .,-.-~--~",".,.-.,."~~--_.,~ __ "_". " .-,.~""--~. __ .,, ... _.~ • ". 'e~"_'_,,_, '_e_O'__ • ___ ~ __ ,, _____ .,,",,"._," __ .__ • __ _ ____ .~ , ___ .""_ •• ___ , __ ,_,,. __ .~_. ._ ... _,~ , __ ."'" , 
--

~ . . ,., 

, 
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,Michigan Tech. 
University 
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CD~1MEi'lT 

VI. (b) --contains onerous reporting requirements which 
tend to negate the value of the proposed policy. For 
instance, why is it necessary for the Agency to have a 
ccpy of the patent application as filed, and why does 
the Agency need a ccpy of the assignment fran the 
inventor to the institution? Unlike Federal agencies, 
the universities do not have manpower available to 
prepare and submit ccpies of sensitive documents 
to Federal departments which have neither the need 
for such detail nor the space to store the appli­
cations and assignments. It should surely be 
sufficient for the Agency to receive an annual report 
listing the titles, filing dates and serial numbers 
of all invention disclosures on which patent appli­
cations p~ve been filed by the institution--with 
the option of requesting copies of relevant 
docurrents, as proposed in subparagraph (viii). 

"Subparagraph (iv) is positively insulting to 
the universities. Exhibit A confinns, with full legal 
trappings, the legal responsibility which had already 
been established by legal agreement and, in addition, 
ccnfirmed by a statement required in each patent 
specification, as per paragraph VI. (b) (iii). This is 
bureaucracy carried to the ultirrate extreme, and 
Michigan Technological University strongly 
recommends that the entire requirement of that 
subparagraph (iv) ,together with Exhibit A, be 
deleted from the proposed revision. 

DISPOSITION" 

. '. -Subst8.ntially acconunodated. 

/" 

No action. 

RATIONALE 

Ditto. 

, / 

The;conformatory l~cense 
is'· requirement r<cquir'ed by 
FPRs. 
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.. ..- -VL{b)--(-iv)withinsix{6)IOOnthsafterfiling ... the .... application, .. _or .. within .. six_._(6J._IIQl1:tm;af~l>I.1bnij;j;:j,ng_tb'Ltll,,~J:!Ql'l_gisclosure.if .. the 
application has been filed previously, deliver to the Agency a duly executed and approved inst.runent on the form specifiedlD~--­

.. . -" .. 

.. 

Exhibit -A which is attached her~to and by this reference made a part hereof, 

(v) provide that Agency with a COPY' of the patent within two (2) IOOnths after a patent issues -on the application, 

No COIl1rel1ts received 

. VL(b) (vi) not less than thirty (30) days before the expiration of the response period for any action required by _the United States 
Patent and Trademark Office, notify the Agency of any decision not to c:ontinue the prosecution of the application and deliver to the 
Agency executed instrurrents granting the G:>vernment a po~r of attorneY1 

SUB4ITl'ED BY DISPOSITION RATIOt'IALE 

Research Corp. Subsection (vi) - While we agree that timely 
notification of discontinuance of prosecution is 
necessary, we suggest that pcMers of attorney be issued 
only on request by the Agency. In the majority of 
cases, discontinuance of prosecution by the institution 
is based on the discovery of overwhelming prior art, 
unlikely prospects for commercial or public use, or 
other obvious fatal flaws which would preclude 
obtaining patent coverage. Under these circum-

Adopted in draft. Words ''upon request" added after 
''Agency. " Adoption will reduce . 
unnecessary administrative workload. 

stances it would be unlikely that the Agency would 
find· it advisable to continue proseciltion. In 
addition such continuance would involve a waste 
of public funds. Thus, it would be the exception 
rather than the rule that powers of attorney would 
be required. 

WOJ) (viiil upon request, :fully advise the Agency concerning all actions taken during the prosecutjon of any patent awlication and 
furnish copies of ~ •. relevant dOCl.lll'ellts as requested. . 

No cc:mnents received. 
, 

., 

,", 

-·'·1·.'·.·.-· 

--; ;..-

. .. 

1 

1 

J 
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VII. Filing of FOreign Patent Applications 

(a) With respect to each Subject Invention in which the Institution elects to retain principal rights in a foreign countJ:y pursuant to 
section III(a) of this Agreenent, the Institution shall have a patent application filed on the invention in such countJ:y, in accordance with 
applicable statutes am regulations, and within one of the follONing periods: 

(i) eight (8) lIOnths f~ the date of a corresponding united, States application filed by or on behalf of the Institution; 
or it such an application is not filed, six (6) nonths after an election is made pursuant to section III(a) of this 
Agreenenti 

(ii) six (6) lIOnths f~ the date a license is granted by the Ccmnissioner of Patents and Trademark to file foreign applications 
when such filing has been prohibited by security reasons; or 

(iii) such longer perico as may be approved in writing by the Agency. 

SUBf.lI'ITED BY 

Nunberous Calmmtors O1ange "VIII" to "VII" 

ERDI\ am Research Corp. Change "it" to "if" in (a) (i) 

SIJBMI'l'rFJ} RY 

DISr05ITION 

Adopted in draft. 

Adopted in draft. 

RATIONALE 

Editorial. 

Editorial. 

S.U.P.A. 'lhe tiIre periods need to be flexible, No action,. Time periods are deemed 
appropriate • 

• 

", 

. 
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~:..~~I}~;glQJ;~j:lc~ .. , The time limit 6f 8 lOClnths fran the date of filing a . , 
......... ·oorresj56nd1:ng·United·!:itates··applieationfor .. filing.in ............... . 

Mic1}igan Tech. 
University 

foreign countries is unrealistic for two reasons. The 
primary reason has to do with the practical need to 
include as much new material as possible, which has been 
developed after filing in the united States but before the 
end of the one year of grace under the international Patent 
Convention. This makes for the strongest patent claims 
in foreign countries. The second reason is that the 
Jrechanics of preparing adequate patent applications for 
filing in foreign countries, including translation, 
frequently is difficult to acconplish within 8 lOClnths, 
especially when complex technology is involved. We 
suggest that the tine limit in this subsection for 
foreign filing be increased to 11 =ths. 

The second part of this subsection is not clear as to its 
purpose or meaning. This phrase shqIld be eliminated 
or restated. 

:j:f subsection VII (a) (i) is lOCldified. as suggested above, 
subsection VII (a) (Hi) \\Ould apply only to subsection 
VII (a) (H) • 

Paragraph (a) includes tilree alternatives; presumably the 
word "or'.' should follow tile semicolon at the end of sub­
l?'1-ragraphs (i) and (ii). Even with the addition of this 
alternative, we object to the specification of fixed 
time periods--eight lOClnths in the first paragraph.and six 
lOClnths in the second. In patent matters, it is our 
experience that each specific case must have decisions 
of this kind made as a result of circumstances \'!hich 
exist, uniquely, for that particular case. we there­
fore reCCllRnand that subparagraphs (i) and (H) be 
rewritten to generalize the elapsed tine for Joreigri 

J 
.--- .• _- .~. ""p-'--- ---.•••. , . 

Ditto Ditto 

,. 

Ditto. Ditto 
-:.' 



Michigan Tech. 
University (Coh$ued) 

W.A.R.F. 
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filings; e.g. "foreign filings shall be nade at an 
appropriate date following the filing of a corresponding 

, , 

U.S. application, so as to obtain suitable foreign 
protection with a minimum risk of prenature disclosure, etc." 

1he tirre frames established by Subsection (al (il are in 
fact arbitrary in nature and have no relationship to the 
practices which normally govern the filing of patent appli­
cations in foreign countries in a patent-license situation. 
Traditionally, once the convention date has been established, 
as by filing in the U.S. before publication, it is the usual 
practice to delay as long as possible the filing of foreign 
applications. This is done for a number of reasons, anong 
which are: 

(1)' to establish a commercial interest or perhaps even 
enter into an actual license so that a more reasoned 
decision can be made on where to file corresponding 
foreign applications; 

(2) to deteunine the effect of publications if and when 
. made since certain countries do have grace periods 

after publication which do not absolutely bar the 
filing of a patent application; 

(3) administrative considerations such as the obtaining 
of export licenses under certain conditions; and 

(4) the increase in the administrative burden which the 
establishment of artificial time periods, over and 
above the normally considered and controlling 
statutory tiIre periods, which now govern foreign 
filing considerations, will cause. 

.' 

DISPOSITlOO 

Ditto Ditto 

1 



SUBMITl'ED BY 

N.A.C.U.B.O. 

.' 

... -.... ~_.- ... --... _.--.......... -.. -.-... -.. --~--' --·---r----·---.· __ _ .. 

.. ........ IriView6f theaoovewe@uld sugi]est that the portion of 
. . 

Article VII (a) following "regulations" in line 5 be deleted. 

Same of the reasoning applied above would also apply to 
Article VI (a) relating to the filing of danestic patent 
applications, with, of course, provisions which would 
protect the agency in the event the Institution decided 
'to file no patent application'·.·" .. , . ., . .. . . . . 

roMMENT 

Request Paragraph VII (a) (i) be changed to read as follows: 

DISPOSITION 

"ten (lO) IlOnths fran the date of the corresponding United Ditto 
States patent application filed by or on l1ehalf of the 
Institution, or if such an application is not filed, six (6) 
months fran the date a license is granted by the Commissioner 
of Patents to file foreign applications providing an election 
has been Jl'ade pursuant to section III (a) of this Agreenent." 

Good patent practice dictates that a foreign filing be made 
just prior to the end of the convention period. Especially in 
the case of university inventions, additional material is Jl'ade 
available sUbsequent to the U.s. Filing which becanes in­
corporated in a continuation-in-part. It is advantageous 
to base the foreign filing on the most complete disclosure 
available. 

If no application has been filed, an export license would be 
~equired to foreign file. The tine granted to foreign file' 

. soould be the sane as that granted in section VII Cal (ii) • 

RllTIOOALE 

Ditto 

, ,,'.' 

ft. 
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Stanford 
University 
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Filing of forei9n patent applications; Article VII 
a. specifies certain time periods for filing foreign 
patent applications (note Article VII is mislabeled 
as Article VIIIl. This article also provides that the 
specified periods can be extended if approved in 
writing by the agency. 

While we can cClTq::>ly with paragraph VII (al, it appears 
to be an unnecessary and possibly counterproductive 
"ove):control." It is readily observed that additional 
administrative effort is required both on the part of 
the agency and the institution to follow both the 
arbitrary periods of VII(a) and actual bar dates. The 

" . 

00 

. requirements, intended to adnunistratively insure foreign 
filing dates are not missed, may possibly be self-defeating 
of that goal because an institution's licensing officer may 
be lulled into overlooking the need to take into account 
many other timing considerations with respect to a foreign 
filing program than indicated in these paragraphs. For 
example, if publication has occurred, and the U.S. patent 
application is not filed until after such publication, an 
institution still can obtain patent protection in West 
Gennany and Japan if they file within six IrDnths of the 
publication. Other factors also cane into play such as the 
need" to obtain an export control license before filing 
abroad in certain cases, such as filing in Japan after 
publication but less than six IrDnths after the U.S. filing. 

As a further observation, in a dynamic licensing program 
of undeveloped technology of uncertain value, IrDre often 
than not corresponding foreign patent applications are filed 
after 8 IrDnths fran the date of the U.S. application. 

"DlSPOSrrloN " RATIONALE 

Ditto Ditto 

". I 

'. 
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....... vtt(afthen requires both the agency and the institution .' 
to set up procedures to follow artificial dates, to request 
and issue approvals for variations fran those artificial 
dates. Econanic forces and practical considerations will 
drive filing before bars, not arbitrary time periods • 

. We reconmend that subparagraph VII (al end after the =rd 
"regulations" in line 5. (It is observed Article Vl which 
covers filing of domestic patent applications could stmilarly 
be shortened for similar reasons.) , 

J 

VlI(b) '!he Institution shall notify the Agency promptly of each foreign application filed and, upon written request, snaIl furnish an EngliS!l 
version of such fOl;"eigriapplication without additional canpensation, 

In regard to subpar~graph VrI(b)l~e recommend~ to reQqce ~dministrative bqfd~ns up-on bpth Accommodated. Annual report is 
the agency and the Ifistltutlon. 1hat rather tnan notIfy the agency after fIlIng ot each deemed sufficie~t. 
foreign patent application, that data regarding foreign applications filed be included in the annual report. 

VlII..Subcontracts 

(al Except as provided in (pI, below, the Institution shall include in any subcontract where a purJ;X)se of that subccntract is the 
conduct of experimental, developrental, or research work either the "Patent Rights-J\cqUisition by the Government" clause found at 41 CFR 

1-9.107-5 or the following'clause: 

Patent Rights 

(al '!he Contractor hereby agrees to report fully and prorrptly to --~-r.:::=Ti:':':'D"==,r------
( Institution) 

any invention conceived or first actually reduced to practice in the course of or under this contract 
(hereinafter referred to as "Subject Invention(s);" and to assign all right, tiUe, and interest in 
and to such invention to or its designee. 

(Inst! tution) 

. (h) . In addition, the Contractor agrees to furnish the following materials, disclosures and reports: 

I 



. 
f· ,. 

(i) Upon request, such duly executed instrl:urents (prepared by the 
----;;=;-r;:=-:r=~-------- or its designee) and such other 

( Institution) 
papers as are deenEd necessary to vest in· the 

-"(I~n-s~ti~'7tu~t~i~on-r)-----

or its designee the rights·granted under this clause and to enable 
the or its designee to apply for am. prosecute 

( Institution) 
any patent application, in any country, covering such invention. 

(ii) Prior to final settlem2l1t of this contract, a final report listing 
all Subject Inventions or certifying that no inventions were conceived 
or first actually rocluced to practice under the contract . 

. (c) Except as provided below the Contractor shall include either a clause 
identical to this clause or the "Patent Rights - Acquisition by the Government" 
clause found at 41 CPR 1-9.107-5 if a purpose of the subcontract is experimental, 
developnental, or research work. In the event of a refusal by a subcontractor 
to accept either of these clauses or if, in the opinion of the Contractor, these 
·Clauses are inconsistent with the policy set forth in 41 CPR 1-9.107-3, the 
Contractor (i) shall promptly notify the Institution and (ii) shall not proceed 
with the subcontract without the written authorization of the Institution. It 
is understood that the Institution will seek direction from the 

(insert narre of appropriate Agency) • 

(d) '!he Contractor shall report any subcontracts containing a patent rights clause 
to the Institution. The Contractor shall not be obligated to enforce the agreerrents 
of any Subcontractor hereunder relating to the ooligations of the Subcontractor to 
the Government in regard to Subject Inventions. . . 

[End of Clausel 

(bl]i1 the event of a refusal by a subcontractor to accept either of the clauses specified in (a), or if, in the opinion of the Institution, 
~e clauses are inconsist:(,mtwith the policy set forth in4l CPR 1-9.107-3, the Institution (i) shall promptly submit a written notice to the Agency 

>. setting forth ;reasons fo~!~ .Subcontractor's refusal and other pertinent infonration which may expedite disposition of the matter; and (H) shall not 
proceed with the f;\lb!::ontr~t \rlithout the written authorization of the Agency. .. .. 

~ , . 
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. , 
(c) It is understood that the G:>verrurent is a third' party benefiCiary of any suI:x:;ontiact clause giiriitirigrights to the G::lvernrrentin 

Subject Inventions, pnd the Institution hereby assigns to the G:>vernnent all rights that it would have to enforce the Subcontractor's obligations 
for the benefit of the G::lvernnent with respect to Subject Inventions. The Institution shall not be obligated to enforce the agreements of any 
subcontractor hereunder relatirig to the obligations of the Subcontractor to the G:>vernrrent in regaro to Subject Inventions. 

SUBMITI'ID BY 

OOD 

DISPOsrrION 

7. Page 12, Patent Rights Clause, paragraph (c) at the tcp 
of the page, rewrite the first six lines to read: . 

The Contractor shall include in any subcontract either Substantially' accommodated •. 
this clause or the "Patent Rights - Acquisition by the 
Governnent" clause found in 41 CFR 1-9.107-5 if a 
purpose of the subcontract is exper:imental, developrental, 
or research work. If a subcontractor refuses to accept 
either 

This change shortens the first six lines and also clarifies 
the rreaning of the paragraph. The words "Except· as provided 
below" were intentionally deleted. It is difficult to determine 
what is rreant by the v.Drds "provided below". The v.Drds 
"provided below" could be construed as referring to subject 
matter within the same paragraph or could also be construed 
as referring to subject matter set forth in paragraph (b). 
on page 12. It will be noted that paragraph (b) on page 
12 is not part of the Patent Rights Clause. 

Change "at" to "in" in third line of subparagraj;h (c) of 
"Patent Rights" clause. 

Accommodated 

RATIONALE 

lJppr()ved drafting: 

Covered by OOD change. 
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With regard to section VIII which provides for assigJ1llEnt of 
rights to the IPA holder from sub-contractors, we 'WOuld like 
to see some language added to eliminate this requirement if 
the sub-contractor is itself an IPA holder. We assune that for 
the purposes of section VIII that the requirement is intended 
to apply to sub-contractors who are not educational or non­
profit institutions. 

. ........ ' 

DISPOSITIctl 

This section will rarely be used since IIOst contracts and No action taken. 
grants to educational ruld nonprofit institutions do not 
involve subcontracting. 

Subcontractor should have the same rights as it 'WOuld have 
were it the prime contractor. 

~st deletion of (a) in entirety and substitute therefor: 

Partially accommodated 
by redraft. 

"(a) Except as provided in (b) below, the Institution shall No action. 
include in any subcontract where a purpose of that sub-
contract is the conduct of experimental, developnenta1or 
research work the "Patent Rights-Acquisition by the 
Governrrent" clause, found at 41 CPR 1-9.107-5, or the 
"Patent Rights Retention I:!Y the Contractor" clause, 
found in ASPR 7-322.23 (b) ." 

. ' 

,., 

RATIONALE 

Aclmow1edged • 

Not considered admin­
.istrative1y feasible. 

, , 
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-.-..' ._ .. -.- -TIieaoovechailges' are fequifed-tocomorm to the CharKjes --'i' ... "'­

proposed in paragraph 1 herein concerning Section I, . 
Scope of the Agreement. 

Qualifying subcontractors should be allowed to retain at 
least a defeasible title to their subject inventions, 
and inventors and their associates should be allowed to 
participate in achieving utilization of their inventions 
through licensing or otherwise. 

Partially accommodated by 
redraft. 

DISPOSITION 

Is a subcontract by institutions to a private contractor No action. 
possible in practice under provisions of section VIII? 
If it is irrplied by the staterrent that the institution "will 
seek direction" from the agency, that the agency will ccmp1y, 
perhaps it would be nnre expedient to eliminate the entire 
provision. It is not difficult to imagine that the process 
of "seeking direction" might require an inordinate period 
of time, effectively slowing the accomplishment of the 
purpose of the contract. 

Whereas, Federal Procurement Regulations provide Patent 
Rights clauses for use and guidance for selection of such 
clauses in subcontracts for ResearCh and Developnent work; 

Now Therefore, it is resolved by the American Patent Law 
Association that subcontracts for Research and Develop­
ment work under Institutional Patent Agreement grants or 
contracts should not require patent title to be assigned to 
the University or the Govenunent in all cases; rather the 
fE!(lera1 Procurement Regulations guidance should be 
foHam in selection of the proper patent rights clauses. 

Partially accommodated 
by redraft. 

,. 

RATIONALE 

Acknowledged. 

- '''.'''-' '.1 

1 

.,' . 

I 
I 
I 
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......... 1IPIA ... (COntinueQl ............... CltI[c;()l1ggl11 inl:>otl1 resolutions i~thatthepropos<=Cl 
regulations Tn qtIestionwould reJf()vetheiriceiitive for ................... . . '. competent organizations to accept Research and. Develop-
nent grants or contracts or subcontracts, and that as a 
result the governnent will be hampered in carrying out its 
purposes. Inventions are unlikely to be developed and 
actually made available to the public without reasonable 
incentives. Institutional Patent Agreements such as 
utilized by the Department of Health, E'lucation, and 
Welfare provide adequate safeguards of the public interest, 
including march-in rights if the patent owner or licensee 

·is not commercializing. 

IX. Administration of Inventions in Which the Institution Elects to Retain Rights 

.. , 

, (a) 'It\e Instititltion shall adrnininister those Subject Inventions to which it elects to retain title in the public interest am shall, 
except as provided in subsection (bl, belCM, make them available through licensing on a nonexclusive, royalty-free or reasonable royalty basis 
to all qualified applicants, 

No comment 

(b) The Institution may license a Subject Invention on a exclusive basis if it determines that an exclusive license is required in the 
public interest because it is necessary as an incentive for development of the invention or because market conditions are such as to require 
licensing on an exclusive basis in order to bring the invention to the IDint of practical application. Any exclusive license issued by the 
Institution under a U.S. patent or ·patent application shall be for a limited period of tine and such period shall not unless otherwise approved 
by the Agengy, exceed five (5) years from the date of the first ccmnercial sale or use in the United States of Affierica of a product or process 
enbodying the invention, or eight (8) years from the date of the exclusive license,. whichever occurs first: Such license shall also provide that 
the licensee shall use all reasonable effort to effect introduction into the comnercial market as soon as practicable, consistent with sound and 
reasonable business practioes and judgment. Any extension of the maximum r;ieriod of exclusivity shall be subject to approval of the Agengy. Up::m 
expiration of the period of exclusivity or any extension thereof, licenses shall be offered to all qualified applicants at a reasonable royalty 
rate not in excess of the exclusive license royalty rate. 

SUBMITI'ED BY 

Justice Depcu::tment 

! " 

CClM1ENT 

(3 I Page 13, subparagraph (b) - The periods prescribed 
regarding exclusive licensing shoUld not be subject to 
extension; indeed, we believe that t.he maximum periods 
Should be less than trose in the proposed regulation. 

DISPOSITION 

No action. 

RATIONALE 

Practice in agencies indicates 
othelWise. 

.' 

• 
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M:lssachusetts 
Institute of 
Technology 

University of 
Virginia 

Research 
Corporation 

we WDuld also propose a provision within the IPA that states Adopted in draft. 
for the record that the agency granting tile IPA recognizes 
that the 8-year time period for a limited-tenn exclusive 
shall automatically be told in those instances. where 
regulatory agency approvals (such as FDA) are required to 
enable a licensee to market the invention. With these 
few carrnents, havever, we are- in a=d with the proposed 
regulations. Thank you. 

lndicates a limiting period for the exclusive license 
necessary to provide incentive to the commercial finn. 
In order to prevent continual requests for extensions, 
sane allavance should be llk,de for an exempt peria:'! 
before the period of exclusivity starts running for those 
inventions which require government agency approval. 
For example, a new drug invention may very well take 
five to six years of intensive effort: before it is 
ready for the marketplace. Under the present tenus 
of the recorrnended IPA, this WDuld only leave tlrree 
years of exclusivity remaining, and WDuld effectively 
prevent a company fran licensing such an invention. 
Another example WDuldbe the new regulations on pre­
market Clearance for nedical instrumentation. Again, 
an exempt period must be allowed before the exclusive 
license limitation starts so that the licensee can 
obtain the necessary government clearances. 

'1'he provision for exclusivity of 5 years from date of 
first commercial sale or 8 years from date of the license, 
whichever occurs first, is a reasonable restriction. In 
our experience llOst exclusive licensees have been able 
to-operate under this provision without difficulty or 
financial loss. '1'here will be a rare case where an 
extension of exclusivity can be justified, so it is 
inportant to have the opportunity to request such an 
extension fran the Agency, as provided in the proposed 
agreement. . 

Ditto 

I 

No action. 

, . 

I 

Redraft provides for tolling 
when before regulatory 
agencies. 

Ditto 

Acknowledged • 
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Purdue 

In relation to the time provisions of Section (b) of this 
Article, it has been our experience that development of 
inventions arising in a University envirorunent, and parti­
cularly those in the pharmaceutical field, can take an 
exceedingly long, time. Consequently, the finite period of 
B years fran t1iedate of granting an exclusive license for 
the maximum life of such license may, in many situations, 
be comrletely inadequate for the licensee to even intro-
duce an invention into the market, let alone recoupt his 
expenses fran the sale or use of such invention. It is 
well understood that many of the major delays in reaching 
the marketplace with an invention relating to the phar-
maceutical filed are occasioned by the control exercised 
by various Federal regulatory agencies. since these 
practical considerations do pertain, we would suggest that 
the running of the 8-year period be tolled for that period 
of time that the permission to sell or use the invention 
in the marketplace, up to the receipt of approval for such 
marketing or use, is in the hands of the regulatory Agency 
in control. The inclusion of such a provision would be 
equitable to the licensee without affecting the protec-
tion afforded the public by the march-in provisions of the 
agreement and could be a significant factor to a favorable 
determination by a company in the private sector to invest 
the necessary funds to commercially develop a University 
generated invention. 

With respect to paragraph IX(b) stipulating that the period 
of exclusivity shall not exceed five (5) years from first 
COIlI!1ercial sale or eight (8) fran the date of the exclusive 
license, whichever occurs first, the eight-year limitation 
will be a problem when extensive premarket clearance of a . 
product or device is required by the goverrunent. This 
paragraph should be modified to exclude fran the eight-

'. year limitation that time required by the goverrunent for 
premarket government clearance. 

Adopted in draft. 

,. ., 

Adopted in draft. 

Redraft provides for tolling 
when before regulatory 
agencies. 

Ditto 

:\ 

.. 
",' ~ 
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COMMENT DISPOSITION 

The limitation of an exclusive license to eight years from Ditto 
the date of issue can be very inadequate and such a restric-
tion oould work a particular hardship in those cases of 
biorredical research where pre-clinical testing may be re-
quired before the product can be brought to market. Such. 
testing can consune years of effort even with the IlOst 
diligent prosecution. It is suggested that language be 
introduced to exclude from the eight years of excllisivity 
allOiled, that tine which elapses between the submission 
of a request for clearance from a federal agency and the 
granting of that request •. 

IX (b) specifies a period of five or eight years for an Accommodated-in-part.· 
exclusive license. It is our e:xperience that these tines 
are not long enough to bring many inventions to the market-
place and still assure a return on the investment of the 
exclusive licensee. We reoollITEnd that these. tine periods 
be extended to eight years from the date of the first 
collITErcial sale or ten years from the date of the exclusive . 
license, ·whichever occurs first--if we are. to attract a 
licensee to make an investrrent in and market new technology 
developed under Federal oontract or grant auspices. 

Provision for the extension of the period of exclusivity 
in rare cases should be made. 

No action. 

RATIONALE 

Ditto 

, 
See redraft/ 

• 

This has been provided for. 
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'!he restriction of five or eight years placed on the term of Accommodated in part. 
exclusive licenses would not always provide adequate tine for 
the product to reach the corrnercial narketplace or for the 
licensor and licensee to recover costs and a reasonable 
royalty. 'lhere are eXilIqJles. where this restriction could be 
a problem. One would be an invention offered on an exclusi va 
basis where additional research and developuent was necessru:y 
to bring the invention to a patentable and narketable stage. 
I;eveloprrent work of this type muld take any ntmber of years 
to corrplete. A second exanple where this restriction could 
be a problem would occur should an unduly long period of 
tiIre be required for prenarketing approval, Le., new drug 
approval. Often, the tine required for new drug approval 
could run as long as five years in itself. A nore favor-
able clause might read in part: 

"Any exclusive license issued by the institution 
under a U.S. Patent shall be for a limited period of tine 
and such period shall not, unless otherwise approved by 
the Agency, exceed the life of the patent (patent renewals 
excluded) or ten years, whichever is longest. Anyexclu­
sive license issued by the institution for a nonpatented 
invention shall be for a limited period of tine and such 
period shall not, unless otherwise approved by the Agency, 
exceed ten years from the date of the first corrnercial 
sale or use in the United States of Auerica of a product 
or process enbodying the invention." 

A clause such as this would provide the univeristy and 
the licensee with an opportunity to recover all costs 
incurred in the developrrent and patenting of an inven­
tion as well as receive a reasonable royalty inoorre. 
'!he royalty inooue to the university would be used to 
support educational and research activities and provide 
an incentive to those faculty .and staff rrerrbers involved 
in research projects. 

IX(c) ~yaltiElS shall not nonnally be in excess of accepted trade practice. The Institution also.agrees to refund any anoun~s received as 
roYalty charges 911 any Subject Invention in prccurerrents for or on behalf of the Government and to provide for that refund in any l.\'IStxupent " 
transferrmg· rights to any.pi;Ir1¥ in the invention. 

.. 
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lIniversity .. Of·Gebil]ia:····Paragraph IX(c) should specify that royalty,..free sales to the 
GJvernrrent shall be provided for in licenses, to be handled 
by licensees. It would be oorrpletely unthinkable to t:ry and 

university of Washirigton 

S.U.P.A. 

have universities administer royalities by licensee and by 
consurrer and rebate to the Cbvernrrent those royalities on 
sales to governrrental agencies. .~ 

we Cb not agree with the provision of subparagraph(c) under 
this section. ~he Cbvernrrent, rather than the Institution, 
should have the responsibility to rromtor its procurerrents 
and claim royalty exenptions at the ti.rre of purchase. MJre­
over, it is not reasonable for the Cbvernrrent to look to the 
Institution and/or the inventor for royalty refunds (perhaps 
applicable to transactions occuring several years in the 
past) if the Cbvernrrent mistakenly pays the full price to a 
licensee rather than the royalty-free price. 

As indicated in the Jesearch 0:11:poration letter, the royalty 
refund requirerrent would put a great burden on the uni ver­
sities. A much preferable procedure in my way of thinking 
would be to inoor:porate in any license a requireIlEJlt that 
no royalty is to be included in the price of an item sold 
to the Cbvernrrent or for the GJvernrrent IS acoount. 

Adopted in draft. 

Ditto 

S~UTillD BY CCM1ENT DISPOSITION' 

Iesean:h Cbxpciration. Subsection IX(c) - The seoond sentence in this subsection Ditto 
will put an intolerable burden on the institution and will 
setup a requirement which will be irrpossible to administer. 
'lb detennine what refunds are necessa:ry would require the 
institution to have oomplete access to all sales records. 
of every licensee and to detennine in many gray area cases . 
whether sales had been rrade for or on behalf of the 
GoVel::rment. '!he burden of collecting or not collecting 

See redraft. 

Ditto 

Ditto 

A. 
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SUI3!lITI'ED BY 'DISPOOITION . 
• I 

. ··(9T'llieIPAshoU1dprovideinliaragraphIX(e) that .......... ···N6Jaction;··· ...... . 
licenses be made subject to the conditions of the 
royalty-free license to the Cbvernrrent and not 
subject to the conditions of the IPA itself. Any 
specific conditions which need to be provided for 
in licenses in order to rreet the tenrs of the IPA 
should be stated briefly and concisely in the IPA 
for inclusion in licenses. '!hUs, the necessity 
of making the IPA a part of every license would 
be avoided, along with a great deal of paper work. 

RATIONALE 

·IPA-may-beincorpol'atedby­
reference. 

(f) notwithstanding the provisions of subsections (a) and (1:», above, no license, either exclusive or n::me.'<clusive, shall be granted by tho 
Institution to any of the follCMing persons or organizations, except with the approval of the Agency, 

(i) any person who participated as an employee of the Institution in the research leading to the conception 
and/or actual reduction to practice of the subject invention; 

(ii) An organization of which a·person described in (f) (i) was a prOlTOter or organizer or in which such a 
person is an officer, director, or holds a substantial financial interest. 

(iii) An organization of which the Institution was a prO/l'Oter, organizer, or financer. 

In such cases the Agency's approval will nornally be given only if the Institution can show that a bona fide effort was made without success to 
interest other.ql;ganizations knCMn to be interested in the subject matter of the invention in licensing and further developing the su1:lject 
Invention or otherwise can shcM why the public interest will best be served by the proposed licensing arranganent. 

I . 

SUBMITl'ED BY DISPOSITI<N RATIOOALE 

Request deletion of Section IX9 (f) in its entirety. Adopted in draft. Provision deemed unnecessary -
and possible administrative burden. 

I 
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Cooments. 

Universities, due to their special character, 
oontinually rrrust exert their best efforts to 
protect their good nane and the good nane of 
their professors and researchers. ihe inter­
leaving of interests of govemrrent, state, non­
profit, and private sponsors dictates that the 
university exercise due care in its relations 
with the aforesaid parties. Frequent oonsul­
tant arrangerrents between university professors 
and the private sector make it necessary for 
-the university to inform its professors of 
their duties and obligations to the u.s. 
G:Jvernrrent, the university, and the oonsulting 
oompany with respect to patent rights that might 
arise out of work performed for the oonsulting 
corrpany that also relates to sponsored work 
done by them at the Univeristy • 

. Consequently, the university is well experienced 
in policing its own affairs that are sensitive 
in nature. Adverse or unfavorable reports by the 
!redia in this regard would be far nore oostly by 
way of loss of alurmi funds and gift giving than 
any potential return from a high-risk, high-gain 
patent license venture. Acoordingly, it is sub­
mitted that Section IX as drafted, is unneoessary 
in view of the university's sensitivity to the 
potential problems that might arise in this area. 

• 

\, -. 

... ' 
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, University of Georgia 

• 

to others first. 
Any such license will be tirre-liriri. ted, and the public 
interest will be protected thereby. A university 
should not be required to derronstrate that an in- :'" _". 
vention has no takers before directly assisting in 
the transfer of technology to the marketplace. 
l>breover, the university is faced with a very 
real problem if it elects not to make an invention 
widely available, since it is quite likely that one 
or rrore of the trustees or alurmi will want to krlc:M 

. why his CXlrrpany was precluded from having an oppor­
tunity to license the invention. Hence, the 
university, when it decides to support an in­
vention, must take this fact into consideration. 

'Iherefore, the relationship of the university to 
those outside of the university comnunity, by its 
very nature, is such that patent abuses are 
I1ighly unlikely. 

, 

. '.' " . ," 

The provisions of Paragraph IX (f) are contrary to 
public policy as applied in the Srrall Business 
Administration and other agencies of the Federal 
Government and the states. Individuals are ' 
encouraged to benefit fran the application of 
Federal funds in innumerable cases when the pub-, 
lie benefits in the long run. Go~t-su~ 
ported inventions should not be an exception 
to. this established public policy. 

, 

. ' 

DISl?OSITIOO 

Ditto Ditto 
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Paragraph IX(f). Sane inventions have a very 
limited specialized market although they could 
make significant contributions. The public could 
best be served by licensing the technology to the 
inventor. Universities are probably more concerned 
than the government about conflict of interest. 
Prudent management dictates tllat the Universities 
be 'able to license where the use of the technology 
will be maximized. If this is the inventor I then 
such should be permitted without first having to 
contact a number of canpanies. For most inventions, 
the inventor would not have the capital to develop 
the technology. 

Paragraph IX(f) should be modified to permit 
licensing the technology to the inventor without 
having to obtain permission fran the agency when 
good management dictates licensing to the inventor. 

(fl Stanford and Research Corporation have both written 
throughtful corrffients on this section. The Government's 
concern is understandable. One solution that occurs to 
rre is: 

(1) 'lb have the section applicable only if the 
person or organization is the sole or exclusive 
licensee, since more than one licensee should be 
protection enough, 

(2) 'lb delete the last sentence entirely. 
impossible to prejudge what the circumstances 
be for Agency approval. 

It is 
should 

(31 The word "finance" under (iii) needs better 
definition. Cllviously it can I t rrean stockholder. 

Ditto Ditto 

, 
,-

• 

Ditto Ditto 
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'COMMENT 

, As you well knav, there is generally no one rrDre---" 
dedicated to achieving utilization of an invention 
than the inventor, particularly when he stands to 
share in the profits of a successful venture. Why 
then tie the hands of these people and their business 
associates and principals by limiting their 
participation? . • 

O:lndi tions in regulations which prevent the inven­
tor and those closest to the invention from par­
ticipating in its commercialization should be 
opposed. At the sarre tine, havever, reasonable 
ronditions allred at protecting the public against 
unbridled or unwarranted private eoonomic gain . 
from from Coverrurent funded research should be 
recognized as proper. In this regard, the 
requirenents in the proposed arrendrrent to the 
regulations that the Institution use its royalty 
receipts, after payrrent of administrative costs 
and incentive awards to inventors, for educa­
tional or research purposes should not be 
objectionable. 

This paragraph should be deleted in its entirety. 
Although the rationale for ·this section is certainly 
laudatory, ronflict of interest questions should not 
be handled at the government agency level, and in fact, 
are probably impossible to handle at that level. 
Universities are, by their very nature, highly sensi­
tive to oonflict of interest problens, and are already 
effectively solving this problem. Therefore, this is 
an area that should be left to the discretion of the 
university in the Institutional Patent AgreeIrent. 

, DISJ?OSITlOO RA-l'ICNALE 
, i 

Ditto 
, , 

Ditto 

Ditto Ditto. 
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J))es this provision prevent assignrrent of patent 
rights to the inventor? Is this section in con­
flict with last sentence of section III (a)? See 
also second paragraph of section· X. 

?!,proval to license. Subparagraph IX (f) pro­
hibits the granting of licenses to certain 
persons or organizations who have been involved 
with research leading to the invention, even on 
a non-exclusive basis, except after organizations 
which have no involvement decline to license. 
Rather than having the three criteria indicated 
in that paragraph treated as prohibitions, the 
IPA should encourage institutions to make 
arrangerrents rreeting one or IlOre of the criteria, 
and on an exclusive basis. 

The cri tical ingredient to any transaction which 
will transfer a research advance to a prcx1uct 
available to the public, in our free enterprise 
system, is economic incentive. It is apparently 
perceived a conflict of interest will exist if 
an individual or organization associated with an 
invention conceived under governrrent sponsored 
research becorres notivated by economic factors, 
;mdthis result will be contrary to the public 
interest. Clearly i if governrrent funds are 
diverted from a grant or contract to private 
pockets, this economic IlOti vation is both 

No action. 

DISPCSITION . 

Adopted in dra~t 

Section Deleted. 

Provision deemed unnecessary 
and possible administrative 
burden. 

• 

" 
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corrupt and contrary to the public interest. 
But beingnOtivated to make ITOneyby invest~ ·;1 
ing effort and capital at considerable risk 
in developrrent of a research advance to a product, 
and then sucCeeding in making that ITOney (in 
spite of well kn= odds agains·t such success) 
appears both appropriate to our economic system 
and very much in the public interest. 

We also note IX(f) will prohibit licensing by 
Stanford to Hewlett Packard, Varian and many 
ITOre oorrpanies because of our clear role as 
"prorroter, organizer ,or financier" in those 
corrpanies (unless other corrpanies in their 
markets all decline to license). In addition, 
it is not clear if the definition of "financier" 
extends to corrpanies represented by investrrents 
of our end:Jwrrent. 

'!he challenge to the ad hoc subcorrmi ttee is to 
develop rrechanisms to achieve the goal of early 
and broad transfer of research findings under 
governrrent financed research to public use and 
benefit. '!he subco.rmri.ttee has chosen the free 
enterprise system in lieu of the option of 
governrrent developrrent or the option to do 
nothing. Subparagraph IX(f) is in direct 
contradiction to the correct decision of the 
subcorrmittee and to the achieverrent of its goal. 
It is ironically also in direct contradiction 
to programs of the National Scienre Foundation- . 
Research Applied to National Needs and the Small 
Business Administration. We strongly recomrend 
that subparagraph IX(f) be deleted in its entirety. 

· 
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Subsection (f) - fuis subsection is unduly restric­
tive. Inventors or their <Xl-workers are frequently 
the very best people to exploit their inventions 
since they have a dedication and enthusiasm for 
seeing the fruits of their inventiveness used in the 
public interest far greater than others who have to 
be indoctrinated with these attriliutes before they 
can bemrre product charrpions. If the inventors 
and their co-workers can sho.v they have the requisite 
abilities in financial, legal, m:magerrent, production 
and marketing matters, or can sho.v they can attract 
people with such abilities, in our opinion, they should 
be allo.ved to be<Xlrre personally involved in carrying 
through to the market-place the inventions they have 
given birth to on the sane basis and with the sane 
restrictions as third parties. To do otherwise 
flies in the face of human nature and the <Xlrrpetitive 
spirit on which this <Xluntry is based. The undue 
restriction iIi this subsection can be rerroved by 
deletion in its entirety of the last sentence, and 
we do suggest. fue requirerrent to have Agency 
approval should be retained and such approval should 
not unreasonably be withheld. 

While we understand the' reasoning that led to the 
_ provisions of section IX (f), and find that these 
restrictions might at tines lend force to our 
decisions in such matters, it is 'our view that 
we are in perhaps the best position to assess 
possilile ronflicts. It is our interpretation 
that these provisions will not restrict the 
institution from licensing a current or fonrer 
errployee (or student) or group of errployees 
or an 07'ganization of which an errployee is a 
rrerrber l.f to do so would bring the benefits of 
the invention prorrptly to the public. On this 
point we are referring to XCf) iii. 

DISPOSITION ---
, 4 , 

Ditto 

I 

Ditto 

,. 

MTIONA.LE , . 

Ditto 

, 

Ditto 
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We reconnend that this entire section be deleted. 
The reguirerrent that clearance or approval must 
be obtained from the federal agency prior to 
licensing employees of the institution, etc., 
is an excessive intrusion on the managenent 

, prerogatives of the institution. 

.. ' -... 
. , 
1--.1 

Ditto 

COMMENT ""'" 'DISrosrI'IOO""'" '" 

Under section IX(f), "Administration of Inventions", 
it seerrs that the language is unnecessarily con­
straining, particularly the last phrase beginning, 
"In such cases ••. " The implication is that pre­
ference would be given to organizations or indivi­
duals other than those listed in part (f). Thus, 
it appears that the regulations require the grantee 
to act in an unnecessarily discr~minatory manner. 

We would suggest the deletion of Section tfl 
of Article IX. On the one hand, the effect 
of sections (al and (bl of Article IX is to 
leave the decision concerning licensing with 
the Institution and then through the operation 
of section IX(f) promptly take <Maya portion 
of that prerogative. The provisions of this 
Section could have a decidedly adverse affect 
upon the transfer of technology from the 
Univeristy to the private sector. Thus, who 
can rrore quickly transfer the technology of 
a Subject Invention than one who participated 
in the research leading to its conception and! 
or actual reduction to practice? Who is rrost 
knONledgeable about the sul;Jjeq\:,!patter of the 
invention? Who has rrore of the ;'knaw-how""" , ..... 
which nay be an ancillary but unwritten and 

Ditto 

Ditto 

, . 
" 

Ditto 

RATIONALE 

Ditto 

Ditto 

• 
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undefinable part of the invention? In the 
event the investigator fswilling to assurre 
or participate in the high risk involved in 
transferring technology from the University 
to the private sector, where there is little 
doubt that the odds are extrerrely long in 
achieving SUCCESS, why is his investrrent 
so different from that of a third party 
as to becone the subj,?ct of a specific 
prohibition? If such a person, or an 
organization of which SUd1 a person is a 
part, nests all the criteria to qualify 
for a liCEnse, it seems abundantly clear 
that transfer of technology involved to the 
public would occur !lOre e:xpeditiously than 
if third party, which has first to be taught 
the technology before such transfer can be 
made, attempts to make such transfer. 

We fi.rm1.y believe that there is little danger 
of "unjust enrichrrent", which appears to be 
the thrust of Section (f), when there is so 
little capability to adequately forecast of 
the comrrercial SUCCESS of any given invention 
and where the investrrent risks have not been 
changed. It is well reoognized that each 
invention has its IlPrrent in tine and if an 
Institution is under oorrpulsion to first tJ:y 
to find organizations other than those speci­
fied in Subsections (i) (ii) (iii), the time 
delay oould be fatal to the transfer of 
technology to the private sector. Also, the 
tine delay occasioned by obtaining special 
permission f=m the agency involved, . could 
also mitigate against the tirrely transfer 
of the technology and would, WitilOut doubt, 
significantly increase the administrative 
burden for the Institution as well as the 
Agency •. 

. , 
• I 

• 

I 
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A further point with regard to Section IX{f) 
is tJ;1at Institutions for the !lOst part have 

~-----1J.~gi'lgJ:"a.t; .. 9@aloteXJ?erieI)oe with and have 
had been !lOst oogniiariEOrpoEentia:lconflict 
of interest situations which arise because of 
their operations and because of the various 
interrelations between funding arising from 
private and public souroes (the latter in­
cluding Federal Agency funding) and consulting 
arrangerrents entered into by University inves­
tigators. We believe that the Institutions; 
ability to police these problems is well es­
tablished and that in the great majority of 
situations such policing is adequate without 
irrposing specific restrictions such as are 
iJrposed by this Section. 

• I 
, I 

, 

As a last PJint, some of the terms used within 
Section (f) tend to defy definition. For 
example, in the context of the section what in 
fact does "prorroter" I "organizer" or "financier" 
mean? 'Ihese words can have very different 
connotations depending uPJn the kind of 
institution to which they are being applied. 

x. Patent Management Organizations 
\ 

The Institution may utilize the services of the following patent management organizations at its discretion: 

[ lV 

,. 

other patent management organizations will not be utilized by the Institution unless the patent administration agreement between such organization 
and the Institution is approved by the Agency. 

The Institution shall not assign any Subject Invention to parties other than the Agency in circumstances'as set forth in this Agreement, except that 
it may assign rights in the invention to the above-listed patent managerrent organizations or any other patent management organization woose agree-. 
ment with the Institution has been approved by the Agency. Any reference to an Institution in this Agreerrent shall also include a patent management 
organization where applicable and an assignrrent to such an organization shall specifically be made subject to all the terms and oonditions of this 
J\greanent. . 

" 
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Research Triangle 
Institute 

My comments pertain to the criteria set forth for the No action. 
institution' s technology transfer program. The wording in 
subparagraph (5) of 1-9.107-7(b) is quite satisfactory. 
'lb quote, the institution rrrust have "an active and 
effective promotional program for the licensing and market-
ing of inventions." Hawever, in other sections of the 
Revision and in the sanple IPA, there are strong inplica';' 
tions that the goven.rrent has in mind certain currently 
existing patent rnanagerrent organizations. See for 
exanple the emphasis in Section X of the sanple IPA on 
"organizations" rather than "capability" Indeed, the 
Report of Interagency Patent Policy Canmittee went so far 
as to name two organizations. 

There are disadvantages, as well as advantages, to the 
current nationally known patent managerrent organizations. 
Q1e prominent disadvantage is that they are self-serving, 
i.e., they seek patents that will bring them the rrost inCOIre 
and those that will have a short-term pay-off. There are 
many inventions which are useful to industry, and through 
industry useful to the consumer, in which the potential 
pay-off is below the interest threshold of these companies 
but is still economically valuable. One accusation that 
has been nade is that they skim the cream off the top. 

A further criticism is that they are too far from many 
universities to'provide the personal touch that rrost 
inventors need. I would like to see universities 
encouraged to establish their own technology transfer 
function or to use local institutions (The University of 
North carolina at Chapel l'lill and North Carolina State 
University in Raleigh have arranged with the Research 
Triangle Institute to undertake their patent management 
activities). This also creates the environment whereby a greater 
patent awareness can be brought to the university research 
staff. I am not encouraged by the results of the Patent 
Awareness program of the Research, Corporation at the three ' 

, , 

.' 

Acknowledged. 
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universities I have observed. Inventors have a strong 
suspicion of the "traveling salesrran" or the "big-
city slicker." An effective local capability gets around 

( these problems. I do agree that a derronstrated patent 
managen-ent or technology transfer capability must exist 
before an IPA is made. Therefore, universities starting 
their own program must accept case-by-case negotiations 
of inventions until tlley have derronstrated their 
capability or use an existing organization while they 
develop such capability. 

In order to accomplish what I would like to see, I suggest 
that in Section X of the sample IPA the word "organi­
zation(s)" be changed to "agent(s)" including the section 
title. This should not cause confusion,with the word 
"Agency" if agent is always IlOdified by the words "patent 
management." In ilie present version, six of ilie eight 
t:i.rres "organization (s)" is used it is so l!Odified. It 
would cause no problem to properly l!Odify ilie word "agent" 
the oilier two times it is used. 

'Ib nakethe Revision consistent wiili this suggestion, the 
words "patent management organization(s)" appearing else­
where should be changed to read "patent management agent(s) ": 

Paragraph (I) of subsection (c) of 1-9.107 6 (Page 3) 

Item 2J of Notes for Completion of IPA (Page 18) 

Paragraph (7) of the new section 1~9.109-9(a) 
(Page 20) 

,- , 

.< 

. 
- .. _. _.---_ .. _._ ..... __ ._-_ ... _._------_ .• -_ .... --_._--.- -----.- ._ .. - .. 
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The restriction against assigning rights to anyone other . 
than an approved patent management organization is likewise 
objectionable as discriminatory and void of any useful 
purpose in achieving utilization of subject invention~. 
While reasonable conditions such as granting only a t1tle 
which is defeasible for failure to achieve utilization 
might be appropriate, there is no apparent reason why . . 
such an assignment should not be available to any qualified 
applicant willing to accept the same conditions. 

XI. Reports on revelopnent and CorrJrercial Use 

; I 

No action. Interest is to permit management 
of any qualified applicant. 

'!he Institution shall provide a written annual report to the Agency on or before Septeni:>er 30th of each year covering the preceding year ending . 
June 30th, regarding the status of developrent and c::omrercial use that is being made or intended to be made of each SuI:i>ject Invention left for 
administration to the Institution and the steps that have been taken,by the Institution to bring the· invention to the point'of practical applica­
tion • .!Q/ Such reports shall include infomation regarding status of developnent, the date of first com:nercial sale or use, gross royalties receivea 
by the Institution, and such other data and infoffilation as the Agency may reasonably specify. To the extent data or infoffilation supplied pursuant I 

1:0 this section is considered by a licensee to be privileged or confidential and is so marked, the Agency agrees that to the extent permitted by law it 
'will not disclose such information to persons outside the Government. 

SUBMITl'ED BY CCMIENI' DISPOSITION RATIONALE 

Research Corp. No corments. While the requirements in this section will NO actiol!! 
require a substantial administrative effort by the 

Acknowledged. 

institution and/or its designated patent management 
organization, the type and scope of information requested 
is not unreasonable and will be made available by licensee 
without any major resistance. 

XII. Inventions by Federal EhJployees 

Nothing in this Agreerent shall preclude the Govenunent from obtaining greater rights in a Subject Invention made bt an inventor while a 
. Federal enployee. 

A. 



' .. 

.SUBMI'JTEP BY 

u. of Conn. 

XIII. Tenninat.ion , 

- 73 -

, 

lXles this sect.ion give special r.ights to the agency 
concerning employees paid .in part by the Agr.icul tural 
Experiment Stat.ion? 

. 

: I DISPOSITION . RATICWiLE . 

No action Yes 

'!his Agreerrent may be teoninated by either party for convenience up:m thirty (30) days written notice. Disposition of rights in, and administration 
of inventions made under contracts subject to this Agreement will not be affected by such a teonination; except that in the event the Q:)verrurent 
teoninates t.hirs Agreement because of a failure or refusal by the Institution to comply with any of its obligations under sections V(a), VI, IX, and X 
of this Agreerrent, the Agency has the right to require that the Institution's entire right, title and interest in and to the particular invention with 
respect to wh!.ch the breach occurred be ass.igned to the united States of Arrerica, as represented by the Agency. 

SUBMI~ BY 

State 

XIV. Cormunications 11/ 
,~ 

CCM1ENT DISPOSITION 

'!he pertinent contract office has expressed conoem about Clause XIII. No action. 
Teonination (page 15), does not agree with giving the righ to 
teon.inat- for convenience to both parties. 

RATIONALE 

Question not understoqd. 

, 
Requests for J',gency approvals, extensions, or similar actions and other correspondence required by this Agreerrent should be addressed to 

, • Except where specifically provided otherwise in this Agreerrent, the 
........ -----------::o""r'""'hLlT• s:-:di':eC::scri-=gn::-e:C"e:-:s::;:hC::a'1'1-a=-c:"'t::-C::as-::-"'thC"e:--:Cpo:-'-:Fi-=n7t-o:C"f'E' authority within the Agency to grant such approvals, extensions, or take such 
other Agency actions as may be authorized in this Agreerrent. . . 

No conments reoeived. 
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IN WI'ffiESS WllEREOF, each of the parties hereto has executed this Agreen'ell.t as of the day and year belCM •. 

UNITED STI\~'ES OF 1\MERICA 

By 
Ti~t~le--------------------------------

Date ____ ~ ______________________ ___ 

(Corporate Seal) 
1 Institution) 

By 
Ti~tl~e------------------~------------

Date -----------------------------
CERTIFICATE 

I, , certify that I am the Secretary of named above; that 
, who signed this Agreerrent on behalf of said corporation was the=n--------------------------- of said corporati-=o=n-:-; -:arrl=ri:tha=t.----­

""th;-· ~,-, s~Ag--re-:erre:-::-n7"t-:was duly signed for and in behalf of said corporation by authority of its governing body and Is within the scope of its Corp:>rate 
po'dElrs. 

Witness my hand and the seal of said corporation this ___________ day of ___________ _ 

lCorporate Seal) By ___________ ------________ __ • 

N:> comnents received 
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Exhibit A 17 

Application for: _______________ ... (Title of Invention) 

Inventor(s): -----------------~~~~~~7T>L~--------------Serial No. Contract (Grant) No. _______ ~ 
Filing Date: ___________ Institution: _______________ _ 

'!he. invention identified above is a "Subject Invention" under 
-------------r--~~~--oontract (grant) No. with _______________________ ~ 

(identify Institutional Patent Agreanent nmber) to whim 
(specify Goverrurent agency) was subject. 

'!his docl.llTl2I1t is confinnatory of the paid-up license granted to the Goverrurent under this contract (grant) in this invention, patent application and 
any resulting patent; and of all other rights acquired by the Government by the referenced Agreement;* 

, The Goverrurent is hereby granted an irrevocable pcMer to inspect and make copies of the above-identified patent application. 

Signed this ___ day of ______ , 19 • ,. 

(Institution) 

(Signature) 

(Print or type nama) 

(Official Title) 

., 
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I, , certify that I am the __ .,-"....,...",.--.".-,,,---:;,..-,...,-,,-,--;--:-'-:-_ of the Iristitution named as licensor herein; that _ ........ __ 
-----------, who signed this License on behalf of the .Institutionis of said Institution; and 

that said License was duly signed for arid in behalf of said Institution by authority of its governing body, and is within the· soope of· its 
oorporate powers. 

signature 

* If in acoordance with Section IV (a) of the Agreerrent, the Agency has· det~mnined that a license for state and danestic municipal govemments 
will not be cbtained, the follCMing should be added to theCOnfinnatory Inst:rurrent: . 

'''!he license granted to the Q:)verrurent does not include state and danestic municipal goverrurents• If 

No comments received 

Notes for Canpletion of IPA 

Y Insert name of agency 

Y Insert reference to Institution' s official Wlicy statenEnts. 

No carrrents received 

Y Insert a date of approximately 3 years. 
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Research C01:poration Reference (3) should specifically state: "Insert a date 
of approximately 3 years [after date of this agreeIlEl1tl." 
(Phrase in brackets to be added.) As it stands and read 
in connection with line 4, Section I, this reference is 
unclear. 

Adopted. Footru)te 3.. deleted .. 

~. 

Y If any current grants or contracts are to be excluded from the agreerrent, a statement such as the following should be inserted here: "['his 
l\gref'.rrent shall not apply to the follo.ving contracts .•• " 

21 Agencies may wish to limit the soope of the agreement to contracts entered into after the date of the Agreerrent. In such case, the first sentence 
of. this section would have to be revised. If such an approach is used, consideration should be given as to how oontract extensions will be treated. 

No comments received. 

§! 'l11e bracketed language may be deleted but normally it is expected that Institutional Patent Agreerrents will apply to grants as well as contracts.' 
. I 

SUBMITI'ED BY 

university of 
Washington 

CCM1ENT 

Item 6 suggests that an agency may restrict the IPA to 
contracts (and exclude grants, for example). We cannot 
foresee any logical circumstances justifying the 
exclusion of grants. fu the contrary, such exclusion 
would be counter-productive towards achieving effective 
technology transfers. We recomnend that Item 6 be 
deleted . 

DISPCSITION RATIONALE 

No action. FPR does not make grants 
mandatory. I 

.. Y Sorre agencies may wish to include additional or alternative provisions concerning international matters inclooing such language as they consider 
necessary pursuant to l-9.107-3(h) (2) • 

No comnents received. , 

'Y .. Ag~cies may ,find it useful to include nore detailed instructions here on the format of these reports and the persons to whan they should .. be 
supplies. The exact clause may have to be varied according to the agencies normal oontract close-out procedures..... .. 

I 
I 
I 
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i. 
1 

, . 
I. 

" rRDI\ "Agencies" on last line should be "Agency's" Adopted. 

21 Insert the names of any patent management organizations that have been approved. If none are approved, insert, "none." 

10/ Different dates may be substituted depending on the Agency's needs. 

!!I Insert applicable addresses and officers. 

No carrnents received 

4. kid a new section 1-9.109-7 as follCMs: 

§1-9.109-7 Negotiation of Institutional Patent Agreements' 

Cal Infonration to be submitted by Institution 
I 

SUBMI'l'l'ED BY CCMMENr DISPOSITION 

Editorial. 

RATICNALE 

u. of calif. Mr. Norman Latker has transmitted to me a copy of the 
proposed amendment to Sub-part 1-9.1 of the Federal 
Pro=anent Regulations. Although I feel that the 
information which is required to be filed by insti­
tutions seeking Institutional Patent Agreements is 
somewhat detailed any may be onerous for an 
educational institution to readily gather together, 

No action. Acknowledged. 

I nonetheless feel that the overall approach is one 
that is rrost comnendable and therefore, on balance, 
I feel that the proposed amendments are satisfactory 
and would be of benefit to educational institutions. 

An institution desiring to enter into an Institutional Patent Agreement shall provide the agency with the following information: 

el} General infonnation concerning the institution, including: 

(i) A cop'! of its Articles of Incorporation; 

, 

", 
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(H) A statement of the institution's purp:>se and aims; and 

(Hi) A staterrent indicating the source of the institution's funds; 

(2) A copy of the institution's established patent policy, together with the date and manner of its adoption, 

(3) The name, title, address, and telephone number of the officer responsible for administration of patent and invention natters and a description 
of staffing in this area, including all offices which contribute to the institution's patent management capabilities;. 

(4) A description of the institution's procedures for identifying and reporting inventions and a description of the procedures for evaluation of 
su:::h inventions for inclusion in the institution's prorrotional program; 

(5) A copy of the agreement signed by errployees engaged in research and developnent. indicating their obligation in regard to inventions conceived or 
for the first tine reduced to practice in the course 6f their assigned duties; 

(6) A copy of the invention report fonn or outline utilized for preparation of invention reports; 

(7) A statanent whether the institution has an agreenent with any Patent manageIreIlt organizations or consultants and a copy of any such agreements; 
, 

(8) A description of the plans and intentions of the institution to,bring to the marketplace inventions to which it retains title, including a 
description of the efforts typically undertaken by the institution to license its inventions: 

No CO!TIleIlts received 

• 
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(v) Number of nonexclusive licenses, other than those to sponsoring GoverIlllellt agencies, issued during each of the p:1st ten years; 

(vi) Gross royalty inCOllB during each of the past ten years; 

(vii) A general description of royalties charged, including minimum and maximum royalty rates; 

SUBMl'ITED BY 

University of Washington 

Research Triangle 
Institute 

'. 

Sub-clause (a) requires the applicant to furnish detailed 
data regarding invention and patent administration 
experience covering the past 10 years.· In our opinion, 
it I'lill be burdensorre for rrost applicants to develop the 
required statistics· for so llBl1y years back. We believe 
that data covering the rrost recent five'years would be 
adequate .to derronstrate the applicants' experience, and 
would not require as much research of past records in 
order to summarize the requested information. 

Further, the information requested in subparagraphs (9) (ii) 
through (9) (vi) of section 1-9.109-7 (a) should be broken 
down by the patent managerrent agent used. This will give 
the Agency an opportunity to evaluate the effectiveness of 
the current patent management agent in those cases where a 
change may have been made recently. 

DISroSITION 

Adopted in draft. 

. --------.. -------

, , 
No actlOn. 

RATICWILE 

5 years of records was deemed 
enough. 

Nothing now precludes advising on 
this matter. . 

• 

. , 

.. 
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Washington State 
University 

SOPA 
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.... . ..... ·RespohsesEoihforfuatiohrequesredirithissiibparagraph ···;1 
relative to past activities of educational and nonprofit 
institutions should be used as historical data only, and 
should not be weighed very heavily in deciding whether 
an adequate capability for patent management exists at a 
given institution. Such data are fairly meaningless as 
most institutions· have only re~ently begun to undertake 
this type of activity and their past record is either 
non-existent or reflects a very low level. This would 
have little or no bearing on future activities, provided 
the other aspects of the institution'S policies, admin­
istrative procedures and staffing are deemed adequate, 
as outlined in Paragraph 1-9.109-7(b). 

I noticed also that the new draft contains some very 
stiff reporting requirements. What stuck in my mind 
mostly were the reports requiring history going back ten 
years on the individual university's patent program 
statistics. This would involve a good deal of expense 
and I, frankly, question the value that will be produced. 

It would seem that a description of institutional patent 
activities during the past five years would suffice, and I 

even that will not prove a great deal for many institutions. 
A ten year history as called for can be a very big job. 

No action. 

Adopted in draft. 

Ditto 

Acknowledged. 

5 years of records deemed 
sufficient. 

Ditto 

.,." 
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(10) A list of subsidiary or affiliate inst'itutions, whicl).''OOuld be oovered by an agreeinentsigned by the institution; 

(11) If the institution is a subsidiary or affiliate organization, the name of the other organization and'a description of the relationship; 

(12) The anount of Government support for research and developaent activities currently being administered by the institution, giving Govemment ' 
agency and breakdown; 

(14) A statement of the institution's policies with respect to the sharing of royalties with employees; and 

'(15) A description of the uses made of any net income generated by the institution's patent management program. 

(b) Cri teria for evaluation of a technology transfer program 

Before an Institutional Patent Agreement is entered into with an institution, the institution shall have a technology transfer program which, 
as a minimum shall include: 

(1) An established patent policy which is oonsistent \vith 1;he policy in §1-9.l07-3 and is administered on a continuous basis by an officer 
or organization responsible to the institution; 

No carments reoeived 

(2) Agreements with employees requiring them to assign to the institution or its designee or the Govemment any invention conceived or 
first actually reduoed to practice by them in the course of or under Government oontracts and awards or assurance that such agreements are 
obtained prior to the assignment of persolll1el to Government-supported research and development projects; 

SUBMI'lTED BY 

SUPA (b) (2) A requirement that employees nRLst assign to the 
institution or its designee or the Goverrunent is too 
inflexible, It does not allow for the unusual but 
occasional case where neither the institution nor the 
designee nor the Government wants to prosecute a !X,tent 
application, but the inventor does (many university patent 
policies permit this), Exactly the same protection would 
be provided by a clause stating "Agreerrents with employees 
requiring them to assign or license as directed by the 
institution any invention conceived ...... 

DISPOSITION 

No action. 

" ' 

RATIONALE 

• 
Rights to an inventor may be 
available. 

. 

",:. 

.<. 
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(3) Procedures for insuring that inventions are prorrptly, 'identified and t.imely disclci>sed to the officer or organization administering the 
patent p:>licyof the institution; 

I. '.' 

SUBMITl'ED BY 

Michigan Tech. University 

SUBMITl'ED BY 

Penn State 

CCMMl'NT DISPOSITION 

A final conrrent concerns the use of the l,o,Drd "insuring" Adopted in draft •. 
in paragraph (b) (3) and (4) of the last section. Our 
experience indicates that one can never insure that 

.inventions are promptly identified and timely disclosed 
or that, consequently, they can 00 evaluated for 
inclusion in the institution's program. Wl can 
derronstrate, of course, that our institution has 
procedures for the prompt identification and timely 
disclosure and procedures for the evaluation for 
inclusion of inventions disclosed '" but, unfortunately, 
we can never insure that inventions will always be 
identified and disclosed. Perhaps sorre nore appropriate 
l,o,Drding might be substituted? 

CCM1ENT DISPOSITION 

Section 1-9.l09-7(bl (3) The administration of this Adopted in draft. 
"identification" of inventions could be 
construed toreguire adrninistrativesurveillance of research, 1 

rather than placing the resp:>nsibility up:>n the principal 
investigator. 

Editorial. 

RATIOOALE 

(4) Procedures for insuring that inventions disclosed to the institution are evalated for inclusion in the institution's pratDtional program; am 

No corinents received 

(5) An active and effective pronotional program for the licensing am marketing of inventions. 
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Under section 1-9.109-7 (b) (5) the wording does not 
i1B.ke clear the evaluation criteria for assessing "an 
active and effective prorrotional program." This is 
of particular concern to us since the Department of 
the Navy, for example, has interpreted techmlogy 
transfer capability to mean that the grantee must 
derronstrate representative patents and licenses in 
specific fields of technology. (ONR menorandum of 
February 17, 1976, ref: 610:JKP;dcl). The Navy's 
interpretation thus clearly favors th:Jse organizations 
which have already secured patents and licenses and 
effectively eliminates the entry of other insti­
tutions into the field of technology transfer. We 
would therefore recommend that· part 1-9.109-7 (b) (5) 
be worded to read "Procedures for insuring an active 
and effective program of licensing and marketing 
of inventions." 

\ 
v 

No action. . Based evaluation of 

··0 
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