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" PROGRESS 'TONARDS ‘A UNIFCRM U. S, GOVERWENT PATENT POLICY
FOR UNTVERSITIES AND NON-PROFTT ORGANIZATIONS

) Address by Normas ] ,Jatker Patent Counsel Department of Health

Bducation, and Wel faro at Seccmd Annual UmverszW/ Industry Forun
The Pick Congress. IIotel Chicago, Illinois, February 4 - 7 19"4
Snonsored by Dr Dvorkov:.tz § Assocmtes _
To'da'.y I wish to note that I .am speaklng_ for myself ~-. on my own time,
at my own expense.

?

The title of the 'presentati_cn Dr. Dvorkovitz asked me to speak on,

"Progress Towards a Unifonﬁ U. §. Government Patent Policy ror . R

:UIIlVE:I sitics and Non- Proflt Orcranlz tlons” ren*mds me of the stor}f

of the centipede w1th arthritis in 92 of its 100 legs -
| {Key lines ~- | .
Vvlbe 0id Owl: Take your.éig.ht gtaotl 1=legs and
' turn into an ant. o
.._Centit)edé:' | Hoﬁ? | |
| Wise 01d Os1: Don't bother mé with détails .-
.' N I'm a pollc:y man. ] |

Althougﬂ 1t is true I am connected to a number of comlttees with a .

- respOns_ibi_lity for review of Govermnent patent policy, these affil'iatié_hs |

are based on my operating responsibility to directly se*vice the creative

employees, grc.:ntees and contractors funded by the Department oi' Health

| Educatlon, and Welfaxje. In that Tespect, I am a peer of many of you ‘ Q

in the audience that sewe your creative people in a direct manner.

For some of you who are new in this capacity, there will be occasions

‘when you find yourselves in situations of conflict between the creator

and your -- and his -- organization. My wore experienced peers will
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' ordmarny bend tct.éa*fd jau.:<':,o:'r_mﬂ.od;a.’ciI':1g fhe éj?éétof ’ :'s ince ybﬁ re_c"ogﬁiie'
_ f.hat without him there ._C'an'be no créative "organi.zation”.. In a sensé ,
'_.c')ne inight _describe ﬁs as ."advocates for creators'. Unfortﬁi;ately,
| '..mm:-réc.eﬁf.' events,,; I'm..ihc.iiﬁed? '1:6__ believe ‘tljat those ‘of ﬁé ‘who 's'er_v'e.
as such "advocates' have not repr_es’ehted those we serve t;rell. énough.:'-'
NOUfiﬁs'tmding our busy _scﬁedules,_ lack of organizatioﬁ, p'c.J_ssible'
ﬁisdi-rectéd_ pfi’oriti-es, and organizational béri‘iers, I beliév_é eirénté
ha#e-x_r.lc.:w.red 50 r.apidly that if aéti'on is not t-ak-én S00N: We inéy- never be
| able tospeak EEsctively again. | |
" let he_. 'staft from 't}ie following paséage from "The "Fouiltai'h}iead”,‘. '
" by Ay.n: Ra.nd--:- | _ _ |
' "Mousands of years ago, the first man discovered how.to_
" make fire. He was pfobably burned at the stake he had
. taug_ht his brothers to light, ‘He was -'cbnsiaefed an evil-
- doer who had dealt with a demo:r; ma’nkiﬁd -df_eaded. But
B I fhéfeéfter.men.hadfire to keep. them w_arm;; to cook their |
' fod&.,'fto 1ight their caves. He had left them a gi.ft they
had not conéeived'and he had 1ifted darkness 'bff.-t}‘ie 'earth. )
'Centurié_s later, the first man invented fhe wheel. He was;.
prdbably torn 'cn'ﬂ_le rack Ee had taught his brothers to
_build.- He was coﬁsidered a transgfessdr who véhtﬁr_éd_ into
forbidden territory. But thereafter ) men cc;uld travel
R _p.as_t'_any horizon. Hé had left thém a gift fhey flad not
: f:énceiﬂred and he had 615éned the roads of the.worl'd. '
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d"Thac man, the unsubm1551ve and flrst stands in che ppen—'i
':.1ng chapcer of every legend manklnd has recorded abou\
| - 1ts beginning. Prometheus was chalned to a rock and [
by vultures -- because he: had stolen- Lh& fire of the gods
- Addm was condemned to suffer ~- because he had eaten the
d-frult of the tree of knowledge Whatever the legend
:qomewhere in the shadews of its memory manklnd knew that
'1ts glory bcgan w1th.une and that that one: pald for his

~ceurage H

_ Some of you- may belleve Mlss Rand's statement to be over- dramatlc,

i
i

.espec1ally as it relates to modern times and the comfertable homes

,I

creators have in today s research organlzac1ons -- well, maybe!

iTWO“hundred'years agc.I-believe one could look to the Constitution
l
of the Unlted States as a partial answer to soc1ety s-former lack of

. E

.sen5111v1ty for-creators. Article. 1 Sectlon 8 of the Constltutlon

. .provides:

_ﬁThe-COngress shall have power . . . To promote the progress
- of science and useful arts, by securing for limited times
to authors and inventers the eXC1usive right to their

' respectlve writings and dlSCOVGIleS"

' To me thls Congre551onally 1mp1emented pTOVlSlOH is not only noble,

: but practlcal in that it recognlbed that the whole of soc1ety is

best served when the creators are 51ng1ed out and treated on a spec1al

e

ba51s.
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, -:."’Ihé"puréose-'an&' the truth of the Constitution Toomed but a Tittle
'tlatger“when I-heefd Dt--KncwIPStef Masséchusetts-Generel'Hoepital'
‘t;‘lndlcate that he thought the malaise we feel in thls country at this
 time gppears to be in part caused by the feel;ng that 1o mattel what
one does soc1ety will protect or treat the 1ndxv1dua1 in a com- -

paratlvely oqual manner through its soc1a1 system of course Dr

‘ Knowles-lndlcatedﬁthat he-supports SUCh‘SOClal systens~ ‘as we all do,-

- but wondered how we mlght reklndle the feeling of 1nd1V1dua1 worth

e

S E——— )

'_(or, perhaps what he: meant to.say,. prov1de spec1a1 reward for spe01a1

S e T

effort as intended by our patent eystem\)

et i o
S, T —

:?Injtheriaet.tWthundied yeafs, this_country:has momedjfroﬁ;e;tuﬁa1 

' .countfy o a highly industrialized nation. In the pfocess,_ resources
= flowed aWay_from.individual'creators toward.highiy sophisticated

- industrial research organiZations.' As part‘of'this process, neerly

"unnoticed as creators needed to associate with these organizations,

they were requlred to a551gn thelr creatlve rlghts to the organization °

R L e e st oty e mamstsme s o T

w1thout any added compensatton over and above thelr salarles(

e - e

I 5peculate that thls intrusion between the creator and the patent

- system was tolerated by soc1ety for the £0110w1ng redsons:
1. If an 1nd1v1dua1 Wlshed to trade his Tights to future
_inventions to an_orgahization fpr.the.compensationfand other -
behefits-provided,_he should be free(to_do so. tBy the

way, this type of agreement is outlawed in Germany, as

‘being contrary to the public interest.)

-
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2 Siﬁée'thereginningaof the;eeﬁcentretionnoﬁrresources,_"
'fhefassignment-ordinerily went to en)induetriel'orgaﬁization,'
where there was. an ihhefent probability_that the organiiation
Would'act‘onlﬁringing the creative resu?te to‘the-pubiicein~.- . ;

order to make a-profit and if a profit were made the

_ creator would probably be treated on-a spec1a1 basis in
.order to malntdln his full creative motlvatlon Thus, the
creator and the publlc st111 would‘reap the benefits_of,the,__
-patent-syetem, since both would see his-results.used'and'

"ehe.could'still ekoect some epecial treatﬁentifahﬂ
3. The:edministrative_and'legel difficoities of.protecting”

l'the'eeployed creator's rights, if he Werehieftesuoh rights,

' presented an undertaklng whlch the pub11c was an1111n0 to

accept _
If the 1ntru31on had ended at thlS p01nt with a strong p0531b111ty
that an equltable balance had been struck between the public, the
| 'creator,_and.hls mentor, 1 probably_would not be”before_you”today.:
: But,-unfortunately'for the patent eystem, twehty-five-years.ago
massive infusions of Federal funds begeh entering into.researoh
_through the tundlng of the Federal Government S OWn- employee creators
- and of its grantees and contractors At the same tlme the s1mp115t1c E

thesis that '"What the;Government (or- pyblic) pays for (or even

partially pays for), it owns" entered into the picture. This really
was an extension of the already developed and accepted concept dis-

cussed above that en'employer (here the Federal Government) can take
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. assignnent_from-an.employee (in this oase'the Government's’ own employees,

'grantees,-or contfactors).

The problem with applylng thls ownershlp rule to Government flnanced research

is the fact that the Government has no: profit motlvatlon to dellver creatlve

results_lt:owns to‘the public, ner to prOV1de:the'creator W1th the special -

treatment needed to maintain his motivation. Of course;. a critic of this

Gp01nt of v1eW'w111 correctly note numerous emamples of produots covered

by Government owned patents that were delivered to the public by 1ndustry
with- no exolusave position. That is-not the pOIDtm“f theep01nt is failure

to adhere to the system that will logically maximi;e-delivety of the largest

._number of products to the public while still maintaining the creator's

notivati0n~ Any lesser dellvery system wilkl natu1ally aellver some. end

products, if enouoh money is shoveled into 1t

Government ownership: w1thout a dellvery system and spec1al reward nulllfles -

AR e AL

the passage 1n the Constltutlon suggestlng the ouarantee to the creator

of the exo1u51ve right to his creatlon. (There are those who will argue
i SRS S

the ex1stence of the Federal 1ncent1ve awards and 11cen51ng programs but
those procrams are v1rtua11y 1noperat1ve as they relate to Federélly

funded creators. In fact, one court has declared the GSA 11cen51ng regu-

_ latlons to be unconstltutlonal thus casting a cloud over the Government s

‘effort to return to the patent system.)

To-forther emphasize, I return to "The Fountainhead'":

‘“Men have been taught that5the“highest'virtue.is not to.

achieve, but. to give. Yet one.capnot give that Wthh has

"(('—rvn, -.n,-gv—-w-w""‘

not been created. Creation comes before distrlbutlon --.0or




B ﬂi”ér‘e\hi’l‘-l’-' be nothinq-' to -d"iSt'ri:bute 'Ihe need of the creator

Yet we

comes before the need of any possmle beneflc:la

ry‘)

_he has not produced above the man who made the ‘Tlf‘LS he

. hasrwnot produced above the man who maae the glfts p0551b1e.

We pralse an act of charlty We shrug at an act of ach1eve~

 ment." (Bmphasis added.)

Restatlng .. "The need of the creator. 'comes before' the need of
any poss1b1e beneflcnary” -- or maybe better stated -- "Creator,
.flrst -'organlzatlon, second!" This 1is perfectly -comlstent w:tth

lwhat I discussed with you 1ast year -- the Institutional Patent _
.Agreement éhjt policy in its simplest fo:cm called for a ”m_anagement
capablllty“ able to take oai'e of'.i‘t's creators 1_:>_e_f_o_1_'_e_';cll'1'e Government
Iwould release patent rights to the Inst;tuuc@g'hat capablhtv was

1:0 1nc1ude (w:Lth the ability to brlng the creators' results to the

publlc) a prov151on that he would share in any ultimate rewafD.

If one wi-shedﬂto study- a "What the Government pays for, it owns".

pollcy in its purest state, we could examine the results of Sov1et

e i ez

ollcy It is my understandlng that to a large extent the detente

- the Smrlet ‘Union seeks w;Lth this country is based on their own

1--——-.-.‘.——---—--“@"

: recognltlon tha%“\tb\elr creafors and- 1ncent1ve and del:wery system ' J&

industry.

e
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', As I move on to the tOplC to whlch Dr. Dvorkotltz Wlshed ne’ ‘to.
\

direct my attentlon I think you will better understand my preamble.

i

L]

Cn‘Friday of 1ast‘week the Subcommittee on the Enviromment of the
'H0use Cmmnlttee on Interlor and Insular Affalrs held heari ngs on the
"patcnt prGV151ons recommended for' inclusion in the proposed bill |
' _creatlng thc new, Department of Energy I will: make no- compent-on -
_the-compulsory-ilcenslng—of—background-patents prev131on5 other

- than saying it appears contrary to the philosophy discussed above.

My specific eomments:afe difected to the pfoposed'e110c3t10n~of;.
inveﬁtien-rights provieions suggested for inclusion in the Energy
Iepa&tment's research and developmehi grehts aﬁd’COntfécts Thls
:matter is of 51ngu1ar 1mportance because it is the flrst tlme in
- many years that the Congress has moved to the 1dea of plcemeal
'1eg;slat10n in the patent area. For some time, Cong1ess has perm1t1ed
" ‘the Executive Branch te function under the President's Statement on
Patent Policy es'new reseereh programs erose; Passage'ef_patent
1egisiefion for this program may well set the'preCedent for all fﬁfﬁte
legislation, whether for a speeific program; er'enfa'Geverﬁmenteeide

basis.
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At the hear:lngs three partles spoke

_ _1. 'Ihe Deparment of Commerce representmg the Adnums—

| trat:t.on s views; y _
l.
2 The Anti-Trust Divisiocn of the Department of Justice,

-
representmg its own views; and

3 Irene Till, for Ralph Nader's Publlc C1t1zens Inc.

T L.did not attend these hearings, but was. extenswely brlefed by two

. dli'ferent patent counsel who dld

Mrs. Till's comments I will dispose of by merely indicating that adn
" they consisted of the same anti-patent, anti-creator, save-the-piblic- i’ﬂ! 4 7

'frsln?the-h-igh—price-of-monopoly material "she.has peddied :Eor £ifteen
: A . : . ‘\_ o~ :

‘years to and through various mentors. I rvemain baffled as to how

Thui

: aﬁyone' OVer a period of fifteen years Can fail to recognize that o e
invention ‘ownership must track dellvery to the pubhc in many mstances. i
The Anti-Tru‘st Division's comments can be distilled down to a "title - Q&TE:” o
L ‘ L . ' . " ¥ o e L
in the Govermment'', with some minor exceptions, which exceptions = = g
. X . - . - , r ,d/&‘f”?“' .
were -presented verbally -and not in the p_repared recommendations . M;e haeed

Gevr

'I'he Department of Commerce adv1sed that the Executlve Branch should TreRch g ”

be permitted to c_ontl_nu_e to function 'u‘n‘cler the"Presldent s ‘Statement

én'Pate'nt-'P.olicy, and oppos'ed'the idea of piecemeal legislation.

" None of the three parties made any comments on how the needs of the

creator would be best served. Further, there was no testimony from

- industry or the university sector.

v s
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| Of’EOuree;_oﬁ‘qarefuiiexamination;_the'reeemmeﬁdatiqns-of.Commeree
~and'justice are neﬂrly-identiCal because,'sinCe the«Bnergy'Depart- R i=-
._ ment will be. funct:onlnc in the area of providing products to the

: publlc, the Department falls w1th1n the. "tltfe" sectlon of the
President's Statement and w111'be'requ1red to utilize tltle'clauses-_:
;unless it utlllzes the exceptlons under the ”tltle" section. _I.

_ 5pecu1ate that Commerce hopes that the Energy Department will utilize o
rthe flex1b111ty of the excentlons provided by the President's State- | ]
ment in a manner similar to the Department of Health Education, and

- Welfare and the National Aeronautics and Space Admlnlstrat10n4undet
its_iegislation, and.releaee intentibn righte,:beth'at the time ef

contract or grant or after identification, in appropriate situations.

But What if the ageﬁcy adopts an attitude similar to the ome assume@u |

by other bxecutlve Agenc1es and 1arely, 1£ ever, releases r1ghts‘P

e
e e

It appears that Comnerce hopes that the acency w111 hire the right

people. - But this 1s_a country of laws, not men. The publlc should :--éé::::: |

aet;be placed at the disadvahtage'of having an ageﬁcy's patent pelicyf
'Idetermihed by the people who occupy the iﬁvehtidn area at a specifie :
'*time;__Onejshouldgnet“be placed_in the position of hoping that- the
-Energy Department will taﬁe a‘flexible view (or a réstriatiVe view‘
:_for that matter) on disposition, oaly to be dlsapp01nted by changlng =

'lpersonalltles

FUrther and.more serlous is the fact tha+ I belleve the Pre51dent s;

Statemcnt may no 1onoer be accepted as defen51b]e Some months ago,




s sy

'as an Anti-Trust nollcy posnlon SUPpOT ted by the most tenuous of

2 memorandmn drafted for the Artl Trust Division of JuSt:Lce suggestlnc

l"_.that it was based on preval‘imrr law, was cuculated under Airt.torney.-

General .Rlchards_on s signature throughout the Government . lI‘1: posed V"{

e

“the proposition’ that future 1nventron rlghts “are pr0perty rights, 04 v b5
3:1“5“‘!“:#;; are contingent rlghts in 1eal estate, and 51n111ar1y, camlot- %

_b.e,dlspgs.ed_ of unde__r.Ar_tl_c;l,e_ IV, Section 3, _,Cleu_se 2, of ﬂie__ CQ}}Stl- F(M‘
tution without legislative authority. In essence, this suggests
that DHEW's Institutional Patent Agreement policy and the Department

‘of Defense license policy are unconstitutional. Unfortumately, -

. this memorandum was made public some weeks ago.

l

ilﬁt me assure you -- ever)r operatlng patent counsel in the Executlve n

,Brancl1 °11€VGS this memo to be legally 1naccurate. It is viewed

i?a.na.locm:rs All the’ research and development agen(:les have responded

: 'thro_ugh the Department of Cemmerce to Justice in a smgle memorandim,

--citing ‘case law which we believe negates the Justice proposition,

My own personal behef is that Justlc;e w111 not reSpend to our p051t10n _
in clear, concise terms, but will leave ﬁre s-rtuatlon ¢louded. Even

on the remote possibility that Justice should publicly wi‘thdr_aw the

proposition, there is nothing to stop parties '-attemptiﬁg to avoid

the enforcement of rights cbtained from the .Government from arguing

‘the proposition as originally espous ed by Justice, no matter how
irrational., Add this negative factor to the attitude of courts on.

patent validity, and what happens to technology transfer of




-1

: GoV‘err‘nneht—sponsored research? It now appears that legislation to

cla:éify the area is @‘ erative. T 1

. ‘l.

‘Well, then, the final quesuon is -- who should Speax for the creator

.when his results are dlSpOSed of under Federally Sponsored research

and '_what type of l.eg__lslatlon should be proposed?
Irene Till? --

The Anti-Trust Division -- Wwhose title is équated by many with

-;"_Anti—patent"? Who are interested in a short-term win in court on
‘whatever argument appears persuasive to the court, without any need
~ to determine how.such a win will impact on the patent system on a

| '51'o'n'g~'te'm basis. Whose recent opinion questions the constitutionality
) l

of the Government's leaving pateqt rights with mven‘tmg orga.nlzatlons,

whlle saylnc notn:mg about the constltutlonallty of the Govermment' s

' tak:t,ng__ rights and domg nothing with them to premote the arts and

sciences? But who, more importantly, do not have a window into the

world of research and development, nor an interface with its creators?

In. theory it is t_he».Deparment of Commerce which has the -respo_ns_i-'

bility for protecting the patent system-' in the private sector, and
.the Conmittee on .Goverrnnent Patent Policy, through its Department of

- Conmerce Chaiyman, in the area of Govermment-sponsored research.

' . One must sympathize with Commerce's assignment. The patent system

~is an incentive system whose results can be measured only through -

T e
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| 'a 10glcal analy51s of what should result and some scattered data

| Conversely, adverse aberratlons of the patent system are easy to

}

1dent1fy and belabor thw1thstand1ng, the tail should not be

' wagglng the dog. The Justlce Department or any one else's horror

stories, should not be permitted to ercde the patent system any

further. JThis might be accomplished by requiring Commerce Teview

for impact on the patent system before the Aﬁti-Trust‘Division-Ig

permitted to raise patent issues in court. As to legal opinions on

-Government'patenf policy, Justice should not render them at all

without’a specific request from its client, the Committee on Govern-

mbnt'Patentdelicy or its Chairman.

As advécates for the Creative, I believe'dUi're3pon3ibilityito'aSsist
~the Department. of Commerce or anyone else as to what the need of thef

: creator. is is clear and immediately essential. I esbecially speak

to ny un1versnty peers,. whose oplnlons frankly cannot be d1scoanted

as ea511y as those of our colleagues in the prlvate sector.

“Mach- of what-I‘ve juSt'said has negative overtones for the great
work we-are doing 1n tec]nology transfer I want you to know that °

'the successful reports coming in from Institutional Patent Agreementf

holders.are in excess of my own expectations.

.

" last week Research Cdrporation advised me that the Food and Drug

‘Administration had cleared the first New Drug Application on a drug f




