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. INTRODUCTORY REMARKS

-

Dr. Ancker—Johnson opened the meetlng by asklng ‘the members
- and guests to 1ntroduce themselves. .

”he Chalrman thanked the draftrng commlttee and the nxeoutlve
Subcommittee for the work product generated by their efforts.

‘The Chairman noted that the comments received are largely
constructive and should improve the draft before the Committee.
- She stated that she has listed what she believes are the major
substantlve issues and would make them available to the members
shortly. : - :

The Department of Justlce memorandum dated July 23, 1976 was
.referred to and the Chairman specifically noted some of the
. introductory paragraphs. She stated that while amendment 1.
may be fairly readily acceptable to the menbers, anendment 2

is qulte controver51al. :

At this p01nt ‘the Executlve'uecretary dlstrlbuted the list of
major substantive issues that the Chairman believed should be_
dlscuSSed and considered by the. Commlttee.
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DRAFT BILL

The merits of proceeding with the July 2, 1976 draft of the
© Omnibus Admihistration Bill was discussed. HMr. Anceleitz
noted Mr. GoodW1n s two—page letter.

Mr. Read adv1sed that the work of the Executive Subcommlttee
‘was done in accordance with the request of the Committee to
draft legislation, and in keeping with the policy concepts c
and guldelines unanimously approved by the Committee membership. |

Mr. Denny agreed with Mr. Read and further advised that the
‘Committee, after being presented with three different options
as to how it might proceed opted for the policy concept
which 18" 1ncorpdrated in the July 2, 1976 draft.

‘The Executive Secretary noted that the explanatory letter
which is to accompany the Bill will provide the background
showing the need and desirability of proceeding with the

' development of an Omnibus Admlnlstratlon Bill.

'DISCUSSTON OF THE MAJOR POLICY ISSUES

Section -201, page 5. Should the FCCSET be responsible for
the functions of FCCIP ("Council®")? (Commerce, FCCSET, OFPP).

The Chairmen referred to her memorandum dated July 26, 19276
- concerning the proposal to revise the section as suggested.

After a discussion of the proposai Commissioner Dann -
._MOVED that the revisions suggested by the chair be approved.

Mr. RaW1cz gueried whether or not the Commlttee ‘on Intel-
lectual Property ought to be provided for in the proposed
legislation. Dr. Ancker—-Johnson believed that this was not
necessary insofar as some form of the existing Committee

on Government Patent Pollcy would contlnue under the
FCCSET, ' : : S

_ Dr. Harmlson seconded the motion whlch carrled unanlmously
;'Sectlon 324 page 18. Should ‘the respon81b111ty for EmPIOYee

Invention Regulatlons be assigned to the Patent and Trademark
Office? (GSA) . - '

Mr; Read stated he believed 1t necessary to name the Federal,
agen01es Who are to 1ssue the regulatlons lmplementlng the
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various Titles of the Bill. He advised that some Federal
‘agency should be selected. Commissioner Dann agreed and
stated that the Patent and Tradeniark Office has had the
responsibility and would continue to do so unless it is
.specifically placed in another Federal agency. Mr. Rawicz
stated that while the present arrangement has been satis-
factory, he believed that perhaps the C1v1l Serv1ce Com—_
'm1531on mlgh be a better place for 1t

"Following the discussion, Dr. Harmison MOVED that the res-—
ponsibility for the issuance of regulations covering Federal

- employee inventions be assigned to the Patent and Trademark’
Office. Mr. Read seconded the motion. '

Messrs. Mossinghoff and Raubitschek stated that the July 2
~ draft provides flexibility and would permit any Federal

~agency to be made responsible for Federal employee invention
: rlghts aehermlnatlons and to issue Lhe regulatlons.

The Chairman noted a modified revision suggested by Com-
missioner Dann; namely, that on page 18, line 27

before the word "“where", the words -- issued by the
Commissioner of the. Patent and Lrademark Office —-
be 1nserted

Dr. Harmlson s motion was approved as follows..

FOR - DOI HEW, DOS, DOD, GSA, and PTO.
AGAINST - NRC, NSF, ERDA, and NASA,.
.ABSTAINED = USDA, DOJ and DOT.

- The Chairman then asked the Commlttee to con51der the follow1ng
issues: :

"Sectlon 202 page 6 Should the Board.ex1et°:(OFPP) If
"so, where should the Board be located organlzatlonally, and
what should be its make up? (OFPP GSA) ; and

"Sectlon 312. (c), Page 14. “Should the Agencies have a case-

.by—case deviation authorlty° (Commerce) .

Startlng w1th ‘the question of whether the Board should
exist, the Chairman noted that the Board has three specific
efunctions, ‘i.e., (1) employee rlghts, (2) march-in rights,
and (3) deviations. - S . -
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Dr. Ancker-Johnson asked Mr. Denny to provide some background

- on-the make up of the Board and what the drafting group and
the Executive Subcommittee had in mind. Mr. Denny noted that
the draft bill of the Commission on Government Procurement

- provided for an independent agency-type Board. He advised :

- that the Bill is drafted very loosely to provide sufficient
flexibility so that the Board could take any form deemed
desirable. Mr. Latker referred to Mr. Goodw1n s letter
regardlng the Board.

With resoect to the deviation Sectlon, the Chalrman noted
that the Commlttee had several options -

" {1) The Committee could leave Section 312. (c) as 1t 1s,
o {2)  Only.the Board could deviate; o :
... €3) oOnly the Head of the Federal agency may dev1ate~
. {4) The Committee on Intellectual Property may approve
E - deviations; or : ,
{5) The Head of the Federal agency may dev1ate, and the
: Committee on Intellectual Property could recommend
- e¢lass deviations for approval by OFPP, and inserted
by Way of amendments in the FPR and ASPR

A dlSCUSSTOn of the case~by~case deviations ensued Mr.
"Henderson noted that this does not happen too often and
he would like to see the Head of the Federal agency retain
.~ this flex1b111ty, rather than place the authorlty 1n a
: Board :

Dr. Ancker Johnson stated that perhaps in order to retaln
‘the desired flexibility, the Head of the Federal agency -
- would be required to document its position and the rationale
therefor, and make it available for review and publication
so that GAO might guard against obvious abuses of the
~ deviation section. Mr. Read noted that under the present FPR
arrangement, case-by-case deviations are permltted.‘

vDr. Harmison stated that a Pederal agency Head should be

~ .able to deviate inasmuch as the agency's mission requires

‘deviation. In addition, as long as there is a method of

' prov1d1ng accountability, such as a GAO overSLght report
or the like, this should suffice. : :

_ " Mr. Farmer belleVed that flex1b111ty should remain in the
- Federal agency. However, he did not believe that deviations
from the march-in rights would be necessary to maintain
patent 1ncent1ves for the contractor.
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- Dr. Harmison noted that there may be contractlng 31tuatlons

where the Federal agency may wish to deviate from the
normal clause by acquiring title to- resultlng 1nvontlons

Comm1351oner Dann MOVED that Sectlon 312 {c) be rev1sed
as follows: : :

In'line‘ZS insert the words -~ on a case~by~case
“basis —- after the word "deviate”; and

in line 34, 1nsert the words -~ and publication --

after the word "review" = o

Mr. Henderson seconded the motion.

'Mr. Anceleitz believed-that the Secretary of a Federal
“agency ought to be able to deviate on a class basis.. Mr.
- Read noted that this 1s not permissible under the FPR and daid

'_not believe lt to be de51rab1e. -

Dr. Harmison noted that this may reflect on the creditabiiity

- of the Heads of Federal agencies. Comnmissioner Dann advised

that this Bill is an attempt to bring greater consistency in

- the practices of the Federal agencies and that the Bill sets

forth principles that are to be applicable Government-wide.
Mr. Anceleitz believed that there are existing remedles
for arbltrary action.

_Mr. Read stated the reason for discussing deviations at all

is to show that one must allow for them but belleved dev1atlons ‘

" could be treated by the regulatlons.

. Dr. Harmlson MOVED to amend the motion to eliminete the

suggested added language of "on a case-by-case basis"
Commissioner Dann did not accept this amendment to his motion. '

The Chalrman noted that the leglslatlve hlstory would show _

‘what was intended by the revisions.

Dr._Harmlson MOVED that the Head of a Federal agency be

“defined as the Secretary level. Mr. Anceleitz seconded

the motion. Mr. Henderson noted that if one were to go

to the Secretary of Defense to consider such matters, it
would be quicker to go to a Board. Dr. Harmison noted that
this could be delegated. On a vote of Dr, ‘Harmison's motion,

- DOT, NSF, and HEW voted FOR, and the remaining agencies voted

AGAINST. On a vote of the Commissioner's motlon which carrled :
DOT and HEW voted AGAINST, and NSF ABSTAINED -
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©311.(b) (2) (&) through (E)". Mr. Farmer seconded the‘mction._
A discussion followed. The motion did not carry w1th only
__DOT DOJ and ERDA voting. FOR.

" 'right to acquire -- be inserted follow1ng (B) . No second

" was considered mooted.

organizationally. . Mr. Read believed it would improve the
- Bill if it specifically identified the organization.

- for HEW who abstalned.

Mr. Farmer MOVED that Section 312. (c) not permit a waivex
of any marxch-in rights. Mr. Denny noted that there are
special contracting situations where march~in provisions
should not be appllcable.- No second to this motion was
made. T - '

Mr. Raw1cz MOVED that on page 14, 1ine 31; “subparagraph”
311. (b) (2) (E}" should be changed to “subparagraph

Mr. Farmer MOVED that on page 9, line 20, the words ~- The
was made to the motion.

7Mr. Farmer MOVED that the antltrust march in rlghts of
paragraph (E) not be waived under any circumstance. Mr.
Rawicz seconded the motion which carried unanlmously except

Returnlng to the question of whether a Board should exist,
no one spoke for the question. Accordingly, the question

If the Board is to exist, where should it be located’

1Theoret1ca11y, the Board arises in several areas:

{1) Employee rights determlnatlons. [In the area of
employee rights, Commissioner Dann noted that the
Patent and Trademark Office would make the deter-.
minations and consider any apoeals unless it were
'de01ded ctherw1se 1

(2) 1Appeals regardlng march-in rlghts, and
: [Mr. Read noted the appeals coula go to the Board_
~of Contract Appeals 1 .

(3) .Dev1at10ns on a class basis. [The Executlve Secre-
tary noted that a new Board would have to be
created unless the class deviations were recommended
by the Committee on Intellectual Property, approved P

by OFPP, and insexrted by way of amendments in the - Co
FPR and ASPR.] ‘ ‘ S : :
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Mr. Read stated.thatdthe Executive Subcommittee's arrival
at the situation of not specifically identifying the Board,
was due to a lack of agreement on what the make up of the

‘Board ought to be. He suggested that the Chair might

inguire of the members where they. bellevea the Board ought
,to be located and the make up.

[At ‘this point, - the Committee addressed the next questlon 1

‘Section 311. (b)(2)(B), page 2. Should Governpent s llcenslng

rights be expanded to cover licensing of Less Developed

Countrles? (DOS}

Mr. Winter spoke to. the proposal and a discussion ensued.

. The point was made that if the contractor does hot'file;

the Government may, and the Department of State would have
the right to do what it deemed necessary with respect to
the ILDC's. Further, where the contractor filed a patent
application, the "C" march-in on nonuse should satlsfy the

DOS p081tlon.

-~ The question of whether or not the march-in rlghts applled

to foreign countries was raised. Mr. Denny stated that
march-in regarding antitrust laws was not intended to be
applied in foreign countries. He suggested that perhaps the
DOS suggestion should be accommodated under the ncY march—

,1n right.

er. Wlnter stated that DOS is interested in broadening the
language of Section 311. (b) (2) (B) to include foreign parties.

" The problem is that the contractor may have obtained patent

protection in an LDC, and the contractor may not wish to
work the invention in that particular country.

‘Mr. Winter MOVED that the word -- party -- be inserted

after the word "foreign", and that the phrase [government
pursuant to any existing or future treaty or agreement] be

deleted. Subparagraph (C) would show through legislatiwve
‘history the concept of the DOS proposal. _CommLSSLOner Dann

”seconded the motion. -

‘Mr. Read noted that apparently b0OS feels a forelgn party

should be permltted to manufacture and sell a Subject
Invention in the LDC's, notwithstanding the issuance of

‘a patent in the LDC which is owned by the contractor.
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Mr. Henderson noted the probLems relatlng to the DOD
bllateral agreements.

'The vote taken on the motion dld not carry w1th only the
PTO and DOS in favor of the motion. -

"Sectlon 311.(b)(2){c), page 10. Should Section 311 (b)(2)(C)

be broadened expressly to authorize march-in if the patent

owher 1s not satlsfylng the market at a reasonable price? (NSF).

Mr. Raubitschek spoke to the issue.. He querled if the

Blll as drafted %n fact constltutes a beefed up march-in

rlght provision. - He MOVED that the words -- achieve practlcal
application ~-- be inserted after the words "effective steps to
and to delete the words [commercialize or otherwise achieve

‘utilization by the public].’' Mr. Rawicz seconded the motion

which carried. The vote was as. follows-

'FOR ~ WNRC, DOT, DOJ, ERDA, NASA, NSF, and GSA.
' AGAINST ~— HEW - ' ' -
- ABSTAINED -~ PTO, DOI, USDA, and DOD.

section'311‘(b)(2)(Ej; page 11, and other areas. " Should the

- phrase "substantially to 1essen competltlon or" bes deleted

from the march—-in rights? (USDA).

Mr. Getshell spoke to this policy issue. He noted that the
language seems to be a deterrent to a contractor who attempts
to move out and commercialize an invention.

- Mr. Denny noted that the 1anquage came from ERDA and the' |
- meaning attributed to the woxds is set forth in the Conference

Report on 5.1283. He advised that these woxds are intended to

 -reflect the antitrust violation situations spelled out in

prior Court decisions which have found an antitrust violation.
Mr. Farmer- agreed with Mr. Denny's concept on how the words

~are to be interpreted. Mr. Farmer further noted that the

words would tend to balance the patent and antltrust p051tlons
of two seemingly oppos1ng laws. -~ ;

Mr. Getshell was satisfied as long as the leglslatlve hlstory
shows the meanlng of this section. .. "
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Mr. Farmer spoke.to_this_policy issue.

Mr. Denny reviewed the history of these periods. He noted
that the Executive Subcommittee started out with a 5-year
and 3-year period as suggested, but the march-in rights
provisions were not to be applicable during this so-~called
"guaranteed" period of time. When the period was lengthened
~to 10 and 5 years, the march-in rights were to be made
appllcable 1mmed1ately. :

Mr. Latker noted that the perlods selected at first blush,
look purely subjective; however, they are actually based
upon a certain amount of éxperience in the patent 1lcen51ng
area. He .specifically noted the Research Corporation's
expetrience with inventions arising from nonprofit 1nst1tutlons.
He also believed that the 10 and 5 year periods would cover
more situations for whatever would be required by the con- -
tractors for effective commercialization. Mr. Raubitschek
agreed with Mr. Latker's views and stated he has had con-
giderable requests from grantees and contractors for at

~least a five-year commercialization period. Mr. Denny
noted that the Bill would have been totally different if

- the shorter period was initially selected or formed the

"ba51s for the proposal before the Commlttee

'ﬁMr. Farmer MOVED that the DOJ amendment #2 be adopted. Mr.
" Anceleitz seconded the motion which did not carxy Wlth only
- DOT, DOJ and ERDA Votlng FOR.

- Section 311, page 8. Should GOCO's be excluded from the
,s1ngle patent rlghts clause? (NASA).

Mr. M0551nqhoff stated that NASA my have no problem in
. that the implementing regulation could take care of this

- situation. He advised if the GOCO has an aggressive lic-
~ensing program, then this may be sufficient to permit the

GOCO to retain the same rights as any other contractor.'

Mr. Read noted that the Committee on Intellectual Property
- would recommend devratlons through the FCCSET
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Mr.‘Mossinghoff.MOVED that the drafting:committée take'care"

. of GOCO's by adding an additional subparagraph under Sectlon

312.(c) (2). Commissioner Dann seconded the motion whlch
carried unanlmously with HEW abotalnlng '

In returnlng to the questlon ‘of  the Board dlscussed in

subparagraph 312. (c) (2), the Chairman noted that the Board/
could be appointed on an ad hoc and as needed basis, and -

~could be appointed from the members of the Committee on
‘Intellectual Property. She stated this should be possible
- under OSTP's authority to recommend this arrangement.

‘New Section, page 21. Should the agencies have discretion to

. shi

are royaltles wmth thelr employees? (HEW).

CMr. Latker spoke to this policy issue, noting that the

awards section does not always adeguately take care of the
Federal employee inventoxr. He MOVED that the proposed new
Section 327 be included in the Bill. Mr. Farmer seconded

the motion.

_Mr M0551nghoff stated that as long as the 1eg151atlve
history shows that this is discretionary with the agen01es,

NASA could go along with it. It was noted that the word _
"may" appears to make it discretionary. NASA and DOD could
then withdraw their objections to the royalty-sharing .
section. : B . S

Mx. Getshell amended‘Mr.'Latker's-motion by deleting the
~last sentence of his proposed language, [The amount paid

to the employee inventor from such income may not exceed
20% of the. total income accruing from the invention.].

The motion carried with DOD opposing and NASA‘abstainihg}

Commissioner Dann MOVED that in Section 402. (d), page 24, -

-line 2, the words -— the United States and in ~- should . -

be inserted after the words “on inventions in". Mr,
. Latker seconded the motion. ' o '

'e A discussion of the motion ensued. Mr. Latker noted that

the language is drafted to provide that a Federal agency

need not accept the funds if they do not wish to do so.

A vote on the motion was unanimous. -
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'_TASK OF DRAFTING AND EDITING GROUP .

It was the consensus of the Committee that the.drafting

‘and editing group should consider all the comments not discussed

by the Committee on Government Patent Policy during this meeting
and adopt editorial and substantive changes Whlch appear '
reasonable and- necessary :

' Mr.-Neumann noted the need to prepare (1) a comprehensive
revision of the Bill, (2) a sectional analysis by the
Executive Subcommittee, (3) an explanatory letter, and
(4) a speaker letter. He noted that if the Bill is to be
‘introduced in this session of Congress, OMB indicated it

. would be necessary to obtain official clearance by September

.15, 1976. This will require the submission to OMB of the
four items noted by August 15 for official circulation to the
Heads of the Federal agencies. In addition, all comments
received by OMB would be due on or before September 1 and
‘accommodated as appropriate by September 15.

“The Chalrman stated that 1t appeared de51rable'to'move ehead
“with the proposal. She further noted that if the President
dld not sponsor the Bill, OSTP is prepared to do S0.

The meetlng adjourned at 3:20 p.m.

0. A. Neumann :
Executive Secretary




