MENORANDUM FOR Dr. Betsy Anckor-Johnson
Chalrman, Commlttee on Government Patent

Pollcy "

Dr. H. Guiford Stever;'Director;'Office_'1.&5%;~fa-5€
of Sc1ence and Technology Pollcy Coe] - o
TSUBJECT Government Patent Pollcy
Reference is. made to the Chalrman s memorandum of

' August 20, 1976 forwardlng a draft bill “Federal‘"[

Intellectual Property Pollcy Act of 1976

As you.know,,the draft blll proposes a najor Shlft to a‘t??
Government patent llcense pollcy from the Government patent
tJtle pollcy generally rerlected by Congress in LhefﬁfG
NASA AEC, ERDA nonnuclear and other leglslatlon anq.from. B
the Presrdent s flexlble patent pollcy prov1d1ng for taking -
elther tltle or 1lcense dependlng upon the categorles of wajt
01rcumstances outllned The Pre51dent s patent pollcy was”.
_'enun01ated_or;glnally in 1963 ‘and relterated:w1th-m1nor :rt”t

Gmodificatione in.197i.

As the Chalrman s memorandnm p01nts.out the 1965 congreSSLOnal
-effort to escabllsh a unlform patent pOllCV was along ‘the

llnes of the Pre51den 's flexible patent pOllCY nTh?an-”
;fHarbrldge house study,conduoted under the ausplces of i G;:
the Government ‘Patent Policy Commlttee, recommended retentioﬁ.?a°

of bthe Presadent's Llexible patent policy asg dla the -




2
:Commlttee ltself in 1969 The feperttofttne'cemmiseion

on Govelnment Procurement (December 31 1972} recommended.::

1mpleTentatlon of the Pre81dent S flex1ble patent pollcy,
':w1th rcpeal of the SpelelC agency-or programfetiented
‘.statutes that stood in the way of. unlform appllcatlon of.
1the Pre51dent s pollcy. The Comm1551on dld urge con—'”

51derat1on of an alternatlve patent llcense approacn, but onlv 1

"follow1ng an unspe01fled perlod for testlng the ,Lflcacy

a need for POlle revmlen,- Iin Narch 1974 pursuant to_'{kif;ft;a_
_e the recomnendatlons o; an 1nteragency task force Comooseé" _
”for the nost part of the members of the Patent Pollcy
[ _.-l_.,-_ccmm:s_ttee, an execu-}-lve branch POSltlon was adopted to el

accept the Comm1351on s recommendatlons to 1mplement the'

'7;0£ conflactlnc leglslatlon. The executlve branch posatlon I
"totlmplenent the Presadent S patent pollcy was referted  "
to the FCST and in. turn to your Commlttee for develonment

=df-1mplement1ng actlon.

?A major concern to us 1n con31der1ng the propoqed blll ~—-and
'“:we think also to Congress - isg the justlflcatlon for

'n_departlng from the establlshed congressLonal Ard-;tl"

ol IRACRTEar

'_Pre51dtnt1al pollcy. We thlnk it essentlal that we he

‘furnlshad'alth tha dttni}ed 1nmcrmatlonf_éata,'or Gthzr

,;of the Pre31dent .S, pollcy, evaluatlon of experlence .1nd;eated;gn;‘

.:ex1st1ng Pre51dent s patent pollcy and undertake the repeal IR
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'.“alternatlve fapproach“ which- the

_ Commlttee agreed shoﬁld‘ be the basisa for

"and need proposed for subm1531on to Coqgress._'

3 .

'"evaluation'of exparience under the revised”Presidential'

pollcy" whlch 1ndlcates a need for a ba51c change to the =

vy

gfleglslatlon.e Iﬁrwould also seem approprlate to 1nclude.;

' ”~some duxxﬁ51on along these llnes in the statement of purpose

- Comment is also reguested in connection with the following

! . . . Lo

| matters-'

' Authorlzatlon under Sectlon 201(a)(c) for the Federal

Coordlnatlng Counc1l for Sc1ence, Englneerlng, and

: Technology to make recommendatlons w1th regard to patent
_ and data matters would appear to be dupllcatlve and of
'*'questlonable need in the llght of the broad authorlty d

. given the Goordlnatlng-coun01l under'lltle IV of P. L

94—282'_ Under equlvalent authorlty in the FCST the

'Commlttee on Government Patent Pollcy was establlshed and

‘ has been functlonlng

‘Sectlon ZOl(b) dlrects that Counc;l recommendatlons adopted fh”.

by the Dlrector OSTP "w111 be promulgated " Thls appears

ol flrst,to-glve_operat;onal and dlrectlve_authorlty-to AR
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_ operatlonal or management offlce; .

-an office‘iutended to be advisory only; and second to”

1mp1nge on the authorlty of the Offlce of Federal Pro-

'curement Pollcy to promulgate unlform procurement

'pOllCles.

Section 202':in prouiding for the birector,fosTP tc'

'establlsh or de31gnate boards for 1ntellectual property,

'_also appears to. convert the OSTP from an adv1sory to an :

'There'are COhsiderable ambiguities and'queetione-rélating-
to- the admlnlstratlon of the Government marchmln rlghts,
elncludlng the provrslons for determlnatlon of contract

dlsputes thereunder. It is not clear under Sectlon 202 r-

whether the bOards for 1ntellectual property are to be 1n

_appeals-for the adjudlcatlon of patent_contract dlsputes..
“'_" Intsome'cases"(Section 3ll(bj{2)(0i(E)fF}); 1t appears
: bthat the boards for 1ntellectual property are to make_
initial decrsrons in lleu of agency heads or contractlng-.r.
- officere' Whlle board dec1alons are made appealable to
';the Court of Clalms,_thls does not seem to recognlze the _3”

;concurrent Jurlsdlctlon Of dlstrlct courts An . certaln

lieu of or in addltlon to the regular boards of contract .”"“




contract appeals and there issno indication Qnether'court
appeals w1ll be on the basrs of Admlnlstratlve Procedure

 Act standards of rev1ew, Wunderllch Act standards of
'rev1ew, other standards of rev1ew,.or no standards of

i review sO . as to amount to a de novo trlal._ Court of

Clalms jurlsdlctlon is now llmlted to monetary judgments B

_and 1t is not clear how this would apply to the allocatlon'

f of patent rlghts under Government contracts..=

‘The prov1sron under Section 3ll(b){3) for the board to
.consult w1th the Counc11 and ?ederal agenCles would appear"
1ncompat1ble w1th normal due process standards of the'
boards of contract appeals whlch requlre all statements__:
to be on the record and 1nh1b1t ex parte comnunlcatlons lnf
:1the determlnatlon of contract dlsputes. The 1nterventlon e
'of thrfd_pafties under Section 311(b)(2)(D)(E)(F) 1s also L
:a departure from custmary board of contract appeals practlce.d
Another anomaly is the authorlty of the board for 1ntellectual
Tproperty under Section 312(b) (3) to spe01fy terms, con—li |
:'dltlons and royaltles for marchjln llcenses, this seems -
t-mOre in keeplng w1th an agency.contract admlnlstratiOn*or .
:contractlng offlcer functlon than a board contract dlsputef
.adjudlcatlon functlon. . . .
JiﬁUndorlylng these amblgultles and problems appears.to be ah‘
' ba81c uncertalnty as to whether the march in’ rlqhts 1nvolt-
_Jpstrc1able standards ‘which lend thcmselves to_cradltlonal;

adversary contract dispute procedures or involve socioeconomic =
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issues caliing for‘a high'degree of policy judgment and
administrative discretion. Once the basic guestion is

:resolved,'we'Would be in_ a better poSition to consider

what mechanisms and procedures'are appropriate. Absent-

good reasons for specral treatment, 1t would seem pre—fj‘~

__ferable to stay w1th establlshed systems for the resolutlon "'
- of contract dlsputes |
J:Inuevaluating the proposed 1egislati0n as an alterﬁative_

-QtO the Pre51dent s Patent Pollcy and th° CongreSSlonal fgﬂ

patent pollcy reflected in current statutes, 1t would ’f

.also be helpful to know what agency or 1nteragency

‘admlnlstratlve mechanlsms and procedures are contemplated

to assure that the Government march ~in rlghts w1ll be

) enforced and effectlve as a'means of promotlng the mar—"
_ ketlng of 1nnovatlons w;thout unduly dlscouraglng con—

tractors from part1c1pat1ng in Government procurement.

. Your comments on these aspects of the proposed blll w1ll

be apprec1ated.
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