"deV1ces,_and eleetronlc equlpment._

2000 P Street, N.W., Suite 708
Washington, D.C. 20036
~March 20, 1978

Jay Solomon, Administrator
.. General Services Administration
- -18th and F Streets, N.W.
”Washlngton, D.C. 20405

?Dear Mr Solomon.'"” *

_ Accordlng to a notlce in the February 2 1978 Federal
Reglster,_the GeneraliServices:- Admlnlstratlon -has- adopteé_
an -unconstitutional-rule,.to become: effective. today,. March™

20, 1978, allowing-universities-and-non-profit-organizations=-

subgect to certain minimal:conditions——50-retain-the: entlre__,
right,,title,.and. interest.in patents on inventions made_ in.
the course. or all Federally funded research and development

contracts..

Ir thls pollcy is. 1mp1emented 1tﬂis'likely>that~;over_'
the next decade-—-these institutions will reap hundreds of

'millions-of dollars-of: profitsfrom.work. supported.:by:the-
Federal government.. Three. Federal agencies.alone—~HEW,  the.

Department of Energy, and -the- Department of~ Defense-—fund

+thousands=of. contracts, . many "of which result in the discovery

of ‘medical:devices.such as:artificial hearts, epergy—savingm

55WE believe that such ‘an policyvis unconstitutional;;

';i*unw1se ‘and ‘econtrary.to the publie.-ihnterest... In Publiz-

f',Citlzen v. Sampson (Civil> #781=73=-D.D.C..January. 17;. 197&)“'
~-.Distriet Judge Barrington-D. Parker- -déelared.-that the:grant--..

Ing-of exclusive licenses to existing patents:and inventlons

. ‘owned by the United: States 1s- unconstitutional:in violatlon:
ofarticle IV, section 3, clause. 2. 'Although that decision-

- was-vacated on-appeal because the plaintiffs were. found- to

- lack standlng to raise-the legal arguments, K the Distriet - .iszfT*-
"fJudge s de01sion on the merits remalns untouched..'j Pt LU

L The regulatlons to be adopted by the GSA are potentlally _}
ﬁ;feven more- pernlcious because they. permit the: give—away-of
. patents whose nature,;utility and value are unknown at the

'!”1qtime of disposal whereas under the- regulatlons declared
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unconstitutional, the Executive branch was at all time aware
of the nature of the patent that 1t was making available on
an exclusive basis. 1In addition, the earlier regulations
provide only disposition of royalty-free licenses; whereas
in this case the grant is of full title subject to a right

. of the U.S. to use the patent royalty—free.

In addltlon, in 1972 Roger C. Cramton, the Assistant
Attorney General for the Department of Justice's Legal
Counsel, in response to a request for a legal opinion,
found the granting of exelusive rights unconstitutional,

~and then Attorney General Elliot Richardson stated that

#_ . .such disposal of patent rights through a Government

_contract would be Constitutionally suspect unless such dis-~-
posal were based on valid statutory authority "1

The General Serv1ces Admlnlstratlon ‘has no such_atatutory
authorlty In fact, as far back as 1947 the Justice-Department
held that the. Government. owns:those-patents:-and. inventions.
which,are,the;result-of.researchiand;development_financed;byf
the- Uhited States. The Constitution reserves to Congress the.
exclltsive- authority- to~make- rules anad- regulations-regardlng~'

.theIr—use and dlSpOSlthn.?.

“Nor does ‘the Goverrment Property Act, enacted in 1949

-"to simplify. the procurement,. utilization, and disposal:of

| Government property," give GSA such authorlty.- A.thorough*

= property,;they may. only be- transférred: from one- federal: agency e
to” another;: only iT they- are- surplus: property“can.they be.. '

"'F;;Mo U.s. CL5Sec.:483(a).,Liua;w;f-:

reading of the Act maKes_ it clearuthat Congress has .denied.

- @SA: the= authority- tOAdlspose*of-valuable rights: to. government-
- owned: patents: and inventionsi. Congress: gave. the: Administrator:

of” the: G834 authority. to transfér excess- property:-among Federail:
agencies,?" “and to-dispose of s ggglus property.® . Thus;. if-the
rights to government— flnanced patents and. inventions are excess

disposed.of. outside:the: government. Since- these patent_
rights are obviously: not‘“surplus*property"" nothing-in. the

Government Property Act authorizes therGSA to dlspose of them..

-fl.ffLetterlfroﬁ‘httornejQﬁeneraJQEliibtiRibhardEOﬁéto9mr;?”:}'

A H. Helvering, Chairman;.Implementation Subcommittee

' on Governmert: Patent-Policys . FederaloCouncil on Sclence-

rﬂ;and Technology, August 23, 1973%

40, T. s C. Sec. 471 et seq.o_rgﬁjf-*”

efﬂuo_U s. c: séél usuf"“”
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to private persons.

Congress 1tself has not considered 35 U.S.C. Sec. 261
sufficient to permit agencies 0f the Government to dispose
of government-owned patents and inventions, for when it has
wanted to grant such authority, it has done so In clear and
unmistakable language. Congress granted to the Tennessee
Valley Authority the right to grant licenses on patents and
inventions belonging to TVA. In 1944 Congress authorized
the Secretary of the Interior to grant licenses on patents
‘acquired by that agency. In 1954 the Atomic Energy Commission

' was also given specific congressional authorization to transfer

ownership of patents and inventions belonging to that agency.
-In the National Aeronautics and Space Act of 1958 Congress
- gave  the Administrator of NASA authority.to "promulgate regu-
lations. speeifying the_ terms.and conditions. upon which . :
licenses-will:be: granted -by- the=Adminisftration-for the:
practice_by.any- person...of_any {hvention. for. which  the :
. Administrator.-holds:a.:patent:on:behalfrof:the United .States.?”
" Finally,. section 9 of .the 1974 Energy. Act® demonstrates that
whern-Congress- wanted :to providé. the-EXecutive-Branch-with-
the right:to dispose-of.rights to.future patents: developed:
through' Government-fihanced:-R&P contracts; it did so-directly;
clearly, and in considerable-detall. When Congress-has
speclflcally granted-a.particular power in one_instance, .
"its-silénce=[1in . another:-analogous:-situation]:is: strong
evidence- that 1t did not intend . to. grant the power.

, Flnally,,a31de - fhom. the 1ack ofi'authorify; to-give away.
- thec Governmerntl s-patent-rightss toprivate perSOns,-the .
-Germeral® Servites” Admlnlstratlonﬂhas ‘notipresentéd-even .a
- shried:of:evidence to:show-how.the -proposed policy.will bene--
;fit;theiUnited;States:;LIffthétGéneraliSérjiﬁeStAdministratibn:

‘5V*be11eves that-therevidénce- of<beneflit*to the- Urnited States: iS;

:'compelllng, then—Congressional authority*should be sought.ﬁ-

"‘Sincerely yours, .

B Federal Marltlme COmm 121 . S App.

- D1 C..l#h 146 3@8 F. 2d 756,. 758 (1965).. "State Highway~

L Commission of Mlssouri Vi Volpeé M79 FLZa 114# (8th ‘
f.Clr--1973) R : L _




