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"UNIFORM FEDERAL RESEARCH AND DEVELOPMENT UTILIZATION ACT OF 1977"

. IN TnB HOr"E OF HEI'lmSE~TA'l'IVES

95TH CO~Gm,;SS

16T St::.""IOX

.1; ,i.: H. R. 6249
TITLE n'~nn:\fE~TIC A~n FOnEH1X pnnTECT10~ .\XD

I.ICEN"~l::\(I OF FEDEIL\LLYO""'s1':1) IX\'E~TI0SS

SC'l.'. -t01. Authol'ity of Ff.'ol,)nl l\.grl}cks•
SC'l.'. 4U'2••\uthtll'it.\' of thr ~l'lTtital',r of ('UUllllN'('l' in cooprrt\lion with

ot!trr Ft·drrn1ftwm'if.'s,
Scc.40:1. Anlht'lril \" (If ~\drlllni.,;tl·lliorof <1f.'I1<!l'nl &r"ic\!;;"
s.C'<'. 400t, Gmnl,.; of un c1:dusin~or lJ3rtiall,)' e:xdusi ..e Ik'cnsC',

., ';,"' 'CUAl'T&R 1.-IYVE~"TIOXSOF CO:-'"TRACTORS

Al'J:U, G, I uii

AIl', 'l'I1()n~,'UX (tnt' h:lll:,~:1f :lI!"l:lf!'. 'l'1:.\I:n:) itlll~Jtllln'd the following: billj
which W:lS rcCl;ITl'd juillt ,~" to the t'UlLlIllittCl':) outhc Jmtkialjo" nnll Science
and TcC'hnology
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'"(2) Federal polie~' on the allocations of rights to

resource;

(3) the pnblic interest wonld be better served if

greater efforts were made,to obtain patent protection

and to promote the commercial usc of new tcdUlOl(J6Y

rc.ulHug from fed('rally ,pou,o""l ,"'",'areh and uenlop

ment, both in the t'"llitcu 8tatf!s anu forcigncountrit,s, as

appropriate.

1'l1'LE V-MISCEU.AXEOFS

inventions resnlting from federally ,pon,ored research

and development should stimnlate inventors, meet the

needs of the Federal Govemment, recognize the equities

of the Federal .mplo~·eo.inventor and the Federal

Goycmmcnt contractor, and serve the public interest;

and .!'

TITLE I-POUCY

FINDISGS

SEC. 101. The Congress, recoguizing the profonnd im

pact of science and technology on sodety and the interrda.

tions of s~ientific, t-6c·hnological, economic, social, political,

and institutional faetors, hereb~· finds that.-

(1) in,·entions in scientific anu technologieal fields

resulting from ,,"ork performed nnder Federal researeh

and development programs eonstitute .. valuable national

C'U.\l'TF.R 1.-DoT:'OrrH1~Sj Rt:L.\Ttnxsmp TO O·rllr.n 1,,\""3

S«'. 511. D~jhiitlons,

Sec. 312. UcI.tlioll:'hip to othel' I:tw:>.

CHAM'LIt 2,-A:m:suriST TO OrIU:ll: A{,"T8

See. 521. Identified Acts amended.

CUA.l'TER 3.-EFFECTn"E DATE Pnonstoy

Sec. 53!. E1I'ecth'e date of Act.
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CUAMER 2,-I,.,\;F.XTIOllOS OF FEIlEItAL E~1"LOn:F.8

. TITLE I-POLICY

Sec. 101. Findings.
Sec. 102. Dcclal'ntion of purpose.

Sec. 311. Criteria for the allocntion of property rights in subject inven-
tions.

" SCC'. 312. Reporting rcl]\lirements :md dcC'1nmtion of intent.
, Se~. sn. )finhnlllll rig:hts to Fedl'l'\ll GoYernmcnt and the public.
Ste. 31.1,. ('ontraciOl"s l'ight~.

Sec. 315, R('lntl'li pt'o\·isions.
Be". 316. Jllukiull"edcw.

;.;: ;~

~. 321. RC'porting of inwntions.
Bel;. 3:!2. Cl"itl'l'iU. fMtlle allncntion of rights to inventions.
~l'C. 3~3. Applil'l\tiotl of l'l'it('ria.
f;('c. ~l24. Ut!\'icwof Ft'l!l'ml n~nl')' dt'terlllilllltions.
S{>C'. 825. RCllssigntllt'nt of ti;:;-hts; , ,.

~. 3:.!O. I ncrnt i n~' It wa l'd~ progrulll.
Sct-. :l2i. Inl"OlllC' shnrin~ frolll lmtrnt lit'rnses;
Sec. S:!8. CunOid of inl{'l'l.«.

TITLE II-FUNCTIONS OF THE OFFICE OF SCIENCE AND
TECHNOLOGY POLICY AND THE FEDEUAL COORDI

i". NATING COUNCIL FOR SCIENCE, ENGINEERING, AND
TECHNOLOGY

SeC. 201. Federal'Coordinating Council tor Science, Engineering,and
Technology.

TITLE III-ALLOCATION OF PROPERTY RIGHTS IN IN
VENTIOKS RESV'LTIN"G FR()~{ FEDERALLY SPOS
SORED llESEARCH AND DEVEWPMENT

~o establish auniiorni Federal system for ma,I1flgen1cnt, protec~

tion, and utilization of the results of federally sponsoreu

scientific anu technological research and, den:lopment; and

to fnrther tho pnblic interest of the United States domesti

Cally and abroad; and for other related purposes.

" Be it enacted by the Senate and House of Representa-

tives of the United States of America in Gongl'ess assembled,

That this Act may be eited as the "Uniform Federal Re

,'seareh and Development Utilization Aet of 1977".
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0,· ,2 (No, 325) TEXT (PTC]) 4-2i~77

J)ECIJAnAT10:i 010' l'UJlPOSE

l:\EC. 102. I t is the purpo,e of this Act to-

(1) establish a uuiform :Federal system for the man

~l;,"ut aud usc of the re,ults 01 federally spousored

scientific. RIHI technological research and (lcYc1oprncnt;

(2) provide lor uuiform implementatiou of the

provisions of this Act, and to make a continuing elTort

to mouitor such implementation;

(3) allocate rights to im'eutions by coutractors

which result from federally spoasored research lind

development so as ~

(A) encourage the participation of the most

qualified and competent eoutraetors,

(n) foster competition,

(0) reduce the administrative burdens, both for

the Federal agencies.and its contractOl'S, and

(D) protect the public investment in research

lind development by promoting the widesp.read

utilization ·0£ inyentions; .

(4) allocate rights to Federal employee im·eutions

.in an equitahle manner;

(5) provide for a domestic and foreigu protec

tion and licensing program to obtain co~mercial utiliza

tion of federally owned inventions, with the objective

of strengthening the Nation's economy and expanding its

domestic and loreign markets; and

(6) amend or repeal other Acts and Executive

orders regarding "the anocation of rights to inventions

which re,ult lrom lederally sllOnsored research lIud ,de

velopment, nIHl the licensing of lederally o\\~led patents.

TITLE II-Fl1KCTIONS OJ!' TilE OFFICE' OF

SCIENCE AND TECilNOLOGY POLICY AND

TilE Jo'EllERAL COORnIKATING COUKCn, FOR

SOIENCE, lmGINEERTNCl, AND TECilNOWGY

FEDERAl, coon01XATINO COUSCITJ .FOR SCIEXCF.,
.!. .,"

)~~OINl~l~UlNO, .AXD 'l.'EC'IlNOLOGY

SEC'. 201. (,{) The Felleral C"ordinating Council lor
.';-'

Science, Enginooring, alHl TN'hnology (e'tahlished b)- sec

tion 401 of tho Nutional Sci"nee and Teehnol"gy Pulicy,

Orgauization,lIml Prioritie~ Act of Hl76 (42 U.S.C. GG.Jl»)

(hereinafler in this Act referred to as the "Couneil") .hall

make recommenl1ations to the Director of the Offi\"C· of

Science and Technology Peliey (hereinaltor in this· title

rc£clTcd to as the HDircttor") , with regard to-

. (1) unifol1nand elTeeth'e planning and admil,;';tn>

.tion of Fc<lcrnl progrnm~ .pertaining to inv(,lltion~

patents, trademnrks, cop~yright~, rights in tcchniruldata,

and matters eomieeted therewith;,·"

(2) uniform policies, regulations, guidelines, and

practices t<> carry out the provisions 01 this Act und other

Federal Goyernment ohjectiYes in the field of intellectual
. ',; , -' ....

property; and , ' . .. .' ','
. : '. , ". ::' ~ .

(3) nniformity and elIectiveness of interpretation

.and implementation by individual Federal agencies 01

the provisions of this Act and other related Federal

Goverument policies, regulations, and practiees; , ..

(b) Recommendations 'regarding tnatters set lorth in

subsection (a) which are ma<le by the Conneil and adopted

by the Director shall. be transmitled to Federal agencies

throngh appropriat" channels.: :....,,,.;" ," .• ".;,.

(:c) In order to carry out the responsibilities set forth

in subsections (a) aud (b), the Conneil is authorized lo

(1) a.equire data and report' from Federal agencies

on tho interpretation and implementation "f this Act

and related policies, regulations, and praetices;

(2) reyiew on its own initiative, or upon'request

by a Federal agency, Federal agene)" hnplcmeutationol

the provi.i"ns of this Act; "", , ',',;".: '".

(3) analyze on a coutiuuiug basis data acquired by

the Council; .",') j •

(4) eouside,r problem' and develollU,euts in the

fields of illn'utions,pntcnLs, tradelDlirks, copyrights,

rights intcclmicnl datu, nnd matters councdcu therewith

find thv impad tlJCrco( -on Fedt'ral OU\'CfUll'ut 'vvlicy or

Publlshl!'d by THE BUREAU OF NATIONAL AFF AIRS, INC.• WASHl~GTON. D.C. 20037
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SUBJECT INYENTIOXS

CRITERIA FOR TlIEALLOCATIO;i 'OJo'PRQPER1'Y llIGll'fS IN

AJJI,Y SPOXSOHED nESJUHCII AXD DBYELOP-

C'UAPTER l.-I"YExTJO"S OF COXTRACTOIlS

(1) an agrcI'lIll'nt lhat, if the contractor derls not

acquire such additional r;gllts;

(Il) the Federal agelley sholl ha"e the right to

,require-periodic written-reports at reasonable inter

vals, andj. when- specifkaUy requested hy such

agency, r.ep0fotS' on the commercial!nse or other form

of utilization. by tho public dlat is being made or is

-intended, to be made 01 any subject im'ention;

(Cj- the- Fedoral ogency sholl have the right

to require the contractor to grant a nonexclusive,

partially exclusive; OP exclusive license to a re

sponsible applicant or applicallts in auy field of

usew-the subject invention, upon terms rl.'8.<.;ona.hlc

uudor tho circumstanceS', Of, if'tl1O contrndorrcfuses,

-,

to file lllltltl'ut -npplic..'ationon n snhjl'ct illYl'ntioll in any

counll'r, titlc to such nn iIwcntion ~hnn he n~siglH,'d to

the l~cdcrnlGoYcrumcnt,subjcct to the rights retained

hy the cOlltmetOl' nmlcr scctio1l314; aml

(2) fin agreemcnt that., if tho contractor elects to

file fi.lmtl'ut npl1licatioll iu ncconlnucc with section 31-1-

(A) the Federal ogeney shall hllYC a nonexcln

sivc, nontrnnsfc.rablo, in'cy-ocu1J}c, !luiu-l1p license to

pmctil'c or h"Ye practiced for the Federnl Goyern

ment any subject im'ention throughont the world

by or 011, !>ehall of the J!'edcrnl GovernlUent (includ

ingany Federol ogeney), and may, ilproyided in

sneh agreement, ha.\"e addici6lial rights to sublicense

any State or domestic local gOY(,l'nrnent or to sub

license any foreign' go,ermneub pursuant to foreign

policy considerations, or any existing or future

treaty or agreement, when the Federal agency de

termines it would be in the national interest to

ing-

'"'" -- (No. 325) D· 3 -"--\

behnlf tlf Ihe Federal GO\"l'I'IIIl1""t, at the tillle of contral't- -,
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MENT

TITLE HI-ALLOCATION OF PIWPER'l'Y RIGIITS

SEC. 311. The allocation of property rights in subject

inventions shull be determined by nnilonn regulations, is

sued by the Administrator of General Seryiees and the Sec

rel{lry of Defense, employing .. single patent rights clause

in all instance. except as may be provided in sneh regula

tions, subject to the minimum rights acquired under sectlon

313 (a) (2), or as provided in section 315 (d). Such II

patent rights clause shall include the l,rovisions required by

~eetion 312, 313, 314, and sub,eetions (a), (b) ,and (c)

of section 315.

IlEPORTI"U IlEQUlREYE"TS AND DECLAllATIOX OF INTENT_

··SEC. 312. The contractor shall promptly provide the

Bpo~~~ring Federal agency with (1) a disclo,ure of cub'

BUbj~et- lm'ention which is or may h~-_ pateniable under the

laws of the United States; (2) an election whether the

eontrnetor intends to file a patent application on the subject

invention; and (3) if the contractor cleets to file, a dedara

tion of the contractor's intent to commercialize Or otherwise

oehieve the widespreud utili>:ution of the invention I,y the

pnh1i~. The l!\·<1('ral OO\"('l'nmC'ut fllu\H witlllwla pulJlicntion

or ]'C'lcnsc to tllC puhlic o( information diselosing ~nc-h in

,·clltion (01' n n.·nsonahlc timo in order {or a patent npplica

tioll 10 be filed.

,'" uniform accolllluo<ln(.iou oriml,lcllll'utnthm by F(\t1<.'ml

ngent'ieg j and

, (5) pul>li,h anuuully a rCjlorc on Conueil elTorts,

fim1ing~, nUll f{'COIHI11t'llllatiollS made nUlh~r this scctinn.

IN H,YEX'l'IOXS UESCL'I'IXG FUm! FJmJm-

.. - ....... , ,

MINUl.Ul\[ nWIITS TO 'J'IIB I~ImEnAJJ (lOVEHNMENT ANI>

~'IlE pvnLIO

SEC. 313. (a) l~a('h Feueral ugeney shall nC1luiro on"

to grant mwh n' licOJlso-ju.elf if the ngmwy ud,t.·rrnill(,~

such aelionis' necessllry'- becn.m:e thccolltractor' hns

not taken, or is not eXIJCctcdto take within a rca,..

Published by THE BUREAU OF NATIONAL AFFAIRS. INC,. WASHINGTON,D.C. 20037
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sonalllc time, dT(~cLi vc Ntcps to- n(~hi('Ye l'rnt'ti(:t\l np~

plication of the subject invention in sllch field 01

usc;

(D) the Federa! agency shall have the right

to require the contractor to grant a nonexcll1sh"c.

partially exclusive, or exclusive license to & rCSpOl.l

sible al'plicant or applicants, npen tenns reasonable

under the circtlInRtancc~, or, jf the COIl tractor refusc5:,

to grant sllch a Iiconse itsell if the agency detenniries,

in accordance with snbsection (b), that such action

i~ nccessary---:

(i) te alleviate health, safety, er wel

fare needs which are not reasonably satisfied

by the contractor or its licensees;

(ii) to meet requirements for public use

. specified by Federal regulation which· are not

reasonably satisfied by the contractor or its li-

oonsees; or

(iii). because the exclusive rights to such

subject invention in the contractor have tended

. substantially to lessen competition or to resnlt

in undue market concentration in any section

. of the United States in any line of commerce

to which the technology relates, or to create or

maintain other situations inconsistent with the

antitrust laws; and:

(E) the Federa! agency .h'n hM'e the right,

.commencing ten years Irom the date the subject in

\"ention was made or xcvell )·enrs after first public

use or on sale in the U llitcd States, whirllC'vcr occurs

first (excepting that time belore Federa! regulatory

agencies necessary to obtainpremarkct clearance);

to require the contractor. to grant a nonexclusive,

pnJtially exclusive, or cxc1ll~ive license to a re~on

sible applicant or applicants, upon terms reasonable

under lltccircumslnnc<'s, or, if the eontrtH"tor rcfu51eR,

t,o gl"illlt ~llch a Iiccnscitself if such ngl'llcy detcr-

mines, in n<'l~oflln.lIec with :-:uhscdion (I,) (in ,'jew

olth. facton; sctlorth in .ection 315 (b)) that such

liccIlsiug would l)l'st support the. overall purpo;;.cs of

this Act, exeCjlt that this subparagraph .hall 1I0t

appl,r to contractors who arc small husiue::iS finn.~ 8.'J;

defilled by thc Small Busine.," AdminiHtm.l:ion.

(b) The detenninalions rcquired nlloer sllbp=grapbs

(D) and (E) to be Illnde in nccor<1ance with this subsection

slinll be made upon the basis of such infonnation as maybe

prescllted by the contractor, any interested pcrson~ or any

1J'ed"Pll a.gone~'; Such d.eterujina.tiQll shull be m..de alter

public notice and opportquity f.Qf heflfillg il-

(1) in t\1eC/lSe of suhpar4graph (D), sneh n hear

ing is rcqJlested b~' any inter.ested per¥Qn justil)i.ng sneh

a hegring; and
". '

(2) in the CIlse Qf snbparagr~ph (E), sneh a hear

ing is r.eqnest.ed by I' pr()~p.eCiive lioensee, who has.

attempl;;d l1llSIleeessfJlUyto ob4lin S]l,.eh .. license lrom

/he eontraoIDr, jnstifying ~ljch I' heNi!>g.

CQN'.l"/lAcroJl'~ i.!GH~

SEC.314. The <\QJltractor sh~U retlL1n ~ defeasible tit!~

only t<> those subject inventi_ (inoltWng the right to

license or assign all or· part QI its inlilrests therein) on which'·

the contractor li)es a lTni,e!! StMes lll'tjlllt appHoation a.nd dL~

c1ares it. intellt !<l ~oh,ie:ve pra.ctieal appliCljti,on of the subject·

inventio!l. 8nc\J. titl,e in the contractor s!>a)! permit the

contractor to retain el'clllsive eQJllmercial rights to the in

vention snbjeet to jtl1 rights grnnted to the Feileral G<>vern- .

ment in s~ction 313 (1') (~). T4e e<llltrnctor's employee

inventor ma), also retaill eOJltractor's right!; Jlnder thl. snb

section with permission QI the ~ontrnctor ~t lhe discretion

of the sponsoring Fcderl'! agCJlcy. The contrartor shall at"O

retaiu a. nOl1cxclus~vc, rO.ra1tr-(r.1'.e license un,tIer all othrr

reported subject invention~, which license sll,all he r(''\'"ocaLle.

only to t1lC extent nceessary for tllC Federal GovernlIlC'Il1 to

grant anexclm:ivc license, in ncconlnnce with tllC provisions

of .eclion 404, under any patcnt which lIlay i,,"c theTcon.

Published by THE BUREAU OF NATIONAL AFFAIRS,INC.,WASHINGTON, D.C. 20037
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4-21-77 (pTe» TEXT
R1U~ATEDPHOV.lS10'NB

Rue•. a15. '(a) Ij~alf11 ~poll::.orillg F~lh1l'ftl ngl'Ii('y J for

good C'all~o ~hown hy the cuutrndol', HUt.r C'xtt'IHl tlH.~ pprin<l

or tllccontl'ftctol"S exclusive comlH{,!"C'inl rig1lt.~ lU'O\"i<ll,a fo1'

in flcdinn 313 (a) (2) '(lt~) following p\lhli(~ ullti.'o und nn

oppurlnnityfor filing \\'l'ittcn ohj('otion~. "The gmut of ~u('h

an exten9ion shall he Imscd ullonR l1ch'rnrfllut.iull 1ly dw

Fl.'doral agency, upon review of such m.ntcrial m: it. dt'l'll1!\

. relevant, and after the C'Ontrnctor or any other interested

llcrson or Federal agency h.fi's had an opportunity to provide

such. relevant n~ld muterial information nsfhe ]~cdcrl.ll agpucy

may require, that such extension would best support tbc

overall purposes of this Act.

~b) In -ileterminiug 1\'hetIrer fhe I'ight to ?equire licens

ing "r the right of the Fedellll ageney to licensli sot forth in

seeti\ln 313 (a) (2) (E) ,'Irould be exercised, the Federal

agency may consider, _ong "then<, the following type of

. tactors, .... appropriate:

.. , (l) the rel.tive eontdbations of the Federal Gov

" ernment and the oontmetor or its llSsignees or licensees,

if 8Jly, to the ll111king 8Jld oommeicializ.tion of the

subject IDVIlntion;

(2) the relatiVll contributions of the Fede,..1 Gov

~l'llmcnt·and the contractor or its assignees or licensees,
, 'd' .. - ..

if.any, to the field of tccltnology,to which the suhjeet

invention relates;
-L '

(3) the degree 10 which nlUization of the suhject

:iIl\~en~on h,a..o;; !'atisfied. the purpoHcs of the program

uuder. which the suhjcct invC'ntion was made;.

(4.). tlIe type and ,cope. of the ,uhj!'et invention

uucI t.he Inngnitntlco£ the prohh·1rt it sHh'l\Hj

(5)thc elT!'et or ,ueh lie",,,in/( 011 eompl'lition aud

widC'l;;prt!nd utilization of til(' ~ul)ic'et invention;

(41) tho cITect of such li<:clll-iing on incclltl\'cS to

commercialize tl1is and olher suhjed ill \'('ntiomt;

(7) tllC CXtl'l1t to which tllC suhjcct in\'l'ntion is

couccrncll with tho puhlio Ill'nltIJ, :-illJl·t.v or w<;lfnrc:

and

(No. 325) D - 5

(8) the. cn'Cl't of slwh lil'{,ly.illg in ll~!'i~lil\g smull

businesses uud ItlillOl'ily Im~ilw:,~ l'utt'rpri:<l's ,lIltl ill· im

proving C'onditiollswithin ccollomil'f\lly deprcs~ea, low

.income, and Ill.lHJl' surplus fin'fiS.
o

(0) \VhC'1l it i:, dt,tr-rmilH'dthllt th~ rig11l to rCtluim

licellsing or the right o~ thl~ }'m1l'ml ng-l'nc~' to licl'H~c :,houl<l

he exercised JH1I':"nwnt to :--uhl'~mgr:lph (0) '. (D) ~ or (1~)

of section 3 t:.1 (nl (~) t the Fl'lkJ'ul ~l~l'l1C.r may .$p(,lL'lfy terms

und condition~, illl'lndillg roynJtil':,to ue dw.rgl'd, if nny;

and the duration and field of usc of tIlll liccn.:-:o, ~f appropriate.

(d) (1) The head of a Federal ageuey may dc\'iute on

a cas.e-by-ease basis from the single patent. rights clause

normally used pursuant to section 311, provided that such

de\'iation shall be published in the Federal Register and

transmitted to the ·Couucil for performance of it,~ functions

under "'etion 201 of this Act.

(2) The regulations adopted pursuaut to sec lion 311

may permit deviation to the minimum rights acquired under

section 313 (a) (2) on a dass hasi, in-,

(A) contracts involving cosponsored, CO!it sharing,

or joint, venture research \....11en the contractor is required

. to. make a substantial contribution of funds, 1aeilitie" or

equipment to the work performed under the contract;

and·

(B) special eoutraeting situation" such as Federal

'., price or purchase supports and Federal loan Ol" loan

, , guarantees..

(3) No de\'iution under this snllSeetion shall waive,

in whole ,or in part, the minimum rights to he secured for

the Federal Govemment set forth in section 313 (a) (2)

(D) (iii).

JUDICIAL REVIEW

SEO. 316. An,V person ad\'!'",ely affected h)· n F!·dnrnl

aj(ellOy determination made und"r sahparRl\Tal'h (0,). ID).

or (F.) ofsrct:on ~l~(n) (2) ornn<l"nuh,ertion (aj. {hI,

or (c) of section 315 may, at uuy thne within :-;ixly clay:;

afkr the ddcnnilintioll i:; i:;SIlCd, file u' pl·titioll to tlw rllih'll

r
f

,
"
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(b) .A. Federal employee shall be entitle<l to retaiu

Slates Vourt of Vlaims wl,ich "lUlU have ju,i,dictlon to ,h,tl,,

.nine the IlIfittl~r (fl' novo Rlla to afiirlH, rC'"CrSl't 'etr modif» n:-;

apllroprint,c,the tlt>ll'Tmillnlioli of the li\·dcral agcnty_

CJlAIYfl·;n 2.-IN\·B~T'IO::-lS01" Flm.rmAL}~MP1.0YEl':S

llEPOIlTIlW 0>' INVENTIO"S

81'(\ 321. AU iilVcntions made by Federal employees

while under dIe ndtniui:::trnti\'e jnrisdiction of n lted('ml

agency ,11011 be reported ta the tlegjg'I1akd autharity of tlmt

Federal ag~JICy,

CRlTEl<lA. FOB TrIm ..1LI.6ckTION OF lllaIPrS TO

SEC, 322, Subject ta prescribed rules au<l regulations

iS$11ed l,y the Commissioner of Ihe Vnite<l ::llak. Patent aIl,1

TnI<lemark Office, elieh :Federal aeW:y shall det~tmine the

respective light,; of the' Federal Gon~rnmeiit 'nild of the

Federal' clIlployee.hJ\·entor in' dnd to any itivention math· hy

n Fe<lernl employee while un<ler the administnHi\'e jm';,,<I)e'

tion of such agency, in aceor<lance with the following

criteria:

(a) The Federal Gov~trtment shall obtain, subject to

subsection (e), the entire right, litie' and inferest' in aud to

nil inventions rna:de by M.y Fe~r:il cm-pI6JM ",'hidh b'ear li

relation to the duties of the Fe<leral employee-iuventar, or

are made in consequence of his enlploymcut..

jeet to tl,e license au<l 'l,hlicensing rights set forth in subsec

tion (b), where the Fe<leral agency <letenniues that there

is insuffidcnt i~torcSt in tho invention tojllstify seeking

patent In"olcttioll in thnt couulr)", although the, }'cdcml 00\'

emment may have taken title to the inventiou or may be

entitled to the entire right, tide, "and interest therein nndpr

subsection (a), except that nothiug in this paragraph shall

p~event a Fe<leral agency from publishing or dedicating'to

the pnblie such au invention if it is in the public intere;t.

(<I) .A. Fe<leral employee shall be entitled to retain tha

entire right, title, .and intere~t in and to any invention made

I>y the employee iu any Case uot falliug witbin subsection

title, uml iut(lrt....t in and to nn invention in any country, $1111-"

(c) Xotwithstnndiug suhseetion (a) of this section, "

Federal agency mnyenter into agreement;; with other pub

lic or ri'i\,lltc purties wbereil1{utureor identified inventtons

fnlling within th.c critcria .of snbscction("l) 0.11(1 made in

(a), (b), or (e);

ft,lltlitionnl rights to foil1hlit'('I1S0 nllY Stnte or domestio It,:''C'al

go\,('nnucnt or to sublkcll~lJ llOy forei6'1\governmrnt pur

suant to foreign policy (·onsidcrations,· or nnyexisting or

ft~turctrti>aty or agreement, wh(Oro the Fedcrul agenc)" de...

tennines it would be in the national interest to acquire such

ad<litioual rights,

(c) Tho Federal employee may obtain the eutire right,

n'VEllTIOSS

"the entire right, title, and interest in and to any invention l)crformnnrc of cosponsorctl, cost-sharing, or joint ~enture

made by the. cmployee-inventor, subject to· a nonexclnsiv(', )'Cl'lCl.Ut"ll invnlviug a· snl)~t:\l1tinl contrihution of funds, fnci1i~

nontransferable, irrcvocable, paid-up license to prActice or tic~, cquillment, or cmplo;ycc:;'uy such parties,. ~ay he nUo-

have practiced. for the }'edcml Government any· such in- ('ntcd in a JIl.:mncr satisfying the contrihution of such parties.

vention throughout the ...:ol"ld by or on helmU of the Fe<lernl APPI.1CATIO" OF CRITERIA

Government (incln<ling any ],'c<lernl ageney) in 'any' case SEC, 323, (a) In npl>lying the criteria of section 3~~

where the invention docs not benr'11. rclntion to the dutiL'S. to the fnets nml cirenmfllnnrc.-:. relating to the making of any
.,.

within the <'riteriu of .cdion 3~2 (a) when made by a

}'cdcml cmplo~'ce who is employed or n.\o\~igned to-

parth'ulnr inycution

(1) it .hall bll I'reslIInet! thut';u 'i'nv~ntion full,

.. ,
cmll1u)·r.c~ on official flutS' '.l'hc FcdcmllJ,~{'1\('Y may; n('.{l'lire f . ,,', (A) invent 01' improvo or perfect any nrt,' ms.-

Published by THE BUHEAU OF NATIONAL AFFAIRS, INC" WASHINGTON. D.C. 20037
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'chine, mnnufacture, ur composition of matter,

(n) conduct or l'erform re,eareh IIr develop·

mont' wurk, or bo~h,

(0) sllper"isr, dired., ('.oOrtlihntc, or review

fe<lerully Iin'Ul<'e,1 or ellndnded ro,eoreh or develop

ment work, or both, or

(D) net inn linison ('Ull:lcity filHong Fedcrnl

'01' non-Federal ngcnl'ics or individunls engaged ill

. such work; ntHl .",

(2) it .shnll be presumed that an invention fall.

within the criteria of section 322 (b) when made by

. -uny IIth"j' l'\·derall'Ull'lo)'ee. "

',. (b) Either pn'smnl'tion reljuired by subsection (a) may

1m n.'huttl'd h)~ the facts or circmustallccs of the conditions

. (null'1' whidl.uuy particular iuYcutioll is madt'.

"·JtE\rmW 010' l"EDER.AL Am~SCY llETEUl\lINA.1.'IONS

SEl'. '324. :Feder<11 ngency'dctermiul.1tions regarding the

resDeetiYe right, of the Federal Go\'ernment and the Federal

employee-illvrutor arc to he l'cYie,vcd in accordance with

prescribed rules alid. regu.latious h;sucd llurBuant to section

822 whene\"~r- ':" '" ..... , ...' '.. '"

" (1) the Federal agency determines. not to acquire

,;',:all right, title and interc!:it in all iuvention, or

(2) 1he l"ederal elllployee·invenlor who i. ag

giie"cd hy the determinution l'cqum;t.:; such u rcview.

.m~~\$l(;:Y.MEXT OP nWH'l'8

s~. 325. "ohcllever a l!"ederal agency finds on the basis

of new evidence thnt it has acquired rights in au invention

greatt'r tban the Fl'deral GOVCl1Ullcnt is entitleu to assert

uuder the critl'l'il1. of section 3~:.?, the Federal agency shall ad-

o ju:-;t i3uch iUC(luity by granting such rights to thl' ~"cdcl'al em

IJ]O)"cc-hl\'clltor a-; Illay he lll'CCl-:\Jo:ary'to correct the iue(luity.

IXC};XTIVE A\\,AIWH PUOGU.AM:·

S~;O. 326. (a) Incentive awanls lUay be gronted lo Fed·

eral t·mplo..yce-ill\'l~lltors in oruer tu-

(1) JIlulIctnrily rcwt\nl or otherwbo l'ccoguizo Fcu-

Fctlcrnl clllplu)'l'~s to (li~Thl:-:(' tlwir iH\'t'nli(ln~: UtilI tlll're~

hy C1l1l811t'e tho trnu~ror fiud utilizut.hm of n.'lukd tl,dl~

lIolugy, .'"

(h) 'l'll<':-:e I'lWnTth: ~h:lll 1m W"Hut('ll pur:-:ulIlit in "tilt,

pl'OviRioH:-< nf l"hnph'l' ..J-iJ nf t.itll' r; llll(l t"lllll'h'I' J')/of tith:lo,

United Sttlk~ COal', mul ill l.wrordau('c with rligulatiolls is-

:med tht'rt'uudt'l" eXl"Cpt. u::; lUotHflctl hy this _\ ('t.
•
(c) The nmount of the nw;.U·d for un invention ~hnll he

based on-

(1) the exteut to "'hkh the iunmtioll ndnmcl's the

state of the art;

(2) the scolle of the npplieiltioll oithe iuycntiou;

(3) the importance of the invention ill terlUS of it="

value nnd Ut'neftts to the l:'ctlcraiGO\"l'rlllllcut; amI

, (4) the extent to \yhieh the inYention h"s aehien'd

utilization by' the public.

(d) Award. of up to $10,000 for all in\'('nlion IllHy he

gnmtcd by tllL! hrad of a Federal ag~lll'-Y. A ",<uds in l'.xCC8S

of $10,000 bnt Ie•• than $35,UOO Illay be granted-

(1) for Fedcral civilian employees hy the head of

the Federal agency with the aPl'roml of the Civil Sen-·

ice COlll111issioll;

,(2) for members of the Armed 1,'01'ce8 with the

"ppro\'~l of the Secretory of Defen.e;

(3) for members of the L'nited Slatc. Coast Guard

when not opcmtiug' ail a !':('n·ice in the Xm"y with the

appro\·al or the Ret'retal')" of Trall;o;p0l"tlltloll; 0

(4) for mcmhcrs of the CflllUui>lsioned COl'p:-: of the

United Stales Public llealth Service with the "1'1'ro\'"J

of the S('crettll")' uf IICtllth, Educlltiull, aud ,rdfarc; Hud

(5) for mcmbers of the Commissioucd Curps of tho

National Ocellllic and ...\l111osphcl'ic AUllliuistratioll with

the npprovulu{ tho Sccrl'tul',r of CUllUIlCl'tC,

upon l:ecOlll1llClldHtiun that tlill iUH'utiull is highly l'XCCp

tiollnl llntI lIun:maIly outstlludillg. ~\wards ill eXtC:-iS 0 of

$:35,000 may he madc ill tho~o instanccs whl'l"c thehcud

eml cmplo~·t~('S fur ill\'l'utiolls; nnd I of tile Jj"cth'l'HI ng(~lIc'y, hnsetlupoll.thc vullic nut! IH.'udit uf

(2) stimulate ill\'('!lti\,c l'l'('ati\'cl\(,s~ null t\lIcournge the iun'utol"S 1'1I111rilltttiflll, n'('l1l1l1ncilll~ to tIll' ClllIirJllnn

Published by THE DUREAU OF NATIONAL AFFAIRS, INC.• WASUI,NGTON, D.C. 20037
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(i( the Ch'i} Hl'rvit'u CtlllltHission :Hul the l>ircdoru{ the

Ol1it·c uf )IUHugt'lllcnt nntI Hutlgl,t thlltaJ'rc;-;id(,utinl l\wnnl

TEXT (ITe]) 4-21-77

TITLB I\'-DO)!ESTIC AXD FOln;WK PROTEC

TION ANIl UOENSINU (ll!' FEDEHAI.LY

AUTIIORITY OF F}~DEnAL AOENCfF.S

SEC. 401. Federtll ngcndes nTe authorized t,o-..;

he Iluutc. 1"11011 C'mlu1'sl'IlH."I\t of llOth UIOChllirman of tho

Civil Hen-icc CUOlmission nml the Dircutor of the Office of

Mflll.1gl'lllCllt und 13u<.1get lllU] nppro\'al by tht.~ l'rcsidcu11

OWKED INVBNTWN::l ; .. -. ,;'" .'r:

(1) apply fo\", oblnin, anu Illainlll;u patents or other·

forrnsof protection ill the Unit{'d States nnd in foreign

cOllntries on invent-ions in which the Federal Government

. (2) promote (be licensing of inventions covered by

federally _owned patent applications, l'nt£llt<, or otber

forms of protection obtnined with the objee(ive of maxi

mizing utilization by tbe public of the inventions covered

thereby; ;. i.~ ~',' ".~ .. :,~: :'<'". ) .: 'y' ".~ I,'~.".'·;';' ' .. '

(3) graut nonexclusive, exclusive, or partially ex.

clusive licenses under fedornlly owned patent applica

tions, patents, Or otber forms of protectiou obtained,

royalty-free or for royalties or otber consideruoon, and

_on sucb terms and conditions, ineluding tbe grant to (be.

licensee of the right of rnfol"C:('ment pursuant to the pro- :

visions of chapter 28 of title 35, Uniled Slntes Code,

as dcemrd a.pproprinte in the public interest; ! .

(4) lJl!lke market surveys and otber investigation.

for determining the potential of inTentions for domestic

nnd foreign li('.en~ing nnel otller fonn::t of utilization;

acquire technical illfonnation sud cngage ill negotiations

and otbcr activities for promoting the licensing and for

the purpose of onbancing their marketability and pnblio

utilization; .,~ .;, .:;".".' :·.·T

(5) withllOl.1 pul,li""tion or release to tll<' puhlic

information disc1o::.;iug an)' inn'nnon in which the }"cd-~

vrnl OOV('111mC'llt own:;; or lHlly own a right, title, ~r

nn awnrtliu cxcc~s of 8:}j,OOO aud nllhollornry recognition,

umy be grnntl'tl Uli: lIl'l'lUca n}lproprinte..

(e) .\ <'fish nwunl unuer thi, ,edion is ill uduitiou to

th<' f(.·f:,11.1hl1° pay of the rCl'illicnt. ACl'eptallt.:c of n ('ash award,

uuc1.'r ,this SCt'tiOll l'ollstitntl's an agrCt'lUcut that lllly u~e by

tllc Fl'tlcral GOYlm,Ulll'ut of an idea, method, or device for

wllich the llwn nl is mnde aoes not funn the hasis of a further

dnilU of lUty IIiltum against the Fcderlll Gu\·ernmcnt by the

recipient, hi~ ueirs,or assigns. .;i;-";.':: :,;-:;:';,":':;

. (f) A ca~h award and' expense for honorary' rccogui

tillll of it l\~('l1lJml eUll,loyec-illvclltur f;hall la' paill from tho

fnml or :ll)prol'rhlLloll of the :E'ctlNal ageltl'Y llriumrily

h<-llefitillg. 'rhe head of the Federal agency :;hnll detennine

tl,O mllouut to be paid by tbe Federal agoncy for Fodoral

agoney aWllru, and tbe President shall determine tbe amount

of the award to be paid by each Fedoral agency for Presi

deutial awards made under subsection (d). ,-

(g) Notbing contained in this section sball be construed

to limit the discretionary power of the Federal agency

to grant or not gran~ an incentive award under this section.

INCOME SILAlUNG FROM PATENT LICENSES

SEC. 327. In 'addition to awards· fiS }lrovided in Rccunn

320, in iu~lnnccs ",h('re n. l\'tlcrnl i.1gl·IlCY grants income

ht.·aring- llnh,'ut licen:::es fur an iU\"(,lltinn, !o:uch F<.>deml

agency mny share tllC inC'hme rccol,i\"cu ""ith the FrtlC'ral

emllln)'l~e-illvcntor;" .: ,', '

. ('O~I~.ICT OP INTER}O~T . ;''-

owns a l~ght,· title, or interest; '. 'i' : .'

. '- J

--~-~-~·_----_~_.e ._c__

.interrst (or a r(,R~onablc·· time in ordt'r for a pntl'ut op-

I,lication to -be filed; _ ._ _,-, -'.

_{G) undertake -tbe aho\'o and all i,ther suitahle nud

necessary stC'ps to ,protect andndministcr rights to in,·cn·

tions on behalf of the Federal Oo\'enunent eilher directly"-

SEl'. 3~8. Dch'nllinntitlns of fill nppointing oflicitll pu.r

sunnt to $C"tiou 208 (h) of litl" 18, Unit.,<\ States Cod", ro

gilnlillg the prolHotion of n. Fl'tlt'Tlll cmploy('c'~ invention t,y'

~n("h (llIlpln~'ec !'lmll he ~tlhjl'(,t to r('.gulntinll~ prt.'~(~rih('d by

tlu' Rt'('I"l'fl1l'y of COlimH'ft-'C with th£' C01WlllTCllft' of thr Civil
I

Rl'I'Yil'(' ('nlllmisl'lioll nIH1 tho Atton1C'Y ({('n<':rnl. I or throngl,l contract:
Pu.blished by THE BUREAU OF NATiONAL AFFA,.JRS., IN,C,-:.WASHINGTON.J:).C, 20017
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(7) trom:fur (~\~tol1yand -tldmini:.:tl'.'ltiun, in wluilo

or" ill purt, to the Dcpnrillll111t of Conlll1l'l'l~c Ol·· tu other

lfed~ml ngencic:-;, of tho right., titlc,~r ·intt:\rcl\t in any

invention for th~ purpmm of ndmilliHtcring the- authorities

,set lorlh inpamgmphs (1) thnmgll (4), withont n'gllrd

to the provisions 01 the Federal Property and Adminis-

'. trative Sen'b'g Act 011949 (,1tl U.S.C. 471) ; and

, ' (8) designate the Department 01 Commerce as

recipient of any Or all funds received from fees, royalties,

,or other management, of federally owned inventions au-

. thori~ed under this Act. ,.]

•~ Al1TlIORlTY OF TIlE SECRET...utY OFCOl\LMERCE IN

under lhis Act. but .ueb fuuds ,Imll he nsed ollly for

tho purpose of this Act; and

(7) undertake tl",.o and such other IUlletiolls eill,,'1'

direl'tly 01' through I'Udlcontrncts ns nrc lU'(1C:-Rnl")' nutl

appropriat.e to nccoml'li~h tho purp(l~('s of tlli\S tiltu.

AU'l'lf01HTY OF 'J'TIR ~\nl\nXlS1'HAT()U (W m~NEH.\LSHU\'WES

SEC. ..J.03. l.'hc Administrator of (ll'lll'rut Sl'r\"i('.l'~ is l1U-

thorizetl to promulgate rrg111ntions ~pccifyil1g the tl~rnL'i aud

conditions upon which allY fcderallyowllcJ invention may

he lice.l1~cd on a nonexclusi\'c, partially exclusiye, or exclu

sive basis.

GRANTS 01<' AN l~XCLUSIVEOR PARTI.A.LLY EXCLUSIVE

'COOPERATION WITH OTHER FEDERAL AGENCms '"" -'" LICENSE

" SEC. 402. The Seerelary of Commerce is authorized

.in bOopcration 'with other :Federal agencies t~

., ,~ , (1) coordinate a program for assisting all Federal

,::. agencies in carrying out the authority set forth in see- .

'\ion401; '"

(2) publish notification of all federally owned in

ventions that are available for licensing;

'(3) evaluate inventions referred hy Fed.ral agen

'" .cics, and patent' applications filed thereon,. in order

to identify 'those inventions with the greatest commercial

potential and to insure promotion and ntili~ation by the

"'public of inycntions so identified;

,".' l!) assist the l\\dernl ag-rncil~s iu Hl'ckiug' und

:'maintailling protection on ,hl\·ClltiollS ill tIle [illited

.States arid in foreign cOlmtricsJ including the payUlent

of fees and costs connected therewith;

(5) accept clL<;tody anti ndministrntioll, in whole

or in part, of the right, title, and interest in any in

vention for the purposes set forth in sections ,401 (1)

tbrongh (4), with the a['proval of tl,e :!!'ederal ag-eney

concernc'd without rcgnrJ to the provi~ions of tl13 l!'cd-

, eral Property and Administrative Service., Act of 1949

(40n.S.C. 471) ; ,'" '; .
"

SEC. 404. (a) Fedeml agencies may grant exelusive or

partially exclusive licenses in any .inyention covered bJT a

lederally owned dOlllestie patent or patent application only

if, ftfter public notice ftnd opportlmity for filing wTitten oh- ,

jeetions, it is determined that- ,

(1) the interests of the l;'ederal Government and

tbe public will best be serwd hy the proposed license,

in view of the applicant's intentions, plans, and ability

to bring the invention to practical application or other

wise promote the invention's atilizatiuu hy the public;

(2) the desired liractieal apI,lication hdg not I,een

. achieved, or is n<Jt likely expcditiou"ly to he aehie"ed,

under any nonexch::tsive license which has bC'cngrantcd,

or which mny be graIned, on the inVl'ution;

"(3): exclusive or l>nrtially.cxclush·c, licensing is it

. teasonable and necessary incenth'c toenU ftwth the

investment-of risk cilpitnl and expenditnres tohrillg the

invention to in'aetieal ilpplicatioil or otherwise IJrolllole

the ;nventiori's iitiliintion hy the pul.lie; and

(4) the propo<ed terms ami scope of eXt']lI,ivily nl'e

not greater thali teasoMhly neee"ary to provide tlie

incentive for Lriugiugthc in\·cntioJI to practicnl 8.ppli(a~

tion or other\visc' promote the iiIvcnfiuu':; n-tilizution 1,y

(0) rcccivu fUll<ls rrom fcoPl,- royaltics,orothcr I the public;

ffinnn.g('IHcnt of fcl1crnlly owned invcntionfl authorized cxct'p't fhnt EL 1"r"ll(>rnl tt~("nf'.y ~lil1U JlU't J,(rnllt :--lu,h CX(·ll1:-:h·p

Published by THE. BUREAU OF NATIONAL AFFAIRS,INC.• _YfASlilNGTON.O.C. 20031.
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or IU"'ll"l1y I'X(,J(t-;VI" Iircil~r if it llelcrinitl'" Ihdt the grant lIr

~Hidl IiC{'IJ~c' \~'iIl h~lId !'tIT)t.IAlltin1Iy 11'l" l<'~"1( i~(lt11pctition or'

tt'~tlft. ill nndue co'nc<,utrnt1Hii in 8nys'CcliMi of the country

in nlly liue of COIllrncrcO to ,vhh-h t11.e tC'd1hology to 1Je

liCCtlSCll rclntcs, otto crenfe or' maintain other situntioIts'

inconsistent \vilh tbe nntittust Id.\vs,

(11) Alter consideration 6f '.nether tlie interests of tlie

Federal Oovel'llimint <if Ulliwd Stutes industry Itr foreigiI'

commel;cc will he cuhallcml,FciJernl agencies may grant

oxclusiyc' 011 partJially cxclusil\'e liconses in; allY invention

. coverod by It lo,'eign.pateut ..pplianlJion er patent after pnblic

notice and oppovlnnity fo. filing. written, objections except

thut,. a Fodcrnl agen.cy shall not grant suoh. ex",lusi",e or par

tinlly exclush·o license if itdetOlmincs toot tho grant of sueh

license wHl tend substa.ntially to losseul aompetition· or result,- "

III undue' concentration in. any.· seotion. o~ the country in any

line of commer",e to- wbioh the teoimology to be licensed·

relates, or 00 c.reate or· maintain- other situations· inconsistent

witb the antitrust laws. : .... !.

policy eonsideratlons, Or any existing or futuro treaty

or agrccmcnt if tho }'edcral agoney determines it would

bo in tbe national interest to retum such additional rigbts;

(3) tbe right of tho Federal agency to termiuato

such license in· whole or in part unless the licensee dem...

. onstrates to tbe sntisfncti?n of tho Federal agency that

the licensee bas taken effective steps, or within a rea

sonable time is expected to toke such steps, to accom

plish substantial conunercial or olher use of tbe invention

by the public; and '. ..

(4) the right of the Federal agoney, commencing

tbree years alter the. grant of a lieense, to roquire the

licensee to grant a nonexclusive or partially exclusive

license to a responsible applicant or applicants, upon

terms .reasonable under the circUmstances, and in ap

propriate circumstances to terminate the license in

whole or in part, after public notice and opportunity

for a heering, upon a petition by an interested porson

justifying such hearing, if the Federal agency deter-

ClLll'TER t.-DEFINITIONS; RELATIONSHIl' TO_

mines, np0D: ~eview of such material as' it deems rele

vant, and after the licensee, or other interested person,

. ha.;; had tbe opportunity to provide sucb relevant and

material infonnationas the Federal agency may require,

that sueb license bas .tondod suhstuntially to lessen com

petition or to result in undue eonceutration in anysee

tion of the country in suy line of commerce to whicb

thc tecbnology relates, or to create ormaintoin other

situations inoonsistent with tbe antitrust laws•.

(c) Tho Federal agency sball' maintnin. a roeord of deter

minations to grant exclusive or partially exclusive licenses.

(d) Any grant of an exclusive ·or partially exclusive

license sbnll contain sueb terms andi eonditions as the Fedoral

agency may determine to be appropriate for the protection of

the interests of the Fodoral Government and the public, in-

cluding provisionsfor tbe following:' ,.. ., r.·.· .....

(1) periodic ~ritten roports at reasonable interyals

inrluding; wbon spocifically requested hy tbe Federal

agoncy, the extent of the commeretnl or other use by

thc public that is being madc or is intcnded <0 be mnd.

TITLE V-MISCELLANEOUS

j'

()ftheinvcntion; '.;.t._':~...,. J.!";.' OTIIERLAWS

(2) a- nonexclusive, nOlltrn~srcrable,: irrevocable, :. :; ~ (.' DEFINITIONS'

paid-up liceuse to pmetieo or 110\'0 practiced for the SEC: 511. As usod in this Aelr- -- , ' ", ..

Federnl Government the licensed iu,·cntion throughout (a) The term "Federal agency" means an Clexecntive

the worlU by or ou bchnH of thc Fedoral Govcrnmcnt agellcy" as defined by section 105 of title 5, Unitcd Statea

(illcllluing any Fedorulugolley) , und the ndditionnl rigbt Code, alld the militury departmonts defined by soetion 102

to sllblieenso any Slillo or dOlllestic lo('ul government or of titlo 5, United Statos Code. .... '''' ..

to sublicenso any foroign· govcnlIll('ut IHlrsmmt to foreign :' (b) +h~~cm}. HFcdcrnl:cmployccs" mcaI.1s·~peIllployces

'----~---_.~ __c-JP~u.1Jli&hedbyTHE BUREAU OF NATIONAL AFFAIRS.. INC., WASHINGTON, D.C. 20037
.~~~.



4-2}-77 (PTCJ) TEXT

as dlllined in section 2105 of titlo 5, Unikld States Codo,

and mombcrs of tlw uniformed services.

(0) The tcnH "contract" means any contract, grunt, or

agreement entered into between any Federal agency and

any person for the performance of experimental, develop

mental, or research work snbstantially funded by the Fed

eral Government. Such term includes any assignment, sub

stitution of parties, or subcontract of any type entered into

for the perIormnnec of experimental, developmental, or re

search work under a contract.

(d) The term "contractor" means any person (as de

fined in section 1 of title I, United States Code) that is a

party to the contract.

(e) The term "invention" mesns any invention or dis

covery and includes any art, method, process, machine,

ma.nufacture, design, or composition of matter, or any new

and useful improvement thereof, or any YSIiety of plant,

which is or may be patentahle or otherwise proteetable nnd..

the laws of the United Stales.

(No, 325) 0 - 11

approved July 2, 1890 (15 U.S.C. 1 et seq.). as

nmcndct1;

(2) tl,e 11.<\1. entitled "An Act to supplement e,ist

ing lnw8 ngaill~t unlawful restraints nnd monopolies,

and for ol.llOr 11Inl,oses", apI"'o"ed October 15, 1914

(15 U.S.C. 12 ct seq.), ns nmended;

(3) the :Fcdcral Trade Commission Act (15 U.S.C.

41 et seq.), .., nmended;

(4) sections 73 and 74 of the Act entitled "An Act

to reduce taxal'ioll to provide revenue for the Federal

Govclnmcnt, and for other purposes", ap'provcd Au

gust 27,1894 (15 U.S.C. Band 9), as amended; and

. (5) the Act of June 19, 1936 (15 U.S.C. 13,

. 13", 13b, nn[121a).

RELATIO~SnIP TO OTIIER LAWS

SEC. 512. Nothing in this Act shnll he deemed to con

vey to any individual, corporation, or other business organi

zation hnmlmity from civil or criminal liability, or to create

defenses to actions, under any antitmst law~

IDENTIFIED ACTS A~lENDED

CRAPTER 2.-A~[E~D~!E~TSTO OTHER ACTS •

; (f) The term (lsubject invention~' means any .invention

or disco"ery of the eontrlWtor ooneei""d or first actually

redneed to practice in the course of or undor a contract.

. (g) The term "practioal applicnlion" means to manu- SEC. 521. Tho following Acts SIe hereby nmended as

facture in the ense of a composition or p.-oduct, to practice in follows:

the case of a process, or to operate in Ihe case of Po machine (a) Section 10 (a) of the Act of June 29, 1935, as

or system, and, in each ense, under such conditions as to aMed by title 1 of the Act of August 14, 1946 (7 U.S.C.

estnblish thnt the invention is being worked and that it.'! 4271 (a) ; 60 Stat. 1085) is .mended by striking out the

benefits are available 10 the public either 011 reasonahle terms following: "AllY eontrnets made pur.uant to this anthority

or through rea."on{l.blc lioensing arrangements. shall contain requirements making the results of research

.(h) The torm "person" means any individual, partner- and investigations availahle to the public through dediention,

ship, c_ol'poration,association, institution, or othor entity. assignment to the Government, or such other means as the

(i) The term "madc", whon nsed in relation to any Seerotnry sh.1l determine....

invention, means the conception or first aotunl reduction (b) Section 205 (a) of the Act of August 14, 1946

to llr.etice of such invention. ,'. . (7 U.S.C. 1624 (a) ; 00 Stat. 1000) is amended by strik-

(i) The term ".ntitrust In.w" means- ing out the followiug: "Any contract made pursuant to

(1) tho Act entitled "An Act to protect trudo and this section ,han contain roqniroments makiug the result

commerco ngnins-t unlawful restraints and monopolies", of such research and investigaUons availnble to tho public

Publiahedby THE-DUREAU OF NATIONAL AFFAIRS,.lNC;, ',WASHINGTON, D,C.:!O037
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0'· 12 (No. 325)'

by such lIleans a. the Socrowry of Agriculture .hall

delcnnillo.".

TeXT (PTe» 4-21-77

(3) by inserting at the end of sretion 203 (a) tllrre

of (42 U.S.C. 2478 (0)) ; the following new pa,..gmph:

-',""..... ,

(c) Section 501 (c) of the Federal Coal Mine Health " (14) to pro\'i<1e elTreMe eontmrtl101 provisions

and Safety Act of Hl69 (30 U,S.C. 951 (c) ; 83 Stat. 742) for the rrporting of the fl"UJts of the activitirs of the A<1-

is o.nwudcd hy Htriking 01.1t the'following: IfNo research, dcm- ministration, including full and compldo tecl1uical re-'

oustrations, 'Of experiments shall be carried out, contracted porting of any innoyation made in the course of or Wlder

for, sponsored, cosponsored, or authorized under authority any contract of the Administration.";

of this Act, unless all infonnation, uses, products, processes, (4) by inserting at the end of section 203 thereof

patents, and other developments resulting from such re- (42 U.S.C. 2478) the following new subsection:

search, demonstrations, or experinuents will (with sueh ex- "(d) For the purposes of ehapter 17 of title 35 of the

eeption and limitation, if any, as the Seeretary or the See- United Stutes Code the Administration shall be considered a

retary of 'Health, Education, wd Welfare may find to be ,defense agency of the United States."; and

necessary in the puhlic interest) be available to the general (5) by striking out the following in such section: ,',

public.". ",' ." (including patents and rights thereunder)".

(d) Section 106 (c) of the National Tra!lic and Motor (h) Section 6 of the Coal Research and Development

Vehicle Safety Aetof 1966 (15 U.S.C. '1395 (e) ; 80 Stat. Act of 1960 (30 U.S.C. 666; 74 Stat. 337) is repealed.

721) is repealed.'" " ",' "," (i) Section 4 ef the Helium Aet Amendments of 1960,

(e) Seetion 12 ef the National Science Foundatien Aet (50 U.S.C. 167b; 74 Stat. 920) is amended by striking out

ef 1950 (42 U.S.C. ~871 (a) ; 82 Stat. 360) is repealed. the following: ": Provided, however, That all research eon-

(f) See,tion 152 of the Atemie Energy Act of 1954 tracted fer, sponsored, cosponsored, or authorized under

(42 U.S.C. 2182; 68 Stut. 943) is repealed. anthority of this Aet shall be provided for in such a manner

(g) The National Aeronauties and Space Act of 1958 that all information, uses, products, processes, patents, and'

(72 Stat. 426) is amended- , ' other developments resulting from such research developed

(1) by repealing section 305 thereof (42 U.S,C. by Govermnent expenditure will(with such exceptions and

, 2457) : P"ovided, hawever, That subsectious (c), (d), limitations, if any, as the Secretary may find to be necessary

nnd (e) of such section sholl continue to be effective with in the interest 01 national defense) be available to the general

respcet to any application for patents in whieh the writ- publie: And provided further, That nothing eontained herein ,

ten statement referred to in subsection (c) el sueh see- sha1l be construed as to deprive the owner of any back-

\en has been filed or requested to be filed by tho Com- ground patent relating thereto to sueh rights as he may have

missioner 01 Patents and Tn>.dCID8.l'ks prior to the effee- thereunder." and by inserting in lieu thereol .. period.

tive aate 01 this Act; (j) Seetion 32 of the 'Arms Control and Disarmament

(2) by strikillg out, inseetion 306 (.) theroof (42 Act of 1961 (22 U.S.C. 2572; 75 Stat. 634) is repealed.

U.S.C. 2'158(a)), "(as dofllled by section 3051~'; and(k) Subseetion (e) of seetion 302 of the Appalachian
, ,.

by sbiking out "tho Inycnlions and Contributions Board, Regional DeveJopment Act 01 1965 (40 U.S.C. App. 302

estahlishcd nndcr seotion 305 of this Act" and inserting (e) ; 79 Slat. 5) is repealed. , ' ., L .- , '

in lien thereof: "au Illventiolls an<1 Contributions Board (I) Subsection (c) of section 203 of the Solid Waste

",bid, shan be e.stllhlishcli by the Allministrator ",itl,ill Disposal Act (42 U.S.C. 3:153 (c); 79 Silit. 997)' is ro-

HlcAdministmtioll"; , pealed., . ';' .. .. " ..

Published by TUE. DUREAUOF NAT10NAL AFFAIRS, lNC"'"WA!iHlNOTON. D.C. 20037
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,(m) Section 216 of titto 38, Unite<! Stales Code, is

amended hy striking out suhseetion (a) (2) thereof and hy

redesignating suhseetion (a) (3) thereof as (a) (2).

(n) Exeel,t for paragraph (I) of section 9 of the Fed

eml Nonnuclear Energy Research and Development Act of

1974 (42 U.S.C. 5901; 88 Slat. 1878) is repealed.

(0) Section 3 of the Act of June 22, 1976 (42 U.S.C.

1959d, nole; 90 Slot. 694), is rel","k'<!.

(I') Section 5 (i) of the Tennessee Valley Authority

Act of 1933 (16 U.S.C. 8ald (i); 48 Stilt. (1), ,is

amendod by striking both proviso clauses at the rod thereof.

·_,....•.c"",·;.»;,·,

TEXT I (No. 325) D - '13

(q) Soctioll 5 (d) of the Consumer Pn"hwt Safety Act

(15 U.S.C. 2054 (d) ; 88 Slilt. 1211) is repeo,k'<1.

(r) Section 3 of t\1<, Act of April 5, 1944 (30 U.S.C.

323; 58 St.t. WI) , is ",penl,,1.

(s) Sect,ion 8001 of the S(~id Waste Disposal Act (42

U.S.C. 6981; 00 Stat. 2820) is "'I",aled.

• CnA!"l'E& 3.-EFFECTIVE DATB PllOV!SlO:>r

EFFECTIYB DATE

SEO. 531. l'his Act shall I.ke effect on the first d.y of

the seventh month heginning .fter the date of enactment of

this Act, exocpt that regulations implementing this Act may

be issued prior to such day.

•• End of Text ~ ...

•• End of Section D ....

"

.....
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NEWS & COMMENT<No. 325)

l:j' '·1

-4'

,:1""; ,;;,i'C' TIle Second Circuit's decision to reject the "persuasive advocacy" of Judge Learned
Hand and downplay secondary factors may stem in part from the fact that two
members of the Supreme Court recently faulted the use of such factors (by a
patent-trained district court judge) to uphold the validity of a patent. See Roanwell
Corp.v. Plantronics, Inc., No. 76-448, cert. denied 12/6/76, 307 PTCJ A-9.

11~·l.'., ~~::~-n~; ;.~; ?ii<'~;'·: t. ':-j; ::'/.' :j:.. , ..... 0 - • ,.1 . -~ f ~ :':).:' ,.. :

I"~ .

UNIFORM GOVERNMENT PATENT POLICY BILL GIVES
CONTRACTORS "DEFEASIBLE TITLE" TO INVENTIONS'

.'" .'
"

I·· •., '

";'. . .'. :".' ..
-- .,

~ - ,

,~,.~ .

As reported last week (324.PTCJ A-6), legislation aimed at establishing a uniform Gov
~rnmentpatentpolicy was introduced April 6th by Representative Ray Thornton (D-Ark.),
Chairman of the House Subcommittee on Science, Research, & Technology. H. R. 6249, the
"Uniform Federal Research and Development Utilization Act of 1977, " 'deals with the alloca
!ion of rights resulting from federally-funded research and development contracts, licensing
)f Government-owned patents, and the rights of Goverl1Jnent employees with respect to in-
rentions. . ," '<,.' .., .

! '
I·
i

!i,

C{: " One of the chief purposes of the bill, though not spelled out, is to eliminate the cloud
1\'er current patent policies resulting from the celebrated Public Citizen cases. See 233
PTCJ A-5, 250 PTC] A-19, 259 PTC] A~l. The thrust of those cases (dismissed for lack of
sta.nding) was that only the Congress--not the Executive branch--has the constitutional au
110rity to establish Government patentpolicy., ,.

."'. J .. ~'. , . .
• j •.•• .;' .''''

" .. ' .' :,'1 '., ~

'.. ~_.:.. :.:.~ ii .:I~·

.:S'. /_., ". .: ~~-;" .. ;.... ,:',':f. I".::; ,', ; ;" .. ~! Allocation of Rights
:', .'

: ...' .'

" . The proposed legislation provides, in Section 311, that the allocation of property rights
nsubject inventions ("subject invention" is defined in Section 511 (f) as any invention or dis- .
:overy of the contractor conceived or first actually reduced to practice in the course of or un- t
ler a contract) shall be determined by "uniform regulations, issued by the Administrator of ...;
Jeneral Services, and the Secretary of Defense, employing a single patent rights clause. "
Jnder Section 313, the Government acquires title to the invention only if the contractor de-
:ides not to file a patent application. (The contractor must first file a declaration of intent
o commercialize or disseminate the technology, however.) Otherwise, the contractor ac-
\uires "defeasible title", and the Government gets a nonexclusive, nontransferable, irrevoca-
lIe, paid-up license. '.' '. >, '.. ,i.' iJ ••. '.,. • .' " "

'f : .... ,- r,c •

Sections 313 (a) (2) (C) and (D) grant the Government the authority to require the con
ractor to license its invention if, within a reasonable time, effective steps are .not taken to
ichieve practical application of the invention, or if necessary to alleviate health, safety, or
reIfare needs which are not reasonably satisfied by the contractor. If the exclusive rights
',n the contractor have tended substantially to lessen competition, the Government may also
'equire the contractor to license its invention. Further, if the contractor, upon request, re
ases to grant such a license, the Government has the power to unilaterally license the sub
~ct invention. Under Section 313 (a)(2)(E), the Government has the right, ten years from
~e date the invention was made or seven years from first public use or sale in the United
tates, to reassess the situation and require the contractor to license its patent if this would
est support the overall purposes of the Act. (Under §315 (a) this period can be extended by
~e agency following public notice, etc.) Any person adversely affected by a Federal agency
etermination under Section 313 (a) (2) (C)(D) or (E) may file an appeal in the U. S. Court of
:laims. Each agency can "speCify terms and conditions" of a license (such as permissible
oyaIties) and can deviate on a case-by-case basis from the single patent rights clause if
otice of the deviation is published in the Federal Register (§§315 (c) and (d».

.,;:: ~ li.::; , ;, '.1 ~".'{, .: ". ;'~t;!!1 '\'. ,'1 ··.!~·i ~.:i.;'::

"1 :..

~i ~l. ;,~_J. ;;">.. .)~~ .• " '"
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<,\, ....

;", . ~ ,<I 'I. Government Employees ,.' ! ., :,..:";

''',.

On the subject of inventions made by Government employees, the bill authorizes each
agency to set its own policy subject to prescribed rules and regulations issued by the Commis
sioner of Patents and Trademarks. Generally, however, under Section 3:!2 (a), the Government
takes title to those inventions which bear a relation to the duties of the employee-inventor, or
are made in consequence of his employment. W1lere the invention is not related to the employ
ee's duties, the employee is entitled to retain rights in the invention, subject to the Government's
nonexclusive, nontransferable, irrevocable, paid-up license. Monetary incentive awards for
employee inventions are permitted under provisions of Section 326. In cases where the Govern-

·ment acquires title to the invention, Section 327 perm'ts the Government agency to share with
the employee any income derived from licensing agreements. Under Section 322 (C), employees
can also be awarded foreign rights in countries where the Government elects not to seek patent
protection.

.~ :', .".:_ ;.,..r:....: :~.; .... :'.
'.'-' ~' . -_: .....; .• :. ,; ? -: l><JJ:

····;:"l· , ~ t:::-

.", ,',j Licensing
" _ '"j

" .-." :

\~

";, ,".:':: ;;:;;

. Title IV of the Act (Section 401) specifically authorizes federal agencies to grant non-
exclusive, exclusive, or partially exclusive licenses under Government-owned patents. The
licenses can be royalty-bearing or royalty-free. However, Section 404 (a) permits such licens-

· ing only if, after public notice and opportunity for filing written objections, it is determined
that the interests of the Government will best be served by the proposed license. The proposed
terms arid scope of exclusivity may not be any greater than reasonably necessary to provide
incentive for bringing the invention to practical application. In addition, the Government retains
the power to terminate any license or require further licensing after three years if the license

· has tended to substantially lessen competition.

Authority to coordinate a program for the domestic and foreign protection and licensing
of federally-owned inventions is vested in the Secretary of Commerce. The Administrator of
General Services is authorized, under Section 403, to promulgate regulations specifying the
terms and conditions upon which any federally owned invention may be licensed.

H. R. 6249 has been referred jointly to the Committee on the Judiciary and Science and
T"chnology. The text of the bill appears at page D-l.
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FOREIGN REGISTRANT FOUND TO HAVE
ABANDONED TRADEMARK BY NONUSE

" ! ':'.
,'.

~,

. While' treaty provisions afford foreign applicants a procedural advantage in procuring
aU. S. trademark registration without actual use in this country, once the registration is ob
tained, "the foreign registrant is subject to the same treatment and conditions which prevail in
connection with registrations based on use in the United States. " Applying this principle, the
Trademark Trial and Appeal Board holds that a foreign registrant's nonuse of a mark for more
than two years warrants cancellation of the registration on grounds of abandonment. (Satinine
Societa in nome collettivo di S.A. e.M. Usellini v. P.A.B. Produits et Appareils de Beaute,

1.2/17/77) .,., .:' •. :.;,/"r,,"
.., '

P.A.B. Produits et Appareils de Beaute (P.A.B. Produits), a French corporation, was
issued the trademark "PAB" in 1970 on the basis of ownership of an existing French registration
for cosmetics and toiletry preparations. Petitioner, Satinine Societa (Satinine) also produces
various cosmetic and toiletry items at its factory in Italy and sells them in containers bearing
the mark "PAB." Satinine wants to export its products into the United States, but its application
to register the mark "PAB" was refused by the PTO in view of P. A. B. Produits' registration.
Alleging that P. A. B. Produits had abandoned its U. S. registration, Satinine filed a cancellation
petition.
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