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My, TaonxTox '(fml Biisel € amd M. Tescer) intvodiueed the followi ing bill;
) which was referred jolntly Lo the L‘ommltlces on thc Jmlu.l.ug, and Sﬂence
- and ‘Technology : .

A BILL

To establish & uniforni Federal system for mannnemcnt, protec-

sl KA . o

", tion, and utilization of the restlts of federa.lly ‘sponsored

- : scientific and technological research and development; and-
" to further the public interest of the United States domesti-

cally and abroad; and for other related purposes.
RENE Be it enacted by the Senate and House of Representa-
‘ 'ti-ués of the United Stat.es of dmerica in .C'ongress assembled,
. That this Act may be eited as the “Uniform Federal Re-

“.'search and Development Utilization Act of 1977,
- " . TITLE I-POLICY :

SE(:. 101. Fmdmgs e
.Sec, 102, Declaration of purpose. R LR A e

TITLE II—FUNCTIONS OF THE OFFICE OF SCIENCE'AND-

TECHNOLOGY POLICY AND THE FEDERAL COORDI-

"NATING COUNCIL FOR SCIE\CE ENGINEERIXG, AND

TECHNOLOGY

See. 201, Federal Coordinating Council for Sc1ence, Engmeermg, and
Technology

TITLE NI—ALLOCATION OF PROPERTY RIGHTS IN IN-
VENTIOXS REIESULTING FROM FEDERALLY SPON-
SORED RESEARCH AXD DEVELOPMENT .

" CuHArTRER 1.—~INVENTIONS OF CO\"TRACI‘ORS. '

Sec 811. Criteria for the allecation of property nghts in subject inven-
- tions.

. See. 812, Reporting requirements md declaraiion of intent,

* See, 313, Mintmmn rights to Federal Gmernmmt and the public.

SBee. 314 Contractor’s ughts .

See. 315, Related pwus:ons

Sec. 316, Judiciul veview.

e i
i 3

Caarrer 2—IxveNTIONS OF I‘r:nmmt. Fxr:.on F&

B e e |

See. 321, Reporting of inventions. e

See. 322, Critevia for the allocation of rights to inventions.

See. 328, Application of criterin.

See, 924, Review of Federal ngeney determinations,

Hee, 8425, Reassigninent of rights: . P

Bae, 320, Incentive nwardys progrim. ) ) .
7 Bee, 1T, Inconie sharing from patent licenses. C e ]
- See. 828, Conflict of interost. o :

-
v

) "UNlFORM FEDERAL RESEA RCH AND DEVELOPMENT UTILIZATION ACT OF 1977"

. md

TITLE IV—DOMESTIC AND FOREIGY PROTECTION AND
LICENSING OF FEDERALLY OWMNED l\\l XTIONS

See. 401. Authiority of Fedoral agencies. :

Sec. 402, Authority of the Scerctary of C‘uuum\rco in conpcmhon with
other IFederal agenvies,

See, 403, Authordty of Administrator of General Services,

See. 404, Grants of un exclusive or pavtiaily exclusive Heense,

TITLE V—MISCELLANEOQUS
Cusrrrr L—DervrnoNs; Retatoxsmie o Orurr Taws

Sec. 511, Delinitions. - )
Sec. 512 Rcl ationzhip to other laws.

- CHaPTER 2-—AMENDMENT TO O'rru:n Acts
See. 521, Tdentificd Acts amended.
Craprer 3.—ErreEcinvE Date Provision
See. .)'il. Effective date of Act.

TITLE -0 LICY

ST |
.1 s

FINDINGS

SEC 101. The Congrees, recngmzmg the profound im-

pact of science and technology on society and the-interrela-

tions of scientific, technological, economic, social, political,
and mstltutmnal factors, hereby finds that— .

( 1) inv enttons in scientific and technological fields

.:re.sultmo- from work performed under Fede-rai resea.rch .

and development programs constitute & valuable national
resource; . ‘

(2) Federal .policy on the allocations of rights to
 inventions resulting from  federally sponsofed research
~and development should stimulate inventors, meet the

;ieeas of the Yederal Govemfnent, re.cogn.ize the equities

~of the Federal -employec-inventor and the Federal

Government contractor, and serve the pablic interest; -

Spre

-greater efforts were made to obtain patent protection
m& to promote the coimnercial use of new: technology
| resulting from federally sponsored rescareh and develop-
‘ment, both in the United ftates and foruign._couﬁtrics, as

- app_ropris_:.tc.
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BEC. 102, Itis tlu, purpose of this Act to-—

(1) establish a uniform Fe ulcral system for the men- -

ng;cxnont and use of the results of fc.derally -sponsorcd
scientific and technological research and development;

(2) provide for uniform implementation of the

provisions of this Act, and fo make a coniinuing effort

to monitoer such 1mplcmcntatlou, E

{3) allocate rights to inv entions by contractors

which rcsult- from federally sponsored rescarch. and

. development so as to——-
(A) encourage the paltlclpa,tmn of the most
quelified and competent contractors, .
{B) foster conipetition,
{C) reduce the administrative bufdens, both for
the Federal agencic; and its coutractom, and
(D) protect the puhhc investment in research
 and dewelopment by pr omotmg the. w 1deapread
utﬂizatxon of 1 m\enuons' A _ 7 ‘
(4) allocate ncrhts to I‘ederal emploj ee mventmns
_ :m an equitable manner; - o

{B) provlde for a domestxc and forewru protec-

' tlon and hcensmcr progr'un to obtam commercml utiliza-

. tion: of federally owned inventions, with the objective

* of strengthening the Nation’s economy and expanding its
' 'domestlc and foreign markets; and - o
" (6) amend or repeal other Acts and . '.Dxccutwe

orders regarding the allocation of rights to inventions

which result from federally sponsored rcseﬁrch and de-

" velopment and the licensing of federﬁlly owned patents.
.'TITLE II-——I‘U\TCTIO\*S 0¥ THE OFFICE" OF
SCIENCE AND TECTINOLOGY TOLICY AND
THE FEDERAL COORDINATING COUNCIL FOR

SCIENCE, ENGINEERTNG, AND TECINOQLOGY -

FEDT‘RAL COORD‘I"{’ATING COU‘\’CIL I’OR SCIENCE,
LT

- EXGINEERRING, A\D ll‘CH‘\IOLOGY

~ Brc, "01 (n) The I‘cdcnl C‘uordumtmg Council for

TEXT

- Science, Tngmoormg, and Tc:hnnlngy (csiabllshcd by see-

through appropriate channels.. CrETOTIT Ty T

(P’I‘C]) ST

" tion 401 of tho National Science and Techuology Policy,
'lOlgammimn, and I’nor:twq Act of 1976 (4"’ U.8.C. 6631))

(hereinafter in t'lus Act rcfcrrcd to as thie “Council”} shall

make recommendations to the Director of fhe Office of

Science and Technology ?olicy (l_mreinéftor in thistitle

referred to as the “Director”’) , with regard to—°

' (Il') _unih’:_nn.and effective planning and a&miidsh‘a—
tion of Federal programs pertaining to inventions, ,
i)atenfs, trademarks, copyrights, rights in techinienl dat‘a,

and matfers contiected therewith; -+ -+ - _
{2) uniform 'pblicies, regulations, gaidelines, and
practices to earry out ihe provisions of this Act and other .
' Federal Government Ol)JeCtIVCS in the ﬁeld of 111telleetual

e

property ; and

A SIS E

(3) umfornuty and eHeetweness of mterpremtmn
“and implcmeniation by individual Federal agencies of
the provisions of this Act and other related Federal
Government policies, regulations, and practices;

(b} Recommendations regarding matters set forth in

subsection (a) which are made by the Council and adopted

by. the Director shall be transmitted to Federal agencies

(c) “In order to carry out the responsxblhtzes set forth

in subsections {a) and (b), the Council is authorized to—.

o _:(1) acquire dats snd reports from Federal agen.cies

'c'mlth{la haterpreta.tioﬂ and imﬂementation of this Act
and related iyolicies, regulations, and practices;

(2) review on its ewn initiative, or upon request

by a Federal ageney, Federal agency inplementation of

] s

the provisions of this Act; AR e e
(3) anal;, Ze on i contmumg baals data ncqu:red by
the Councxl T
(4) con::der problem% and de\(.lopmt,uts in the
ficlds of 1|wont|ons, patents, trademarks, cop}nghts, '
rights in techinical data, and matlérs cduneutcd.lherewil}\

and the imp:ict thercof on Federal Goverment policy or
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unlform acwnun(ul.lhun or- lmpfemt‘utatmn by Toder .11‘

- - S

_ agencies; and
{5} publish annually a report en Council efforts,
~ findings, and recommendations made under this seetion.

TITLE [II—ALLOCATION OF PROPERTY RIGUTS

IN INVENTIONS RESULTING FROM FEDER- |
’ ALLY SPONSORED RESEARCII AXD DEVELOP-

MIJN

CHA.I’T.ER 1 ——I\'\ ENTIONS OF CO\TRACTORS

' GRITI‘RIA. FOR ’I'IIE ALLOC.‘LTIO\ OF PROTERTY I{IGHI‘S IN

BUBJ EC»T I“H’E\FTIO\ s

. Bec. 311. The allocation of paoperty rights in subject_

mveutlons shall be determmed by uniform regulations, is-

sued by ihe Administrator of General Senlces and the See-

. :retary of Defense, employing a smgle patent rmhts clause

. 813() (2),

5 ,section 312,

in all instances except as may be provided in such regula-
tions, subject to the minimum rights acquired under section

or 8s provided in section 315(d). Such a

patent rights clause shall include the provisions required by
(b) , and (o).

513, 914 and subbectlons (a.)

of sectmn 313.

i BEPORTI\G REQUIREME\TS AND DECLARATIO\T OF INTIG‘IT_

SEC. 312 The contractor shall promptly prowde the.

3 sponsonng Federal agency with (1) a disclosure of cach

1 'sub)ccl‘. invention which is or may be patentable under the

'.:_-}a.ws of the United Statcs, (2} an electmn whethcr tho

oontmctor intends to file a patent apphcatmn on the subject

mvcntmn and (o) if the contractor clects to ﬁle a declara-
tlon of the contmctors intent to commereialize or otherwxse”j

achieve the w;despm.ul lltlll-ﬂ.tlon of the invention by thc'

iy -publw. The Tederal Gm crnment shall \nﬂlhﬂm puljlwut:on

Loor mlcaqc to tho public of mfmma.hon dﬁdnsuw such in-

veution for o re: \wonahh, t:mc in or llLl‘ Iur & patcnt app]:cn-

3 tmn tobe hi ch

.MI\'I\!.UM RI(rIIT‘." TO TIIE

FEDERAL

TIIE PUBLIO

GOVERNMENT AND

Spe. 13, (2) Eachi Federal agency shall acquire on.

TEXT

..,L;...-.. (No'szs), -

ln,h.\il of iht Lu<101.1l (-0\ urnmout at lhb tum, of conlract-

AV
ing

(1) mrrcvnwnt that, 1f the contractor clects not

' to file a- p.\tcnt app.:muun on a subject inv vnlmn in any

country, title to such an invention. shall be assigned to -

ihe Yederal Government, subject to the rights rotained

by the contractor under section 514; and

’ ("} an agreement that, il the contractor elects to

_ isl«., & p‘ltcut apphcahou in nccmdnncu with section 314—

(A) the Federal agency shall have a nonexclu- _
sive, nontransferable, irrevocable, paid-up license to

pré.ctice or have practiced for the Federal Govern- .

méut any subject invention thro.ughout the world
by or on: Behnlf of the li‘edenﬂ Government (inc‘lud-
“mg any Fedeml agency), and may, if provided in

 such agreement have additional rurht:s to sublicense

‘any State or domestic local government or to sub-

license any {01'eig1i' govemme;ib pursuaﬁt to foreign
.policy considerations, or any existing or falure
. treaty of agreement, when thc Federal agcney de-
tem'xiﬁas_ it would be in the national interest to

| acquire such additional rights;
(B) the Federal agency shall have the right to
_V,.neqmm periodic written. reports at reasonable inter-
© vels: and;.

agency, reports on the commercialtnse or other form

when specifically requested by sueh
of utilization: by the pubhc that is belng made or is
:'.mtendzxd to-ba made of any qubject xmentmn,_
" {©) the Fedoral agency shall have the right
-_ t;» i‘equire the contractor to grant a nonexclusive,
;Ii;rtially exclusive; or exclusive license to a re-

sponsible applicant or applicanty in 'any”ﬁeld of

uge to-the subject invention, upon terms reasonable

-undeor tho circumstances, or, if tho contractor refuses,

to grant such a lconse itselfl if the ageney determines

- -such gotion is necessary because the contractor has -

not taken, or is not expected fo fake within a rea-
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(No. 325)

sonable time, effective steps to-achieve practical ap-

: p!ida.ﬂon of the subject invention in such field of

-use,

(D) the I‘cdera! agency shﬂll have thc nght
to require the contractor to grant a nonexclusive,

partislly exclusive, or exclusive license to & respon-

~ sible applicant or applicants, upon terms reasenable °
under the circumstances, or, if the contractor refuses,

to grant such a license itself if the agency determines,

in accordance with subsebtion ' (b)_, that 'such action
is necessary— 1.:'_"-.:“- e N

. (1) to allevmte health sé{et'.y, or we‘-I
.fare needs whxch are not rensonabI) satisfied
by the contrnctor or ifs hcensees,

(ii) to meet reqmrements forAI:-ruhIic use

‘specified by Federal regulation which are not -
reasonably satisfied by"the contractor or ifs -

censees; or -

(i), because the exclusive nghts to such' '

subject fnvention in the contractor have tended

: substéﬁtial]y to lessen competitioﬁ or to result
in undue market concentration in any section
. of the Umf.ed States in any lme of commerce

" to which the technology relates, or to create or
maintain other situations inconsistent with the

 antitrust laws; and -

(F) the Fe'deral agency shall have the right,

'commcncmg ten yca.rs from the date the subject in-

vention was mndo or seven years. after first public

use or on sale in the United States, whichever ocurs

first (excepting that time before Federal regulatory

agencies necessary to obtain premarket clearance),

to require the contractor to grant & nonexclusive,

partially exclu%wo, or eacluawe license to & respon-

' sible applicant or apphmnt&- upou terms reusonab]e

under the circumstances, or, if the contractor refuseﬁ,

to grant sach a leense itself if such agency deter-

PTC)).

mines, in decordance walh \uhsu lion (]n) (m view

of the factors set forth in section 315 (b) )} that such

llcuhlutr would best qupport the overall parposes of

_thls Act, except that this eubpnragraph shall not

apply to contractors who are small business firmz as

defined by the Small Business Administration.
(b} The determinations required under sui)pmgmphs‘
{D) and (B} to be made in accordance with this ssibsection
shall be made upon the basis of such information as mey be

pr('sented by the contractor, any interested person. or any
I‘edtml agency, Such determination shall be made sftor
pubhc notice and opportunity for hearing if—

4-21-7° 5

(1) in the case of subperagraph (D) such a hear- |

‘ing is rcq_uested by any interested person Jushf}'mg mc-h.

a hea.nng, snd

(2) in the case qf subparagrapb (]3) such ) hear-— :

ing is requested by p prospective licensee, who has;:

attempted unsuccessfully to obiain such g license from

the coptr&cmr,.juSHf)‘ing such # hearing.

CONTRACTOR s BIGHTS

SEC. 514, The cqntractor shajl retain & defeasihle tltle '
only to thOSe sub]ect inventians (mc]u,dmg the right to
license or asmgn a.ll or part of its interests ;hcxem) on whxch“

the contracter files a Unifed States patent application and de-

clares its intent to achieve preciical applicgtion of_the-mbjeclt B
“invention. Such title in the coniractor shall permit the

contractor to refain exclisive commercial rights to the in-

ment in section 313 (a) (2).

The cont;?ac[pr’é 'employee”

vention subject to all rights grapted to the Fe_deral Covern- .

inventor may also retain contractor’s rights'_und_er this snb-

section with permission of the gontractor at the disc:retiou

" of the sponsorang cheml agency. The contractor shall alwo I

retain & noncxclusive, royalfy -frce license under all other

reported subject inventions, which license shall be revoealle

only to the extent neeessary for the Federal Government to

grant an exclusive license, in nccordance with the provisions

of scction 404, under any patent which inay issne thereon.

Published by THE BUREAU OF NATIONAL AFFAIRS, INC.I. WASHINGTON, D.C. 20037
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‘ 'RELATED PROVISIONS

. 8re. 315, (a} Fach spousoring Tederal agency, for

good canse shown hy the contractor, may extend the period

of the contractor’s exclusive commiereial vights provided for

" in section 313 () (2) {I3) following public 'nuth'_c. ﬁu_d an

. opportunity for filing Written ohjections. The grant of such

an extension shall he hased upon a determrination ly the

. Federal agency, upon review of such material as it deems
: -relevayit, and after the contractor or any other interested
person or Federal agchcy h_aé had an epportunity to provide
: . such relevant and material information as fhe Federal agency
may rcquire; that such .extens'mn would best éupp_ort thi;
" overall purposes of this Aut. D
(b} In debermining whether the tight to requue 11(,cns~
| ing or the right of the Federtl agenty to licensé set forth in
scction 313 (s) (2) (E) should be evercised, the Federal

E agency may consider, among others, the following type of

. factors, as appmpnate o : . .o ‘
. {1) the relative contributions of the I'erleral Gov-

. emment and the contractor or its assignees or licensees,
. # any, tt;\ the making and commercialization of the
sub;eot invention;

- {2} the relative contnbutmns of the Federal Gov-

cmment nud the contractor or its assignees or licenisecs,

T oaiae

lf'&!l)’, to thc field of teclinology to which the subject

"_uwentmn rela.tes, 7 _ _
(3) the detm,e to whlch uti hzatlon of tIu:.s.ubjcat
) ‘,_'m\entmn has satisfied the purposes of the pron'ram
.uuder which the subject mvontlon was mad(.,
,:,mul th(, magnitude of the problem it solves; i}
| {5) the cffeet of cuch I1cunsum on comput:tmn zmd
wndosproad utilization of the quh]c(t mvcntmn,
((‘) thc clTLct of such licensing on mcmtncq to
commcrcxaluc this and other subject inventions;
(7) fhio extent to which the subject mwnlmn 1

concuuul with the puhlnc lual(h, ~.n,&ty or welfare:

gnd ' .

(4) the type and qcopc of tlu- suthject invention

(No. 325)

(B) the effect of s\ldl hwlmnl\' in assisting 'ﬂnu“
busmcsses and ruinority bu.xnm.\:\ enterprises and in fm-
proving conditions ‘within economically depressed, low-

-income, and labor surplus arcas.
.

(¢) When it is determined that the 'righ[ o require

licensing or the right of the Federal ageuey 1o license should

be- exercised pursuant to subpavagraph (G}, (D}, or (19)
of section 513 (a) {2}, the Federal ageney may specily terms
and conditions, including royaltics to be charged, if any,

and the duration and field of use of the license, if appropriate.

{d) (1) The head af a Federal agency may deviate on

.a ease-by-case Dbasis from the aingle patent rights clause

normally used pursuant to section 311, provided that sach

‘deviation shall e published in the Federal Register -and

transmitted to the Couneil for performance of its functions
under section 201 of this Act. S

. (2) The regulations adopted pursuant to section 311

- 1oay permit deviation to the minimum rights acquired wader

section 313 (a) (2) on a class hasis in— _
(A) cohtracts in.volviug cosponsored, cost sharing,
or joint venture research when the contractor is required
_to make a substantial contribution of funds, facilities, or
equipment to the work performed under the contract;
and- :

(B) special contrecling situations such as Federal

-, price or purchase supports and Federal loan or loan

- guarantees. ) _— ‘
{8) No deviation under this subscetion shall waive,
in whole or in part, the minimum rights to be secured for

the Federal Government set forth in section 313 (a) (2)

(D) .(i-'li) .

.. JUDICYAT REVIEW

Seo. 316.-An_v person adversely affected by a Federal

_agzency determination made under subparagraph (). (DY, -

_or {E) of section 313 {a) (2) or wnder subsection (). (hY,

or (c) of section 315 may, &t uny time within sixty duys

ofter the determination is issued, file a petition to the United

Publizhed by THE BUREAU OF NATIONAL AFFAIRS, INé,., WASHINGTON, D.C. 20037
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D6 (No. 325)

“eriterias -

Xt

Btateb Court of (;Imm% w]n('h <hull have jumdu,ﬁcm to deter-

" wine the matter de novo and to affirm, reverse, or modlfy s

- approprinte, the determination of the Tederal agencey.

CHADTER 2.~INVENTIONS OF FLDERAL EMPLOYEDS
REPONTING OF INVENTIONS

' SL,('. 521, All ifventions made by I‘cdeml entiplayees

-whilre un(lcr {he admiuistrative ]m'lstl:ct:on of a Federal
ageney shall be reported to the desipnated authority of that

K 'Fedcrnl agency.

'CRITERIA FOB THE ALLGCATION OF RIGHTS 10
INVENTIONS AL

8ec. 322 Suh]ect to prescribed rules and’ regulations

 issued by the Comumissioner of thie United States Tatent and

Trademark Office, edeh Federal aeiiey shall detetmine the

respective Tights of the Federal Governmeiit aind of the

- Federal employee-mventor in #nd to any iuvention made by

‘s Federal employee while under the ddwinistrative jurdsdie-

tion of such agency, in accorddnce with the following
(a) The Federa! Govetnient shall obtain, subject to
subsection (c), the entire right, title-and inferest in and to

all inventions fhinde by any Federal employes which bear &

relation to the duties of the Federal employee-inventor, or

are made in consequence of his employment,

“{b) A Tederal employee shall be entitled to' retein

“the enfire right, title, and interest in and to any invention

made by the employec-inventor, subject to a nonexclusive,

ontramferable irrevocable, pm&-up license to practice or

have practiced for the Federal Govcrnment: any such in-

“vention throughout the world by or on Dbehalf of the Federal

Government - (including any Tederal ageney) in any ' case

where the invention does not bear a rclation to the duties .
- of the employee-inventor .or was not made in consequence.
~-of his employment, but was made with n contribution by
- the TFederal Govermnolit of [m'{lities, equipment, materials,

funds, or mformauon, or of ume or ser vmeq of other I‘cdernl'

cmp]u_\, ces on omclal dut) The Federal o ageney mn.y aﬂ;mre

TEXT

“additional rights.

(PTC] )

. additional rights to sublicense any Slnlo or domestic local -

govermicnt or to subliccnse any foreign government pur-

‘suant to foreign policy considerations, or any existing or
future ‘treaty or agreement, where the Tederal agency 'de_-';

termines it would De in the national interest to acquire such

IARY I

(¢) The Federal cmployee may obtain the entire right,

title, and-interest in and to an invention in any country, suh-"

ject to the Ticense and sublicensing rights set forth in subsec-

tion (b), where the Federal agency determines that there

is insufficient interest in the invention fo justify seeking

© patent protection in tha country, although the Federal Gov-

ernment may have taken title to the invention or may be .

entitled to the entire right, title, and interest thercin under

subsection (a}, except that nothing in this paragraph shall
 prevent a Federal agency from publishing or dedicating to

the public such an invention if it is in the public interest. -

(d) A Tederal employee shall be enfitled to retain the
entire right, title, and interest n and to any invention made

by the employee in any case not falling within subsection

1

(a), {b) or (0" b .',;-'::'_ T T

{e) \otmthstandmrf subsection. -(a} of this sect;on,

Federal avency may cnter snto agrcement-, mth other pab-

lic or pumtu p'trhcf-; wherein- {uture or ulenhﬁed mventmns
falling within the criteria of subsection (a) and made in

performance of cosponsored, cost-sharing, or jnint. venture

rcwear(-h invelving a substantial contribution of funds, facili- .

hcq equ:pmcnt or emp]oyces by such parties, may be allo- ;

mtod ma manner ‘;amfymn' the comrﬂ)utmn of such parties,

Terel

A'PP'LICATI()\T 01‘ CRITFR[\.

Ske. 39‘} (ﬂ) In ﬂplﬂylnﬂ' the {‘ntern of SBCﬁO’ﬂ -.30‘)
lo the fn(,ts and ﬂrcumqlnnecs relaling to ﬂ\e mnkmrr of any

N u’ IR

part:ml ar jnv cutmn—— )

’ (l) 1t. bhall lu, ptcsumed llmt an m\ unhon fulls
within the (uten.\ of acatmn 322(a) when made b) a
bcdoml omp]og, o \\ho 15 cmplo:, ed or nwgned fo—

{A) invent o uuprmo or perfect any nrt, ms-
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““ehine, manufucture, vr eomposition of malter,
- (B) conduct or perform research or develop-

ment work, or both, - v

(C) supervise, direct, coordinate, or review

federally financed or conducted rescarch or develop-

“  ment work, or both, or
(D) act in a Hnison capacity among Fedoral
or non-Federal agencies or individuals cngaged in
. sgch work ; and
(2) it shall be presuméd that an invention falls
*within. the eriteria of section 522 (b) when ﬁlade by
:any other Federal employee. I
Yob) Either preswnption reguired by subscetion (a) may
he rebutted by the facts .or circunstances of the conditions
- tndler which -any particular jvention is made.
. “REVIEW O FEDERAL .-.l(il";\' cY l)E’I.‘ER\lI\;ATI()\I"‘u .
Bev, 324, Vederal agency determinations regarding the
- fésnecti\'e rights of the Federal Government and the Federal
employee-inventor are to l;e reviewed in accordance with
* preseribed rules and regulations issued pursuant to scction
822 whenever— e ?t- - ey g mae
-.{1) the Federal agency determines not to acqulre
a.ll rlght title and interest in an invention, or
(2) the Federal employee-luventor who is ag-
. griéved by the determination requests such a review,
. RE \be(;\'BII:.":T Of RIVUHTH
- 8EC. 825. Whenever a Federal pgency finds on thc Dasis
of new evideucc that it has acquired rights fu an invention
grcatci‘ than the Federal Governnient is entitled to assert
under the criterie of section 322, the Federal ageney shall ad-
- just such inequity by grﬁnting such rights to the Federal em-
flnyec-iuveutor as may be necessary to correct the inﬁluity.
e . . . INCENTIVE AWARDS PROGRAM ;
Sk, 826. (a) .Inccntivc awards may be granted to Fed-
eral cmployec-inventors in order to— '
. (l) monetarily reward or otherwise recognize Fed-
eral cmptaycus for inventions ;. and

(2) stimulate inventive creativeness and encourage

YEXT

: S Mo. 325): D-"';'i "

: Fudcrial eniployees to disclose (heir iuventions aud there-
by euhance the transfor and utilization of related tech-
nology. ' : _ R |

(b} These awards shall he grauléd pursuaut to " the

provisions of chiapter 45 of title 5 and rh:tpﬁw' HT of title 10

Vuited States Code; aud in accordance with regulations is-

sued thereunder exceept as modifted by this Met.
(.u) The amount of the award for au invention shall be
based on— - _ | ! _ _
(1) the estent to which the hu‘cx.ulon :'ldvaulcvs the
state of the art;
{2} the scope of the application of the invention; .
(3) the importance of the invention in terins of its
_value and benefits fo the Federal Government; and
-(4) the extent to. which the invention has achieved

utlhzatmn by the public.’ .

{d) Awards of up te $10,000 for an invention may bc
granted by the head of a Federal agency, Awards in excess
of $10,000 but less than $35,000 may be granted—

(i) for Federal civilian employces by the head of
- the Federal agency with the approval of the Civil Serv-
ice Comunission; .
--.;.--{2) for members of the Armed Yorces with the
appra\ gl of the Secretary of Defense; o '
{8) for members of the United States Coast Guard
when not operating as a service in the Navy with the
- approval of the Secretary of Transportation; .
(4) for members of the Commissioned Corps of the |

United States Public Health Servico with the approval

of the Secretary of IIé'a]th, Education, and Welfare; aud

(5) for members of the Commissioned Corps of the
National Occanic and Miospheric Administration with

. the approval of the Scevetary of Conuneree, '
upon recownuendation that thie juvention is higlhly cﬂwup-
tiomal. sind wnwsvally outstanding. Awards in excess | of

£35,000 may be made in those instances where the head

of the Federal ngency, based upon. the value and benefit of

the fnventor’s coutribution, vecounmends to the Chairnan -
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;i[-ﬂu.' Clivil S(;r\'it'c:_(.‘nunni:’ssitnl and the Director of the
Oftice of Manugement and Budget that o Presidential award
| be made. Upon endorsement of both the Chwirman of the
;.‘_-C‘i\'il Service Commission and the Dircctor of the Office of

Management and Budget and approval by the President,

an award in excess of £33,000 and an honorary recoguition,

may be granted as deemed appropriate. -

o {e) A cash award under this section s in addition to

= the regular pay of the recipicut. Acveptance of v cash award

under this seetion constitutes an agrecment that awny e by
the Federal Government of an idea, method, or device for
. which the award is made does ot form the basis of a further
¢t of any nature against the Federal Govermmnent by the

recipient, his beirs, or assigng,

TR PRI S LR T

. (f) A cash award and expense for Lionorary: recogni-

- tien of a Federal employee-iuventor ghall be paid from the

fond or appropriation of the Federal agency primaxily

Lenefiting. The head of the Federal ageney shall determine .

the muﬁnnt to be paid by the Federal ageney for Federal

- agency awards and the President shall determiine the amount

~of the award to be paid by each Federal agency for Presi-
dential awards made under subsection {d). :- _
. {g) Nothing contained in this section shall be construed
e limit the discretionary power of the Federal agency
* ‘to grant or not grant an incentive award under this section.
INCOME SHARING FROM PATENT LICENSES _
‘Skc. 327. In addition to awards as provided ih section
326, m instances where o Tederal agency grants income
ln-::rin,r.!; patent hccn\e\ i'en an invention, siich Federal
: ageney may share the income received with the Federal
- employee-inventor, < o e
S .CONPLICT OF TNTEREST *

Se¢. 328, Determinations of an appointing officinl pur-
“snant tn.-sec-tion 208 (1) u.f fitle 18, United States Code, re-
| garding the promotion of & Federal emplovee's invention by

:méh eiployee shall he subject to regulations preseribed by
the Seeretary of Commieree with the concurrenee of the Civil

|
_ "'u'l'\ e ('nmmmmn and the Attorney Gonoml

TEXT

(l’T’CI)

TITLI:. IV—DOMESTIC A\’D FOREIGN I‘ROTEC-

TION AND LICENSING - OF  FEDE RAL L\

OWNLED INVENTIONS S T
AUTIIORITY OI‘ FEDERAL AGENCIES

8Ec. 401, Federal agencies are authorized to—

(1) apply for, obtain, and maintain patents or vther -

forms -of protection in the United States and in forcign
countries on inventions in which the Federal Government
owrasanght title, or interest; ... - . PV
{2} promote the licensing of inventions covered by
federally .owned patent applications, patents, or other
forms of protection obtained with the 6bjeéti\'e of maxi-
mizing utilization by the public of the inventions covered
‘therebys S s L P PRTRE

» LIS © otz

(3) grant' nonexclusive, exclusive, or partially ex~.

clusive licenses under federally oi,vnetl patent applica-

tions, patents, or other forms of protection obtaincﬂ,

royalt.y-freé or for royalties or other consideration, and

“on such terms and conditions, including the grant to the.

licensee of the right of cnfo;rcemént pursnant to the ﬁro- :
- visions of chapter 28 of title 25, United States Code,

as deemed appropriate in the public interest; - i -

4-21=7%

(4) make market surveys and other investigations. . .

for determining the potential of inventions for domestic
ﬁnd foreign licensing and. other forms of ufilization;
acquire te'chnicai information and cngage iu negotiations
and other acﬁvitiés for promoting the licens‘mg and for

- the purpose of enhaneing their marketabxhty and pubhu

utnhzatmn ;
© (3} withhold ptﬂﬂimﬁon or release to the public
informeation disclosiug any invention in which the Fed-i
‘eral Covernmeut 6\"!]3 or may own a right, title, or
uterest for a rcasonable.tim;: in.order for a patent ap-
plication to be filed; - - RERTERERRE AR CE '
{6) undertake the ahove and all other suitable and
necessary steps to protect and administer rights {0 inven-

tions on behalf of the Federal Govenument either directly

or through contract; = . N - J
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{7) trausfor custody and adwinistration, in whole

orin part, to the Departmont of Commeree or to other
Federal agencies, of the right, t-i(fe,- or interest in any
3 _invention for the purpose of udminist.criug the authorities
.set forth in par#gruphs (1) through (4), withéwt regard
' to the provisions of the ¥Federal Property and Adminis-

-+ trative Services Act of 1049 (40 U.C. 471) ; and

+ (8) designate the Department of Commerce ss
. p .

- recipient of any or all funds received from fees, royalties,
--or other management: of federally owned inventions av-
thorized under this Aet. R IRPAY
* AUTHORITY OF ’.I.‘IIE. SECRETAJ;FI OoF COMMERGE.IN.
'GOOP_EEATION WITIf OTHER FEDERAL AGENCIES -
- BEC. 402. The Secretary of Commerce is authorized
" in cooperation with other Tederal agencies to—

-" (1) coordinate & program for assisting all Federal

7" agencies in carrying out the suthority set forth in see-

“{2) pub]:sh nottﬁmtmn of all fedcmlly owned in-
' ventlons that are a.vallable for l:censmfr ; _

’(3) evaluate inventions referred by Federal agen-
‘eles, and pat_ent-app]ications_ filed thereon, in order
- to identify those infentions with the greatest commercial

" potential and to insure promotion and utilization by the
~public of inventions so identified; '

" {4) assist the Federal ageneies in secking and

‘_'"ma.i-ntahl_ing protection on iuventions in the Uuited

'Stutes; and in foreign countries, ncluding the payment

 of fees and costs eonnected therewith;

- {5) accept custody and administration, in whoele

“or In part, of the right, title, and interest in any in-
vention for the purposcs set forth in scctions _401 (1)
through (4), with the approval of the Federal agency
concerned without regard to the pfovisions of the Fed-

. erel Property and Administrative Scrvice, Act of 19_:’@9

C(40 US.C. 4T1); - o e el

(6) reccive funds from fees, royalties, or other

mana“oment of federally owned inventions authorized

-{No, 325)

under this Act, but suel fuids shall be used only for

the _purpose of this Act; and
{7} undertake these and such olhcr functions either
direetly or throngh sueh contracts as are neeessary and

appropriate to accomplish the purposes of this title.

AUTITORTTY OF TTIE ADMINISTRATOR OFF GENERAL SERVIORS

" 8gc. 408. The Administrator of Clencral Services is au-

thorized to promulgate regulations speeifying the terms and

conditions upon which any federally owned invention may -

be licensed on a nonesclusive, partially exelusive, or exclu-

sive basis, - - . e
GRANTS OF AN BSCLUSIVE OR PARTIALLY EXCLUSIVE
7 -+... . LICENSE
Sec. 404. (a) Federal agencies may grant exclusive or
pﬁrti’ally_ exclusive licenses in any invention covered .by a

federally owned domestic patent or patent application ouly

if, after public notice and opportunity for filing written ob-

jections, it is determined that—
{1} the interests of the Feder:ﬂ Govérﬁment and
. the publié will best be served by the proposed license,
in view of the applieant’s intentions, plans, and ability

to l?ring_the invention to practical applicatioii or other-

wise promote the invention's atilizatio by the public; -

- (2) the desmd practical apphbatmn hes not been

~ac}nuvcd or is not likely eprdltlously to -be ac.h:ewd

under any nonexclusive license which has bcen grantcd,
or whiclt may be granted, on the Snveution;

-$8). exclusive or partially exclusive licensing is a

- tessonable and necessary incentive to call forth the -

investient of risk capital and expenditﬁrcs to hring the
invention to' practical ipplication or otherrwise promote
the in'.'entioﬁ’g't'itiliz'ution by the pullic; and '

(4) the proposed teims and seape of exelusivity are

not greater thar teasonahly necessary to provide tha

incentive for Lringing the Invention te practicxl applica-
tion or otherwise promote the invention’s wilization lry

" the public-.

except thut o I"odoml agenty sliall n(ﬁ ;;mnf srch o\rhm\e '
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ar partially extlitdve license if it deterinities that the grant of

osueh Heense will tend stibstantiafly to lessenr éompetition or

x‘twult in undué concentratléiti in any section of ihe country

in nny line of commerct to whick thc teclthology to bie

licthsed telntes, of o creafe or maintain other situations

inconsistent With the anfitiust laws; I L

(V) Afer eonsideration of Whther the intcrests of the

Federal Goverbinent of Unitud Biates industry it foreigi !
- sommeree will be cubanced, Federal agencies may - grant
. sxclusive’ ov partially cxmclusive licanses in auy invention
: : covered b_',v a foreign patent applwamon or patent after public- -

xmmcc and oypontumty for fling: written: ob]ectlons except'

that, & Foderal %emy shall not grant such. exclusive or par-

tially exclusive license if it detormines that the gr’ant of such

license will tend substantially to lessems eompetition- or result -
" in undue concentration in.any. seotion. of the country in any
 Tine ‘of commerce to whicti the technology to be licensed

.~ relates, or to create or maintain other situations inconsistent

with the antitrust laws, - Lo b

- (¢) The Federal agency shall meintain.a record of deter-
minations to grant exclusive or partially exclusive lcenses,

(d) .Any gront of an exclusive or partially exclusive

~ Keense shall contain such terms and: conditions as the Federal

agency may determine to be appropriate for the protection of

: the interests of the Federal Goxcrnment and the pubhc in-

cludmg provisions for the following? -

- (1) periodic written reports at reasonable intervals

including, when specifically requested by the Federal

- agency, the extent of the commercial or ofhier use by

~ the public that is heing made or is intended to be made

of the invention; ST e Ty,
{2) 2 nonexclusive, nontransferalle, irrevocable,
“paid-up lcense to practice or have practiced for the

_ch.éml Government the licensed invention throughout

the world by or on behalf of the Federal Government '

(including any Federsl agency), and the additional right
to sublicenso any Stute or domestic local government or

to sublicenso any foroign government pursnant to foreign .

) "WMbllsth by THE BUREAU OF NATIONAL AFFAIRS INC., WASHINGTON D.C. 20037
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- policy considerations, or any existing or future. treaty
or agreement if the Fedoral agoncy determines it would

be in the national interest to retain such additional rights;

(3) the right of the.Fedcrnl agency ‘to terminate

siteh license in whole or in part unless the licensee dera-

" onstrates: to lhe satisfaction of the Federsl sgency that

the licensee has taken effective steps, or within & rea-

4-2 l-'ﬁ'

sonable time is expected to take such steps, to accom- -

plish substantial conumercial or other use of the invention
by the public; and :
' (4) the right of the Federal agency, commencing
three years after the. grant of a license, to tequire the
‘licensee to grant & nonexclusive or partially exclusive
license to a responmsible applicant or applicants, npon
terms reasonable under the circﬁmstﬁnces, and in ap-
.propria.te, _circumstances to terminate the license in
whole or in part, after public notice and opportumity
for a hearing, upon a petition by an interested person
justifying such hearing, if the Federsl agency deter-
mines, upon review of such material as it deems ﬂ&
- . .vant, and after the Ycensee, or other interested person,
“has had the opportunity to provide subh relevant and
- material information as the Federal egency may require,
tl;at such license .has tended substantially to lessen com-
peﬁtion or to result in undue concentration in any see-
~ tion of the country in any line of commerce to which
the technology relates, or to create or maintain other
situations inconsistent with the antitrust laws, '
* TITLE V—MISOELLANEOUS |
" CparrER 1,—DEFINITIONS; RELATIONSHIP TO .
NIRRT OrHEER LaAws
P13 e P DERINITIONS * . © .+ . -
SEC. 511. Asused in this Act— - 1 i

{2) The term “Federal agency” menns an “execative

agency” as defined by section 105 of title 5, United States
Code, and l-he military departmén_ts defined by section 102
of title 5, Umted States Code, - -+ - F ’

(b The term “I‘u]ernl cmployces means all emp!ayces



as defined in section

42897 @ICH

2105 of tltle 5, Umlcd Smtcs Coda,

] und members of the umformed services.

:(c) Tho term “contract” means any contract, grant, or

. agreement entered into between any Federal agency and
any person for the perforroance of experimental, develop-
- mental, or research work substantially funded by the Fed-

* ' eral Government. Such term includes any assignment, sub-

stitution of parties, or subcontract of any type entere& into

- for the perfo:mance of exPenmental devclopmentai or re--

“ search work undor a contract.

(@) The term “contractor” means any person (as de-

' ﬁned in section 1 of title 1, United States Code) that is a

pa.rty to the contract.

~(e) The term © 1ment10n means any invention or dis-

. covery and includes any art, method, }érocess, machine,

. manufactare, design, or compesition of matter, or any new

- and useful improvement thereof, or any variety of plant,

. which is or may be patentable or otherwise protectable under

- the laws of the United States.

:{f) The term “subject invention™ means any -invention

. or discovery of the contrector conceived or first actually

- reduced to'pmctibe in the course of or under a countract.

(g) The term “practioal application” means to manu-

~+ facture in the case of a composition or product, to practice in

o -the case of a process, or to operate in the ease of p machine

- or system, and, in each case, under sueh conditions as to

establish that the invention is being worked and that ifs

: benefits are available to the public either oil reasonable terms

invention, mecans the conception or first actual reduction -

- or through ressonable licensing arrangements,

‘(h) The term “person” means any individual, partner-

: shlp, corpomtlon, assoclation, institution, or other entity.

{i) Thc term “made”, whon used in relation to agy

to practice of such invention.
(i) The term “antitrust law"™ means—
(1) tho Act entitled “An Act to protect trade and

_ commerce against unlawful restraints and monopolies”,

TEXY

(No. 325) Dl
approved July 2, 1890 (15 _USC 1 ct -seq.), as
amended; .

(2) the Act entitled “An Act to supplement exist-
Cing laws agaiust unlawful restraiuts . and monopolics,
and for other purpeses”, approved October 15, 1914 |
(15 U.S.C. 12 et seq.), as mncnchd; _
* (8} the Federnl Trade Commission Act (15 U.S.C.
| 41 et seq.) , as amoended;
(4) sections 73 and 7-1 of the Act entltled “An Act
. to reduce taxation to provide revenue for the Federal
Government, .ancl for other purposes”, approved Au-
gust 27, 1894 (15 US.C. 8 and 9), as amended; and
-{5) the Aect of June 19, 1936 (15 U.S.C. 13,
- 18a, 18D, aud 21a). ' |
RELATIONSHIP TO OTHER LAWS
- 8EC. 512, Nothing in this Act shall be deemed to con-
vey to aﬁy_ individual, corporation, or ofher business organi-
zation Tmmunity from civil or criminal liability, or to creato

defenses fo ackions, under any antitrust law:

CHAPTER 2.—AMENDMENTS To QTHER AcCTS ,

IDENTIFIED ACT3 AMEXDED

Sec. 521. The following Acis are hereby amended as

follows :

{a) Section 10 (a) of the Act of June 29, 19.;0, as
added by title 1 of the Act of August 14, 1946 (7 UB.C.

 427i{a); 60 Stat. 1085) is amended by striking .out the

following: “Any contracts made pursuant to this authority
shall contain requirements making the results of research
and investigations a,va,ilab}e to the public through dedication,
assignment to the Government, or such other means ag the
Sceretary shall dctermme o
(b) Section 205 (a) of the Act of August 14, 1946
(7 U.B.C. 1624 (a) ; GO Stat. 1090} is amended by strik-
ing out the follcl)wing: “Any contract made pursuant to
this scction shall contain requirements muking the result

of such rescarch and investigations avsilable to the public
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by such means as the Sccrotary of .Agriculture sh»ﬂl
dtermine. |

' (c) Section 501(c) of the Federal Coal Mine Health
" and Safoty Act of 1069 (30 U.S.C. 951 (c) ; 83 Biat. 743)
- is amended hv. striking out tho‘(ollowix;g' “No reseerch, .dem-

'onstratlons or experiments shall be carried out, eontracted

for, sponsored, coeponsarcd or authorized under anthority

" of this Act, unless all information, uses, produects, processes,

patents, and other developments resulting from such re-

sgs.rch,. demonstrations, or experiments will (with such ex-
 ception and limitation, if any, as the Secretary or the Sec-
: retary of-Ifealth,'Education, and Welfare may find to be
- necessary in the i:ublic interest) be available to the general
-public.”. e
_ {d) Section 106 {c) of the National Traffic and Motor
- Vehicle Safety Act of 1966 (15 U.8.0. 1395 (c) B0 Stat.
721) is repealed.
(e) Section 12 of the Nationsal Science Foundation Act
of 1950 (42 U.8.C. 1871 (a) ; 82 Stat. 360) is repealed.
' {f) Section 152 of the Atomic Energy Act of 1954
| (42780, 2182; 68 Stat. 943) isrepealed.  ©
{g) The Vatmna] Aceronauties and Space Act of 1958
(72 Stat 426) 'is amended— . . ,
. (1) by repealing section 305 thereof (42 U SG
. 2457) 1 Provided, however, That subsections {e), (4),
and (e) of such section shall continue to be effective with
respect to auny application for patents in which the writ-
ten statement referred to in subsection {¢) of such sec-
'Kmn l.ms. been filed or requested to be filed by the Com-
missioner of Patents and Trademarks prior to the effec-
- tive date of this Aﬂt _ Lo ) | _
(2) by striking out, in section 306(3) thercof (42

USC. 2458 (a} ), “ (us &Lﬁﬂed by section 305)"; and .

by stiiking out “tho Inventions and Contributions Board,
* established under section 805 of this Act” and nserting
in li.ou thercof: “an Inventions and Contributions Board
"~ which Hhall be established by the Administrator within

'Ihe Admunstmtmn

TEXT

"Act of 1961 (22 U.B.C. 2572

T (PTCY)
{8) Ly inserting at the end of scetion 203 {(a) there-
. of (42 U.8.C. 2478 (a) } ; the following new paragraph

(14} to provide effective contractnal provisions

i’or.ﬂu; reporiing of the results of the activitics of the Ad-

Y
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" ministration, including full and complete technical re- |

porting of any innovation made in the course of or under

any contract of the Administration.*’;
(4) by inserting at the end of section 203 thereof
(42 U.8.C. 2478) the following new subsection:

“{d) For the purposes of chapter 17 of title 35 of the
United States Code the Administration shall bo considered a
- —.defense agency of the United States.”; and .

(5) by striking out the following in such sections . -

- *(including patents and rights thereunder)”, ..: ",
(h). Section 6 of the Coal Research and Development

~Act of 1960 (30 U.8.C. 666; 74 Stat. 337) is repealed.- -

(i) Section 4 of the Helium Act Amendments of 1960: ..

(50 U.5.C. 167b; 74 Stat, 920) is amended by striking out

tracted for, sponmsored, cosponsored, or authorized under

"the following: “: ‘Provic'ied, however, That all research con- -

authority of this Act shall be provided for in such a manner .. .

that all information, uses, produets, processés, patents, and -
~* other developments resulting from such research developed

by Government espenditure will (with sach exceptions and -~

. limitations, if any, as the Secretary may find to be necessary . <=

in the interest of national defense) be available io the general -

publié: And provided further, That nothing conteined herein . -

shall be construed as to deprive the owner of sny back- .
ground patent relating thereto to such rights as he may have

thereunder.” and by inserting in liex thereof a' period.

{j) Section 32 of the Arms Contro} and Disarmament

._(k) Subsection (e) of scction 302 of the Appalachian

Regional Development Act of 1965 {40 U.S.C. App. 302
(c) ; 79 Stat. 5) isrepealed. . © 1.7 -5 _
_ (1) Sulsection (¢) of section 203 of the Selid Wasm

Dmposal Act {42 U.S.C. 3253(e) 79 Stt. 997) is re- '

pealed..:
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: .(m) Section 216 of titlo 38, United Stales Codé, is

| amended by striking out subsection (a) (2) thereof and by

redesignating subsection {a) (3) thereof as (a) (2).

{n) Excaﬁt for paragraph (1) of section 9 of the Fed-
erat Nonnuclear Energy Research and Development Act of

| 1974 (42 U.S.C. 5901; 88 Stat. 1878) is repealed.,
(o) Bection 3 of the Act of June 32, 1976 (42 US.C.
- °1959d, note; 90 Stat. 694), is repealed. '

{p)} Section 5(i) of the Tennessee Valley Authority
Act of 1933 (16 USC. 831d(i); 48 Swt. 61), is

| _ amended by striking both provise clauses at the end thereof.

y (Nc;‘. 325) D -1y
"~ {q) Secefion 5(d) of the Consumer Product Bafct)lr Act
(15 US.C. 2054 (d) ; 88 Stat. 1211) is repeated.
(r) Bection 3 of the Act of Aptil 5, 1944 (30 US.C.
323; 58 Stat. 191) , is repealed. o B
(s) Section 8001 of the Setid Wns{é I)ispesai Aot (42

U.S.C. 6981 ; DO Stat, 2829) is repealed.

' Crarter 3, —~Errzcmve DATe ProvisioN
_  EFFECTIVE DATE |
Skc. 531, This Act shall take effect on the first day of
the seventh month beginning after the date of enactment of

this Aect, except that regulations implementing this Act may

~ be issued prior to such day.

== End of Text --

== End of Section D =~
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Hand and downplay secondary factors may stem in part from the fact that two
- members of the Supreme Court recently faulted the use of such factors (by a
W4 T4 patent-trained district court judge) to uphold the validity of a patent. See Roanwell
- Corp, v. Plantronics, Inc., No. 76~448, cert. denied 12/6/76, 307 PTCJ A-9.
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UNIFORM GOVERNMENT PATENT POLICY BILL GIVES '-.'
- -”ONTRACTORS "DEFEASIBLE TITLE" TO INVENTIO\TS- : .

As reported last week (324 PTC] A 6), Iegrslatlon almed at estabhshmg a uniform Gov-
srnment patent policy was introduced April 6th by Representative Ray Thornton (D-Arxk, ),
Chairman of the House Subcommittee on Science, Research, & T echnology H. R. 6249, the
"Uniform Federal Research and Development Utilization Act of 1977, " 'deals with the alloca-
tion of rights resulting from federally-funded research and development contracts, hcensing

it Government- owned patents, and the 11ghts of Govemment employees w1th 1espect to in-
?'entIOIIS. ) ' ’ . DI J LT CTlr el L .

T R et vy, SO
.

One of the ChlEf purposes of the b111 though not spelled out, is to ehrnmate the cloud
Wer current patent policies resulting from the celebrated Public Citizen cases. See 233
PTCF A-5, 250 PTCJ A-19, 259 PTCJ A~1l. The thrust of those cases (dismissed for lack of

standing) was that only the Congress--not the Executlve branch—-has the constltutronal au-
lwnty to establzsh Government patent pollcy.

S The proposed leglslatlon prowdes, in Section 311 that the allocatmn of property rlghts
n subject inventions ("subject invention" is defined in Section 511 (f) as any invention or dis-
:overy of the contractor conceived or first actually reduced to practice in the course of or un-
ler a contract) shall be determined by "uniform regulations, issued by the Administrator of

jeneral Services, and the Secretary of Defense, employing a single patent rights clause. ™
Inder Section 313, the Government acquires title to the invention only if the contractor de-
:ides not to file a patent application. (The contractor must first file a declaration of intent
B commercrahze or disseminate the technology, however.) Otherwise, the contractor ac-

- wires "defeasible title", and the Government gets a nonexcluswe, nontransferable, irrevoca-
bIe, pald—up 11cense. : R A AT ‘ e -

O

.

Sect1ons 313 (a) (2) (C) and (D) grant the Government the authorlty to requlre the con-
' ractor to license its invention if, within a reasonable time, effective steps are not taken to
ichieve practical application of the invention, or if necessary to alleviate health, safety, or
‘relfare needs which are not reasonably satisfied by the contractor. If the exclusive rights
i the contractor have tended substantially to lessen competition, the Government may also
equire the contractor to license its invention, Further, if the contractor, upon request, re-
ises to grant such a license, the Government has the power to unilaterally license the sub-
zct invention., Under Section 313 (a)(2)(E), the Government has the right, ten years from .
he date the invention was made or seven years from first public use or sale in the United
tates, to reassess the situation and require the contractor to license its patent if this would
est support the overall purposes of the Act. (Under §315 (2) this period can be extended by
ae agency following public notice, etc.) Any person adversely affected by a Federal agency
" etermination under Sec:tlon 313(a)(2}(C)(D) or (E) may file an appeal in the U, S, Court of .
laims. Each agency can "specify terms and conditions"” of a license (such as permissible -
_ oyaltics) and can deviate on a case-by-case basis from the single patent rights clause if
otice of the deviation is published in the Federal Register (§8315 (c) and (d)).

S
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On the SUbJCCt of inventions made by Government cmployees, the 'mll authouzes each
agency to set its own policy subjcct to prescribed rules and regulations issued by the Commis-
sioner of Patents and Trademarks. Generally, however, under Section 322 (a), the Government
takes title to those inventions which bear a relation to the duties of the employee-inventor, or

. are made in consequence of his employment. Where the invention is not related to the employ-
ee's duties, the employee is entitled to retain rights in the invention, subject to the Government's
nonexclusive, nontransferable, irrevocable, paid-up license. Monetary incentive awards for
employee inventions are permitted under provisions of Section 326. In cases where the Govern-
‘ment acquires title to the invention, Section 327 permits the Government agency to share with
the employee any income derived from licensing agreements. Under Section 322 (C), employees
can also be awarded foreign rlghts in countries where the Government elects not to seek patent
protection.

; Licensing I e TP T LT

T1t1e IV of the Act (Sectlon 401) Sp601flcally authorizes federal agencies to grant non-
exclusive, exclusive, or partially exclusive licenses under Government-owned patents. The
licenses can be royalty-bearing or royalty-free. However, Section 404 (a) permits such licens-

ing only if, after public notice and opportunity for filing written objections, it is determined

-that the interests of the Government will best be served by the proposed license. The proposed
terms and scope of exclusivity may not be any greater than reasonably necessary to provide
incentive for bringing the invention to practical application., In addition, the Government retains
the power to terminate any license or require further lwensmg after three years if the license
has tended to substantially lessen competition. : - :

AllthOI‘ltY to coordinate a program for the domestic and forelgn protection and licensing
of federally-owned inventions is vested in the Secretary of Commerce., The Administrator of
General Services is authorized, under Section 403, to promulgate regulations specifying the
terms and conditions upon which any federally owned invention may be licensed,

H.R. 6249 has been referred ]omtly to the Committee on the ]udnmary and Smence and
ii*ehnology. The text of the blll appears at page D-1. .
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- FOREIGN REGISTRANT FOUND TO HAVE - o B T S C PN
ABANDONED TRADEMARK BY NONUSE SR T e

o WhLle treaty provisions afford foreign appllcants a procedural advantage in procurmg
“au.s. trademark registration without actual use in this country, once the registration is ob-
tained, "the foreign registrant is subject to the same treatment and conditions which prevail in
connection with registrations based on use in the United States, " Applying this principle, the
Trademark Trial and Appeal Board holds that a foreign registrant's nonuse of a mark for more
thantwo years warrants cancellation of the registration on grounds of abandonment. (Satinine
Societa in nome collettivo di S, A. e. M Uselllm v. P, A B. ProduLts et Apparells de Beaute,
2/17/77) s Vi hadT T C e : C . '

P.A, B ProduLts et Apparells de Beaute (P A.B. PrOdLutS), a Frcnch corporatmn, was
issued the trademark "PAB" in 1970 on the basis of ownership of an existing French registration
for cosmctics and toiletry preparations. Petitioner, Satinine Societa (Satinine) also produces
various cosmetic and toiletry items at its factory in Italy and sells them in containers bearing -
the mark "PAB," Satinine wants to export its products into the United States, but its application.
-to register the mark "PAB" was rcfused by the PTO in view of P, A, B, Produits' registration,

Alleging that P, A, B. Prodmts had abandoned its U. S, registration, Satinine ftled a cancc.llatlon
petttlon.
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