Cprimucily by -the Public -Health-Service in-carrying-out its broad.responsi

PEDERAL SECURITY AGENCY
*«:}}_inm. SEGURITY AGENCY ORDER 110-1

uBJi e TNVENTIONS RESUIITNG 1'ROM RisSISARSH (rRA\l S

1. Policy--The Foderal Security Agency ¢ each yedar is ntpvnding
largo sums in the ! ¢orm of grants for rescarch. These grants are made

bilivy under the Public Health Sorvice Act Lo promote and coordinate
research in the field of health and to make available information
soncerning such research and its practical application. The scientifie

~and techiological advances atiributable, in varying degrees, to this

eypendiohre oX public funds ¢ruquen t1ly include paten table inventions,

‘The Agency, as a mabter of policy, takes the position that the

S results of research supported by grants of public moneys should be

utilized in thz manner which would best serve thze public interest. It
is believed that the public interest will in general be best served if

- inventive advances resuliting thereirom are mede freely available to the
- Govermment, to sciencs, to industry, and to the general public.

On the other hand, in some cases it may be necessary to permid a

~wtilization of tne patent process in order to foster an adequate

commercial development o make a new invention mmaeLy availablie. Moreover,
it is recognized that inventions fraquently arise in vhe course of .
esearch activities which also receive substantial support from other

‘sources, as well as from the Federal grant.. It would not be consistent

*ith the cooperative nature of such activities to attribute a varticular
Aention primerily Yo support received Ifrom any one source, - in all

- these cases vhe Agency has a respor51b1 ity ©o -see that the public use

of vhe fruiits of the research not be unduly restrlcted or denisd.

_ The foliowing condivions have been adopted Lo govern the
ovmership of inventlons made in these various types of sibuations. They

are designed to afford suitable protection to the public: interesy while

giving sppropriate recognition to the legitimaie 1nuerouts ol othu r3 Who

" have conu*$buted o Vhe invention. S
. l

2. Reoearca Gerant P“oq;_io for the Ownersnip of VCﬁﬁlOﬁSHﬂ

Subject to legislative alreccles or execulive orders providing Ou“ur'lse,'

all grants in aid of research shall provide as & conditien that any
invention arising out of the activities assisted by the grant shall

. be promptly and fully reported, and shall pfov1de, as the head of the

L Uperseaes Agoncy Ordor Ll0-L dated Sepvember L5, 1962

constituent wiit may deuarn¢ne, eLuner , t i
S
(a) thal the ovnershir and manner of dluDOolulOﬂ of all rights
in and to such invention shnall be subject ¢o determination
by vhe head of the constituent unit “espon51ble Lfor bhb grant,
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* .~ {b) that the ownership ond disposition of all domestic rights
Sl shall be 1 1 for determination by the grantee institution

. pursuwant to section 2 are for determination vy the nead of whe
- sonstivuent organization as follows: . '

in accordance with the granitee’s established policies and
procedures, with such modifications as may be agreed
_upon and epecified in the grani, provided the head of
the consitituent wiit finds that these are such as to |
assure that the invention will be made available without
unreascnable restrictions or excessive royalties, and
provided the Govermment shall receive a royalty-Irce
liccnsc, with a rigzht Lo issue sublicenses as provided
B “in section l telow, under any patent applied for or
' obtained upon the invention,

{c) Wherever practicable, any arrangement with the grantee

' pursuant to subsection (o) shall provide in accordance

. with Executive Order 9855 thati there be reserved to the
_.Government an option, for a period to be prescribed, o - _
file foreign patent applications upon the invention. .

: 3. Agency Determinations—-Domesiic Righvs—The domestic
rights in any invention v Hob Sunject vo GﬁspOblEAOH by the grenutee

]
LI

(a) If he finds that theve is adequate assurance that the
- . dnwvention will edther be Olieuthblj dedicated to the puplic,
(_}‘_' -31 or that any patent which may be obitained thersunder will be
R " . generally available for royaliy-Iiree and nonexclusive
li»enuing, the effectuation of these results may be left
o tha graniee. : ¢

*

(b) If he finds tha®t the inveniion will thereby be more
adequatsly and quickly developed for widest use and that _
~there are sabisfactory safeguards against unreasonable T s
royalties and repressive pracilces, the invention may be - -
assagned to 2 c0ﬂpetent organization for development and
cadministration for the iterm of the patent or sucn lesser
period as way be’ aeemea NEeCessary.
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“{e) If he finds that the interest of ancther contributing
Government agency is peramount to the interest of the ,
Faderal Security Agency, or when otherwise legally recuired
or in the public interest, the invention ray be left for
dlSpOSltlon oy uhat agency in aCCOTQanCG w1un ivs ovm pOllC}.
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©is determined pursuint Lo secwion 4 or L. bhat domestic rights should

© ba assigned to the Governmenty, or thét the Government snould have a
license thereunder, it shall furiher be dstermined in writing by the
“head of the appropriate office or constituent organization, pursuant,

- to Execubive Order 9865 and Govermmenb-wids regulations issued therceunder,

‘a 3 -

. (d) In 21l other cases, e shall require that all domestic
'ﬂ<: EE rights in the invenbtion shall be assigned Yo The United

Statos unless he determines thatbt the invention is of such
doubtful ‘ﬂporﬁancb or the GCovernmentis equity in the

invention is so m > that protective measures, excepy as
‘provided in sbctloﬁ h, are not necessary in the public .
T interestv. : ' o S

ho Iicenses to the Government--Any arrangement or determination
as 1o the disposition of rignis in inventions pursuant bto sections 2
and 3 shall require that there be reserved under any pabtent appiication

©or patent thereodn a nonexclusive, irrevocable, royalty-Iree license to the
. Governmens with powor to sublicense for all governmental purposes.

5. Aruncv Determina bions——TForeign Riphts-——In anv casa where 1t

‘that the Government shall reserve an opition to require the assigrment of

“ such rights in all or in any specified foreign cocuntriaes, thz oplioan bo explre

unless exercised within such Der;od of ¢ime as may ve provided by regulabicrs

isead by the Chelrman of whe Government Patents Board. - ]

In any case vaere the invenhor is not reguired to assign the .

. pab "\rxﬂnts in any feoreign country or countries to the Government, i
Comay S determined that any applicavion for a palent which he may file on

his own behalf in such countiry or countries shall neverthelass be subject

o the raservation to the Govermment of a noncxclugive, irrevocable,

royaity~Ires liconse for all goveramental PUrposes, which reservaiion

- -shall whonever practicable appeax in any foreign paucnu wn;oh ray issva.

6. Ownership of Tnventions in Otnev Cases——In “ho event of

~an invendion rasultlng aTOW an oﬂp¢qw © contracth relationship or any
- arrangemanl other thau a grant or ontrucu in aid of research, and mada
by a person not a CGovernment unployua as defined in Agency Orncr g,
ovmership thereol shall be governed by the terms of the agreecnent or

contract and shall be in accordance with any applicable law and regulau*onu.
i

; in the diucr tion of the head of the respona1b¢e constituent

L OTE: fm:l.'?crba_on, the award of & fellowshlp to 2 person not a Goverrmend

3enp woyee, as so delined, may provide fo the reporiing ofl any invention

made during the ucrn thersoi, and for its disposition in accardance with

~the provisions of subsection 2 (2) of this Order, or for itvs disposition

-

by the institution at which the research was performed in accordance with
ivs eslevlished policies, if applicable to such an invention, waich with

"_any agreed modifications of such pol*cies, wmeet the requirements of
g run”ocflon 2 (b) or 2 {c). , : e

!




%'*]“ o 7. Decisiony Remarding Patentabilily an d - Putcutlnﬂ—nihe
: <h stituent organi zatlon making a gr"nt or contract in aid of research
all. be responsible for deciding in writing whether any invention,
subject To assigament to the Covbrnmunt under secvion 3 hereor or
otherwise, may be patentable, and whether the Aﬂency shall seek a
gomestic pa tent thereon, and for recommending whether it should be
patented in any foreign countrics. Such decisions shall be consistent.
- With Agency policy and in accordance with perdinent Ilaw and regulations
- and ostsabiished proccdures. -

. Al] deGran&ilonS puruuant to section 3, 5 or 6, together

- with any rolated decisions rogarding patentability or patentiﬂg, and
any assignments and licenses or other documentcs &ffecting the disposition
~of inventions reporied under these scetions vinich may have been received

- by the corstituent org aanuulOn, shall bs transmitced to the dAgency

" Patents Officer for the ceniral Agency pabtent files and for any Acbnby
'.reports or furthe; aCulCu wihich may be appropriate. |

Any‘licenses to the United States or other documents evidencing
the Govermment's rights in reported inventions left for disposltion oy .

. the grantee pursuant “o section 2 shall szﬁl_arly be transml ted to the
S -Agency Patents Oizloer, . L
. . : ) :
E 8. Organizaticn ard Ceneral Provisions—The provisions of
o Part I of Agency COrder 110, as revised, relating vo Agency organization
‘; '?an?‘ghncral provisions, are applicable where appropriate in connechion
SR (T‘un any -invention in which the Agency has an 1nuerest, :

. 9. Effective Date~-The provisions of this Agenc; Ormer shall be
applicable vo deverminations of ouﬂursnlp and other &ecisions concerulng
the dispo ition or patveniting of particular inveniions even though the

~ invention was wade prior to the date of this Crde;, or arose out of a

., Brént or other transaction which was made p Hrlor theretol
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