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SURJICT:  TNVENTIONS RIESUIAING IROM RuSEARCH GRANTS .
1. Policy--The Federal Security Agency each year is exporniing

~ Jarge sums in the form of grants for rescarch. These grants are mawis

#* primarily by the Public Health Service in carrying out its broad responsi-
 bility under the Public Healih Sarvics Act to promote and coordinate

Cresearch in the field of health and to make available information
soncerning such research and its practical appiication. The scientifiics

t - and technological advances adtiributable, in varying degrees, to this
. expenditure of public funds frequently include patentable inventions.

. _ The Agency, as a mabier of policy, takes the position thai the |
-1 . resulis of research supporied by grants of public moneys shouid be '
" utilized in the manner which would best serve the public interess. It

is believed that the public interest will in general be best served if
inventive advances resuliing thererrom are made Ifreely available to the-
Goverrment, to science, vo indusiry, and to the general public.
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may be necessary tc pernit &

n the other hand. in some ca
o er an adequate

~wbilization of the patent mrocess in o N
" ecommercial development O make & new in gly available. Moreover,
i . % is recognizZed that inventions fraguently arise in the course of
... esearch activities which also receive substantial support from other
© . sources, as well as from the Federal grant. | It would not be consistent
‘ with The cooperative navure of such activities Lo atiribuie a particular
i inventlon primarily itc support receilved Ifrem any one source., Lo all
© these cases the Agsney has & responsibility To see tnat the public use

of vhe Iruits of the research not bte unduly resiricied or denied.
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ditions have bheen adopted to govern the
‘ n these various types of situations. They
i . are Cosigzned to afford suitable proteciion to the puvlic interzst while
: riving appropriate recognition to the legitimate interests of olhers who
“have contributed Vo the invention. o o : :
S : | : } .
_ . a for the Omershiyn of Inventions——
Subjeet to legislotive dirceud SXECUTLVE OIGers Providing Cinerwise, -
) all grants in 2id of resecrch shall provide as o condiiion that any '
i invention arising out of the activiiies assisted by the grant shall
be promptly and fully reported, and shall provide, as the head of %he
constituent unit may detormine, eitaer : c P
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_ The fellovwing co
ovmership of inveniions made
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2. Researeh Gira

——

ion of all rightus
a ; 3 _ ‘ %o determination
+. by the head of the constituent unit responsible for the grant,

S L (a) that the ovmership and manner of dispos
i : . in and 10 such invention shall be subje
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that tha ow hip and disposition of all domesiic rirghts

el
shall be lefit for dﬂtnranau_Oq by the grantee institution
in azccordance vith the graentects esiablished policies and

proceduras, with such modifications as may be agreed
upon and specified in the grant, provided the head of
the constituent wiit finds that these are such as to
assuwre that the inveniion will be made available without
uwnroasonable restrictions or excessive royalties, and

Famiy

~provided the Covernmenv ohd;l raceive a royalty-Iree

3.

(a)

(b)

(e}

license, with & right Lo issue sublicenses as provided

: ection I} telow, i any tent ap ied for o
in section ! w, undar atent appli T T

obtained wpon the invention.

Yherever nractlcable, any arrangement with the grantee
pursuant to subsection (b} shall provide in accordance
with Executive Order 9855 that there be reserved to the

.Government an opvion, for a period to be prescribed, to

file foreign patent applicaticns upon the. 1nventlon.

agency Determinations—-domestic ngqus-ufﬁe domeSulc

' rlﬂnus in any 1nv niion nob Sunjech 30 Cisposition by the grantee
pursuant Yo secuion 2 are for determinabion by the head of the
”0n5t¢vULnL Or&uandu*On a5 fLolliows: : ‘ = .
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If he finds *Fat there is adequate assurance that the

invention will Pluu@; bu u*;quLV“ly decicated to the pud
or that any patent which may be obiained thereuwnder will
generally avu_iuo_e Tor- “OVn_uJ—f?ee &nd nonexclusive :
licensing, the effecituation of these “e°u¢ts nay be left
to the graniee. e . [
If he finds thab the invention will thereby be more

adoquatsly and quickiy developed for widest use and that

dhere are ssiisfactory safeguards agulnsu unreasonable

royalbleb and repressive praciices, the inveniion may be

assagned o a COﬂHa1enu o$Gan1z¢u*on for development and
adm¢n13u ation for the term of the pavent or such lesser.
period as may be deemad necessary.
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If he finds that the interest of another contlibuting
Government azency is paramount to the initerest of ihe

Pederal Sacurity Agency, or when otherwis g legally recuaired

or in tha p‘u.b i¢ interest Uy wne invention I"lay be lelit for
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dlSpOSltlon oy that agency in accorquncc with its own polmcy
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: (4) In 2ll othor cases, e shall requirs that all demestic
o .- rights in the invention shall be assigned to the United

e Suates uniess he determines that the invention is of such

doubtful imporiance or the Government's equily in the ..

invention is so winor that proiective measures, excepsv as

‘provided in section L, are not necessary in the puollc
TR intereste. S . .

ant—-Any arrangement or dehermination

h. Licenses to “he Goverr

it
as to the disposition of rignus in invenbtions pursuant to sections 2

‘wnless exercised within such p

_18 dotermined pursuant to section 5> or 4. tnad aamestic righis snould

and 3 shall require that there be reserved under any patent appilcation
or patent thoreon a nonexclusive, irrevocable, royaliy-iree license To the

&3

- -Governmentc with powur to gublicense for all governmental purpﬂuuu-

5. Apency Determinations-——Foreisn Rights——In any case whera 1t

ba assipgned to the Governmeniy, or thabt the Governmend snoa]d have a

' iicense thereunder, it shall further be determined in writing by the
~ head of the approprlutu cffice or coastituent organization, pursuanh

to Executive Order /8 55 and Governmeni-wide regulations issu 4 thereunaer,

" that the Government shall reserve an op;iOn vo require The assxanme“u of

such rights in 211 or in any so

-

ecified foreipgn cownbrias, vias opuion to e¢xpire
ri

=)
Covermaent Palents Boas ~d. :

>

is~-ed by the Cheirnan of the

In any case vhere the invenhor is not racuire to assign the

© . patent rights in any foreign country ¢r countries to the Govermment, it

by
'shall vhonever practicable appoay in any foreaign aucnu MMLcL A&
PR 3y gn p

by a person not & Govcrndanu ewmployes &s delined in Agency Order: 113G,

nay e d.)tEf" wined thev any aenplication .‘.C"' 3 patent which ne I"clj fiie on
his ovn behalf in sucn countyy or couniriss skall nevertheless be sublect
vo the raservation to the Govermasnt of a nonexolusive, irrevocabls,
rovaity-tres liconse for all goverzmentil pu QOS&S,'WHLCQ reservation
i issua,
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6. Omnorshin of Taventions in Other C ~--In tho event of

. fct
mn invention TeSULTIiAg Irom &l enpLoysent or coa r'cﬁ rQLQUAOnonﬁp O ALY

bal
.
arrangemant other than a grant or contract in aid of rescarch, and mado

ovmership thereol shall be governed by the terms of the agreewent or
contract and shall be in accordance with any applicable law and rezulations,
_ ; _
: i

G In the diserction of the head of the responsible constituent
organizavion, the award of a fellowship to 2 person not a Governmend
employee, as so defined, mzy provide for the reporting oft any invention
wade during the werm thereod, and for ius disposition in accordance with

’..

.. the provisions of subsoction 2 (&) of this Crder, or for ius disposition

by the Znstitution at which the yesearch was seridormed in aceordance with

-d%s oslabdlished policies, if applicable To such an invention, vaich with-
any agreca modiricati ons of such policies, u.r;*e* the reguiresenits of
auo*vcrlon 2 (o) or 2 \c) , . I P
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T« Decisions Re~aAdﬁ e Patentability and Patenting--The
ot constituont Organizition makillg o grant or coatrdce iil aid of research
. -shall ve reSpon51blc for deciding in writing whether any invention,
;@ subject to assigament to the Govermment undei section 3 hereol or
- othervuoe, may ba Pduuutuo-g« s and whether the Agency shall seeclk a
. domestic patent thereon, and for recommending whether it showld be
b patented in any foreign couniries. Suchi decisions shzall be consistent
R with Agency policy and in accornance with pert;naﬁt ;aw and rey ulaolonu
: and ostsbliished procedures. _ -
A1), determinstions purswant to section 3, 5 or 6, together
L. With any rolated deeisions roparding patentability or patenting, and L
any assignments and licenses or other documents affecting the disposition
~of inventions reported under these seetions vinich may have been received -

’ - by the constituent orga;;sauloﬁ, ghall be transmitted to the Agency :
P Patents Officer for the central Agency paitens files and for any 19Lnuy L
4e- " peports or further acticn waich may be apvronﬁlaue._ . T el
. L e ) . . D . v

st Any'licenses to the United States or other documents evidencing’
i . the Government's righis in raporived invenitions left for disposition by
‘ “the granies pursuznt To section 2 shall s*m¢*a_ly be transmitted to the

- Agency Patents Off:'s.cero _ : . .
. <q'Jj_ ' 8, Organizeticn and Cenerel Provisions—The provisions of
Paru I of Agency Uruer 110, a8 revised, rsiating 1o nubucf organizavion

L om ey

‘and general proviszions, -are avplicadble where ap:ﬁo iate in coﬁneculon
with any invention in waich the Ageacy has an 1“ueresu,

A 9. Effective Dote~~Tha provisions of this Agency Oraer shall be
applicable to devarminaticns of ~“cron1p and otnsr decisions concerning
the disposition or pateniing of particular inveniions evan thougn the
invention was made prior. to the date of This Glae*, or arose out of &

.+ grant or other iransaction Wolch was made px 1or weretos . R
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- /8/donn L. Tnurston

_ Acting  Administrator . ‘
) ’ - . ’ : i T ot
December 30, 1952 ' o ! S '
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