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'EXECUTIVE OFFICE OF THE PRESIDENT -
: OFFICE OF SCEENCE AND TECHNOLOGY POLfCY
WASHINGTON, D.C. 20500 :

~ September -, 1976

‘Honorable Carl Albert -:-:-'f - Honorable Nelson A. Rockefeller

Speaker of the House : © " President of the Senate

. .0f Representatives .. and - United States Senate:
~Washington, D. C. 20515 = . . = -Washington, D. C. 20510

Deater. Speaker.. : S : o _: Dear Mr._Presidenti

_Enclosed are. six copies of a draft bill

“To establlsh a unlform Federal pollcy for
‘intellectual property arising from Federally-
sponsored research and development; to protegt
and encourage utilization of such technology
and to further the public interest of the '
United States domestically and abroad; and

for other related purposes," ‘ :

to be cited as the "Federal Intellectual Property Act of 1976,
together with a statement of purpose and need and a sectlonmoym_
_sectlon analy31s. :

~ We have been advised by the Offlce of Management and Budget _
there would be no objection to the submission of our draft bill -
to the Congress and further that its enactment would be in
accord with the Preszdent S program. :

Slncerely,
H. Guyford Stever .~ Elliott L. Richardsbn,'

Director T - Secretary of Commerce
Office of Science and o A ' g
Technology Policy -

.. Bnclosures



DRAFT 8/19/76

STATEMENT -
- OF L
PURPOSE AND NEED

The draft Blll cosponsored by the Offlce of Sc1ence and

"‘Technology Pollcy and the Department of Commerce,'ls dlrected

f:toward establlshlng for the first tlme a unlform Federal pollcy

on patentable technology and other 1nte11ectual property result—‘_'
h ing from Federally—sponsored research and development (R&D) |

| To this end, the Bill sets forth a pollcy_for the (1) allocatlon'
hof rights to.all intentions (contractor and Federal.employee)a

| ﬁhichlresult from Federal R&D'programs,'(zj'protection of these
.invention rights,through'doﬁestic'and forelgn patenting, and

(3) licensing and commercialization of'the‘patented.and related

_technology.

BACKGROUKD

Since.World War II, the Federal Government has 1ncrea51ngly
supported the - overall RaD effort of the Unlted States, and, at
‘least lntlally, the patent policies of the Federal agenc1es were:
__generally fashloned w1thout any central guzl.cfianct= or overall

,coordlnatlon.

Federal Employee Inventions - o T

- In 1950; President.Truman,:in:an.attempt to bring about
tconsistencj,in-the'allOcation'of_rights to inventions made by -
Federal'employees,hissued Executlte Order'10096.l/ ' This Execntive'
“Branch directive; generally based upon the common law principles

for allocating anention rights to employees not otherwise _
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ea-
un&er'conttact- covefed-most but not all'Federal emploYees;‘

The 'Executive Order recently was challenged successfully in a

o Dlstrlct Court of Illln01s 2/

Contractor Inventlons

'With the.inCrease in'Size of the'Federal Government's R&D

effort, the 1nd1v1dual Federal agen01es reacted dlfferently to

e"the problem of allocating rlghts to lnventlons. Some agenc1es,=‘
'notably the Department of Defense, acqulred a royalty—free

llcense to resultlng inventions and permltted the contractor

to retaln_tltle, or what might otherw1se.be described as

exclusive commercial rights. Other agenc¢iés conducting research

of interest to the privete'sector,'such as the Department of

-Health,_Education, and Welfare,'decided to acquire full'right,

title and interest to‘inventions developed'under their-R&D-'

contracts. Flnally, some agen01es Smely 1gnored the 1ssue,

whlch, in effect, permltted the contractor to retaln all rights -

to 1nventlons.

As- Congress became more concerned with rlghts to- 1nvent10ns,

-elt enacted differing 1eglslat1ve p011c1es for new R&D programs.

In some instances, the Congress provided guldance_for the

entire R&D effott of an agency, while in others, for only

‘_a'specified R&D program.' Generally, the Congress reguired

the Federal.Government'tostakegtitle to all inventions.

- As the issues developed prior to 1963, most arguments,j'

' positions, and_proposed'solutions supported'Governmentetekefall '
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or contractor-take—all ' That-is; some'believed that-the':

Government should always take tltle to all 1nvent10ns resulting

from R&D contracts (normally referred to as. the "tltle pollcy“),
_whlle others advocated that the Government should acguire only
d_a license- to use these 1nventlons (normally referred to as the

.“lrcense pollcy")

In 1963, Presrdent Kennedy 1ssued a Statement on Govern-

ment Patent Pollcy,B/ to brlng about more. unlrormlty in agency -

- practlces._ The pollcy applled to the R&D programs of all
‘Federal agencies except where 1t confllcted Wlth SPElelC

_statutory requlrements. f . e B

The 1963 Pollcy Statement took the approach of ldentlfylng

'certaln types of contractlng s1tuatlons where it would appear .

that under an lnltlal presumptlon, the publlc 1nterest would.

B best be served by Federal acqulsltlon of tltle, and other

"contractlng 51tuatlons where it would appear that such rights

WOuldﬁbest be_retained by the_contractor. In addition,.recognizing

‘that the policy solution was based upon basic assumptions and

'_a_limited amount of factual information,'the policy specified

exceptions to'the general rules and provided'public interest_

safeguards where unde51rable results mlght occur.

An unsuccessful attempt to- obtaln unlformlty through

leglslatlve actlon occurred in 1965.£/ .The result of Congre551onal

3hear1ngs on the then proposed leglslatlon Was a Bill providing

for a uniform Federal1policy_recommending'substantialiy the
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; same crlterla ‘set forth ln the Kennedy Statement ”-While

'the Bill was reported out of Commlttee, no further Congre551onal
~action was taken.’ | |
| In late 1965, the Federal Counc1l for Sc1ence and’ Technology
(FCST) establlshed the Commlttee on Government Patent Pollcy

for the purpose of assess1ng how the Kennedy Statement had

' worked in practlce, to acguire and. analyze addltlonal 1nformatlon
fcthat_would contrlbnte_to_the reaffirmation or_modlflcatlon of

the policy,'and to identify principles'that”would.underline

| sound leglslatlon in this area., The.prime impetus for creating'
pthls 1nteragency Commlttee was that the Executlve Branch was

‘being pressed for its posmtlon on a unlform Federal patent

"“pollcy b111, and. the Commlttee, composed of pollcy level

':off1c1als, provrded a forum for developing such a posrtlon

To fulfill rts orlglnatlng-functlons, the Commlttee‘supported
what is perhaps the nost"extensivelstudy_ever condncted_on'the
Federalhpatent policy issue. The_resnlts.of.this'study, conducted.
.by7Harbridge House,_Inct, of Boston, Massachusetts, are reported'.
iin'a‘four-yoinme'erk.éj ‘TheiHarbridge Honse.studytsnggested
.'that.no single across—the—board poiicy.is in the bestpinterest
.of the public; that is,rneither the.ftitle" nor.the‘"licensef
"pollcy is a proper solutlon. .. |
‘l Based upon its analy51s of the results of the Harbrldge
House study and the operatlng experlence under the Kennedy

Statement the Committee concluded that the crlterla spec1f1ed
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in”the 1963'Statement}-with mihor teVieiohs, satlsfled the
:pollcy needs 1dent1f1ed by the Harbrldge House study
“Accordlngly, in 1969 the Commlttee_recommended that_lf_
".iegisiation:was to.be proposed 'it shouldhfollom thetbasio
-crlterla of the Lennedy Statement. As'an alternative,lthe
':Commlttee recommended that modlflcatlons be made to the Kennedy
-Statement dlrected prlmarlly toward *ncreaSLng the Federal
._agenc1es_ flex1b111ty under the.pollcy,_and.prov1d1ng
directionito:the agenciee for the ‘licensing of Federaliy?
owhed inventions. The Depattment'of-Jastice'did-not conour
in all the conclu51ons and recommendatlons made by the Commlttee,
but 1t was in agreement with the relssuance of the Pre51dentlal |
Pollcy-Statement. The Department of Justlce believed addltlonal
studies and operating experience-under a new Policy Statement |
should be ohtained-before"a definite'position_On-leéislation
should'be;taken. Aocordingly, legislation-Wastnot sought at
- that time. Inetead President Nixon issued a revised Statement-
"on Government Patent POllCYG/ incorporating the modifications
recommended.by the_Commlttee. - | | o

. LAWSUITS ON REGULATIONS IMPLEMENTING
THE 1971 PRESIDENTIAL STATEMENT .-

- Federal Property Management Regulations.(F?MR)'
Section 2 of the 1971 Nixon Statement directs the
“Adminstrator of General Services to'issue_regulations for the .

‘comprehensive licensing of Federally-owned inventions. - In



fJanuary 1973 the Admlnlstrator lssued an amendment to.the:
lFederal Property Management Regulatlons concerned Wlth the
:11cen51ng‘of Federallyfowned-1nventlons.2/_

| 'The-validity of‘this'regnlation'&as;challenéed”in”a .
rcomplalnt flled 1n the U s. Dlstrlct Court by Publlc Cltlzen,.
Inc., et ai.ﬁ/ The prlme allegatlon of the complalnt was
‘that the exclus1ve llcen51ng of a Federally«owned patent
constituted a dlSpOsal of property in v1olatlon of Artlcle Iv,
section 3, Clause 2 of the Constltutlon.: The District Court |
;found for the Plaintiffs and dlrected the AdminiStrator to |

take immediate'steps to void the‘licensing regulations.

-_:rAccordingly,,thelAdministrator_susPended'theﬂlicensing regula-

tions and direCted the agenciea to'taken no actionlpursuant
thereto until further}notice.g/ _ o |

| The'Government appealed, 10/ and on June. 16, 1975 the
Court of Appeals adjudged that the appellees were w1thout
'standlng, in consequence of which it reversed the findings
'ofethe District Court.'dOn Octoberli, 1975, the Administrator
'treinStated the iicensing;reguiations;li/ It is noted that
tne'Conrt-did not address the merits of the'allegations'made"
. in the lawsuits. 'Accordinglf, the legality of any exclusive
'lioense'which a Federal'agency, not having speoific legislatite:

authority, may grant under this regulation remains untested.



L=

pﬁederal Procureﬁent hegulations (FPR)‘

Following the issuance of the 1971 Statenent;:regulationS'
prov1d1ng for standard patent rights ‘clauses for use by all the_
: Federal agencres were drafted and subsequently promulgated by the'
tAdmlnlstrator of General Servaces in August 1973. 12/
| K The valldlty of these requlatlons was also challenged 1n a
complalnt flled in the Unlted States Dlstrlct Court for the
- District of Columbia.13/ Plalntlffs alleged that whenever the
Government acqulred less than tltle in a Government contract
the Government was,.ln effect dlsp051ng of property in v1olatlon
'.of Artlcle v, Sectlon 3y Clause 2. of the Constltutlon._ In view
;of‘the lawsult, the'Admlnlstrator cancelled the‘regulatlons.

On July 24, l974, the Court dlsmlssed the complalnt on the
grounds that no plalntlffs had alleged sufflc1ent standlng +to
sue. The plalntlffs-appealed the dlsmlssal- however, on June 16
1975, the Court of Appeals afflrmed the judgement of the District.
Court 14/ |

The regulatlons.were relssued 1n May 1975, >/ however, agaln,
..the court dld not address 1tself to the merlts of the allegatlons'

_made in the complalnt._' e |

| CO_MM_ISSION ON
" GOVERWMENT PROCUREMENT

' In November 1969; Congress established,'by Public Law 91-129,

the Commission on Government Procurement to study and recommend
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:methods "to pronote the economy, eff1c1ency and effectlveness"
'~of procurement by the Executive. Branch of the Federal Government:”
"Industry, the trade and bar assoc1atlons, 1nd1v1duals,hmembers_
of the Executlve Branch, and a full- tlme staff a551gned to the
Commission a351sted 1n the development of the Comm1551on Report
'_.whlch was rendered to the Congress on December 31 1972, 15/
Thenblpartlsan report contalns_149-recommendatlons, 16 of whlch
',are‘relatedhtd’patent,.date,and copfright'matters. |
| hecommendation No. 1 of Part I, Volune IV'of.the"Report
:stetes} | | o |

.'-"Implement the revised Presidential Statement of
_ Government Patent Policy promptly-and uniformly."

g Recommendatlon No. 2 states:
"Enact leglslatlon to make clear the authorlty of all
agencies to issue exclu51ve licenses under patents
held by them."
Reconmendation No. 1 was partially-implementedhwith‘the issuance
‘of the FPMR (licensing regulation) and the FPR (standard patent

rights clause). However, if‘uniformity is to'be.achieved' a

h.corollary of-Reoommendation No. l requlres the repeal of all
'confllctlng statutory provrslons._ Repeal of such provmslons-
-requlres leglslatlon as does the lmplementatlon of Recommendatlon:
'-2". . _ .. |
Ddring-the'September 23, 1975”neeting of the_FCST-Committee
on'Governnent Petent Policy, it'was.decided to‘prepare'drafts"'

of an Administration Bill'to'impiement these recommendations -




L of the Commmssron s Report. In later meetlngs,after con31der1ng

- several proposals, the Commlttee unanlmously agreeo that the

-f: pollcy concepts of the so—called “Alternate Approach" set forth

in the Comm1551on s report should provide the ba51s for such
"leglslatlon. Briefly, the pollcy concept of “the Alternate Approach'
| prov1des a balanced approach to the longstandlng pollcy issue

by permlttlng the-contractor-to retaln 1nventlon rlghts subject p.
sto the usﬁal license to the Federal Government and a requirement
that third partles be llcensed under resultlng patents in spec1fled.

~ public 1nterest 51tuatlons.

'DRAFT BILL

. A summary of the draft Bill approved by the Commlttee on
' Government Patent Pollcy follows-

TITLE I—*FEDERAL INTELLECTUAL PROPERTY POLICY

Tltle I states as the primary purpose of the Act the
establishment of a Federal Intellectual Property Policy
based on the findings that inventions resulting from
‘Federal research and development constitute a valuable
national resource which should be appropriately -
protected by domestic and foreign patents and rights
therein allocated in a manner which recognizes the
equltles of Federal employees and contractors while
pursuing the mechanism most likely to promote their

) utlllzatlon in the natlonal interest. '
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" TITLE II--FUNCTIONS OF THE OFFICE OF SCIENCE .
AND TECHNOLOGY POLICY AND FEDERAL
COORDINATING COUNCIL FOR SCIENCE,
ENGINEERING AND TECHNOLOGY

Tltle IT prov1des to the Federal Coordlnatlng Counc11
for Science, Engineering and Technology (established by

. Title IV, P.L. 94-282, The National Science and Techno-

logy Policy, Organization and Priorities Act of 1976)

- the more specific responsibilities, and the means to

. exercise them, of making recommendations on intellectual

- property matters to the Office of Science and Technology
~Policy for the purpose of implementing this Act and

the policy objectives of P.L. 894-282. Such responsibility
also includes advising on the impact of use, ownership
~or licensing of trademarks, copyrights, right-in-technical

- data and matters connected therewith on Federal programs.

In adaltlon; Title iI provmdes'for a Board on Intel-
lectual Property for the purpose of maklng determlnatlons
and hearing appeals as prov;ded for in*the Act.-

" TITLE III—-ALLOCATION OF PROPERTY RIGHTS IN INVEN”ION
' : - RESULTING: FROM FEDERALLY-SPONSORED RESEARCH
AND DEVELOPMENT -

- Chapter l——Inventlons of Contractors'

Chapter 1 of Title III provides for a single patent
rights clause that normally is to be used 'in all -
Federally-funded contracts. The clause is intended
- to meet the competing policy objectives of

- 1. encouraging the participation of the most
' qualified and. c0mpetent contractors,

7l2;'=foster ing competltlon,

- 3. 'promotlng the w1despread utlllzatlon of
inventions resulting from such research, and

4. reducing the burden of both the Federal
- agencies and their contractors in the admlnlstra—
tlon of lnventlon matters,

while malntalnlng the uniform prlhciﬁles'called for
- by Title I, Sec. 10l.(c){(4) of P.L. 94-282. '
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_  ‘Chapter l'also‘establishes'procedures within which the
- Fedéral agencies may modify the single patent rights clause

in situations which are deemed to be outside normal expecta-

‘tions or pose considerations radically different from those
" that arise in conventional negotiations for research and
development services. Notwithstanding, the procedures are
designed to assure uniformity of appllcatlon through :

“.regulatlons, publlcatlon and post review.

'-Chapter'z——lnventlons of Federal Employees

Chapter 2 of Title III eéstablishes the crlterlagfor'

allocation of rights between the Federal agencies and thelr

'employees in 1nventlons made by such employees.

Chapter 2 further provides for an. Incentive Awards _

- and/or Royalty-sharing Program to be implemented at the
discretion of the Federal agencies in order to mcnetarily

- reward or otherwise recognize Federal employees, stimulate-
inventive creativeness and encourage disclosure of
_1nventlons for purposes of enhancing u“_llzatlon._

rITLE IV——DOMESTIC AND FOREIGV PROTECTIOW AND
e LICEWSING QF FEDERALLY -OWNED INVENTIONS

Title IV provides the authorltles and responsibilities
in the Federal agencies deemed necessary to administer
effectively a program or programs for the domestic and
foreign licensing of Federally-owned inventions. The

~ inventions include those that contractors have assigned
. to the Federal agencies under the provisions of Title

" III, Chapter 1, due to disinterest or failure to pursue’

- utilization, and those acquired from Federal employees
under the criteria of Tltle III Chapter 2.

TITLE V—-MISCEMLAYEOUS

: Chapter l--Other Related Provisions

Chapter l of Title V sets forth the deflnltlons for -

the purposes of this Act for, "Federal agency," "Federal

~ employees, " "contractor, "contract," "inhvention,"
"Subject Invention," practlcal appllcatlon,"-“person,"_
"made,"” and “antltrust law. " : -

~ In addition, Chapter 1 clearly'removes'any implication
that the Act provides immunity from the antitrust laws.
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fChapterthfAﬁendments to Other Acts

. Chapter 2 of'Title‘V'isfintended to amend or repeal
- parts of all Acts covering similar subject matter.

: Chapter73~-Effective Date Provision

Chapter 3 of Tltle v establlshes the effectlve date of
this Act. . L

'CONCLUSIONS |

“nnactment of thlS Blll would resolve longstandlng pollcy
_1ssues, answers ={o) whlch Congress, the Executlve Branch Industry.
and the publlcfat-large have actlvely sought for approx1mately
thirty-six years.t fﬁrther'the Bill is"respoﬁsive.to.the:
" commission on Government'PrOCurement.recommeﬁdations; set forth

'ia the‘bipartisaa report to the.Cohgress that iegielation be.
enacted which would make.uniform the Federal'practices in the"
_area'of.allocating the rights-toICOntractOr inventions:and make
-clear the authority.to grant'exclusive licenses under‘Federaily;._
owned inventions. ' The Bill wouldaalso codify the basic poliov
.conoepts of Executive Order 10096, the.provisions of which would be
uniformly appllcable to all Federal employees. Iﬁ addition,‘ |
'-passage of thlS Bill would overcome any remalnlng 1egal questlons
"ralsed by past and pendlng lltlgatlon. | :

It is antlc1pated that, follow1ng 1mplenentatlon of the Act,

greater commercial use w111 be. made of the technology-and
~ intellectual property resultlng from the Federal Government s’
_total R&D effort and this in ‘turn will create additional employ—'
ment, a hlgher_standard of living, and an overall eoonomlc beneflt_

~to the United States'and the general‘public.
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“Executive Order 10096: "Providing for a ‘Uniform Policy
for the Government with Respect to Inventions Made by

Government Employees and for the Administration of Such
Policy," President Harry S. Truman, January 23, 1950
(3 CFR, 1949-1953 Comp., p.292); as amended by Executive

~ Order No. 10930: "Providing for the Abolishment of the
- Government Patents Board and Prov1d1ng for the Performance . .

of its Functions," President John F. Kennedy, March 23,

1961 (26 F. R. 2583, March 28, 1961)

tErvmn Kaplan vs. Donald E. Johnson, Administrator; and-

John J. Corcoran, General Counsel, Veterans Administration,

No. 74-C2004, United States District Court for the Northern

District of Illinois, Eastern Division, February 18, 1976.

- Memeorandum and Statement of Government Patent'Policy

Issued by President John F. Kennedy on October 10, 1963.

{(Published F.R., Vol. 28, No. 200, October 12, 1963.)

S.1809. On April 23, 1965, Senator McClellan introduced
in the 89th Congress, lst Session, a Bill "To Establish-

- a Uniform National Policy Concerning' Property Rights to
‘Inventions Made Through the Expenditure of Public Funds,
and For Other Purposes." The Bill was amended and accepted

by -the- Senate Judiciary Committee as the. ’Federal Inventlons

‘_Act of 1966 (No vote by full Senate )

Government Patent Pollcy Study by Harbrldge House, Inc.,
Boston, Massachusetts, Volumes I-IV, May 17, 1968.
Superintendent of Documents, U.S. Printing'Office,
Washington, D. C. 20402 - Contract No. 7-35087.

Memorandum and Statement on Government Patent Policy
Issued by President Richard M. Nixon on August 23, 1971.
(Published F. R., Vol. 66 No., 166 AuguSt 26, 1971 }

:Amendment A-16 to Federal Property Management Regulatlons
Issued January 29, 1973. (F.R., Vol. 38, No. 23, ‘ '

February 5, 1973 )

.Public Citlzen, Inc., et al. vs Arthur F Sampson, GSa
- (Civil Action No. 781-73), United States District Court

for the District of Columbia.

FPMR Temp. Reg. A—lO to Federal Property Management

‘Regulations Issued February 12, 1974. (F.R., Vol.‘39,

No. 34, February 19, 1974.)
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10/ Arthur F. Sampson, GSA, vs Public Citizen, Inc., et al. -
- {Civil Action No. 74-1619), United States. Dlstrlct Court
of Appeals for the DlStrlCt of Columbla Circuit. .

ll/ Amendment A-10 to Federal Property Management Regulatlons
Issued October 1, 1975. (F R., Vol 40 No. 199,
- October 14, 1975.) _ :

12/ Amendment 116 to Federal Procurement Regulations Issued
August 29, 1973. (F.R., Vol. 38, No. 170, September 4,
1973.) R o .
13/ Public Citizen, Inc., et al., vs Arthur F. Sampson, GSA.
(Civil Action 74-303), United States District Court. for
the DlStIlCt of Columbla. _

'iﬂk- Public Cltlzen,.Inc., et al ,.vs Arthur F. Sampson, GSA
o - {Civil Action No. 74-1849), United States Court of Appeals
for the Dlstrlct of Columbia Circuit.

15/ Amendment 147 to Federal Procurement Regulations-lssued
' May 7, 1975, .(F.R.,.Vol. 40, No. 89, May 7,_1975.)

16/ Volumes I-IV, Report of the Commission on Government
Procurement, Superintendent of Documents, U.S. Printing-
Office, Washington, D. C. 20402. Stock Nos. 5255-00002;
5255-00003; 5255-00004; and 5255-00006. o
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IN.THE HOUSE OF REPRESENTATIVES OF THE ULITED STATES -
JUNE 197¢ -
Mr.: i  -' - .. ‘introduced the follow1ng blll whlch was

read tw1ce and referred to the Committee on the

A BILL
- To establish a uniform Federal pollcy for 1nte11ectual
i . -'“- ) -~ property arising from Federally-sponsored research and
'develophent;_to protect and encourage utilization of

such technology and to further the public interest of -

the United States domestlcally and abroad; and for other

related purposes

Be it enacted by the Senate and House of Representatives

N

~* .of the United States of America in Congress assembled,

That this Act, which ﬁay:be cited as the "Federal

Intellectual Property Policy Act of 1976", is hereby

T PR TR

adopted.
"Title I--FEDERAL INTELLECTUAL PROPERTY POLICY

"Sec. i
"10l. Findings.
"102. Declaration of purpose.

ﬁTitle II--FUNCTIONS OF THE OFFICE OF SCIENCE
AND TECHNOLOGY POLICY AND THE FEDERAL
COORDINATING COUNCIL FOR SCIENCE,
(ENGINEERING, AND TECHNOLOGY

”Séc.. :
"201. Federal Coordlnatlng Council for Sc1ence,
Engineering, and Technology.
. "202, Board for Intellectual Property.




"Tltle III—-ALLOCATION OF PROPERTY RIGHT IT‘ITYENTZONS
RESULTING FROM FEDERALLY- SDD»SOQED : S
RESEARCH" AND DEVELOPMENT

" "CHAPTER l.—-INVENTIONS QF CONTRACTORS'
"Sec. i

"31l. Criteria for the allocation of property rlghts
: ~in Subject Inventions.

"312. Other provisions. _
"CHAPTER 2.--INVENTIONS  OF FEDERAL EMPLOYEELS

"Sec.

7321, - Reporting of inventions...
""322. Criteria for the allocatlon of rlghts to

inventions.

. "323. Applicaticn of criteria.

"324. Review of Federal agency determlnatlons
"325. Reassignment of rights.

"326. Incentive Awards Program,

"327. Income shating from patent llcenses.
" "328. Conflict of interest.

-"Title ‘IV-~DOMESTIC AND FORTIGN PROTECTICH AND LICENSING
OF FEDERALLY-OWNED INVENTIONS

"Sec.
"401l. Authorities of Federal agen¢1es _
"402.. Authorities of the Department of Commerce
in cooperation with other Federal agencies.
~"403.. Authorities of General  Services Administration.
“404. Grants of an exclusive or partlally exclusive
llcense.

“Tltle V-—MISCELLANEDUS
"CHAPTER 1.—-0THER RELATED PROVISIONS
*Sec. o
"511l. Definitions. .
"512., Relationship to antitrust laws.
"CHAPTEE 2.--AMENDMENT TO OTBER ACTS

"Sec., ’ .
"521. Identified Acts amended.

"CHAPTER 3,--EFFECTIVE DATE PROVISIOHW

“Sec.

"531. Effective date of Act,
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"Seac. Co :
"101.  Findings. -
"102. ' Deglaration of purpose.

"8 10l. Findings.
. "The Congress, recognizing the profound impact of
'sciénce and technology on society .and the interrelations

-of scientific, technological, ecomnomic, social, politiceal,

and institutional factors, hereby finds that:

"{a} ' The inventicns in scientific and technological

... fields resulting from work performed under Federal

research and development constitute a valuable

national resource H

" (b} & Federal pqlicy on the alilocation of rights

' ﬁo inventions resulting from Federally—sﬁonscred ressarch
.and development should stimulate inNenﬁors, meet the néeds.
of th: Federal Government, recognize the eguities of the

j\Federal'emplcyeéeinventor and the federal Government

. contractor, and serve the publiec interest;. and

- "le) The public interest would b= bstter served if

greater efforts were made to obtain patent protection,

- both domestic and foreign, and to promote the interests
‘of the United State and the commercial use of new techno-

logy resulting from Fedérally-sponsored research and

development, both in the United States and foreign
qquntries,‘as appropriate. -
"Sec;'lOz. _Deglafation of purpose.

-“It'is the pu;p&se of ‘this Act to:

"{a) -Establish a uniform Federal policy for matters-

of intellectual property érising from Federallywsponsored'

research and development;

"{b) Provide for uniform impiemehtation of the provisions

of this Act, and to make a continuing effort to monitor

such implementation:




l’ﬂ(c)  To éllocate rights to conﬁfacto:Iinventibns which_
result from Federally~sponsored_résearch.and dé?é;opment
sQLéS to .
L) encourage the part1c1patlon of the most -
‘ quallfled and competent. contractors,
"(2). foster competltlon, '
" (3) promote the w;despread utilization of
;he-;nventlons, and _
“(4) reduce the admlnlstratlve burdens, both for the
Federal agenc;es and lts contractors, | .

I"(d) To allocate rlghts to Federal employee inventions

in an equitable manner;

“(e) To provide for a domestlc and forelgn protection
and 11cens;ng program to obhtain commerC1al utilization of

Federally-owned inventions, with the ochjective of strengthenlng

the Nation's economy and expand;ng its domestic and

foreign markets;'and_

"(£) To amend all other Acts and abolish the Exécﬁtive

Orders regarding the allocation of rights to inventions

‘which result from Federally-sponsored research ané develop-

ment and the licensing of Federally-cwned patents.
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~"Sec.

_"Title_II%&FﬁﬂCTIOHS OF THI OTFICD OF SCIZLCIT o
' CANDTECHUIOLOGY POLICY ND THE FIDERAL.
COORDINATING CITNCTL FOLU SCIERCE,

ENGINDERING, AND TECHIILOSY

- "201. Federal Coordinating Council for ‘Science,
o - " Engineering, and Technolozy. .
"202.. Board for Intellectual Property..

. "8 201. Federal Coordinating Council for Sciencé{

Engineering, and Technology.

“{a) - The Federal Coordinating Council- for Science,

' Engineering, and Technology (established by Title IV,

' P.L. 94-282) hereinafter referred to s the 'Council':

shall make recommendations to the bDirector of the 0ffice

.of Scierice and Technclogy Policy (0STP) hereinafter

réferred tojas the 'Director', with regard to:

. "il) Uniform ané effective planning and administra-
ticn'of Federal progranms pertaining to invéntions;.
éatents,'tradgmarks, copyrightg;‘rights in technical
5ata,.and ﬁatters connected therewitﬁ.

"(21 Unifofm policies, fegulations, guidelines and
.praétices to carry out the provisions of this Act:
and other Federal Goverrnment objectives in the field’
of inteilectual'propertﬁ.

"(3) Uniformity and effectiveness of interpretation
and impleméntation by individual Federal agencies . of
the provisions of ﬁhis Act and other related Fedéral

..Government'policies, fegulatidns apd_practices;

v (b) Recommendations regarding matters set forth in

subsection (a) which are mads by the COUNCIL and adopted

by the Director will be promulgated to the Federal agencies

through apprdpriate channels.
~"{e) In order-éo'carry ou;.the respohsibilitiés set
forth in subsections {a) ané'(b); the COUNCIL is authorized
to - .

"{1) Acquire data and reports from the Federal
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agencies on the interpretation and implementation
_of this Act and related policies;~regulatidns and”

practices.

"(2) .Review on its own initiative, or upon reguest

by a Fedeial agency, Federal agency implemeﬁtation -

of the provisions of this Act. =

"{3) Analyze on a continuing b'asi's_ data acguired -

by the COUNCIL.

"(4) Consider problems and developments in the

fields of inventions, patents,_trademarks,'copyrighté,

rights in technical data, and matters connected

therewith and the impact of such on Federal Government

pelicy or uniform accomodation or implementation by

-Federal agencies. _
"{5) Publish annually'a report'on COUNCIL efiforts,
findings and recommendations.

"s;202.17Board for Ihtellectual{?roperty.

"The Director shall establish\or’designate a Board or

Boards for intellectual property (hereinafter referred-

to as the "BOARD"}. as required, to make approvals and

determinations ‘and to hear appeals as provided for in

this Act. In exercising its authority and in developing

its rulés and procedures, the BOARD shall consult with
the COUNCIL and such Federal agencies aé'may be _
appropriate. The BOARD may perferm ahy‘and all acfs,'
and  issue such §rd§r$; not inqonsistentfwith_the.Act,
as may be'necessafy in the'execu;ionAof its funcfions.

Decisions of the BOARD under Sections 311.(b)(2)(C),

(), (E) and (F) of this Act, shall be appealable to

the United Stateé Cpurt of Claims.

=4
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“Title III--ALLOCATION OF PROPERTY RIGHTS IX' IXVENTIONS .

-RESULTING FROM FEDERALLY-SPO! SO?EO RESEARCH
" BND -DEVELOPMENT

"CHAPT;R l--—iNVELTIOJS DF COPTRACTOQS

"Sec.
-"311. Crlterla for the allocatron of property rights
" in Subject Inventions.
“312.  Other prov1510ns._

"g 311,  Criteria for the allocatlon of prooertv rlghts

cin- Subject Inventrons. _
“The allocatlon of property rlghts in Subject Inventlons'

shall be determlned by unlform reaulatlons, issued’ by the

g'Admrnlstratcr of General’ Serv1ces and the Secretary of

Defense, employlng a 31ngle patant rlghts clause in all

instances except as may be provided in such regulaticns,

_subject to the mlnlmum rlghts acqu1red under Sectlon

3ll.(b)(2), or as provided in Section 312.(c).  Such a

-patent rights clause shail include provisions for

the following:"

"(a) Reportlng requlrements and decla*a :|.on.01'= ;ntnnu;--_
The contractor shall promptly prov1de the spcnsorzna
Federal agency wzth (1) a disclosure of each Subject
‘Invention which is or may be patentable under'the:laws

of the United States; (2) an election whether the con-

tractor intends to file a patent application on the

Subject Invention; and (3).1f the contractor elects to

file, a declaration of the contractor's intent to com-

mercialize or otherwise achieve the widespread"utiliza-

“tion of the invention by the publlc.. The Federal

Government may withhold publlcatlon or release to the
public information disclosing such invention for a
reasonable time in order for a patéent application to be

filed.
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Eublic —--Each Federal agency shall acqulre on behalfi{

~of ‘the Federal Government at the time of contractlng.:ff

9. Minimum riqhts'to-the Federaerovernnenttand the

‘“(l) Where the ccntractor elects not to flle_'

i a patent appllcatlon on a Subject InVentlon -
in any country, tltle to- such lnveﬂtlons,_
subject to. any revocable or irrevocable - nonexclus-
1ve llcense whlch the contractor may’ be permlttec
‘to retaln- and .

”ﬁ: ”(2) Where the contractor elects to file ]
. a patent appllcatlon in accordance wzth sub—

'sectlon (c)

" LAY The right to reqci:e periodic written

" reports at reaeonable:intervals and partic-.

ularly, when epecifically requested by the

'_Federal agency, reports on the commercial -

‘use or other form of utlllzatlon by the

fpubllc that is being made or is 1ntended to

- be made of any Subject Invention; ...

"(B) A nonexclusn.vef nontransterable,'irtevoceoie;
paid-up license to practice or-have-practiced.”
fo;cthe-Federai'Government any.Subject :
Invention.throughoutlthe world by or on
behalf of the Federal Government (including
any Federel acency),‘anﬂ-it may acquire eaditioﬁal

rlghts to subllcense any State or domestlc 1ocal

'-government or to subllcense any forelgn

government pursuant to foreign pollcy ccns;dera—'
tlons,“or any ex1st1ng~or future treaty or.:

'agreement when the Federal agency detnrmlnes 1. :,-

‘would be in the national 1nterest to acquire such-

addltlonal rlghts.
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ey - Tha_riQhE:of thé‘?eier

1 agancy to

Com

-reqﬁire.the cont:a:*o" Lo g“"nb a non,p_*hslv

partlally exclusxve cr suzla SlV' license:to'a’J*

'responsxole.appllcant or applicants ‘in asy.
field of use of thé_Subject;Invention upon

Utérms reasonabie-under +the circumstances, or

to grant such’ 11censas itself, or to requireV
-an, 3551cnn=nt of ‘the Sub ]nct Inventlon to the

Federal Governnent, 1f hh_ Federal agency . determ;neS'

_such'achlon lS necessarv becausegthe contractor
“has not'taken, or is not emaecued to take within
a- reasonable tlme, effectlve steps to- achleve'

’ practlcal appllcatlon of the Subjact Inventlon;"”

in such field of use. ‘Such determination of the

Federal agency ﬁay be appeaied to.the BOARD.

'"(D) The right of the BOARD to reguire thé'

P

.contractor to grant a nonexclusive,:partially

exclusive, or exclusive license to a responsible

applicant or applicants, upon terms reasonable

-under the circumstances, or to deter"ine that -

- the Federal agency should grant such a
license 1tse1f follow1ng a hearing upon notlce'ﬁ
_thereof to the public, upon a petltlon_by an o

interested person justifying such heéring, if’

+the BOARD detefmines, upon review of such

.maﬁerial as the BOARD desms relevant, and after

the contractor or such other interested person
“has had the opportunity to provide such relevant
and material information as the BOARD may require,

that such action is necessary;

-
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:"{ 1) | lléfiata hoaleh, sifety, or
'welfare n;é pfoﬁiéeg the.con»ractov ;
',anﬂ/or ;tS'llcenseés~a§é not sat‘sf ving
.asﬁch neeqé céﬁsistent}wiﬁﬁ dondltlons.
 :reasﬁnab1e‘unéer‘the.circumstahces; or

© "{ii) to-the extent that the Subject Invention. -

"-jis required for'pubiié.usefby Federal

 regu1ation, brovidéd the contractor and/or -
its licensees are not satisfying.market needs
éieafed:by;the'Fedeial regulations
o coﬁsistent with:conditions_réasénabié'ﬁnder'
the'circumétances. |
"(E) " The right of the.BOARD to require
thb contractor to grant a nonexclusmve,

pattially exclusive, or exclusive license to a

: respohsiblé applicant or apniicanfs, upon terms

reasonable under ‘the czrcumstances, ‘or to

-determlne that the Federal agency should granh

-such a license itself, Lollowlng a hearlng upon

-notlce ‘thereof to the phbllc, upen a petition

by an interested person Justifying such hearlng;:
if the BOARD determines, upon review of such -
‘material as the BOARD desems relevant, and

_after the contractor or othef interested person

has had the opportunity to provide such

 relevant and material information as the

BOARD may reguire, that the:explusivg rights t§
suéh Subject Invention in- the contractor has

-tepdéd substantially_to,iessen cbmpetition or. to
résﬁlt-in uﬁdue‘market ﬁoncentration_in gﬁy

Section of the United States in any line of
cdmmerce'to wﬁiéh tha technology reiates, or.

to create or maiﬁtain other situations'inconsis;ehﬁ_

with the antitrust laws.

10 - -  ' .
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'"fFS :"hé3right o?.thcEEOARb. c0;;“ncihgx£en'5f
_yearq f;o“ ‘the date thﬂ Sumject Inve u*ioﬁ
. was made or f;ve years-a texr flrs. nunllc
“.’.use or on sale"in the &nlbea States, wnlcncvef-uq
occurs flrst, {excepting that tire before ‘
f:fFederal regulatovy'age"cles necessa*y to’ .
-obtaln premarkct clearance) to requlre the:
..ccntraCtor‘to grant a ncnexclﬁcive; partialiy'.
exclﬁsine; or exciusivc licenseftc a-fésponsible.
;applicant cr‘applicants, upcn termé reasonable
'nnaer the circunstanees, or to deuernlna that the.
.Federal agency should granc such a llcense 1tself
' £011ow1ng a hearlng upen notlce thereof to -
the'public, upon a petition by a prospective'
-llcensee who has attempted unsuccessbully to
obtaln such a license fron the contractor
_and justifying such a hearlng,Ll; the EOARD
deiermines; in view of the factors set forth
in Section 312.{b), that such 1icénsing-woﬁld.
best support tne overall purpcses of fhis.Acc.'
“(35..Prior'to-any'action punsuant to Secticns ‘
311, (b)(2)(n),.(s),‘aﬁd {(F}, ‘the BOARD shall consult
with the Federal agency involved. -

"{c)y Contractor's riqhtsl-—The contractor shall retain

. a. defeasible title to only those Subﬁect Inventions

.26.

28
29

30

31

32

(including the right to license. or assign all or part

of its interests therein) on which the contractor files

a United_statés'patent application and declares its intent

to achieve practical application of the Subject Invention.

'Such title in the contractor shall permit the contracﬁor to

retaln enclu51ve commerc1al rlghts to- the - 1nventlon subject-f

_to all the rlghts granted to the Federal Governneﬁt

11
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-in- subsectlon (b)(2) . The confractor‘s engloyee'
~1nventor may also retaln the contractor 5 rlahts under

f:thls subsect;on w;th perm1551on of the-contractor at

the dlscretlon of the sponsorlng Federal agency.' .

._ “5-312, Other prov151ons..

" (a) Exten51on of contractor's'exdlﬁsive commeroial'.-.

:‘rlghts.v-Each sponsorlng Federal agency, for'good

. cause shown by the contractor, may extend th= per;od o
the contractor s exclu51ve comnerclal rlghts prov1ded
._for in Sectlon 311 (b)(Z)(F) follow1ng not;ce to the
'publlo and an opportunlty_for filing wr1t;en~objectloﬁs.
LThe grent.of such_aniextension'shall be.basedoupon'

‘a determination by the Federal agency, upon review

of such'material as it deems relevant, and after the

. eontractor and.any other ‘interested persons have had

an opportunity to provide such relevant and material

information as the Federal agency may reguire,; that

such extension would best support the overall purposes

‘of thiszct. The Federal agency determination may
be appeeled to the BOARD by the contractor ox an

1nterested person involved in such determlnatlon.

"(b)- BOARD con51deratlons. In determlnlng whether

the right to require licensing or the-rlght of the

'.Federal agency to - llcense set forth in Sectlon

3ll. (b)(2)(F) should be ‘exercised, the BOARD may con51der,-

-among others, the follow1ng type of factors, as

”approprlate'

."{1} The relatlve contr;butlons of the Federal

.Government'and the contractor or ;ts”esslgnees of.

 liceosees, if any, to the making and eommereiaiizatioﬁ

of the Subject Invention;. B

.;(2) The relative contributions of the.Federel
Government and the contractor or its aSSLQnees or
llcensees, if any, to the fleld of technology to
whlch the Subject Inventlon relates;

12




S S L TR "(3) " The degree to which utilization of. the

jj :'f2  R  ' 56bjec£ iﬁvention haS'Satiéfied the p;rpoéééiéf=
é 3:::‘_ 5 Itheip;ogrém'undéf which the.Subjedﬁ.InVQﬁtiéﬁ;§é;
é | ‘;::'-*'g.l4ff '.i:: nadE._fF_ | B . - T : R
.;. AS = .13“(4) The type aﬁd sconm of the Subject Inverhlon.
i :26. . ané th° magn1 ud= of the problent 1t solxes,_”:..
j-"'.~.:  o 7.  .  l:“(S) The effect of such llcen51ng on co*o:tltlon
11 | . 8  _ _:: and w;desornad ut;llzatlon of- the Suajcct Inventlon,
.i 9 S "(6) The effect of such_llcenslng onglncentlves_
_.;‘_ 10 '_to éoﬁmércialize tﬁis and other'SubjeCt Invenﬁiany
R R © "(7) The extent to which the subject Invention is
E . 12 S conéernealﬁith fhe public_heaith, sdfety or Wélfargi.
E 13 3 and | _ ' ' | R
é .14 ‘: l"f8). Thé_effect of such liéenéinq in éssistin§
5; N 15 _ | ‘emall businesses an@ minority business enterprises,
i- .. o _: le ;_ _'aé well aéaéconoﬁically depres;ed;.low;income, and
‘i S 17 ,labor-suréiﬁs areas. ’ _ |
% | iz f”Whén'it is determined ihat the‘right to réquiré
j :19 1i§epéing.of.the right of thé Federal agency to
-é o RS 20 'liﬁeﬁse should he.exercised,‘the BOARD ﬁaf specify
: ‘21' texﬁs and conditions,'includiﬁg :ofﬁltigS“to be charged,
.j _ CT o 22_  if -any, and the auration énd field of use of tha licénse.

- 23 " "{e) Alternative criteria for the allbcation of

4 . 24 property rights in Subject Inventions.
i . - :

.25 “(l) . The Head of. a Federal agency méy deviate'on.a

3_% ' -'-jéa'_ . case~by-case basis ‘from the single patent ‘rights-
'ﬂi o :  _‘ 27 ) ' clause normally used prov1ded that such devxatlons
2§ o shall be. publlshed and reported to the ‘COUNCIL for
= _ '  ."'29  _' _ review in-accordance with its respon51b111ty under
% T O .--Sectlon 201. ‘(a) of this Act. _ _
; T31 “{2) The regulatlons adoptbd pursuant to. Section. 311
? ..._ . f'32 ' - may Dermlt dev;atlon to the mlﬁlmum rxghts acqulred
-33. ' " under Seétion 311.(b)(2) on a class b3515'1n:_'

i3,
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“"{Aa) o contracts involving cosponscrad, cost

- ~sharing, or joint. venture rescarch wher.thz con-

‘tractor is reguired to make a substantial contri-
" ‘bution of funds, faczilities, or eguizment to the

vork performed undér the contract; and

. "(B) special contracting situations such as

Federal price or purchase supports and Federal
1oan'or loan guarantees..

"(3) ' No deviation under this subsection shall waive

" in whole or in part the minimum rights to be secured
" for the Federal Govermment set forth in' Section

CLU311. (B (23 (B}
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© " 322, Criteria for the. allocatlon of r;ghts to B

‘.*CHAETEk 2.-—TRVENTIONS OF EEDERAL'EHPLQYE?S

" o321 Reportlng of 1nventxcns.'

"inventions.

* 323;' Application.of crlterla ] e
¥ 324. Review of Federal agency determlnatlons

" 325, <Reassignment of rights.

""" 326.  Incentive Awards Program.

“.327.. Income sharing from patent llcenses.

M o328 Confllct of interest.
"8 321, Reportlng of inventions.

"All 1nvent10ns made by Federal. employees whlle under

the admlnlstratlve jurxsdlctlon of a Federal aoency shall -
be renorted to. the desxgnated authorlty of that Federal

agency. .

. "g .322. Criteria for the allocation-qf rights to ‘inventions,

'“Subject to preecribed'rules and reguletione issned by
tne Commissionen_of the Penent and Trademefk Offiee, each
Federal agency ehali determine the-&eepeceive rights of the
Federal Government and of the Federal emnlcyee—lnventor |
 1n and to any 1nventlon made by a Federal employee whlle
under the adm;nlstratlve jurlsdlctlon of such agency, in
'accordance with the following criteria: _

-"(a). The Federal Government shall obtain,.subﬁeEt_tp'
subsection (c), " the entire right, title:end interes£
in and to all inventions made by any Fedefa; employee
which'bear a relation-to the'duties of the'federai
'employee-lnventor, or are made in consequence of his
employment, -

""(b) A Federal employee shall be entltled o retaln
thejentlre rlght, title and 1nte;est in end to any.
invention made by the employee-inventor, subject.to a
ndnexclusive, nqntransferabie,'irrevocébie; paid-up

?1ieense_te practice or have'p;acticed fefdthe Federal
Government eny such innention throughout nhe wdrld.ny
‘or ‘on behalf of the Federal Government (1nclud1ng any

Federal agency) in any case where the 1nventlon does not

15

o e e g o
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‘bear-a rela*lon to tne LLtlﬂs of t"e e“olo'“=-1 toxr

or waa not made 1ﬁ conse q- née CE'his_ pEOVNﬂﬂh, bu;
 f3 . vas made wltn a contrlbutlon by the Ee_eval Gove;nue.
'.41 'of.fa0111t1es, eculﬂrﬂnt,'rate*laié,_.unds; or, lnkorna- '
 5'. hion, or of time or serv;cns c; othier Federal ena oy=2a
on.official-duty: and furth ar, the Federal'agency may
'adéuirelaﬁdiﬁionél rights to éublicensa-any State-6r
.'aoﬁésfic local governmenﬁ of to sﬁﬁiiéénéé-any-féréién
.Qovefﬁﬁent.pursuaht to'foreign policy ﬁ&nsidératidns;_or
10 ' any existing or future_t:eéfy or agreément:where thg
_11: .Federél'aéency determinés it would be in'the.nationéi
12 1nterest to acquire such additional rlghts,
_'13 ' "{g) The Federal employee may obtaln the entire. rlght,
:14': ti£lé znd 1nterest in and. to an 1nvent10n in any country,x
lSV_.subject to ﬁhé_liceﬁse.and sublicensing_ri?hts set forth
.-16 in s:bsection (b),'whéré the Fedérai agéncy”determineS'that.
17 '_the:e is. insufficient 1nterest 1n_the.invgntion to justify'
18':.seek1 ng patent p*otectlon in that cbunﬁrﬁh éithough the
19 Federal.GpVernment may have taken ﬁitie.ﬁolthe inventicn
20 . or 'may be entitled to the entiré, right, title anﬁ.”
21 interest therein.undef Subsection.(a),_providea h&wever,
122 ‘npthing in this paragraph shall prevent a Fédezal égengy
23 'frém pﬁblishing_or dédiCating'to the public such aﬂ' |
24 iﬁvention if it ig in the pudlic interesﬁ} and .
"{d). A Federal employee shall be entitled to retain
26 :thé entire. right. title.and interest in and to any.
L 27 ‘1nvent10n made by the enployﬂe in any case not
28 falling within subsectlcns (a), (p), or (C) |
'291 "8.323. Application of crlteria._ ' _
30 "(a) "In applying the criteiip of Section.BZf”to the -
31 facts and circumstances relating to_thé-making_of_any
32 .ﬁarticular invention, | . o
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.“(1) 1t shall be presumed that an 1nventlon falls:
w1th1n the criteria of Sectlon 32z. (a) when made by
a Federal-employee who 1s~employed or.a551gned to_
"(A) Anvent or 1mprove or perfect any art, macnlne,
_ manufacture,‘or composition of natter,_.- '
F(B) conduct or. perfcrm research deveIOpment work,
"3or both, .
(= supeIVLSe; dlrect, coordlnate, -or rev1ew
:Federally—flnanced or con@ucted research, development
r'wcrk;.er:both, or | | | |
:"(D) act in a liaison canacxty amneng Federal or
E non-Federal agencles, or 1nd1v1duals engaged in
such work° and _ _
e"(Z) ‘it shall be presumed tha£ an invention falls
'within_the criteria of Section4322.(b).when made
. by_ahy'ether Federal emplo&ée..

" "(b)}  Either presumption of subsection {a) may be

‘rebutted by the facts or circumstances attemdaht-upcn
‘the conditions under which any particular invention

is made. .

"8 324.  PReview of Federal agency determinetiome,'
"Federal agency determinations regarding the respective

rights of'the_Federal Government and the Federal

-employee-inventor are to be reviewed in accordance with
prescribed rules and regulations issued pursuant to

‘Section 322 where

"({l1) the Federal agency determines not to acquire
all right, title and interest in an invention, or
“"(2) 'the Federél'employee—inventor who is aggrieved by

o the determlnatlon requests such a review.

"e 325. Rea551gnment of rxghts.

' "Where a Federal agency flnds on the basis of new .

ev1dence that it has acqulred rlghts in an invention

-greater than the Federal Government 1s entztled to

o S
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'“aS§ert'under ﬁhe-critérié of SECul”ﬂ 322 tn; Fcu_ral

- ageﬂ01 shall adjust such 1ﬂc:u1;v n« n*an_ln graater

rlghts to the Feumral eﬂﬁlcve“—znveqtor ﬂe:assafy to

'7.fcorrect the inequity.

- 326. Incentlve Awar s Drogram

' “(al .Incentive Awards‘may be‘crante& to Faderal -

f_employee—lnventors in order t0°

.“(l) Monetarlly rewar“ or otherw1se reco&nlze
fede:al employees for invén_tlons;.' and_. .
" (2) . Stimulaté‘inveﬁtive cfeativeness and encouraéét”
.'Féaeral émpléyees.to disclese theiriinﬁeptions
'_ ana thus to enhanqe the transfer and ﬁtiiizatién.‘
of :éiated tégﬁnolégy. L . ' '

"{b} These awards shall be grénted pursuén# to the

" provisions of Title 5, Chapter 45 and Title 10, Chapter

57, and in accordance with implémenting_régulations thereunde:

excepﬁ as modified herein. Existing statutory'provisions
for atards shall remain unaffected by tnls section.

"(c)- " The amount of the award for an_;nventlon will

be based on:

"fl)_‘The extent to whiﬁh:thé invention advances thé
state of the art; _ . 4 .
5(2) The scope of the appiiéatién of the inventich;
“(3) The lnporbance of the anentlon in terns of
its value and beneflts to the Fe&eral Governnent-
ana | | |
'“(4)-'The extent to which ‘the invention has achieved

utlllzatlon by the publlc. | . : .

" {d) Awards for an 1nvent10n of up to 510 000 nay be

granted by the Head of a Faaeral agency .Awards in

“excess of $10,000 but not in excess of $50,000 may be

granﬁed:

18
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.l"(li' for cheral 01\111an e“ﬁle”Eq bJ tHe'ﬁeeS%bf"ehe.
Federal aaanrv hlth tha approva : td“ Ciyii
.‘Serviee Qommission%: _ 7
f"(2)_7fex_member$ of the é}med Fereesfwitﬁ fhe:f
.éPéfoval o#.thQISecreta*f ef Defense{ and )
"“(3) for members of thc' _1 tad Staees'Coast
'Guard when not operatlﬂg as-a serxlce in the
. Navy w1th the approwal of the Secretary of

’ Trans_portatlon r

uédn recommendatlon that the 11ve1tlon is hlehly e>ceptlonal

._and Lnueually outstandlng. AwardS'ln eucess of $50,000 may

_agencg based upon the value ana benefit oF ‘the inventor's
" contribution, recqmmends_tp the Chairman oe_the Civil

Service Commission and the Director of the Office of

Maﬁage:ent arnid Budget that a Presidentiai:award ke made.

Upox - endorsement of both the Chai;mah_of“the Civil Service

Commission and the Director of the Office of Management

.'and Budget and approval by the-President,_an award ih
. excess 6f-$50,000 and an honorary recognition, may he

‘granted as deemed appropriate.

"(e) A cash award under this sectiqn'ie in addition .
to -the regular'pay of the recipient. - Accepténee of
a eash award under this sec;ion-cqnstituﬁes'an agresment .
that any use by the Federal Governmeﬁt of an idea, mathod,
or device fox ﬁhich the award is made ﬁoeeenot form the .

basis of a further claim of any nature against the

Federal Government by.the recipient, his heirs, or

assigns.
"({£Y A cash award.and expense. for honorary recognition
of a Federal employee-inventor shall be péid from the. .

fund or aipp;:opriation_'_of'thn Federal agency pr 1mar11y

'benefiting} The Head of the Federal agency shall determine

19
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the hmount “tabe pald by each Federal agcﬁcv'fo: de'ﬁl

: :agcncv awards and the Pres;rent shall er tine t“e .

;anounh of the award to be Dald bv each- Feae*al ag néy..

for Preszaentlal aWards nace under Lbsectlon (d)

"{g) .nothlng contalneu in thls s*ctlon snall be

construed to 11mlt the d;scretlon Y power c: the :adnral"

P agency to grant or not grans an’ 1ﬁuenb1ve award der

this section.
"8 327, Income sharing from patenf'licenses;-
"In addition to awards as provided in Section 326, in

instances where a Federal agency grants income bearing

patent 1icenses for an invention, such Federal aaency

‘may share the 1ncoﬂe recelved with the Feuaral enoloyee—

inventor.

" 328. Confllct of 1nteres;;

“D ermlnatlons of an’ appo;ntlng offlc;al pursuant to

-Secticn 203(b) of Title 18, United States,Code( regardlng

.fhe.p:omotidﬂ of a Federal émpléyee's invention by such

emplqyee shall be sﬁbject to regulétions:préscribeﬁ by

the Civil Service Commission.

20
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Federal aqenciesl'_ ‘ o
‘the Departnent of Commerce
with other federal agencias.
General. Servlces héministration.

Grants ‘of an exclusive. or. pa?tlal‘y e»clu51\t
: f_llcense. : i 3

Autharities of Fedntal3a encieé.'
g R

'"The Federal agenc1es ‘are authOVLzed"'

i (a)

' To apply for, . obtaln and malntaln Datents or. other

forns of protectlon in the Unlted States and in forelgn

owns a right,

" (b)

To promote the

© . gountries on inventions in which the Federal Government’

tltle or 1nterest-

11ceP51nq of 1nventlons covered by

Federally—ownea patent appllcatlons, patents or other

forms oI protect;on obtalnea.ylth the objective of

ooveré*“thereby.'

'"—(é)

-maxizmizing utiiization_by the public ot-thexinventions'

To grant nonexclu51ve, ezc1u51ve, or partlally

exclu51ve 11censes under Federally owned patent appllca~

tlons, patents or other forms of protection obtalned

royalty-free or for royaltles or other con51aeratlon,

and on such terms and condztlons 1ncludlng the grant to

the llcensee the rlght of enforcement pursuant_to the

provisions of Title 35, Chapter 28, USC, as deemed

ll(d)

. appropriate in the public interest. .

To make market surveys add_other'investigations

for determining the potential of inventions. for domestic

and fotéign licensing and other forms of utilization:

to acquire technical 1nformatton and engage in negotlatlons

and other act1v1t1es for promot;ng the llcenSlng and for

public

utilization.

'Lthe purpose of enhanolng their marketablllty and

21
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o time in ordar for =z Datent appl:u:a..:.o'1 tc bs filed.

"(e) Td“withn ll pik llcatlon =34 :élea5e td‘th$ publie

Jn.nlﬂat:nn dlSClDS’nG any invention in wnich thz Federal

Govarp=°nt owns -a rlgﬂt, t1t1= c*';“tereSt fZor 'a reasonablas

"(L) - Ta" undertaae th°'above and 2ll other suitable

“and nncessavy ste“s to’ pro tect and administer rights to
"“;nventlons on bmh 1f of the Faderal Government elther

_dlrectly ‘or throuch contract,

“(g)' To trans‘er custody and adﬁlnlstratlon, in }'

‘whole. or in part, to the Depa*t”Eﬂt of- Cownerce or to.
 other Federal agencies, of the rxght, title orx lntevest

.in. any invention for the purpose of administering the

autho:ities-set forth in subsectioné (é) th*ough*(d),_

-w;tho bid regard to the prov;szons cf the Fede al-Property_

xand p-Xade 1115trat1ve Servlces Act of 1949 (40 U §5.C. 471);

and

'"(h) To d351gnate the Departnent of Commerce as! rec191e1t

fof any or all funds rece1ved fr0ﬂ fees, royaltles or othsr

' management of Federally—owned inventions authorlzed

underx thls Act.

‘“S 402. Authorltles of the. Departrent of" Cowmorce in

cooperat;on with other Feoeral_agenc;es.3
'"The Department-of Commerce is.éuthoxized in cooperation
w1th cther Federal agenc1es.

-'“(a) To coorclnate a. program for assmstlng all

:Federal agenc1es in carrylng out the authorltles set

‘forth in Sect;on 401;: _
S (p) - To publlsh notlflcatlon of all Federally-
owned inventions that are available. for-liceﬁ51ng;

-“(c) To evaluate inventions: refevred by Federal

-.agenc;es and. patent appllcatlons flled thereon in order

. to 1dent1fy those 1nvent10ns with the greatest commercial

.22
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under thzs Act, prov;ded however, that such funds

-

potcntlal and to ‘insure Jronot10ﬁ and utilization by the

public. 0; 1nVﬂnt1ons 80 1dent1f1eu,_

“(a) To. assist the :ederal iaé,in seekiﬁg’ena

malntalnlng protectlon on 1nvent10“s in the Unlt 4 States-

" and . ln-forelgn countries, 1nc1ud1wc the oa\ﬂent of_fees

and costs connectee therewith; -
"(e) - To accept custody and adﬂlﬂlstratlon, 1n whole
or -in part, of the rlght, tltle and interest in any

1nventlon for-the purposes set forth-ln Sect10v5'401'(a}

'through (d), with the approval of the Federal acency

concarned w;thout regard to the provisions of the

: Fedeval Property and Admlnlstratlve Serv1ce Act of

1949 (40 U.S.C. 471):

"(f) ‘To receive funds from fees, royalties' or other

manace:ent of Federally—owned'inveﬁtions authorized

T will n= used only for the purpose of this Act; end,

“(g) To undertake these and such other functions either

directlyjqk through contracts as are necessary and.

.apprbpriate to accomplish .the purposeé of Title Iv

of thls Act.

"8 403. Authorltles of the General Serv1ces Admlnlstratlon.

“The_admlnlstrator of General Serv1ces is authorized to

,'prbmulgate\regulations specifying the'terms.and econditions

upon which any Federally-owned invention may be licensed

.on a nonexclusive, partially exclusive, or exclusive basis. -

"s 404. Grants of an exclusive or partially exclusive license.

".(a) Federal agenéies may grant exclusive-or bartiaily

. exc1u51ve llcenses in any 1nvent10n covered by a Federally~

' owned domestlc patent or patent anpllcatzon only 1f,'

after notice to the publlc and opportunlty for flllng

~ written objections, it. is determined that:

“(l) The 1nterests of the Federal Governnent

and the publlc w1ll best be served by ‘the Drop sed
23
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“__iicénse;'ln Q;e" 0* th; apalﬁb L-s 1“‘ﬁ1Ll0.=,
lplafé ané uD\llty to brlﬂo tbn lﬁv ntion o
:'pracLlcal apallcatlon ] o*h=r\1$e plo“ote'ﬁh
'-.1nvnntlon s utlllzatlon by the publlc, .
» “(2) The deSLred practlﬁal aupllcatloﬂ has
. nbt b°en achleved or is not-llkely'eﬁoedltibus?Q
to be achleved, under - an} ncnaaclus;ve llcense which
has heen granted, or whlch may be grarted on the
;nventlon~-
‘"(3)- Exclu51ve or partlally exclusmﬁe llcen51ng is
_ a reasonable and necessary 1ncent1ve to call forth -
tne ;nvestment of risk cap1tal=and expendluures
:fo_bringrtheriﬁyenfion to pfactical_appliqatipn
oi otherwisé promdte;the_in§éntion‘s vtilization
Ty fhe-publicf and |
:“(4) © The proposéd,terms'aﬁd scape¢of exélﬁsivify "
' are"ﬂpt gfeater éhan réasgﬁébl&fﬂéceésary to
‘prcvide the  incentive for bringiné the.inventioﬁ
ﬁd practical applicaﬁion or otherwise pfomote the
'iﬁventibnfs utilization by.the public; N
proviaéd that, a Federal agency shall_not granézsﬁch;
exclusive or pértiallf exclusive license if it determines
that the grant of such license will ténd:substantially-'
to_léésen competition or result in undue concentration

in any section of the country in any line of commexce

- to-which the technology to be licensed relates, or to

create or maintain other situations incopsistent with

'the’éntitfust laws.

"{b) After consideration of whether the ihterésts'
foreign commerce will be enhéncea; Federal agencies
mayigrant'éxclusiVe or partially_eﬁclusive_lidenses in

any invention covered by a foréign patent application

24




T

  11
12
g 13
REVERS
15

16
17

18

19

20
21
2
25
24
25 .
26
. 27
28
s
30
31

32

33.
34

“=6r patéﬁ;'after noulce to tha pu 11c am'1 o:no.tunlty

. for Llllnc wrltt“n abjectlcﬂs, nrQVLuec tnau, a Fedar al

agencv shall not granu such e7c1u51ve or Dartlally

‘exclus;ve llcehse lf it det=rm1ﬂns tha; He.nraru o‘_such:

{11cense w111 tena subsbantlally to 1essnﬁ covoatitlon
-‘or_:esult 1n_undue congentratlon-ln anyjsectlon-of the -
'c&untry'in5ahy'lin° of commerce to:which fhe téchnolcgy
“'to be’ llcensea relates,'or o creaté or'néin£aih”6£ﬁér

51tuat10ns 1nconsmstent w1th thﬁ ant;trust lavs.

' “(c) ThegFeaeral'agency sqall maln:aln_g,reco;d of

.detérminaiions to grant exclusive or'partiélly exclusive

licenses.

:n(d) "Any- grant of an exclusive or partiaily'exciusive

.licensa shall contain, such terms and conditions as the

Federal agency ﬁay determine to be appropriate for the

prota**ion of the interests of the Fedéral-Govérnmént

and .he publlc, 1nclud1ng Drov151ons for the follow1ng

‘. “(l} Perlodlc written reporus at reasonable

' lntervals, and when speclflcally requestcd by
the Feaeral agency on the extent of the c0ﬂnerc1al
or other use by the pub}ic that is being made or
.is intended to be made ﬁf the‘inventioﬁ;

3(2): A_nonéxclusive,‘nontfansférable, ir:evocablé,
 §aid—up'1icén5e to practice or haﬁe practiced
for the Federal Govexnment:the licensed in#éntion
througﬁout‘thé vor1d by or on behalf of the Federal
Govefnmént-(inéludingrﬁny.Fedéral'agency), ané

' the_additioﬁal.right to sublicense any State
or.acmeétic logal governméﬁt'or to sublicensé'any
‘foreigh_ébvernmentupursuant.to foreign'poliéy
cﬁrsider:ﬁiqﬁs,.or any exiéting‘br‘future'tfeaty‘
or égfeement'if the.Federal agency determipes it
wou?i.be in the national interest to retain such

additibnal':ights; and

25
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h‘“(3} 'The”fiﬁht in'the'?eﬁeral agency o tarminate

_;uch llCE"Sﬂ 1n whole or in vart unle:* th:'
~11censee deﬂouserates to tnn satlsfaetlow o: “+he

-Pederal agency that th= 11censee has"akep

effectlve steps, or wlthln a reasonab1e tire

thereafter is‘expected to take such steos, necessary o

-jto acconnllsh substant1a1 conmerc;al or. otger use’

of. the invention by the public.

“(4) The r;ght in the Feaeral ageney, commencing

; three years after the grant of a llcense, to requlre

the licenses to grant a noncxclus1ve or partlally
_exc1u51ve license to a responSLble appllcan; or -
aoollcants, upen terms Ieasanable under the clrcum—i'.ﬂ
ISuances, and 1n appropriate czrcumstances to terminate
.ne llcense ‘in wheole or 1n part, follcwing a hearing:.

LOOn notice thereof to uh= publlc, upon a petition

by an interested person justleylng,such hee;lng, if

" the Federal agency detérmines, upon review of such

“material as it deeme relevant, and after the licensee,

br'ptber interested person, -has had the opportunity to

. provide such relevant and material information as

“the Federal agency may require, that such license
has tended substantlally to lessen competition or
to result in undue concentratlon 1n any sectlon of

the country in any line of commerce to which the

technology relates or td create pi maintain other

"situations inconsistent with the antitrust laws.

- 26
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' ”CH}D ER l.-“OTHLR PFL\TZD DRO’TSIOAR-

"511. DEflnl;anS

.jf"512,- Relatlonshlo to anL1+rust laws.

e ”Sf511, Deflnlglons-

""As used in this Act---

© "(a) ' The term 'Federal agency' means an 'executive

-;'.agency' as'défineé by Section 165 of‘Titlé 5'-ﬁnited

_States Ccde, and the military denartments deklned by'

‘Section 102 of Title 5, Unlted States Code.‘
“(b)‘ The-term 'Federal employees means_ali-employees

as defined in 5 U.S5.C. 2105 and mémbers of the uniformed

‘éervices,shall_be subjéct to the_prévisioné of this Act.

"{c)- The term 'contract' means any contract or

grant entered into between any Fegeral agehcy aﬂd-any o

'persbr_=dr the perfofmance Of-exn=rimental develcpnéntal

or res=arch work Substantlally funded by the Feaeral Govern-

ment. =uch term 1ncludns any a551gnment substltnt;on of

_'parties, or_subcontract of any tier enterea into for the
'gperformance of experimental, develoPmental,_or'reéearch

_work under a contract.

- ma) The term 'éontractor"meéns'any person and any

. public.or private éorporation,_partnership:.fifm,

asSociation, 1nst1tut10n, or other entity that ls a'

'party to the contract.

(e} The_term.‘lnventiOn' means any invention or.

.discovery and includes any art, method, process, machine,

manufacture, design, or composition of matter, or any

new and useful impiovemen; thereof, or ény variety of
plant, whi;h is or may be patentable or otherwise

protectable under the laws of the,United States.

o 27




I -

I R L .

_.11.
12

13

15
16
17

18
19

20
21

22
23

24
.

26
27
28

29 .

20

'-3; R
32 :
333
31

'7”.'"(I) The'té*“3'sﬁbj“ct In"h4tior‘ we5hs aﬂv'i“?e1+ion
Ceor dlSﬁovely oF tho contractor coqcelued or flrs; actu 11y

.'reduced to ‘practice in the course - of ox under a; conhla t.

"(g) The term p;actlcal aanllc¢ ion' veans to nanuf

:faCuUL '1n the case of a compesition or product

' praCulce 1n the case’ o; a pro"ess, or. to operate in’ tha
:case of a-machlna or systnm,.and, 1n each case, under
ﬂsuch condlhlons as to establlsh that the 1nventlon is

belno worked and that its beneflts are avallable to the

publlc elther on reasonable terms or “through” reasonabl=

. 11cen51ng arrangements

“(h) The term 'person' means any 1ndlvldual partnershlp,

'cd:po*atlon, assoc;atlon, 1nst1tut10n,'or~other ertlty
14

" (i) The term 'made’', when used in relatlon to any

inventlan means the conceptlon or flrst actual reductlon

to pia:tice of such 1nventlon.'
.ﬁ(j).zmhe term 'antitrust law' meahs-~
"(l}- the Act entltled "An Act to profeét trade
 ané commerce'agéinst unlawful restraints and
monopoiies‘; approved Julyzz,_1890 (15 q.$.c. 1
et seq.), as amended; _ ' o
an(zf _the Act'éntitled 'An-Act to supplémént existing
1éw$;§géinst=ﬁnlawful‘restraints angd monopqiies,
and for other pufposés', appréﬁed October 15, 1914
(15 U S C. 12 et seq. ) as amended
“(3) the Federal Trade Commlssmon Act (15 U s.C.
41 et Seq ), as amanded-
5(4)_ sectlons 73 and 74 of the Act entltled ='An
. Aét to reduce taxatlcn to-provlde revenue.for
£hé3Féde£é1 Government, and for other purposes’',
apprdved‘August 27, 1894 LlS'U.S.C; § and 9), as
,amended and _ o .--. _
%(5) the Act of June 19, 1836, chapter 592 (15

' U.s.C. 13, 13a, 13b, and 21a).

J28
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9_512,.-Relétionshi§ to Antitrust Laws.

“Nothing “in this Act shall be deemed to convey -

' - to any individual, co;poratioh,‘dr othaf business
organization immunity from civil or ériminal lizbility,
- or to create defenses to actions, under the Antitrust

“Laws.
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"cnuarmn 2. -—nnzrnutx 0. OTHER ACTS.

““521.1"1déntifiea Acts Amendad,

--“3'521. Identzvled acts amended.

-

"The follow1rc 1aentlrlec “Acts. are hereb"‘ amended

-as set forth below:

"(a) Section 10{a) of the Act of June 29, 1935y as
‘ -added by Title 1 of thes Aj 1cu1tural Resear"h
: and Marnetlng Act of August 14, 1246 :

“Sectlon lD(a) of the Act of June 29, 1935,.as added

by Title 1 of the Act of August 14, 1946 (60 Stat. 1085) is.

amended by striking out the followlng{ *Any eoatracts
made ?ﬁrseaﬂt to.this authority ehail'centaia reqﬁirements'
making thétreeults of research ' and invest;gations'available_.
to tae aﬁblic throagh dedication, assignment to the
Governrent, or such other means as the Secretary shall
deter:::e (Amends 7 U.s.C. 4271(a) ) .

"{b} sSection 205(a) of the Acrlcultural Research and
Marketing Act of ALgLSt 14, 1946

. "section 205(a) ‘of the Act of August 14, 1946 (60 Stat.

. 1090, as amended) is amended by striking out'the_foilOWing_

‘1anguage' 'Any contract made pursuant to this seétion

shall contaln requlrements maklng the result of such
research ‘and 1nvestlgatlons available to the publlc by

such means as the Seqretary of-Agriculture shall determine.’

' (Amends 7 U.S.C. 1624(a).)

"{c) Section Sol(c) of the Federal. Coal Mine Health
L and ‘Safety Act of 1969

"Section 501(c) of the Federal Coal Mine Health and

Safety Act of 1969 (P. L. g1~ 173; 83 Stat. 742) is amended

"by Strlklng out the follcw1ng 1anguage thereof' 'No

research, demonstratlons, or experiments shall be carrled

out,;contracted for, sponsored, cosponscred, or authorlzed

-:under.authority of this Act, unless all information, uses,

30,
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42 U.S.C. 187l(a) )

products, “processes,. patents,=and othergdevelopnents
resuliing from such-reSearch,'ue“queeraelons, or euperiments .

will jﬁith~5uchsexeéption:ahe 11ﬂ1tetlon, if any,'aszthe_

Secretary br thﬁ'Secretﬂry oe-Health Edu" tionf'end
Welfare nay flnd to be necessary in the publlc 1nLe1est)

be avallable to the general publlc (Amenas 30 U:s. C
951 (c) . Yo o

o "(d) Section 106 {c) of the National Traffic anﬁ1Motor

Vehlcle Safety Act of 1966

“Sectlon 106(c} of the National Trafflc and Motor Vehlcle

. Bafety Act of 1966 (r.r. 89-563‘ 80 Stat 721) is repealed.

(Amenss 15 U.S.C. 1395(c) }

~"{e) BSection 12 of the National SCience Foundation .
Act of 1950 - . S e .

"Section 12 of the National Science Fouhdation Act of
1950° (2.L. 90-407, 82 Stat. 360) is repealed. . (Amends
"(fj' Section 152 of the Atomic Bnergy Act of .1954

"Section 152 of the Atomlc Enerqy Act of 1954 (p.L. -

:.83-703; 68 Stat. 943) is repealed. (Amends-42 Uu.s.C.

2182.) _ _ 7
"(g} 'The National Aeronautics ahd‘SpacefAct of 1958

"The National Aeronautlce and Space Act of 1958 (P L:

'l85 568- 72 Stat. 426; as amended) is amended by —

“{l) ‘repealing section 305 thereof; prov;ded, however,
" that subsections (c), (d), and (e) of said section 305
fshall'continue to: be effective with ieepecﬁ to'ahy
”appllcatlon for patents in which the wrltten statement
referred to ln subsectlon (c) of sai@ section 305 has .
.been flled or requestea to be flled by ;he-CommlsSLOner
”of Patehﬁs'and Trademarks prior to the effective date

. of this Act (amends 42 U.S.C. 2457):

o




'"(2) Strlnl y out the following laneunne in:SuhécctiDn'

1 :
i -;:?f ._306(3) tnhweof (15 f'(aé'defin9d by sastion 303)Y Y5 zngd
% }3 . 2(2}'Tthe Inventlons.ana Contﬁibuﬁions éoarﬁfféstabliéhhd
;? :_4 ﬁﬁdeQ:séétioﬁ 365.of this:act‘ ané ifnserti ng in ileu
g i5  tﬁefeof:£ha foiloWinc.IanGuane: “an:Inventions-“nG' 
‘2  ‘5- 'Contrlbutlors Board which shall be eqt:=*b1:Lshe'1 by the
é 17: _Admlnlstrator within the. Adr;ﬁ;stratlon (amenus 42
:E "g | U.S.C. 2458); :' :
.g g "(3) .1nsert1ng at the end of section 203. (é)-théfedf
i ‘1o : the follOWlng new subpa*agraph Sty To.§r0vide
= 11.. ‘.'_ effect;ve contractual provisions for the reportlng
‘12 .-_J of the’ results of the activities of the AJﬁlnlstratlon,
; f:i3' R 1nclud1ng full and corcleue technical reportlng of
_é ‘14 l . &ny 1nnovat10n made in the course of or under any :
' § l.'_  _.‘.15 o con tract of the Admlnlstratlon. ” _ . -
| '“16. B "f(é) _1nsert1ng atnthe end_of sectiohHZOB theredf the
'i S i7 following new subsection: '(d):}ror'{he'puf§65és of
i 18  chapter 17 of titie 35_0f_thé United States.Code the
b 19 - ‘Administration shall be considered a defense agéncy of
':E ’ : . 20 f. :the ﬁnited States.' (amends'éz U.S.C;:2478)§ ;nd
é. 21 ' ‘"(S}f_st;iking out the following from-éecticn 203
? '22 | . thereof: ' {including patents and riéhts tﬁereun&e:)';
i 23 (amends 42 v.s.C. 2473.)
; 24"J_f“(ﬁ) Sectlon 6 of the Coal Research and Developmnnt
: 25 . _ -Act of 1960 - _
: 26 _ "Sectlon 6 of the Coal Research and Develonnent Act

27 of 1860 (e L. 86—599; 74 Stat. 337) is repealed. (Amends

28 30 U.§.C. 666.) o | Lo
29 "(5) Section 4 of Helium Act'of'Amendhents'of 1960 -
' 50' “Sectlon 4 of Helium Act Amendments of 1960 (P.L.

31 '.86=777;'74 Stat. 320} is amended.by striking out the

32
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o all résnarc“_coﬂt“ﬂ““ed for, "p0130106,-

following language thereo: "Provifed, t

<

or authorlzea uncer authorlty o*- \:trsn_ll be pro=
'-v1ded for ln "guch a nanner that all 1rfor¢ab_01, uqes,

prodL*ts, processes, patenbs, ‘and o*ner de\e10:ﬂeﬂt5

resulting-from such research'qeveTOQ d by Governm eﬂt

‘eprnditure will (w;th such EXCEDt10“5 anid ll luath“S,

Af any, as the Secretary may'Flnd to be r=ceSa=rv 1n B

the_lnterest of natienal defense)_be avallanle to the

 -génera1*public: and prdvided-furﬁhgr, that'noﬁhing.
_contéined.ﬁéfein‘shéll'be construed-aé ﬁo‘éeprive the

: 6wne#-of any_background-patenf‘felating théréto ﬁo
‘such =ights as he may have the}éunaer.’ {amends 50
U.S.C. 167b.) | -

”15.1,
16

.“(jj' Subsection (b) of Section 4 of the Ssaline
Water: Conversion Act of 1961

"S"ﬂaactlon (b} of section 4 of the Saline Waber )

‘ conversion Act of 1961 (P.L. 87- 205 75 Stat. 678}, as
 amended by Subsection (d) -of Sectlon 6 of the Saline’ Water -

20

Conversion: Act of 1971, P. L. 92-60, is repealed. (Amends

42 u.s. C..1954(b) )

“(k) Sectlon 32 of the Arms Control and Dlsarﬁament
Act of 1961

-"Sectlon 32 of the Arms Control and ﬁisarmament Act

'of 1961 (P L. B7-297; 75 Stat. 634) is repealed. (Amends
22 v.s. c;-2572 } '

'.“fl) Section 303 of the Water Resources Act of 1364 :
l“Sectlon 303 of the Water Resources Act of 1964 '
(F.L. aa-své, 78 Stat. 332) is yepealed. (Amendé 42
U.s.c. 1961c-3.) | '

M m) Subsectlon (e) of Section 302 of the Appalachlan
: Reglonal Development Act-of 1965

'"Subsectlon {e) of_sectlpn 302 of the Appalachian- -

'Regional Development Act of 1965 (P.L. 89-4; 79 Stat.S5;

_as amended) -is repealed. (hmends 40 U.S.C. App. 302(e).)

33
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"(n) . Subsestion - {e) of Secticn 204 of the ]
© oo Yaste Disposal-Act S ’

.5USubsection-(c)'of-section 203 of tha Solid Taste

© Disposal Act (P.L. 89-272; 79 Stat. 997) 'is repailed.

(Anenﬂs 42 U s. C 32;3(0) )
f(o) Sectlon ‘216 of Tlule 38, Unlted Sfates Coaa'

“Séétvon 216 of Title 38, Unlte' Stahes coue,‘;s

‘_;amendcd by dﬂletlng subsectlon {a)(Z) tnereo and by
‘rede51cnat1ng subsectlon (a)(3) tnereof as '(a)(2)"

._(Amends 38 U:s.C. 216(&)(2) Y

") Sectlon 9. of Federal Nonnuclear Energy
Research and Development Act of 1974

"Sectioﬁ g of thE-Federal Nonnuclear'Energy Research

and D_,_lopment Act of 1974, Publlc ‘Law 83-577, is repealed

'excepa for paragraph (1) of Sectlon_Q.

"(g) " Section 3 of the Saline Water Conversion .
Proaram nuthorlzatlon Act. for Fiscal Year 1977

"Sezzlon 3 of the Sallne hater Conver51on Program

'Authorlzatlon Act for Flscal Year 1977, P.L. 945316, is

" repealed.

"(r) ~ Reséxrvea.
"{g} Resarved.

'"(t).'Reaérved.-'

34




.3"Sec
_ “531., Effectlve date of Act.

"CBAPTER ‘3. —-EFE‘ECTIVE DATE -PROV_ISIO'N.-.; ‘

“Thls Act shall take effect on the flrst day of the

f.-seventh month beglnnlng after'the date of enactment of
'thls Act, except that regulatlons 1mplement1ng this Act

frmay be 1ssuea prlor to such day.

35
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. DRAFT 8/19/76

. BECTION-BY-SECTION ANALYSIS

S R I A VTITLE‘Ie—FEDERAL INTELLECTUAL PROPERTY POLICY

Sec..lOl Flndlngs.ne

Sectlon 101 states the flndlngs of Congress- namely, that-

B [ffr_f'n_':°: “(a) The 1nventlons in sc1ent1f1c and technologlcal

flelds resultlng from work performed under Federal research'

and development constltute a valuable natlonal resource,
HJ“(b)-‘A Federal pollcy on the-allocatlon:of rlghts
to 1nvent10ns resultlng from Federallywsponsored research
and development should stlmulate 1nvento S, meet-the needs
. of the Federal Government recognlze ‘the equities-of the
..Federal employee-lnventor and the Federal Government
B contractor, and serve the publlc lnterest and
-“(c)_ .The publlc lnterest would be better served 1f

":'greateruefforts.were made to obtaln.patent proteotlon,

”_both domestlc and forelgn, and to promote the 1nterests

of the Unlted State and the commerc1al use of new techno—'

logy resultlng from Federally—sponsored research and
_development both 1n the Unlted States and forelgn

" countries, as approprlate.'_

B Seo..lo2‘;Declaration of pnrpose;'

'gSection‘ioz states the purposes'of this Act which'arerres-

ponsive to‘the directive of Title‘I, Section 101. (c)'of P.L.
94—282 The Natlonal Sc1ence and Technology Pollcy, Organlzatlon.

"

and Prlorltles Aot of 1976 that:

B B P R L




'"”"Federal patent p011C1es should be developed based on.

unlform pr1nc1ples,‘wh1ch have as thelr objectlve the
lilpreservatlon of 1ncent1ves for technologlcal 1nnovatlon"*v.
L "fand the appllcatlon of procedures whlch will contlnue to_'
. assure the full use of benef1c1al technology to serve

the publlc."

The declaratlon of purpose is tor -

"(a) Establlsh a unlform Federal pollcy for matters

-_hof 1ntellectua1 pr0perty arlslng ‘from Federally—sponsored

:research and development-”

"(b) Prov1de for unlform 1mplementatlon of the prov151ons L

. of this Act, and to make a contlnulng effort to monltor

.such 1mplementatlon,‘ |
N “(c) To allocate rlghts to’contractor 1nventlons which
_result_fromaFederally-sponsored research.and development
3S°'astt° | | e
“(l) .encourage the partlc1patlon of the most
quallfled and competent contractors,‘
"(2) foster competltLOn,
:ﬂ(3)e promote the w1despread utlllzatlon of
.the.lnventrons, and | -_
") reduce the administrative-burdehe,_hothofor the .
”FederalhagenCies'and-its oohtractors;i: |
‘"(d) To allocate rights to Federal employee inventions

~in an equltable manner, .




ﬁ(e) To prov1de for a domestlc end forelgn protectxon .
_ and llcen51ng program to obtaln commerc1al utlllzatlon o-‘ 
: Federally- owned 1nvent10ns, w1th the objectlve cf strenc-he“_
"the Natlon s economy and expandlng its domestlc and -
Jforelgn markets, and | | ' L
_"(f) To -amend all other Acts and abollsh the Execut1v~'
Orders regardlng the allocatlon of rlghtS'to 1nvenelons
_whioh_reeult from.Federally-spohsored research and develzp~
ment and the liceneing'of Federelly~owned petenis.'
. DITLE IT--FUNCTIONS OF THE OFFICE OF SCIENCE AND
TECHNOLOGY POLICY (OSTP) AND FEDERAL

COORDINATING COUNCIL FOR SCIENCE,
ENGINEERING AND TECHNOLOGY (FCCSET)

Sec. 201 Federal Coordlnatlng Council for Sc1ence, Engineering
and Technology. T

fSubsections_(a), (b} and fc) define.the responsibilities oI
 FCCSET-and.thedmeane ﬁo carry outdsueh responsibilifies in maﬁtets
reéarding-intellectual property. FCCSET ie.to make reoommenditions
to the'Director of.OSTP'with reéard:to: |
"(i) Uniform:and effective ﬁlanning'and administfa—_
tion of-Federal programs pertaining'toiinventions,
patents, trademarks, oopyrights, fighte‘in tecﬁnical
V'data, and matters connected thereW1th. o
"(2f‘ Unlform pollc1es, regulatlons, guldellnes and
:practlces-to-carry out the prov151ons of thlS Act

and other Federal Government objectlves in the field

_of 1nte11ectual property.



"l3) Unlformlty and effectlveness of 1nterpretatlon
-‘and lmplementatlon by 1nd1v1dual Federal agenc1es of
:_the.prov151ons-of thls Act-and'other!related-Federal
Government pollc1es, regulatlons and practlces. ..
These re5pon51b111t1es were deemed to requlre spec1al enphas1s
due to the dlrectlve of Title I, Sectlon 101. (c)(4) of P.L.
94-282 set out in dlscu551ng Sectlon 102 Further, due to the
tantlclpated need for regulatory 1mplementatlon, survelllance,
'_and reportlng requlred under the Federal patent pollcy establlshed
by thls Act.j In carrylng out ltS respon51b111t1es, "FCCSET lS.
authorized to: | __' |
| 1 "(1)"Ac§uire data'and reports'from the.Federal.
agen01es on the lnterpretatlon and lmplementatlon
- of thlS Act and related policies, regulatlons and
Practlces. _  - 3R - |
l‘e“(2) 'Review-on-its own initiative;'or upon'request'
"_by a‘Federal'agency, Federal agency implementation
of the provisions of this Act. H_
_"(3) Analyze on a continuing ba51s data acquired
by the COUNCIL. | . |
'"(4) Con51der problems and developments in the_
| flelds of 1nvent10ns, patents, trademarks, copyrlghts,
rlghts “in technlcal data, and matters connected |
;therew1th_and the impact of_such on Federal Government
fpolioy'or uniform accomodatiOn'orvimplementation by

Federal agencies. ' S ,



"(5) Publlsh annually a report on COUNCIL efforts,

flndlngs and recommendatlons. ‘

It is ant1c1pated that the Commlttee on Government Patent Pollcy'

‘rof the former Federal Counc1l for Sc1ence and Technology (FCST)
w111 be reestabllshed under the authorlty of Tltle IV Sectlon
l‘401 (h) of P L. 94- 282 to operate under the aegls of the FCCSET
The reestabllshed commlttee could be renamed the - Commlttee |
Vzon Intellectual Property to reflect FCCSET s eapanded reSponSw.ﬁ
'1b111t1es to adv1se not only on patent matters affectlng Federal
.programs but on the use,’ ownershlp or llcen51ng of trademarks,
copyrrghts,'rlghtvlnfdata, ete., affeotlng such programs. |
7'Staffing of the'Committee on Intellectuai froperty will be iﬁ 
accordance W1th Tltle v, Sectlon 401 (g) of P.L.. 94 282 | |
The respon51blllt1es of the COUNCIL are not 1ntended to glve-
'to the COUNCIL the role of plannlng, implementing, or modlfylng
'the patent trademark or copyrlght laws of the Unlted States
or other programs within the respectlve jurlSdlCtlon of the

'Patent and Trademark Offlce or the Unlted States Copyrlght Offlce.

Sectlon 202 Board for Intellectual Property

| Sectlon-202-anthorlzes_the Dlrector*of OSTP to establish_or.
'designate a anrd or'Boardsto carry'out the‘responsibilities

h‘provided for under this Aet, as appropriate; Tt is the lntent
of thls section to- prov1de flelelllty to the Dlrector in

‘ ut;llzlng_exlstlng organlzatlons or mechanisms or to create .



| hew organlzetlons or.mechanlsms,“ﬁhlchever appears to be most
h;sultable to carry out the responsmbllltles of the Board(s)
.'.Thls would 1nclude ‘the authorlty to establlsh a board for
1nte11ectua1 property w1th1n OSTP notw1thstand1ng the heretofore

.adv1sory‘nature of OSTP, or to deSLgnate exmstlng_boards-w1th-or “

lwithoﬁt the'standard procedures; hIh eny:eVeht,'any'Boerd or.
:Board(s) establlshed or de51gnated shall consult wrth the Counc1l
hhand other Federal authorltles, such as the Offlce of Federal
_Procurement Pollcy (OFPP) and authorltles desmgnated to ‘issue o
1mplementlng regulatlons. | |

.TITLE_ II'I-—ALLOCA.TiON. OF PROPERTY RIGHTS IN:. INVEN"I“IONS.

~ RESULTING FROM FEDERALLY-SPONSORED RESEARCE
- AND DEVELOPMENT

Chepter 1—~Inventlon of Contractors

 sec. 311 Crlterla for the Allocatlon of Property nghts in
: - Subject Inventlons. _ .

Section'311_provides”for a singie patent‘rights clause‘which
normally is to be used;in_all‘FederallyiSPOnsored research and.
: development.contracts-withhthe exceptioh'of”those.situations set
out in uniform regulations based on'reoommendetions’of the
Council ahd'éromolgated'by'GSA and DOD or those exceptions
_prov1ded in Sectlon 312. (c) GSA ahd'DOﬁ_haﬁefbeen_named
because of thelr present authorlty to issue such regulations,_
It is intended;that_the regulatrons'of'Sectioﬁ.311_may pro#ide
for the ecqﬁisitioh of'rightsfgreeter than the Federai Government*s
mihimum rights of Section 311.(b)(2)-in certain‘classes of contracts

where the Government has greater equities, such as, contrapgts for



~ .the operation of a Governﬁeht;oﬁned facility; Sectlon 312 (.)(2)-
.deflnes llmlted srtuatlons ‘where the regulatlons may permlt
that the Government acqulre 1esser rlghts than those of Sectlon
- 311, (b)(2) It is emphasrzed that the promulgatlon of the '
regulatlons of Section 311 1s meant to assure Federal Government—.

wrde consrstency of actron.

(a) . Reportlng Requlrements and Declaratlon of Intent.

' Subsectlon (a) requlres a report on”any 1nventlon made
_ by.the contractor in performance of a Federallyhsponsored
research and development contract and an electlon on whether
the_contractor will.file patent_applicetions and - seek com-
mercialisation. Subsection (e) further permits”the Federal
-.Government to defer for a reasonable tlme release of 1nforma—

'tlon disclosing a Federally—sponsored 1nventlon to permlt a

patent appllcatlon to be flled. S

“(b) Mlnlmum rlghts to the Federal-Government and ‘the public

Subsectlon (b)(l) establishes the Government s right to
ownershlp to those 1nventlons Whlch the contractor has reported
‘but elects not to-exercrsephls option to file arpatent applloem
‘tion-and'oOmmercialize, subjeot only to_those nonexclnsive_...
‘license rights.normally reteined.by_the.oontractor.. |

Subsection (b)(Z)'establishes the nlnimum rights the

- Government must acqulre in those 1nstances where the contractor.
lelects to flle and commerc1allze. | .
| Subsectlon (b)(2)(A) establlshes the Government s rlght |
to perlodrc reports on the contractor s progress toward com—

' mer01allzat10n of a reported invention. fThese perlodlc reports



__areginfended to proride.the:ihforﬁatioh.necessary.toodetermiheh_
Whetherfa Federal agency:should eXercise”the'right.of;Sube.
.-sectlon (b)(2)(C) on the basis that the: contractor is not taklngr
effectlve steps to commer01allze._f |

' Subsectlon {(b) (2) (B) establlshes the Federal Government s
Lrlght to a nonexclu51ve,'nontransferrable, 1rrevocable pald up
'llcense for the purpose of pract1c1ng the 1nventlon for its own

"*needs. ‘The Agency may also lnclude a prov1sron to acqulre a

d-'llcense for the needs of State, domestlc local or forelgn govern~'

ments if it determlnes-lt to be in the Natlonal interest. The
5phrase "forelgn pollcy con31deratlons is intendedrto permit .
an Agency to acquire a llcense for a lesser developed country -
. to manufacture 1n its own country 1n competltlon with 1mports..
R Subsectlon (b)(2)(C) establlshes a Federal agency s
.right to acqulre from the coqtractor whatever rights lt_deems'
.appropriate; inclading an assignmehtrto the'Government, in order
to'further the commercialization of an invention by parties
"~ other than the contractor when thehAGehcy.determines'that such
action'is hecessary because-the contractor is'not effectively.,
_mov1ng tOWard commerc1allzat10n of the 1nventlon. Since there
- may be a reasonable dlsagreement on whether a contractor is’
'taklng effectlve steps to commerc1allze, the_agency_sudeterf
'mlnatlon has been made appealable to the Board. |
Subsectlon (b)(2)(D) establlshes the Board s rlght to
_,requlre the llcen51ng of a thlrd party after approprlate petition,

notice and,hearlng 1f it deems such action is necessary (i) to‘



: i

PR

alleviate health,'safety”or Welfare needs, or (ii)'tohthe'extent'
' jthat the lnventlon is requlred for publlc use by Federal regulatlc
‘and where the contractor or . hls llcensee 1s not satlsfylng the

"market created by_such-health, safety or welfare_need or such.

regulations. It'was not intended by'this eubSection to provide te

_the Board the authorlty to requlre llcen51ng on the mere ‘basis
_of a predlcted or ex1st1ng marketplace prlce dlfferentlal between

‘the contractor and a prospective llcensee. -However,_thls may be -

considered along with other public'heaith,heafety'or Welfare
needs..h |

Subsectlon (b)(2)(E) establlshes the Board S rlght to

'requlre the 11cen51ng of a thlrd party after approprlate petltlon,
:_notlce and hearlng if it determlnes that the exclus;ve rlghts to

the lnventlon 1n the contractor have “tended substantlally to

lessen competltlon or to result in undue market concentratlon

in any sectlon of the United States in any line of commerce to

which the- technology relates, or. to create or malntaln other

51tuatlons ‘inconsistent w1th the antltrust laws." The quoted

1anguage is derived from the "Federal Nonnuclear Energy Research

and Development Act of 1974" and is dlscussed in the conference

report on S. 1283.
Subsectlon (b)(2)(F) establlshes the Board's rlght

commencing ten years from_the datejof lnventlon or five years

after first public use or sale in the United States, whichever'

occurs-first (excepting that time before Federal regulatory

agencies necessary to obtain premarket clearance), to reguire




'gthe llcenSLng of a thlrd party after approprlate petrtlon,'
.':notlce and hearlng 1f the Board determlnes after review of the X
factors set forth in Sectlon 312 (b) that such 11cen51ng would
_best support the purposes of the Act. _ _ _

The prOV151ons of paragraphs (c), (D)-and (E) of thlS |
h:subsectlon, commonly referred to aS‘“march-ln" rlghts, are intende
to cover s1tuatlons of 1nsufflclent use, rmportant and 1mmlnent_”
'publlc needs, and con51deratlons of ccmpetltlon whlch are
appllcable at any time after title vests_ln the contractor.' The
g.additional "ﬁarchﬁin"'prOVision_of paragraph (F) provides an
'appropriate period of exclusivity to encourage contractor .
”'part1c1patlon and commerc1allzatlon of 1nventlons, because thoseh
critical areas of ‘concern where exclu51v1ty may not be approprlate
- have been covered by the-“march ins" of paragraphs {c), (D) and
‘(E).: At the end of such perlod of exclusrvrty those 1nventlons
which are - of interest to competltors may be llcensable depending
'_upon the balancing of the crlterla set forth in Section 312.(b).

h'The tenmyear period is tolled for the period of time a
.contractor is requlred to be- before a regulatory agency  for
premarket clearance of its 1nvent10n in order to put such
;1nventrons on an equal footrng with 1nventlons Wthh requlre no
such premarket clearance. | h

| Subsectlon (b)(3) requlres that the Board consult w1th
Ithe:Federal agency‘lnvolved before taklng actlon under Sectlon

311. (b) (2) (D), (E) or (F).
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](c)'hConttactor‘s:rights.
.Subsection (c)'establishes.a‘defeasible'title.in the t.
"contractor 1n those 1nventlons ‘on which the contractor fllesf
a Unlted States patent appllcatlon and declares hls intent to

.commerc1allze subject to those rights granted to the Government"

:'ln Subsectlon (b)(2) _ Subsectlon (c) further prov1des that the
-contractor's employee 1nventor may assume the contractor s
rlghts with the perm1551on of the contractor and the sponsorlng'

.: Federal agency.

__Seo. 312 -OthernProvisions,'

~{(a) Extension of Contractor's exclusive commeroial:rights}'

Subsection (a)-permits the‘sponsoring Federal agency
lto extend the normal flve or ten—year perlods of exclus1v1ty
of Subsectlon 311 (b)(2)(F) for good cause follow1ng notice
‘to the publlc and an- opportunlty for flllng written objectlons.f
Although the normal perlods will satlsfactorlly create the_

degree of exclu51v1ty necessary for contractor participation

and invention commercialization, there will be a small number
of situations which'may_require an extension of"the'normal .
petiods; To assure that this anthgtity comes under public:
ascrutinf,'however,'the'agenoy'iS‘tequired'to'provide public

notlce prlor to making any extension.

(b) Board con51deratlons.
Subsectlon (b) suggests to ‘the Board a series of elght
'factors Whlch 1t may cons;der in determlnlng whether and to

what extent tO'exerCLSe 1ts rmght to‘requlre llcenSLng after"
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the normal perlod of market exclu51V1ty has explred. Revien |
of these factors agalnst the marketed 1nventlon are desrgned
‘to aid in more sharply deflnrng the'equltles of the Government,
the publlc and the contractor in such 1nvent10n.“

(e) Alternatlve criteria of the allooatlon of property
. rights in Subject Inventlons.,

-h'Subsectlon_(c)(l) permlts the Head of a Federal agency
to dev1ate on- a case by-case basas from the single patent
rlghts clause in rare situations where exceptlonal c1rcumstances:
exist. Each dev1atlon must be published and reported to the
Councll for revrew to assure judlc1ous use of ‘the authorlty.
This subsectlcn is not 1ntended to authorize repetitive.
case-by-case-deviations on siﬁflar fact sitnations; because
'such deviations are to be handled as class devratlons under
the regulatlons drafted pursuant to Sectlons 311 and 312 (c)(2)

_Subsectlon (c)(Z) prov1des_that the regulatlons_mayle
permit deviations in.two class situations which.are:considered
to pose equity_cohsiderations radically different from_those
that arise:ln the conventional'necotiations for research and
development servrces; These classes cover contracts 1nvolv1ng
h'cosponsored cost sharlng, or jOlnt venture research where the
.contractor is requlred to make a substantlal ‘contribution.
| of funds, fa0111t1es or equlpment, and also spec1a1 contractrng
51tuatlons such as Federal prlce or purohase supports and

Federal loan,or.loan guarantees.
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Subsectlon (c)(3) assures that in no event can the
: antltrust "march—ln" of Section 311. (b)(2)(E) be walved by
elther an Agency_or_eny regulat;ons drafted pursuant tO-thlS

Act.,

-.iChapter 2-~Inventions of Federal Employees.

‘Sec. 321 Reporting of Inventions.

Sectlon 321 requlres that Federal employees report to the
'Federal agency all 1nventlons made while an employee of that
.Agency._ |

 Sec. 322 'Criteria'for'the allbcation of rights to inventions.

Section 322 establlshes the criteria for allocatlon of lnventlon
-rights between the Federal Government agency and its employee—
:1nventor._- - | |

Subseotlon (a) establlshes the rlght of the Federal Government
to obtain the entire right, title and interest in all 1nventlons
_made by a Federal employee "which bear_a.relationship'to'the.
hduties of the employee-inventor,lor are made in consequence of
“his emploYment." | | | N |

Subsectlon (b) establishes the rlght of a Federal employee to
the entlre rlght, title and 1nterest in any 1nventlon made by the
employee 1nventor in any case where the 1nvent10n does not bear
a relatlon to hlS dutles or was not made 1n consequence of hls
'employment, subject to certaln llcense rights in the Federal
Government 1f the lnventlon ‘was made with a contrlbutlon by the

Federal Government.
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Subsectlon (c) establlshes 1n the Federal agency the rlght to_

leave the entlre rlght, tltle and 1nterest in an ‘invention to an’

h_~employee lnventor notwrthstandlng the rlght of the Federal

Government to obtaln such 1nterest under Subsectlon (a), where'
'the Agency determlnes there is an 1nsuff1c1ent interest in the
' 1nvent1on-t0-just1fy seeklng patent protectlon. Notw1thstand1ng
such right inhthe‘Federal agency, it may pnblieh or dedicate
- to-thempublic'suchninvention if‘it-ie determined to be in the
_pnblio:interest. o | | |
| Subsection‘(d) establishes in the federal employee thelright |
to retaln the entire rlght _tltle and lnterest in hlS lnventlon.
'1n any case not falllng w1th1n Subsectlon (a), (b) or (c).

Sec. 323  Application of criteria. -

_ Subsection (a) (1) sets out employee”dttiea:which establish
a'presumption.that an invention_made by.snch emplopee'falls
within the criteria of-Suhsection {a)uof Section 322. 'Thus,

for example, if an employee is a351gned to conduct research

and development work, it lS presumed that any lnventlon he makes .
will'be disposed of under the criteria of Section 322.(a),
reeerving to the Federal Government'the right_to obtain.the
:entire right; title‘and interest'to.snch'inventiOn.

Subsectlon (a)(2), however, establlshes a presumptlon that B
‘Ian invention made by an employee whose dutles fall out51de those
:1lsted in Subsectlon {a) (1) £alls w1th1n the crlterla_of Sub—
Section (b) of Section 322 reserving.to the employee the'entire
_right,'title and interest to such invention sﬁbject to Certain

license rights in the Government.
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‘Subsection”(b) prov1des that elther presumptlon of Subsectlons
(a)(l) and (2) may be rebutted by the facts or olrcumstances

attendant upon the condltlons_under,whlch any'partlcular lnvention}1

. is made.

-Seor 324 Review of Federal'Agenoy determinations.‘_'

Sectlon 324 provldes for review of Federal agency determlnatlons
regarding the respeotlve rlghts of the Federal Government and a
 Pederal employee—lnventor in smtuatlons when the Federal aaency
determines not to acqulre all rlght tltle and 1nterest in an
.1nventlon or where an employee 1nventor when aggrleved by a:
determlnatlon requests review. .

Sec. 325 Rea551gnment of rlghts.

Sectlon 325 establlshes a rlght in the Federal agency to adjust
the rlghts acqulred from a Federal employee 1nventor on the
Cba51s of evidence that the grantlng_of.greater rlghts to the”
Femployee—inventor_is necesSary to correct an inequitable
yallooation of'rights.- |

Sec. 326 Incentive Awards Program.

Subsections {a) and (b) provide.to the,Feaeral.agenoies the

__,right to establieh an incentive awards program which ie intended'n
to monetarlly reward or recognize Federal employee 1nventors,

' stlmulate inventive creativeness, and encourage dlsclosures of

inventions whlch in turn w;ll enhance the p0881blllty of

utlllzatlon through the Federal llcenSlng program established

“under Title IV.

15



'.Subsectioaa4(0)‘and-(d) estatlish.the:aﬁeﬁat'ofdsdehfawarde,-_:

: and the procedures under which they shall be ‘granted. |

Subsectlon (e) provides that a cash award is to be con51dered

L_ln addltlon to the_regular pay of the rec1p1ent. .Further, aeceptaﬁc
'ef the reward Ednsitutes an aéreeﬁent‘that:any use.by:the‘federal'

'd_Government of an 1nvent10n for which the award 1s made does not

' form the ba51s of a further clalm of any nature agalnst the |

Federal Government by the rec1p1ent,,hls helrs, or assigns.

SubSectien (f£) designates the fund. or appropriation from which

o the awards should be made.

Subsectlon (g) makes dlscretlonary the 1mp1ementatlon of the

"awards-program of thls sectlon.

_VSec. 327 Income sharlng from patent llcenaes; |
Section 327 establlshes the rlght ln a Federal agency to
'share with the Federal employee—lnventorfthe 1ncome_rece1ved
rby such Agency from income bearing patehtrliceﬁses for'an

inventionr | | | | |

Sec} 328 Conflict of interest. d |

Section7328 provides'that determinations concerniné.a Federal
_employee ‘s promotlon of his: 1nventlon is subject to the. -
dregulatlons of the C1v11 Serv1ce Comm1551on._ The intent is to
‘ensure that a Federal employee will not be prohlblted from |
promotlng hls own 1nventlon 1f consrstent w1th the Civil Serv1ce

Commission regulatlons governlng-confllct of 1nterests. :

16




TITLE IV--DOMEqTIC AND FOREIGN PROTECTION AND .
- LICENSING OF FEDERALLY-OWNED INVENTIONS

Sec; 401 Authorltles of Federal Agenc1es.-‘

- Section 401 provrdes the authcrltles necessary to effectlvelyl
.radmlnlster the llcen91ng of Federally—owned 1nvent10ns."
Subsectlon_(a) authcrlzes the-Federal agencies to applf.ror,
obtainhand maintain.patents in selected_ccﬁntriee on’inventione
',in which the Federal Governnentfowns'a'riéht; title andhinterest.
Subsection (b) authoriéés'the Agencieezto prcmote the'liceneing'
of 1nvent10ns covered by Federally-owned patents or patent
appllcatlons. |
Subsectlon (c) authorlzes the agenc1es to grant llcenses
_under Federally-cwned patents and patent appllcatlons on appropriate-
terms, 1nclud1ng the rlght in the licensee to sue for lnfrlngement
Subsectlon (d) authorlzes the AgenCles to conduct market surveys,’
hacqulre technical 1nformatlon and demonstrate the practlcablllty |
of a Federally~owned invention for the purpose of determlnlng and
_enhancing-its marketability. | _ | | |
' Subsection (e) provides to the Agencies the right‘to:deferl
release of 1nformatlon dlSClOSlng an 1nvent10n the Federal
_Government owns a rlght title or 1nterest in for a reasonable
tlme untll a patent appllcatlon has been filed.
| Subsectlon (f) authorlzes the Agencies to utlllze.all other
'sultable and necessary steps_to protect and admlnlster rlghts to
.inventions on'behalf of the.Federal Goternment either directly

or through contract.
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_Sﬁbsectiom'fg)3authorizee the Agehofes to transfer oustodj
ahd administration‘of'a.Federaily-owﬁed.inﬁention to the"
fDepartment of - Commerce or other" Federal agency for the purpose
of admlnlsterlng the authorltles set foxrth in Subsectlons'(a)
throuqh (d) w1thout regard to the pr0perty transfer procedures.

requlred by the Federal Property and Admlnlstratlve Serv1ces

" Act of 1949.

Subsectlon (h) authorlzes the Agenc1es to desrgnate the'
Department of Commerce as the recrplent of funds received from
fees, royaltles or other management of Federally-owned 1nventlons.

Sec. 402 Authorities of the Department of Commerce in
cooperation with other Federal Agencies.

Section 402 provides the authorities neceesary'to-effectively
‘;admlnrster the llcen51ng of Federally—owned lnventlons by the
Department of Commerce elther in cooperatlon w1th other Federal
agenc1es or solely based on a transfer of-admlnlstratlon of a
-Federally—owned lnventlon to the Department of Commerce."
Subsectlon-(a} authorlzes the Department of Commerce to
coordinate a program for assrstlng all Federal agencres 1n.carryihg_
out the authorities prov1ded by Section 401. |
Subsectlon (b) authorlzes the Department of Commerce to publlsh
.notlces of all Federally—owned 1nventlons_ava11able for llcen31ngf
.Subsection té) aﬁthorizes'the:Department of Commerce.to'evaluate
inventions referred to it b§ Federal agencies in order to idehtify'

those inventions with the greatest commercial potential. .
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Subsectlon (d) authorlzes the Department of Commerce, Wlth
;the ‘concurrence of the Agency 1nvolved to a551st the Federal
 agenc1es in seeklng and malntalnlng protectlon on 1nvent10ns o
“inany country,_lncludlng ‘the payment of fees and costs connected
'rtherewith | ) )
Subsectron (e) authorlzes the Department of Commerce +o accept

custody and admlnlstratlon of Federallymowned 1nventlons from

- other Federal agencles w1thout regard to the property transfer

:procedures of the Federal Property and Admlnlstratlve Serv1ces

. Act of 1949. | | |

~ Subsection . (f)Wanthorizes"the Department of CommerCe to-receive
-funds from fees, royaltles or other management of Federally—owned
"1nventlons authorlzed by thls Act provrded such funds w1ll be |

f_[used only. for the purposes. Spec1f1ed by this Act. |

‘. Subsectlon (g) authorlzes “the Department of Commerce to under—'

_take all of the above functlons elther dlrectly or through contract

tSec. 403 - Authorltles of the General Services Admlnlstratlon.

‘Section 403 authorizes the Administrator of General Services to
promulgate regulatlons Spec1fy1ng the terms and condltlons under
'whlch Federally-owned 1nvent10ns may be 11censed.

'Sec. 404 Grants of an exclusrve or partlally exclusrve 1lcense.

Sectlon 404 sets out the terms and condltlons under whlch a
'CFederal agency may grant an exclusrve or partlally exclu51ve
.dllcenee. |

SubSection (a) provides that'an exclusiye or partialiy enclueive _
liCense.underia domestic patent or patent application'shali be ' |

t
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-:granted‘only afterﬁnotice and an opportunity-to object has been
afforded to the public,: and a determlnatlon that such llcen51ng
_13 a necessary lncentlve to call forth the 1nvestment of rlsk

.capltal to brlng the invention to practlcal appllcatlon, and

that the terms and scope of exclus1v1ty are not greater than
reasonably necessary to prov1de such lncentlve. However, no

such llcense should be granted 1n the event an Agency determlnes

'g_that the llcense will " "tend substantlally to lessen competltlon

“or result in undue concentration in any.sectlon of_the country

in-any-line of commerce to which the technology to be licensed

- . relates, or to create or maintain other sitvations inconsistent

with theantitrust laws.“ The quoted language is derlved from

"The Federal Nonnuclear. Energy Research and DeveloPment Act of

1974“_and is dlscussed in the conference report on S. 1283.
Subsectlon (b) provides to the Federal agen01es the authorlty

to grant an exclusrve or partlally exclusrve llcense ‘under any

forergn patent or patent appllcatlon=after not;ce to the public

and opportunity for objection and a determination that‘such

'-1icensing will enhance the interest of the Federal Government

or United States industry in foreign commerce. However, such
license shall not be granted in the event an Agency determines

that the license will "tend to substantially lessen competition'

- or result in undue concentration in any ‘section of the country

in any line of commerce in Wthh the technology to be

llcensed relates,'or to create or malntaln other 51tuatlons

.1ncon51stent Wlth the antltrust laws. f: o E L .
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 .SuEsec£i6h (c) requlres that “the Federal agenc1es malntaﬂn a
'record of determlnatlons to grant exclu51ve or partlally exclu51ve
llcenses- e | | |
Subsecﬁibn.(di fequiies that £he”grant of anle2¢lusivé of'
partlally exclusmve license contaln at least (l) a requlrement
for;perlodlc-reports on comme:cmal_utlllgatlon, (2y the standard
_'paia-up iicenée'to the‘Federal Governmeht;'(3) the r;ght ;n the
'Fédefal'ééency to'tefminate such iiceﬁse if the licensée is ﬁot
'taklng effective steps towards utlllzatlon o€ the 11censed
1nventlon, and {(4) the right of the Federal ~agency after petltlon,.’
‘notice to the.publlc, and hearlng three years after the grant‘.
of the 1icénse, to termiﬁate.or.mddify.such'liéense on‘a
. determiha£ioh that such license "has tendedlsubétantiallf to
leéséﬁ.éompetitiOn of reéult'in undue COnéentration in.any seétion'
of the country in any:line of cqmmerée‘tofwhich_the technoloéy

licensed relates, or to create or maintain other situations

' inconsistent with the antitrust laws."

"TITLE V--MISCELLANEQUS

'Chapter 1--Other Related Provisions

 Sec. 511 Definitions.

Section 511 sets out the deflnltlons, for the purpose of this
Act,_for the terms, “Federal agency, " “Federal employee,l "contract
'_‘”contractor," "invenﬁion," "subject invehtion,"_fpractical
1

 application," "person,”" "made," and antitruét-law;"
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Sec._512 Relatlonshlo to Antitrust Laws._
Sect;on 512 is. 1ntended to remove any 1mpllcatlon that the
Act prov1des 1mmun1ty from the antrtrust laws.

Chapter 2——Amendment to Other Acts

Sec; 521 Identlfled Acts amended

Section- 521 1s 1ntended to amend or repeal parts of other acts
coverlng 51mllar subject matter.' ' | |
‘Acts whlch have been identified as coverihg similar subject'
. matter.areﬁ. | | o

"The Agrlcultural Research and Marketlng Act of
August 14, 1946". '

"The Federal Coal Mine Health and Safety Act of 1969“
'tfhe National Traffic and Motor Vehicle Act of 1966".
.ffThe Natiohal'Science:Fouhdatioh_Act of 1950".

"The Atoﬁic Energp.hct.of'i954“;

"The National AerOnaotics and Space Act of 19585.

"The Coal Research and.Development Act of 19605.

"The Heliuﬁ Act Aﬁendments of 1960".

"The Saline'Water Conversion Act -of 1961"

~ "The Arms Control and Disarmament Act of 1961".

"The Water Resources Act of 1964".

"The Appalachlan Reglonal Development Act of 1965"

“The Solid Waste Disposal Act". |
"Title.38' U.s.C. 216". |

."The Federal Nonnuclear Energy Research and Development

Act of 1974"
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'ChaPtér-3-*Effective Date Provision

Sec.t53l -Effectlve date of Act.i

Section 531 prov1des that this Act shall take effect on the

first day-of the seventh month beglnnlng after the date of

enactment of thls Act, except that regulatlons 1mplement1ng thls_

c'.Act may be 1ssued prlor to such day.,
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