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premature to provide in detail its conclusions." We believe, however~

as amended. In view of the fact that this report is not colmp'.1.e't:e
,',.;,'.'-;;:;.;' ;./,.;,l<C;,;'.;··'.):., ,

this Department's position on government patent policy and on the same

policies affecting this Department's energy programs as required

paring its final report to the President and Congress on the ,patent ,.

;"':'~" .,,:-,(, -/~-,': ~ , " :, :':'
comments on the decisionpap'er' and on this Department' sposi.tion

Science and Technology Policy, which discussed in considerabie detail
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issues raised by the draft decision paper. A copy of this letter to Dr.

Dear Mr. Martin:

As set forth in the Dr; Press letter, this Department is presently pre-

This is in response to the LegJ.slB.tive'Referr.ilMemorandum

February 22, 1978, on,the s~bject of

Patent Policy. The"~~~6randum requested

-Section 9(n) of Publie Law 93-577. Those policies consist of

,PresS is ,enclosed to explain mor~' fully: our position stated. herein..
, . " ..

. ''<:-.'-':',

policy alternativ~sset:forthin the paper. This request coincides with

,the preparation of aletter for Dr. Frank Press ,D:lrect&r, Office of '

, of Public Law 93-577 and Section 152 of 'the AtomiC Energy Act
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allow DOE tofunction'~nder
of view this
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encompass, less flexible patent policies

Accordingly, from the point

is stated broadly enOUgh
i
>'

Option

the DOE'research, development and demonstration programs.

As more fully explained in the enclosed' letter to Dr.'Press,

','

policy is probably too administratively burdensome to apply
, .

approximately 30,000 grants and contracts awarded each yearby

which could be a substantial impediment to the successful completion of

policy is viewed from a government-wide point of view," the DOE j,,':t••rill:>'

language and each could encompass many formulations or implementations.

its present legislative guidelines.

by Congress.

alone, Option III would be acceptable and

It is otherwise difficult to address the simpl~selection of the

as stated in the draft decision paper because they are stated u{broad

the report will without question indicate that the DOE legislative

patent policies are technically sufficient and ~p~fd~fiif~lyflexibie
, .' . . .".' '.'~' . :,- ""';';"'::';'O;··,ii;.:···'" ",',' ,

Mr. Bernard H. Martin
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Science and Technology. ' 7he result of this effort was the 1963 Memorandum'
. . ~.

and Statement on Goyernment Patent Policy issued by President Kennedy.

politically ,acceptable compromise position which the alleged nndon

under Dr. ,'Jerome Wiesner. then Special Assistant to the President ,for

it must be recognized that it has been attempted several times before~

(FCST). This group was the FCST Committee on Government Patent Policy.

and the result of that study was the reissuanceof the'Hemorandum

Statement on Government Patent Policy in 1971 bypr~sidentNi:xon~,

admits does not now exist. DOE is not agai~st such an effort although

",

same Committee studied the same issue again. which

We do not view Option IV as a legitimate patent policy alternative~",

,This type of review group was first formed,in the 1962-1963 time frame

, Another group wasesb'blished by Dr. Donald :Ii. Horning in 1965 in his' ":

most. Option IV is a suggestion that we keep the status quo

while th~ Executiv~ Branch of the Government attempts to Aom.1

for a government-~ide policy.

"capacity as Chairman 'of the Federal Council on'Scienceand Technology

Mr. Bernard H. Martin

Department could not' endorse Option II fo~.' application to all government, .....

agencies" and ,~ p~~l::;ence ~us~~::~i~~':~~~~~ ~~th~r Options I or Ill""" '

~ederal Government. and to the 8.000 or more invention disclosures

'reported annually under these grants and contracts. 'Accordingly~ this,
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Eric J.Fygi
Acting General Counsel

Sincerely,
.' ..

Enclosures:
As stated

comments on the draft decision paper are attached.

believed to be acceptableona governm~nt-widebasis. More detailed
• .. i - ~

Option IV is,also,~~t

a proposal to d~r~~e'income from inve~t:i~ns~~nerat~~:f~omgovernment

policy a1te~ad.ve:.~>'::.;'

-,;.:_:_;.;!:i):.":·:':~·
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'p,at,ent policy alternative. It is

III, or Option II 'based on DOE legis1aFion. Option II, however, is not
..-

separate policy issue from that of, t,he' kllocation 'of patent rights. The- ,- .
,1- ..

issues of the appropriate allocationo~ rights are complex ~nough

true policy alternatives. For itself, !DOE would find acceptable Option

In summary, this Department does not'bJ1ieve that Options IV and V are

, ,

without intertwining them with the issries of government recoupment.

view Option IV to be a suggestion that a~other try be made to develop

another solution. 'This Department would' support and participate in such
, , , ,.,., -.'-""":: ::-:-',. ',-'

::i:·:':! , ,':',-:·"i·-:-':''---', "'~'- ':::.' .",':
an effort, but it should not be r~ferred to '~s a p~esent1y existing

.. _Co.,', :'" - _r' ,,_." ...... -~ .. " .. .F ..

for royalties. Recoupment or cost-sharing from patent rights is a

Department of 'Commerce proposed bill in 1976, and which later served as

a basis for Congressman. Thornton's Bill, H.R. 6249. According1y,we

• >•

• Bernard H.Martin

'1'''-
support. As applied to Option I, it takes the form

.. with 'the 'contractor who keeps title to' inventions' •
.~ -' ,. ::,',~-,- .. :, ~:,- -.." '-. .

.. 'C .... -•. _"'"

equally applicable to Option II by licensing government-owned pa,temt:s

.'


