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~ IN THE SENATE OF THE UNITED STATES |

'Doie, for himself and Mr. Bayh

CABILL

To amend Tltle 35 of the Unlted States Code to establlsh a.unlform

Federal patent procedure for small bu51nesses and nonproflt organlzatlons,

to create a con51stent pollcy and procedure concernlng patentablllty of
‘ (ln.sert Htleofbﬂlbem 4 .

1nventlons made w1th federal 3551stance and fOI other related purposes.

_ Be il emwted by the Smte cmd House of Representatwes of t}w Umted States of
Amerwa in Ccmgress assembled That thlS Act may be c1ted as the ”Small Busine:

"‘J:.'

NOnproflt Organrzatlon Patent Procedures Act '

Sec z Amendment of Tltle 35 Unlted States Code, Patents Tltle
[

:":35 of the Unlted States Code 1s amended by addlng after Chapter 17_ a.IKﬂﬂ':'-:

';;fi;chapter as fOllDWS“

. 204.°:  Return of Government Investment A
205, Preference for United States Industry '

- 207. - Background Rights.

 Sec.:

?'13201._”: Definitions. - .
o202 Disposition of nghts.

211, Regulations Governing Federal Licensing and Small- Bu51ness Prezerenc

200. .Polrcy and Objectlve
203."  March-in Rights.

206.  Confidentiality.

208. Relationship to Antlrtrust Laws

209. . Uniform Clauses! : ‘
210. = Foreign Patent Protectlon and Federally Owned Patents'

212.- - Coordination of Federal Licensing Practices. ™ «
Restrictions on Exc1u51Ve and Partlally Exc1u51ve Llcenses of }%adef‘

213,

- Owned Patents. .
214, - Precedence of Chapter. - . - T o
215, Effectlve Date. _ R e R
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admlnlsterlng p011c1es in thlS area.

Section 200. Policy'and Objective.' It is the policy and objective of

the Congress to use the patent System to promote the utilization of inventions
arlslng from Federally- supported research or development by nonprofit organi-
zations and small business flrms to encourage ‘maximm part1crpat10n of small
business firms in Federally-supported research and development efforts; to
promote.collaboration Between commercial concerns and nonprofit organizations,
including unitersities; to ensure that'inventions made by nonprofit organdzations
and small business firms are uSed-in a manner to promote free competition
and enterprlse to promote the connerc1allzat10n and public avallablllty of
lDVEﬂthHS made 1n the Unlted States by Unlted States 1ndustry and labor; to
ensure that the Government obtalns suff1c1ent rlghts in Federally-supported
1nvent10ns to meet the needs of the Government and protect the public agalnst

nonuse or umreasonable use of 1nvent10ns; and to minimize the costs of -

-Sectlon 201 Deflnltlons.' As used in thls Chapter——"
(a) The term.“Federal agency“ means any "executlve agency" :

"-}as defined 1n 5 USC’105 and the mllltary department as defined by_

‘_ 5 USC 102

(b) The term "fundlng agreemen ﬁ means any contract, grant or

'_cooperatlve agreement entered 1nto between any Federal agency and anyfdh{}}«

fperson for the perfornence of experlmental develoPmental or research_pd‘:

“;jwork funded in whole or 1n part by the Federal Government such tenn;'

1nc1udes any'a551gnment sUbstltutlon of partles or subcontract ofj* T

any type entered 1nt0 for the performance of experlmental developmantal,je‘_

'”for research work underJa fundlng agreement as hereln deflned

‘The‘term subJect 1nventor" means any person that 15

”party to fundrng agreemen

(d) The term "subject 1nvent10n" means:any 1nvent10n of'the

hhxsubject 1nventor concelved or flrst actually reduced to _practic 1n7”:j

K T - . . .o .




' - (e) The term "practical application' means to manufacture in

the case of a composition 5taﬁt0ductfﬁto'practice in the case of a
'Zprocess or method or to operate in the case of a machlne or Ssystem;
and, in each case, under such condltlons as to establish that the
invention 15 being utlllzed and that its beneflts are to the extent
permitted by lam or govermment regulations available.to the public oh
reasonable terms from the subject inventor or‘liceneee or aesignee of
the subject 1nventor : | | | | ”
| (f) The term "made” when used in relatlon to any invention means’
the concept1on or flrst actual reductlon to practlce of such invention.
(g] The term "Small bu51ness flrm" means a small bu51ness concernhtf
~as defined at sectlon 2 of Public Law 85- 536 (15 USC 632) and 1mp1e—3'
mentlng regulatlons of the Admlnlstrator of the Small Bu51ness Admlnis—
o .tratlon_ . . ' | o ' BN
(h). The term "nonprofit organlzatlon" meanS‘unlversatles and
f:;cother 1nst1tut10ns of hlgher educatlon and organlzatlons of the type;a
Ldescrlbed 1n sectlon 501 (CJ(SJ of the Internal Revenue Code of 1954»}'

“f_(26 U’S C SDl(c)) and exempt from taxatlon under sectlon 501 (a) of;_d='"

";the Internal Revenue Code (26 USC 501(a))

id Sectlon 202 D15p051t10n of nghts_:?;
. (3) EBCh DQHPTOflt organlzatlon.or small bu51nese firm may, s
lrWlthln a Ieasonable tlme, elect to retaln tltle to any subJect 1nvent10n;.”';
.drprov1ded however that each Federal agency may promulgate regulatloner'rl

‘ffotherw1se (1) when the SUbJECt 1nvent10n 1is made under a contract for';{j'

"”vrithe operatlon of a Government owned research or productlon fac111ty,§f ;g}f :

Ithls Chapter._ﬂ




(b) The'Subject inventor shall disclose to eech Federal agency:
' Wh1Ch is a party to a fundlng agreement under Whlch the SubJeCt 1nvent10n
was made within a reasonable tlme after the maklng of a subject 1nvent1on,
ard in any event at least 6 months before publlC dlsclosure thereof
the subject matter of the subject 1nventlon and whether the subject
inventor intends to retein-title to the subject invention or.to re-
linquieh title to the.Government. The subject inventor shall file
United States pétent applications where appropriate within a reasoneble
.,time from.mahing'snch:diScloeure'and not later than Six months efter
3'f111ng such Unlted States appllcatlons shall inform the Federal agency
as to the fOrelgn countrles in Wthh the subgect 1nventor intends to -
file patent appllcatlons.- | o | . : |
{c) Each fundlng agreement w1th a small bu51ness flrm orrnon— Ph
"proflt organlzatlon shall contaln approprlate prov151ons to effectuatei
'the follow1ng _* | ‘:' ' ‘ff' L PR |
(l) The rlght of the Federal Government upon request to .
“E:recelve tltle to any subJect 1nvent10n not reported to the -_/-i*? -

h_Federal agency w1th1n such tlmes as are prescrlbed in Sectlon 4(b§

~77+fhereof and 1n the regulatlons promulgated hereunder.‘;_:f;‘ﬂ‘

(2) The r1ght of the Federal Government npon request -to
1'5:rece1ve tltle to any subject 1nvent10ns 1n the Unlted States or
';fother countrles 1n whlch the subJect 1nventor has not flled

'patent appllcatlons on a subjecf 1nvent10n w1th1n such times as

':y-are prescrlbed in Sectlon 4 (b) and in the regulatlons promulgatedh -

ﬂhereunder, *;v ’

(3) The rlght of the Federal Government upon,request to
; y l

“;recelve tltle to any subject 1nventlon in whlch the subJect

|
3
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R and that the Govemment has certaln rlghts :m the 1nvent10n

practiced for or on behalf of the United States any subject invention

throughout the wotld,_ and may, if pnﬁvided in the fimding agreement,

“have additional rights to sublicense :'):a.ny""foreign govermment pursuant to

foreign policy considerations or any existing or future treaty or agree-

ment.

(5) The right of the Federal agency to require periodic reporting

‘on the utilization or efforts at obtaining utilization that are beingé'

made by the subject 1nvent0r or hls llc:ensees or a551gnees pr0v1ded that

: any such mfonnatlon may be treated by the Federal agency as comemlel :

and flIlBIlClal mformatlon obtalned from a person and pr1v11eged and _

confldentlal and not subject to dlsclosure under the Freedom of Informatlon

| Act'.‘ ' _

: (6) An obllgatlon on the part of the sub_']ect :mventor 1n the
event a United States patent appllcatlon 1s f:Lled by or on its behalf
. oT by any a551gnee of the subject mventor, to mclude wlthln the ,-i

: -_spec1f1cat10n of such appllcatlon and any patent 1ssu1ng thereon, a.

_ staten‘ent spec:lfylng that the mventlon was made Wlth Govermnent suppo;_-t

(7) n the case Of a nonproflt orgmuzatlon -_ (a) a pmhlbltlon

B ‘upon the a551gnment of rlghts to a sub_-;ect 1mrent10n 1n the Unlted States

| wlthout the approval of the Federal agem:y, except where such 3551gm1ent

is made to an organlzatlon hav:mg prlor approval O:E the Federal agency . S

'whlch has as one of 1ts prlmary functlons the management of 1nvent10ns o

..'_and Whld’l is not 1tsel£ engaged in the manufactuxe or sale of product:

; '_ or pmcesses that mlght utlllze the 1nvent10n r be 1n competltmn mth :

o anbodments of the_lnventlon and promded that ‘such as_51gnment is made




of five years from flI‘St conmerc1a1 sale or use of the mVentlon. or

eight years from the date of the exclusive llcense exceptlng that

“time before regulatory agenc1es necessary to obtaln premarket

S

{
clearance unless on a case- bymcase basis, the Federal agency approves

a longer exclusnre 11cense Exclusive field of use licenses may be
. %
-granted and commen:lal sale or use in one field of use shall not be

deemed to end the excluslve perrod as to unrelated flelds of us-e.

i
'(c) a requlrement that the balance of any royalties or income earned
L

by the subject inventor mth respect to subject mventlons aft!er

payment of expenses (mcludmg any pa)nnents to 1nventors) 1nc1d£3nta1

f
to the admlmstratlon of subject mventlons be utlllzed for the

' support of sc1ent1f1c research or educatlon _ %
(8) If a subJect 1nventor does not elect to Tetain tltie f;o
B a subject 1nvent10n in cases subject to thls Chapter the Fede
S agency may con51der and grant requests :Eor retentlon of rlghts T_an
'tf}. ‘the 1nventor subject to the prov151on5 of th.lS Ac:t and regulatlons

e E L 'promulgated hereunder. _

i
(9) In any case when a Federal employee is a co mventor o%

e arry subject 1nvent10n under thlS Chapter the Federal agenc),r g
. employ:mg such co 1nventor 15 'author:l.zed to transfer or 3551gn T
. -‘whatever rlghts 1t may va'LlI.I‘E 1n the ‘SUbJ ect 1nvent10n from its

2
|
o employee to a subJect :mventor electlng to acqulre rlghts heremjier

HI‘I\SLﬁJECt to the COIIdlthI'lS set forth”m thlS Cnapter.

G
b

a

e et : SR
1

Sectlon 203 o 1‘&1rch in nglts Wlth respect to any sub_'}ect m\rentlon

n
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appllcant or applic':ants upon terms that are resonable under the circumst

and if the contractor, assignee or: excluswe licensee refuses such request

%

énces

H

L to
grant such a 11cense 1tself 1f the Federal agency determines elther -- t

2
(a) - That such action is necessary because the sub;;ect mventér

or assignee has not taken, or is not expecteﬁ to ta}ce wlthln a Teason-

|
able tine, effectlve steps to achleve practlcal appllcatlon of the |

_ smﬂ:sject invention in such field of use; or _ a
(b) 'Ihat such actlon 1s necessary to alleviate health or |

1

safety needs Wthh are not reasonably satlsfled by the subject invent

er,
" assignee, or thelr 11censees or

(c) 'Ihat such actlon is necessary to meet reqmrements for pub

I%LC -
use . spec:1f1ed by Federal regulatlons and such requ:.rements are not - '

‘ g
e
reasonably satlsfled by the contractor 3551g:1ee or 11censees. \

" Section 204. Return of Govemment Investment

(a} If a nonpmflt argamzatmn or small busmess flrm rece:wes

$250 DDO in after tax pmflts from the 11cen5mg of any SUbject lﬂVEntion,"" .

E
1n a permd of ten years followmg repoxtmg of the mventlon the Umted

States shall be entltled to a share to be negotlated of up to 509 ° f B

all net :mcome durmg 5a1d permd from 11cens:mg recelved by the con-

=

{

i

i

b
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. the contract under whlch ‘the mventlon was rnade which was expended on
activities related to the makmg of the invention less any arromtc._
recelved by the Goverrment in accordanc:e w1th paragraph (a) of this

~ section 7. N _

(@ The Directot of the Office of Federal Procurement Policfy is

authotized and directed to revise the figures of $250 000 and .$2 0:00 000

in paragra}h s (a) and (b) of th15 section at least every three years in
11ght of (:ha:nges to the consumer prlce index or other indices whlc‘h he

| '-.-.-consmers reasonable to use. | - |

: Section 205 " Preference :Eor Unlted States Industry

(a) ]\btmthstandlng any other pmv151on o:E th_'l.S Chapter nc: Small '
: busmess Elrm or nonproflt organlzatlon which receives title to a.ny
| subJect 1nvent10n and no person whlch receives an 3551gnment of ﬂr:ie B
'. .subJect 1nvent10n shall assign the nght to practlce such mventmn m
the Unlted States or g-rant an exclusive 11cense to practlce “the nwentioa
in the Unlted States to any fDI‘Elgn corporatlon or any other orgamzatlon_ '
‘"_i‘-substantlally owned or controlled by fore1gn 1nterests However fiin'_ S

mdludual ceu%es, thls I'eStI‘lcthIl may be walved by the Pederal agency.:i.' g

."";;'_'.under whose ﬁmdmg agreement the 1nvent10n was made AR

(b) Nomthstandlng any other prov151on of thls Chapter Ilf) small

_'busmess f:LIm or nonproflt organlzatlon whlch recelves tltle to al subjectk_‘_i‘_'l-.

' mventlon and no person whlch rece:wes an. 3551gmrent of the SUbJEx.t m—
'."ventlon from them shall assa.gn the ‘rlght to practlce the 1nvent10'1 out_— '

o 51de the Unlted States or grant an exclus1ve llcense to practlce it:‘he":‘ e

nterf_asts

estic,' ‘
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E A
' i
appllcatlon may be treated by the Federal agen.cy as records exempt from dlsclo-

sure pursuant to 5 USC 552 (b) (4)] (11) a descrlptlon of the 1nvent10n hd.s
been published elsewhere by the mrentor, (111) the subject 1n'uentor has noit
E elected to retain title and/or a subject 1nventor or inventor has not requeisted
the retention of title or other commercial rights, or (iv) the eubject 1nver?tor
_has mot elected to retaih title and/or the Federal .adgency has den'ted the reduest
of ﬂle subject 1nventor or mventor 1o retain title or other comnercial rlgh?ts

Sectlon 207. Backgmmd nghts Nothlng in ﬂllS (hapter shall be deémed

to preclude a Federal agency from obta.uung rlghts in any background 1mrent1c?n of

i

asubject mventor or other contractor. SR R §
R : _ i

Sectlon 208 Relatlonshlp to Antl tnx;t Laws. Nothmg in thls Cheptdr

)
shall be deemed to convey to any person nmmty from c1v11 or criminal llablllty,

or to create any defenses to actlons under any antitrust 1aw.

Sec:tlon 209 Un_tform (Lauses. " The Offlce of Federal Procurement Polldgr,

after recelv:mg reconmendatmns of the Off:.ce of Smence and Teclmelogy Pol:ut:yti

: E
: may issue regulatlons whlch my be made appllcable to Federal agenc1es establlsh—' '

J_ng standard funchng agreement pmm1ons reqmred under t}us Chapter. Nl ._5. R

: Sectlon 210. Forelg:n Patent Protec:tlon and Federally Owned Patents

(1) apply for, obtam, and malntaln patents or other forne of

protectlon in the Umted States and in forelgn oun.trles on :mventlons

| '_'—whlch the Federal Govermnent owns a rlght tltle ;‘or mterest

1
.
e

”J

(2) promete the 11cens;mg of mventlons covered by federally

o o S ‘.\-.,.,.

B owned patent app] 1cat10ns s patents s or other forms o:E protectlon obtalnedg
e : v . S é SR
TR w:Lth the obgectrue of max:mzmg utlllzatlon by the pu’nllc of the 1nventie = O

' : Covered thereby 5




A

(4)

the potentlal of 1nvent10ns for domestlc: and forelgn 11cen51ng and

~ forms of u'tlllzatlon,- acqulre techmcal 1nformt10n, and engage in
negotiations and other ecti\_rities for promotlng the licensing and‘
the purpose of enhancmg their mérkef:ability and public wtilizatio
(5) withhold publication or release to the public informati

disclosing amy invention in which the Federal Govermment owns or m

OWN a r.ight; title, or interest for a reasonable time in order for

patent application to be filed
(6) undertake all other smtable and necessary steps to pro
| and admnuster nghts to lIlVBIlth]’lS on behalf of the Federal Cover:
elther directly or thmugh contract;
(7) transfer custody and administration, in whole or in par

the Departrhent of Comerce or to another Federal agency, of the ri

make maﬂ(et surveys and other 1rrvest1gat10ns for détermning

oth er

tect

mment

t, to

title, or interest in any invention for the purpose of carrying out the

provisions of paragraphs (1) thro'ugh (4), without regard to the T

visions oi the Federal Property and Admlnlstratlve Services Act of

= 1949 (4]& u.s .C. 471), and o ‘
o (8) de31gnate the I}epartment of Gon:merce as rec1p1ent of an

| all fxmds recelved fmm fees, royaltles or other managenent of fe
owned inventions au’chorlzed mlder th:Ls Ac:t |

Regﬁlatmns Govemmg Federal Llcensmg and Sknall Bu

o-.

y Or

derally

S ITIess

Secuon Z211.
Preference ’I‘he Ad:numstrator of General Semces 1s authorlzed tb

promulgate regulatlons spec1fy1ng ’che teIms and condltlons upon whlch any

owned invention rray be 11censed on a ncmexcluswe > partlally exc1u51ve, c

exc:luswe ba51s. Flrst prefererx:e in 11cens:mg federally owned J_IW'ERtJ.OI'

1 ] i

-

'go to smll bus:mess flrms

Sectlon 2{2 (bordmatlon of Federal L1censmg PI‘&CT.ICGS.;

Secretary of Comerce 15 authorlzed 1n coopemtlon w1th other Federal age

& Zad

carr)mlg out the authorlty set forth in sectlon 401" '

e e

(2) publlsh netlflcatlon of all federally owned mventlons

- -2 P Lo T e Fas Ol B RSO
e ..., [ _--,_,_,.,.- ,.‘ - -x "<""'.'i- i g o=

“are avallable for 11ce1151ng,.

Y

SoLA10-

fedei‘ally
r e

sshﬂlv

'Ihe

nci'es; to-=-

(1) coorchnate a prog-ram for 35515tmg all Federa.l agenmes in

‘-that




%) ‘evaluate inventions referred by'.Federal agencies, and patent
applications filed thereon, in erder to identify those inventions w1th |
the greatest. commercial potentlal and to insure promotion and utilizaiion_
by the public of inventions s identified; | -

(4) assist the Federal agencies in seeking aﬁd maintaining

protection on inventions in the United States and in foreign countrie

[%4)
-

mcludlng the payment of fees and costs connected therewith;

(5) accept custody and admlnlstratlon in whole or in part, of
" the - rlght, title, and interest in any imvention for the purposes set |
forth_ in parag%a;ms (1) through (4) of section 210, with the approval of
the .Federal agency concemed and without regard .to the proﬁsions of
‘the Federal Property and Adminiétrative Service Act of 1949 (40 U,S.C,
47); R |
| B (6) .receive‘ﬁmds fm'm'.fee.sr royélties '. or ofher management of
federally owned mventlons authorlzed under this Chapter but such funds
shall be used only for the purposes of this Chapter; and

- (7 undertake such other functlons dlrectly or through sud1
contracts as are necessary and approprlate to accompllsh the pmposes i_of
thls t1t1e. o

Sectlon 213. Restnctmns on Exclusive and Partlally ‘Exclusive Llc:enses

of Federally Owned Patents. - (2) (1) Each Federal agency may grant ex-
clusive or partlally exclusive 11censes in any mventlon covered by a
federally owned domestic patent or patent 3ppllcat10n only 1f arter |
public notice and opportm1ty for flllng wrltten objectlons 1t 1s e
determ_med that—- SRR _ _ ‘. |
'\"_: (A) t‘ne mterests of the Federal Govemnent and the publlcj"

will best be served by the pmposed 11cense in v1€w of the o

appllcant s mtentlons plans and ablllty to brlng the mventloﬁ _.

to pracucal appllc:atlon or otherw:Lse pramote the 1nvent10n s

utlllzauon by the publlc




(B) the desired practical application has not been g'c]"tteve_d,' L

‘or is mot likely expeditiously to be achieved',. under any nonacc;lusive |
. 1icense which has been 'granted,- or'which may be granted, on the} |
invention; | | | o
| () exclusive _or partially exclusive licensing is a reasonable :
and necessary incentive to call forth the inveshne_nt of risk
capital and expenditures to bring the invention to practical_
: . . application or otherwise promote _the ijivention’s.utilizati.on by

- the public; and _ |

(D) 'the__proposed._tem.s and scope of exclusivity are not

greater than reasonab_ly necessary to provide _the incentive for|

" bringing the invention to practit:al application or otherwise

promote the invention' s utlhzatlon by the prtbllc.

k]
i

(2) A Federal agency shall not gra:nt such excluslve or partlaLlf

excltslve license wnder paragra}h (1) of this subsection 1f it detenﬁines '

:lor result 1n lmdue concentratlon in any sectlon of the oountry in am'
R line of corrmerce to whlch the tedmology to be llcensed relates, or to
create or ‘maintain other 51tuatlons 1ncon51stent w1th the antltrust l_aws._
(b) After con51derat10n of whether the mterests of the -:
" Federal Government or Unlted States mdustry 1n fore:Lgn commer'ce |
will be enhanced any Federal agency may grant exclusnze or |
partlally exclusive licenses in any mventlon covered by a foreign

‘patent appllcatlon or patent after pubhc notlce and 0pportunity

: '-"grant such excluswe or partlal,ly excluslve llcense 1f 11: detemineS"

that the grant of such 11cense w111 tend substantlally to lesst__en

competltlon or result in undue concentratlon in any’ sectlon of the - e

’ 11cen5ed ‘relates, or to create oT malntaln other 51tuat10ns in

~ consistent with the antltrust laws._ . e o : R

. that the grant of suc.h 11cense will tend substa.ntlally to lessen cortroetition' o

'for fﬂmg wrltten objectlons except that a Federal agency shall :nOt&'-:' .

countIy in any llne of commerce to whlch the technology to be AR



(c) 'I'he Pederal agem:y shall maintain a record of deteﬂnm;at.iens"" R
 to grant exclusive or- partlally exc1u51ve llcenses '
| (d) Any grant of an exc1u51ve or part_lally exclusive 11cense
" shel}. contain such terms and oondltlon.s as’ the Federal agency |
- determines appropriate for _the protectlon of the interests of the

Federal Goverrment and the public, including provisions for the |
--following:- | |
| | (1) periodic written reports _. at reasonable intervals ;
inc:iﬁdi.ng, when speeifically.requested by the Federal agency,
the extent of the ccmmercial or other use by the public that
s be:tng made or is intended to be made of the mventlon,

(2) a nonexc1u51ve nontransferable 1rrevocab1e pala- o
up llcense to praf:t:u:e or have practlced for the Federal

Govemnent the 11censed mventlon ‘throughout the world by or -

'on behalf of the Federal Government (mcludlng any Federal

| agency), and the addltlonal rlght to sd)hcense any State o

« ' - , domestlc local govermnent or to subllcense any fore1gr1 govem-_-" o

- ment parsuant to forelgn pollcy con51derat10ns or any treaty

or agreement if the Federal agency determnes it would be in the
B natlmal mterest to retain such addltlonal ngilts" __ _' SO N
(3) the rlght of the Federal agency to terminate such _ |
llcense 1n whole or in part unless the llcensee demonstrateé | o
to the satlsfactlon of the Federal agency that the llcenseei'__:i_ﬁ '

' has taken effectlve steps, or mthm a reasonable tnne is’

BXPECtEd to take such st8ps to accompllsh substantlal comner'cria':l ;:-_f'

" or other use of the mventlon by the publlC, and

(4) the rlght of the Pederal agenCy, comencmg ﬂ"rﬁe:‘:-‘: e

o years after the grant of a 11cense “to requ_lre the llcenseej_".'_f;'_-' -

- to grant a nonexcluswe or partlally exclusrve 11cense to af_
respo_ns1b1e_ ‘applicant, upon tems reasonable under 'I‘_he c1r-'
" cumstances to terminate the license :L_n whole or in part, after

13-




in a manner that 1s 1ncon51stent with thlS Chapter 1nc1ud1ng but not ne

ly limited to the f0110w1ng 1 S h;
.:Tltle 1 of the Act of August 14, 1946 (7 UBC 4271(3) 60 Stat. 1

| 60 Stat 1090) 3 : -. :_'j_:"-:-_ : '.2-,:\;"':.,-‘ '3.-1.:‘_'. _

' of 1969 (30 UsC 951(c) 83 Stat. 742),

Safety Act of 1966 [15 UsC 1935(c) 80 Stat 721)

z :l(42 USC 1871(a) 5 82 Stat 360),_ : ﬁ': g].f- ;:;?,7“ -

' :'”.:'68 Stat 943); B f A

'chj(4a-ﬁsc ?457),_.__'“
hrasc_sss 74 Stat. 337);
*ha74 Stat 920);

(22 USC 2572; 75 Stat. 634);

public notice and opportunity for a hearing, upon 2 pet

an interested person jnstifying such hearing, if the Fe

~ agency determines, upon review of such material as it ¢

ifionfby -
>deral

letermines

‘relevant and after the licensee or other interested person

has had the opportunity to provide such relevant and material

information as the Federal agency may require, that suc

license has tended substantially to lessen competition)

“h

or to

result_in'undue'concentration in any section of the coimtry in

_any line of commerce to which the technology relates, or to

_ create or maintain other situations inconsistent with

trust 1aws

(1) Sectlon 10(a) of the Act of June 29, 1935, as added'byi

@ Sectlon ZOS(a) of the Act of Angust 14 1946 (7 USC 16

N

(3] Sectlon SOI(C) of the Federal Coal Mine Health and Sai

the anti-

Section 214, Precedence of Act. Thls Chapter shall take precedence over ~ .

any other act which would requ1re a d15p051t10n of rights in subject 1nvent10ns:

Cessari-

085);-

“@;

ety Act

(4) Sectlon 106(c) of the Watlonal Trafflc and Motor Vehlele‘ R

- (5) Sectlon 12 of the Natlonal Science Foundation Act of ]

'950

(6) Sectlon 152 of the Atonlc Energy Act’ of 1954 (42 USC 2182;;ihc=1;

!

[

(7) Sectlon 305 of the Natlonal Aeronautlcs and Space Act

of1$8f o

(8} Sectlon 6 of the Coal Research Developnent Act of 1960 (30f*2

(9) Sectlon 4 of the Hellum Act Amendments of 1960 (SD USC‘167b;h

»

(10) Section 32 of the Amms Control and Disarmament Act of

-14-
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Develoment Act of 1965 {40 USC App. 302(e), ] Stat. 5) ;

© 90 Stat 694) ;

' 191} ; and

t Stat. 2829)

shall take precedence over thlS Act.

_ after the date of enacment of th15 Chapter except that ﬂqe regulatlons T

to in Sectlon 12, or other mplementmg regulatlons may be 1ssued prlor t

(11) Subsection (e) of sectmn 302 of the Appalachlan Regiong

7.

{12) Subsection (@) (2) of s,e‘ctlon 216 of title 38, United St

Code;. o

(13 Sectlon 9 of the Federal Normuclear Energy Research and _

DeveloPment Act of 1974 (42 USC 5901; 88 Stat. 1878);

- {14) Section 3 of the Act of Jume 22, 1976 (42 usC 1959d, no

(15) Subsection (d) of section 6 of The Sallne Water Convers

Act of 1971 (42 USC 1959(&) 85 Stat 161),

(16) Sectmn 303 of the Water Resources Research Ac:t of 1964

USE 1961c-3; 78 Stat. 332), N o 2 |
N (17) Sec:tlon S(d) of the Gonsumer Pmduct Safety Act (15 USC

(@,SSSun 1m1L

(19) Sect:Lon 8001 of the Solld Waste D15posal Act (42 USC 69

_The Act creatmg thls Chapter shall be construed to take precedencei

15-

(18) Sectlon 3 of the Act of Aprll 5, 1944 (30 USC 323; 58 Stat.'

al

ates

Lon
(42

2054

any future Act unless that Act spec1f1cally c1tes ﬂ'llS Act and pmmdes that"it o

~ Section 215. ‘Effective Date. This' Chaiﬁe:t shall take e'ffec.t 180 c’eys o

over

eferred '

81; 90

othat"-""



' SECTION-BY-SECTION ANALYSIS

Outlined below are a numoer of 1mportant featurec of the bill:

Section 202 prOV1des that each nonproflt organlzatlon (deflned in the bill t
universities) and small business shall have a reasonable amount of time to e
tain title to subject inventions. The federal apency may retain title if th
is made under a contract for operation of a government owned research or pro
. facility, might cause the disclosure of classified information or imperil na

security, or if granting patents would not be in the public interest in term

purpose to be served by this legislation.

Section 202{c) provides that each funding agreement shall contain provisions! to

the right of the federal government to receive title to any subject inventio
to it within the prescribed times of the contract; (2) 1insure the governmen
receive title to inventions when the inventor does not intend to file for pa

o'include
iect To re-
e 1nvention
duction
tional ,
s of the

(1) insur
n not reported
t's right to
tent Tights;

and (3) provide that the agency shall have a nonexc1u51ve nontransferable pald-up

license to use the 1nventlon

Section 202 (c} (7) prOhlbltS nonproflt institutions from a551gn1ng rlghts without the

approval of the federal agency; prohibits granting such rights in excess of
of 5 years from the date of first commercial use or 8 years from the date of
whichever comes first; and pr0V1des that all proceeds shall be used to suppo
_ research or educatlon -

- Section 203 gives the federal agency the rlght to requlre the subject inven

the earlier
invention,
rt scientific

or or his

_assignee to grant additional licenses if the agency feels that sufficient steps are not

being taken to achieve commercialization. Additional licensing may also be
- alleviate health and safety needs or under prOV131ons for public use as spe
' féderal regulatlons .

required to
cified by

%

'Sectlon 204 prov1des that if the patent holder recelves $250, 000, in after tax pTOfltS
trom licensing any subject invention during a ten-year perlod or receives in excess of

$2,000,000 on the sales of products embodying or manufactured by a process €
subject invention within the ten-year period, that the government shall be e

collect up to 50% of all net income above these“figures until such time as ff

:government research money has been repald

' Sectlon,ZOS spec1f1es that no forelgn owned or controlled flrm shall be elig
patent rights under this Act unless the federal agency determines that this
available means of achieving conmerc1alleat10n a similar prov151on covers 1
invention out51de the U S - S :

Sectlon 210 will allow federal agenc1es to grant exc1u51ve, part1ally exclus
exclusive licenses on government owned patents to achieve commercialization;
ment of Commerce is authorized to receive patents held by other agencies and
necessary steps to determine the market potentlal of the patent and to rece1
or royaltles due to the government : :

'Sectlon 211 authorlzes ‘the Administrator of GSA to issue regulatlons regard1
= 11cen5es and glves first preference in licensing federal patents to small bu

Sectlon 213 spec1£1es that federal 11censes be issued only after publlc noti
- opportunity for filing objections and that exclusive or partially exclusive
be granted if the result would be a lessening of competition; the agency has
require moTe licensing if it feels that this is necessary after three years
periodic written reports on progress toward commerc1allzatlon :

A COPY OF THE BI_LL IS INCLUDED IN THE PRESS PACKET.
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