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UNfFORM SCIENCE AND TECHNOLOGY RESEARCH AND
L DEVELOPMENT UTILIZATION ACT '

Avcust 15, 1984.—Ordered to be printed

Mr. Fuqua, from the Committee on Science and Technology,
' . submitted the following

REPORT
tdgether with
" ADDITIONAL VIEWS

[To accompany H.R. 5003 ivhich on March 1, 1984, was referred jointly to the
Committee on the Judiciary and the Committee on Science and Technology]

. [Inciuding cost estimate of the Congressional Budget Office]
' - [To accompany HR 5008] -

. “The Committee on Science and Technology, to whom was re-

=" -ferred the bill (H.R. 5003) to establish a uniform Federa!l system for
management, protection, and utilization of the results of federally
sponsored scientific and technological research and development,
and for other purposes, having considered the same, report favor-
ably thereon with an amendment and recommend that the bill as
amended do pass. ' ' - . .
. The amendment strikes out all after the enacting clause of the
bill and inserts a new text which appears in italic type in the re-
ported bill. o :
That this Act may be cited as the “Uniform Science and Technology Research and
Development Utilization Act’. : : . :

TABLE OF CONTENTS

: ’ . TITLE I—-POLICY
Sec. 101, Findings. . .
- TITLE II—IMPLEMENTATION o -
Sec. 201. Functions of the Federal Coordinating Council on Science, Engineering, -
_ and Technology. - S :
Sec. 202. Functions of the Secretary of Commerce.

37-587 0

>




" Sec. 401. De_ﬁnifions.

2

TITLE II—ALLOCATION OF RIGHTS
Sec. 301. Rights of the Government
Sec. 302. “\Xaivir' . nt and the contractor. .
Sec. 303. March-in rights and notificat; Aahili icensing.
Sec. 304. Background rights. ication of avg]lablllty for licen g

TITLE IV—MISCELLANEOUS

Sec. 402. Amendments to other Acts.
Sec. 403, Relationship to antitrust laws.
Sec. 404. Effective date.

TITLE I—-POLICY

FINDINGS

Sec. 101. The Congress, recognizing the profound impact of science and technolo-
gy, finds and declares that— ' : '
. (1) the United States has recently experienced a decline ir industrial innova-
tion and productivity which adversely affects domestic productivity, the rate of
economic growth, the level of employment, the balance of trade, and the attain-

ment of other national goals; ' ' :
(2) the national support of scientific and technological research and develop-
ment is. indispensable to sustained growth and economic stability, and it is In
-the national interest to maximize the benefits to the public for such investment;
: {3) inventions resulting from Government-sponsored research and develop-
" ment constitute a valuable national resource which should be developed in a
manner consistent with the public interest and the equities of the respective .
parties; and ) ' L
{4) there is a need for the establishment and implementation of a flexible
Government-wide policy to increase the utilization of the results of Govern-
- ment-sponsored research and development, and this policy should promote the
progress of science and the useful arts, encourage the efficient commercial utili-
zation of technological developments and discoveries, guarantee the protection
of the public interest in the United States and foreign countries, and recognize
the equities of the contracting parties. . :

TITLE I-IMPLEMENTATION

© FUNCTIONS OF THE FEDERAL COORD.[NATING COUNCIL ON SCIENCE, ENG[NEER[NG, AND

~ TECHNOLOGY

Sec. 201 (aX1) The Federal Coordinating Council for Science, Engineerirg, and
Technology (established by section 401 of the National Science and Technology
Policy, Organization, and Priorities Act of 1976 (42 U.5.C. 6651) and reestablished by
Executive Order 12089) (hereinaftér in this section referred to as the “Council”)
shall make recommendations to the Director of the Office of Science and Technology
Policy (or his designee) and to the Secretary with regard to uniform policies, guide-
lines, and practices to carry out the provisions of this Act. .

{2) For the purpose of assuring effective management of Government-owned or
funded inventions, the Secretary of Commerce shall chair a committee of the Coun-
cil to formulate the recommendations required by this subsection. Such committee

shall also include bt not be limited to representatives of each Federal agency with

a major research and development program. When adopted by the Director any
such recommendations shall be transmitted to Federal agencies through appropriate
channels, including those provided in section 202(6). :
(b) In order to carry out the responsibilities set forth in subsection (a), the Council
may— - S e 7 T M
(1) acquire data and reports from Federal agencies ont the interpretation and
implementation of this Act and related policies, regulations, and practices;
{(2) review Federal agency implementation of the provisions of this Act;
(3) analyze, on a continuing basis, data acquired by the Council; - |
. (4) consider problems and developments in the fields of inventions, patents,
. and matters connected therewith and the impact thereof on Government policy
. or uniform accommodation or implementation by Federal agencies; and




\
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(5) publish annually a report on Council efforts, findmgs, and recommenda—
tions made under this section, which report shall include—

“(A) relevant statistical data regarding the disposition of subject invention
.disclosures resulting from Government-sponsoréd research and develop-
ment, including those inventions disclosed by small businesses and nonprof-
it orga.mzatlons

(BY any recommendations for changes in law to better achieve the pur-
poses of this Act; and .

(C) an analysm of F‘ederai policies related to this Act.

FUNCTIONS OF Tat SECRETARY OF COMMERCE |

Sgc. 202, For the purpose of assuring the ef‘fectwe management of Government
owned inventions, the Secretary—
(1) may assist Federal agency efforts to promote the licensing and utilization
of Government-owned inventions;
(2) may assist Federal agencies in seeking and maintaining protection on in-
vﬁntlons in foreign countries, including the payment of fees and costs connected
therewith;

(3) may consult with and advise Federal agencies as to areas of science and

_technology research and development with potential for commercial utilization;

(4) may publish notification of all Government-owned inventions that are -

available for licensing or assighment;
(5} may evaluate inventions referred to him by Federal agencies, ‘and patent

applications filed thereon, in order to identify those inventions with the great- .

est commercial potential and to msure promotion and utilization by the public
of inventions so identified; and

(6) may initiate regulatlons and revisions thereof which shall be promulgated
by the Director of the Office of Management and Budget after full consideration
of agency and public comments.

TITLE III—-ALLOCATION OF RIGHTS

"RIGHTS OF THE GOVERNMENT AND THE CONTRACTOR

Sec. 301. (a) Subject to subsection (¢) and to section 303, each contractor may elect
to retain worldwide title to any subject inverntion. Where not in violation of existing
treaties or laws of the United States, a Federal agency may, at the time of contract-
ing, limit or eliminate this right, place additional restrictions or conditions in the
contract that go beyond those set forth in subsection (c), expand the nghts of the
Government to license or sublicense, or alter or eliminate the contractor's right
under subsection (cX7), but only if—

(1} it is determined by a Government authority which is authorized by statute
- or Executive order to conduct foreign intelligence or countenntelhgence activi-
ties that this is necessary to protect the security of such activities; -

© (2) the contractdr is not located in the United States or does not have a place

of business located in the United States, is a foreign government, or is subject to
the control of a foreign government;
(3) the contract is related to or associated with an international treaty, agree-

ment, memorandum of understanding, or other arrangement with a foreign gov-

ernment including (but not limited to) agreements of cooperation in science and
technology and military agreements related to weapons development or produc-
tion, and it is determined by the agency that rights in the Government in any
subject inventions beyond the license right provided in subsection {cX3) are nec-

essary for the agency to fulfill its obligations under the international treaty, -

agreement, memorandum of understanding, or arrangement;
4) the agency determines, on a casé by case basis, that there are exceptional
circumstances requiring such action; or
(5} the contract includes the operatmn of a Government-owned, contractor-op-
erated facility of the Department of Energy primarily dedicated to that Depart-
ment's naval nuclear propulsion or weapons related programs; however, all con-
tractual limitations under this subparagraph on the contractor’s right to elect
- title to0 a subject invention are limited to inventions occurring under the above
two programs of the Department of Energy.

(b) Each determination made by a Federal agency under subsection (a} shall be in
writing, and copies of those made under subsections (a¥4) and (a¥5} shall be filed
with the Federal Coordinating Council for Science, Engineering, and Technology. In
the case of a determmanon under subsection {(aX4) or (aX5), the statement shail in-.




_the agency, t

clude an analysis supporting the determinati iustifying the limitations and
conditions being imposed. If the contractorngéﬁ)env;nghﬁs:lf ete%"minationlis contrary
to the terms, gohcy, or objectives of this Act, or constitutes an abuse of discretion by
e determination shall be subject to section 303(b}. Whenever the Di-
rector of the Office of Management and Budget has determined that one Or more
Federal agencies are utilizing the authority of subsection (a)(4) or (aX®) in & manner
that is contrary to the terms, policy, or objectives of this Act, he may promulgate
regulations under section 202(6) which establish policies, procedures, and guidelines
describing classes of situations in which agencies may not utilize the provisions of
s_u?s;e%tlon (a)(fg) or {a)X5). . d i
- () In accordance with regulations whi ted under sectlon
202(6), each contract under wgﬁlich the cogiggctsok:'a&ageelpel;:(;néglgzmin title to a sub-
ject invention shall include a patent rights clause containing such provisions as may
be necessary and appropriate to effectuate the following rights and requirements:
(1) The contractor shall disclose each subject invenfion to the contracting Fed-
_eral agency within a reasonable time after it is made and the (Government may
receive title, upon request, to any subject invention not disclosed within such
reasonable time.

(2) Unless the Government has acquired the right to title in accordance with
subsection (a)— .

. (A) the contractor shall make a written election to retain title to the sub-
ject invention within a reasonable time after disclosure under paragraph

(B) the Federal agency may consider and, with the consent of the contrac-
tor, grant requests for retention of rights by the inventor in any country in

which the contractor has not elected title on such terms and conditions as -

may be deemed appropriate by the agency and subject to section 303;

[C) a contractor electing to retain title'in any country to a subject inven-
tion shall file a patent application in the elected country within a reasona- .

ble time; and o .

(D) the Government may receive title to any subject invention in any
countries in which the contractor or inventor has elected not to retain title
or has failed to file a patent application in accordance with this paragraph.

(3) With respect to any subject invention to.which a contractor elects to retain

title, the Governmerit shall have (in addition to any rights that have been taken

under subsection (a))}— o o :
(A) a nonexclusive, nontransferable, irrevocable, paid-up license to prac-

tice or have practiced the subject invention throughout the world by or on
_behalf of the Government; o

(B} if provided in the contract, such additional rights to sublicense any

foreign government or international organization pursuant to any existing

or future treaty or agreement; and
(C) the right to require the contractor, inventor, or assignee to license an-
other person fo practice a subject invention on reasenable terms if—

() such licensing is necessary to permit lawful commercial manufac-
ture, use, or sale by a third party of a specified end item of a major,
multiyear research and development project of the Department of
Energy or the National Aeronautics and Space Administration and
'such subject invention was made during research and development ac-
tivities directly related to that project; : : :

(ii} a similar product or process is not commerciaily available as a
reasonable substitute for the licensing; and . :

{iii) such right is specified in the contract.

{4} The Federal agency shall require, in accordance with regulations which -

shall be promuigated under section 202(6), at least one written report during
-the first 3 years after issuance of the patent to a contractor or inventor an

may require other written reports on the efforts to obtain commercial utiliza-
tion made by the contractor, inventor, licensee, or assignee with respect to any

subject invention to which the contractor elects title pursuant to this section, -

except that any-such report, as well as any information on utilization or efforts
toward obtaining utilization obtained as part of a proceeding under section 308,
shall be treated by.the agéncy as a trade secret or as commercial or financial

information obtained from a person and privileged or confidential and not sub-. -

. ject to disclosure under section 552 of title 5, United States Code.
(5) The contractor or inventor, in the event a United States patent application
ig filed by it or on its behalf or by any assignee, shall include within the specifi-
cation of such application and any patent issuing thereon a statement specify-
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ing that the invention was made with Government support and that the Gov-
ernment has certain rights in the invention. _ o
" (B) After payment of pateénting costs, licensing costs, payments to inventors,
and other expenses, the balance of any royalties or income earned on subject
“inventions by the contractor operating a Government-owned contractor-operat-
ed facility (up to a total equal to 5 percent of that facility’s annual budget), if
the contractor elects to retain such funds, shall be used by such contractor for
scientific research, development, and education consistent with the research
and development mission and objectives of such facility including activities that
increase the licensing potential of other inventions of the facility. Any addition-
. al royalties and income shall be returned to the Treasury. To the extent that it
-provides the most effective technology transfer, the licensing of the inventions
involved shall be administered by contractor employees on location at the
facility. ’ . ' .

{n %he contractor, in cases when it has the choice under subsection (a) to
retain title to a subject invention but does not elect to retain title or is required
to grant a license under section 303 (aX2) or (aK3), may retain a nonexclusive,
royalty-free, paid-up, worldwide license (including the right to sublicense affili-
ates, subsidiaries, and existing licensees to whom the contractor is legally obli-
gated to sublicense) in any subject invention to which the Government cbtaing
title, which license shall be limited or revocable only to the extent necessary for
the Government to grant an exclusive license; except that the contractor shall
not be entitled to such a license if the contractor has willfully failed to disclose
‘the subject invention. ) e : )

(8) A transfer by the contractor of rights in any subject invention shall be
subject to the rights of the Government provided by this section and sections
302, 303, and 304. . o :

{9) The clause may impose any other administrative requirements which may
be necessary to effectuate rights of the Government and the contractor as speci-
fied in this Act, to the extent not inconsistent with this Act.

‘WAIVER

Sec. 302 (a) In accordance with regulations which shall be promulgated under sec-
tion 202(6), a Federal agency may, at any time, waive all or any part of the rights of
the Government under sections gOl and 303 in any subject invention or class of sub-
Jject inventions which are or may be made under a contract of the agency if the

-agency determines that the interests of the Government and the general public will

be best served thereby, including but not limited to instances where—

*. (1) the contract involves cosponsored, cost-shared, or joint venture research or
development and the contractor or other sponser or joint venturer is required to
make a substantial contribution of funds, facilities, personnel, data, or equip-

* ment to the work performed under the contract, or : S

©(2) the conditions justifying acquisition of title by the Gevernment under sec-
tion 501(a) no longer exist or do not apply in the case of the subject invention.
(b) The Fedéral agency shall maintain a record, which shall be made public and -
periodically ipdated, of determinations made under subsection (al. S
(c) In making determinations under subsection {a), the agency shall consider at
least the following objectives: : : : - o
(1) Encouraging the wide availability to the public of the benefits of Govern-
ment-sponsored research and development in the shortest practicable time.
(2} Promoting the commercial utilization of inventions made under Govern-
ment funding agreements. ) ) :
(3) Encouraging participation by highly qualified private persons in Govern-
ment-sponsored research and development programs.
(4) Fostering competition and preventing the creation or maintenance of situ-

" ations inconsistent with the antitrust laws. : .

(d) When an agency waives all or part of its rights in an invention under subsec-
tion (aX2), the contractor shall be permitted to take title subject to this section and
sections 301(c), 303, and 304. : - -

MARCH-IN RIGHTS AND NOTIFICATION OF AVAILABILITY FOR LICENSING o

SEc. 303. (a) Where a contractor or inventor has elected to retain title to a subject
invention under section 301 or 302, the Federal agency shall have the right, in ac-
cordance with regulations which shall be promulgated under section 202(6), and sub-
ject to the provisions of subsection (b), to require the contractor or his assignee or
the inventor or his assignee to grant a nonexclusive, partially exclusive, or exclusive




- tion described in paragraph (3). ) :
(ei1) Minimum standards for the commercialization of inventions by contractors

- * United States Code;

6

“license to a responsible applicant or applicants, upon terms reascnable under the

circumstances. if the head of the agency (or his designee) determines that such
action is necessary—

(1) because the contractor, inventor; assignee, or licensee has not taken, or is -

‘not expected to take within a reasonable time, effective steps to achieve the
practical application of the subject invention;

{2) to alleviate serious health or safety needs which are not reasonably satis- .

fied by the contractor, inventor, assi_gnee, or liqensee; or
. {3) to meet requirements for public use specified by Federal regulation which
are not reasonably satisfled by the contractor, inventor, assignee, or licensee.

(bkl) A determination made pursuant to this section or section 301(a)4) shall not

be subject to the Contract Disputes Act (41 U.S.C. 601 et seq.),

(2) An administrative appeals procedure shall be established by regulations pro-
mulgated under section 202(6). o

13) Any contractor, inventor, assignee, or exclusive licensee adversely affected by a
determination under this section or section 301(aX4) may, at any time within sixty
days after the determination is issued— '

(A) file an appeal under the appeals procedure established pursuant to para-
graph {(2), or :

(B file a petition in the United States Claims Court which shall have jurisdic- .

tion to determine the matter de nove and to affirm, reverse, or modify, as ap-
propriate, the determination of the Federal agency.

(4) In cases described in paragraphs (1) and (3) of subsection (a), the agency's de- -

termination shall be held in abeyance pending the exhaustion of any appeal or peti-

and inventors shall be established by regulations promulgated under section 202(6).

(2) If the head of an agency (or his designee} determines, on the basis of informa-’

tion contained in the report required to be filed with the agency by a contractor or
inventor under section 301{c)4), that such contractor or inventor has failed to meet
the minimum standards prescribed pursuant to paragraph (1) and the invention has
potential commercial value, such agency head (or designee) shall refer interested
parties to the patent holder of such invention through the licensing program of such
agency or, the National Technology Information Service. o

BACKGROUND RIGHTS

Skc. 304, (a) Nothing contained in this Act shail be construed to deprive the owner -
_ of any background patent of such rights as the owner may have under such patent.

-(b) No contract shall contain a provision allowing a Federal agency to require the
licensing to third parties of inventions owned by the contractor that are not subject
inventions unless such provision has been approved, and a written justification has
been signed, by the head of the agency (or his designee). Any such provision shall
clearly state whether the licensing may be required in connection with the practice
of a subject invention, a specifically identified work object, or both. The head of the
agency may not delegate the authority to approve such provisions or to sign the jus-

" tification required for such provisions to a program level lower than Assistant Sec-

retary in the case of a Department or Assistant Administrator or comparable offi-
cial in the case of any other agency. : '

(c) A Federal agency shall not require the licensing of third partiés under any
such provision unless the head of the agency (or his designee who is responsible for"

the program and who holds as a minimum the rank of Assistant Secretary, Assist-

‘ant Administrator, or its equivalent) determines that the use of the invention by
-others is necessary for the practice of a subject invention or for use of a work object

of the contract and that such action is necessary to achieve the practical application
of the subject invention or work object. Any such determination shall be on the
record after an opportunity for an agency hearing in which-the contractor has the
right to participate and the contractor shall be given prompt notification of the de-
termination by certified or registered mail. : o .

TITLE IV—MISCELLANEOUS

DEFINITIONS

SEc. 401. As used in this Act (other than in section 402)— : ‘
(1) the term “person” means any person as defined in section 1 of title 1,
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(2) the term “(overnment” means the Government of the United States of
America;

(3) the term “Federal agency "means an Executive agency (as defined in sec- '

tion 105 of title 5, United States Code), and the m:htar}f departments (as defined
in section 102 of title 5, United States Code)

(4) the term "small business firm” means a smail business concern as defined
in section 2 of the Small Business Act (15 U.S.C. 632) and implementing regula-
tions of the Admmlstrator of the Small Business Administration;

(5) the term "nonprofit orgamzatlon means a university or other. mst1tut10n
of higher education or an organization of the type described in section 501ick3)
of the Internal Revenue Code of 1954 and exempt from taxation under section

501(a) of such Code, or any nonprofit, scientific, or educatmnal organization

qualified under a State nonproﬁt organization statute;
(6) the term “contract’” means any contract, grant, or cooperative agreement
entered into between a Federal agency (other than the Tennessee Valley Au-

thority) and any person other than a small business firm or nonprofit organiza--

tion where a purpose of the contract is the conduct of experimental, develop-
mental, or research work; and such term includes any assignment, substitution
of parties, or subcontract of any tier entered into or executed for the conduct of
experimental, developmental, or research work in connection with the perform-
ance of that contract; but does not mean any work-for-others agreement or
Jjointly sponsored research arrangement entered into between a private entity
and the operator of a Govemment owned contractor-operated facility:

(7 the term “contractor’’ means any person or entity (other than a Federal
agency, nonprofit organization, or small business firm) which is a party to a

‘contract,;

(8} the term ”Secretary means the Secretary of Commerce;
(9} the term “Director’ means the Directur of the Office of Science and Tech-
nology Policy, or_his designee;

(10) the term “invention" means any invention or dlscovery which is or may

be patentable or otherwise protectable under title 35, United States Code, or
any novel variety of plant which is or may be protectable under the Plant Vari-

‘ety Protection Act (7 U.S.C. 2321 et zeq.);

(11) the term “subject invention'' means any invention of a contractor con-
ceived or first actually reduced to practice in the performance of work under a

- contract, except that in the case nf a sexually propagated variety of plant the
" date of determination (as defined in section 41d) of the Plant Variety Protec-
" tion Act (7 U.S.C. 2401(dM must also occur during the permd of conftract per-

formance;
i12) the term * practical application’” with respect to any invention means the
manufacture (in the case of a composition or producti, practice in the case of a

" process or method), or operation lin the case of a machine or system) of such

invention under such conditions as to establish that the invention is being uti-
lized and that its benefits are, to the extent permitted by law or Government
regulations, available to the public on reasonable terms or through reasonable
licensing arrangeinents;

(13) the term “antitrust an means the taws included mthm the definition of
the term “antitrust laws”™ in section 1 of the Clayton Act (15 US.C. 12), as

amended;

{14) the term “background patent” means a domestic patent covering an in-

- vention or a discovery (A) which is not a subject invention. !B} which is owned

or controlled by the contractor at any time through completion of the contract,
and (C) which the contractor but not the Government has the right to license to
others without obligation to pay royalhes thereon;

{15) the term “United States includes the territories. possessions, and the
District of Columbia; ) : . :

{16) the term “inventor” with regard to a subject invention means a person
who is or will be listed as an inventor on the patent for said invention when
fited in the United States Patent and Trademark Office; and-

{17} the term “Government-owned, contractor-operated facility” includes all’

federally funded research and development centers.

AMENDME‘\ITS TO OTHER ACTS

Sec. 402, The following Acts are hereby amerded as follows:

(1) Section 205(a’ of the Act of August 14, 1946 (7 U, S C. 1624ian 60 Stat, 1090
is amended by striking out the last sentence.
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(2) Section 301(c) of the Federal Coal Mine Health and Safety. Act of 1969 (30

U.S.C. 951(cy; 83 Stat. 742) is amended b iki ast sentence.
-~ (3) Section 108{c) of the National Traf%gt;;lgrﬁoig: %fhlicle Safety Act of 1966
(154U.SS'C“13951(2C); 80 Stat. 721) is repealed. - ) (42 USC
- (4) Section 12(a) of the National Scienc ati 1950 =L
1871(a, 82 Stat, 360) is repealeq - e Foundation Act of
(5) Section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 943)
is repealed; except that such section shall continue to be effective with respect
to (A) any application for a patent in which the statement under oath referred
to in such section has been filed or requested to be filed by the Commissioner of
Patents and Trademarks prior to the effective date of this Act, and (B) any
right retained by the Government under sections 301(a)4) and (5) of this Act.
. (6) The National Aercnautics and Space Act of 1958 (42 U.S.C. 2451 et seq.; 72
Stat. 426) is amended— : ' )
(A} by striking out section 305 (42 U.S.C. 2457}, except that subsections (c),
{d), and (e} of such section shali continue to be effective with respect to any
: appl_];:ation for patents in which the written statement referred to in sub-
section (c) of such section has been filed or requested to be filed by the Com-
missioner of Patents and Trademarks prior to the effective date of this Act;

{B) by striking out “(as defined by section 30%)" in section 306ia) (42

U.S.C. 245%a)), and by striking out “the Inventions and Contributions
Board established under section 305 of this Act” in such section and insert-
ing in lieu thereof “an Invention and Contributions Board which shall be
established by the Administrator within the Administration";

(C) by adding at the end of section 203(c) (42 U.8.C. 2473(c)) the following
‘mew paragraph: - :

“(i4) to provide effective contractual provisions for the promﬁt and effective
“reporting of the results of the activities of the Administration, including full .

and complete technical reporting of any invention, discovery, improvement, or
innovation which may be made in the performance of any work under any con-

tract of the Administration, whether or not patentable under. title 35, United

States Code.™: . .
{D) by adding at the‘end of section 203 (42 U.S.C. 2473) the following new
subsection: . R L
“(d} For the purposes of chapter 17 of title 35, United States Code, the Adminis-
tration shall be considered a defense agency of the United States,”; and _ .
(E) by adding at the end of title III the foliowing new section:

“USE OF PATENTED INVENTIONS

“Sec. 311, (a) Any object intended for launch, launched, or asserﬁbled in outer
space shall be considered a vehicle for purpose of section 272 of title 35, United
States Code (35 U.5.C. 272). : ’

“{b) The use or manufacture of any patented invention incorporated in a space

. vehicle launched by the United States Government for a person other than the

United States shall not be considered to be a use or manufacture by or for the
United States within the meaning of section 1498(a; of title 28, United States Code
{28 U.8.C. 1498(a)), unless the Administration gives an express authorization or con-

_sent for such use or manufacture.”.

(T) Section 6 of the Act of July 7, 1960 (30 U.S.C. 666; T4 Stat. 337) is amended
by striking out the first sentence. . o
(8) Section 4 of the Helium Act (50 U.8.C. 167h; 74 Stat. 920) is amended by
- striking out all after “utilization” and inserting in lieu thereof a period.
© {9 Section 32 of the Arms Control and Disarmament Act (22 U.S.C. 2572; 75
Stat. 634) is repealed. S -

(10) Section 302(e) of the Appalacﬁian Regional Development Act of 1965 (40 -

U.8.C. App. 302(e}; 79 Stat. 3) is repealed. ) ,
(11)1(A) The text of section 9 of the Federal Nonnuclear Energy Research and
-D?;felopment Act of 1974 (42 U.S.C. 5908; 88 Stat. 1887) is amended to read as
follows: . ) : .
“S8ec. 9. The Administration shall be considered a defense agency of the United
States for purposes of chapter 17 of title 356, United States Code.” :
. (B) The heading of such-section 9 is amended to read as follows:
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“ADMINIBTRATION TREATBD AS DEFENSE AGENCY FOR PURPOSES OF SECRECY OF
’ INVENTIONS'.

(12} Section 5(d] of the Consumer Product Safety Act (15 U.S.C. 2054(d] 88
Stat. 1211) is repealed.
{13) Section 3 of the.-Act of April 5, 1944 (30 US.C. 323 58 Stat. 191) is re-

pealed.
(14)(A) Section 8001(cX3) of the Solid Waste Disposal Act (42 U.S.C. 6981(cx3);
90 Stat. 2829) is repealed. : .
(B) Section 8004(cX2)of such Act is amended by striking out ”notw1thstandmg B
section 8001(cx3),". ’
(15) Chapter 18 of title 35, United States Code, is amended— —_— .o
/{ v (A) by inserting ", but does not mean any work-for-others agreement or S o ]
y jointly sponsored resea.rch Arr ment_entered_into between a private : :
enfﬁﬁ%somlmmﬂwned contractor—operated /
_famht;i’_lmmedlately before the period at the end of section 201(b);

(B) by inserting “or any novel variety of plant which is or may be protec-
table under the Plant Variety Protection Act (7 U.S.C. 2321 et seq.)” imme-
diately after ”tltle" in section 201{d); ) ) :

(C) by inserting *, except that in the case of a sexually propagated variety T ———
of plant, the date of determination {as defined in section 41(d) of the Plant ' :
Variety Protection Act (7 U.8.C. 2401(d)) must also oceur during the period
of contract performance” immediately after “agreement” in section 201(e};

(D} in section 202(a)—

: (i) by amendmg clause (i} to read as follows: ‘(i) when the contractor
is not located in the United States or does not have a place of business
-located in the United States or is subject to the control of a. forelgn gov-
ernment,”; and
(n) by stnkmg out “or (i) and inserting in lieu thereof the follow-
ing: “, (iii) when the funding agreement is related to or associated with
an international treaty, agreement, memorandum of understanding, or
other arrangement with a foreign government including (but not limit- -
‘ed to) agreements of cooperation in science and technology or military
agreements relating to weapons development or production, and it is
determined by the agency that rights in the Government greater than
a nonexclusive license are necessary for the agency to fulfill its obliga-

. :tions under the international treaty eement, memorandum of un-
: derstanding, or other arra.nﬁement,f{iv) wheln the MNP dagreement
i e5 whe operation of a Government-owned, contractor-operated fa-

cility of the Department of Energy primarily dedicated to that Depart-
ment’s naval nuclear propulsion or weapons related programs and all
fundmg agreement limitations under this subparagraph on the contrac-
tor’s right to elect title to a subject invention are limited to inventions
occurnng under the above two pr: ent of Energy,
oriv)
(B by addmg at the end of section 202(b) the foIlowmg new paragraphs: -
“(4) If the contractor believes that a determination is contrary to the policies and i : =
objectives of this chapter or constitutes an abuse of discretion by the agency, the ’
determination shall be subject to section 203(d).
"(5) Whenever the Director of the Office of Management and Budget has deter-
mined that one or more Federal agencies are utilizing the authority of section
202(aXii) in a menner that is contrary to the policies and objectives of this chapter,
he may promulgate regulations under section 206 which establish policies, proce-
dures, and guidelines describing classes of situations in which agencies may not ex-
ercise the authorities of that section.”
. 1(1 Xi) by amending paragraphs L, (2) and (3) of section 202(c) to read as
ollows:
“(1) A requirement that the contractor disclose each subject invention to the
. contracting Federal agency within a reasonable time after it becomes known to
contractor’ personnel responsible for the administration of patent matters and
that the Federal Government may receive tltle to any sub_]ect invention not dis-
closed to it within such time. . :
‘ “(2) A requirement that the contractor make a written election within 2 years i : : ok
- after disclosure to the Federal agency (or such additional time as may be ap- S
proved by the Federal agency) whether the contractor will retain title to a sub-
Ject invention, except that (A) in any case where publication, on sale, or public
use has initiated the one year statutory period in which valid patent protection

37-587 0 - 84 ~ 2
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can still be obtained in the United States, the period for election may be short-
ened by the Federal agency to a date that is not more than 60 days prior to the
end of the statutory period, and (B) the Federal Government may receive title
to any subject invention in which the contractor does not elect to retain rights
or fails to elect rights within such time. . _ .
“(3) A requirement that a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar date that may
occur under this title due to publication, on sale, or public use, and shall there-
after file corresponding patent applications in other countries in which it
wishes to retain title within reasonable times, and that the Federal Govern-

‘ment may receive title to any subject inventions in the United States or other

countries in which the contractor has not filed patent applications on the sub-
jeet invention within such times.”; and . .
(i) by amending paragraph (4) of section 202(c) by inserting "“(A)” after
“{4)”, and by adding at the end thereof the following new subparagraph:
- *(B) the right to require the contractor, inventor, or assignee to license an-
other person to practice a subject invention on reasonable terms if— .

) “({) such licensing is necessary to permit lawful commercial manufacture,
use or sale by a third party of a specified end ifem of a major, multiyear
research and development project of the Department of Energy or the Na-

. tional Aeronautics and Space Administration and such subject invention
was made during research and development activities directly funded under
that project; . ) )

“(ii) a similar product or process is not commercially available as a rea-
sonable substitute for the licensing; and : :

“(iii) such right is speciﬁed in the contract.”;

(G) by striking out "
“ag well as any information on utilization or efforts at obtaining utilization
obtained as part of a proceeding under section 203 of this chapter shall’;

(H) by amending paragraph (7) of section 202(c) to read as follows:

“(7) In the case of a nonprofit organization— . . - :

: ‘c‘i(A) a requirement that the contractor share royalties with the inventor,
an S

(B} a requirement that the balance of any royalties or income earned by
the contractor with respect to subject inventions, after payments of ex-
penses (including payments to inventors) incidental to the administration of

-subject"'inventions. be utilized for the support of scientific research or edu-
cation.”; : :

{I) by adding the following new paragraph at the end of sectiori_ 202(c):

“(9) After payment of patenting costs, licensing costs, payments to inventors,
and other expenses, the balance of any royalties or income earned on subject
inventions by the contractor operating a Government-owned contractor-operat-
ed facility (up to a total equal to 5 percent of that facility's annual budget), if
the contractor elects to retain such funds, shall be used by such contractor for

.scientific research, development, and education consistent with the research

and development mission and objectives of such facility including activities that
increase the licensing potential of other inventions of the facility. Any addition-
al royalties and income shall be returned to the Treasury. To the extent that it

_provides the most effective technology transfer, the licensing of the inventions
: inv;:aived shall be administered by contractor employees on location at the facili-

() by adding the following new subsection at the end of section 202:

“(gX1) A Federal agency may at any time waive all or any part of the rights of the
United States, under sections 202, 203, and 204 of this chapter, to any subject inven-
tions made under a funding agreement or class of funding agreements if the agency
determines that the interests of the United States and the general public will be
best served thereby including, but not limited to, instances where—

“(A) the funding agreement involves cosponsored, cost shared, or j_oilnt ven-
ture research or development and the contractor or other sponsor or joint ven-

- turer is required to make or has made a substantial contribution of funds, facili-

ties, personnel, data, or equipment to the work performed under the funding
agreement, or ‘ ) .

"B} the conditions justifying acquisition of title by the Government under
section 202(a) no longer exist or do not apply in the case of the subject inven-
tion.- i : : ‘

The agency shall maintain a record, which shall be made public and periodiéally
updated, of determinations made under this paragraph.

may” in section 202(cX5) and inserting in lieu thereof .
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- ™2} In making determinations under paragraph (1)(A) of this subsection, the -

agency shall consider at least the following objectives:

“(A) Encouraging the wide availability to the public of the benefits of Govern:

ment-sponsored research and development in the shortest practicable time:
“(B) Promoting the commercial utxhzatmn of inventions made under Govern
ment funding agreements.
“) Encour ez:igmg participation by highly qualified private persons in Govern-
ment-sponsored research and development programs.
‘(D) Fostering competition and preventmg the creation or maintenance of sit-
-uations inconsistent with the antitrust laws."”
: (K} by adding at the end of section 203 the followmg new sentences:
“A determination pursuant to this section or section 202(b)(1} shail not be subject to
the Contract Disputes Act {41 U.S.C. 601 et seq.). An administrative appeals proce-
dure shall be established by regulations promulgated by the Director of the Office of
Ma.nagemenh and Budget in accordance with section 206, Any contractor, inventor,
- assignee, or exclusive licensee adversely affected by a determination under this sec-
tion may, at any time within sixty days after the determination is issued, file an
appeal under the appeals procedure established pursuant to the preceding sentence
or file a petition in the United States Claims Court, which shall have jurisdiction to
determine the matter de novo and to affirm, reverse, or modify as appropriate, the
determmatlon of the Federal agency. In cases described in paragraphs (a) and (c),
‘ the agency's detérmination shall be held in abeyance pendmg the exhaustmn of ap-
- peals or petitions filed under the preceding sentence.”
(L} by adding at the end of the chapter the followmg new sectlons

“g 212, Assngnment of title or rights

“SubJect to regulations promulgated under section 206, upon a determmatwn that
to do s0'is in the best interests of the Government, an agency may assign title or
other rights to an invention to a person where such title or rights are held by the
Government under such terms and condltlons as will encourage the domeéstic com-
mercial use of such technology.

“§ 213. Disposition of rights in educatmnal awards ) —

“No scholdrship, fellowship, training grant, or other funding agreement made by
a Federal agency primarily to an awardee for educational purposes will contain any
. provision giving the Federal agency any rights to inventions made by the awardee.”;
" (M) by adding at the end of the table of sections for the chapter the fol-
lowing new items:

“212. Assignment of title or rights.
“213. Disposition of rights in educauonal awards

and

{N) by amending section 206 to read as follows: : ' : L__;.Q- '

“§ 206, Uniform clauses and regulations -

“The Secretary of Commerce may initiate the regulations and revisions theret.o
and standard funding agreement provisions, required to implement sections 202
through 204, to be promulgated by the Director of the Office of Management and
Budget after full consideration of agency and public comment.”

(16} Section 6(e) of the Stevenson-Wydler Technology Innovatmn Act of 1980
(15 U.8.C. 3705(e); 94 Stat. 2313) is repealed.
{17) Section i0(a) of the Act of June 29, 1935 (7T U.S.C. 4271(&1)) is amended by
striking out the last sentence.
- (18) Section 427(b) of the Federal Mine Safety and Health Act of 1977 (30
U.S.C. 937(b)} is amended by striking out the last sentence. . .
(19) Section 306(d) of the Surfacé Mining Control and Reclamation Act of 1977
(80 U.8.C. 1226(d)} is amended by striking out the first two sentences.
_ {20) Section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15
U.5.C. 2218(d)} is repealed,
(21) Section 6(b} of the Solar Photovoltaic Energy Research, Development and
Demonstration Act of 1978 (42 U.S.C. 5585() is amended by inserting “as
~amended” after “et seq)’. -
(22) Section 12 of the Cntlcal Ag'rlcultural Materials Act {71 U. S C. 178]) is re-

aled,
" (28) Section 109 of the Water Resources Research Act of 1984 (42 U 3.C. 10308) -

is repealed.

A
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RELATIONSHIP TO ANTITRUST LAWS
" Sec. 403. Nothmg in this Act shall be deemed to convey to any person immunity

- from lClVll or criminal liability, or to create any defense to actmns, under any anti-
trust law, )

EFFECTIVE DATE

Sec. 404. (a) This Act shall take effect six months after the date of the enactment
of this Act.

(b) After the eff‘ectxve date of this Act, each Federal agency may allow a contrac-
tor or an inventor to retain title to any subject inventions made under contracts
awarded prior to the effective date of this Act, subject to the same terms and condi-
tions as those which would apply under this Act had the contract been entered into
-after the effective date of this Act.

(c) Any rights in a subject invention granted to a contractor or inventor prier to’
the effective date of this Act are hereby ratified and affirmed if such rights were
granted in accordance with agency regulations in effect at the time of the grant.
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COMMITTEE Ac'rlo'Ns'

H R 5003 was introduced by Congressman Fuqua on March 1,
1984 with Mr. Brown of California, Mr. Walgren, Mr. Boucher, Mr.

-Sensenbrenner, and Mr. Gregg as cosponsors. The bill was referred

jointly to the Committees on Science and Technology and on the
Judiciary, and within the Science Committee to its Subcommittee
on Science, Research and Technology (SRT).

The SRT Subcommittee held legislative hearings on May 15 and
May 16. Witnesses were Dr. Bruce Merrifield (Assistant Secretary
for Productivity, Technology, and Innovation/Department of Com-
merce), Mr. Roger Ditzel {Director of Patents/University of Califor-

_nia), Dr. Robert Fischell (Inventor of the Year/Intellectual Proper-
-ty Owners, Inc., and Chief of Technology Transfer/Applied Physics

Laboratory/John Hopkins University), Mr. Harry F. Manbeck
(General Patent Counsel/The General Electric Company), Mr.
Cruzan Alexander (Vice President/Intellectual Property Owners,
Inc.), Dr. Jerry Hudis (Assistant Director/Brookhaven National
Laboratory), and Dr. Robert F. Shaw (Consultant/Amerlcan Insti-
tute of Aeronautics and Astronautics).

The SRT Subcommittee met on June 19, 1984 for discussion of

“H.R. 5003. On July 25, 1984 the Subcommittee considered amend-
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menrts to H.R. 5003, adopted an amendment in the nature of a sub-
stitute, and by voice vote, a quorum being present, ordered the bill

reported as amended to the Committee on Science and Technology. -
- The bill was further amended by the Full Committee on August 8,

1984 and reported from Committee by voice vote.

NEED FOR THE LEGISLATION

The historical practice of some agencies of having the govern-
ment retain patent title to.1J.S. funded inventions and license those

- ‘inventions to all comers is generally credited with the failure of

most of these inventions to penetrate the commercial marketplace.
Government-funded inventions are usually new ideas that need

‘considerable refinement before they are ready for the commercial

marketplace. Often the commercially viable concept is only tangen-

tial to the main purpose for which the research was conducted, and

an agency cannot justify spending the federal funds to test out the

~viability of commercial applications.

Private companies are willing to put their own mOney into devel-

- oping ideas originating in government research, but only if there is

the strong possibility of financial reward at the end of the develop-
ment process. Most feel it is more difficult to make money without

_ the incentives provided by a protected patent position; they are re-
" luctant to invest the millions required to fine-tune inventions with-

out the guarantee that a competitor would be precluded from also
receiving its own government license and then cloning their fin-

_ ished product. Therefore, those portions of government research

and development contract work have attracted companies interest-
ed in making their profits on government fees rather than profits
on commercial spin-offs from government-sponsored work, and the
commercial potential of creative ideas emanating from this re-
search lies. fallow or may be exploited in another country with a
more closed domesnc market.

BACKGROUND

In the 96th Congress, two important laws, P.L. 96—:)17 and P L
96-480, began the reform of federal patent policy and increased the

:a\'railability of government laboratories to the private sector. P.L.

96-517, signed into law December 12, 1980, permifted small busi-
ness and non-profit government contractors in most instances to
retain patent rights in inventions they made with federal research
dollars. Contractors could either further develop the invention
themselves or work with a licensee to transform the invention into
a viable commercial product. P.L. 96-517 also included an initial
attempt to set up rules for exclusive licensing of federal inventions,

The original House-passed version of P.L. 96-517 contained a uni-

form federal patent policy applying to all business, but the Senate

deleted the portions applying to government contractors other than
small business and universities. The expectation was that the delet-

‘ed portions would be reviewed in the 37th Congress as ig evidenced
by the following colloquy between Congressman Fuqua and Con-

gressman Kastenineier, November 21 1980 at the time of final

House passage of P.L. 96- 517
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Mr. Fuqua. Mr. Speaker, further reserving the right to
object, I might say that I want to commend the gentleman
from Wisconsin (Mr. Kastenmeier) for his efforts.

I, too, am very disappointed that we have not been able
to get a full patent policy review, but I think this is a step
in the right direction. It is better than what we have
today; and I hope that we have the assurances of the gen-
‘tleman from Wisconsin (Mr. Kastenmeier) that we can
move forward on this. I can assure him of my commitment
to try to work in the next Congress and try to insure that

- we do bring about a more uniform patent policy for this
country, o ) :

Mr. KasTENMEIER. Mr. Speaker, if the gentleman will
yield further, he has that assurance, and indeed it is very
unportant that we achieve a uniform patent policy for
other than small businesses and universities which are
provided for in this bill. That will be a high priority as far
as I am concerned. : : ‘

P1. 96-480, the Stevenson-Wydler Act, made improved utiliza-
tion of federally funded technology by state and local governmerits
and by the private sector a matter of national policy; NASA's tech-
nology utilization program had promoted the wide-spread dissemi-

nation of ‘the results of NASA’s activities for over 20. yeéars, but

many other agencies did not have an aggressive program of tech-
nology transfer. Research and technology applications offices were
" established within most federal laboratories to support the transfer
to the private sector of technology with commercial potential. The
Center for Utilization of Federal Technology was also begun as a
clearinghouse for the transfer of information on federally owned or
originated technologies having potential application to State and
local governmerts and to private industry. '

These laws and other events have made government research of-
ficials more sensitive to’ and more interested in cooperating with
the private sector. Universities and small businesses have had in-

centive to promote inventions made under federal contract and

-more federal inventions have been the basis of commercial prod-
ucts. For a patent to be a valuable property right, access to the in-
ventor and his or her expertise are usually required. Therefore, it
is not surprising that this new federal policy, of placing the exclu-
sive right to develop an invention in the hands of the inventor's
employer, has led to better commercial exploitation of quality gov-
ernment-funded inventions than before. :
.. The experience from the first two years under P.L. 96-517 was
positive enough to lead President Reagan by Executive Order on
February 18, 1983 to expand the scope of P.L. 96-517. This order
authorizes all contractors to receive invention rights derived from
" federally funded research to the extent permitted by law. However,
since over 20 varied patent statutes and provisions are in effect for
different agencies, a uniform federal patent policy cannot be estab-
lished by Executive Order alone. This has led to H.R. 5003 which
legislatively establishes a uniform federal patent policy, revises 96-
517 in light of three years of experience, and repeals all statutes
which now stand in the way of the uniform policy.
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'Brier DESCRIPTION OF THE BILL AS REPORTED

The primary purpose of H.R. 5003 is to remove all legislat.ive.

roadblocks to implementation of the February 18, 1983 Executive
Order and to establish a more uniform federal patent policy. Under
H.R. 5003, unless a specific exception is invoked by the contracting
agency, the contractor's right to retain patent rights for commer-
cial development or licensing of inventions occurring under the

contract will be written into the contract. Even if the government
- ‘has reason to invoke an -exception, the contracting agency should
review the inventions as they occur and allow the contractor to de-

velop those with commereial potential if it is in the public interest.

“ to do so. - -

Contractor retention of patent rights is conditioned on good faith
_ efforts to develop and market the invention. If the contractor has
made no effort to exploit the technology within three years of issu-
ance of the patent to him or such longer time as the contracting
agency may allow, the invention can be listed with the agency’s li-

- censing service or the National Technology Information Service as’

available for licensing, and march-in provisions allowing the gov-
ernment to force licensing of the patent to third parties can be in-

“voked by the contracting agency at any appropriate time. The

- march-in provisions also cah be used for health and safety or public
use regsons. _ . . :

The intent of the legislation remains to transfer patent rights
into the private sector for development when transfer is in the best

interest of both the government and private sector. Therefore, lim- .

ited governmental authority to assign patent property rights is pro-
vided. The Department of Commerce lead role in innovation is en-
hanced by the responsibilities to provide assistance to other agen-
cies in identification of commercial potential in inventions, to assist
~ other agencies in the promotion of those inventions, to publish no-
tification of all government-owned inventions that are available for
licensing and to initiate uniform patent régulations and their revi-
-sions to be promulgated by the director of OMB after public and
agency comment. ' : -

The other purpese of H.R. 5003 is to establish a more consistent
-and effective federal patent policy. Therefore, the bill H.R. 5003 as
reported closely follows the allocation of administrative and review
- responsibilities made in P.L. 96-517 as amended. It alsc amends or
strikes provisions of over 20 other acts to bring them into conformi-
ty with the patent policy contained in H.R. 5003 and P.L. 96-517.

EFFECT OF THE AMENDMENT IN THE NATURE OF A SUBSTITUTE

H.R. 5003 as reported strikes all after the enacting clause and in-
serts new text. The new text preserves the basic structure of the
bill, as introduced. The amendment incorporates several substan-
- tive changes as well as.a larger number of technical changes both
of which are explained in the section-by-section analysis portion of
this report. ' : T .
- The changes to H.R. 5003 as introduced have the following ef-

ects: a

(1) To give th'e'Secfetary of Commerce the power to initiate
uniform patent regulations and their revisions and to give the
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Dlrector of the Office of Management and Budget the author-
ity to promulgate those regulations after full cons1deratlon of
“agency and public comments; :
(2) To clarify ownership of inventions occurring at Govern-
" ment-owned contractor-operated facilities;

(3) To give the contractor other than a grantee or partici-

pant in a cooperative agreement the right to appeal adminis-

- tratively or to go to the U.S. Claims Court if he feels the

- agency has erred in its retention of patent rights under the
contract;

{4) To permit the government to direct licensing of end use
‘products of major multiyear technoiogy development programs
of DOE and NASA;

(5} To provide for advertisement to the private sector of gov-
ernment-funded patents on which no development or commer-
cialization work is done within three years;

(g) To prov1de for asmgnment of Government-owned patents
an

(M To forbld government retention of patent nghts in inven-
tions of awardees of scholarshlps, fellowships,. and training
grants.

SECTION-BY-SEC’I‘ION ANALYSIS

Rather than repealing P.L. 96-517 or amending it to include all
classes of contractors, H.R. 5003 continues the practice (regarding
invention rights arising from government contracts) of treating
small business and non-profit organizations separately from other
. government contractors. Title I of the bill details general policy
considerations. Title II assigns specific policy coordination func-
‘tions to the Federal Coordination Council for Science, Engineering,
and Technology and the Secretary of Commerce. Title III, in sub-
. stantial detail, allocates rights to inventions between the govern-
~ment and contractors not covered by 96-517. Title IV contains defi-
nitions and amends over 20 existing laws including P.L. 96-517 to
bring them into conformity with H.R. 5003 and the President’s Ex-
ecutive Order.

TITLE [—POLICY

" Section 101. Findings. Inventions resulting from Government-
sponsored research and development constitute a valuable national
resource which should be developed in a manner consistent with
public interest and the equities of the respective parties. Therefore,
a flexible Government-wide policy to increase the utilization of the
x‘esl.:;lltf.1 of Government-sponsored research and development is
 neede A

- TITLE [I--FUNCTIONS OF VARIOUS AGENCIES

Section 201. The Federal Coordinating Council for Science, Engi-
-neering and Technology, which is chaired by the Director of the
Office of Science and Technology Policy, is authorized to make rec-
ommendations on the various administrative policies and practices
needed to carry out the Act, including corrective actions the Coun-




C1T7.
¢il finds neceséary' from its review of instances of governmeht re-
tention of rights under the Act. The Council is expected to aug-

ment, not supplant the current governrnent framework for promul- .

gation of procurement regulations.

A Subcommittee of the Council, chaired by the Secretary of Com-

‘merce and with membership from each government agency with

a major R & D program, is available to formulate recommendations

for the Council and the Secretary of Commerce and to ensure that
-each affected agency has appropriate input into the policy-making
process. All policy recommendations if then adopted by the Direc-
- tor before being issued in final form, and would then pass through
. the appropriate channels now in -existence and those created by
this Act. Initial representation on the Subcommittee should in-
clude, but not be limited to, representatives from the Department
of Energy, the Department of Health and Human Services, the Na-
-, tional Aercnautics and Space Administration, the National Science
.Foundation, the Department of Agnculture the Department of
. Transportatlon, the Department of Interior, and the Env1ronmen-
tal Protection Agency.
. To carry out its responsibilities, the Council is authorized to ac-
.-quire, review and analyze pertinent data, including documentation
related to government retention of patents under Sec. 301(a), and
to publish an annual report.

Section 202. The Secretary of Commerce is authonzed to assist

other agencies in the promotion of licensing and utilization of Gov-
ernment-owned inventions, to give advice in various patent mat-
. ters, and to make available ¢valuation services to assess the com-
mercial potential of these inventions. Commerce’s role is advisory,

not managerial, and it is anticiapted that most activities will be =

performed at the request of the client agency. Commerce is also
. given authority to publish notifications regarding the availability
to the private sector of government-owned inventions. The Secre-
tary of Commerce is given the authority to initiate the uniform fed-
eral regulations required to implement the various provisions of
this Act. Authority to promulgate such regulations is limited to the
Director of the Office of Management and Budget after his office
has given full consideration of all public and agency comments.
Such proecdure is needed both to ensure prompt issuance of the
needed regulations and to make sure that efforts to promote inno-
~ vative commercial spin-offs from government-sponsored research do
not accidentally impede the mission which is the primary purpose

- of the research

, TITLE II—ALLOCATION OF RIGHTS :
Section 301(a). Throughout Title III, contractor means a contrac-

tor other than a federal agency, a small business, or a non-profit’

organization contractor. Parallel provisions for small businesses
and non-profit organizations are found in P.L. 96-517 as amended
(Chapter 18 of Title 35 of the U.S. Code). Descriptions of sections
throughout Title IIT should also be construed as descnptlons of
identified provisions added to 96-517 by this Act.

In general, each contractor has the right to elect to retain world-

wide title t0 any invention developed under the subject contract..

37-587 0 - 84 - 3
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The section further enumerates five excéptions to the general rule

under which the Government may either eliminate the right to

elect to retain title or may limit contractor rights as necessary.

‘The first exception allows intelligence agencies to protect the se-

curity of their activities. This supplements the authority of the
government to use the classification system to control sensitive

- technology in intelligence agencies.

The second exception gives the contracting agency discretiona..ry'
authority to retain title to patents developed under contract with

_foreign governments and companies. This is in keeping with this
- legislation’s intent to increase U.S. economic competitiveness.

The third exception deals with contracts that are related to all
forms of international agreements. The section is written broadly
to permit the contracting agency the latitude to be sensitive in
international affairs. ‘

The fourth exception gives agencies the ability to deal with exep-
tional circumstances as well as with non-routine business relation-
ships. For example, an agency may choose to hold certain process
related patents in programs such as uranium enrichment or re-
processing, where for public policy reasons such as nuclear prolif-
eration the business is considered too sensitive to be operated with
private sector ownership. As the only legal customer of the technol-
ogy, the agency may decide that there is no justification for allow-
ing the private sector to hold the patents. The Department of Ener-
gy's terminal repository program for high level nuclear waste is an
example of a non-routine business relationship. Since the program
is funded through special fees levied on the utility industry, the
Department may decide that that industry should have a say in
the allocation of rights in that program’s subject inventions. Excep-

tional circumstances are not ordinary circumstances. This provi-

sion should be used only for the extraordinary circumstance where

- an important national interest is hurt by the patent remaining

with the contractor and where the other four exceptions are inap-
plicable. : : : T _
Unlike past versions of this legislation, there is no bill language
allowing an agency to retain title to inventions under contracts to
develop methods to comply with government regulations. The omis-
sion is because of the breadth of the exception. In general, it is felt

"that private sector ownership of these patents and private sector
development of competing health and safety products are the best

means of satisfying the regulatory demands. Therefore, those in-
stances in which public health and safety inventions require gov-
ernment control of patents must be justified through this excep-
tional circumstance provision or through section 303 march-in pro-
cedures. = . ' : o

The fifth exception allows the Department of Energy to retain
patent rights to inventions arising under work done at or through
its major defense production facilities such as the Y-12 Plant at

Oak Ridge, Tennessee and laboratories such as Knolls Atomic -

Power Laboratory, Bettis Atomic Power Laboratory, Sandia Na-
tional Laboratories, Savannah River Laboratory, Los Alamos Na-

" tional Laboratory, and Lawrence Livermore National Laboratory.

This list is not meant to be inclusive, but rather representative, of

the size and mission of facilities covered by the exception. Smaller
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ule ' radiation laboratories on university campuses, biomedical and envi- 7

. to : " ronmental facilities, or inventions funded. from-seurees other than -
L - the weapans related and naval-nuelesr-prepulsion system budgets s
se- _ of the DeMWovered by the exception. Fur-

the : thermore, the Department 15 expected to use the authority of sec-

ive - . tion 302 to decide on a case by case basis after inventions occur at Q;t

defense facilities and laboratories which of these inventions can be |~

ary . transferred to the contractor without damage to the mission of

ith these facilities. - : T

his Section 301(b). As a check on the appropriateness of withholding

-of patent rights, the contractor has two appeal routes. He can pro-

all _ ceed either under an administrative appeal procedure or in the
~dly U.S. Claims Court. The Director of the Office of Management and
in

- and guidelines further explaining when the exceptional circum-
R S stances provision under Sec. 301(a) may not be used. OMB, through

-on- its Office of Federal Procurement Policy, already has the authority

e88 under 41 USC 405 to prescribe a single system of government-wide
- re- o procurement regulations both for property other than real property

’.h{; ' and for services including and development. Therefore, vesting the

’ltl ~ authority in the Director of OMB here and in Title II to establish a

101 more uniform treatment of federally-funded patents rather than

ow- Comptroller General or another government official also promotes

1er- P N - vt

the objective of keep related patent and procurement policies con-

';rg ’ sistent with each other. The Comptroller's Annual Report under

the -P.L. 96—51‘7 and the Director of the Office of Science and Technolo-

Cin ' gy Policy's annual report under section 201(b6)(5) should provide ad-

:ep- : dl’cl{onal independent review of governmental patent retention
o policy. ' : '

E%‘Lle "~ Section 301(c). This section sets out several legislatively mandat-

ing .. ed elements of the patent clause which is to appear in pertinent
“ap- L %_overnment contracts where the contractor has rights in inven-
o ions.
age T (1) A contractor must disclose subject inventions to the contract-

5 10 ing federal agency within a reasonable time. Regulations defining
s .reasonable time should be drafted in such a way as to require dis-
- felt closure early enough to permit the government to protect any right
“stor . : it may have in an invention. ' TTTe— /
est : (2) The contractor also is given a reasonable time following dis- ., /
“in- _ closure to make a written election to retain title. If as a result of :
ov- : - the passage of this legislation, any change is made in current ad-
" ep- , : ministrative requirements in this area, preference would be for rel- .®
310~ atively short election deadlines with automatic extensions of the =~
- deadline upon written request of the contractor. This would clear

ain the way for prompt and effective reporting of inventions that are
.agh - well-defined, while giving more time to contractors who desire to
“rat investigate the commercial potential of the invention prior to elec-

mic tion. The contractor must file patent applications within a reasona- -

Na- ble time. If the contractor does not want some or all of the patent

Na- - rights, the government, if the contractor consents, may then con-

STY. _ sider requests by the inventor for his retention of those rights. The

s of government may receive those patent titles the contractor or in-

ller ventor does not elect to pursue. :

Budget is also given authority to promulgate policies;, procedures, .............._........_
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| (3. a and b) The government shall retain a non-exclusive, rio_n-
transferrable, irrevocable, paid-up license to practice the subject in-
vention throughout the world and or to have it practiced on behalf

of the government in all instances in which a contractor elects

title. This license is to give the government the fruits of the inven-
tions it paid for without having to pay fees to the holder of title or
licenses in those inventions; there is no intent through this license
to authorize the government to compete in commercial markets
with private sector companies when such permission to compete is

‘not expressly provided elsewhere by statute. _ _
. When .international treaties, agreements, memoranda of under-
standing, or other such arrangements are involved, the government

may refain rights as necessary to sublicense other governments or
international organizations. o

(3¢) Under limited circumstances, the Department of Energy
(DOE) or NASA may retain the right to direct the licensing of a
subject inventions occurring as part of a major mutliyear research
and development project. The contractor must reserve the right in
the contract with regard to specific end items or products that are
expected to be made commercial at the end of the research and de-
velopment project. In NASA, for instance, there coitld be a planned
development essential to any commercial use of space; under those
circumstances, it might nof be within the public interest to give
the federal contractor developing such a concept monopoly control

~over it. In DOE, technologies like magnetic fusion are federally

funded and years away from the commercial marketplace. It may

- not be logical to spread out over the years among a variety of con-

tractors what will be the background patents for a commercial op-

eration the agency may wish to transfer to the private sector as a”
“unit. If the agency feels that to do so may be critical to the ulti-

mate commercialization of the preject, the agency should have the

_discretion within the purposes of the Act to retain the ability to

easily reassemble the technological package at a later date. Howev-
er, the fact that the patents are in the private sector will mean

- that companies are not precluded from doing such an assembiage

on their own. L S

(4) At least one report on efforts to obtain commercial utilization
of a contractor-retained invention is required during the first three
years after issuance of the patent to the contractor or other private

- sector title holder. The sole purpose of this report is to document

the required effort necessary for the contractor, inventor, or assign-
ee to avoid advertising of the invention under Section 303(c); there-

- fore, lengthy reports are not anticipated. The agency, in accordance
with applicable regulations, may require more frequent reports’
‘both during and after the initial three year period. Additional in-

formation may be required by the government for purposes includ-
ing deciding whether the government should use its march-in

rights under Section 303(a). No information collected under this

section is to be disseminated to competitors or the public under the
Freedom of Information Act. - o

-(5) The contractor shall assure that any patent application shall
include within the specification section, a statement specifying the

~ government’s rights in the invention and that the invention was

made in part or in whole with federal funds.

e i .
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(6) Goﬂzernment-owned, contractor operated (GOCQ) facilities are

treated as a special case. Typically, an operator sets up a separate

division of the company to run the facility, and the government
pays all costs for that division. The work of the laboratory is often
unrelated to the company's commercial divisions. Therefore, com-
‘'merical development of government inventions by the contractor is
not as likely as with other government contractors; rather, the
GOCO operator is likely to promote commercialization by licensing
to a third party. This paragraph allocates the revenues from such
licensing if the contractor elects to retain such revenues: (a) the
first use is to pay all patenting and licensing costs for the inven-
tion, (b) the next use; up to an amount equal to 5% of the facility's
‘annual budget is to be used both for a research account ¢controlled
by the facility and also to bring other inventions of the facility to
the point where they are attractive to potential licensees and its

_affiliates. All other revenues revert to the Treasury. Regulations

should be carefully drawn to preserve the independence of these
laboratories and to-keep the commercial divisions of the contractor

at arms length. The para also provides that to the extent it
- . provides the most effective technolo ; the licensing of in4t

ventions will be done by the contractor's on-site employees rather
than by individuals in corporate headquarters; this reflects the pri-
mary 1ntent of the legislation, to foster commerical use of govern-
mentfirmanced TMVerntions by Keéeping Lhe Tights to Use or commer-
cialize the Techmology as closetu the-inveritor as possible. Title to
invenfigns being licensed should be held in the fame of the wholly
owned subsidiary running the facility for the government so that
in the event of a change of contractors, the licensing process may
be transferred intact to the successor corporation as a continuing
operation of the GOCO. _ ‘ . .

{7) The contractor may retain a nonexclusive, paid up license in
a subject invention, when it does not retain title or when the gov-
ernment forces licensing of an invention under Section 303. This li-

‘cense is to be limited or revoked only to the extent necessary for

the government to grant an exclusive license to a third party who,
unlike the contractor, is able to commercialize the invention.
Therefore, the government is given the right to limit or revoke the
contractor’s non-exclusive license when that contractor has not re-
tained title if such action is necessary to attract a third party will-
ing to proceed with commerical development of the invention. The
government should be diligent in its attempts to find companies
who will commercialize despite retention of this right by the con-

-tractor and revocation should be used only as a last resort. When
_the contractor willfully fails to disclose an invention, he automati-

i:_ally loses all rights in that invention including his non-exclusive
icense, ' '

(8) If the contractor sells or grants license in an invention cov-

ered by this Act, such conveyance is not to affect any government

rights in the invention. . . o
{9) Other contract requirements may be added so long as they are’

' not inconsistent with the Act. Additionally, when the government’

retaing title or ‘an exclusive license in an invention, the govern-

~ment's interest in protecting the invention and in operating its re-
_search and production facilities may be paramount to that of the
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contractor and may require special contract requirements for
_ prompt reporting, election, and filing of patent applications to
P _ ensure that the government’s intellectual property rights are ob-
- : tained, for maintaining the free flow of information among govern-
‘ment laboratories, and for establishing the right to enforce the pat-

ents in the government's field of use. S )

Section 302. The broad waiver authority of section 302(a)X1) is in-

: cluded to cover situations in which an agency through minor finan-
, cial participation, partial compensation of inventors, seek money,
. or work related to but not central to a project has inadvertently
_ : acquired rights in an invention arising or potentially arising under
" a contract such as the government’s non-exc¢lusive license. These
rights may not be of use to the government, but may cloud the in-
— ventor's patent title. In these instances it could be in everyone's
B _ ' best interest for the government to have the ability to waive any
' ' and all rights in the invention, This is broad authority and not to
be used capriciously. Therefore, the regulations governing this sec-
tion should provide examples of the type of instance in which the
“authority may be used and should limit use of the authority to
assure that abuse of the provision is unlikely.

Section 302(a)2) also provides a mechanism by which the govern-
ment can transfer title to the contractor after the subject invention
has been identified. If one of the exceptions contained in Section
-301(a) is invoked in the contract and a government agency retains
title or other rights, that agency may decide upon learning the de-
tails and potential uses of an invention, that the contractor can -
make commerical usé of an invention without harm to the govern-
ment interest which caused the exception to be invoked. In this in-
stance, the government should waive some or all of the retained
rights and with respect to the waived rights, permit the contractor

. to proceed as if those rights had been given to him contractually
under Section 301(a). Waiver of government rights in favor or pri-
vate sector joint venturers is also permitted under the section.

Section 303 {a) and (b). March-in rights are one of two methods
the government has to make sure the contractor either takes rea-
sonable steps towards commercialization of a retained patent or li-
censes the patent to meet health and safety needs or federal regu-
latory requirements. Under this provisions, the contractor or other
private sector title holder retains title, but the government, subject
to regulations and judicial review, can require exclusive, partially
exclusive, or non-exclusive licenses to be issued if it involves one of

"the enumerated march-in provisions. :

Section 303(c) provides advertising as the second method to help
unused subject inventions become available to companies who will
develop them. The contractor or other private sector title holder in
his mandatory report under Section 301(c)(4) is expected to show a
good faith effort towards commercialization of the invention by

_ achieving minimum standards set forth in agency regulations re-
“quiring further development or commercialization of the invention.
-If he does not do so in the first three years after issuance of title to
" him and the agency determines the invention to have commercial
value, the agency shall advertise the invention through its in-house
licensing program or through the licensing program of the Nation-
al Technical Information Service as available for licensing by the
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. patent holder or heolder of exclusive license. The'section’.s only pﬁr-

pose is to provide a means short of “march-in”’ for the government

to attract potential commercial developers to an invention not |

being pursued by the contractor or his licensee, but march-in is
available under subsection (a) if for defensive patent purposes, a
patent holder or exclusive licensee refuses to consider requests to

- license under reasonable terms. Contractors, who decided not to

pursue development after taking title, may also return title to the
government if they have no plan to commercialize the invention.

-Section 304. In general, the legislation makes it more difficult for
an agency to require a contractor to license background patents.
Background patents are defined as non-subject inventions where
the contractor holds the right to license and where infringement
cannot be reasonably avoided in the practice of a subject invention.
After enactrment, an assistant secretary level official with specific
programmatic responsibility must sign off on any contract provi-
sion requiring licensing of a background patent, thereby guarantee-

ing that such provisions are given high level attention in the-

agency and not treated as routine. Furthermore, an appropriate as-

. sistant secretary level official must sign off on the actual licensing

which must be precéded by a hearing on the record where the con-
tractor holding the background patent has the right to participate.
These safeguards make requiring a license a difficult procedure,
but leave that possibility of licensing in exceptional circumstances

. such as when a government-funded patent is being used for defen-

sive purposes to hold down the level of competition for an existing
product line. In such an instance, it may be appropriate for the
government to require licensing of the government-funded inven-

. tion through its march-in rights under Section 303 and also to re-

quire licensing of any background patents on which that research

was built. -

' TITLE IV—MISCELLANEQUS

Section 401. The terms “federal agency”’, “‘small business firm”,

“non-profit organization”, “invention”, “subject invention’, and

““practical application” are defined identically or in a substantially

similar manner in P.L. 96-517 and this section. “Contractor’’ is de-

-fined as any person other than a federal agency or a contractor

covered by P.L. 96-517. The definition of “contract” under P.L. 96-

- 517 is substantially the same as the definition of “funding agree-
.~ ment” in P.L. 96-517 and both are modified to make clear that con-
--tracts for third party sponsored research at GOCOs between opera-

tors of GOCO facilities and private sector persons where the pri-

“vate sector is paying for the research such as collaborative arrange-
.ments or work for others agreements, are not covered by this Act.
_ Subcontracts related to GOCO contracts are covered by the Acts.
Other terms defined are “Government’, “Secretary”’, “Director’,

AR

“antitrust law’”, “background patent”, “United States”, “inventor”,

and - “government-owned, contractor-operated facility”” (GOCO).

- “Background patent” is defined as not being a subject invention, as

owned or controlled by the contractor, and which: the contractor

but not the Government has the right to license to others. “GOCO”
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is defined broadly to include all federally funded research and de-
velopment centers. : : : :

Section 402. Twenty-three other Acts are amended to repeal or
amend patent provisions which are not in conformity with H.R.
5003. The intent of the section is to bring uniformity to federal

- patent policy. The majority of the provisions are standard provi-
. sions which appeared in many laws giving the government title to

patents and encouraging non-exclusive licensing; these provisions
‘are in conflict both with H.R. 5003 and with the President’s Execu-

tive QOrder. _ : . :

A few agencies have more comprehensive statutes dealing with
all intellectual property rights and technology transfer. It is the
intent of this legislation to change these Jaws only to the extent
necessary to bring them into conformity with this Act. For in-
stance, NASA's exemplary program in technology transfer should
continue with only minor changes after the Act becomes law.
‘Prompt and effective reporting of all innovations by contractors

not covered by P.L. 96-517 should continue under the National
" Aeronautics and Space Act of 1958 as amended whether or not the
innovations are patentable. Regulations currently in effect for uni-
versities under P.L. 96-517 should govern relations between NASA
"and universities tc the extent they are applicable. : :

The Act also amends P.L. 96-517. Definitions of “invention” and
“subject invention” are brought into conformity with H.R. 5003.

- The digposition of rights section .of P.L. 96-517 is expanded in sev-
eral places by adding language identical to that contained in Title
I of this Act and to exclude work-for-others arrangements and
similar contracts between GOCO operators and private sector enti-
ties. Certain provisions limiting assignment of rights and governing
- the issuing and promulgation of government reguiations are
changed to bring them into conformity with H.R. 5003. - :

- Section 212 is added to P.L. 96-517 to permit the government fo
assign title and other rights in inventions. Subject to uniform regu-
- lations to be promulgated under the Act, an agency may auction

off rights, enter into exclusive negotiations with potential purchas-

ers or use any other commercially acceptable method of transfer-
ring these rights. When patents with only marginal commercial
value are involved, the agency should consider giving title to indi-
viduals who will promise to put forth the effort and money to de-
-velop the invention into a commercial product or process. This sec-
~ tion should be viewed as an alternative to the licensing provisions
of P.L. 96-517; furthermore, it is supplementary to the principal
-policy of government transfer of patent title to the contractor
under Section 301 of H.R. 5003 and is not to be used as a means of
acquiring royalties, fees, or other remuneration from contractors or
inventors to which an agency would not otherwise be entitled or to
avoid the provisions of Title III of H.R. 5003. The objectives of this
provision are to avoid unnecessary governmental accumulation of
_ patents that could be utilized by private companies and to provide
an additional means of disposing of selected patents from the gov-
. ernment's present inventory as well as unneeded patents accumu-
lated under the various provisions of this Act and P.L. 96-517.
~ Section 213 is added to keep the government from retaining title
to inventions made by awardees of government scholarships, train-
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geships or other financial aid. Tt is rare for major inventions to be

made exclusively by such individuals and government retention of -

- such rights have made established inventors unwilling to train
~such individuals for fear of government retention of rights if the
.. student is listed on a patent apphcatmn as co-inventor with his pro-

fessor or employer.
Section 403. This Act is not intended to affect antitrust law
Section 404. The Act's effective date is six months after enact-
ment. Agencies, after the effective date, are authorized to allow
contractors to retain title to subject inventions made under con-

" tracts that predate the effective date under the same terms and

conditions as would apply had the contract been entered into after

* the effective date. This will permit uniform policies to take effect

prior to the expiration date of multi-year contracts now in effect,

-provided that such policy changes do not take any rlghts in a sub-

ject mventlon from a contractor or 1nventor

IMPACT ON INFLATION

In accordance with Rule XI, Clause 2(1)(4) of the Rules of . the
House of Representatives the followmg statement is made concern-
ing the inflationary impact of H.R. 5003.

H.R. 5003 is assessed to have an adverse inflationary effect on

- prices and costs in the Operatlon of the natlonal economy.

COMMITTEE OVERSIGHT FINDINGS AND RECOMMENDATIONS

Pursuant to Rule XI, Clause 2(1)(3) of the Rules of the House of
Representatives, and under the authority of Rule X, Clause 2(b)1)
and Clause 3(f), results and findings of the Committee oversight ac-
tivities regardmg Federal patent policy are incorporated in the rec-

ommendations found in the present bill and report.

SUMMARY OF GOVERNMENT OPERATIONS COMMI’I’I‘EE FiNDING AND
RECOMMENDATIONS

No findings and recommendations on oversight activity pursuant

" to Rule X, Clause 2(bX2) and Rule XI, Clause 2(1X3) of the Rules of

the House of Representatives have been submitted by the Commit-
tee on Government Operations for inclusion in this report.

BubnGet ANALYSiS AND PROJECTION

H.R. 5003 provides no new budget authority or tax expendltures
Consequently, the provisions of section 30%(a) of the Congressional

' Budget Act are not apphcable

U.s. CONGRESS,
ConGressioNAL BUDGET OFFICE,
Washington, DC August 10, 1984

" ‘Hon. DON FUQUA

Chairman, Committee on Science and Technology,

House of Representatwes Washington, DC.

Dear MR. CualrMAN: The Congressional Budget Office has re-

‘viewed H.R. 5008, the Uniform Science ‘and Technology Research

and Development Utilization_ Act, as ordered reported by the House
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Comml.ttee on Sc1ence and Technology; August 8, 1984. Enactment
of this bill is not expected to result in any SLgmﬂcant cost or sav-

- ings to federal, state or local governments.

HR. 5003 would establish a uniform federal policy. The bill
would expand the scope of Public Law 96-517, which generally per-
mits small businesses and nonprofit government contractors to
retain patent rights in inventions developed with federal research
" funding, and the Presidential memorandum of February 18, 1983,
which authorizes all contractors to receive invention rights derived
from federally-funded research, as permitted by existing law. H.R.
5003 would standardize the approximately 20 varied federal patent
~ statutes and provisions currently in effect for different agencies.

Based on information from the Department of Commerce and
from the Office of Federal Procurement Policy, which would have
authority to issue and promulgate uniform patent regulations, it is
expected that federal agencies would incur no substantial ongeing
costs or savings relative to current law as a result of the changes
in patent procedures mandated in H.R. 5003. One-time costs of ap-
proximately $100,000 would be incurred in 1885 to develop new
rules and regulations as specified in the bill.

To the extent that H.R. 5003 would simplify certain administra-
tive or contract procedures, or would encourage more competition
from firms that would be attracted by the commercial potential of
inventions, the federal goveriment could realize savings from en-
actment of this bill. Because the bill would require each agency to
monitor and review the status of the commercial development of
inventions, agencies may incur some additional administrative
~ costs. The net change in agency work load and costs is not expected
to be gignificant. E
- H.R. 5003 would require, under certain circumstances, that con- -
tractors share royalties with the federal govenment. Based on the
experience of Public Law 96-517, the amount of receipts from roy-
alties is not expected to be 31gn1ﬁcant Additional revenues, if any,
would be deposited in the general fund of thé Treasury,

If you wish further details on this estimate, we will be pleased to
. provide them, .

Sincerely,

RUDOLPI—I G. PENNER Dr.rector

. ADM[NISTRATION Posmon :
At hearings held by the Committee on the bill, H R. 5003, wit-

" nesses representing the Department of Commerce supported the

bill as introduced. Their testimony appears in the hearings record.
COMMITTEE RECOMMENDATION '

A quorum being present, the Committee ordered the bill favor-
. ably reported by a voice vote of those present on August B, 1984,

CHANGES IN ExisTING LAw MAbE BY THE BILL, As REPORTED

In compliance with clause 3 of rule XIII of the Rules of the
_ House of Representatives, changes in existing law made by the bill,
as reported, are shown as follows {existing law proposed to be omit-
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ted is enclosed in black brackets, new’ matter is printed in itélic,
existing law in which nc change is proposed is shown in roman)

“SEctiON 205 OF THE AcT OF AUuGUST 14, 1946

AN ACT To provide for further research into basic laws and principles relating to
agriculture and to improve and facilitate the marketing and distribution of agri-
cultural products : : :

Sec. 205. (a) In carrying out the prdvisions of title II of this Act,

the Secretary of Agriculture may cooperate with other branches of

_the Government, State agencies, private research organizations,
" purchasing and consuming organizations, boards of trade, cham-

bers of commerce, other associations of business or trade organiza-

tions, transportation and storage agencies and organizations, or’
* other persons or corporations engaged in the production, transpor-
‘tation, storing, processing, marketing, and distribution of agricul-

tural products whether operating in one or more jurisdictions. Con-
tracts hereunder may be made for work to be performed. within a
period not more than four years from the date of any such con-
tract, and advance, progress, or other payments may be made. The
provisions of section 3648 (31 U.S.C,, sec. 529) and section 3709 (41

- UB.C, sec. 5) of the Revised Statutes shall not be applicable to con-

tracts or agreements made under the authority of this section. Any

. unexpended balances of appropriations obligated by contracts as.

authorized by this section may, notwithstanding the provisions of

" section 5 of the Act of June 20, 1874, as amended (31 U.5.C., sec.
713), remain upon the books of the Treasury for not more than five

fiscal years before being carried to the surplus fund and covered
into the Treasury., [Any contract made pursuant to this section

'shall contain requirements making the result of such research and

investigations available to the public by such means as the Secre-
tary of Agriculture shall determine.] s

LI ® * * * * *

'SEcTION 501 OF THE FEDERAL CoAL MINE HEALTH AND SAFETY ACT

OF 1969
'RESEARCH
- Sec. 501, (a)* *
. * . * *. * * * l : *‘

ic} In carrying out the provisions for research, demonstrations,

experiments, studies, training, and education under this section
and sections 301(b) and 502(a) of this Act, the Secretary of the Inte-
rior and the Secretary of Health and Human Services may enter
into contracts with, and make grants to, public. and private agen-
cies and organizations and individuals. [No research, demonstra-
tions, or experiments shall be carried out, contracted for, spon-
sored, cosponsored, or authorized under authority of this Act,
unless all information, tses, products, processes, patents, and other

- developments resulting from such research, demonstrations, or ex-

periments will {with such exception and limitation, if any, as the

“Secretary of the Interior or the Secretazjy of Health and Human
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Services may find to be necessary in the public interest) be avail-

able to the general public,

* * * Tk * * *

SEcTiON 106 oF THE NATIONAL TRAFFIC AND MOTOR VEHICLE SAFETY
o : AcT or 1966

Sec. 108. (a) The Secretary shall conduct research, testing, devel-
opment, and fraining necessary to carry out the purposes of this
title, including, but not limited. to— : _

© (1) collecting data from any source for the purpose of deter-
mining the relationship between motor vehicle or motor vehi-
cle equipment performance characteristics and (A) accidents
involving motor vehicles, and (B) the occurrence of death, or
personal injury resulting from such accidents; o

(2} procuring (by negotiation or otherwise) experimental and
other motor vehicle or motor vehicle equipment for research
and testing purposes; - : : .

{3) selling or otherwise disposing of test motor vehicles and
motor vehicle equipment and reimbursing the proceeds of such
sale or digposal inte the current appropriation available for the
purpose of carrying out this title. : g

-~ (b) The Secretary is authorized to conduct research, testing, de-
velopment, and training as authorized to be carried out by subsec-

* tion (a) of this section by making grants for the conduct of such re-

search, testing, development, and training to States, interstate

" agengcies, and nonprofit institutions.

[(c) Whenever the Federal contribution for 'é.ny rése_arch or de-
velopment activity authorized by this Act encouraging motor vehi-
cle safety is more than minimal, the Secretary shall include in any

. contract, grant, or other arrangement for such research or develop-
. . ment’ activity, provisions effective to insure that all information,
- uses, processes, patents, and cother developments resulting from

that activity will be made freely and fully available to the general
public. Nothing herein shall be construed to deprive the owner of
any bac_kground patent of any right which he may have thereun-

_der.}

SECTION 12 oF THE NaT10NAL SciEncE FOUNDATION ACT oF 1950
" PATENT RIGHTS '

Sec. 12, [(a) Each contract of other arrangement executed pur-
suant to this Act which relates to scientific research shall contain

- provisions governing the disposition of inventions produced there-
-under in a manner calculated to protect the public interest and the

equities of the individual or organization with which the contract
or other arrangement is executed: Provided, however, That nothing
in this Act shall be construed to authorize the Foundation to enter
into any contractual or other arrangement inconsistent with any

" provision of law affecting the issuance or use of patents.]

_(b) No officer or employee of the Foundation shall acquire,
retain, or transfer any rights, under the patent laws of the United
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States or otherwise, in any invention which he may make or
produce in connection with performing his assigned activities and

which is directly related to the subject matter thereof: Provided,

however, That this subsection shall not be construed to prevent any

‘officer or employee of the Foundation from executing any applica-

tion for patent on any such invention for the purpose of assigning
the same to the Government or its nominee in accordance with
such rules and regulations as the D1rector may estabhsh

SECTION 152 OF THE ATOMIC ENERGY AcT oF 1954
[SEC 152. InvENTIONS MADE OR CONCEIVED DURING COMMISSION

CoNTRACTS.—Any invention or discovery, useful in the production

of utilization of special nuclear material or atomic energy, made or
conceived in the course of or under any contract, subcontract, or
arrangement entered into with or for the benefit of the Commis-
sion, regardless of whether the contract, subcontract, or arrange-

.ment 1nvolved the expenditure of funds by the Commission, shall

be vested in, and be the property of, the Commission, except that

. the Commission may waive its claim to any such invention or dis-

covery under such circumstances as the Commission may deem ap-
propriate, consistent with the policy of this section. No patent for
any invention or discovery, useful in the production or utilization

of special nuclear material or atomic energy, shall be issued unless

the applicant files with the application, or within thirty days after
request therefor by the Commissioner of Patents (unless the Com-
mission advises the Commissioner of Patents that its rights have
been determined and that accordingly no statement is necessary) a

statement under oath setting forth. the full facts surrounding the
“making or conception of the invention or discovery described in the

application and whether the invention or discovery was made or
coriceived in the course of or under any contract, subcontract, or

- arrangement entered into with or for the benefit of the Commis--

sion, regardless of whether the contract, subcontract, or arrange-
ment involved the expenditure of funds by the Commission. The

- Commissioner of Patents shall as soon as the application is other-

wise in condition for allowance forward copies of the application
and the statement to the Commission.
[The Commissioner of Patents may proceed with the application

" and issue the patent to the applicant (if the invention or discovery
" is otherwise patentable) unless the Commission, within 30 days

after receipt of copies of the application and statement, directs the
Commissioner of Patents to issue the patent to the Comimission (if
the invention or discovery is otherwise patentable) to be held by
the Commission as the agent of and on behalf of the United States.
LIf the Commission files such a direction with the Commissioner
of Patents, and if the applicant’s statement claims, and the appli-
cant still believes, that the invention or discovery was not made or.
conceived in the course of or under any contract, subcontract or ar-
rangement entered into with or for the benefit of the Commission
entitling the Commission to the title to the application or the

-patent the applicant- may, within 30 days after notification of the
filing of such a direction, request a hearing before a Board of
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‘Patent Interferences. The Board shall have the power to hear and
determine whether the Commission was entitled to the direction
filed with the Commissioner of Patents. The Board shall follow the
4 * " rules and procedures established for interference cases and an
: appeal may be taken by either the applicant or the Commission
from the final order of the Board o the United States Corut of Ap-
peals for the Federal Circuit in accordance with the procedures
. governing the appeals from the Board of Patent Interferences.
L . [If the statement filed by the applicant should thereafter be
) . found to contain false material statements any notification by the
. Commission that it has no objections to the issuance of a patent to
the applicant shall not be deemed in any respect to constitute a
-waiver of the provisions of this section or of any applicable civil or

. " criminal statute, and the Commission. may have the title to the

patent transferred to the Commission on the records of the Com-
missioner of Patents in accordance with the provisions of this sec-
-tion. A determination of rights by the Commission pursuant to a
contractual provision or other arrangement prior to the request of
the Commissioner of Patents for the statement, shall be final in
the absence of false material statements or nondisclosure of maten- '
al facts by the apphcant i |

NaTiONAL AERONAUTICS AND SPACE Act oF 1958

TITLE II—COORDINATION OF AERONAUTICAL AND SPACE
ACTIVITIES

* % R * * . * Tl %

FUNCTIONS OF THE ADMINISTRATION
SEC 203. (a) * * *

* * ® * ok ¥ *
“(c) In the performance of its functions the Admlmstratlon is au- ‘
" thorized— :
(1~ -
* Tk * ® T ’ * *

(14) to provide effective contractual provisions for the prompt
and effective reporting of the results of the activities of the Ad-
ministration, including full and complete technical reporting of
any invention, discovery, improvement, or innovation which

" may be made in the performance of any work under any con-
" tract.of the Administration, whether or not patentable under
title 35, United States Code.
(d) For the purposes of chapter 17 of title 35, United States Code,
the Administration shall be considered a defense agency of the
United States.

TITLE II—MISCELLANEOUS

* A B S x * e
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. [PROPERTY RIGHTS IN INVENTIONS

[Sec. 305. (a) Whenever any invention is made in the perform-
ance of any work under any contract of the Administration, and
the Administrator determines that— . _

[(1) the person who made the invention was employed or as-
_signed to perform research, development, or exploration work
and the invention is related to the work he was employed or
assigned to perform, or that it was within the scope of his em-
‘ployment duties, whether or not it was made during working .
hours, or with a contribution by the Government of the use of
Government facilities, equipment, materials, allocated funds,
information proprietary to the Government, or services of Gov-
ernment employees during working hours; or ; :
[(2) the person who made the invention was not employed or
assigned to perform research, development, or exploration
work, but the invention is nevertheless related to the contract,

or to the work or duties he was employed or assigned to per-
form, and was made during working hours, or with a confribu-

. tion from the Government of the sort referred to in clause (1),
such invention shall be the exclusive property of the United States,
and if such invention is patentable a patent therefor shall be
issued to the United States upen application made by the Adminis-

“trator, unless the Administrator waives all or any part of the

rights of the United States to such invention in conformity with
the provisions of subsection (f) of this section. ‘ _
[(b) Each contract entered into by the Administrator with any
party for the performance of any work shall contain effective provi-
sions under which such party shall furnish promptly to the Admin-
istrator a written report containing full and complete technical in-
formation concerning any invention, discovery, improvement, or in-
novation which may be made in the performance of any such work. -
[(c) No patent may be issued to any applicant other than the Ad-

_ministrator for any invention which appears to the Commissioner

of Patents and Trademarks to have significant utility in the con- .

_duct of aeronautical and space activities unless the applicant files -
-~ with the Commissioner, with the application or within thirty days

after request therefor by the Commissioner, a wrilten statement
executed under oath setting forth the full facts concerning the cir-
cumstances under which such invention was made and stating the
relationship (if any) of such invention to the performance of any
work under any contract of the Administration. Copies of each
such statement and the application to which it relates shall be -
transmitted forthwith by the Commissioner to the Administrator.

[(d} Upon any application as to which any such statement has

" been transmitted to the administrator, the Commissioner may, if

the invention is patentable, issue a patent to the applicant unless
the Administrator, within ninety days after receipt of such applica-
tion and statement, requests that such patent be issued to him on

behalf of the United States. If, within such time, the Administrator
“files such a request with the Commissioner, the Commissioner shall -
- transmit notice thereof to the applicant, and shall issue such

patent to the Administrator unless the applicant within thirty days
after receipt of such notice requests a hearing before a Board of
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Patent Interference on the question whether the Administrator is’
entitled under this section to receive such patent. The Board may
hear and determine, in accordance with rules and procedures es-
tablished for interference cases, the question so presented, and its

" determination shall be subject to appeal by the applicant or by.the

Administrator to the United States Court of Appeals for the Feder-

~ al Circuit in accordance with procedures governing appeals from
- decisions of the Board of Patent Interferences in other proceedings.

[(e) Whenever any patent has been issued o any applicant in
conformity with subsection (d), and the Administrator thereafter
has reason to believe that the statement filed by the applicant in
connection therewith contained any false representation of any ma-
terial fact, the Administrator within five years after the date of is-

“suance of such patent may file with the Commissioner a request for

the transfer to the Administrator of title to such patent on the -
records of the Commissioner. Notice of any such request shall be

~transmitted by the Commissioner to the owner of record of such

patent, and title to such patent shall be so transferred to the Ad-
ministrator unless within thirty days after receipt of such notice
such owner of record requests a hearing before a Board of Patent
Interferences on the question whether any such false representa-
tion wasg contained in such statement. Such question shall be heard
and determined, and determination thereof shall be subject to
review, in the manner prescribed by subsection (d) for questions.
arising thereunder. No request made by the Administrator under
this subsection for the transfer of title to any patent, and no pros-
ecution for the violation of any criminal statute, shall be barred by
any failure of the Administrator to make a request under subsec-
tion (d) for the issuance of such patent to him, or by any notice
previously given by the Administrator stating that he had no
objection to the issuance of such patent to the applicant therefor.
Lif) Under such regulations in conformity with this subsection as

‘the Administrator shall prescribe, he may waive all or any part of

the rights of the United States under this section with respect to
any invention or class of 1nvent10ns made or which may be made
by any person or class of persons in the performance of any work
required by any contract of the Administration if the Administra-
tor determines that the interests of the United States will be
served thereby. Any such waiver may be made upon such terms
and under such conditions as the Administrator shall determine to

- .be required for the protection of the interests of the United. States.

Each such waiver made with respect to any invention shall be sub-

- ject to the reservation by the Administrator of an irrevocable, non-

exclusive, nontransferrable, royalty-free license for the practice of -
such invention throughout the world by or on behalf of the United

. States or any foreign government pursuant to any treaty or agree-

ment with the United States. Each proposal for any walver under

. this subsection shall be referred to an Inventions and Contributions

Board which shall be established by the Administrator within the

" - Administration. Such Board shall accord to each interested party

an opportunity for hearing, and shall transmit to the Administra-
tor its findings of fact with respect to such proposal and its recom-
mendations for action to be taken with respect thereto '

* LI * * * Tk Tk
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[(h) The ‘Administrator is authorized to take all suitable and '

necessary steps to protect any invention or discovery to which he
has title, and to require that contractors or persons who retain title
to inventions or discoveries under this section' protect the inven-
tions or discoveries to which the Admmlstratmn has or may ac-
quire a license of use.

[() The Administration shall be considered a defense agency of

the United States for the purpose of chapter 1t of title 35 of the
United States Code.
[( j) As used in this sectlon— . '
[(D the term “person” means any individual, partnersh1p,
. corporation, association, institution, or dther entity;
[(2} the term “contract” means any actual or proposed con-
‘tract agreement, understanding, or other arrangement, and in-
cludes any assignment, substitution of parties, or subcontract
executed or entered into thereunder; and
[(3) the term “made’, when used in relation to any inven-

tion, means the conception or first actual reductlon to practlce_ _

of such invention,

[k) Any object intended for launch, launched, or assembled in

outer space shall be considered a vehicle for the purpose of section
272 of title 35, United States Code.
* [} The use or manufacture of any patented mventmn mcorpo-
rated in a space vehicle launched by the United States Government
for a person other than the United States shall not be considered
to be a use or manufacture by or for the United States within the
meaning of section 1498(a) of title 28, United States Code, unless
the Administration gives an express authorization or consent for
such use or manufacture.]

CONTRIBUTIONS AWARDS

Sec. 306. (a Subject to the provisions of this sectlon, the Admin-

istrator is ‘authorized, upon his own initiative or upon application
of any person, to make a monetary award, in such amount and
upon such terms as he shall determine to be warranted, to any

person [(as defined by section 305)] for any scientific or technlcal_'

contribution to the Administration which is determined by the Ad-
ministrator to have significant value in the conduct of aeronautical
and space activities. Each application made for any such award
shall be referred to [the Inventions and Contributions Board estab-
lished under section 305 of this Act.] an Invention and Contribu-
tions Board which shall be establisi..i by the Administrator within

. the Administration. Such Board shall accord to each such applicant
-an opportunity for hearing upon such application, and shall trans-

mit to the Administrator its recommendation as to the terms of the

-award, if any,.to be made to such applicant for such contribution.
In determining the terms and conditions of any award the Admm- :

istrator shall take into account—
: (1) the value of the contribution to the United States;
(2) the aggregate amount of any sums which have been ex-

pended by the apphcant for the development of such contribu-
. tion; .
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(3) the amount of any compensation (other than salary re-
ceived for services rendered as an officer or employee of the
Government) previously received by the applicant for or on ac-
count of the use of such contribution by the United States; and

(4} such other factors as the Admlmstrator shall determlne
to be materlal : :

* EJ * * * & *

USE OF PATENTED INVENTIONS

SEc. 11, (a} Any object intended for launch, launched, or assem-
bled in outer space shall be considered a vehicle for purpose of sec-

‘tion 272 of title 35, United States Code (35 US.C. 27

(b) The use or manufacture of any patented muentton mcorporat-
ed in a space vehicle launched by the United States Government for
a person other than the United States shall not be considered to be
a use or manufacture by or for the United States within the mean-
ing ‘of section 1498(a) of title 28, United States Code (28 U.S.C.
1498¢a)), unless the Administration gives an express authorization
or consent for such use or manufacture.

SECTIbN 6 OF THE ACT OF'JULY 7, 1960

AN ACT To encourage and stimulate the production and consenatwn of ceal in the
United States through research and development by authorizing the Secretary of

. the Interior to contract for coal 1esearch and for other purposes

* * * * * * L

Sec. 6. [No research shall be carried out, contracted for, spon-
sored, cosponsored, or authorized under authority of this Act,
unless all information, uses, products, processes, patents, and other
developments resulting from such research will (with such excep-
tions and limitations, it any, as the Secretary may find to be neces-
sary in the interest of national defense) be available to the general
public.] Whenever in the estimation of the Secretary the purposes
of this Act would be furthered through the use of patented process-
es or equipment, the Secretary is authorized to enter into such
agreements as he deems necessary for the acquisition or use of

such patents on reasonable terms and condltlons

SECTION 4 or THE HELIUM ACT

Sec. 4. The Secretary is authorized to maintain and operate
helium production and purification plants together with facilities
and accessories thereto; to acquire, store, transport, sell, and con-
serve helium, hehum—bearmg natural gas, and hehum—gas mix-
tures, to conduct exploration for and production of helium on and
from the lands acquired, leased, or reserved; and to conduct or con-
tract with public or private parties for experimentation and re-

-search to discover helium supplies and to improve processes and

methods of helium production, purification, transpertation, lique-
faction, storage, and utilization[: Provided, however, That all re-
search contracted for, sponsored, cosponsored, or authorized under
authority of this Act shall be provided for in such a manner that
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all' information, uses, products, processes, patents and other devel-
opments resulting from such research developed by Government
expenditure will (with such exceptions and limitations, if any, as
the Secretary may find to be necessary in the interest of national
defense) be available to the general public: And provided further,
That nothing contained herein shall be construed as to deprive the
owner of any background patent relating thereto to such rights as
he may have thereunder.]. : '

SecTioN 32 OF THE ARMS CONTROL AND DISARMAMENT ACT

LPATENTS

[SEc. 32. All research’ within the United States contracted for,
sponsored, cosponsored, or authorized under authority of this Act,
shall be provided for in such manner that all information as to

uses, products, processes, patents, and other developments resulting.

from such research development by Government expenditures will
(with such exceptions and limitations, if any, as the Director may

find to be necessary in the public interest) be available to the gen- .

eral public. This subsection shall not be so construed as to deprive
the owner of any background patent relating thereto of such rights
*as he may have thereunder.] S

SECTION 302 OF THE APPALACHIAN REGIONAL DEVELOPMENT ACT OF
' 1965 ' '

* * * * * x *

. GRANTS FOR ADMINISTRATIVE EXPENSES OF LOCAL DEVELOPMENT ‘
DISTRICTS AND FOR RESEARCH AND DEMONSTRATION PRGJECTS

SEc. 302. (a) * * *

* * * * * * *

[(e} No part of any appropriated funds may be expended pursu-
ant to authorization given by this Act involving any scientific or
technological research or development activity unless such expendi-
ture is conditioned upon provisions effective to insure that all in-
formation, copyrights, uses, processes, patents, and other develop-
ments resulting from that activity will be made freely available to
.the general public. Nothing contained in this subsection shall de-
prive the owner of any background patent relating to any such ac-

‘tivity, without his consent, of any right which that owner may.

have under that patent. Whenever any information, copyright, use,
process, patent or development resulting from any such research or
development activity conducted in whole or in part with appropri-
" ated funds expended under authorization of this Act is withheld or
disposed of by any person, organization, or agency in contravention
of the provisions of this subsection, the Attorney General shall in-
stitute, upon his own motion or upon request made by any person
having knowledge of pertinent facts, an action for the enforcement
of the provisions of this subsection in the district court of the
United States for any judicial district in which any defendant re-




36

sides, is found, or has a place of business. Such court shall have
jurisdiction to hear and determine such action, and to enter there-

- 1n such orders and decrees as it shall determine to be required to

carry into effect fully the provisions of this subsection. Process of
the district court for any judicial district in any action instituted
under this subsection may be served in any other judicial district of
the United States by the United States marshal thereof. Whenever
it appears to the court in which any such action is pending that

other parties should be brought before the court in such action, the

court may cause such other parties to be summoned from any judi-
cial district of the United States.]

SECTION 9 oF THE FEDERAL NONNUCLEAR ENERGY Researcu AND
DEVELOPMENT ACT oF 1974

[PATENT POLICY

[SEc. 9 (a}) Whenever any invention is made or conceived in the
course of or under any contract of the Administration, other than

~nuclear energy research. development, and demonstration pursu-

ant to the Atomic Energy Act of 1954 (42 U.S.C. 2011 et seq.) and
the Administrator determines that—

[(1) the person who made the invention was employed Qr as-
signed to perform research, development, or -demonstration
work and the invention is related to the work he was employed
or assigned. to perform, or that {t was within the scope of his
employment duties, whether or not it was made during work-
_ing hours, or with a contribution by the Government of the use
of Government facilities, equipment, materials, allocated funds,
information proprietary to the Government, or services of Gov-
‘ernment employees during working hours; or

L[(2) the person who made the invéntion was not employed or

assigned to perform research, development, or demonstration

work, but the invention is nevertheless related to the contract
or to the work or duties he was employed or assigned to per-
form, and was made during working hours, or with a contribu-
tion from the Government of the sort referred to in clause (1),
title to such invention shall vest in the United States, and if pat-
ents on such invention are issued they shall be issued to the
United States, unless in particular circumstances the Administra-
tor waives all or any part of the rights of the United States to such
invention in conformity with the provisions of this section.

[() Each contract entered into by the Administration with any '
-person shall contain effective provisions under which such persen

shall furnish promptly to the Administration a written report con-
taining full and complete technical information concerning any in-
vention, discovery, improvement, or innovation which may be made
in the course of or under such contract.

[(c) Under such regulations in conformity with the provisions of

this section as the Administrator shall prescribe, the Administrator
may walive all or any part of the rights of the United States under
this section with respect to any invention or class of inventions
made or which may be made by any person or class of persons in

- the course of or under any contract of the Administration if he de-
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termines that the interests of the United States and the general

public will best be served by such waiver. The Administration shall
maintain a publicly available, periodically updated record of

" ‘waiver determinations: In making such determinations,the Admin- = =

istrator shall have the following objectives:

' [(1) Making the benefits of the energy research, develop-

- ment, and demonstration program widely available to the
public in the shortest practicable time.

[2 Promotmg the commercial utilization of such inven-
tions. -

L3 Encouragmg participation bv private persons in the Ad-
ministration’s energy research, development and demonstra-

. tion program.

[(4) Fostering competition and preventing undue market
concentration or the creation or maintenance of other situa-
tions inconsistent with the antitrust laws.

[(d) In determining whether a waiver to the contractor at the
time of contracting will best serve the interests of the United
States and the general public, the Admmlstrator shall specifically
include as considerations—

[(1) the extent to which the participation of the contractor
will expedite the attainment of the purposes of the program;

[(2) the extent to which a waiver of all or any part of such
rights in any or all fields of technology is needed to secure the
participation of the particular contractor;

[(3) the extent to which the contractor’s commercial position
may expedite utilization of the research, development and
demonstration program results;

[(4) the extent to which the Government has contributed to
the field of technology to be funded under the contract;

[(5) the purpose and nature of the contract, 1nclud1ng the in-
tended use of the results developed thereunder;

L[(6) the extent to which the contractor has made or will
make substantial investment of financial resources or technolo-
gy developed at the contractor’s private expense which will di-
rectly benefit the work to be performed under the contract;

L(7) the extent to which the field of technology to be funded
under the contract has been developed at the contractor's pri-
vate expense,

L[(8) the extent to which the Government intends to further
develop to the point of commerical utilization the results of the
contract effort,;

" [(9) the extent to which the contract objectives are con-
cerned with the public health, public safety, or public welfare;

o L) the likely effect of the ‘waiver on competition and
market concentration; and -

. [(11) in the case of a nonprofit educational 1nst1tut10n the
extent to which such institution has a technology transfer ca-
pability and program, approved by the Administrator as being
consistent with the applicable policies of this section.

[te) In determining whether a waiver to the contractor or inven-

tor-of rights to an identified invention will best serve the interests
of the United States and the general public, the Administrator




38
shall specifically include as considerations paragraphs (4) through
(11) of subsection (d) as applied to the invention and—

[(1) the extent to which such waiver is a reasonable and nec-
essary incentive to call forth private.risk capital for the devel-
opment and commercialization of the invention; and

L[(2) the extent to which the plans, intentions, and ability of
the contractor or inventor will obtain expeditious commercial-
ization of such invention. '

[ Whenever title to an invention is vested in the United
States, there may be reserved to the contractor or inventor—
‘[(1) a revocable or irrevocable nonexclusive, paid-up license
for the practice of the invention throughout the world; and

[(2) the rights to such invention in any foreign country’
where the United States has elected not to secure patent rights
and the contractor elects to do so, subject to the rights set
forth in paragraphs (2), (3), (6}, and (7) of subsection (h): Provid-
ed, That when specifically requested by the Administration
and three years after issuance of such a patent, the contractor
shall submit the report specified in subsection (h)X1) of this sec-
tion. '

* * . » * * .k *

L) The Administrator shall, in granting waivers or licenses,
consider the small business status of the applicant.

[(k) The Administrator is authorized to take all suitable and
necessary steps to protect any invention or discovery to which the
United States holds title, and to require that contrators or persons
who acquire rights to inventions under this section protect such in-
ventions. ) o

[() The Administration shall be considered a defense agency of
the United States for the purpose of chapter 17 of title 35 of the

United States Code.

[(m) As used in this section— :
'E(1) the term ‘“person” means any individual, partnership,
‘corporation, association, institution, or other entity; _

[(2) the term “contract’” means any contract, grant, agree-
ment, understanding, ot other arrangement, which includes re-
search, development, or demonstration work, and includes any
assignment, substitution of parties, or subcontract executed or
entered into thereunder; ’

[(3) the term “made”, when used in relation to any inven-

.tion, means the conception or first actual reduction to practice
of such invention; .

[(4) the term “invention’’ means inventions or discoveries,

whether patented or unpatented; and
-[(5) the term ‘“‘contractor’” means any person having a con-
-tract with or on behalf of the Administration. .

- [(n) Within twelve months after the date of the enactment o

this Act, the Administrator with the participation of the Attorney
(General, the Secretary of Commerce, and other officals as the
President may designate, shall submit to the President and the ap-
propriate congressicnal committees a report concerning the appli-

‘cability of existing patent policies affecting the programs under

this Act, along with his recommendations for amendments or addi-
tions to the statutory patent policy, including his recommendations
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on mandatory licensing, which he deems advisable for carrying out
the purposes of this Act.]

ADMINISTRATION TREATED AS DEFENSE AGENCY FOR PURPOSES OF
SECRECY OF INVENTIONS

SEec. 8, The Administration shall be considered a defense agency'
of the United States f’or purposes of chapter 17 of title Ja, United .

States Code

SectioN 5 oF THE CONSUMER PRODUCT SAFETY ACT

: PRODUCT SAFETY INFORMATION AND RESEARCH
" SEc. 5. (@) * *
* : * * B T * B ’ *

.~ [(d) Whenever the Federal contribution for any information, re-
. search, or development activity authorized by this Act is more than
minimal, the Commission shall include in any contract, grant, or
other arrangement for such activity, provisions effective t¢ insure
- that the rights to all information, uses, processes, patents, and
. other developments resulting from that activity will be made avail-
able to the public without charge on a nonexclusive basis. Nothing
in this subsection shall be construed to deprive any person of any
right which he may have had, prior to entering into any arrange-

‘ment referred to in this subsectlon, to any patent, patent apphca—
" tion, or invention.]

. SECTION 3 OF THE ACT OoF APRIL 3, 1944

AN ACT Authorizing the construction and operatmn of demonstration plants to

produce synthetic liquid fuels from coal, oil shales, agricultural and forestry prod-

ucts, and other substances, in order to aid the prosecution of the war. to conserve

and increase the oil resources of the Nation, and for other purposes-

- [Bec. 3. The Secretary of the Interior is authorized to grant, on
such terms as he may consider appropriate but subject to section

207 of the Federal Property and Administrative Services Act of
1949, licenses under patent rights acquired under this Act: Provid-

“ed, That such licenses are congistent with the terms of the agree-
ments by which such patent rights are acquired. No Patent ac-
quired by the Secretary of the Interior under this Act shall prevent
any citizen of the United States, or corporation created under the
laws of the United States or any State thereof, from using any in-
vention, discovery, or process covered by such patent, or restrict
such use by any such citizen or corporation, or be the basis of any
clan:xl1 agamst any such person or corporation on account of such
use

- Sorip WasTe DisposaL Act
:'TITLE II—SOLID WASTE DISPOSAL

* e * * * . ® *

e ——
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Subtitle H Research, Development, Demonstratlon, and
Informatmn

RESEARCH, DEMONSTRATIONS, TRAINING, AND OTHER ACTIVITIES
Sec. 8001. (a) GENERAL AUTHORITY.—* * *

* ® * . * ' * X

(c) AvTtHorrtiEs.—(1) In carrying out subsection (a) of this section

respecting solid waste research, studies, development, and demon-
stration, except as otherwise specifically provided in section
8004(d), the Administrator may make grants to or enter into con-
tracts (including contracts for construction) with, public agencies
and authorities or private persons.

{2) Contracts for research, development, or demonstrations or for
both (including contracts for construction) shall be made in accord-
ance with and subject to the limitations provided with respect to
research contracts of the military departments in title 10, United
States Code, section 2353, except that the determination, approval

and certification requlred thereby shall be made by the Adminis-

trator.

[(3) Any invention made or conceived in the course of, or under,
any contract under this Act shall be subject to section 9 of the Fed-
eral Nonnuclear Energy Research and Development Act of 1974 to
the same extent and in the same manner as inventions made or
conceived in-the course of contracts under such Act, except that in
applying such section, the Environmental Protection Agency shall
be substituted. for the Energy Research and Development Adminis-
tratmn and the words “‘solid waste” shall be substituted for the

‘word “‘energy’’ where appropriate.]

(4) For carrying out the purpose of this Act the Administrator
may detail personnel of the Environmental Protection Agency to
agenc1es eligible for assmtance under th1s section,

L * * * S * *

FULL-SCALE DEMONSTRATION FACILITIES
Sec. 8004, (a) AUuTHORITY.—* * *

* * * * ® LI .o

(c) CosT SHARING.—Whenever practi'cable, in constructing, oper-

ating, or providing financial assistance under this subtitle to a full-
scale demonstration facility, the Administrator shall endeavor to
enter into agreements and make other arrangements for maximum
practicable cost sharing with other Federal, State, and local agen-
cies, private persons, or any combination thereof.

(2) The Administrator shall enter into arrangements, wherever
practicable and desirable, to provide monitoring of full-scale solid

~ waste facilities (whether or not constructed or operated under this

Act) for purposes of obtaining information concerning the perform-
ance, and other aspects, of such facilities; Where the Administrator
provides only monitoring and evaluation instruments or personnel
(or both) or funds for such instruments or personnel and provides
no other financial assistance to a facility, [notwithstanding section




4]

- 8001(cx3),] title to any invention made or conceived of in the
course of developing, constructing, or operating such facility shall
not be required to vest in the United States and patents respecting
%uch invention shall not be required to be issued to the United
tates. ' ‘

. * " *, *

TITLE 35, UNITED STATES CODE

Tk * .k * * * *

PART II—-PATENTABILITY OF INVENTIONS AND GRANT OF
o S PATENTS

Cox * ok * * * .

CHAPTER 18—PATENT RIGHTS IN INVENTIONS MADE WITH FEDERAL
e ASSISTANCE o _

Sec. ' :
200. Policy and objective,
. * ® e " . * . *
212 Assignment of title or rights.
213. Disposition of rights in educational awards.

% L . * * . * * *

§ 201. Definitions .

As usged in this chapter— . :
. (a) The term “Federal agency” means any executive agency
as defined in section 105 of title 5, United States Code, and the
military departments as defined by section 102 of title 5,
United States Code. ' '

(b) The term “funding agreement” means any contract,
grant, or cooperative agrement entered into between any feder-
al agency, other than the Tennessee Valley Authority, and any
contractor for the performance of experimental, developmen-

* tal, or research work funded in whole or in part by the Federal
Government. Such term includes any assignment, substitution -
of parties, or subcontract of any type entered into for the per-

- formance of experimental, developmental, or research work
under a funding agreement as herein defined, but does not
mean any work-for-others agreement or jointly sponsored re-

- search arrangement entered into between a private entity person
and the operator of a Government-owned, contractor-operated

" facility. : : : ‘

{c) The term “contractor” means any person, small business
firm, or nonprofit organization that is a party to a funding
agreement. S '

. {d) The term “invention’” means any invention or discovery

which is or may be patentable or otherwise protectable under

this title or any novel variety of plant which is or may be pro-

" tectable under the Plant Variety Protection Act (7 US.C 2521
Cetseq) o ' T
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{e) The term “subject invention” means any invention of the con-
tractor conceived or first actually reduced to practice in the per-
formance of work under a funding agreement, except that in the
case of a sexually propagated variety of plant, the date of determi-

nation {as defined in section 41(d) of the Plant Variety Protection

Act (7 U.S.C. 2401(d)) must also occur during the period of contract

- performance. o

* * * * * . *® *

§ 202. Disposition of rights

(a) Each nonprofit organization or small business firm may,
within a reasonable time after disclosure as required by paragraph
(e)1) of this section, elect to retain title to any subject invention:
Provided, however, That a funding agreement may provide other-
wise [(i) when the funding agreement is for the operation of a Gov-

. ernment-owned research or production facility,] (i) when the con-

tractor is not located in the United States or does not have a place
of business located in the United States or is subject to the control
of a foreign government, (ii) in exceptional circumstances when it is
determined by the agency that restriction or elimination of the

right to retain title to any subject invention will better promote .
_the policy and objectives of this chapter [{or iil)], (iit) when the

funding agreement is related to or associated with an international
treaty, agreement, memorandum of understanding, or other arrange-
ment with a foreign government including (but not limited to) agree-

ments of cooperation in science and technology or military agree-.

ments relating to weapons development or production, and it is de-
termined by the agency that rights in the Government greater than
a nonexclusive license are necessary for the agency to fulfill its obli-

gations under the internctional treaty, agreement, memorandum of.

understanding, or other arrangement, (iv) when the funding dgreé-
ment includes the operation of a Government-owned, contractor-op-
erated facility of the Department of Energy primarily dedicated to
that Department’s naval nuclear propulsion or weapons related pro-
grams and all funding agreement limitations under this subpara-
graph on the contractor’s right to elect title to a subject invention
are limited to inventions occurring under the above two programs of
the Department of Energy, or (v} when it is determined by a Gov-
ernment authority which is authorized by statute or Executive
order to conduct foreign intelligence or counter-intelligence activi-
ties that the restriction or elimination of the right to retain title to
any subject invention is necessary to protect the security of such
activities. The rights of the nonprofit organization or small busi-
ness firm shall be subject to the provisions of paragraph (c) of this
section and the other provisions of this chapter. :

(bX1) Any determination under (ii) of paragraph (a) of this section
shall be in writing and accompanied by a written statement of
facts justifying the determination. A copy of each such determina-
tion and justification shall be sent to the Comptroller General of
the United States within thirty days after the award of the applica-
ble funding agreement. In the case of determinations applicable to
funding agreements with small business firms copies shall also be
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sent to the Chief Counsel for Advocacy of the Small Business Ad-
ministration. : : - R

(2) If the Comptroller General believes that any pattern of deter-
minations by a Federal agency is contrary to the policy and objec-
tives of this chapter or that an agency’s policies or practices are
otherwise not in conformance with this chapter, the Comptroiler
General shall so advise the head of the agency. The head of the
agency shall advise the Comptroller General in writing within one
hundred and twenty days of what action, if any, the agency has
taken or plans to take with respect to the matters raised by the
Comptroller General. . :

(8) At least once each year, the Comptroller General shall trans-
mit a report to the Committees on the Judiciary of the Senate and
. House of Representatives on the manner in which this chapter is
being implemented by the agencies and on such other aspects of
Government patent policies and practices with respect to federally
funded inventions as the Comptroller General believes appropriate.

-(4) If the contractor believes that o determination is contrary to
" the policies and objectives of this chapter or constitutes an abuse of
. discretion by the agency, the determination shall be subject to sec-
tion 203¢d). _ .

(5) Whenever the Director of the Office of Management and
. Budget has determined that one or more Federal agencies are utiliz-
ing the authority of section 202(aXii} in @ manner that is contrary to
the policies and objectives of this chapter, he may promulgate regu-
lations under section 206 which establish policies, procedures, and.
guidelines describing classes of situations in which ogencies may
not exercise the authorities of that section. '

(c) Each funding agreement with a small business firm or non-
profit organization shall contain appropriate provisions to effectu-
ate the following: _ :

CL(1) A requirement that the contactor disclose each subjec
invention to the Federal agency within a reasonable time after
it is made and that the Federal Government may receive title
to any subject invention not reported to it within such time.

[(2) A requirement that the contractor make an election to
retain title to any subject invention within a reasonable time
after disclosure and that the Federal Government may receive
title to any subject invention in which the contractor does not
elect to retain rights or fails to elect rights within such time.
“. L3 A requirement that a contractor electing rights file
patent applications within reasonable times and that the Fed-
eral Government may receive title to any subject inventions in
the United States or other countries in which the contractor
has not filed patent applications on the subject invention
within such times.] '

(1) A requirement that the contractor disclose each subject in-
vention to the contracting Federal agernicy within a reasonable
time after it becomes known to contractor personnel responsible
for the administration of patent matters and that the Federal
Government may receive title to any subject invention not dis-

" closed to it within such time. ‘ _

{2} A requirement that the contractor make a written election
within 2 vears after disclosure to the Federal agency (or such
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additional time as may be approved by the Federal agency)
whether the contractor will retain title to a subject invention,
“except that (A) in any case where publication, on sale, or public
use has initiated the one year statutory period in which valid
patent protection can still be obtained in the United States, the
period for election may be shortened by the Federal agency to a
date that is not more than 60 days prior to the end of the statu-
- tory period, and (B) the Federal Government may receive title to -
any subject invention in which the coniractor does not elect to
retain rights or fails to elect rights within such tirme.
- (3) A requirement that a contractor electing rights in a sub-
Ject invention agrees to file a patent. application prior to any
statutory bar date that may occur under this title due to publi-
cation, on sale, or public use, and shall thereafter file corre-
- sponding patent applications in other countries in which it
wishes to retain title within reasonable times, and that the Fed-
 eral Government may receive title to any subject inveritions in
the United States or other countries in which the contractor has
not filed patent applications on the subject anentwn within
such times.

(4)(A) With respect to any invention in which the contractor
elects rights, the Federal agency shall have a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or
have practiced for or on behalf of the United States any sub-
~ ject invention throughout the world, and may, if provided in
the funding agreement, have additional rights to sublicense
-any foreign government or international organization pursuant
. to any existing or future treaty or agreement.

{B) The right to require the contractor, inventor, or asszgnee
to license another person to practice subject invention on rea-
sonable terms if—

(i) such licensing is necessary to permit lawful commer-
cial manufacture, use or sale by a third party of a Sfeaﬁed
end item of a major, multiyear research and development
project of the Department of Energy or the National Aero-

- nautics and Space Administration and such subject inven-

tion was made during research and development activities
directly funded under that project;

(ii) a similar product or process is not commercr.ally
available as a reasonable substitute for the licensing; and

(it} such right is specified in the contract.

(5) The right of the Federal agency to require perwdlc re-
porting on the utilization or efforts at obtaining utilization
that are being made by the contractor or his licensees or as-
signees: Provided, That any such information [may]} as welil
as any mf‘ormatwn on utilization or efforts at obtaining utiliza-
tion obtained as part of a proceeding under section 203 of this
chcgpter shall be treated by the Federal agency as commercial

financial information obtained from a person and privi-
leged and confidential and not subject to disclosure under sec-
tion 552 of title 5 of the United States Code.

(6) An obligation on the part of the contractor, in the event a
United States patent application is filed by or on its behalf or
by any assignee of the contractor, to include within the specifi-
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: cation_of such application and any patent issuing thereon, a
_statement specifying that the invention was made with govern-

ment support and that the government has certain rights in

-the invention, o o
L(7) In the case of a nonprofit organization, (A) a prohibition

upon the assignment of rights to a subject invention in the
United States without the approval of the Federal agency,
except where such assignment is made to an organization
which has as one of its primary functions the management of
inventions and which is not, itself, engaged in or does not hold

-a substantial interest in other organizations engaged in the

manufacture or sale of products or the use of processes that
might utilize the invention or be in competition with embodi-

‘ments of the invention (provided that such assignee shall be
‘subject to the same provisions as the contractor); (B) a prohibi-

tion against the granting of exclusive licenses under United

States Patents or Patent Applications in a subject invention by

the contractor to persons other than small business firms for a
period in excess of the earlier of five years from first commer-
cial sale or use of the invention or eight years from the date of
the exclusive license excepting that time before regulatory

. agencies necessary to obtain premarket ¢learance unless, on a

case-by-case basis, the Federal agency approves a longer exclu-

sive license. If exclusive field of use licenses are granted, com-
‘mercial sale or use in one field of use shall not be deemed com-

mercial sale or use as to other fields of use, and a first com-
mercial sale or use with respect to a product of the invention
shall not be deemed to end the exclusive period to different

‘subsequent products covered by the invention; (C) a require-
".ment that the contractor share royalties with the inventor;

and (D) a requirement that the balance of any royalties or
income earned by the contractor with respect to subject inven-

- tioms, after payment of expenses (including payments to inven-
tors) incidental to the administration of subject inventions, be

utilized for the support of scientific research or education.}
(7) In the case of a nonprofit organization— =
(A) a requirement that the contractor share royalties with
the inventor, and
(B) a requirement that the balance of any royalties or
income earned by the contractor with respect to subject in-
ventions, after payments of expenses (including payments to
inventors) incidental to the administration of subject inves-
tions, be utilized for the support of scientific research or
. education. -
(8) The requirements of sections 203 and 204 of this chapter.
(9) After payment of patenting costs, licensing costs, payments
to inventors, and other expenses, the balance of any royalties or
income earned on subject inventions by the contractor operating
a Government-owned contractor-operated facility (up to a total
equal to 5 percent of that factlity's annual budget), if the con-
tractor elects to retain such funds, shall be used by such con-
tractor for scientific research, development, and education con-

-~ gistent with the research and development mission and objec-

tives of such facility including activities that increase the [i-

&
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censing potential of other inventions of the faczltty Any addi-
tional royalties and income shall be returned to the Treasury.
To the extent that it provides the most effective technology
transfer, the licensing of the inventions involved shall be ad-
ministered by contractor employees on location at the facility.

* Ck * * * * *

(gi1) A Federal agency may at any time waive all or any part of
the rights of the United States, under sections 203, 203, and 204 of
this chapter, to any subject inventions made under a fundmg agree-

"ment or class of funding agreements if the agency determines that

* the interests of the United States and the general public will be best
served thereby including, but not [imited to, instances where—

(A) the funding agreement involves cosponsored, cost shared,
or joint venture research or development and the contractor or
other sponsor or joint venturer is required to make or has made
a substantial contribution of funds, facilities, personnel, data,

_or equipment to the work performed under the fundmg agree-
ment, or

(B) the conditions justifving acquisition of title by the Gou-
ernment under section 202(a) no longer exist or do not apply in
the case of the subject invention.

- The agency shall maintain a record, which shall be made public
and i)erwdzcally updated, of determinations made under this para-
grap

2} In making determinations under paragraph (1)A) of this sub-

section, the agency shall consider at least the following objectives: .

(A) Encouraging the wide availability to the public of the
benefits of Government-sponsored research and development in
the shortest practicable time.

(B) Promoting the commercial utilization of inventions made
under Government funding agreements.

(C) Encouraging prticipation by highly qualified prwate per-
sons in Government-sponsored research and development pro-
grams.

(D} Fostering competition and preventing the creation or
maintenance of sztuataons inconsistent with the anntrust laws.

§ 203. March-in rights

© With respect to any subject 1nvent10n in which a smalil busmess
firm or nonprofit organization has acquired title under this chap-
ter, the Federal agency under whose funding agreement the subject
invention was made shall have the right, in accordance with such
- procedures as are provided in regulations promulgated hereunder
to require the contracior, an assignee or exclusive licensee of-a sub-

Ject invention to grant a nonexclusive, partially exclusive, or exclu-.

sive license in any field of use to a respons1b1e applicant or appli-
cants, upon terms that are reasonable under the circumstances,
and. if the contractor, assignee, or exclusive licensee refuses such
request, to grant such a license itself, if the Federal agency deter—
mines that such—

(a) action is necessary because the contractor or assignee has

not taken, or is not expected to take within a reasonable time,
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effective steps to achieve practical application of the subject in-
vention in such field of use; L ' S

(b) action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor, assignee,
or their licensees: . ' .

(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contractor, assignee, or licensees; or
(d) action is necessary because the agreement required by
section 204 has not been obtained or waived or because a li-
censee of the exclusive right to use or sell any subject inven-
tion in the United States is in breach of its agreement obtained
pursuant 204. : ' .

A determination pursuant to this section or section 202(bX1) shall
not be subject to the Contract Disputes Act (41 U.S.C. 601 et seq.).
An administrative appeals procedure shall be established by regulc-
tions promulgated by the Director of the Office and Management
and Budget in accordance with section 206. Any contractor, inven-

* tor, assignee, or execlusive licensee adversely affected by a determi-

nation under this section may, at any time within sixty days after
the determination is issued, file an appeal under the appedls proce-
dure established pursuant to the preceding sentence or file a petition
in the United States Claims Court, which shall have jurisdiction to
determine the matter de novo and to affirm, reverse, or modify as
appropriate, the determination of the Federal agency. In cases de-
scribed in paragraphs (a) and (c), the agency’s determination shall
be held in abeyance pending the exhauston of appeals or petitions
filed under the preceding sentence. ' ' : :

® * ¥ * * * *

[5§206. Uniform clauses and regulations

[The Office of Federal Procurement Policy, after receiving rec-
ommendations of the Office of Science and Technology Policy, may
issue regulations which may be made applicable to Federal agen-
cies implementing the provisions of sections 202 through 204 of this
chapter and the Office of Federal Procurement Policy shall estab-
lish standard funding agreement provisions required under this
chapter.] ' S

§206. Uniform clauses and regulations

The Secretary of Commerce may initiate the regulations and revi-
sions thereto and standard funding agreement provisions, required
to implement sections 202 through =i, to be promulgated by the Di-
rector of the Office of Management and Budget after full consider-

- ation of agency and public comment.

* .k *® * B * *

& 212, Assignment of title of rights

Subject to regulations promulgated under section 206, upon a de-
termination that to do so is in the best interests of the Government,
an agency may assign title or other rights to an invention to a

person where such title or rights are held by the Government under
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such terms and conditions as will encourage the domesttc commer-
cial use of such technology. _

§ 213. Disposition of rights in educational awards

"No scholarship, fellowship, training grant, or other funding agree-
ment made by a Federal agency primarily to an awardee for educa-
tional purposes will contain any provision giving the Federal agency
any rights to inventions made by the awardee. :

* * , * * * *

STEVENSON-WYDLER TECHNOLOGY INNOVATION AcT oF 1980
* * * Sk * s *

SEC. 6. CENTERS FOR INDUSTRIAL TECHNOLOGY.

{a) ESTABLISHMENT,—" * *

* ._ ) * * * o * Co "

[(e) ResearcH aAND DEVELOPMENT UTiLizATION.—(1) To promote
technological innovation and commercialization of research and de-
velopment efforts, each Center has the option of acquiring title to
any invention conceived or made under the auspices of the Center
tT}ixat was supported at least in part by Federal funds: Provided,

at—

[(A) the Center reports the mventlon to the suppporting
agency together with a list of each country in which the
Center elects to file a patent application on the invention;

[(B) said option shall be exercised at the time of disclosure
of invention or within such time thereafter as may be provided
in the grant or cooperative agreement;

[(C) the Center intends to promote the commercialization of
the invention and file a United States patent application; " .

LD royalities be used for compensatlon of the inventor or
for educational or research activities of the Center; ‘

[(E) the Center make periodic reports to the supporting
agency, and the supporting agency may treat information con-

" tained in such reports as privileged and confidential technical,

commercial, and financial information and.not subject to dis-

" closures under the Freedom of Information Act; and

L(F) any Federal department or agency shall have the royal-
ty-free right to practice, or have practiced on its behalf, the in-
vention for governmental purposes. -

_The supporting agency shall have the right to acquire title to any

patent on an invention in any country in which the Center elects
not to file a patent application or fails to file w1th1n a reasonable
time.

[(2) Where a Center has retained title to an invention under

' paragraph (1) of this subsection the supporting agency shall have

the right to require the Center or its licensee to grant a nonexclu-
sive, partially exclusive, or exclusive license to a responsible appli-
cant or applicants, upon terms that are reasonable under the cir-

- cumstances, if the supporting agency determines, after public

notice and opportunity for hearing, that such action is necessary—
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" [(A) because the Center or licensee has not taken and is not
expected to take timely and effective action to achieve practi-
cal application of the invention; ) :
[(B) to meet health, safety, environmental, or national secu-
rity needs which are not reasonably satisfied by the contractor
or licensee; or : : _ . ‘
[(C) because the granting of exclusive rights in the inven-
tion has tended substantially to lessen competition or to result
in undue market concentration in the United States in any
line of commerce to which the technology relates.

[(3) Any individual, partnership, corporation, association, institu-
tion, or other entity adversely affected by a support agency deter-
. mination made under paragraph (2} of this subsection may, at any
‘time within 60 days after the determination is issued, file a peti-
tion to the United States Court of Claims which shall have jurisdie-
tion to determine that matter de nove and to affirm, reserve, or
modify as appropriate, the determination of the supporting
agency.] :

* : * * * * * *

Secrion 10 or THE Act oF JUNE 29, 1935

AN ACT To provide for further research into basic laws and principles relating to
agriculture and to improve and facilitate the marketing and distribution of agri-
cultural products :

Sec. 10. {a) In order to carry out further research on utilization
and associated problems in connection with the development and
application of present, new, and extended uses of agricultural com-
modities and products thereof authorized by section 1 of this title,
and to disseminate information relative thereto, and in addition to
all other appropriations authorized by this title, there is hereby au-
thorized to be appropriated the following sums:

(1) $3,000,000 for the fiscal year ending June 30, 1947, and
each subsequent fiscal year.

{2) An additional $3,000,000 for the fiscal year ending June
30, 1948, and each subsequent fiscal year. _

(3) An additional $3,000,000 for the fiscal year ending June
30, 1949, and each subsequent fiscal year. - .

(4) An additional $3,000,000 for the fiscal year ending June
30, 1950, and each subsequent fiscal year. : :

(5) An additional $3,000,000 for the fiscal year ending June
30, 1951, and each subsequent fiscal year. '

© . (6} In addition to the foregeing, such additional funds begin-

ning with the fiscal year ending June 30, 1952, and thereafter,
as the Congress may deem necessary. .

The Secretary of Agriculture, in accordance with such regula-
tions as he deems necessary, and when in his judgment the work to
be performed will be carried out more effectively, more rapidly, or
at less cost than if performed by the Department of Agriculture,
may enter into contracts with such public or private organizations
or individuals as he may find qualified to carry on work under this
section without regard to the provisions of section 3709, Revised
Statutes, and with respect to such contracts he may make advance
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- progress or other payments without regard to the provisions of sec-
- tion 3648, Revised Statutes. Contracts hereunder may be made for
.work to continue not more than four years from the date of any
such contract. Notwithstanding the provisions of section 5 of the
Act of June 20, 1874, as amended (31 U.S.C. 713), any unexpended
. balances of appropriations. properly obligated by contracting with
_an organization as provided in this subsection may remain upon
the books of the Treasury for not more than five fiscal years before
being carried to the surplus fund and covered into the Treasury.
Research authorized under this subsection shall be conducted so far
as practicable at laboratories of the Department of Agriculture.
Projects conducted under contract with public and private agencies
shall be supplemental to and coordinated with research of these
laboratories. [Any contracts made pursuant to this authority shall
- contain requirements making the results of research and investiga-
tions available to the public through dedication, assignment to the
Government, or such other means as the  Secretary- shall
determine.] : : :

SECTION 42; OF THE FEDERAL MINE SAFETY AND HEALTH Ac'r OF
1977

Sec. 427 (a) The Secretary of Health, Education, and Welfare is
authorized to enter into contracts with, and make grants to, public
-and private agencies and organizations and individuals for the con-
“struction, purchase, and operation of fixed-site and mobile clinical

facilities for the analysis, examination, and treatment of respirato-
ry and pulmonary impairments in active and inactive coal miners.
. The Secretary shall coordinate the making of such contracts and_
'~ grants with the Appalachian Regional Commission,
{b} The Secretary of Health, Education, and Welfare shall initiate
- ‘research within the National Institute of Occupational Safety and
Health, and is authorized to make research grants to public and
private agencies and organizations and individuals for the purpose
-of devising simple and effective tests to measure, detect, and treat
respiratory and pulmonary impairments in active and inactive coal

miners. [Any grant made pursuant to this subsection shall be con-

ditioned upon all information, uses, products, processes, patents,
and other developments resulting from such research being avail- -
able to the general public, except to the extent of such exceptions -
and limitations as the Secretary of Health, Education, and Welfare
may deem necessary in the public interest.]} '

(¢) There is hereby authorized to be appropriated for the purpose
of subsection (a) of this section $10,000,000 for each fiscal year.
There are hereby authorized te be- approprlated for the purposes of
subsection (b) of this section such sums as are necessary.’
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- BecrioN 306 oF tuE SurrFace MINING CONTROL AND RECLAMATION
Act oF 1977

MISCELLANEOUS PROVISIONS

‘SEc. 306. (a) The .Secretary of the Interior shall obtain the con-
tinuing advice and cooperation of all agencies of the Federal Gov-
ernment concerned with mining and mineral resources, of State
and local governments, and of private institutions and individuals
to assure that the programs authorized in this title will supple-
ment and not duplicate established mining and minerals research

- programs, to stimulate research in otherwise neglected areas, and

to contribute to a comprehensive nationwide program of mining

-and minerals research, having due regard for the protection and

conservation of the environment. The Secretary shall make gener-

-ally available information and reports on projects completed, in
_progress, or planned under the provisions of this title, in addition
- to any direct publication of information by the institutes them-

selves, _ _ : . :
(b) Nothing in this title is intended to give or shall be construed

. as giving the Secretary of the Interior any authority over mining

and mineral resources research conducted by any agency of the
Federal Government, or as repealing, superseding, or diminishing
existing authorities or responsibilities of any agency of the Federal
Government to plan and conduct, contract for, or assist in research
in its area of responsibility and concern with mining and mineral
resources. : :

(c) Contracts or other arrangements for mining and mineral re-
sources research work authorized under this title with an institute,
educational institution, or nonprofit organization may be undertak-
en without regard to the provisions of section 3684 of the Revised
Statutes (31 U.8.C. 529) when, in the judgment of the Secretary of
the Interior, advance payments of initial expense are necessary to

‘facilitate such work: Provided, That authority to make payments

under this subsection shall be effective only to such extent or in
such amounts as are provided in advance by appropriations Acts.
-{d) ENo research, demonstration, or experiment shall be carried
out under this Act by an institute financed by grants under this
Act, unless all uses, products, processes, patents, and other develop-

-ments resulting therefrom, with such exception or limitation, if

any, as the Secretary may find necessary in.the public interest, be

_available promptly to the general public. Nothing contained in this

section shall deprive the owner of any background patent relating
to any such activities of any rights which that owner may have

. under that patent.] There are authorized to be appropriated such

sums as are necessary for the printing and publishing of the results
of activities carried out by institutes under the provisions of this
Act and for administrative planning and direction, but such appro-
priations shall not exceed $1,000,000 in any fiscal year: Provided,
That no new budget authority is authorized to be appropriated for
fiscal year 1977. ' _
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SecTION 21 or THE FEDERAL FIRE PREVENTION aND CONTROL AC’I' OF
197 4

o ADMINISTRATIVE PROVISIONS -
Skc. 21. (a) AssxsmNcs o

.. * * i * * 'S "

[(d) InvENTIONS AND DiscovERiES.—All property rights with re-
spect to inventions and discoveries, which are made in the course
of or under contract with any governmient agency pursuant to this
Act, shall be subject to the basic policies set forth in the Presi-
dent’s Statement of Government Patent Policy issued August 23,
1971, or such revisions of that statement of policy as may subse-

quently be promulgated and published in the Federal Register.]

* * * - * * ® *

SEcTION 6 OF THE SOLAR PHOTOVOLTAIC ENERGY RESEARCH,
DEVELOPMENT, AND DEMONSTRATION AcT OF 1978

Sec. 6. (a) The Secretary is authorized to select on the bams of
open competitions—

(1} a number of readily available photovoltalc components
and systems;

(2) a number of design concepts for various types of apphca- :

".tions which demonstrate adaptability to the utilization of pho—
tovoltaic components and systems; and’

(8) a number of designs for applications selected under para-

graph {(2), so that each design includes specific provisions for

the utilization of solar photovoltaic components and systems

selected under paragraph (1).

'(b) The Secretary, in accordance with the applicable provisions of
sections 7, 8, and 9 of the Federal Nonnuclear Energy Research
and Development Act of 1974 (42 U.B.C. 5901 et seq.) as amended
a}x:dnwnh such program guidelines as the Secretary may establish,
shall—

(1) enter into such contracts and grants as may be necessary
or appropriate for the development for commercial production
and utilization of photovoltaic components and systems, includ-
ing any further planning and design which may be required to

. _conform with the spemﬁcatmns set forth in any applicable cri-

teria;

(2) select, as being compatible with the de51gn concepts '

chosen under subsection (aX2) of this section, a reasonable
number of photovoltaic components and systems; and

(3) enter into contracts with a number of persons or firms for
the procurement of photovoltaic components and systems, in-

cluding adequate numbers of spare and replacement parts for
- such systems

* * o ox * - x - *
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SECTION 12 oF THE CRITICAL AGRICULTURAL MATERIALS ACT

[SEc. 12. Relative to the definitions of, title to, and licensing of
inventions made or conceived in the course of or under any con-
tract or grant pursuant to this Act, and notwithstanding any other
provisions of law, the provisions of sections 9 and 10 of the Federal
Nonnuclear Energy Research and Development Act of 1974 (42

U.5.C. 5908-9) shall govern.}

"SgcTioN 109 oF THE WATER RESOURCES RESEA'RCH_ AcT oF 1984

[Sec. 109. Notwithstanding any other provision of law, the Sec- .

. retary shall be governed by the provisions of sections 9 (except sub-
. sections (1) and (n)) and 10 of the Federal Nonnuclear Energy, Re-
search, and Development Act of 1974 (Public Law 33-577; 88 Stat.
1887, 1891; 42 U.S.C. 5908-5909) with respect to patent policy and
to the definition of title to and licensing of inventions made or ¢con-
ceived in the course of work performed, or under any contract or
grant made, pursuant to this Act. Subject to such patent policy, all
research or development contracted for, sponsored, cosponsored, or

authorized under authority of this Act shall be provided in such .

manner that all information, data, and know-how, regardless of
.their nature or mediums, resulting from such research and devel-
opment shall (with such exceptions and limitations, if any, as the
Secretary may find to be necessary in the interest of national de-
fense) be usefully available for practice by the general public.]
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ADDITIONAL VIEWS OF HON. HERBER’I‘ H. BATEMAN

I strongly believe that this Committee should have deleted the
authority, contained in Section 301(c)6) of this Bill, that permits
the retention by Government-owned, Contractor-operated (GOCO)
facilities of a percentage of the royalties earned on an invention.
This provision usurps the Congressional budgetary process and will
create budgetary uncertainties for these facilities.

Section 301(c)(6) permits a GOCO to retain the balance of any
royalties or income earned on an invention, after payment of pat-

. enting costs, licensing costs, and other expenses, up to 5 percent of

a GOCO’s annual budget. This ability to retain royalties earned on
an invention is not mandatory, but rather a decision to be made by
the facility. The royalties may be used by a GOCO for scientific re-
search, development, and education consistent with the research
and development mission and objectives of the facility. Any royal-

‘ties earned that exceed the 5 percent celhng are to be returned to

the general Treasury.
The retention of royalties by a GOCO will permit the Laboratory

to override any programmatic reductions imposed by Congress.

Congress must, through its budgetary process, be ultimately re-

. sponsible and accountable to the taxpayers for the research fund-
_ ing priorities of this nation. If a Laboratory Director is able to

override these Congressional determinations, regardiess of the
merits involved, this accountability will be lost. If a “‘slush fund’ is
needed by these facilities, it is the responsibility of the Congress to
authorize and appropriate the necessary funds, thereby retaining
accountability for its expenditure in the Congress where it belongs.

It is an anomaly that the Committee approved version included

‘changes that made it discretionary with the GOCO’s whether they

retained royalties or not. This was because some government labs
fear retention of royalty income will lead to Congress reducing the

" appropriation they would otherwise receive.

Congress should not forgo its authority and duty to determme
pr1or1t1es and Spendmg levels of federal agencies.

HerBeRT H. BATEMAN.
- (B4
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