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ACTION: Final rule. * R A
SUMMARY: The Federal Procure--

B '4421 K

Interested persons were - glven 30

days:m which to submit comments,
or objections regarding -

suggestions,
ine proposed regulation. No written
comments have been received znd the

" “proposed regulation is hereby adopted
without change and is set forih below. -

" Approved: January 27, 1978. -
By direction of the Adn\mlstra.tor.

. Rvurus H. WiLson,
- Depu:yAdmzmstmton

. In 38 CFR Chapter 1, Part 3, §3. 359

' __‘ 13 added to read as follows:

§3 399 Determination of service connece .

. tion for former members of the armed
..'forces of Czechoslovakia or Poland.

Rating boards will determine wheth-
er or not the condition for which

bers. of the- Armed Porces of Czecho-
slovakia or. Poland.under 38 U.5.C.
./ 109(¢) is service connected. This deter-
-mination will be made using the same
criteria that applies to determinations
of ‘service connection based on service
in .the Armed Forces of the Umted
States.

Tiila 41-~Public Contracts and Propar‘l‘y
. Managsment.

CHAPTE!! b-FIBERAL P'{GCUR.:M}?NT
< REGULATIONS :

Lo IFPR Amdt, 1873

T PART 1-9LpATERTS, ;:m‘ '
CO?J EJGHTS ’

Pa!snh

. para.graph (a)(S) as follows:

treatment is claimed by former mem-

{FR Doc. 78- 2910 Filed 2-1-78; B 15 a.m] .
; [6829—24]

~ment Regulations (FPRY are amended
. to provide for the use of Institutional
. Patent Agreements in contracts with
. universities and nonprdéfit. oreaniza-
¢ tions. The Committes on. Inteliectual
©. Property and Information, Federal
Coording Council for Science, Engi-
neering, and Technolozy, recomwmend-
ed ihab universities and nonprofit or-
ganizations with satisfactory technol
ogy transfer programs be granted
rights to inventions made under con-
tracts with Federal agencies. Institu-
c.tional Patent Agreements wvpermit
.. those institutions to retain the rights
. to Inventions and related patents that
result from such contracts,

- EFFECTIVE DATE: March 20, 1974,
i bu- may be observ »d earhec

LA L L g e o e £81 e an

%“mmwn—m- o

RULES AND REGULAT!O‘\GS

Pmcurement Regulations 'IO.? 5Jz..

- B947.

SUPPLEMENTARY INFOR\/IA TIO X
This amendment prescribes changes in
£§1-9.107-4, 1-0.107-6, and 1-8. 163-7 of
the FPR.

" 1-9.1, Patents, is amended to change

Sec,

| 1-9.10%-6 Clauses for domestic contmcss

(short form) and Instltdtlonal Patent
Agreements,
1-5.109-7 Negotiation of :

Institutional
Patent. Agreements R

. Subpart 1-9 !—Pcﬂen ]
Section 1-8.167-4 is amended to add

_ §I-—9 107-4 Procedures.

{ayrr . .
(6) In a.ccord'mce with the language

regarding exceptional circumstances .

in §1-9.107-3(s) and/or the- ‘language
- regarding special sitvations:in ~§1-

0.107-3(cY, agencies may enter into In- -
stitutional Patent Agreements’(see §1- .

9.107-6{c)y with universities and non-

“of §1-9.109-7(b).-.
permit those institutions..subject-to
certain conditions, to retain the entire
right, title, and interest in:. inventions

When: such an agreement -has--been
made with a university or nonprofit
organjzation, it shall be made applica-

clauses in §1-9.3107-5 and §1-9.107-8,
unless 4 determination has been made

agreement.

* »

graph (¢) as follows: -

§1-9.107-6 - Clanses for domesiic contracts
{short form) and Insututxonal Pa'rent

Ag-reementa..
ut' * e et *'h_-.
(2) Palent Rigats—Instifulional

; Palent Agreement, (1) When an agency

has determined in accordance with §1-
£.135-7 that a university or g nonnref~
"ift  orsanization should receive an
: emeznt as authorized by §1-9.107-

VG, B agreemsnt subsranuauy a8
=i forth.in paragraph (¢X2) of this

3 1-9.107-8 shall be used. The agree-

" ment shall be appropriately completed
as indicated in the numbered noies ap-
pearing at the end of the agreement.
Changes may be made in the apree-

required by applicable statutes or by
special adminisirative needs. However,
a“encles shall endeavor to m.sure that
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- agreements continue ‘to include at. _

tents f _ :
The table of contents for subpart ' fied in § 1-9.107-3 (e) through (h

an {tem and add ah item as foitows: .

" desired practical or commercial
. cation has not besn achieved or is not -

 licensee to recoup its costs and & rea- |

: i ts
profit organizations having teehnology . of administrative costs and paymen

. transfer programs meeting.the criteria -
The-.sagreements

made in the course of their contracts.-

bls to each contract with the institu--
tion in lieu of the Patent:Rights .

to exclude the contract -from - the

- upon 3G days written notice. . .

‘SBectionr 1-9. 1{};!;6 1§ az'zi;x‘wded. to'i .
change the title and add a new ‘para- - ’

: by and between the UnL,ed States of Amer %
‘ica as represented by the
hereinafter referred to s the “Agency,” and ©

‘derit’s Memorandum and Statement of Gov-

4(a)(8}, It has been determined that the In-
stitution has a technology transfer program.

Cferth in

ment but shall be iimited to changes -

lows: - . T ) 2

least the following features: - S
(i) A requiremient for the prompt re-
porting of all inventions to the appli-
cable agency along with an electwn of
rights;
“(il) . Reseryation of a1l rights speci- .

{iii} A requirement thaf the institu-

-tion make such inventions availzble on

s nonexclusive basis excent where the
appli-

likely to be expeditiously achieved

.through licensing;

(iv) A condition limiting a.ny exclu. -

- sive Mcense to a period not substantial- -
1y greater than riecessary to provide
#,

the ircentive for bringing the lnven-
tion to the point of practical or com-
mercizl application and tn permiit thse

sonable profit thereon; -~- -,

(v) A restriction that royalty charges ’
be limited to what is reasonable under -
the - clrcumstances . er reasonable
within the industiry involved, -

(vi) A requlrement that the msutu- -
t:ons royalty receipts, after payment -

to inventors, be utitized for educations .§
al or research purposes; - . .
(vil) A provision _permitting the
agency to exciude individual confracis
from the operation of the agreement; :
- (viii) A reguirement for brogress TR -
ports after designated periods; ’
(ix) A prohibition against ass:gn— ;
ment of inventions without. Govern-
ment . approval to persons or organiza- -
tions, other than assignments to ap--
proved patent manzgergent organiza- -
tions subject to all the condltxons of -4
this paragramh (eX1); and - e
(x) A provision permitting the ag*eeu.-zg.
ment to be terminated by either party E

L

(2) The Institutional Patent Agree- 3
ment prescnbed for use is as follows: .. -7}

Insrl'rmomr. Pum Aémm
' This Agreement is made and entered lnfo-t-‘;

— (1), °

heremafter referred to- as
the “Institution.” .
Whereas, in accorda.nce mth the Presi- ’

ernment Patent Policy dated Auvgust 23,
1971, and the provisions of 41 CFR 1-9.1.07-

meeting the criteria of 41 CF3R 1-9.109-7 in
ihaf the Institntion's patent poliey as set
(2, end it technolery
transfer practices hnve been reviewed and
fonnd acceptable; and

Whereas, the Institution is desirous of en-
tering into an agreement whereby it may
retain the'‘entire tight, title, and interess in
and . administer ioveontions made in itha
course of or under research supporisd Dy
the Agency, subject-to certain rights ace gf
quired by the Government:

Now,
foregding, the pa.rtxes hereto agree 3 fo.l-

f«a-......mq
therefore, in consideration of thed



~ Ea} Scope of Agreement. This Agreement
defines the rights of the parties hereto rgs
- gamiing the aliocation 'of rights In subject
frrentions made under contracts with the
sgency entered into afier the execution of
:  the Apreement except such contracts as
£ may be specxflca.nv excluded by the Agency.
: €23
) Definitions. (1) “Subject Invention”

stitration or its contractors conceived or first
gctually reduced to practice in the course of
or wnder a contract with the Agency, and in-
-elwddes any art, method, process, machine,
menufacture, desizn,
. matter, or any new and useful improvement
. . thereof, and any vatiety of plant, which Is
or nay be patentable under the patent Laws
of the United States of America or any for-
efgm country.
. £2) “Contract’” mezns any contract {(agree.
ment grant, or other arrangement) {(4) or
subcontract thereunder Of the agency en-

Crowernment, where a. purpese of the con-

oprmental, or research work.

€3) “States and domestic municipal sov-
ermrnernts” means the States of the United
Stztes, the District of Columbiz, Puerto

. Rigo, the Virgin Islands, American Samoa,
4  Guam, and the Trust Territory of the Pacif-
ic ¥Fsiznds, and any potitical subdivision and
ageacies thereof,

43 ““T'o bring to {he point of practlca.l a.p-
plication” means to manufacture In the case
of a composition or product, to practice in
the case of a process, or to operate in the
. ease of 8 machine and under such condi-

tiops us to establish that the invention is
“peimg worked and that its benefits are rea-

sonzbly accessible to the public,

(53 “Made,” when used in relation toany
invemtlon or discovery, means the concep-
tiom or first actual reduction to practice of
suchk invention in the course of or under a

.contmaet. .

(g3 Allocation of pnnczprd rights. (1), The

Instidution may retain the entire right, title,
T ang Interest throughout the world or In any
. . coupniry thereof in and to each Subject In-

¥ vention disclosed pursuant te paragraph (e),
helow, Subject to the provisions of this
- Agreement. The Institution shall inciude

- with each Subjeet Invention disclosure an

- election whether it will retain the entire
v orighs, title, and Interest in the invention
throughout the world or in any couniry
thereof subject to the rights acquired by
the Covernruent in paragraph (d) of the

Agreement; Provided That the Institution

may request an extension of the time for

election,

i
|

(Z3» The Institutxon agrees tc convey to the-

Governument, ubon request, the entire do-

mesgic right, title, and interest in any Sub-_

Ject Envention when the Institntion:

¢i3 Does not elect under paragraph (c)(1)
to retain such rizhts; or

(if> Falls to have 2 United States Patent
Appltcation filed on the invention in accor-
denee withh paragraph (IX1), or deeides not
to centinue pro.:ecutwn of such apnhcatzon

L=or
| (¢ifEy At any time -no. longer desives to
reftzin 1itle,

(3> The Tnstitution agrees te comrny to the
CGoverngment, upon request, the antire righl,
ttie, and intersst in any -..:Ub.]cct Invenl,son
when the Institution:

. {1y Does not elect under paragraph (c}{l)
.- to retain such rights in the country; or
- (H» Fails to have = patent application filed
in the country -on the invention in accor-

¥  meunsany invention or discovery of the In- -

or composition of |

tered into with or for the benefit of the °

“tract i5 the conduct of experimental, devel-

R = 12 I I"’;KWUMIIUN:’

E da.nce with pa.ragraph (1‘)(1) or demdes not

to continue prosecution of such application
or to pay any maintenance fees covering thic
invention. To avoid forfeiture of the patent
application or patent, the Institution shall ..
notify the Agency not less than 60 dayg .

before the expiration pericd for any action -

required by the foreign patent office, -
{4} A conveyance, requested. pmsuant tg
paragraphs (c}2} or (3) of this Agreement,

shall be made by delivering te the Agengy |
duly executed instruments (prepared by the :

Agency) and such other papers s arg .
deemed necessary to vest in the government
the entire right, title, and interest to enable
the Government to apply for and prosecute
patent applications covering the invention
in this of the foreign couniry, respectively,

or otherwise establish Governmen! owner-..

ship of such Invention.

(@) Mirnimum rights acguired by the Gov-
ernment. (1) With respect to each Subject
Invention to which the Institution retains
principal or exclusive rights, the Institution:
« (1) Fereby grants to the Covernment of
the United States a nonexclusive, nontrans-
ferable, paid-up license to make, use, and
sell each Subject Invention throuzhout the
world by or on behalf of the Government of
the United States (including any Govera-

_ment agency) and States and domestic mu-

nicipal governments, unless the Agency de-

- termines after the invention has been iden-.

tified that It would not be in the public in-
terest to acquire the license for Siates and
dormestic municipal governments; and

(li) Agrees, upon request of the Agency, to
grant licenses to responsible applicants, on
terms that are reasonable under the circums
stances excenty

(A) When the Institution, its licensee,’ or
its assiznee, demonstrates fo the Govern-

_ment (1) that effective steps have been

taken Wlthm three years after a patent
issues on suich invention te bring the inven-
tion to the point of practical application or
(2> that the invention has been made avail-
ghte for licensing royaliy-free or on terms
that are redsonable in the circumstances, or
can show cause why the principal or exciu-
sive rights shouid be retained for a further
period of time; or
(B) To the extent that the mventmn is re- -

quired for public use by governmental regu-

~lations or as may be necessary to fuifill

public health or safety needs, or for other
public purposes sl::pu]ated in the apn11c1bie
contract.”

(2) Nothing contamed In this paragraph
{d} shall be deemed o grant to the Govern-
ment any rights with respect to any inven-

. tion other than a Subject Invention.

(e) Invention identificalion, disclosures,
and reporis. (1} The Institution shall fur-
nish the Agency:

() A combpiete technical dmclosure for’
each Subjeet Invention within 6 months
after conception or first actual reduction to
bractice, Whichever occurs first in ‘the
course of or under the conéract, or within &
mnonths from the time a coniractor of the

~ Institution reports an invention to it pursu-

ant to paragrzph (h), but in any event prior
to any on sale, publie use, or publication of
the inveniion knowmn to the Insiitution, Tha
disclosure.shall identify tha coniract and in.
ventor ang shall te suificlently complate in
fecitnicyl detaii o convey io one skilled in -
the art to which the invention pertains a
clear understanding of the nature, purpose,
operation, and, to the extent known, thse
physical, chemical, biplogical, or electrical

: cha.racter{stlcs of the invention.,
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(i) Interim Feports (5) for each contract

at least every 12 months from the date of
the contract listing Subject Inventicns for

“the period and certifying that all Subject

Inventions have been disclosed or that there

:are no such Inventions.

(i) An acceptable final report within 3

. months after compietion of the work under

contract, listing all Subject Inveations or
certifying that there were no sucn invens
tions. (6)

£2) The Institutlon shall obtain patent
apreements to effect the provisions of this

“ Agreement, from all persons in its employ

who perform any part of the work under
any contract except nontechnical personnetl,

“such as clerieal employees and manual 1a-

borers.

{3) The Institution agrees that the Gov-
ernment may duplicate and disclose Subject
Invention discleosures and, subject to para-
graph (k),-ail cther reports and papers fur-
nished or required to be furnizhed pursuant
to this Agreement. However, if the Institu-
tion is to file a patent application on a Sub-
jeet Invention, the Agency agrees, upon
written reguest of the Institution. to use its
bvest efforts to withhold publication of such
invention disclosures until-a patent appiica-
tion'is fited thereon, but in no event shall
the Government or its employees be liable
for any publication thereof.

() Filing of domastic palent applications.
(1)} With respeet to each Subject Invention-
in. which the Institution elects to retain do-
metic rights pursuant to paragraph (¢)X1) of
this Agreement, the Institution snall have a
domestie patent application filed within 6
months after an election has been made
pursuant to paragraph {cX1) of this Agree-
ment or such longer period as ma; be ap-
proved in writing by the Agency.

(2) For each Subject Invention on which 2
patent application is filed by or on behalf of
the Institution, the Institution shell:.

(i} Within 6 months. after the filing, or .
within 6 months after submission of the in-
vention disclosure if the patent zpglication
was filed prior to the contract, deliver to the
Agency a duly execnted and apvroved in-
strument oa the form specified in Exhibit A

- which is attached hereto and made a part.

hereof; . :

¢ii) Within 2 months after the fﬁmg. or .
within 2 months after submission of the in-
vention disclosure if the patent application
was filed prier to the contract, detiver to the
Agency (A) a copy of the application as
filed, inciuding. the filing ‘date and serial
number, and (B) a copy of an zssignment
from the lnventor or Inventors to the Insti-
tution of all right, title, and interest in the
invention properly recorded in the United
States Patent and Trademark Office;”

(iil) Include the failowing staternent, ap-
propriately completed, in the second pary-
graph of the specification of the apnlleation
and any patents issued on the Subject In-
vention, “Tha Covernment has rizitts in
thig invention pursuanft Lo Contvaet(s) (or-
Grani{s)y rio(s). awarded by (identify
the Adency or Agencies)”)

(ivy Mot Iess than 30 days before the expl-
ration of the response peried for any action
recalived by the Upited States Palent and -
Trademark Office, notify the Ageney of any
deeision not to continds the drosecution of
the application and deliver to the Agency
executed instruments granting the Govern-
ment a power of attorney,

(v) Upon renuest, fully advise the Agency
concerning p)l actions taken during the

prosecution of any patent application and .




'-4426'

g

- ;lmmmx coples of any relevant documents as
1equested and
(vl) Provide the Agency with a copy ot the

" on the aoplication. -~

{3) For each Subject Inventlon in which
+ the Institution initially elects not to refain
: rights or requests an extension of the elec-
-tion perled, the Institution shali inform the
Apency promptly in writing of the date and
fdertity of any on sale, public use, or publi-

tute a statutory bar under 35 U.S.C. 102,
which was authorized by or known to the
Institution or any. contemplated action of
this nature.

{g) Fiting of formgn patent app!watmm.
(1) With respect to each Subject Invention
in which the Institution elects to retain

. principal rights in 2 foreign country pursu-

ant to paragraph {(cK1) of this Agreement,

the Institution shall have a patent applica- . .

tion filed on the invention in that country,
- in accordance with appilicable statutes and

- regulations, and within one of the fouov.'mg

,penods. . T
20 1) Eight months !rom the date ofa corr&
"~ sponding United States appiication filed by

" patent within 2 months a.rter a patent issues

.. edtion of the inventlion which may consti- -

o or en-vehalf of the Institution; or if such an -
- applieation is not filed, 8 months from the -

:. date the Invention is submitted in a disclo-

{11y 8lx months Ircm the date o Ilceme i3
B grat.ed by the Commissioner of Patents and

' - Trademarks to file .foreign epplications
“when such filing has been prewously pro--

" hibited by security reasons; or

- (Hi) Such longer periods as may be ap-'

: - proved by the Agency. ..

(2) The Institution shall noti.t‘y the‘

_Agency of foreign applications filed and,

" sure pursuant ta paragraph (eX1) of this
‘L Agreenent.

- Ypon request, shall furnish an English ver- ~

sion of the apphcaticn without addmona.l ’

" compensation. - .. v

(h) Subcontracts. (1) The Institution shall :

include the following clause in any subcon- .

- tract where a purpose of that subcontract is
. the conduct of experimental, developmen- ..

" tal, or research work, except when the sub-

* contractor holds an Institutional Patent®

~. Agreement with the Agency or the subcon-

< . tractor refuses as provided ln (3] of thi.s—

o paragraph ().

(a) The Contr ctor hereby ag'rees to Iur-v

‘nish a complete technical disclosure to the -

e (Institution). within six . months
- . after any Invention is conceived or first ac..

U tually reduced to practice in the course of or

under this contract (hereinafter referved to -

as “Subject Invention{z)") and, subject to
(b}, below, to assign 2l right, titie, and in-
terest in =nd to such invention to
———— (Institution) or its designee,
{h) At the time the Contractor reports any
“Subject Invention” to {Institu-
tlon) the Contractor, at its option, may alse

report the invention to the Agency with -
which the Institution hoids the prime con- .

tract and request the Agency to determine
. whether and on what terms the Coniractor
- way retain principal rights in the invention
in Jleu of assizgning it to (Institu-
tion), Such detarminations by the Agency

snall be in accordance with the poilcies and .

procedures pf 41 CFR 1-9.169-6 and/or ap- -

DPlicable Agency regulations, Such deiermi-

nations shall be flnal on both the Contrae- .

tor and , (Institution), Provided,
That the Contractor may elect not to accept
the Agency det,erm.matxon a.nd instead

_ment in regard to Subject Inventions

‘tion of the Agency. .
~.{3) It i3 understood that the Guvermnent

assign all right, title, and interest in the in-

vention to
destgnee.

{¢) In addition, the Contractor ag-rees to
furnish the Eonowmg materials, disclosures
and reports:

(i) Upon request, such duly executed in.
struments (prepared by the - {In-
stitution) or its designee) and such other
papers 8s are deemed necessary to vest in
the (Institution) or its desigmee
the rights granted under this clause and to-
enable the (Institution) or its
designee to z2pply for and prosecute any
patent epplication, In-any country, covermg
sueh invention. .

(i) A finai report, prior to Ime.l settlement
of this contract, listing all Subject Inven- .
tions or certifying that neo inventions were
conceived or first actually reduced to prac.
tice under the contract. .

(d) The Contractor shail include in any
subcontract a clause identical to this clauss,
{{ a purpose of the subcontract is experi-
mental, developmental, or research work. If

(Institutlon) ‘or iis

+ . & Subcontractor refuses to  accept this

clause or if, in the opinion of the Contrac-
tor, this clause is inconsistent-with the
policy set forth in 41 CIFR 1-8,107-3, the

-.Contractor (i} shall promptly notify the In-

stitutjon and (ib) shall not procesd with the
subcontract without the written authoriza~
tion of the Institution. It Is understood that
the Institution will seek direction from the
{insert name of appropriate Agensy).: .

(e) The contractor shall noi.-be obhgated

to enforce the agreements of any Subcon-

tractor hereunder- relating: to .the oblige-
tions of the Subcontractor to the Governe

It . [Endof Clausel

"(2) In the event of a refusal by & stibcon. ©
B tractor to accept the clause-gpecified in
. (hX1) of this agreement, or if, in the opin-

ion of the Institution, this clause is ificonsis-
tent with the pclicy set forth in 41 CFR 1~
9.107-3, the Institution (i} shali- promptiy

submit a written notice {o the Agency set~ .~

ting forth reasons for the subcoentractor's
refusal and other pertinent-information
which may expedite- disposition -of the

" maiter; and (i) shall not proceed with -the -

subcontract without the wnr.hen e.uthnﬂ.(.a»

i3 a third party beneficiary of any subcon-:

tract clause granting rights to the Govern- -

ment in Subject Inventions, and the Institu.-
tion hereby assigns to the Government ail
rights that it would have to enforce the sub-

‘contractor’s obligations for the benefit of

the Government with respect to Subject In-
ventions. The Institution shall not be obii-
gated to enfarce the agreements of any sub-
contractor hereunder relzting to the obliza-
tions of the subcontractor to the Govern-
ment in regard to Subject Inventions,

(4) Nothing in this Azreement is infended
to preclude the Institution from grantiig 2
subcontractor rights or an opiion {o rishts
in any inventions made by the subconirze-
tor to ihe exteni such rights are consistent
with the provisions of this Agreement, =~ ¢

(i) Administralion of inventions in which
the Instifution eiects o refain righis, (1)
The Institution shall administer those Sub-
ject inventions to which it elécis {o retain

title in the public Interest and shall, except -

&s provided in subsection (2), below, make
them available through licensing on a non-
exclusive, royalty-free, or reasonable roya.l-
ty basis tu all qualiﬂed apphcants o
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(2) The Institution may license 2 Subject
Invention on an exclusive basis if it deter-

mines that an exclusive license is required.
in the public interest because {A} it 18 neces--

sary as an incentive for development’ of the
invention or (B) market conditions ace such

as to require licensing on an exclusive bziis
in order to bring the invention to the point’
of practical application. Any exclusive lis ¢

cense issued by the Institution under.a U

patent or patent application shall be for:a:
limited period of time and such period shall’

not, uniess otherwise approved by the
Ageney, exceed 5 years from the dite of the
first commercial sale or use in the United
States of America of a product or procéss
embodying the invention, or 8 years from

the date of the exclusive license excepting.

that time before regulatory agencies neees-
sary to obtain premarket clearance, which-
ever occurs first, Such license shall also pro-
vide that the licensee shall use &l! resson-
able effort to effect introduction into the
commercial market as soon as practicable,

consistent with sound and reasonable busi- -

ness practices and judgment. Any extension

of the maximum pericd of exclusivity shall .
‘be subject to aporoval of the Agency. Upen

expiration of the period of exclusivity or
any extension thereof, licenses shall be of-

fered to ail qualified applicants at a reason- -
able royalty rate not in excess of the exclu—;‘

sive license royalty rate. . -

(3) Rovalties shall not normall.v be in
excess of accepted trade practice.

(4} The Institution agrees to refund any

amounis received as royalty chatges on any .

Subject Invention in procurements for or on
behaii of the Government and {0 provide

for that refund in any instrument transfer- -
_ ringrights to any party in the Invention., -

{5} The balance of the royalty income

after payment of expenses, including pay- -

ments to inventors, incidental to the admin-

istration of all Inventions assigned to it pur- .
-suant to the provisions of this Agreement
shall be utilized for the supporb of educa~-|
-tion or research. - - }
{83 All licenses issued by the Instltutlon to'
pa.rt1es. other than the Government of the ©:
United States, under any patent application
or patent on a2 Subject Invention shall be .+
made expressly subject to the conditions of -
" this Agreement. The Institution shali, upon
- request, promptly furnish' copies of any 11-' k

cense agreements to the Agency.

") Palent Management -Organizations. -

The Institution shall not assign any Subject

. Invention to parties other than the Agency;

except that, it may make such an assizn-
ment to the followi.ng patent management

——— {7)—0OT any
other patent managemsnt organization if
subsequently approved by the Agency. Any
assignment fo a patent managem2nt organi-
zation shall be rnade subject spectilcally to
all the terms a.nd conditions of this Agree-
ment.

(k) Reporis on Develapment end Commaers
cied Ifse. The Institution snall provide a
written pmnual report to the Ag2ney on or
before Dacember 31st of each year covering
the precading year ending Segtember 30th,
rezarding the status of development end
commereizl use that is being made or In-
tended to ba made. of sach Subject Inven.

. tion left for adminlstration. to the Institue

tion and the steps ihai have been taken 9¥
the Institution to bring the invention to the
point of practical application. (8) Such re-

_ports shall include information regarding
the status of development, date of first com-
mercial sale or use, gross rovalties recelved.

i




by the Inst[tutlon end such cther data and
“information.as the Agency may reasonably
specify. To the extent data or information
supplied to this section [s considered by a.:1i-
censee to he privileged or confidential and is
- 50 marked, the Agency agrees that, to the
extent permitted by law, it will not discitse
-such information to persons outsic.e ‘the

. Government.
(1) Reporting of Policy and Administraling. -

Choenges. 'The Institution shall promotly
naotifly

An support of its request for an Institutional
. Patent Agreement; partleularly, changes in
its patent policies or its admmi.stratwe Capa~
bilities.

{m) Terminalion This Agreement may be
terminatad by either perty upon 30 days
written notice. Disposition of rights in and
administration of inventlons made under
contracts subject to this Agreement will not

be affected by such a termination; except

that, in the event the Government termi.
nates this Agreement because of a failure or

i ‘refusal by the. Institution to comply with

By

Date

! 'which coniract (grant) No,

" any of its obligations under sections (eX1),

), (1), and () of thizs .Agreement, the

© Agency has the right to require that the In-

stitution’s entire right, title, and interest in
and to the particular Inventicn with respect
to which the breach cccurred be assigned to
the United States of America, as represent-
ed by the Agency.

(n) Communications, (9) Requests for
Agericy approvals, extensions, or similar ac-
tions and other correspondence requlred by
this Agreement shouwld be addressad to

{ ——— '~ Except where specifically pro- -
'v:ded otherwise in this Agreement, the

-or his designee shail act as the

point of authority within the Agency to
grant sucik approvals, extensions, or take
such other Agency actions as may be autho-
rized In this Agreement.

‘In witness whereof, each of .-th'e parties

'.heretc has executed this Agreement as of
. the day and year below.

. UNTTED STATES OP AMERICA

Title

(Corporate Seal)}

B (Institution)
By .

Title .
Date s =

Exmaﬁ- A~~CORFIRMATORY INSTRUMENT
Application for:

- yenticn).
~ Inventor(s) .
Serial No. Cuontract (Grant)
0. . -
PFiling Date; . Institution

The {nvention dentified above {5 a “Sun-

Jeet Inveniion” under (idenriiy
Institutional Patent Azreement number) to
with
- (specify Government agency)
was subject,

This document is confirmatory of the
“paid-up license granted to the Gavernment

- under- this contract (grant) in this inven-
. tlon, patent application, and any resulting .

patent, and of all other rights acquired by
the Government by the rererenced Agree-
ment xgy -

the Agency of any sim:ﬁcant..
changes in the informatlon submitted by it

(Title of In-

PULES‘ AND REGULATIONS

itls understood and agreed that this doe-

“ument does not preeciude the Government
from asserting rights under the provisions
‘of sald Agreement or of any other agree-
ment between the Government and the
‘Contractor, or any other rights of the Goy-
ermment with respect to the above-identi-
- fiad Invention.
#The Government is hereby granted an -
revccab}e power to inspect and make copies
1 the above-identified patent applicatmn.

St.{ned th:s — day of

" (Institution)

- (Signature}

{Print or type name) .

. (Omcza.l txtle) '
L (End of Agreement)

(1) Insert name of Agency.

(2} Insert reference to Institution s ofﬁcial
policy statements.

(%) Some agencies may wish to have’ the
agreement apply to all Subject Inventions
reported after the execution of the agree.

ment, even where the contract was entered -

into pricr to the agreemeht. In such cases,
the following language may be substituted:

“This Agreement defines the rights of the .

parties hereto regarding the allccation of
rights in Subject Inventlons reported after

the execution of the Agreement, including
contracts entered into prior to this Agree..

ment, except such contracts as may be spe-
.cifically excluded by the Agency.”

Agzencies using this language which wish
. to exciude any current contracts from the
agreement should add a statement such as

. the following:

“This Agreement shall not apply to the
. following contracts: **+* "

A4 The bracketed language may be de-
leted but normally it is expected that Insti-
tutional . Patent Agreements will apply to
grants as well as contracts.

{5Y Agencies may specify 2 form.

(6) Agencies may find it useful to include.

- more detailed instructions here on the

format cf these reports and the persons to -
whom they should be supplied. The exact

» clause may have to be varied according to
the agency's normal contract close- out. pro-
cedures. . -

{7 1f none are to be used, insert “none "

- {8) Different dates may be substituted de-
pending on-the Agency’s needs,

cers.

€10y in accordance with Section (dX1) of
the Apreement, if the Agency has deters
mined that a license for State and domestic
municipal governments will noti be obtained,

the following should be added to the Confir-

matory Instrument:

“The license granted to the Government
does not inciude State and domestic munici-
pal governumenits,”

Section 1-9.109-7 is added as foll_i;ws:

% 1-8.109-7  Negotistion of
patent agreements.
(@) Information to be submatted by
nonprofit orgamz_a.tmn. A nonprofit
organization desiring to enter into an

institutichal
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(9) Insert applicable addresses and offi- 2

: 'Pach of the past 9§ vears;

o

Institutional Patent Agreement with
an agency shall be required {o. provide
the &sgency with the following  infor- -
mation:

(1) General information concemmg
the organization including:

(i) A copy of the organizatmns Arti-

" cles of Incorporation;

(il) A statement of the orgarization's
purnose and aims; and .

(iii) A statement indicating the
source of the organizatich’s funds;

(2) A copy of the organization’s es-
tablished patent policy, together with |

© "7 the date and manner of its adoption;

{3} The name, title, address, and

" telephone number of the oificer re- .

sponsible for administration of patent
and invention matters and a -descrip-

_tion of staffing in this aréa, including - -
all offices which contribute to the or-

ganization's patent ma.navement. ca.pa-
bilities; - - - .

4y A descnption of- the orgamza-‘
tion’s procedures for (A) identifying
and reporting inventions and (B} for

-ihe evaluation of such inventions for

inclusion in the orcramza.tlons promo-
tional program; -

(5) A copy of the agreement swned
by employees engaged in research and -
development, indicating their obliga-
tion with regard to inventions con- -
ceived or for the first time reduced to
pracilce in the course of their assigned
duties;

(6) A copy of the invention. report
form or outline utilized for prepara-
tion of invention reports; .

- {7) A statement indicating whether
the organization has an agreement
with any patent management orgihl-
zations or consultants and & copy of
any such agreements; -
(83 A'description of the pla,ns and in-
tentions of the organization to bring

“inventions to the market place-to

which it retains title, including a de-
scription of the efforts typically un-
dertaken by the orgamzatwn to 11-
cense its inventions;: -

(9) A description of the orc'amza- T

tion’s past patent appgication -and
patent licensing actmtxes mcludmg

"the following:

(1) Number of mven..mns reported to

the orzanization during each of the S

past 5 years;
(if) Number of patent apphcatmns

‘filed during each of the past § years;

(iit} Number of patents obtained
during eich of the past 5 years;

{iv} Nuwmber of exclusive Iioepses
issued during each of the post § yorrs)
(v) Muniber of nenexetusiva 1.-.& 11528,
cther than these to sponsoring Feder-
al arencies, issued during each ot the
past 5 years; :
tvi) Gross rovalty mcome “during

{vii} A general description of royal-

ties charged, including rmmmum and

maximum royaliy rates;
{10y A list of subsidiary or a.ff!hate

organizations, which would be covered .

EY




B by an agreement sxgned by the organi-

P gation;

(11) If the organlzation is a subsm-
fary .or affiliate organization, the

i ‘narne of the other organization and a

description of the relationship;
(12) The amouni of support from
each Federal agency for research and

.+ development activities currently being
_administered by the organization; -

- €13) A statemeni of the organiza-
tlon's policies with respect to the shar-

i ~ ing of royalties with employees; and

(14) A description of the uses made
of any net income generated by the or-
ganlzation’s patent management pro-

" gram.

- () Criteria for eualuatwn of a tech-

-nology Eransfer program. Before an In-
. stitutional Patent .Agreement is en-
- tered into with a nonprofit organiza-
“tion, the organization shall have a

- technology transier program whlch as

. —a. minimum, shall include:

(1) "An established patent p‘ohcy

’ 'whxch is consistent with the policy in

§1-6.107-3 and is administered on a. '

continuous basis by an officer or an

- - organization responsable to the orga.m
- zation; ’

(2) Agreements with employees re-

. qmnnc’ them to assign to the organiza-
© tion,
.any Invention conceived or first actu-
-elly reduced to practice in the course
_of or under Government contracts or

its designee, or the Government

assurance that such agreements will
be obtained from empioyees prior to

- the assignment of employees to Gov-
.- ernment-supported researcit and de-
© - velopment projects;

" {3) Procedures for prompt invention

ddentification and timely disclosure to

 the officer or organization administer-

. ..ing the pateni pohcy of the msbitu-
oL tlon.

. {4) Procedures for invention eva.lua.—

~ " tion; and :
(8) An active and effective promo—

tlonal program for the licensing and

S marketing of inventions.

(c) Federal Coardinating Counczl for

. Science, Engineering, and Technology
“List. A list of organizations that have

technology transfer programs meeting
the critieria set forth in §1-9.109-7(h),
prepered by a subcommitiee of the
Committee on Intellectual Properiy
and Information of the Federal Co-
ordinating Council for Science, ¥ngi-

~neering, and Technology, may be ussd

in lieu of individual azenoy determina-
tions of eligibility for Institutional
Palent Aziveements. However, the in-
clusion of an organization on the list

-will not preclude the agency from de-
“glining an application. for an. Instifu-
tional Palent Agresment. It is also ex- -

. < 'pected that tha list may be used hy

some agencies -in’ connection -with
greater tights determinations or re-

. ‘quests for the inclusion of clauses in
" contracts giving the nonprofit organi-
- zation the first option to principal
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RU!.ES AND REGHLA?‘IOHS

nghts in inventmns made- under the

contract,
{Bee, 205(c), 63 Stat. 300; 40 U.S.C. 486((:))
Nere~The General Services Administra-

‘tion has determined that this document

does not contain a major proposal requiring
preparation of 2n Inflationary Impact

Statement under Executive Order 11831 and

OMB Circular A-107.
Dated: January 20, 1978..

Jay SOLOMSN,
- Administratorof -
Geneml Services,

[FR Doc 78-2874 Filed 2- 1—']‘8 8:45 am)

[a110-35] Lo
' Tmo s2—Public Haulth o

CHAPTER IV—HEALTH CARE F?NANCING Al

MINISTRATION, DIPARTMENT OF HEALTH,
EDUCATION, AND WELFARE - .

PART 405—~FEDERAL HEALTH INSURANCE FOR -

- THE AGED AND DISABLED =

Dela}ron of Ohsolete Ragulqhens

"AGENCY: Health Care Ftnancmg Ad-

ministration (HCFA), HEW. -
ACTION: Final rule,  --. ..
SUMMARY: This
number of obsolete regulations of the

Medicare program and revokes a foot-
note which is no longer legally appli-

cahie. It is based on the policy of the
Depant to operate under a set of regu- -

lations which are clear, logical and
free of extraneous or incorrect materi-
al. Deletion of these obsoletg:regula-
tions will remove the confusion and

complexity they could cause 2 reader

unfamiliar with their history.
DATE: This rule is effectwe on. Febru-

OR - FURTHER INFOR‘&ATION
CONTACT:

CTMr. Stanley Katz, D1wswn Du‘ector,
. Medicare Buregu, Health Care Fi-

nancing Administration, 6401 Securi-
-ty Boulevard, Baitunore 1\/Id 21235
301-594-9319.

SUPPLEMENTARY INFORMATION.
The regulations deleted by this rule
are no longer needed for the operation
of the Medicare program. They consist
for the most part of requirements

which: (1} Applied to claims for reim- '

bursement for services provided more
than 5 years azo; or (2) involved a0
cinl eligibility wrovisions. swhich have
nioi been applicable for more than 5
years. The footnote which is revoked
had noted the teraporary nonenforce-

ment of an eucrqutv provisiocn bd{:pd‘

on an injuaction, The provision has
since- been upheld by the Supreme
Court and the footnote is now defunct.

‘This rule is one step the Department
is taking as  part of “OCperation

) Common Sense,” an effort'to make its

- many of the regulations in clea:er

" Rulemaking and to: make the amend-
 lows:
.. and deleting the reference-to §d05 158

i in paragraph (b):"

_ditions for entitlement {o hospital in-

. A of title XVIII of .the Act is eligible

rule’” deletes ‘a

‘entitlement to hospital insurance

_for the services covered under the hos- '
“pital insurance benefits program is

- ble to receive payment rather than to o
. the individual to whom the servaces -
are furmshed - .

- §405.120 Posthospltal exiended care sers

§ 5,142

regulatmns _ more “understandable.
Future efforts- will include rewriting

style, reorganizing them in o mérg
logical arrangement, and continiuing{o
delete provisions which are o‘osolete 0r
no lenger binding.

Because no policies or r€qmrements
ars altered by these changes, the De-
partment finds that there is-a gobd o
cause to waive a Notice of Propozéd &

ments effective on February 2,.1973,
42 CFR Part 403 is a.mended a5 fol-

_1, Section 405.101 is amended by va-
cating and reserving paragraph (aX2)

§ 405.191 Hospltal msurance beneﬁtsr gen-
" eral. :

(a) An mdxwdual who meets the con-

surance benefits provided under Part

to have payment made on his behalf,
or to him (for certaip hospital serv-
ices) subject to the conditions and
limitations set out in this Part 405.and
m the Act, for:

- {1} Inpatient hospital servmes. post~.
hosp1tal extended care services, and
post-hospital home health services
furnished to him during any month
for which he meets such conditions for

henefits.
(2) [Vacated and reserved} T
{b)} Except where paymeni may be -
made to the individual for certain hos- .
pital services (see §405.157), payment

made to the institution or agencey eligi- -

2 Sectxon 405 120 is amended by va-
cating and 1eservmg paragrabph (d)(l)

.. vices; scope of beneﬁts.
o - * e ® Cow
(d) LI 2N .
(1) [Vacated and reserved]
o' L L] . .# ‘ X

3. :rtzons 405.141 th rou'*h A05.145
are \,9cated and resarved:

P R

§—.105.141 [Vacsated a_mi resexved]

[Vacated and ree%weﬁ}
§ 405,144

§ 405.145 [Vacated and reserved)

4, Paragraph by of §405.152 i3
amended by de}etmg the clavuse in the

[‘.-’aca.ed ‘and reserved)




