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(Purpose‘

”_fexr

ORGANIZATION ACT ‘
Mr. BAKER. Mr. President; ¥ am ad-

- vised that Calendar No. 1265, H.R.
- . 6163, Is now ready for consideration. If
- 'the minorlty leader has no objection, I
 will ask the Sendte to proceed to the' .
-+ gonstderation of that measure. ¢
Mr. BYRD. Mr. President, there is

o objection on this side, :
Mr. BAKER. I thank the minonty

_leader,

Mr. President, I a.sk unammous con-
sent that the Senate proceed to the
consideration  of Ca.lenda.r No. 1265
HR 6163. L -

The bill will be sta.ted by txtle,

The legislative clerk read as follows:

A bill (H.R, 8153} to amend the title 28,
United States Code, with respect to the
places where court shall be held in certain
judicial districts, and for other purposes.

' The PRESIDING OFFICER. With-

out objection, the Senate w111 proceed
- toconsider thebill. -

',  AMENDMENT NO, 5995

1o elarify the circumstances

. linder which & irademark may be can-

. celled, to create a State Justice Institute,

and to smend title 17, United States Code,

regarding semlccnductor chlps, and for
_other purposes.):

" Mr. BAXER. Mr. Premdent I sendj
‘to the desk” an amendment in. the
“nature of a subsiitute, on behalf of

Senator MaTHIAS, and Senator LEAHY.
‘The PRESIDING OFFICER. The
amendment will be stated,
. 'The legisla.twe clerk read as foﬂows

.. 'The Benstor “from Tennessee [Mr, BAXER], -
.on behalf of Senator, Matuyas, and Senator
Leany, proposes an s.mendment numbered

6995. - B P
T M. BAKER Mr. Pres1dent I ask

"unanimous consent, that reading of the I
.. amendment be-dispensed with. ‘ IR
- . The PRESIDING ‘OFFICER. With—

.out objection, it is so ordered

- The amendment is as follows: .

Strike out all after ‘the enacting clémse B

and insert in heu thereof the following:
. TITLEYI . )
SHORT TETLE & i

Sgc. 101, This title may be cited as the tor of the Institute;

““Trademark Clarification Aet of 19847,

AMENDMENT 10 THE 'mam:mm ACT
8ec, 102, Section l4(c) of the Trademark
Act of 1946, commonly known as the
Lanham Trademark Act (15 U.S.C. 1064(c)
is amended by adding before the semicolon
‘at the end of such section a period and the
-following: “A registered mark shall not be
deemed to be the common desériptive name
of goods or services sclely because such
mark g also-used as & name of or Lo identify
a unique product or service. The primary

©10-11-84

‘trademark’

mgn CRTSE of the registered mark to the
relevani public rather then purchaser moti-
vation shall be the test for determining
whether the registered mark has become
the common descriptive name of goods or

. services In connection with which it has

been used", -
. DEFIRITIONS =~

1127)is amended as foilows:

(1) Strike put “The term ‘tra,de—mark' in-
cludes any word, name, symbol, or device or
any combination thereof adopted and nsed

by a manufacturer or merchant to identify’

his goods.and distinguish them from those
manufactured or sold by others.” and insert
in leu thereof the following: “The term

of sdopted and used by a manufacturer or

-merchant to identify and distinguish his

goods, including a unique product, from

those manufactured or sold by others and to -

indicate the source of the goods, even if
that source Is unknown.”.

{2) Strike out “'The t.erm servlce mark'
means & mark used in the sale or advertising
of services to identify the services of one

péerson end distinguish them from the serv-

icesof others,” and insert in Heu thereef the
following: “The term ‘service mark’ means a
mark used in the sale or advertising of serv-
ices to identify and distinguish the services
of one person, including a unique servics,

_irom the services of others and to indicate
the source of the services. even 1.f that

souree is unknown.”. - -

(3) Add at the end of. subpara.gra.ph (b) :ln
the paragraph which begins “A mark shall
be deemed to be ‘abandoned'”, the follow-
ing pew sentence: “Purchaser motivation
shall not be a test for determining aba.ndon—
ment under this subparagraph.”. ..

4 - JUDGMENTS

SEc 104. Nothmg in this title shall be con-

“strued to provide a basis for reopening of
- &ny finzl judgment entered prior to t.he dabe

of enactment; of thls tit.le. o

'I“I’I'LEII
; snon':nm R
Sgc. 201. This title may e clted as the

‘:"‘Sta.te Justice Institute Act of. 1984"

| DEFINYLIONS

Sr:c 202, As’ used in this tit]e, the berm—-—
- {1) “Board’ means the Board. of Dire{:tors

'-of the Institute;

12) “Director" Means the Executive Direc-

(3) “Governor” means the Chief Executive
Qfficer of a Slate;
. {4) “Institute” means the State J ustice In-

.stitute;

{5) “recipient” means s.ny gra.nt.ee. con-
tractor, -or recipient of financial assistance

‘under this title;

(6) “State” means any State of the United
States, the District of Columbia, the Com-
monwealth of Puerto Rico, the Virgin Is-
lands, Guam, American Samoa, the North-

-ern, Mariana Islands, the Trust Territory of

. BNA's Patent, Trademark & Copyright Journal -

" SEe. 103, Béction 45 of such Act 15 vsc.

includes pny word, name,.
-symbol, or device or any combination there-

D FLOOR REMARKS

the Pacn‘lc ‘Islands, a.nd any other territory
or possession of the United States; and .

(7) “Supreme Court” means the highest
appellate court within a State unless, for
the purposes of this title, a constitutionally
or legislatively established judic:al council
acts in place of that court.. .

ESTABLISHMENT OF INSTITUTE; DUTIES

SEc. 203. (a) There is established a private
nonproefit corporation which shall be known

‘es the State Justice Institute, The purpose
-of the Institute ghall be to fuarther the de-

velopment and adoption of improved judi-

‘cial administration in State courts in the -

United States. The Institute may be incor-
porated In any State purspant to section 204

- (a)6) of this title. To the extent consistent

with the provisions of this title, the Insti-
tute may exercise the powers conferred
upon & nonprofit corporation bythe laws of .
the State in which it is mcnrporated. '
(b} The Institute shall—
(1) direct & national program of assmtance
designed to assure each person ready fccess .

to a fzir end effective system of justice by .

providing funds te— -

(A) State courts; o ’

(B) national organizations whlch supprort
and are supported by State courts; and )

(C) any other nonprofit organization that
will support and- s.chieve the purposes of
this title; - - :

(2) foster coordina.tlon a.nd cooneramon
with the Federal judiciary in areas of
mutual concern: - ’

(3) promote recognition of the importance

“of the separation of powers doctrme to an
‘indepéndent judiciary; and

(4) encourage education for Judges a.nd
support persoane]l of State court systems:
through national and State orgamzatmns
including universities. . . :

(¢ The Institiute shall not dupllcate func- -
" tions adeqiately performed by existing non-
profit organizations and shall promote, on
the part of agencies of State judicial admin-

istration, responsibility for the success and: ' -

effectiveness of State court - improvement

‘programs supperted by Federal funding. -

&) The Institute shall mafntain its princi-

. pal offices in the State in whieh it Is incor: - .

porated and shall maintain therein a desig--
nated agent to accept service of process for
the Institute, Notice to or service upon the -
agent shall be deemed notice to or servnce
upon the Institute. :
(e} The Institute, and any program assist-
ed by the Institute, shall be eligible to be

‘treated as an organization deseribed in sec-

tion 170(eX2)(B} of the Internal Revenue
Code of 1954 (26 U.S.C. 170(e)2XB) and as -
an organization described in. section
510{cK3) of the Internzl Revneue Code of
1954 (26 U.S.C. 501(cX3) which is exempt
from taxation under section 501(a) of such
Code (26 U.8.C, 501(a)). If such treatments
are conferred in scgordance with the provi-
sions of such Code, the Institute, and pro-
grams assisted by the Institute, shall be sub-
ject to all provisions of such Code relevant
to the conduet of orga.nmatmns’ exernpt
Imm t.a.xation.
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(f) The Institution shali afford notice and
reasonable opportunity for comment to in-

- terested parties prior to Issuing rules, regu-

iztions, guidelines, and instructions under
this title, and it shall publish in.the Federal
Register, at least thirty days prior to their
effective date, all ryles; regulations, guide-
lines, and instr-uctions

EOQARD OF DIRECTORS

SEC 204, (a)(1) The Institute shall be su-

pervised by a Board of Directors, consisting
of eleven voting members to be appointed
by the President, by and with the advice
and consent of the Senate. The Board shall
have both judicial and nonjudicial members,

and shall, to the extent practicable, have a -
membership representing 2 variety of back--

_ * grounds and reflecting partic{pation and in- -
 gzrest in the administration of justice,

(23 The Board shall consist of— -
[A) six judges,.to be appointed in the

-manner provided in pargarph (3);

{B) one State court administrator, to be

. appointed in the manner provided 1n para-:

graph (3); and

€3) The President shall appoint six judges
and one State court administrator from a
list of candidates submitied to the President
by the Conference of Chief Justices. The
Ccenference of Chief Justice shall submit a
Uzt of at-least fourteen individuals, Includ-
ing judges and State court administrators,
whom the conference considers best quali-

-fied to serve on the Board, Whehever the

term of any of the members of the Board

described in subparaeraphs (A) and (B) ter- -

minates and that member is not to be reap-

) pemted to & new term, and whenever a va-

ancy othefwise geeurs among thoss mem-

'bers the President shall appoint a new

member from & list of three qualified indi-
viduals submitted to the President by the
Confererice of Chief Justices. The President
imay reject any list of individuals submitted
by the Conference under this paragraph
and, if such a list of so rejected, the Presi-

dent shall request the Conference to submit

to him snother list of qualified Individuals.
Prior to consulting with or submitting a list
to the President, the Conference of Chief

-Justices shall obtain and consider the rec-

ommendations of all Interested organiza+
tions and individuals concermed with the ad-
minstration of justice n.nd the objectives of
this title.

($) In addition to those members apmmt.—
ed under parzgrph (3), the President shall
appoint four members from (he public
secior tp serve on the Board, -

_ (3 The President shall make the initial
appointments of members of the Board
under this subseétion within ninety days
aftar the effective date of this title. In the
case of any other appointment of a member,.
the President shall make the appointmerit
not later than ninety days after the previ-
ous term expires or the vacancy occurs, as
the case may be. The Conference of Chief
Justices shall submit lists of candidates
under paragraph (3) in a timely manner so

- that the appointments can be made within

the time periods specified in this paragraph.

{8) The initial members of the Board of
Directors shall be the incorporators of the

- Inszitute and shall determine the State in
* which the Institute is to be incorporated.

(bX1) Except as provided in paragraph (2},
the term of each voting member of the
Board shall be three years, Each member of
the Board shall continue to serve until the

sucecessor to such member has been appoinl-
ed and gqualified.

(2). Five of the members first appointed b.v
the President shall serve for a term of two
years. Any member appointed to serve an
unexpired term which has arisen by virtue
of the death, disability, retirement, or resig-
nation of a member shall be appointed only
for such unexpired term, but shall be eligi-
ble for reappointment. .

(3) The term of initial members shall corn«
mence from the date of the first meeting of
the Board, and the term of each member
other than an initial member shall com-

mence from the date of terminatlon of the
preceding term, !

(c) No member shall be reappomted to

more than twe cohsecutive terms. Immedl-.

ately following such member's initia} term,
{(d) Members of the Board shall serve
without compensation, but shall be reim-

-bursed for actual and necessary expenses in-

curred in the performmme of their official

- duties.

(e) The members of the Board shail not,

- by reasonr of such membership, be consid-
{C) four meimnbers from the public sector, -

" nor more than twa of whom shall be of the
- same political party, to be appointed In the
- ranner provided in paragraph (4).

ered officers or employees of the United
States. ;

titled to one vote, A simple majority of the
membership shali constitute a quorum for
the conduct of business. The Board shall act

upon the concurrence of & simple mejority
of the membership present and voting. .

{g)} The Board shall select from among the
voiing members -of the Board a chairman,
the first of whom shall serve.for & term of
three years. Thereafter, the Board shall an-
nually-elect a chairman from’ among its
voting members. - ©

th) A member of the Board may be re-
moved by a volte of seven memibers for mal-
feasance in office, persistent neglect of, or

inability -to discharge duties, or for any of-

fense involving moral turpitude. but for no
pther catise.

(1) Regular meetings of the Board shall be
held quarterly. Special meetings shall be
held from time to time upon the call of the
chafrman, acting at his own discretion or
pursnant to the petitlon of any seven memn-
bers, -

{§) ANl meetings of" the Board, any execu-
tive committee of the Board, and any coun-

“cl} established in connection with this title,
shall be upon and sibject to the require- .

ments and provisions of section 552b of title
5, United States Code, relating to open
meetings.

k) In its direction and supervision of the

" activities of the Institute, the Board shall—~

(1) establish policies and develop such pro-
grams for the Institute that will further the
achievement of its burpose and perf ormance
of its functions; -

(2) establish policy and funding priorities
and issue rules, regulations, guidelines, and
instructions pursuant to such priorities;

(3) appoint and fix the duties of the Exec-
utive Director of the Institute, who shall
serve at the pleasure of the Board and shall
be nonvoting ex officio member of the
Boarg;

(4} present to other Government depart.—
ments, agencies, and instrumentalities
whose programs or activities relate to the
administration of justice in the State judi-
claries of the United States, the recommen-
dations of the Institute for the improve-
rment of such programs or sctivities;

(5) consider and recommend to both
public and private agencies aspects of the
operation of the State courts of the United
States considered worthy of Special Study;
and

(8) award grants and enter into coopers-

tive agreement,s or cﬁntracts pmsuant. to
section. 206 (a). .

'OFFICERS AND EMPLOYEES

Sec. 205. (a)(1> The Director, subject to -
general policies established by the Board,
shall supervise the activities of persons em- "

plyed by the Institute and may appoint and

remove such. employees as he determines
‘necessary to carry out the purposes of the

Institute. The Director shall be responsible
for the executive and administrative oper-

atlons of the Institute, and shall perform

such duties as are delegated to such Direc-
tor by the Board and the Institute.
. €2) No political test or political qualifica-

‘tion shall be used In selecting, appointing,

promoting, .or taking any other personnel
action with respeet to any officer, agent, or
employee of the Institute, or In selecting or

_monitoring any grantee, contractor, person,
or entity  receiving Iina.ncial assistance-- o

under this title,

(b} Officers and 'employees of the Instl- .

tute shall be compensated at rates deter-

mined by the Board, but not in excess of the .

rate of level V of the Executive Schedule
specified in section 5316 of title 5, Umted

(f) Each member of the Board shall be en- Soares Code.

(c) (1) Except as othemdse spec.lﬂcally
provided in this title, the Institute shall not
be considered a department, sgency, or in-
strumentality of the Federal Government,

£2) This title does not limit the authority

of the Office of Management and Budget to-

review and sitbmit comments upon the Insti-
tute’s ahnual budget request at the time it
is transmitted to the Congress,” *

- {dy (1) Except as provided In paragraph
(2), officers and employees of the Institute
shall not he considered officers or employ-
ees of the United States,

(2 Officers and employees of the Insti-
tute shall be considered officers and em--

ployees of the United States solely for the

.purposes of the following provisiong of title

5, United States Code! Subchapier I of

chapter 81 (relating to compensation- for -

work injuries); chapter 83 (relating to civil

service retirement); chapter 87 (relating to

life insursnce); and chapter 89 (relating to

health insurance). The Institute shall make-
- contributions under the provisions referred

to in this subsection st the same rates appli-

cable to agencms of t:he Federal Govern-

ment,

(e) The Inst.xtut.e a.nd 1ts officers and el -

ployees shalk be subject to the provisions of

‘section 552 of title §, United States Code, re- ..

Iating to freedom of information,
" ' GRANTS AND CONTRACTS :

" EEe: 206. (a) The Institute is authorized to
award grants and enler Into cooperative
agreements or contracts, in & manner con-

- gistent with subsection (b), in order to—
(1) conduct research, demonstrations, or .

special pro:ects pertaining to the purposes
described in this title, and provide techmnical
assistance and training in support of tests,
demenstrations, and special projects;

(2) serve as 8 clearinghouse and informa- -

tion center, where not otherwise adefuately

provided, for the preparation, publication,

and dissemination of information regarding
State judicial systems;

(3) partlclpate in joint projects with other
agencies, Including the FPedeéral Judicial

Center, with respect to the purpases of this

title;

' (4) evaluate, when appropriate, the pro-
grams and projects ecarried out under this
title to determine their impaet upon the
quality of criminal, ¢ivil, and juvenile justice.
and the extent to which they have met or
falled to meet the purposes ang Dbolicies of

'this t.xtle. :
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) (5) encourage and assist in the Iurther-
ance of Judicial education;

(6} encourage, assist, and serve in & con-

sulting capacity to State and local justice
.'systern agencies in the development, mainte-

nance, and coordination of ecriminal, civil,
and juvenile justlce programs and services;
and .

(7) be responsible for the ceml‘lcatmn of

- national programs that are intended to aid

and improve State judiclal systems,

(b) The Institute is empowered to award
grants and enter into cooperstlve apree-
ments or.contracts as follows: :

(1) The Institute shall give pricrity io
grants cooperatwe agreernent;s or contracts

(A: State and local courts and the:r agen-
cles,

¢(B) national nonprofit. organizauons con-

" trolled. by, operating in conjunction with
“and serving the judlcial branches ot State

governments; ahd .

{C) national nonproﬂt. orgamzat.ions for
the education and training of judges and
support personnel of the judicial bra.nch of
State governments, ..

(2) The Institute may, if the objectwe can
better be zerved thereby, award grants or
enter into moperatwe agreements or con-
tracts with— .

A{A) other nonproht organizatlons wtth ex-
pertise in judicial administration;

(B} institutions of higher education: .

(C) Individuals, partnershxps. firms or cor-
porations; and -

(D) private: agencies mith expertlse in $udi-

‘cial administration, .

{(3) Upon application by an appropriate

" Pederal, State, or local agency or institution

and if the arrangements to be made by such
agency or institution will provide services

-which . could not be provided adequately

through nongovernmental ' arrangements,
the Institute may award a grant or enter
into a cooperative agreement or contract
with a unit of Federal, State, or local go'.'
ernment other than a court,

. (4) Each application for funding by &
State or local court shall be approved, con-

sistent with State law, by the State's su-
preme court, or its deslgnated agency or
council, which shall receive, administer, and
be accountable for all funds a.warded by the
Institute to such courts..

()} Funds available pursuant to gra.nts co-

" operative agreements, or contracts awarded

under this section may be used— - -

(1) to assist.State and local court eysbems-
‘in establishing, appropriate. procedures -for
“the -selection and rémoval of judges and

other court persornei and in determining
appropriate levels of compensation; . - -
(2} to support education and training pro-
grams for judges and other court personnel,
for the performance of their general duties

- .and for specialized funetions, and to support

national and regional conferences and semi-
nars for the dissemination of information

S on new developments and lnrmvative tech-
" niques; - .

3) ta chnduct. research on alternative

means for using nonjudicial personnel in:

court decisionmaking activities, to imple-
ment demonstration programs to test inno-

vative approaches, and to conduct evaluaz-
- tions of their effectiveness;

{4) to assist State and local courts in meet-
ing requirements of Federal law applicable
to recipients of Federsl funds;

(53 to support studies of the appropriate-

-ness and efficacy of court organizations

oand financing structures in particular
States, and to enable States to- implement
Pplans for imprcved court orgamzanon and
finance;

T -‘BNA's Patent, Tl_'ademar'k & Copyright Journal ;

budgeting staffs and to provide teehnical as-
sistance in resource allocation and service
forecasting techniques;

(7) to support studies of the adequacy of
court management systems In State and
Jocal courts and to implement and evaluate
innovative resporses.to problems of record

management, date processing, court person-

nei management, reporting and transcrip-
tion of court proceedings, and juror utiliza-
tion and management;

(8) to collect and compile statistlcal data
and other information on the work of the
courts and on the work of other agencies
which relate to and effect the work of

(8) to conduct studies of the causes of trial
and appellate court delay in resolving cases,
and to establish and evaluate exper‘ment.al
programs for reducing case processing time:

(10} to develop and test methods for meas-
uring the performance of judges and courts
and to conduct experlments in the use of
Such ‘measures to imporve the functioning
of such judges and courts;

(11} to support studies of eourt rutes and
procedures, discovery devices, and evidentia-
ry standards, to identify problems with the
operation of such rules, procedures, devices,
and standards, to devise alternative ap-
Proaches to- better reconcile the require-
ments of due process with the need for swift
ang certain justice, and to test the unhty of

" those alternative approaches;

{12) to support studies of the outcomes of

“cases - in selected .subject matter areas to

identify instances in which the substance of
Justice meted out by the courts diverges
from public expectations of fairness, con-
sistency, or eguity, to propose alternative
approaches fo the resolving of cases in prob-
iem areas, and to test and evaluate those a.l~
tematwes.

(13} to support programs to increa.se court
responsiveness to- the needs of -citizens
through ditizen education, improvement of
court treztment of witnesses, victims, and
lurors, -and development - of procedures for
obtaining and using measures of public sat-
isfaction. with eourt processes to improve
court performance; ..

- 114) to test and evaluate expenmental ap—
proaches to providing increased eitizen
access to justice, including processes which
reduce the cost of litigating common griev-
‘ances and slternative techniques nd mech-
anjsms for resolving disput,es between eit

.zéns, ang B

(15). to carry out such other progmms
eonsistent with the purposes of this title, as
:n:;,y be deemed appropriat,e by ‘the; Instl
ute, ..

" {d) The. Insl:xtut.e shall incorpate ln any
Era.nt. cooperative sgreement; or contract
awarded under this section in which a State
or local. judicial system is the recipient, the
requirement that.the recipient provide a
match, from-private to public sources, not
less than 50 per centum of the total cost of
such grant, cooperative agreement, -or con-

- tract, except that such requirement may be

waived in exceptionally rare cireumstances
upon the approval of the chief justice of the

-highest court of the State and a maJority of

the Board of Directors, - ..
{e) The Institute shall momtor and evalu-

-ate, or provide for independent evaluations

of, programs supborted in whole or in part
under this title to ensure that the provisions
of this title, the bylaws of the Institute, and
the applicable rules, regulations, and guide-
lines promulgated pursuant to th!s t:tle, are
carried out.

(£} The Institute shall provide for an inde-
pendent study of the financial and technieal
assistance programs under this title.

(6) to support State court planning and

LIMITATIONS ON GRANTS AND CONTRACTS )
- SEc. 207. (a) With respect to grants made :
and contracts or cooperative agreements en-
tered into under this title, the Institute
shall—

(1) ensure that no funds made available to
recipients by the Institute shall he used at
any time, directly or indirectly, to influence
the lssuance, amendment, or revocation of
any Executive order or similar promulgation.
by any Federal, State, or local agency, or to
undertake to influence the passage or

defeat of any legislation or constitutional

amendment by the Congress of the United
States, or by any State or local legislative
body, or any State proposal by initiative pe-
tition, or of any referendum, uniess & gov-
ernmental agency, legislative. body & com- -
mittee, or a member thereof--

(A) requests personnel of the recipients to
testify; draft, or review measurss or to make
representations to such agency. body, com-
mlttee. or member; or

(B) {s considering a measure ‘directly af-
fecting the activities under this title of the
recipient or the Institute; -

(2) ensure all personnel engaged in grant,
cooperative agreement or contract assist- -
ance activities supported in whole or part by -
the Institute refrain, while so engaged, from
any partisan political activity; and
- (3) ensure. that each recipient that files

with the Institute a timely application for °

refunding is provided interim funding neces.
sary to maintain its current level of activi-
ties until— -~ - - '

€¢A) the application for refundmg has been
approved and funds pursua.nt. thereof re-
ceived; or

{B} the application for refunding has been’
finally denied in accordance with section 9
of this title, . |

(b) No fundsé made available by the Insti-
tute under this title, either by grant, coop- .
erative agreement, or contract; may be used
to support or conduct training programs for
the purpose of advocating particular nonju-
dicial public policies or encouraging nonju-
dima.l political activities. -

(c) The autharization to enter into cooper- . -

ative agreements, contracts or any other ob-
ligationi under this title shall be effective
only to the extent, and in such amounts, as

iret provided in advence in appmpriatlon

Ty To ensure that funds made avaﬂable ’
under this Act are used to supplement.and
fmprove the. operation of . State courts,
rather than to support ba.s:c court servmes.-
funds shall not be used— ,
A1) to supplant State of local funds cur- -
rent!y supporting a program or activity; or
(2) to -construct .court facilities or struc-
tures, except to remodel existing facilities to
demonstrate new architectural or techno-
logical t,echniques. or to provide temporary
facilities for new personnel or for personnel .
involved in & demonstramon or experlmental
program. -: .-
RESTRICTIONS ON ACTIVITIES OF THE msrrw're

_ BEe, 208. (2) The Institute shall not—

(1) participate in litigation unless the In-
stitute or a recipient of the Institute is a
party, and shall not participate on behzlf of .
any client other than itself: ;

(2) interfere with the i.ndependent nature
of any State judicial system or aHow finan-
clal assistance to be used for the funding of
regular judicial and administrative activities
of any State judicial system other than pur-
suant to the terms of any grant, cooperative
agreement, or contract with the Institute,
consistent with the requu'ement.s of th;s
title; or .

(3) undertake to influence the passage or

. defeat of any leg:slatmn by the Congress of '
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the United States or by any State or local

" legislative body, except that personnel of
" the Institute may testify or make other ap-

prepriate communication—
(A) when formally requested to doso by a

.- legislative body, committee, or & member

thereof;

(B) in -connection with leglslat.mn or ap-
propriations directly affecting the activities
of the Institute; or

(C) in connection with legislation or ap-
propriations dealing with improvement in
the State judiclary, ¢onsistent with the pro-

. visions of this title.

(bX1) The Institute shall have no power
to Issue any shares of stock, or to declare or

pay any dividends,

(2) No part of the income or. asset.s of t.he
Institute shall enure to the benefit of any
director, officer, or employee, except as rea-

- sonable compensation for services or reim-
' bursement for expenses.

(3) Neither the Institute nor any reclp:ent

_ ghall contribute or make available Institute

funds or prograin personnel or equipment to
any political party or association, or .the
campaign of any candidate for public or

. party office. ., -
(4) The Inshtute shall not. contribut.e or'

make availabie Institute funds or program
personnel or equipment for use in advocat-
ing or opposing any ballot measure, initia.
uve. or referendum, -
) Officers and emplnyees of the Inshtube

_ or of recipients shall not at any time inten-

tionally identify the Institute or the recipi-
ent with any partisan or nonpartisan politi-
cal activity sssociated with a political party
or association, or the campaign of any can-
didate for public or party office.

-SPECIAL PROCEDTFRES

.. Sec. 200, The Institute shall prescrlbe pro-
cedures to ensure that—

(1) financial assistance under this title
shall not be suspended unless the grantee,
contractor, person, or entity receiving finan-
cial assistance under this title has been
given reasonable notice a.nd opportunity to
show cause why such actions should not he

. taken;and

-2 financial assistance under this ‘title
shall not bhe terminated, an application for,
refunding shall not be denied, and a suspen-

. sion of finanetal assistance shall not be.con-

tinued for longer than thirty days, unless
the recipient thas ‘been afforded ressondble
notice :and -opportunity for e -timeély, “full,
and‘fair hearing, ‘and, when requested,'such

" hearing shall be-conducted by an intepend-

ent‘hearing-examiner. Buch hearing shall be
held prior to any Tinal decision by the'Insti-
tute to termindte financial-assistance orsus-

- pend jor deny Funding. Hearing -exariiners.

shall be -sppoidied by the Institute .in
accordarice with ‘procedures. -estéblished [in

: regulatxons promulgated by the Institute.

| PRESIDENTIALTOORDINATION
Sec.210. The President may, to the.ext.ent

~not inconsistent with any ather apbplicable

law, direet that appropriate -support . furics
ticns of the Federal Government .may be

. made available to the ‘Institute in carrying

out lts functions under thts tifle,
©  :RECORDS-AND.REPORTS
Sgc.211. The, Institute. isauthorized t.o re-
quire such reports as it deems .necessary
from.any recipient with respect to activities
carriedl'out pursuant to this title.
(b) "The TInstitute fs authorized, to pre-

. geribe the keeping of records with respect to

funds. :provided hy any grant, cooperative
agreement, or -contract under thistitle and.
shall have-access to such records at all rea-
sondble times for ‘the purpose of ensuring
compliance with suvh grant, cooperatlve
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agreement, or contract or ‘the terms and
condltions ‘upon which financial -asdistance

.was. provided.

‘{¢) ‘Coples of-all reports pertinent to ‘the
evaluation, inspection, or monitoring of any
recipient shall be submiited on a timely
basis ‘to such recipient, and shall be main-
tained in the principal office of the Insti-

tute for a period of at least five years after -

such evaluation, inspection, or monitoring.

Such reports shaill be-available for public in-

spection during regular busiriess hours, and

cobies shall be furrished, upon request, to

interested parties. upon payment of such

;ieasonable fees as the Ins[:itute may estab-
sh. :

() Non-Federal funds receited by the In-
stitute, and funds received ‘for projedts
funded Ini part by the Institute or by any re-
cipient from a source other than the Insti-
tute, shall be accounted for and reported as

receipts and disbursemerts senara.te ams dis- 2

tmct Irom Federal funds.
L aum'rs : .

Sm. 212. £a¥l) The: accounts: uf.the Insti~-
tute shall ibe.audited annually.:Such.audits
shal)l be.eonducted in accordance with gen-
erally ;aceepted auditing :standards :hy :inde-
pendent certified public accountants -who
are certified. by «a vegidatary - authurit.y of
the jurisdiction 1n which the andit 1s under-
taken. .

(2) The audits shall be*conducted aby t:he
place or places where the -accounts -of the
Institute -are mormally kept. All ‘hooks, ac-
counts, financial ‘records, reports, files, and
other papers or property belonging to-or in
use by the Institute and necessary to facili-

tate the audits shall ‘be made available to -

the person or persons conducting theraudits,
The full factiities for-verffying transactions
with the balances arid.securities held hy de-
positories, fizeal agents, .anmd -custodians
shall be afforded to any such-person.

(3) The report. of the anmudl audit shall be
filed with the ‘Generdl Accounting Office
and shall be avaltdble for -public:inspection
during 'business ‘hourswat-the- pl‘lncipal uffxce
oI the Institute. . -

- {b)(1) In:addition to the annual: audit ‘the
fina.ncia.l -transactions of the ‘Institute for
any fiscal yvear during which Federdl funds
are availdble to finamee ani portion of its op-
erations: may ‘be-audited by the General ‘Ae-~

counting ‘Office in accordance with such
rules-and regulations as may be prescribed

by the Comptmller Gerieral of the Unlted
States.

W2) Any such muditsshall be cunduated at
the .place ‘or ipleces wlrere -aceounts of the
Institute are rormally kept, Therepresetiia-
tives of the Generdl Aceounting Office shdll
haveaccess tosdllibodks, -aecounts, financial
reeords, reports, “files, and rother papers or
property belonging'to-orin use by thellnsti-
tute and meeessary ‘to Facilitate 'tire andit,

© ‘Phefull facilities forsverifying transactions

with the balaniees:anél securities‘héld by de-
positories, *fiseel -agents, end custodians
shall be afforded to such represéntatives.
All such books, accounts, financial recoris,
reports, ffiles, and oflter papers or-property
of -the Institute :sha#ll remsin ‘in’ the ;posses-

- ston and -custody -of =the Institute ‘through-

out the pericd beginning on‘the date such
possession -or -custedy commernces and

ending three years-dfter:such-date, ‘but the -

QGeneral ‘Aecoumting Office may- reuu!re the
retention .of suth ‘bodks, weeounts, ‘financial
records, reports, ‘Tiles, -and -other :papers or
property Tor .a longer.period under section
3323(c) of titke'31, Unitell States Code.

«(3) A report of such audit shall be made
by the*Comptrdller Generdl tothe ‘Congress
and to'the Attorney General, together with
such’ recommendatimxs with respect thereto

as the ‘Comptroller ‘General deems adviss.

ble,
(c)cl)‘.'.r.‘he Insmute :shdll conduct, .or.re-

quire .each. recipient 'to provide for, .an -

annudl fiscal audit. The.report of«each-such

audit:shall be maintained for a period of at -

least five years at.the.principal office.of the
Institute. . - .
(2} The Instihute shall submit to the

Comptroller General of the United States -
‘copies of such reports, and the Comptroller

General may, In addition, inspect the books,

accounts, financial records, files, and other -

papers or property belonging to or in use by
such graniee, contractor, person, or entity,

‘which relate to the disposition or use of

funds received from the Institute, Such
audit reports shall be available for public in-

‘spection during regular business hours, at

the principal office of the Institute.
-+ " 'REPORT BY ATTORNEY GENERAL
BEc. 213. On October 1, 1978, the-Attorney

" General, In consultation with:the Federal
Judicial (Center, -shail transmit tothe Com-

mittees on the Indiciary:of the:Senateand
the House of Representatives -a :report con
the effectiveness of the Institute in-carrying

out ~thre duties :specified in section 203 ok
Such repori-shall:include:an assessment of
the: cost :effectiveness (of ‘the .program as:g
whole:and, to the-extent:practicable,xf indi-
vidual.grants,.an:assessmerit df whether the
restrictions and limitations specified insee-

-fiens 207 jand 208 ‘heve iheen respected, -and

such -recommendations ras the Attorney

General, in-consultation with the Federal

Judicial Center, deems appropriate.
" AMBNDMENRTS TO OTHER LAWS ©

“BEC. 214, Section 620 (b) 6f tme 28, United:
States Code, is amended by--

01y striking out’ “and" at the- -entl of para.

graph €3)%-

€2) striking out the- pertod at'the -end of
paragraph-t4) and’ lnsertmg in lleu thereof
“rand”-and

(3) inserting the followmg new paragraph .

(5) at the-end thereof:

“(5) Insofar as may be- cnns:stent with-the
performance of -the other Functions set
forth: in this section, to cooperate with the
State Justice Institute in the establishment
and coordination .of research and pragrams

canceming the administration of justice "- L

AUTHORIE&TIDN 5

“Sec. 215."There are authorized to be ap- :

propiated to carty out the purpuses of this
title, “$13:000,000 ‘for -fiscal year 1986,
SI5,060/900 ‘for fisesl “-year- *1987, -and
sra,eeomo for fizcal year 1988. . .
.. "EFFECTIVEDATE | :
S):'.c ‘918. The .provisions.of .thils title -shall
take effect on October.1, 1985.
CRITLERH U
| ‘sHORTITTRE .
“Bec, 301 This title may 'be ‘ctted -is “the

“Semiconductor Chxp Protectton Act uf_
19

- PROTECTIONOF SEMICONBUCTGR CHIF
. PRODYCTS.

Sm. 302, Title 17, 'United States Code, is
amended by ‘sdding at-the end” thereof the -

following new:chapter.

“CHAPTER 8—PROTECTIQN. OF
SEMICONDUCTOR CHIP PRODUCTS
“See.

“Q01. Deilmtions

902, Subject matter of protect.ion

*803. Ownership and transfer.

“804, Duration of protection.

“905, Exclusive rights in mask works.

~906, Limitation on exclusive rights; Teverse
engmeermg: first sale.

Pubhshed by THE BUREAU OF NAT!ONAL AFFAIRS INC., Washmgton DC 20037
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”"bec ;
907, I.Imlbation on exduswe rights: fano-
cent infringement,
908, Registration of claims f.if,protestwn.
“909, Mask-work notice,
“+g10..Enforcement of exclusive rights.
“g11, Clvil actions. o
“g912. Relation to cther !a.ws
“913. Transitional provisions. :
914, International transitional provismns
“§901. Definitions '

“(a) As used in this cha.pteru

‘(1) 5 ‘semiconductor chip product’ is the

tinal or intermediate form of any product—

“¢A) having two or more layers of metal-
lie, insulating, or semicenductor materfal,
deposited or otherwise placed on, or efched

away or otherwise removed from, a plece of :

semiconductor material in accordanee wlth
& predetermined pattern; and

“(B) intended o periorm electromc cir-
cuitry functions:

“(2) a 'thask work' is a series of rela.ted '

{mages, however fixed or encoded— -

“(A) having or represetiting the predeter-
mined, three-dimensional pattern of metal- -

... le;" insulating, or semiconducfor material
 * present .or .removed from the layers nf a
semicondnctor chip.product; and

o *{B) in which series the rélation of ,the
images 'to one.andther s that each.image
has the pattern.of the surface.of :one form
of the'semiconductor chip product;
" *¢3) & .mask work is 'fixed’ in .a semicon-
ductor chip.product when its embodiment in

the profiuct ‘is sutﬂmently permaneént or-

stable ‘to permit the mask work to'be per-
ceived or reproduced from the product for a
period of more than transitory duration;’

T1¢4) “to ‘distribute’ ‘means to sell, .or to

lease, bail; or.otherwise transfer, orito gffer
tosell Ies.se. halil, or otherwise transfer;

*(5) to ‘commercially expioit’.a meask work
is to distribute to’ the pubilic‘for comrmercial

‘purposes ‘a-semicenductor -¢hip-product em- .

bodying the mask work; :exeept ‘that such

_ term includesan offer to gell-or transfer-a "

. -semiconductor chip,product only when the

-offer {s in writing and oceurs after‘tlre mask .

" work is fixed in the semimnductor chip
produet;

*(6) ‘the ‘owner’.of a muask work.s.s .the
personn who created .the .inask work, .the
legal representative of fhat .person.if that
person.Is deceased or under.a legal incapac-
fty, or:a party.to whom.all the.rights. under

- this chapter .of such person -or representa-
‘tives are transferred in accordance with sec-
tion 803(b); except that, in the case of 8

work made within the seope of 2 person’s’

'_.employment. the owner is the employer for

©a party to whom all the rights under thls

chapter of the employer are t.ransferred in
accordance with section 903(b);

“(7) an ‘innocent purcha.ser ds a person

. who purchases a semiconductor ¢chip prod-.
uct in good faith and without having notice -

of protection with respect. to the semicon-
- duector chip product;

'(8) ‘having ‘notice of protect:on ‘means

having actual knowledge that, or reasonable.

-grounds to believé that, a mask work is pro-
tected under this chapter; and -~

© “¢9) an 'infringing semiconductor chip

- product’ 15 a semiconductor chip prodict
which is made, imported, or distributed in
viclation of the exclusive rights of the
ownet of a mask work under this chapter.

< *(b) For purposes of this chapier, the dis-

.. tribution or impoertation of a product incor-
. ‘porating a semiconductor chip product as a

part thereof is a distribution or n'nportatlon

of that semlconducbor chip product
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C“gopy. Subject matter of grotection
“(a)1) Subject to the provision of subsee-

tion (b), a mask work fixed in a semiconduc-
tor ehip product, by or under the authority
of the owner of the mask- work; is eligible

© for protection under this chapter if—

."*(A) on the date on-which the mask ﬁork
is registered under gection 908, or is first

- pommercially exploited anywhere in the
= world, whichever oceurs first, the owner of
.- the mask work is (i} #mational or domicili-

ary of the Untied States, (il) a national,
domciliary, or sovereign authority of e for-
¢ign nation that is a party to a treaty af-
fording protection to mask works to which

-the United: States is also a party, or if) a

stateless person, wherever that person may
be domiciled;

*(B) the mask work is first commercxally

. expolited in the United States; or

*¢C) the mask work comes within I;he

scope of a Presidential proclamauon issued !

under paragraph (2),

““{2) Whenever the President nnds that a
foreign nation extends, to mask ‘works of
owners who are natlonals or domiciliaries of
the United States protection (A) on substan-
Linlly the spame basis as that on which the
foreign nation’ exte_:nds protection to mask

and ‘mask works first commercially exploit-
ed in that nation, or (B) on substantially
the same basls as provided in this chapter,

- the ‘President -may by proclamation extend

protection under this chapter to mask works
(i) of owners who are, on the date on which
the mask works are registered under section

808, or the date on which the mask works

are first coramercidlly exploited anywhere

-in the world, whichever occurs first, nation-
- als, domicillaries, .or sovereign authorities of °
-that nation, or (ii) which are first commer-

cially exploited fn that nation,

“(h) Protection under this chépter shall

not be available for & mask work that,—-
<*(1) is nyt origihal; or R
“(2) consists of designs that are staple,
commonplace, or familiar in the semicon-
ductor industry, or variations of such de-
signs, combined in 8 way t.hat cons:dered as
a whole, is not orlginal.
“(¢} In no cause does protection under I;hfs
chapter for a mask work extend to any idea,
Precedure, process, system, method of oper-

ation, eoncept, principle, .or dlscnvery, res’
“gardiess of the form in which it is described,

explained, lllustrated. or, embodled in such
work, . |

: .. “§903, (lwners!:m. lnu\sl‘er. Ileensmgand reetmla-r
" .whom the person created thé mask work or. . )

- tion .

‘“a) The excluswe nghts ln ‘& mask work'

subject to protection under this chapter

- belong to the owner of the mask worle,

“¢b) The owner of the exclusive rights in a
mask work may transfer a1l of those rights,
ot license all or less than =il of those rights,

. by any written instrument gignied by such ‘-
_owner or a duly authorized agent of the

owner. Such rights may be transferred or 1i-
censed by operation of law, may be be-

queathed by will, and may. pass as personal
_ property¥ by the applicable laws of interstate

sueeession.

“tex1) Any document pertaining to &
.mask work may he recorded in the Copy- -

right Office if the document filed for recor-

.dation bears the acfual signature of the

person who executed it, or if it is accompa-
nied by a sworn or official certification that
it is a trie copy of the original, signed doecu-

.ment. The Register of Copyrights shall, .
upon receipt of the document and the fee
specified pursuant to section 808(d), record

-, BNA's Patent, Tradamark & Copyright Jouyrnal.- : -

the decument and return it with a certifi-
cate of recordation. The recordation of any
transfer or license. under this paragraph
gives all persons constructive notice of the
facts stated in the recorded docurnent con-
cetning the transfer or lcense.

“(2) In any case in which conflicting
transfers of the exclusive rights in a mask
work -are made, the transfer first executed
shall be void as against a subseqtient trans-
fer which is made for a valuable consider-
ation and without notice of the first trans-

fer, uniess the first transfer is recorded in .

accordance with paragraph (1) within three
months after the date on which it is execut- -
ed, but in no case later than the day before
the date of such subsequent transfer.

“{d) Mask works prepared by an officer or
employee of the United States Government
as part of that person’s official duties are

not protected under this chapter, but the . ‘

United States Government Is not precluded
from receiving and holding exclusive rights
in mask works transferred to the Govern-
rment under subsection (b),

5 904. Duration of protection

‘“Ca} The protection provided for a mask
work under this chapter shall cornmence on,
the date on which the mask work is Tegis-
tered under section 908, or the date on

€ ¢ which the mask work-is first commerciaily
works of its own nationals and domiciliaries .

exploited anywhere in the world whichever
occurs first.

“{b) Subject to subsect.ion ) and the pro-
visions of this chapter, the protection pro- .
vided under this chapter to a mask work
shall end ten years after the date on which
such protection commences under suhsec
tion (2}.

“(c} ANl terms of pratection prowded in. .
this section shall run to the end of the ¢zl
endar year in whmh they would otherw:se
expire. :

“§ 905, Exclusive rights in mask works

*The owrier of & mask work provided pro-
tection under this chapter has the exclusive
rights to do and to authorize any of the fol-
lowing:

" (1) to reproduce the mask work by opti-
cal, electronic, or any other means;

"(2) to Import or distribute a semiconduc-
tor chip product in which the mask work is
embodied; and

*“(3) to induce or knowingly to cause an.
other person to do any of the acis descnbed
in paragraphs (1) and (2).

“& 906, Limitation on exclusive rights: reverse €n-
gineering; ficst sale

“(a) Notwithstanding the ‘provisions of

section B0, it is not an infringement of the -
* exclusive rights of the owner of & mask
work for—

(1) a person Lo I réproduce the mask work
solely for the purpose of teaching, ahalyvz- )
ing, or evaluating the concepts or tech-
nigues embodied in the mask work or the
circuitry, logic flow, or organization of com-
ponents used in the mask work; or. :

*{2) a person Who performs the analysis or
evaluation described in paragraph (1) to in-
corporate the results of such conduct in an
‘'original mask work whlch is'made to be diS-
tributed.

“¢h) Notwithstanding the prowsmns oi‘
section 805(2), the owner of a particular.
semiconductor chip produet made by the
owner of the mask work, or by any person
suthorized by the owner of the mask work, -

- may import, distribute, or otherwise dispose

of or use, but not reproduce, that particulsr

‘semiconductor thip preduet without the 2u-

thority of the owner of the mask work..

“§4907. Limitation on exclusive rights: innocent .
infringement " :

*(a) Notwithstanding any other provision
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of this chapter, an innocent purchaser of an
infringing semiconductor ehip product—
(1) shall incir no liability under this
. chapter with respect to the importation or
distribution of units of the infringing semi-
conductor chip product that occurs before
the innocent purchaser has notice of protee-

tion with respect to the mask work em-

bodied "in the semlconductor chip produet;
" and
(23 shall be Hable only for a reasonable
royaliy on each unit of the infringing semi-
conductor chip product that the innocent
- purchaser imports or distributes after
having notice of protection with respect to
the mask work embodied in the semiconduc-
~ tor chip product.
‘(1) The amount of the royalty referred
to in subsection {(a) (2) shall be determined
by the court in & civil action for iﬁfring_e-

ment unless the parties resolve the issue by

voluntary negotiation, medlatmn or binding
arbirration.
© *{e} The immunity of an innocent pur-
chaser from liability referred to in subsec-
tion (a) (1) and the Iimitation of remedies
with respect to an innocent purchaser re-
ferred to in subsection (a) (2) shall extend
to any persori who directly or indirectly pur-
.- chases an infringing semieonductor chip
" . product from an innocent purchaser.

= »#¢{d) The provisions of subsections (a), (b),
angd (¢} apply only with respect to those
.units of an infringing semiconductor chip
product that an innoecent purchaser pur-
chased before having hotice of protection
with respect to the mask work embodied in
. the semiconductor chip product.

“5 0%, Registration of claims of protection

*“{a} The owner of a mask work may apply
to the Register of Copyrights for registra-
““tion of a claim of protection in & mask work.

Protection of a mask work under this chap-

ter shall terminate if application for regis-

tration of a elaim of protection in the mask

work is not made as provided in this chapter

within two years after the date on which

the mask work is first commerecially exploit-
- ed any¥where in the world.

“{b) The Register of Copyrights shall be
responsible for all administrative functions
and duties under this chapter. Except for

" section 708, the provisions of chapter 7.of
. this title relating to the general responsibil-

ities, organization, regulatory authority, ac-

ticns. records, and publications of the Copy-
right. Office shall apply to this chapter,
except that the Register of Copyrights may
make such changes as may be necessary in
applying those provisions to this chapter.
“¢c) The application for registration of a
nmask work shall be made on a form pre-
. sctribed by the Register of Copyrights. Such
. form may require any information regarded
by the Register.as bearing upon the:nrepa- .
“ration or identification of the mask work,
the existence or-duration of ‘protection of
* the mask work under :this chapter, or-ewn-
ership of ‘the mask work. The @application
shall be-accompanied by ithe fee set pursu-
ani {o subsgection «(d) ‘and ‘the -identifying
rrtxaterxal specified pursuant 10 such suhsec~
tion.

“¢{d) The ‘Regxster of ‘Copyrights . shall by
regutdtion set reasonable fees Tor the filing
. of appiications -to register cldims of pratec-
tion in mask works under this chapter, amd

for-gthrer serviees rélating tothemtiministra- .

tion of thischapter or-therights underithis
chapter, ibaking ‘into econsideration :the eost
of providing these services, thethenafits ofa
public record, and statutory fee schedules
under ‘this ‘title. “The Register shall also
specify theitentifying ‘matertal to be depos-
ited in:conwection "with the cldim for‘regrs
tralicn.
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“(e) I the Regigter f Topyrights, after

examining an :pplivation for registration, -

determines, .in accordanee ‘with the provi-
sions nf this clmpier, that the application
relates to -2 ask work which .is entitted to
protection under this .chapter, then the
Register shall register the claim of protec-
tion and issue tothe dpplicant a certificate
of ‘registretion of the ¢lzim of protection

under the sesl of 'the ‘Copyright>-Offive. The -
effective date of registration of qa-claim -Gf°

protection sivall.be the date‘onwhich anap-
plication, .deposit of identifying -material,
and fee, which are determined.by the. Regis-

ter of Copyrights orby a court of competent-

Jjurisdiction to ‘be-scceptable for registration

. of the claim, mve =@l heen reeeimd ‘in the

Copyright Office.

“{f) In-any action for:miringemeni unier
this -chiapter, thre vertificate of vegistration
of a mask work shidll constitute prima Tacie

evidence €1) of thefactsstated in the certifi- -

cate, amd (2) that the applicint issued ‘the
certificate has met the requirements of this
chapter, - and ‘the :regulations :issuwed under
this chantm' with: respect tothe re,gistration
of elaims. -

“¢g)y Any :applicant for reglst.mt.mn nnder
this section wtio i3 dissatisfied with the re-
fusal of the Register of TCopyrights to.issue
a certificate of registration uniter this sec-
tion may seék judicial veview of that.refusal
by bringing-an action for such review in an
appropriate United ‘Btates district court not
later than sixty days after'the refusal. The
provisions-of chapter 7.of title b shall.apply
to such judicial review. The .failure -of the
Register of .Copyrights to .issuea certificate
of registration within four months:after:an
application for registration s filted shall be
deemed - to be a refusal to issue= certificate
of registration .for putpeses :of -.this subsec-

tion and-section £16¢hbX 2),-.except that, upon

a showing of good cause, the district-court
may shorten such four-month; period

"5 909. Maskswork notm

* “{a) The owner of.2 mask wo:’k prov:ded
protection -under -this .chapter may affix
notice to the mask work, and 'to masks and
semiconrduetor chip proiucts embodying the
mask work, ‘in such manner-and loeation as
to-give reasonatile notice of such protection.
The Register of Copyrights shall prescribe
by regulation, as examples, specific methods
of ‘affixation and positions.df notice for pur-
poses of this section, ‘but "these .gpecifica-
tionms shall not ‘be -considered .exhaustive,
The dffixation of such notice is.ndt.a condi-
tion of -protection under this chapter, but
shall constitute prima ‘facie evidence df
notice of protection.

“{b) "The notice.referred ‘to in. subsectmn
{a) shall.consist of— .

{1} the words ‘mask .work!, the symbol_

“M", or the symbol mask work: (the;let.tenM
ina eu-cle) and

“{2) the name. of ithe owneror nwnersmf
the mask work or :ansthbreviation by which
the :name s recogmzaﬂ or s genevally
known.
"§79!0..Enfureementfuf‘rexelumve nghtn

“¢a) Bxcept as otherwise provided - this

-chapker,-eEny ;person who viclatesany of the

exclusive wights 'of ~the cowner wof & mask

work under this chapter, by conduct.in-or’

difecting commerce,:shail he:liablemsan in-
fringer df:such -rights.

“{bX1) IPhemwrrarofsamask work;protect-
ed under this chgpter, -or *he rexclusive 'Ii-
censee of allrights under thisrchapter with
ragpeet ‘tothe mask woudk, ghall, safer awer-
tificate of Tegistration of a2 isim of :protee-
tion .dn that mesk work ras 'been dssired]
under gection 908, ke entifted to!institutea
civil smesion sfor any dAnfringement with mre-
spect ito .the mask vwork ~which ds committed

after ‘the -commeneement :of ;protection ‘6f

the mask work under section:904¢z). °
“¢2) In-any case in which /an ;application.
for registration of a claim of;protection in:a

maskwork .and the required deposilof:iden- -
tifying material :and ifee ‘have "been reeeived .

in the-Copyright Office inproper formend
registration of the mask work .hasibeen ve-

fused,.thre guplicant.is-entitled to:institute-a .

civil sction for infringement under this
chapter with .yespect -to :the mask work if
notice-of the:mction, together witha copy:of

~the complaing, is:served .on-the Register of -
Copyrights, in accordance swith ‘the Fedoral - -

Rules-of Civil-Procedyre. The Hegister may,
at :his:or sher-option, become 2 . party to:the
action with wegpect -to the issue of awhether

" the claim .of - ‘protection is gligible -for regis-

tration by <entering an -appearanes ‘within

sixty days after such service, but the fallure

of .the :Register (o -become 2. ;party to the

action shall not deprive the.court:of Jln'is- o

diction:to.determine that issuwe, . .
“{e)1) The Secretary of the Tres;sury'-and

the United States Pestal. Servies shall gepa-
rately or_jointly issue regulations.for the-en-.
farcement cof ithe rights sel forth.insection: -
905 -withregpect 1o.importation. These rggu-

lations mmay :require, :as .4 condition .for the
exclusion-of articles frem the United States,
that .the person-seeking exclusion ake.any
one-or more of the fellpwing actions: .
“(A):Dbtain .z éourt order-enjinining,.or an
order.of the .International Trade :Commis-

sion under section 337 of the Tariff -Act-of
1930 exchuding, importation.of the articles. -
“(B) Furnish proof that the maskwork.in- . -

volved s ,protected under this chapter and
that the'; impnrtatlon of the articles would
infringe .the rights .in the mask work under
this chapter. :

- .*T) Post a surety hond for any injury
that :may .result .if .the detention .or exelu-
sion .of the.articles proves to be unjustified.

“(2) Articles Imported .in. violation of the
- rights set forth.in section 905 are subject te . . -
seizure.and .forfeiture in the:same manner '

as.propetty Imported.in viclation of the cus-

toms laws. Any.such forfeited articles.shall
be destroyed.as directed by the Secretary .of

the Treascy or Lthe court, as the.oase may
be, exeept that the.articles may be returned
to the country of export awhenever it is

shown to the satisfaction of the Secretary .

of the Treasury ‘fhat -the importer had no

reasondile gyounds ‘for believing that his-or )

her acts:constitutedsn wo!ation of the taw
“H911. Civilaetions - . . %

*{a) Any court having Jurlsdlctmn of a
civil action sarising ‘under ‘this ¢hapter may
geant*tempetary restraining orders, prelimi-
nary injurctions, -and :permanent ‘injune-

tions on such terms.as the eourt may.desm -
‘reasopdble to prevent or- -restrain infringe-

mentrof the exclusive riglits:in-a'mask work
underithiz-vhapter. -

“(p)illpon finding an infringer:liable, to a
person -entitied under section B10bXI) to
institute 2 civil metion, for san infringement
of any exclusive right .under this chapter,

: the court shall award such person -dciual

damages suffered by 'the person-as a resull

of ‘the infringement. The xcourt shall also

award such person “the infringer's profits
that are attributdble to the infringement

and are not taken intoaccount in comput-

ing the award.of actusdl damages. In estab-
lishing the irifringer's profits,such person is
required "Lo ;present proof only of the in-

fringei’s gross revenue, .and the infringer is

required ‘to prove his of ‘Her deductible ex-
penses and the elements of profit attributa-
ble'ta'factors otherthan-the mask work.

¢y At any time’before final judgment is .
rendered, ‘a -person. entiflted to institute a

civil -zetion ‘for ‘irfringement may elect, in-
stead of actual damages and profits as pro-
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vided 'by.sub_séct[on (h)..zin-.aWard of statuto-
ry damages for all.mfringements involved In

- the action, ‘with “respect “to any one mask

work “for -whirgh ‘any pne Infringer 'Is liable
indivifluglly, or for which -any twe or more

-infringersare lable jointly and severally, in

‘an amount nal more: than $250,060 as the

-.court considers just.,

“¢d).An action for mfrmgement under tms
chapter shall be barred untess the action s
commenced within "three years dafter the
claim accrues.

“(e)(1) At -any time while an actlon for in-
fringement of the exclusive rights'in a mask
work .under this chapter -is ‘pending, the
court rmay order the impeunding, on such
terms as [t may deem .regsonable, of all

" semfconductor, chip_praducts, and any draw-
. Ings, tapes, masks,. or ofher products® by

means of which such products may be re-
produced, ‘that zre claimed to have been
made, - imported, "or used in wvidlation of
those . exclusive rights. Insofar as practica-
ble, applications for.orders under this para-
graph shall be heard and determined in the
same manner.as.arn ahplication for a tempo-
rary resn'alning order or prelimmar,v in-

_Junction. .
“(2).As part nf a ﬁnal judgment or decree :

the .court may order ‘the destruction or
other disposition of 'any‘in'fringing semicon-

ductor ¢hip products, and.any masks, tapes,

or ofther articles hy .means of which such
produets may be reproduced, )

“(f) In any civil-action arising under th;s
chapter, the court in ‘its discretion may
altow :the recovery -of Tull -eosts, including
reasonsbie attorneys fees, to the prevan:ng
party. . _

“§ 912. Relation to nther Iawa ‘ v

“(a) Nothing in this chapter, sha!l affect

- any right or remedy held by any person

under chapters .1 through 8 pf Ehls title, or
under title35. =
“(b} BExceptl £5 pmwded in:section 908(h)

.of this title,'references to ‘this title’ or ‘titlie

1% in chapters 1 through 8 of:this title shail

. be deemed.not to apply to this chapter.

*(c) The ;provisions of this chapter shall
preempt the laws of any State to the extent
those .laws .provide -any rights or remedies

_ with respect to a mask work which are
" equivalent to these .rlghts or remedies pro-

vided by this chapter,.except that such pre.

both, on or after the date of the enactment
of this chapter. .

“¢dX1) Subject to subsection. (a), protee-
tion is available under this chapter to any
mask work that was first commercially ex-
ploited on or after July 1, 1983, and before
the date of the enactment of this chapter, if

a claim of protection in the mask work is

‘registered in the Copyright Office before

July 1, 1985, under section 908.
“{2} In the case of any mask wark de-

_scribed In paragraph (1) that is provided

protection under this chapter, infringing
semiconductor chip product units manufac-
tured before the date of the enactment of
this chapter may, without liability under
scetions 910 and 911, be imported into or
distributed in the United States, or both,
until two years after the date of registration
of the mask work under section 908, but
only. if the importer or distributor, as the
case may be, first pays or offers to pay the

reasonzble royalty referred to. in section-

90'(a)(2) to the mask work owner. on all
such units imported or distributed, or both,
afier the date of the enactment of this
chapter, :

“(3) In the event that: a person . impnrts or

~distributes, -infringing semiconductor chip

_emption shall be effective-only with respect’

; to.actions filed-on.or;after January.1, 1986.

“(d) The ‘provisions :of -sections 1338,

1400(2).:and. 1498 (b):and:(c) of title.28 shall

apply with ‘reshect ‘to- excluswe rights in

- ask worksunder this chapter. .
- “{e) Notwithstanding ‘subsection’ (c} noth-'
. ing+in ithis chapterishall :detract from any

rights.of a waskworkwownér, whether under

Federal law (exclusive of this chapter) or-
. under Lhe common law or the statutes of a

State, heretofore or hereafter declared or
enacted, with respect to any mask work first
commercially. exploited hefore July 1 1983

“ﬁ‘)l'i 'l‘ranmllonnl provmom

“(a) No s.pphcatlon ‘for reglstrauon under
section 908 may be filed, and no civil action
under section 810 or other enféreement pro-
ceeding under this chapter may be institut-
ed, until sixty days after the date of the en-
actment of this chapter. -

“(b) No monetary relief under sect:on 911

product units described in paragraph {2) of
this subsection without first paying or offer-

ing to pay the reasonable royally specified

in such paragraph,; of if the person refuses
or fails to make such payment, the mask
work owner shall be entitled to the rehef
provided in sections 910 and 811,

“§ 914, International trans:tmnal provisions '

“(a} Notwithstanding the conditions  set
forth in subparagraphs (A) angd (C) of sec-
tion 202(aX1) with respect 10 the availabil-
ity of protection under this chapter to na-
tionals, domiciliaries, and sovereign authori.
ties of a forelgn nation, the Secretary. of
Commerce may, upon the petition of any
person, or upon the Secretary’s own motion,
issue an order extending protection under
this chapter to such foreign materials, domi-
ciliaries, and sovereign aur.hor:tles lf the
Secret.ary finds— .

(1) that the foreign natzon is maklng
good faith efforts and reasonable progress

‘toward—

“(A) entering into a treaty descnbed in
section 902(a)(1)AY, or

“{B) enacting legislation tha.t would be in
compliance with subparagraphs rA) or B)

- of section 802(a)2); and -

. tional comity vs?'fh respect to tﬁ“ protect,l'on

~‘

may be granted with respect to any conduct -

that occurred before the date of the enact-

ment of this chapter excepl as prowded in

subsection (d)..

“{e)y Subject to subsec!,ion fa) the provi-
sions of this chapter apply to all mask
works that are first commercially exploited
or are repistered under this chapter. or
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{2) that the nationals, doxhlclhanes and
sovereign anthorities of the foreign nation,

. and persons controlled by them, are not en-

gaged in the misappropriation, or unzuthor-

ized distribution or commerc:al exploitation,'

of mask works; an
. "(3) that lssuing the order would promote

,the purposes of this chapter and interna--

of mask works.::

no application for registration of a claim for
protection in & mask work under this chap-
ter may be denied solely because the owner
of the mask work is a national, domiciliary,
or sovereign autherity of that foreign
nation, or solely because the mask work was
first commercially, explmted in that foreign
nation.

“{cy Any order issued by the Secretary of
Commerce under subsection ¢a) shall be ef-

fective for such period as the Secretary des-
lgnates in the order, except that no such
order may be effective after the date on
which the authority of the Secretary of
Commerce terminates under subsection ¢e).

The effective date of any such order shall’
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also be designated in the order. In the case
of an order issued upon the petition of a
person, such effective date may be no earli-
er than the date on which the Secretary re-
ceives such petition. -

“(d)}1) Any order lssued under this section
shall terminate if—

“{A) the Secretary of Commerce fmds
that any of the conditions set forth in para-
graphs (1), (2), and (3) of subsection (a) ho
longer exist: or | -

“(B) mask works of nationals, domic!]a-
aries, and sovergign authorities of that for-
eign nation or mask works first commercial-
1y exploited ih that foreign nation become
eligible for protection under subparagraphs
(A) ar (C) of section 902(aX(1).

“(2) Upon the termination or expiration
of an order issued under this section, regis-
trations of claitms of protection in mask
works made pursiant to that order shall
remain valid for the period specified in sec-
tion 904. ;

“(e) The authonty of the Secretary of
Commerce under this section shall com-
mence on the date of the enactment of this
chapter, and shall terminate three years -
after such date of ehactment. -

“(EN1) The Secretary of Commerce shall
promptly notify the Register of Copyrights
and the Committees on the Judiciary of the
Senate and the House of Representatives of
the issuance or termination of any order
under this section, together with a state-
ment of the reasons for such action, The

. ‘Secretary shall also publish such notifica-

tion and statement of reasons in the Federal
Register, "
. *(2) Two years after the date of the enact-
ment-of this chapter, the Seeretary of Com-
merce, in consulfation with the Register of
Copyrights, shall transmit to the Commit-
tees on the Judiciary of the Senate and the
House of Representatives a report on the
actions taken under this section and on the
current status of international recognition
of mask work protection. The report shall-
include such recommendations. for modifica-
tions of the protection accorded under this
chiapter to mask works owned by nationals,
domiciliaries, or sovereign authorities of for-
eign nations as the Secretary,:in consulta- :
tion with the Register of Copyrights, con-
siders would promote the purposes of this
chapter and interpational comity with re-
spect to mask work protection.™. .
TECHNICAL AMENDMENT

-BEC. 303. The table of chapters at the be-
ginning of title 17, United States Code, is
amended by adding at the end thereof the
following new item: -
9, Protection of semiconductor chip

products - :

AUTHORIZATION OF AFPROPRIATIONS
‘SEC. 304. There are authotized to be ap-

901"

. bropriated such sums as may be necessary

- *(b) Whilé ari order under subsection (a)i the amendments made by this title.

18 in effeet with respect to a foreign nation,’

Lo carry out the purbgses of this tiile and

Mr. MATHIAS., Mr. President, this
amendment is offered on behalf of.
‘myself, the Senator from Utah [Mr.
Hatcrl, and the Senator from Ver-
mont [Mr. Leaxy]l and the Senator
from Alabama [Mr. HeErFLIN]. It incor-
porates three measures: first, the
Trademark Clarification Act, S. 1990,
which was recently reported by the
Judiciary Committee; second, the
State Justice Institute Act, which the
Senate passed unanimously last June;
and third, the Semiconductor Chip
Protection Act, S. 1201, when also re-
ceived our unanimous approvai, ‘in-
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. May. In each case, the amendment
contains compromise versions of this
legislation, which we believe to be ac-
ceptable to the other body. '

I ask unanimeus consent that the
“following material be printed in the
REcoRD at this point: a Joint Explana-
tory Memorandum of Sehator Leany
and myself with respect to the seml-
conductor chip legislation.

There being no objection, the mate-
-rial ordered to be prmted in the
RECORD, follows:

EXPLANATORY MEMORANDUM—-MA‘I’HIAS-
. LEaAHY AMENDMENT T'o S. 1201
I. SEC.. 901 (A} 151 COMMERCIAL, EXPLOITATION

“The amendment sharpens the definition
of “‘commercial exploitation,” a concept
that is important in determining when bro-
tection commences under the Act, and when
it expires. In this definition, the amendment
substitutes the words “for commereial pur-
pases” for the phrase “for profit.” Many
non-profit organizations, soch as universi-
‘ties, engage In research and developmént in
‘the semiconductor chip product field. If
such an organization distributes a new chip
to others for commercizl purposes, its not-

- for-profit status should not place it in a dif--

ferent position than an ordinary commercial
business undertaking the same conduct. The
ten-year term of protection should com-
-mence, and the clock should begin to run on
the two-year registration requirement.
1. OWNERSHIP—-SECTION 9014A) (6},

B (@03 (AN-(B}

The amendment includes a recession to
‘H.R. 5525 (as passed by the House) on the
guestion of the meaning of ownership of a

mask work, in light of the business realities
and practices of the semiconductor industry.

Under S. 1201, as passed by the Senate,
general copyright law principles applied.
Thus in theory, an exclusive licensee of
ezch divisible right in & mask work would
“own"” that particular right and would be
" entitled to sue infringers thereunder. (E.g..
the exclusive licensee of the right to distrib-

ute the semiconductor ¢hip as & component

inserted to a printed cireuit board sold as
‘such. east of the Connecticut River) H.R.
25 allowed only the “owner” of all of the
nghts in the mask work to sue for infringe-
ment,
The prOSpecr. of licensees of less than all
_rights bringing their own independent law-
suits could distupt customary business ar-
rangements and practices in the industry.
To avoid this, the Senate is prepared to
‘yield to the ownership concept of H.R. 5525..
Under Section 561¢a} (6), the owner of &
mask work is its creator, the creator’s legal

representatives, or the transferse of all’

. rights under the Act in the mask work.

* These rights include the privilege of secur-
ing inchoate rights by registration of 2 mask
work under Section 908(a). While the trans-
feree of all rights under the Act is an owner,
a licensee of all or some rights is not, a dis-
tinction recognized in Section 803(b). While
only an owrer (including a transferee) may

revister a mask work under Section 908, an.

exclusive licensee of all rights Is also enti-

led, under Section 910(bX1), to bring an in-

- fringement action, an option that is not

available to nonexclusive licensees and li-
censees of Iess than all rights. :

IIE. 90218 —ORIGINALITY | -

The Mathias-Leahy amendment follows

the House bill' by including, in Section

‘902ch), a provision that makes mask works

unprotectable under the Act if they are
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made up of “staple, familiar, or common-

place designs,” or ‘variations thereof, com-
bined together in a way that, eonsidered as
a whole, in uneoriginal. Like the House (see
H. Rep. 98-781, at 19, 25) (hereafter “House
Report”), we do not intend by Section
902(b) to set up an examination system in
the Copyright Office. Rather, the question
of invalidity on this ground is an issue to be
raised for the first time by the defendant in
an infringement suit (or, of course, by the
plaintiff In a declargtory judgement action
for a judgment of invalidity). Nonetheless,
the evaluation of whether the design is
staple, or merely an insubstantial variation

'- ot what is staple, should be made in the

light of the prior are existing at the time of
registration. -

When & mask work owner goes into court
with its registration certificate from the
Copyrights -Office, the mask work registra-
tion should: be considered presumptively
valid, and the registered mask work should
be presumed to satisfy all of the require-
ments for protection under chapter 9, in-
cluding Seéction 902(b). But if the defendant
then adduces probative evidende of invalidi-
ty (e.g., that the mask work is “staple”), and
not mere unsupported allegations of invalid-
ity, we envision that the plaintiff mask work
owner will be asked to come forward with
actual testimonial or documentary evidence
to overcome the defendant's evidence on va-
lidity. The test is the usual civil “preponder-
ance of the evidence” standard. In a very
close ecase, the certificate of registration

° should: be given at least some measiurable
- weight as prima faele evidence. Also, on
emergency applications such as motions for

temporary restraining orders and motions

for preliminary injunctions, the registration .

should be assumed valid and proper unless
the court is persuaded otherwise by proba-
tive and substantial evidence.

Finally, like the House (House Report at
19}, we believe that section 902(b) does not
make a mask work “staple” merely because,
if the individual cireles, arcs, rectangles, and
lines of the mask work are dissected away
from the whole mask work, they each
appear “staple.” The guestion for a court to
resolve is whether a madsk work, considered
as.a whole, s just & collection of such staple
elements combined in an old, “staple” way?
Stated-another way, a court may have to
decide whether a new mask work is just an
insubstantial variation of prior work in the

field as it stood on the date of registration, .

On the other hand, the work may be found
protectable If it reflects effort and original
contributions resulting in a work: that, con-
sidered as a whole, is not old and staple. In
that conneetion, although clearly a mask
work need not meet the unobviousness re-
quirements of 35 U.8.C. section 103, none-
theless the case law under that section of
the Patent Act, which uses similar language,
1s Instruective. It warns us not to dissect old
elements away {from a new combination, lest
we run the danger of failing to recognize
the novelty and intellectual creativity of the
combination econsidered as & whole. Al-

though it is impossible to quantify & ereativ--

ity standard precisely and objectively, the
purpose of section 902(bX2} is to weed out
mere insubstantial or trivial variations on
prior mask works and to allow protection. of
new mask works in the creation of which
their owners have expended substantial toil

~and investment, and which contain rhore

than 1n.substant1al varlatlons on the prmr
mask work art.

1V. RECORDATION-—SECTION 830(C)
8. 1201 did not have a recordaticn section

for ownership, transfer and licensing be-

cause as part of the Copyright Act it auto-
matically included 17 U.S.C. Section 205,
H.R. 5525 similarly lacked a recordation sec-
tion, and this amendment therefore inserts
one. Mask work owners and other concerned
parties are entitled to record transfers and

licenses relating to mask works in the Copy-~

right Oifice. Recordation constitutes con-
structive notice of the transfer or license. In
this connection, a security interest under
the Uniform Commerclal Code or other
state law may also be recorded as a transfer.

" V. DURATION OF PROTECTION—SECTION 904

S.. 1201 provided mask work protection

from the initial fixation of & mask work,
such asg in a drawing. See 17 U.B.C. Section
101 (definitions of “created” and “fixed™),

.102(a), Section- 964(2) of HM.R. 5525 began

protection. for mask works only when they
are registered (after fixation of the work In
a-semiceonductor chip product) or upon their
first ecommercial exploitation, whichever
comes - first.~ .
adopts the House language, As a result,
state trade secret law (rather than this Act)
i{s the pripicipal safeguard for mask work
ovmers until registration or first commereial
exploitation occurs. Accordingly, state trade
secret law is not preempted under Section
812(c) until-the earlier of those two events
oceurs, since until that point the protection
provided by trade sécret law ig not “equiva-
lent” to that provided by this Act.

The words “anywhere in the world” are
added in Section 904(e) to clarily and carry
forward the.original intent of that provi-
sion. A change is made in Section 904(b) to
clarify how long mask work protection con-
tinues after its commencement: it is, mask
work protéction continues until the end of
the calenday year of the tenth year after

registration or first commercial exploita-’

tion, whichever is first, To accomplish this
end, & new Section 904(¢c) Is added to make
this section econform to 17 U.S.C. Section
305, & provision of the Copyright Act prew-
ously Incorporated by 8. 1201, '
VI. EXCLUSIVE RIGHTS-~SECTION 905
This amendment incorporates H.R. 5525's

shorter list of exclusive rights, on the basis.

of the House Report’s assurance that repro-
duction undeér Section 905(1) embraces all of
the various reproduction rights of 8, 1201's
section 4 (amending 17 U.5.C. section 105).
Also, since the “Indueing infringement” and
“causing Infringement”  provisions of See-
tion 905(3) cover the Senate bill’s prohibi-
tioni of distribution of pirated masks, Sec-

tion ‘905 is at least as comprehensive as S ’

1201’s section 4.
VIL REVERSE mcmmnmc—sscnow sua i

AlthHiough- the reverse englneering provi- -

sions of 8. 1201 and H.R. 5525 were almost
identical, this amendment includes & provi-

ston (section 906 (a)(2)) to clarify the intent -

of both chambers that competitors are per-
mitted not only to study protected mask
works, but also to use the results of that
study to design, distribute and import

semiconductor chip products embodying -

their own original mask works. While this in-
tent appears indisputable from the legisla-
tive history in both Houses, it seems prudent
to spell it out in the bill itself.

The end product of the reverse engineel~ .

Ing proeess is not an infringement, and itself.

qualifies for protection under the Act. if it is

an original mask work, as eontrasted with a

- substantial copy. If the resulting semnicon:

ductor chip product is not substantially
identical to the original, and its desizn in-

" volved. sighificant toil and investment so

that it is not a mere plagiarism, it does not
Infringe the original chip, even if the layoul.
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This - amendment basically . -
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“of the two chipv; is, i in subst,a.nt.lal palt simi-

Jar. As noted in the Senate report, the

courts are not likely, as a practical matter,

to find it unduly difficult to draw the line

‘hetween reverse engineering. and infringe-

‘ment, hecause the additional work required

. to come within the privilege established by

- sectlinn 906(a) will ordmarily lea.ve a "paper
trail.”

Of course, apart from the foregmng. the
amendment, like both bills, Incorporates the
familiar copyright principle of substantial
s:mllanty Although, as a practical matter,

- copying of an insubstantial portion of a chip
and Independent design of the remainder is
not likely, copying of s material portion
‘nevertheless constitutes infringement, This
concept is particularly important in the
semiconductor chip industry, where it may
be economlical, for example, to copy 75% of
a-mask work from one -chip and combine

. that with 25% of another mask work, if the
copies parts are transferable modules, such
8s units from a cell library.

AS the Senate report notes, no hard and

- fast percentages govern what constitutes a
“substantial” rcopying because substantial
similarity may exist where an important

- part of a mask work Is copied even though

the percentage copied may be relatively -

" small. Nonetheless, mask work owners are
protected not only from wholesale copying
but also against piecemeal copying of .sub-
stantial or material portmns of one or tmore
mask works. ;. . L .

ﬂect thls‘. principle to t,he greatest extent

possible.

Further, Section QDB(g) is modmed to
permit applicants to go immediately to
cowrt in emergency situations, such as a
fload of piratical imports, or when there is
other “good cause™ why they cannot wait
for up to four months for the Copyright
Office to complete its processes. For an in-
tellectual property owner to secure an order
of exclusion of such piratical imports from
the United States, a registration certificate
must ordinarily be provided to the Customs
Service or (in an unfair import practices
case} to the International Trade Commis-
sion, and thus a regtstrat:on may be neces-
sary at once.

Section 908(f) deals with the legal effect
of fhe issuance of a registration certificate.
As noted above, a registrant has what
amgounts to a rebuttable presumption of the
validity of the registrant’s elaim of protee-
tion under chapter 9. which may only be
overcome - by probative, plausible evidence,
not by meré allegations of invalidity or
statements made on “information and
belief”. The ordinary civil standard of pre-
ponderance of the évidence is apphcable on

‘the validity. issue.

It would be inappropriate. to requu'e the
clear ‘'and eonvincing evidenice that some
patent.cases have called for to overcome the
presumption -of patent validity. Patents
issue on inventions after an examination of
their novelty, uncbviousness, and compli-

" -ance- with other substantive requirements;

VI[I FIRST SALE -—S)’:’ICTION BOG(B)

Sectmn 806(b) of the amendment clarlflos
the application of the first sale doctrine Lo
mask works, Among other things, it now is.
made clear that a customer is free to use a

_semiconductor . chip product unit as he
-choases, after becoming its owner by buying
it from the mask work owner or its licensee.
However, the customer's permissible use
does not include reproducing the semicon-

. ductor chxp product-(except in the course of

. reverse engineering, which is separate]v gov—
erned under Section 906{a)). i .

IX IN'\TOCENT XNFRINGEMENT——SECTION 907 -

“The intent and contours- of this provision
were similar In the two bills, but the House's
version is simpler in form, so this amend-
ment incorporates it. In this connection, it
should be understood that, as in the case of
the first saie rule of Section 906(b), the first
payment of a reasonable royelty under Sce-
tion 907 liberates the semiconductor chip
product unit from the intellectual property
monopaly, for the benefit of all downstream
purchasers; only one reasonable royalty per
unit maar be’ required under Sectmn 90'?

. X. REG!STRAT!ON—SEC’I’!ON 908

In general, this Section follows the pat-'
tern of H.R. 5525, which in turn largely rep-
licates the corresponding provisions of the
Copyright Act. Those provisions had been
sutomatically incorporated by S, 1201,
. which was part of the Copyright Act.

Some technical changes were necebsary.
however, to correct errors and omissions in
_ the House Bill. Thus, we have revised Sec-
tion 908(a) to authorize mask work owners
to file apptications for registration under
the Act. Also, Section 808(¢)Y is amended to
rrequiire applicants te pay a-fee,.and to
~submit identifying materials preseribed by -

" the Cepyright Office. Applicants should" :
“datory notice and use of ©. H.R. 5525 cre-

not, of course, be required to deposit materi--
al that would disclose trade seereis or would
facilitate domestic or foreign chip piracy: we
would anticipate that the Copyright Of-
lice’s implementing regulalions should re-
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the examination is carried out by persons
supposed to be of skill in the relevant ficld
of technology, so that the deeision toissue a
patent ‘refiects ‘& considered and. expert
judgment on the merits, But mast work reg-
istration certificates, like copyright registra-
tion certificates, issue after an examination

~of only the face of the application form and

a necessarily cursory- examination of the
sdentifying inaterial accompanying the ap-
plication, perhaps aided by other facts of
which the Copyright Office may be aware.

_The Copynght. Office cannot be expected to

deliver a tonsidered judgment on the tech-
nical questxons irvolved i Section 902(b).
Instead, the Copyright Office issues the reg-
isiration certificate if the application ap-
pears to be in order and then, as the House
Report notes, “In the event of mask work
infringement . litigation, failure to satisfy
the requirements of Section 902(b) would be
a defense,” House Report, at 19, . - ..

1f the rare case arises where the evidence

‘is exactly balanced .on.both sides, or the

pleintiff rests on its certificate and the de-
fendant elects to put in no evidence, the cer-

- tificate should be enough to permit the
;. court to assume- that .the plaintiff has a

valid' and proper registration. If nothing

" ¢lse, this can be rested on the presumption
of regularity and correctness of an agency's

administrative action. Moreover, on applica-
tions. for a preliminary injunction or similar
relief, where the court does not have the op-
portunity to canvass the issues as thorough-

"¢ 1y as at trial, it is proper to put some. \x.e1ght,

on the certificate. In these situations, giving
the mask work registrant the benefit of the
doubt furthers the statutory purpase of pro-
moting security of investment in develop-

ment of new chip technology and thereby

encouraging semiconductor innovation,

B . NOTICE-—SECTION 908
8. 1201 mciuded the Copyright Act’s man-

ated a new, M-in-a-circle symbol for its non-
mandatory notice. and also allowed use of
the words “Mask Work™. Since printers do
not usually earry M-in-a-circle symbeols in
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-gating notice regulations,

stock, and most typewriters and word proc-
essing equipment also lack them, the

‘amendment provides an alternative abbre-

viation: **M*", The amendment also follows
17 U.S.C. Sec, 401{bX2)'s elimination of the
date for notice on useful articles. In promul-
the Copyright
Office may permit combined copyright/ -
mask work notices to conserve space.

XII. COMMERCE—SECTION 9102)

In order to avoid any constitutional ques-
tions on the issue of whether, as both
Houses found, mask works are protectable
as “writings” within the meaning of the
Constitution's intellectual property clause,

_ section 910¢(a} of the amendment includes a

commerce limitation, so that it reaches only

_piratical conduct in or affecting commerce.

As a practical matter, this will cover virtual-
ly zll of the kind of conduct that gave rise
to this legislation.

KI1Y, ENFORCEMENT—SECTIONS 510 AND 011 _

Changes to the House bill are also made
in other paris of section 910. In section
910¢h), a clause is added to make it clear
that a timely registrant nlay sie for pre-
registration damages (as well as for post
registration damages) so long as they occur
as a result of conduet during the ten-vear
term, Additional - clarification of section
B10(b) permits the exclusive iicensee of all
rights in & mask work to sue, as an owner -
may.-A change in section 910{c) permits the

Customs Service to exclude not only pirati-

cal copies buf also products used for pur-
poses of contributory infringement in viola.
tion of the rights of mask work owners.

Section 9S1Ke)1) restores impounding
orders 8. 1201 included these from the
Copyright Act, but H.R. 5525 omitted them.
Like temporary restraining orders and pre-
Iiminary injunctions, impounding orders are
4 useful and important remedy, if not
abused. To prevent such abuse, the amend-
menf provides that applicatfons for im-
pounding orders thould be heard, where
practicable, in the same manner as applica-
tions for temporary restraining orders and .
preliminary injunetions, i.e., not ex parte,
and with customary procedursl safegnards,

Section 911{f) provides for attorneys’ fees.
for prevailing parties in all efvil actions arig-
ing under the Semiconductor Chip Protec-
tion Act, including declaratory judement ac-
tions.

XIiv. nm‘non :ro OTHER uws«—szcrmn 912

The relationshm of the Semlconductor
chip Protection Act to other laws.is made
somewhat complicated by the unceriainty

of the application of those laws to mask =

works—the very predicament that motivat-
ed this legislation in the first place. ..
Enactment of this bill will provide an ex-

and unauthorized copying. of mask works.
Within the carefully defined ambit of the
reach of this legislation, the remedy it pro-.
vides is’ intended to be exclusive. However,

four factors limit the effect. of thls princi-
ple. -
¥irst, as expressed in section 912(e) notir-
ing in the bill affects rights in mask works
first commercially exploited prior to July 1,
'1983. The rights that remain uniouched by -

- this biil include claims arising under Lhe

Copyright Act, As the Senate report noted,

the availability of copyright protection for
mask ‘works was “sufficiently doubtful” to
discourage investment and innovation: but
-this amendment should ciarify that Con-
gress does not find that such protection is
unavailable. The decision not to .provide
relief under this Act for future misappro-

priations. of mask works that came to
market before Juily 1. 1883 should not be

plicit federal remedy for misappropriation -
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- misinterpreted as a conclusion that no such
protection ought to be accorded. To the con-
trary. the policy underiying this Act con-
demns unauthorized copying even of these
earlier chips as unfair.

_ With respect to state law, the same princk-
ples apply. The states are permitted to regu-
late these older chips as they see [it, so long

- a5 the stale enactment does not directly

conflict with some other federzl law. See

Gaoldstein v. California, 412 U.S. 546 (1973).
Of course. since state contract law is not af-
- feted by this Act. existing lcense agree-
ments with respect to per-July 1, 1883 mask
works may still be enforced. Nor are future
enactmerits, or future decisions of state or
federal gcourts, barred from this field. &s to
chips first commercially -exploited prior to
- July 1, 1983, this legislation s:mply has no
preemptive effect.’

. Second, with respect to mask works first
commercially exploited after July }, 1983,
‘the preemption of “equivalent” state law
-remedies is ineffeetive until January '}, 1986,
-~ This provision of the amendment, sectxon
912(¢), conforms with the House bill.

The third limiting principle is that state

law remedies which are not “equivalent” are

‘not preemnpted, even after January 1, 1986,
trnless they directly conflict with the feder-
al act. As the House Report recognized, at
page 29, “state trade secret law is & neces-
sary adjunct to this Act, and provides a
needed protection during a time period
when this law provides none,” referring to

- the period prior to commerctal excp]mtatlon
or registration.

Finally, enactment of the bill has no pre-
emptive or superseding effect upon other,
more general legislation which may affect

i "the semiconductor Indusiry, e.g, unfair-
* trade practice laws or patent laws.
" Subject to these limiting principles, the

‘Act is intended to provide an execlusive

remedy. Congress does not intend to provide
protection which is (as to post-July 1, 1983
. chips) cumulative to the- protections that
may be claimed under the Copyright Act; as
to these chips, the Act will replace copy-
right protection. Similarly, the privileges
created by this Act, such as the reverse engi-
neering right, may not be restricted by ref-
erence to the narrower privileges that
_obtain under copyright, such as fair use.
" The legislative history of this bill inciudes
repeated assurances that mask work protec-
-tion in no way erodes copyright protection
for subject matter such as computer pro-
grams or data bases, evem if that subject
matter is embodeid in a semiconductor chip.
‘The eonverse is glgo true; essertions of copy-
right in mask werks masquerading as copy-
right subject matter should not be permit-
. ted to detract from the integrity and exclu-

sivity of the protection scherme created by~

this Adt. _
XV. TRANSITIONAL PR-OVISION-—-SECTION 1%

The amendment follows the general con-
- cepl of H.R. §525, with some important
- changes and ¢larifications. )

. The Semiconductor Chip Protection Act is
fully effective upon enactrneni. Howeéver,
sectien 913(a) holds the registration and en-
‘forcement mechanisms in abeyance for sixty
days, to allow adeguate time for the Copy-
right Office to prepare to receive applica-
iions for registration,

Section 913(b) clarifies that the bill has
no retroactive effect. No act of chip piracy
{that occurred prior to the date of enact-
ment is an actionable infringement. The dis-
position of semiconduclor chip products
that result fromsuch pre-enactment unau-
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therized copying Is. governed by section
913ud). -

Subsection (d) deals with protection of
mask works first commercially exploited be-
tween July 1, 1983 and the date of enact-
ment, Unauthorized coples of chips:embody-
ing these mask works may be imported or
distributed, subject to two Important condi-
tions. First, the Importation and gdistribu-
tion. privilege applies only to semiconductor
chip product units that were in existence on
the date of enactment. In other words, ex-
isting inventory may be disposed of, but fur-
ther manufaciure must cease upen enact-
ment. Second, the importer or distributor
must agree to pay a reasonable royzlty to
the mask work owner: If he does not rgree,
or if he fails to make such payments, the
importer or Jdistributor forfeits the privi-
lege, and the mask work owner may make
use of the rermedies provided for post-enact-
ment mask works, 1nc1uding injurictions s,nd
exclusion orders.

The owner of 8 mask work first comme:t-

cizlly exploited after July 1, 1983 but before

enactment may obtain protection (subject

" to the privilege just described) by register-

ing  the mask work with the Copyright
Oifice before July 1, 1985. The privilege ter-
minates two years after such registration.
Thus, by July 1, 1987, all privileges will have
expired, and the pre-enactment mask work
will be treated identically to one first com-
mercially exploited after enacttment. The
two-year period provides ample time to dis-

pose of inventory of unauthorized eopies of

chips, and removes from litigation within a
reasonable time the potentially contentious.
factual issue of when 8 particular semicon-
ductor chip product unit was manufactured,

XvE. INTERNATIONAL TRANSfTION-—SECfIDN 914

H.R. 5525 would deny pmtectlon to for-
eign owners of mask works unless the works
were first commercially exploited in the

U.S. While it was contemplated that foreign-

countries would eventually obtain full pro-
tection by concluding treaties or enacting
chip protection legislation, no protection
was available in the interim other than by
transferring rights to & U.S. national or
domiciliary before first commercial exploita-
tion. In order to encourgge such steps
toward a regime of internmational comity in
mask -work protection, the amendment in-
cludes international transitional provismns.
contained in Section 914,

Section 914(a) provides that the Secretary
of Commerce may extend the privilege of
interfm protection under the Semicoriductor
Chip Act to nationals of foreign nations
under certain conditions. These arei (1) that
the foreigm nation in question fs making
progress (either by treaty negotiation or leg-
islative enactment) toward a regime of mask
wotk protection generally similar to that
under the Act; (2) that its nationals and per-
sons controlled by them (such as subsidiar-
ies or affiliated companies) are not engaging
and have not i the recent past engaged in
chip piracy or the sale of products contain-
ing pirated semiconductor components; and
(3) that entry of the Secretary’s order
would promote the purposes of the Act and

of achieving International comity toward
mask work protectton

The Secretary is particularly well gituated

“to make these determinations because of
* the Department’s broad ranging intcHeetual

property and trade resporsibilities. The As-

_sistant Seeretary of Commetrce ard Commis-

sioner of Patents angd Trademarks is in & po-
sition to evalute the legal adquacy of pro-
vosed foreign legislation znd, as well, can
advise the Secretary on the infernational in.
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thCl.t,llﬂ-l pmperty law aspects of foreign:
chip protection. The International Trade
Administration with its worldwide network
of Foreign Commereial Service Qfficers [h
the United States Embassies Is in a position
to provide {nput on commmercial activities
in foreign countries  where there may be
concern with actual or potential misapprp-
priation of United States semiconductor -
chip products. The Secretary thus will have.
the benefit of a balanced consideration of
legal and trede lssues to draw in making the
determination to extend, deny, or withdraw
the interim probection provided under sec-
tion 914. . -
In making determinations of good faith

- efforts and progress (section 914(a}1)), the
Secretary shonld take into account the atti-. -

tudes and efforts of the foreign nation's pri-
vate sector, as well as its government. If the
private -séctor encourages and supports
action toward chip protection, that progress

- is much more likely to continue. With re-

spect. to the participation of foreigi nation-
als and :those controlled by them in chip
piracy, the Secretary should consider

‘whether any chip designs, not simply those

ptovided full protection under the Act, are -
subject @ to misappropriation. The degree
to which a foreign concern that distributes
products containing misappropriated chips
knows or should have known that it Is traf-
ficking .in pirated chips is & relevant factor
in making & finding under section 914(aX2).
Finally, under section 914(a)3), the Secre-
tary should bear in mind the role that issu-
ance of the order itself may have in promot-
ing the goal of international comity, while

ensuring that transitional protection is not - .

being used to shelter continued chip piracy,
The Secretary’s order is to be made-in an
informal rulemaking proceeding, reviewable
in an appropriate district court under the
Administrative Procedures Act for abuse of
diseretion or want of substantial evidence, If
the privilege of interim protectionis abused,
or if the conditions that led to {ts issnance
appear to the Secretary no longer $o exist,
the Secrétary may rescind the order in &
further informal rulemaking proceeding {or
simply allow it to expire). Proceedings may
be initiated by the Secretary upon: his ewn
motion or at the request of a foreign hation,”
or other Interested party. The Secretary
may begin any such proceeding and may
issue an appropriate order at any time after

the enactment of this Act. In the ease of

those. countries already having a system al:
towing mask work protection, or having sub-
stantial semiconductor industries, expedited
action may be particularly appropriate to
encourage and facilitate efforts to establish
international comity. Also, the Secretary
has distretion to make his order effective as
of the date he receives a request to imtiate &8
proceeding under Section 914,

The Secretary may set the explration date .
of the order. A short term order may be ap. .
propriate where progress Is not substantial
enough to justify a longer order. Thus, a
foreign nation might be unable actually to .
introduce any proposed law for the protec-
tion of semiconductor chip products, be-
cause its parliament is out of session. Yet, it
might be able to announce. its intention to
propose such a law, and then appoint &
study group to draft appropriate legislation
that would be consisteni.with stated general
pringiples. In such circumstances, it would
be appropriate that the Secretary enter a
short term order, and subsequently re-evalu-
ate the situation. Yf reasonable progress was
heing made, the Secretary would then issue
& further order i‘or an additional appropri-
ate pumd

AN
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" “The interim protection would permit citi-’

zens of the relevant foreign nation {o apply
for mask work registration under Section
908, to sue for infringement of mask work
rights under Section 910(b), and to secure
Jegal and equitable remedies under Section
911, as United States citizens may, during

. the 10-year terms of their mask work regis-

tratichs. If & Secretarial order were rescind-
ed, the effect would be to withdraw the
privilege of further registrations, but not
the 10-year peried of rights under those reg- .
istrations previously issued.

The Secret.ar.vs power under this section
Is limited to three years, and all orders
issued will expire at that time, In consulta-
tion with the Register of Copyrights, the

- Secretary is to report to the Congress cne
year before the expiration of his authority,

as to Lhe progress being made foward inter--

national comity .in mask work protection,
and ag to the further steps, if any, that-are
belleved appropriate, Of course, aside from
the interim order procedure created by sec-
tion 914, it remains possible for a foreign

_concern to oblein mask work protection in

the U.S. by transferring all rights under the

- Act to & 1.8. national or domiciliary before

the mask work is rommiercially exploited, or
by commercizlly exploiting the mask work

-first In the United States. As noted above s .
transferee of all rights (under this Act) in

‘the mask work is an “owner,” and the na-

" . tionality of ownership on the date of regis-

tration or first -.commercial exploitation
(whichever oceurs first) governs eligibility
for protection .under section 902(aX1)(A).
“Fhus, if a foreign subsidiary of a U.S. com-
pany owns a mask work that has not been

- gommerclally exploited, it may transfer sll

rights under this Act to its U.8. parent; the
parent would then be entitled to obtain pro-
tection under this Act by registering the
mask work or commercially exploiting it. By
~ the sameé token, a U.S. subsidiary of a for-
_eign company would be entitled to claim
protection under the bill for a mask work
created by ifs foreign parént by securing &
transfer of all rights under this Act from
" the parent prior to first commercial explof-
_tation. Flnally, under section $02(aX}1)(B), &
-mask work that is first commercially ex-
ploited in the United States is. eligible for
protection, rega.rdless of t.he natlonahty of

7 ;ﬁ‘zﬁbmxo 5996 BT
" Mr, BAKER. Mr, President, .I- send

' to the desk an améhdment to the sub- -

stitute, on behalf of Sena.t.or Dou: and
Senator MATHIAS. . - -
. The PRESIDING OFF'ICER The
: amendment will be stated, -
. The Ieglslatlve ‘clerk rea.d a.s follows
The Senator from Tennessee [Mr. BAKER];
for Mr, MaTHIAs and Mr. DoLg; proposes an
amendment numbered £998.
Mr. BAKER. Mr. Presldent 1 ask
unanimous consent that reading of the

" amendment be dispensed with,

The PRESIDING OFFICER. With-
out objection, it is 59 ordered. -
The amendment is as follows:

TITLE IV—FEDERAL COURTS
- IMPROVEMENTS :
. Bubtitle A—Civil Priorities

ESTABLISHMENT OF PRIORITY OF GIVIL ACTIONS

Sec. 401, {a) Chapter 111 of title 28,
United States Code, is amended by adding
at the end thereof the following new sec-
tion:
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“§ 1657. Priority of civil sctions

+{a) Notwithstanding any other provision
of law, each court of the United States shall
determine the order in which civil actions

are heard and determined, except that the

couri shall expedite the consideration of

any action brought under chapter 153 or .
section 1826 of this title, any action for tem- .

porary or preliminary injunctive relief, or
any other sction if good cause therefor is
shown, For purposes of this subsection,
sgeod cause’ is shown if a right under the
'Constitution of the United States or a Fed-
eral Statute (including rights under sectien
552 of title ) would be maintained in a fac-
tual context that indicates that a request
for expedited consideration has merit,

(b} The Judicial Conference of the
United States may modify the rules adopted
by the couris to determine the order in
which civil actions are heard and deter-
mined, in order to establish consnst.enc.v
among the judiciel circmits.”. -

. (b} The section analysis of chapter 11) of
title 28, United States Code, is amended by
adding at the end I:hereaf the followlng new
item:

‘!657 Prlonty of civi! actions

"AMENDMENTS TO OTHER LaWS
SEC 402, The following prov:s:ons ‘of. law
are amended—

(1XA) Section 309(8.1(10) of the F‘ederal
Election Campaign Act oI 1971 (2 USC
437g(aX10) §s repealed. - -

{B) Section 316(c) of the Federal E'lect.ian
Campaign Act of 1971 (2 UBC. 437hfc)) is
yepealed.

(2> Sectlon 552(a)(4)(D) of title 5, Umted
States Code, is repealed, - .

(3) Section- 6(n) of the Commodxty tr'x
change Act (7 U.S.C. 8a)) Is amended by
striking out “The proceedings in such cases

in the court of appeals shall be made a pre- -

ferred muse ‘and s!‘ra.n be expedlted ln every
way
(4)(A) ‘Section BleH4) Df the Federal Insec-

ticide, Fungicide, and Rodenticide Act (7.
UB.C. 136d(ck4)) is amended by stnkmg_

oat the second sentence.
- {B)Section 1M(dX3) of the Federal Insecti
cide, Fungicide,” and “Rodenticide Act (7

TS.C. 136h{dX3)» is amended by striking

out “The court shall give expedited consigd-
eration to any such action.”. . .

{C) Section 16(b) of the: Federal Insecti-
¢idé, Fungicide, and Rodenticide .Act (7
US5.C. 136n()) Is amended by stnkmg out
-the last sentence. . .

D) Section 25(3}(4)(15:)(:11) of the. Federal
Insecticide, Fungicide, and Rodenticide Act
(7 U.5.C. 136w(a)4)}XEXilD) {5 repealed.

- (B) Section 204(d) of the Packers B.l'ld ‘.'Control Act (15 U.B.C. 2622(d) is amended

Stocikcyards Act, 1921 {7 U.S.C. 184@), is
amended by stnlun.g out !:he .second . sen-
tence, .

“(6) Section 366 of the Ag’ricultural Adjust-
ment Act of- 1938 (7 U.8.C. 1366} is amended
in the fourth sentence by striking out “At

the earliest convenient time, the court, in

term time or vacation,” a.nd msertmg in heu
thereof *The tourt™.

(7XAY Section 410 of the F‘ederal Seed Ael;' '

{7 U.S8.C. 1600) is amended by striking oui
“The proceedings in such cases in the court
of appeals shall be made a prefe*red cause
and shall be expedited {h every way.”.

- (B) Bection 411 of the Federal Seed Act (7 -
TU.S.C. 1601) is amended by striking out

"The proceedings in such cases shall be
made a preferred cause and shall be expedit-
ed in every way.”

(B) Section 816(c)(4) of t.he Act of October
T, 19%5, conmmonly known as the Depart:
ment of Defense Appropriation Authoriza-
tion Aet of 1978 (10 U.8.C. 2304 note) is
amended by striking out the last sentence.
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- Gas  Transportation 'Act (15

(9) Section. 5(a)6XA) of the Home
Owners' Loan Act of 1933 €12 USC

- 1464(dX8XA)) s amended by striking cut

“Such pro¢eedings shail be given precedence
over other cases pending in such courts, and
shall be in every way expedited.’.

(10)(A) Section TA(f22) of the Clayton

Act {15 TLB.C. 18a(f)(2)) is amended to read

as follows: "¢2) certifies to the United States
district court for the fudicial distriet withia -
which the-respondent resides or carriers onn
business, or in.which the action is brought.
that it or he believes that the public intrest

‘requires relief pendente lite pursuant to this

subsection. then upon the fillng of such
motion and certification, the chief judge of
such district court shall immediately notifly
the chief.fudge of the United States court
of appeals for the circuit in which such dis-
trict court is located, who shall designate a
United States district judge to whom such
action shall be assigned for all purposes.”.
(B) Section l(e) of the Clayton Act (15
U.S.C. 2HeY is amended by striking out the
first sentence.
- (11Y Section 1. of the Act-of February 11,
1803, commonly known as the Expedltmg
‘Act (15 U.8.C, 28) is repealed. : .
(12) ‘Section ' 5(¢) of the Federal Trade |

. ‘Commission Act. (15 U.S.C. 45(e)) is amend-
‘ed by striking out the first sentence.

€13) Sectian 21(fX3) of the Federal Tradé
Commisston Improvements Act of 1980 (15
U.S.C. 5Ta-1(H)3)) is repealed.

(14) Section 11A(cXH4) of the Securities
Exchange Act of 1934 (15 US C T8k-1(CcH4
is amended— :

(A) by striking out "(AY" after “(4y"; and
{B) by striking out paragraph (B),

+ (15} A) Section 302(e) of the Small Busi- .

‘ness Investment Act of 1958 (15 US.C.
687ale)} is amended by smklng out the
sixth sentence. -

(B) Section 308¢f) of the Small Busmess
Investment Act of 1958 (15 U.S.C. 687a(i)) is
amended by striking out the last sentence. :

(C) Section 311(a) of the Small Business -
Investment Act of 1958 (15 U.S.C. 687ctai is
amended by striking out the last sentence.

(16} Section HHe)(2) of the Alaska Natgrél'
U
T18h{c}2)) is repealed. g .

(17) Section 155(a) of the Natlona.l Traffic
and-Motor Vehicle Safety Act of 1968 (13

- U.8.C. 1415(a)) is amended by striking out

“(1)*and by striking out parsgraph (2).
(18) Section 503(b)3XE) of the Motor Ve-.
hicle Information and Cost Savings Act (15

U.S.C. 2003(bX3XE)) is amended by striking - -

out clause (il) and redesmnaf,mg clauses (iii)
g.nd (iv) as clauses (i) and (if}), respectively,
(19) Beetion 23(d) of the Toxic Substances

by striking cut the last sent.ence

(20) Section 12(e}(3) of the Coastal Zohe -
Management Improvement Act of 1880 (16
U 5.C. 1463a(eX3)} is repealed. .

" (21) Section 11 of the Act :_)f ‘Septembger .

28, 1976 (18 U.S8.C. 1910), is amended by

smking out the last sentenece. . .

(22K A) Section 807(b) of the Alaska Na-
tional Interest Lands Conservation Act (16
LS.C. 3117(b)} is repealed.

{B) Section 1108 of the Alaska Natlonal
Interest Lands Conservation Act (16 U.S.C.
3168) is amended to read as follows:

“INJUNCTIVE RELIEF

“SEc. 1108. No court shall have jurisdic-
tion to grant any injunetive relief lasting

langer than ninety days against any action
- purstant to this title except in conjunction.

with a final Judgment entered in a case in-
volving an action pursuant to this title.”.

(23)(A) Section 10(bX3) of the Central
Idaho Wilderness Act of 1980 (Public Law
96-312; 94 Stat. 948) is repealed.
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tB) Seciion 10(c) of the Central Idano
Wilderness Act of 1980 is amended to read
“as follows:

“{¢)y Any review nf any decision of the

- Cnited States District Court for the District

of Idaho shall be made by the Ninth Cireuit
“‘Court of Appealsof the United States.”.
(24){A) Section 1964(b} of title 18. United

States Code, Is amended by striking out the

. second sentence.

(B) Section 1966 of title 18, United States
Code, is amended by smkmg out the last
sentence. .-

(25)A) Section 408(1)(5) of the Federal
Food. Drug. and Cosmetic Act (21 U.S.C.
346a(1)(5)) is-amended by striking out the

* -last sentence. .
" {B) Section 40913)(2) of the Federal Food
Drug, - and. Cosmetic - Act” (2% US.C.

3482V s amended by stiriking. out the'

last sentence. .

(26) Sectwn 8(f) of the Porelgn - Agents
Registration Act of 1938 (22 U7.5.C. 618(I» is
amended by striking out the last sentence.

. £27) Section 4 of ihe Act of December 22,
- 1874 (25:U.8.C. 640d-3), is amended by strik-
“ing out “(a) and by striking out subsection
(- .-
. {23)(A) Section 3310{e) of the Internal
Revenue Code of 1934 (26 U.s.C. 3310 (e)) is
- repealed. -,
{(B) Sectmn Gllﬂ(f)(&) of the Intemal Rev-
-gnue Code of 1954 (26 U.S.C. 6110(1X5)) is
amended by strikxing out “and the Court of
Appeals shall expedite any review of such
declsion in every way possible™. -

{C) Section 6363(d)4) of the Intemal Rev-
enue Cede of 1854 (26 US.C. 6363¢dX4)) is
repealed.

(D) Section 7608(hX3) of. the Internal
Revenue Code of 1954 (26. U.5.C. 7609
(hX3)) is repeated. .

(E) Section 9010tc) of the Intema] Reve-
“.nue Code of 1854 (26 US.C, 8010(C) is
amended by striking out the last sentence,

{F) Section 9011(b)(2) of the Internal Rev-
enue Code of 1954 (26 U.S.C. 9011 (bX2) is
amendeqd by striking out the last sentencge.

(29)A)

. United States Code, is amended by striking
out the Jast sentence,

(B) Section 636(c)(4) of title 28, United
States Code, is amended in the second sen-

.-tence by striking out “expeditious and™. .

(C) Section 1296 of title 28, United States
Code, and the item relating to that section
in the section analysis of chapter 83 of that
title, are repeated.

- (D) Subsection (c) of section 1364 of title

28, United States Code, the section heading
-of which reads “Senate actions™, is repealed.

(E} Section 2284(b)2) of title 28, United
States Code, is a.mended by strlkmg out t.he
last sentence.

" (F) Section 2343b) of title 28, United
States Code, is amended by strikmg out the
last two sentences.

{3) Section 2647 of title 28, ‘United States
Code, and the item relating to that section
‘in. the section analysis of chapter 169 of
that title. are repealed.

(30) Section 10 of the Act of March 23,

1932, coinmonly known as the Norris-La-
Guardia Act (28 U.S.C. 110), iz amended by
‘striking out “with the greatest possiblesex.
pedition”
end of the sentence and inserting in lien
thereof "expeditiously”.

(31} Section 10ti) of the Natmnal Labor :

Relations Act (29 U.S. 160{1)) is repealed,

€32y Section li(a) of the Occupational

Safety and Health Act of 1870 (29 U.S.C.
660(a)) is amended by striking out the last
. sentence,

(33) Section 4003(e)4) of the- Employee
Retirement Income Security Act of 1974 (29
U.S.C. 1303(eX4))is repealed.
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Section 586(aX3) of title 28/

and all that follows through-the -

(34) Section 106(aX1) of the Federal Coat
Mine Health and Safety Act of 1968 (30

" U.B.C. B18(aX1)) is amended by striking out
.the last sentence.

(35) Section 1016 of the Impoundment

amended. by striking out the second sen-
tence. .

(38 Section 2022 of title 38, United States
Code, {5 amended by striking out “The court
shall order speedy hearing in any such case
and shall advince it on the calendar.”. °

- - (3T) Bection 3528 of title 38, Umzed Sbatas" "
Code, is—amended Ly strnnng out t.he fourth

sentence. .
{38) Sertion , 1450(:)(4) ot the Pubhc

. Health Service Act (42 U.S.C. 300J-8(1¥(4)}
1is amended by striking out the last sentence.

_ (39). Section 304(e) of the Social Securil’&' :
CAct 442 US.C, 501(e)) Is repealed.

. (43} Bection 814 of the Act of Aprll 11

1968 142 U.S.C. 3614), 15 repesled.

(44} The matter under the subheading
Exp!nratlon of Natiorial Petroleum Re-
serve in  Alaska”
“ENERGY and MINERALS” and
SURVEY" {n titleloi the Act of December 12,
1980 (94 Stat. 2964 42 US.C. 650R), is

amended in the third paragra.ph by striking

out the lnst sentence. -
(45) Section. 214(b) of the :I:'.'mergem:!.r

Energy Conservation Act of 1979 ¢42 US.C.

8314(b}) is repeated.
(46} Section 2 of the Act of February 25,

1885 (43 U.S.C. 1062), is amended by striking -
out * and any suit brought under the provi-

sions of this section shall have precedence

-for hearing and trial over other cases on the

civil docket of the court, and shall he trled

and determined at the earliest praet:ca.b]e )

day™,

tal Shelf Lands Act (43 U.S. C 1349¢(d)) Is re-
pealed,
(48) Section 511¢c) of the Public Utillties

'Regulatory Policies Act of 1978 (43 U.S.C.

2011¢¢)) is mmended by striking out “Any
such proceeding shall be assigned for hear-
Ing at the earliest possible date and sha.ll be
expedited by such court,”.

(49) Section 203(Q) of the Trans Alaska

Pipeline Authorization Act (43 TUS.C.-

1852(d» is amended by striking out the
fourth sentence.

{650) Section 5(f) of the lercrad Unem-
ployment Insarance Act (35 U.S.C. 355(f) is
amended by siriking out *, and shall be
given precedenne in the adjudication there.

of over all.other civil cases not- utherwlse efn-
titled by law to precedence”,

(51) Section 305(dX2) of the Resional Rail
Reorgenizafion Act of 1973 (45 Us.C,
745(d)(2)) is pmended—

in the Tirst senténce by strikmg out‘

"Withln 180 days aftex’ anid inserting in
lieu thereof “After”; and

(B} in the last sentence by: striking out

“Within 90 days after” and inserting fn lie-u
thereof “After".

(52) Section 124(h) of the Bock Islnud
Transition and Employee Assistance Act (45
U.5:C. 1018(b)) Is amended by striking ot *,
and shall render & final decision ho later
thian 80 days after the date the last such
appeal is fited”.

(53) Section 402(p) of t.he Commuanica-

tions Act of 1834 (47 U.B.C. 402" is
amendets—- : i

(A) by striking out “At the earliest con-
venient time the” and inserting in  leu
thereof “The’; snd

{B) by striking out 10(e) of the Adminis.

trative Procedure Act” end inserting in lieu
fliereof 706 of title 5, United States Cuodig”,

(54) Section 405(e) of the Surfare Trang-
portation Assistance Aet of 1882 {(Public
Law 97-424; 48 .8.C. 2305(e)) is amended

-by striking out the last sentence. ]
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“GEOLOGICAL |

¢55) Section 606(cK1) of the Rail Safety.
and Service Improvement Act of 1982
(Public Law 97-468; 40 U.S.C. 1205(eX1D s - -
amended by striking out the secand sen-

- tence,
Control Act of 1974 (31 US.C. 1406 is -

(56) Section 13A(a.) of the Subversive Ac-
tivities Control Act of 1950 (50 U.5.C. 792a

- note} is amended in the third sentence by

striking out “or any court”.

(57) Section 12(a) of the Military Selective
Service Act of 1867 (50 U.S.C. App. 462(8)) is
amended by striking out the last gentence. -
(58) Section 4(b} of the Act-of July 2, 1948
(50 U.S.C. App. '1984(b)), is .emended. b.v

‘-fstrikmg cmt the last sentence,

7 eerpceivEDATR:
Sr.c 403 -The amendments made by thxs' )

‘subtitle shall not apply to cases pendihg on
‘the date of the enactment of thiz subtitle;

Subtitle B—District Court Organimtinn

+ SEC. 404. This, subtitie may be cited az the .
“Pederal District Court Ofsanimtion Act of -

1984,
SEC. 405. The sécond sentence of subeec- )
‘Hon (¢} of section 112 of title 28, United

~States Code, is amended to read as follows:

““Court for the Eastern Distriet shall be
held at Brookliyn, Hauppauge, and Hemp-

- stead (inchrding ¢he village of Uniondale).”.

Sec, 408, (a) Subsection (2} of section 93 of
title 28, United States Code, is mmended— |

1) it paragraph (1) by striking out “De
Kalb " and “McHenry,;and - .

{(2¥ in paragraph (2}— - )

(A) by inserting “De Kalb immedla.t,ely
a.fter ‘Carroll,; and: :

lmmediately

- (B by insertlng “McHem-y,
after “I-lee " .
- (b) The amendmenl;s made by subsection

. (a.) of this section shall apply to any action.
(47) Sectlon 23(d) of the Quter’ Contmem .

commenced in the United States District

Court "ior the Northern District of Illinois -

on or after the effective date of this sub-
title, and shall not affect any action pend-
ing In such court on such effective dats. |
“(¢) The second sentenee of subsection (b) -
of section 93 of title 28, United States Code,
is amended by ' inserting ‘Champaign/
Yrbana,*before 'Danville’,”™

Sz, 407, (a) Subsection.(b) of séction 124 .

ot title 26, United States Code, Is amended—
{1) by striking out “six divisions™ and in-

serting in lied thereof “seven divisions™;,
{2} in paragraph (4) by ‘striking out “ Hi- -

- dalgo, Starr,”; an

and’
3} Iw a.ddtng at the end therea! the fol-
Iowing: .
(7 The McAlIen Diwmm eomprisas the .

- eounties of Hldalgo and Starr.

““Cgurt for the MeAllen Division sha.ll pe
held at Meallen'.
{b) The amendments made hy subsectiun

{a) of this section shall apply to any action

commenced in the United States District

- Court Yor the Southern District of Texas on

or after the effective date of this subtitle,
and shall not sifect any sction pending in
such court on such effective date. .

Brc. 408. (u) Paragraph (1).0f section Bd{(r)
of title 28, United States Code, Is amended—

1) by insertmg ‘“Fannin,”  after
“Dawson,

{2) by lnserting "Gilmer * after “For-
syth,”; and
'k(3) by mserhng *Pickens,” siter “Lump-

m.ll. .

(b} Paragraph (2 of section 90(a) of tltle )
28, United States Code, {s emended by strik-
ing out “Fanmin,”, “Gilmer.", and “Pick~ -
ens,”, ’

(¢} Peragraph (6) of section 90(c) of title
28, United States Code, {5 smended by strik-"
ing out “Swalnsboro™” each place it appears
and inserting in lieu thereof “Statesboro’.

(d) The amendments made by this section
shall apply to any action commenced in the -
United States Distriet Court for the North-
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“ern District of Georgia on or sfter the effec- -
. tive date of this subtitle, and shall not

affect any action pending in such court oh
stuch-effective date,
Sec. 409, Section 85 of title 28, United

' States Code, Is emended. hy inserting *'Boul-

‘der,” before “Denver”,
Skc. 410. The second sentence of sectlon
126 of title 28, United States CTode, is

-amended by ins_erﬁng “Bennington " before

“Brattieboro”.
8¢, 411, ) The amendments made by
this subtitle shall take effect on January 1,

1985,

(b) Thie amendments made by this sutmtle
shall'not affect the eomposition, or preclude

the service, of any grand or petit Jury sum-
moned, impaneled, or actuaily serving on-
~ the effective date of this subtitle.

“Subtitle C—Amendmelits to the Federal

Col_lrt.s Improv'enﬁ_lents' A.ct‘of 1wg2"
" ‘This subtitle may be cited as the “Techni-

. cal Amendments to the Federal Courts Im-

provement Act of 1982", .
/8ee. 412. (a) Section 1202(b) of tile 28,

i Umted States Code, is amended by inserting

“which would have jurisdiction of an appeal

- of such ‘action” after “The Gourt of Ap-
pe

“(b) Section 1292(c)(1) of. title 28 United_'
inserting. "or

States Code, is amended bsr
(b)ll &Iter u(a)sl .
Sec. 413. Section 337(c) of the Tanff Act

" of 1930 (19 U.5.C. 1337(c)) is amended in the
- fourth sentence by inseriing *,

days after the determination becomes

final,” after “appeal such determination™,
SEec. 414. (a) Sections 142, 143, and 144 of

title 35, United Stales Code. are amended to

read as follows:

“5 142, Notice of appeal

“When an. appeal is taken to the Umbed

States Court of Appeals for the Federal Cir- .
. euit, the appellant shall file in the Patent
and Trademark Office a written notice of
' appeal directed to the Commissioner, within

such time after the date of the decision
from which the appenl is taken as the Com-
missioner prescribee. but in no case less
than 60 days after that dat,e -

*§ 143. Proceedings on apml R .
. “With respect to an " appeal dmcnbed n

. .section 142 of this title, the Commissioner .

shell transmit to the United States Court af
Appeals for the Federal Circuit a certified

" list of the documents comprising the record

in the Patent and Trademark Cifice. The
eourt niay reqguest that the Commissioner
forward the original or certified copies of
such documents during. pendency of  the

". appea), In an ex parte tase, the Commis.
stoner shall submtt to the court in writing -

the grounds for the dedision of the Patent

- and Trademark Office; addrexiing ull the
issues involved in the mppesl, The court”

shall, before hearing sn eppeal, give notice

of the time angd place of the hearing 1o the

Commissioner end the, pa.rtles in the mea.’l ‘
“5§ 144. Deciston on appeal i ’

“The United States Court’ of Appee.ls for
the Federal Circuit shall reuiew the decision

" from which an appeal is takén on the record

before the Patent and ‘Trademark Office,
Upon its mandate and_opinion, which shalt
be entered of record in the Paient and

. Trademark Office and shall gnvem the fup-

ther proceedings in the case."”.
(h) Paregraphs (2), {3}, and {4) subsection
(2} of section 21 of the Act entitlied “An Act

“to provide for the registration ang protec-
© tion of trademarks used in commerce, to
. earry out the provisions of certain interna-

tional conventions, and for other purposes”,

._ - approved July 5, 1946 (15 U.B.C. 1071ca) (2),
-(3), and (4)), are amended to read as follows:
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within 60 .

"(2) When &n appeal is taken to the

. Umted States Court of Appeals for the Fed-

gral Cireuit, the appellant shall file in the
Patent and” Trademark Office a written

‘nolice of appeal directed to the Commis-

sioner, within such time after the date of
the decision from which the appeal is taken
as the Commissiohet prescribes, but in no
case less than 60 days after that date. .
_'(3) The Commissioner shall transmit to

.the United States Court of Appeals for the

Federal Circuit a eertified list of the doen:

ments comprising the record in the Patent
‘and Trademark Office, The court may re-

quest that the Commissioner forward the
original or certified copies of such docu-
ments during pendency of the appeal. In an
ex parte case, the Commissioner. shall
submit to that court a brief explaining the
grounds for the decision of the Patens and
Trademark Office, addressing all the issues

“involved in the "appeal, ‘The court shall,

before hearing an appeal, give notice of the
time and place of the hearing to the Com-
missioner and the parties in the appeal. .

“{4) The United States Court of Appesals
for the Federal Circuit shall review the deci-
sion from which the appezl is taken on the
record before the Patent and Trademark
Office. Uponr its determination the court
shall issue its mandete and opinion to the
Commissjoner, which shall be .entered of
record in the Patent and Trademark Qffice
and shall govern the further proceedmgs in
the case.’, . .

(¢} The amendments made hy this section
shall apply to proceedings pending in the
Patent end Trademark QOffice on the date of
the 'enactment of this Act and to appeals

- pending in the United States Court of Ap-

peals for the Federal Circuit on such date.
" 'SEC. 415. Any individual who, on the date
of the enactment of the Federal Courts Im-
provement Act of 1982, was serving as mar-
shal for the Court of Appeals for the Dis-
frict of Columbia under section 713(¢) of
title 28, United States Code, may, after the
date of the enactment of this Act, so serve
under that section as in effect on the date
of the enactment of the Federal Courts Im-
provement Act of 1982, While such individ-
ual so  serves, the provisions of section
714¢a} of title 28, United States Code, shall
not apply to the Court, of Appeals for the
Distriet of Columbia.,

Brc. 418. Title 28, United States Code. is

-amended In the following respects:

(a) ‘There shall be inserted, after. sect.mn
797 thereof, in Chapter 51 thereof, the fol-
iowing new section 798, Whlch shall read Bs
follows: - ..

793, Places of holding Court appomtment
: . of special masters.

o a. The United States Claxms Court is

‘hereby authorized to utilize facilities and
hold court'in Washington, D.C..and in four

-iocations outside of the Washington, D.C.

metropelitan arez, for the purpose of con-
ducting trials and such other proceedings as
may be appropriate to executing the court’s
fitnctions. The Director of the Administra-
tive Office of the United States Courts shall
designate such locat.lons and provide for
such facilities.

‘. The Chief Judge of the Claims Court

may appoint speeial masters to assist the
count in carrying out its functions. Any spe- .

cial masters 'so appointed shall carry out
their responsibilities and be compensated in

-accordance with procedures set forth in the

rules of the court.”
{(b) FThe caption of Chapter 51, Title 28
ghall be amended to include the following

“item:
?98 Places of holding Court. appomtment :

of special masters.”
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Magreement”

(i) to read as follows: .
tor is not lecated in the United States or -

 GOVERNMENT RESEARCH ARD bEVELOPMENT
PATENT POLICY
_Src. 501, Chapter 18 of title 35, United
S{ates Uode, is amended— . .
(1) by adding "or any novel variety of

-plant which is or may be protectable under

the Plant Variety Protection Act (T US.C. -
2321 et seq.)” ummediately after “tit]e“ in
section 201 (d), .
(2) by adding *; Provided, That in the case-
of a variety of plant, the date of determina-
tion (as defined in- section 41 (d) of the
Plant Variety Protection Act (7 US.C. 2401
{d))) must also occur during the period of
contract performance” immediately after
in section 201 (e);
(3} in section 202 (a), by amending clause
*¢i) when the contrac-

does not have a place of business located in
the United States or is subaect to the con-
tral of a foreign government. ' : by striking
the word “or” before “iii™ , and by adding.
after the words “security of such activities™:
in the first sentence of such paragraph; the
following: *or, iv} when the funding agree-
ment includes the operation of a Govern- -
ment-owned, contractor-operated facility of
the Department of Energy primarily dedi-

" cated to that Department’s naval nuclear

propulsion or weapons related programs and
ali funding agreement limitations under this
subparagraph on the contractor’s right to .
eleet title to a subject invention are limited
to inventions oecurring under the ahove two
programs of the Department’of Energy.”
© {4) by amending pargraphs (1) and (2) of
section 202 (b) to read as follows: .
‘“¢b}1) The rights of the Government
under. subsection “(a) shall nat be exercised -
by a Federal agency unless it first deter-
mines that at least one of the conditions
identified in clauses (i) through (iii) of sub-
section (a) exists. Except in-the case of sub-
section (aliii), the agency shall file with the
Secretary of Commerce, within thirty days
after the award of the applicable funding
agreement, & copy of such determination. In
the case of a determination under subsec-
tion (a)ii), the statement shall include an
analysis justifying the determination. In the
case of determinations applicable to funding
agreements with. small business. firms, "
copies shall also be sent to the Chief Coun- -
sel for Advocacy of the Small Business Ad--

' ministration. If the Secretary.of Commerce
believes that any individual determination

or pattern of déterminations is contrary to ~
the policies and objectives of this ehapter or -
otherwise not in: conformance with this
chapter, the Secretary shsall so advise the:

-head of the sgency concerned and the Ad-

ministrator of the Office of Federal Pro- -

. curement Pohcy. and recornmend correctwe

actions. .
) Whenever the Admimstrator of the -

Office of Federal Procurement Policy has -’

determined that one or more Federal agen-
cies are utilizing the authority of clause ()

or (ii} of subsection (&) of this section in a-
‘manner that is contrary to the policies and

objectives of this chapter, the Administra-
tor is authorized to issue regulations de-
s«_:ribing elasses of situations in which agen-

- cies may not exercise the authorities of

those clauses.": :
4A. By adding at the end of section 202(b)
the following new paragraph:- '
*(4) If the contractor believes that a de-
termination Is contrary to the policies and
objectives of this chapter or constitutes an
abuse of discretion by the agency, the deter-
mination shall be subject to the last para-
graph of section 203(2).”
. {8) by amending paragraphs (1), (2), (3),
and (4) of section 202(c) to read as follows: -
“(1) That the contractor disclose each sub-

. ject invention to the Federal agency within
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'a reasonable time after it becomes known to
- ¢eontrabtor personnel responsible for the ad-
ministration of patent matters, and (or such

additional time as may be approved by the

- Federal agency’ whether the contractor will
retain title to a subject invention. Provided.
That in any case where publication, or sale,

- or public use, has initiated the one year
‘statutory period in which valid patent pro-
tection can still be obtained in the United
States. the period for election may be short-
ened by the Federal agency to'a date that is

.not more than sixty days prior-te the end of

»-the statutory period: And provided further,

That the Federal Government may receive

< title to any subject ihvention in which the
contractor does not elect to retain rights or

fails to elect rights within such times.
*{3) That s contractor electing rightsin a
subject invention agrees to file a patent ap-
plication prior to any statutory bar date
that may occur under this titie due {o publi-
cation, on sale, or public use, and shall
thereafter file corresponding patent applica-

tions in other countries in which it wishes
- to retain title within reasonable times; and -~

that the Federal Government may receive

title to.any subject inventions in the United
- States or other countries in which the con-

tractor has not filed patent applications on
* the subject invention within such times.

“(4) With respect to any invention in
which the contractor elects rights; the Fed-
eral agency shall have & nonexclusive, non-
transierrable, irrevocable, paid-up license to
practice or have practiced for or on behalf
.of the United States any subject invention
throughout the werld: Provided, That the
funding -agreement may provide * * * for-
eign patent rights in the subject invention,

-as are dertermined by the agency as neces-
sary for meeting the obligations of the
United States under any treaty, internation-
‘al agreement, arrangement of cooperation,
memorandum of understanding, or similar
arrangement, including military agreements
relating to weapons development and. pro-
ducton.”. . -

(6) by strlkmg out “may” in sect.mn 202 (@)
(5) and inserting in lieu thereof “as well as
any information on utilization or efforts at
obtaining utilization obtained as part of a
pro;.eedmg under section 203 of t.h1s chapter
shall”

(7) by stnkmg out “and which is not,
itself, engaged in or does not hold a substan-
tial interest in other organizations engaged
in the manufacture or sales of products or
the use of processes that might utilize the
invention or be in competitmn with embodi-
ments of the invention” in clause (A) of sec—
tion 202(cXT), |

(8) by amending c!a.uses (B) (D) of sectmn

202(cK7) to read as follows: “(B) & require--

ment that the contractor share royalties
with the inventor; “(C} except with respect
to a funding agreement for the operation of
a  Government-owned-contractor-operated
. facility, a requirement that the balance of
‘any royalties or income earned by the con-
tractor with respect to- subject inventions,
after payment of expenses; {including pay-
ments to inventors) incidental to the admin-
istration’ of subject inventions, be utilized

- for the support of scientific research; or .

education; (D) a requirement that except
where it proves infeasible after a reasonable
inquiry in the licensing of subject inven-;
tions shall be given to smali business firms; |
and () with respect to a funding agreement

for the operation of a Government-awned-

contractor-operator facility, requirements
1) that after payment of patenting costs, li-
censing costs, payments to inventors, and
other expenses incidental to the administra-
tion of subject inventions, 160 percent of
the balance of any royalties ‘or income
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earned and retained by the contractor
during any fiscal year. up to an amount

equal to five percent of the annual budget

of the Iacility, shall be used by the contrac-
tor for scientific research, development, and
education consistent thh the research and

development mission end objectives of the

facility, including activities that increase
the licensing potential of other inventions
of the facilitys provided that if said balance
exceeds five percent of the annual budget of
the facility, that 75 percént of such excess
shell be payed to the Treasury of the
United States and the remaining 25 percent
shall be uszed for the same nurposes as de-
scribed above in this clause (D and (i)
that, to-the extent it provides the most ef-
fective technology transfer, the licensing of
subject inventions shall be administered by
contracter employees on’ locatmn at. the fa.-

cllity.”

9 By a.ddmg “(1.) before . ‘the word
“With"” in the first line of section 203, end
by adding at t.he end of sect.ion 203 the fol-
lowing:

W2 A det.em:jnation pursuant to this sec:
tion or sectfon 202(h)(4) shall not be subject
to the Contract Disputes Act (41 U.S.C. 8.
601 et seq.). An administrative appeals pro-
cedure shall be established by regulations
promulgated in accordance with section 208,
Additicnelly, any contractor, inventor, as-
signee, or exclusive licensee adversely ai-
fected by a determination under this section
may, at any time within sixty days after the
determinatioin is issued, file a petition in
the United States Claims Court, which shall
have jurizdiction: to determine the “appeal
on the record and to affirm, reverse, remand
or maodify, *, as appropriate, the determina-
tion of the Federal agency. Im cases de.
scribed In paragraphs {a) and (¢), the agen-

.e¥'s determination shall be held in abeyance

pending the exhaustion of appeals or peti-
tions filled under the preceding sentence."’;
(10 by amendmg section 208 to rPad as

follows: "~

*§ 206. Uniform clauses and regu!almns :

“The Secretary of Commerce may issue
regulations which may be made applicable
to Federal agenecies implementing the provi-
sions of sections. 202 through 204 of this
chapter and shall establish standard fund-

. ing agreement provisions required under

this chapier. The regulations and the stand-
ard funding agreement shall be subject to
public comment before theirissuance.”; -
(11) In section 207 by inserting “(a.)"
before “Each Federal” and by addinig the

following new subsection at the end thereof:

(b} For the purpose of assuring the effec-
tive management of Government-owned in-
ventions, the Secretary of Commerce au-
thorized to—

- (1) assist Federal agency efforts to pro-
mote the licensing snd utilization of Gov-
ernment-owned inventions;

*{2) assist Federal agencies in seeking pro-
tection and meaintaining inventions in for-
eign countries, including the pavment of
fees and costs connecied therewith; and

*(3) eonsult with and advise Federal agen-
cies as to areas of science and technology re-
search and development with potential for
commercizl utilization.”; and

{12) in-section 208 by striking out “Admin-
istrator of General Services” and inserting
In lieu thereof “Seeretary of Commerce’.

(13} By deleting from:the first sentence of
section 2106(c), “Ausgust 23, 1871 (36 Fed.

Reg. 16887)" and inserting in lieu there of

“February 18, 1983", and by inserting the
foliowing before the period at the end of
the first sentence of sectioh 210(c) “except
that all funding agreements, including those

‘requirements ést.abl:shed

'202¢c)(4) and seclion 203 of this title."

(14) by adding at-the eng thereof Lhe fol- _ ‘

lowing new section:

Sec 202 Disposition of rlghts in educatmn‘
al awards
~ “No scholarship, - fellowsllm. traming
grant, or other Tunding agreement made by
a Federsl agency primarily to an awardee
for educational purposes will contain any
provision giving the Federal agency any
rights to inventions made by the auardee
and
15) by adding at the end of the table of
sections for the chapter Lhe i‘o!lowing new
item: . .
"212 Dlsposlr.lon of nghts tn educat.mna,l
awards.” S
AMEN’DM‘ENT T™ ssmconnucron cmp =
. PROTECTION.-ACT - .-,

Mr, MATHIAS: Mr. President, I am

pleased to place before the Senate an
amendroent in the nature of a substi-
tute to S, 1201, the . Semiconductor
Chip Protection Act.of 1984. This
amendment, which-is cosponsored by
the distinguished junior Senator from:

‘Vermont [Mr. Leany], is the cuhmnina-

tion.of extensive negotiations with our

counterparts in the other body. This -

compromise amendment resolves the
differences between the bill that the

Senate originally passed last May, and:

the corresponding measure approved
by the House in June, The result is a
‘bill that breaks new ground by provid-
ing strong protection against the un-
anthorized copying of the design of
that ~miniaturized miracle of micro-
electronics technology, the semicon-

ductor chip. Enactment of this bill, as

amended, will -demonstrate our com-
mitment fo bring intellectual property

. law up-to-date to meet the challenges
posed by today's high technology. The -

approval of the amendment before us
is n critical step in this process, and I
urge its immediate adoption.

When this measure was last before
the Senate, I noted ithat the House of
Representatives was. .considering a

similar but somewhat different meas-

ure on the same topic. Shortly there-
after, the other body did, in fact, pass
its bill, Both the House and Senate
versions of the legislation accorded
similar protection to the creativity em-
hodied In the intrieate designs of serhi-
conductor chips. The major distinction
was that the Senste bill sccorded pro-
tection under the copyright law, while

the House bill established a new, free-

standing form of protection. The
House sul generis protection was simi-

. lar to copyright, but applied only to

with other than small business firms and -

nunproﬁt organizations, shall include the

the particular type of expression em-

hodied in chip design, which both bilis

referred to as & “mask work.,” The
amernidment before us today adopts
the approach favored by the House of
Representatives. To & great extent,
the difference between copyright and
sul generis protection is a matter of la-
beling; the variations in the protection

acrorded chip design are hot likely to

be of much practical significance, But

the acceptance of the House approach

is a recession by the Senate of suffi-
cient importance that a few words of

‘ e*:planatmn are 1n order._
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The conLroversy about copyright of

“gopyright-like™ sui generis protection

" has simmered ever since hearings were
-first held on 8. 1201 before the Sub-

committee on Patents, Copyrights and

Trademarks some 16 months ago. The
-arguments on both sides of the issue

were explored in depth, The report of
the Senate Judicjary Committee  ex-
plained in some detail the reasons for

the Senate’s adoption of the copyright-

approach. The guestion also received
thorough discussion in the Senate

' debate sccompanying passage of 8.
. 1201 in May. But while the Senate.
- coneluded that, on balance, the evoly-

ing copyright law was sufficiently

" flexible to accommodate the new form

of expression emhbodied in mask works,
the House of Representatives  was
firmly convinced that chip protection
would confuse and distort the copy-
right law. It was apperent from the

. earliest negotiations. between the

Houses that the other body's rejection
of the copyright approach was irrevo-

cable, and that if & semiconductor chip
. protection bill were to gain approval
“from both Houses, it would have to re--

flect the sui generis approach.

In any event, it Is clear that ‘the s sub—
- stantive differences between the two

approaches were more apparent than
real. Both bills provided for a limited,

10-year term of protection for chip

design. Both opted for a registration

"rather than an examination system of

protectmn, 5o that a shield against
piracy could be obtzined quickly and
mexpenswely Both accorded the
owner of the chip design the exclusive

right to make, import, and distribute a

. ¢hip embodying that design. Both pro-

vided, in almost identical terms, for
the accepted and beneficial  industry
practice of reverse engineering, Both

also recognized a limited immunity for.-

innocent infringers of rights in the’ jp,uins"jmited protection to 1984.

chip design, Under both bills, the pro-

tection system would be administered’

by the Copyright Office in the Library
of Congress, with. enforcement efforts

leit primarily to private civil litigation -
in the U.S. district courts. In short, -
‘both bills: contemplated a system of

protection that closely resembled ex-

isting copyright law, with certain key

deviations. from .that modet. The

-, Senate. bill- followed the . copyright -

model while providing- for stated ex-
ceptions; the House bill simply created

a new legal structure.pattermed on
copyright - and incorporating - similar-

exceptional features, The closeness to
copyright of the sui generis approach
may best he illustrated by the fact
that many of the speakers in the
House -debate on chip protection re-
ferred to the House bill as & “copy-
right bill.,” Furthermore, the fact that
the House approach was fully accepta-

. ble to the original sponscrs of the
companion measure to the Senate-.

passed chip protection bill added some
weight to the argument for: recession

" to'the House bill..
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" Additionally,
now before the Senate also incerpo-

the compromise bill
rates some additional improvements
which, to some extent, satisfy the con-
cerns that led the Senate to choose a
copyright selution t{o the probilem of
chip -piracy. Three of these deserve
particular mention.

First, the Senate was concerned that
jettisoning the copyright approach
might consign the semiconductor in-
dustry to yvears of litigation and uncer-
tainty before the courts arrived at de-
Iinitive interpretation of a host of new
legal concepts contained in sui generis
legislation, This fear has been as-
suaged soméwhat by the publication,

almost simultaneous with Senate. pas- .

sage of S, 1201, of a detailed report of
the House Judiciary Comrmittee on the
noncopyright bill. Additionally, Sena-
tor Lzany and I have prepared a fur-
ther explication of some of the provi-
sions of the amendment that we offer
today. 1 ask unanimous consent that
this memorandum . appear in . the

-REcorp at the conclusion of my re-

marks. Taken together, along with the

- Senate Judiciary Committee's report

on 5. 1201, these documents ought to
provide sufficient legislative history to
allow for business - planning among
semiconductor c¢hip manufacturers
and consumers with a fair degree of

confidence in the outcome of litigation -

arising under the Semzconductor Chip
Protection Act.

Second,. the House has agreed to
some changes that wil help to give
the act more vigor in the immediate
future, These include a concession as
to the cutoff date for chip protection:
the date by which a chip must be on

the market in order t0 enjoy protec--
tion  against copying and other in-.

fringements occurring after the effec-

- tive date of the act. The House-passed

bill denied full protection to chips
coming to market before 1985, while

chips. The amendment before us pro-
vides fuill protection as of the date of
enactment, while chips that came to

market as early -as July 1, 1983, will.
eventually enjoy the same status; sub-
. ject only to a 2-year compulsory li-
ecense that allows-copyists who agree

to pay reasonable royalties to distrib-

ute their inventory¥ of chip copies in

existence on the day of enactment.
Perhaps more . 1mportant1y

marketed before the cutoff date, an
intent that could have been inferred
from some language in the House leg-
islative history. To the contrary, the

-enactment of this legislation is in no

way intended to detract from any legal
protection that now is, or that may in
the future become, available for chips
brought to market before July 1, 1953,
‘whether ungder Federal law, ineluding
the existing Copyright Act, or under
S::ate statutes, or common law prmci-
bles.
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I know that the junior Senator from
Vermont - shares my disappointment
that the other body would not agree
to provide any protection under this

Cact against future acts of piracy direct-

ed against chips that were first com- ~
mercially exploited prioyr to July 1,

1983. We both feared that this resolu-
tion would place &t risk the massive in-

vestment-in some of the most sophisti-

cated semiconductor chip designs, in-
cluding those embodied in the 1582

‘generation of 16-bit microprocessors.

These advanced = ‘“computers-on-a-
chip” are only now beginning to enjoy
widespread commercial application in
personal computers, industrial work-

stations, and other uses. We take some -

comfort, however, from the fact that
the other body has agreed to write
into this legislation, in the most em-
phatic . way possible, that would-be -
copyists ought not to interpret the ex.
clusion of these chips from coverage

‘under the bill as a declaration -of

“open season.” Nothing could be far-

‘ ther from the truth.

“Third, the amendment before us in-

‘corporates international transitional

provisions that, in my view, mark an
important improvement. These provi-
sions are needed precisely because this
legislation breaks new ground: The

"United States will be the first country

to adopt legislation explicitly proetect-

ing chip designs against unauthorized
copying. As the trailblazers, we must’
grapple with the question of how to
treat those other nations that may

wish to follow us down the path of
chip protection. In the global market

in which semiconductor chip products
move, few questlons are of greater im-
portance, - -

- The Senate bl]l sought to encourageA ‘
internatignal protection for = mask
works by action within the estab]ished
framework of international copyright -
law, including, particularly, the Uni- -
versal Copyright Convention to which
the United States adheres. The House:
bill explicitly rejects relianée on the
U.C.C.;, and calls for the creation of a
new- international  protection- system
specifically for mask works. However,
since no other nation now provides for
chip protection, the practical effect of
the House-passed bill would have been

to make it very difficult for foreign.
- chip desjgners to obtain protection .
.the-
amendment contains Dl‘OVlSlonS de- -
siened to clarify that Congress in no
way intends to discourage attempts to .
- prevent copying of chips that were

here in the United States. While it
might be anticipated that this problem-
would eventually be resolved as other
chip-producing countries followed our
lead, either by enacting similar legisla-
tion or by entering into treaty ar-
rangements, in the short run,  the
problems might be acute. An “open -
season” on foreign chip designs in the
United States, which still boasts the
bulk  of the semiconductor chip
market, could lead to retalistory meas-
ures abroad, and could also disrupt
other commercial dealings, such as -
U.8. licensing arrangemenis for for-
eign.-designed chips. Thus. ‘while the
house bill's goal was a regime of inter. '
national comity for mask work protec-
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tion, the actual cutcome might have
been quite different and less satisfac-
Lory.

The interriational tra.ns:txona.l provi.
sions contairied
before us fully address this problem.
In effect, they allow for a transitional
period in which nationals of those
“eountries that are making progress
toward chip proiection legislation or
treaties, and that respect intellectual
property rights in chip design, may
‘protect, in the United States, the mask
works they have created, on an equal
basis with the creations of U.S. nation-

als. This transitional regime, to be ad-

‘ministered by the Secretary of Com-
merce,. will last for 3 years, which

should give sufficient time to erect a .

-more permanent framework of inter-
" national cooperation in this area.

We have already seen increased
international interest in the prospects
‘for chip protection. Representatives of

everal chip-producing nations are fol-
lowing closely the progress of this'leg-
. ‘islation. The international transitional
provisions, which are discussed in
more detail in the joinit explanatory

. memorandum: that follows this state--
ment, should go far toward encourag-’

- ing a‘prompt and positive response in
Japan, Western Europe and else-
Where :

Finally, I want. to unclerscore some
of the implications of the adoption of
this legislation. A sui generis approach
is appropriate in the case of mask
works because mask works are, truly,
suj generis. They are a hybrid form of

. expression, In some ways, they are
similar to audiovisual or graphic
works, which are, of course, subjects of
copyright. Yet the ultimate medium. of
-this expression, and the locus of its ex-
traordinary value to our high-technol-

ogy society, is a useful article, some-.
© . thing more closely resembling the sub-

ject matter of the patent system, The
amendment before us renounces the

rojeet of incorporating protection for
this unique form of expression within
the copyright system. It should follow,

therefore, that the precedential value.
‘for future copyright leg'islatmn of -

some of the features contained in this
bill is extremely limited. . _

For example, the Senate is prepared,

with some relilctance, to recede to the

- House approach of eliminating crimi-

. nal penalties for even the most blatant

-and egregious violations of exclusive

" - rights in mask works. But this decision-

~ is entirely consistent with & recogni-

tion that criminal enforcement must-

continue to play a limited but impor-
tant role in the copyright sphere. It
may also be hecessary to reconsider
the question of criminal penalties for
the violation of mask work righte,
should the enhanced ¢ivil remedies
provide in this bill prove to be msuffl-
. cient.

Slmllarly. the adoption of a non-
copyright approach to chip protection
carries with it no implication with
regard to the notion that computer
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proéra.ms ought to be protected under

‘a sui generis statute rather than under

copyright. Throughout the consider-

“ation of chip protection legislation,
in the amendment.

the Senate proponents have been ex-
tremely careful to underline the dis-
tinctions between protection for chip
design and protection for software,
even when the software is in the form
of object code embodied in 8 Read

‘Only Memory [ROM]I semiconductor

chip. Both versions of the bill con-

tained specific savings clause provi-
sions disclaiming any intention to

alter existing rights in software or
other works now protected by copy-

‘right. Indeed, inn the Senate’s view on

this subject is elearly expressed in the
amendment recently adopted to the

- Omnibus Tariff and Trade Act of 1984,
H.R. 3398, which expresses the sense

of this body that any abandonment, of
copyright protection for software in

favor of a scheme of broad compulsory:

licensing would be inappropriate. As a
cosponsor of that amendment, I hope
that the passage of a sui generis.chip
protection bil! will not detract in the

slightest from that imports.nt. mes-

sage.
Mr: President. this is path-brea.kmg

legisldétion. Many hands have contrib-

uted to the blazing of this trail. The
Senator from Verment, Mr, Leagy,;

+~and his staff have been deeply in-
volved in the complex negotidtions

that have brought us to the verge of
enactment of semiconductor. chip pro-
tection. The distinguished chairman of
the Judiciary Commiitee, Senator
TrURMOND, has been of. invaluable as-
sistance: in moving
along, Of the 25 Senate cosponsors of
this measure, the Senator from Colo-
rado, -Mr. HarT, deserves parkicular

mention for his early recognition of
the importance of this time, In the

other body, the leadership of Repre-
sentatives Don Epwanvs and NORMAN
MineTs, the original sponsors of the
companion bill, shounld be rioted. Final-
ly, we would not have advanced this
legislation to this point without the

active participation of the ehairman of

the Subcommitiee on Courts, Civil
Liberties, and the Administration of
Justice of the House Judiciary Com-
mittee, - Representative RoBerr Kas-
TENMEIER.. While: I have not agreed

with all the positions that Representa- .

tive KansTENMEIER has taken with
regard to this legislation, his views
have shaped the measure before us to
an extraordinary degree, and if we are
successful in enacting it into law
during this Congress, he will deserve a
lion's shatre of the eredit.

Mr. President, I commend this

amendment to the Senate, and urge its

immediate adoption.

‘THE TRADEMARK CLARIFICATION ACT OF 1934

Mr. President, title 1 of the substi-
tute draft now hefore the Senale Is a
slightly revised version of 8. 1990, the
Trademark Clarification Act of 1984,
as it was approved by the Judiciary
Committee. Passage of this legislation
will -help to probect our Nation's trade-

Publlshed by THE BUREAU OF NATIONAL AFFAIRS INC Washmgton D.C. 20037

this legislation’

mark system froin the potentially det.
rimental effect of the erroneous rea-
soning of the ninth - circuit in the
famous Anti-Monopoly case.

The one change from the committes
text of this bill is the addition of a
new section 104, which reads:

Nothing in this title shall be const,rued to
provide a basis for reopening any final judg-
ment entered prior to the date of enactment
of this title, )

This araendment merely codifies the'
elear intent of the bill as approved by
the * Judiciary Committee. As the
report on that bill indicated, 8. 1990
does not overrule the Anti-BMfonopoly
decision, 684 ¥.2d 1316 (9th Cir. 1982),
cert. denied, 103 8. Ct. 1234 (1983), as
to the parties in-that case. The bill
merely overturns certain elements in

_the reasoning of that case, and does:

not say whether or not Monopoly is a
valid trademark. .- - L
. Seetion 104 does not fOl'bld the re-. )
opening of judgments on grounds
other than the passage of this legisla-
tion, such as on the bagis of newly dis-
eovered evidence. . It does, however,
clearly forbid the reopening of any
judgment entered prior to the date of
enactment of this act based on the

provisions of this legislation.

By virtue of this act, Congress ‘does’
not intend to alter accepted principles-
of collateral eéstoppel and res judicata.
These are judicial doctrines of con-

“tinuing validity, and should be applied.

by the courts in accordance with all
appropriate equitable factors.

As used in section 104, the term
“final judgment” means that judg- -
ment that is entered or made conclu-
sive at the termination of a lawsuit. -

_ Mr, President, I urge Senators to
support this legislation, :

Mr. HATCH, Mr. President, it is 8
pieasure to join many of my able col-
leagues in approving a worthy package
of amendments to 8. 1990, my Trade-
mark Clarification Act. In particular, ¥
would like to thank Chairman THUR- -
MOND of the Judiciary Committee for
once againy facilitating the advance-
ment of meritorious legislation; Chair-

man MaTuras of the Tradermarks Sub. -

commitiee for his professional process:
ing of this legislation, and the many-
cosponsors of this biil, most notably -
Senator Leany, who worked closely
with me in drafting and perfecting

this measure. The amendment at-

tached to 8. 1990 will expand this
package bill to include provisions
giving necessary protecton to the de-
signers of sophlstxca.ted computer chip
technology and provisions estabhshmg
a State Justice Institute.
THE TRADEMARK CLARIFICATION ACT

Before proceeding to explain the

reasons for 8. 1996, I would like to aec-

" knowledge the wvaluable advice and

counsel of the U.S. Trademark Asso-
ciation through its Federal legislation
chairman, Mike Grow, and the Patent
and Trademark Qffice through its di-

rector, Gerald Mossinghof. These two

gentleman were more than simply .
very competent w1tnesses before the e
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-subcommittee on these questions; they

continued to serve long after their tes-
timony by offering advice and drafting
suggestions. The final form of this bill
© owes much to their expertise. :

Federal trademark lasw has provided
consumers and producers with market-
place proteatmn for more than a ¢en-
tury. -

‘Consumers are assured they are pur-

- chasing the preduct that they desire
and that the product is of the same
consistent quality that they experi-
enced previcusly in purfehasing that.
trademarked product. Producers know,
the time, money, and energy ihvy ested
in developing and establishing prod-
ucts or services which bear trademarks

. will be protected from nusappmpna-

- tion.

While trademarks’ are desagned pri-
marily to provide protection and assur-
ance, they may not last indefinitely.
The. Lanham Trademark Act of 1848

provides for cancellation when a mark:

‘ “becomes. the common .descriptive
name of an article or substance.” Both:
-aspirin and escalator gre examples of .
- trademarks that have become commor: .
descriptive, or generm. Ilames, there
are many more,
. In making. these decisions on which
© terms are generic and which are pro-
tected marks, the courts have followed
a standard test that has -existed for
more than 60 years. That test is
whether the majority of the: public
recognizes and asccepts the term as a
trademark. This standard has been
well recognized, well understood, and
well accepied. It has served to lend
stability and ¢larity to trademark law
and litigation involving the determina-
‘tion whether a trademark is valid.
Last year, however, a circuit court
handed down a ruling that threatens
to undermine this clarity and stability.

In a radical and-unwarranted depar- .

ture from accepted judicial -practice,
-~ the ninth circuit, In a case involving
Monopoly, the popular board game
manufactured by . Parker Bros.,, ig-
nored the lssue-of whether the public

recognized the name asa trademark: . .

- It focused instead on an entirely new
issue: Did consumers purchase this
game because they wanted a product’
made by Parker Bros. or becayse they
wanted 0 blay a spetific real-éstate-
trading game? Because a majority of
consumers surveyed were motivated by
a desire to play the game and not by
the fact that Parker Bros. manufac-
tured Monoboly,” the ninth circuit
ruled against Parker Bros. _

- In applying 2 new standard, one of
consumer motivation, the ninth efrcuit
Tuled that Monépoly had become a ge-
neric name because 65 percent of the
people surveyed sald they bought the
- game because they wanted to play Mo-
nopoly, and “don’t much care who
makes it,” while some 32 percent—a
minority—sald they bought Monopoly
bect::use they "like Parker Bros.’ prod-
uc ”w .

e 10-—11-84 :

~ 'This new motivation test is both un-
justified and unreasonable. It ignores
past law and comunon sense, and, most
importantly, it is egntrary to accepted
- principles of trademark law. It denies
brand-name status to products that
always have been hought by their
brand name, simply because the pur-
chaser or consumer cannot: 1dentify
the maker or manufacturer.,

standard, because most consumers

eannot identify the companies that
proeduce the products end goods they’

buy. Moreover,” aecepted itrademark
law does not require this identifica-
Hién, as long as consumers associate
the goods with a single source. Théy
do, however, have clear expectations

regarding the guality of the products
- ‘they purchase and rely on the trade--

mark for assurance of this quality. ¥Yet
the ninth circuit has declared these
customary and usual expectations to
‘peinsufficient.

It would be fnappropriate for the
‘Congress to take action that would
have a refroactive impact on the par-

ties affected directly by the ninth cir-:

euit decision in the Monopoly case. F

also have no wish to further expand
. the authority of existing law or estab-.

lish mew standards, definitions  or

boundaries. regardmg the cancellat:on'

of trademarks.’ :

I do believe, however, that the fun-
damental conflict which now exists
within trademark law and litigation, as
a result of the ninth circuit decision,
must be resolved. Otherwise, chaos

angd ' confusion will result—everyone
will ‘be the loser, An amendment that
clarifies the Lanham Trademark Act,
that reaffirms and spells gut the ba.sm
principles that - have underscored

trademark law for more than six dec-’

ades, is the most dlrect least eompli-

cated, and most reasonable '

reasona way of, mining when a trademark becomes ge-
. Judge ..
‘Learned Hand articulated the baise
" USTA are troubled because the ninth

achievmg this goal,

Mr. President, in - 1921,
standard .for determining when a

trademark became a generic name.

That standard was the level of under-’
standing the consumer exhibited re-
garding the trademark. If the primary

significance of the term. was to sym-
‘bolize the kind or genus of goods soid,
then the term wes generic and the

producer was hot entitled to proteec-
tion. 'If, on the other hand, the term’

meant something more than that,

then the seller deserved the protection”

of a trademark., This landmark deci-

sipn of Bayer Co. against United Drug-

Co., (272 F.2a 505, 509 (1921)) is stﬂ]
fo]lowed by many courts

Qver the years, there have been
some refinements in this standard. In
the 1938 case of Kelloge Co. against
National Biscuit Co. (305 U.S. 111
(1838)), the. court said a trademark
owner had to show that “the primary
significanee of the term in the minds
of the consuming public is not the
product, but the yroducer” in order to
retain the trademark. In other words,
the ‘consumer had to recognize the

- BNA’s Patent, Trademark & Copyright Journal -

trademark as the name of a product
that came from 2z particular source,
even though the consumer might not -
be able to identify that source, In the
1962  case of Feathercombs, Inc.
against Solor Products, Inc.) 306 F.2d
252, 256), the court said that in order
for a trademark to become generic,
“the principal significance of the word

" must be its indication of the nature or
Few trademarks can survive this’

class of an article rather than an indi-
cation of its origin.” .

Althoupgh these cases have served to
sharpen and clarify the standard for

determining when a trademark be- ~

comes generic, the basic and funda-
mental criteria the courts employed
for making this determination always
have remained the same—the level of-
consumer understanding regarding the
term In guestion and whether it could
be said thai a majority of the public
recognizgd the term as a trademark,
rather than as a descriptive term for
an entire type or c]ass o:t‘ products.‘

‘goods, or services.

This historie standard, as well as
thousands of reputable trademarks.
and the protection and confidence the -
consumer enjoys In the marketplace,
now have beén placed in jeopardy by
the ninth cirenit’s disruptive depar- .

ture from decades of aeeepted judicial - - '
_practice, .-

This decision has shs.ken reputable
trademark attorneys as well as many
businesses and members of Congress. -

" The U.S. Trademark Association, for

example, believes the motivational test-
employed by the ninth eircuit in Anti-
Monopoly against General Mills Fun
Group (684 F.2d 1316 (9th Cir. 1982)), -
is a “significant threat to the’ entire

" trademark system.” After considerable -
-deliberation, the USTA recently decid- -

ed to support. legislative efforts aimed
at clarifying the legal basis for deter-

nerie.
Like many of us the members of the.

circuit ignored -the dual-funcfion pro- -
vision of our trademark law. This pro- -
vision .. allows ' trademarks . tb - stand
when they serve as the proper-name of -
a product, axticle, or substance so long
as they also serve as an indication of
the - product's origin, even if- - that

.origin is unknown or smonymous to
the consumer. By ruling that consum-
" ers must associate the trademark with

a specific company, the ninth circuit
turned its back on the duzl-function
principle that has long been an inte-
gral part of trademark law. . .
We are troubled, too, because the
Anti-Monopoly decision is not an iso- -
lated case -that other judicial ecourts -
will ignore. The motivational test em-
ployed by the ninth ecircuit, as Judge
Nies has stated, has led “some courts
into an esoteric and extraneous m- o

.quiry focusing on what motivates the

purchasing publie to buy particular
goods,” In re DC Comics (888 F.2d
1942, 1954 (CCP.A 1982) {concurring
cpfmunn

ea
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Meanwhile, another ninth circuit
court already has referred to the Mo-
nopoly motivation survey as one con-
ducted “according to accepted princi-
ples.” Prudential Insurance against
Gibraléer Financial Corp. (694 F.2d
1150, 1156 (9th Cir, 1982). And, in the

case of The Nestle Co. against Ches-’

ter's Market Inc. (D. Conn. 1983),
Judge .Blumenfeld, in heolding that the
term “Toll House"” was generie, cited
the Anti-Monopoly decision extensive-
iy. The judge also indicated that if a
_motivation test submitted to the court
had not been deficient with respect to

2 few technicalities, he would ha.ve ad- .

mitted it as evidence. ...

The reasons individuals buy prod-”
ucts should have ne bearing on these -

cases because they are not designed to

ascertain whether a: product: has.
become generic. They should have no”
- standing in court and no bearing on-.

these cases, because they do not show

. whether or not-a product has become -
generic. Another survey in the Anti<-

Monopoly - case .asked the public if
they bought the detergent *Tide” be-
cause  they wanted a Proctor &
Gamble product, or if they bought.

Tide -because they thought it did.a ..
good job; 68 percent said they bought .
.Tide because it did a good job. Does .
this mean that the Tide trademark

should now be declared a generic

name? Of course. net. Yet the ninth:

~ eircuit did not dismiss the thought,
and that could easily happen if we do
not take some minimal but essential

steps to protect the validity and integ-
- rity of our trademarks and. our system
of trademark law.

Mr. - President,  the dilemma  the

ninth eircuit created was best siummed
by Robert €C.. Lyne, Jr., chief patent
counsel for Reynolds Aluminum Co.
when he wrote: :

The point of trademark protection is to
permit a purchaser to recognize the goods
he wishes to buy, and to distinguish them
from other goods. It is not to enable him to
‘mateh up various goods with the companles
that sell them. .

8. 1990, the Trademark Clariﬁcatxon
" Act, will resoive this ambiguity.

The bill is not intended to effect imi-
portant substantive changes in the
mainstream of trademsark law. Thus
its purpose remains primarily that of
clarifying and rendering more precise
_in the statute what the law is today
and should be in the years to come,
undisturbed and undiverted by the
. troubling and potentially dangerous
elements of the Anti-Monopoly case.
In short, the bill does four things:

First, it disapproves use of the so-
called purchaser motivation test in de-
termining whether a trademark has

become the common descrxptwe name -

of a product or service,-

- Becond, it recognizes the dual fune-
tx}on that a mark plays in the market-
place.

Third, it recognizes that the name of -

a unigue product may also function as
10-11-84

a trademark so long as the publi¢ asso- -

ciates that mark with a single source.
Fourth, it continues the principle

that a mark may identify and distin--

guish & product from that manufae-

“tured by others and indicate its source,

even If that source is unknown.

Fifth, it conforms various parts of
the Lanham Trademark Act to assure
uniformity of application in both the
courts and in the U.S. Patent and
Trademark Office.

Finally, although the Senate Judxci-
ary Committee report offers the most

concise agreement of all parties of the -
legislation as to its terms, one sectjon .
has been added to this bill on the.
- ° floor. Sirice this: language has not
profited from the: eareful explanation-

given the éther.terms in-the commit-

tee report, I feel that it would be wise -

for me to describe its intent m more
detail.
.The new fina.l sectxon of t1tle I the

Trademark Clarification Act of 1984 .

states that “Nothing in this Aet shali

be construed to provide a basis for re--
opening of any final judgment entered-
prior to the date of enactment of this
Act.” This language is intended to"-

mean exactly what it says.
The Federal District Court for the

Northern District. of California en- .

tered a judgment in August 1983 de-
termining that the owners of the
trademark Monoploy have no legal or

equitable remedy against the producer .
of the game named Anti-Monopoly for

its use of the latter mark under cer-

“tain ecircumstances. Nothing in this

legislation shall be construed to affect

that judgment, in any way, as between,.

those parties. It should be kept in
mind, however, that the judgment in
that case only covered the rights and
obligations of the parties; utimately
no declaration was. entered on the

question of validity °f the Manopoly- weapon

mark,

The legislation also does not, as the*

Senate report on 8. 1990 says on page
8, determine as a statutory matter

“whether or not Monopoly is a valid:
. trademark.” That is not the province

of the Conaress, but of the courts..

The Senate report underlines this
point when it says, on page 10, that
this legislation “is not intended to be
retroactive in effect as to the parties
to completed litigation.” The new sec-
tion in this title merely restates this
intent, nothing more. The legislation

thus does not allow the owners of the

Monopoly trademark to reopen the
Anti-Monopoly litigation as between
the parties to that case.

The legislation does overturn the

reasoning of the ninth cireuit’s Anti- .
Monopoly decision. It therefore brings-

about an unequivocal change in that
law applied by the ninth circuit in the
Anti-Monopoly case in each of the re-

" spects spelled out in the Senate report. .

Thus, to the extent that the Anti-

Monopoloy case might otherwise be
seen to have established any control-
Jding legal principles, the legislation

constitutes a modification of those

controlling legal principles. Appliea.

" tion of Szwarce, 319 F.2d 277 (CCPA

1963). See Commissioner against
Sunnen, 333 U.S. 5%1 (1948} U.S:
against Stone & Downer Co., 274 US,

- 225 (1927); Artukovic against INS; 693

F.2d 894 (9th Cir. 1982); Del Rio Distr., .
Ine. agdinst Aldolph Coors Co 539
F.24 1716 (5th Cir. 1979). :

Congress is not, by virtue of this leg-
islation, expressing its views on the ap-
plication of coliateral estoppel or res
judicata, which are, of course, judicial.
doctrines of continuing validity. )

" THE SEMICONDUCTOR CHIP i’HOTEQTION ACT ~

Mr. President, I wish to echo. the
words of Senator MaTtrias, the distine.
guished chairman. of the Subcornmlt- ’
tee on Patents, Copyrights and Trade- -
marks, and the author of the Semicon-
ductor Chip Protection Act. This por- .

~ tion of-this package bill may prove to .

be one of the most important antipir-
a,cy bills enacted in recent years, -

- We are all eognizant of the impor-
tance of inhovation in high technology”
and its contribution to our economy.
Perhaps the most significant such In-
novation has been the semiconductor
chip; with gquantum leap refinements

" in its manufacturing process and in its ;

applications. .
The investment requxred to produce

‘ these chips is not small. In testimony

before. the . subcommittee, Mr, P,
Thomas Dunlap, Jr., of Intel Corp. tes-
tified that a.family of chips typically
costs $80 million to. develop. Yet &

: pirate can accomplish the same result
- at a cost of about $100,000,

. As Mr. Dunlap tesufled. A Lyplcal.
pirate: - - -

has a minxmal research and deue]opmem.
cost’

L a.nd cerl.a.inly does not have te-recov-"

er market development cost. He is simply in- -
terested in-making a profit above his manu-
facturing- cost ** * [and] uses price as his -

The - Copyright; Offme ‘has’ echoed '
the sentiments of us all by observing .
that “those who credte must be re--

warded and protected by our laws.t'* = -

But, to date, there has been no protec- -

- tion, and the semiconductor innova- -

tor's reward has been drastically im-

_paired by chip piracy.

Mr. President, this part of the bill
preserves the incentives for innovation
intended by our Founding Fathers to
be the right of those who create. I con-
gratulate the authors of these provi- -

-sions and, as & member of the subcom-
mitiee in which it originated, T am de- ..

lighted to have heen a part of their

progress through the Iegxsla.tive proc~-

€ss, :
STATE. JUSTICE INSlITU‘IE

“The final part of this package is the

State Justice Institute. Although this

provision has raised the guestion of .

whether . the Federal Government,

consistent with the principles of feder-
alism, ought {o offer financial assist-
ance to State government institutions,
this form of the Institute proposal has
been recast to minimize the difficul--
ties, Its fundmg levels have been re-
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duced to 343 mil]ion. over 3 vears. Its

matching requirement has been in-

-creased to require State governments
to finance one-half of the prejects and
grants, -instead of only one-quarter.
Moreover, several provisions have

. been added to prevent the Institute

from interfering with State judicial in-
dependence, from engaging in litiga-
tion, from lobbying in any Federal or
State legislative body, or from under-
taking a number of other activities in-
consistent with the Institute’s limited
mission. .For instance, the Institute
shall not involve itself in partisan ac-
tivity of any kind, nor become involved
in any State ballot process, nor partiei-

. pate. in political campaigns, nor issue

stock or ra1se funds 83 8 corporatmn
might R

- With these and other hrmtatlons.
the Institute should operate effective-

. ly-and become a {ribute to its primary

Senate sponsor, Senator HEFLIK, a
former State chief judge, who deserves
-great commendation for hls work on

" this provision.
Mr. LEAHY. Mr. President it is very

hard to exaggerate the impact of one

gn all of our lives. That device is the
silicon ¢hip, the semiconductor device
that now turns up everywhere in our
lives and which already has turned our

. century inside out.

It is not enough to say that we live,

B wx]hng or not, in the age of computers.

We also live in the age of the automo-
bile and the age of miraculous wireless

communications--radio and television. -

Each of these has rewritten the pat-

terns of our lives—where we live,.

‘where we work, where we travel what

we see and know of the world.

'. " . But the silicon chip exteénds the po;
. tentia.l of the human mind, and there-

fore, of human endeavor, beyond the

- realm of rapid travel and communiea-

tion. The computer coliects vast banks

of information. It gives us the power:

to . look at that information in new
ways and o compare it wlth informa~
tion in other computers. .. - -

Tt gives us the power to a.nalyﬂe in

seconds what used to take months or
~years, with the result that weé can
.- begin to simulate natiral and social .
© systems, and. therefore, to make pre-
.dietions about the future that would

have seemed pointless to attempt even
a short lime ago. - -

Of ecourse, T am not ta.lkmg ‘about

. mere scientific or technological break-

throughs that mightf leave commercial
exploitation down the. road. Make ne

. mistake: The explosion of semicondue- -

tor technology has hit the market-

- place. Virtually every month we see

another new product or a giant im-
provement of an eld one.

" We constantly witness the advent of
more powerful chips, suitable for more
and more varied applications. "It is

' even likely that in the future semicon-
- ductors will be made of many" materi-

als, not just 5111c0n.

More-than just new semiconductors
and the new preducts, we are con-
stantly - seeing entiré new product
fields opening up. We are seeing ‘mil-
lions of dollars in sales a year in prod-
ucts that were not even on the draw~
1ng board 10 years &go. ’

The dramatic rush: of innovative
Droducts is one of the reasons' I am so
glad we are passing this bill this year.

New ideas are the product of genius

and incentive. We cannot legislate the
genius, and it is clear we do not need
to. We do need to create the incentives
for that genius to flourish and for in-
dustry to devote the resources neces-
sary to turn genius into productivity.

.That is what this bill is about,

-And that is why this bill cannot wait.

. Semiconductor chips are at the
heart of the worldwide computer revo-
lution, and at the heart of those chips
are American semiconductor chip de-
signs. I we fail to provide adequate
}egal protection. for these designs, we
will stifle the investment. of American
companies in innovative product de-
signs and ultimately we will risk fall-
ing far behmd' our international com-

‘ 4 ol : . ne petitors,
-very stall, insignificant looking device -

While these goa]s have been clear
and agreed upon from the outset, the
paths of the House and Sénate in
reacmng those goa.-ls have been differ-

ent.,.

It should be no surprise that a bill
dealing with innovation contalns much
innovation itself. Protecting semicon-
duetor chip designs was a difficult in-
tellectual, as well as lega.l problem.

Just what is embodied in a chip, con-
ceptue.lly" Were we to think 'of it as a
piece of original hardware invented by
its creator, or was its essence more the

assemblage of written ideas and de- -

sigms, subject ra.ther io copynght pro—
tection? .

The House and Senate bills took dlf—
ferent apbroaches initially. The House
Tocked at semiconductor chips 25 a sui
generis and opted for a sui generis so-
lution, though 1t contained copynght—
like elements, -

The Senate version was cIearly an
amendment of the Copyright Act and
relied on the adaptation of traditional
approaches to'the protection of copRy;

-righted works.

We worked long a.nd hard on’ ‘nar-
rowing the  differences, anhd I am
happy to say that some of the differ-
ences were more apparent than real.
The House bill was very soundly con-

- eeived, and we*found that its ground-

ing in basic copyright law gave us
common ground on which to work.
The subject matter was complex and

the agenda long, But Senator Ma- |

THYAS, Congressman KasTENMEIER, and
I worked hard over the summer to get

. through that agenda, and the bill that

resulted was a true blend of the work
of each body.

When the Senate passed S. 1201 in
May, I mentioned some concerns that
I had with the House sui generis ap-

proach. I am pleased to say that these .
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concerrrs have been squarely dealt

with.

- I raised the issue of prctectlon of -
American chip designs in the interna-

tional marketplace. It was my view .
that the multinational copyright con-
ventions as well as bilateral negotia-
tions would be useful in securing -
American rights in chip deslgns over- -

seas..

Given the uncertamty that a semi-
conductor mask work is a proper sub-
ject matter for copyright protection,
both here and abroad, I am now con-
vinced that the detailed international
transitional provision contained in the-
Mathias-Leahy substitute provides a

- ‘mere solid basis for securmg American

righis abroad. - E :

I also was concerned about the limit- .
ed protection the House bill gave to
chips which were first commeércially
exploited -after January 1, 1984, and
the fact that the House bill gave no
protection to chips exploxted before -
that date, - -~

The subst:tute together with the ac-
companying expienation,: makes it
clear that chips first exploited af_te:_-
July 1, 1983, are fully protected, sub-
lect only to limited rights to sell off’
any inventory .of copied chips manu-
factured before the effective date of
the legislatien. While I had hoped
that we would provide explicit protec-
tion to chips first commercially ex-
ploited in 1982, including the impor-
tant. new. generation of - 18-bit micro-
processors, I am pleased- that the
House has agreed to make it clear that-
any copyright protection which thoss
chip designs currently are entitled to
will hot be cut ‘off by pa,ssage of this
bill. . -
Finally, 1 hate been concerned B
throughout the development of this

legislation that there be a clear u.nder-' -

standing _of what is protected, what is
not protected, and what rights 2 com-
pany has to conduct reverse engineer-

ing in developing its own ofiginal chip. *.
Uncertaintly in this area could retard. . -

rather than spur innovation. I think
that both committee reporfs and the
joint explanatory memorandum give -
abundant guidance on these guestions
a5 well as the kinds of evidence which .
a court should admlt in- decidmg these. N
issues. i

I would hke to also note that the bﬂl )
leaves untouched the autherity the
Copyright Office has to accept secure
deposits. It currently uses this proce-
dure, for example, in the case of stand-
, ardized fests, and may wish to consider
adopting such a procedure for mask
works.

I want to 'make one substantwe
point about title I of this. bill, the

| Tradernark Clarification Act of 1984.

It is important to underscore a point
made well in the Judiciary Committee .
report that 8. 1990 does not overrule
the case of Anii-Monopoly, Inc. v. Gen-
eral Mills Fund Group, Inc, 195
U.8.P.Q. 624 (N.D, Cal. 1577). The rea-
soning of the court in that case is
overruled, but the bill does not pur-.
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port to say if monopoly is 2 valid
trademark, :

The antimonopoly htlgatmn has

“been concluded, and the current bill is
_not

intended to be retroactive in
effect. Since the bill is intended. pri-

" marily to restate and clarify existing

law already applicable to pending
cases, the legislation will apply to

-cases where there has been no final

judgment. Such application is not a
form of retrpoactivity. We have inciud-
ed legislative language to make that

.. point clear.

Mr. President, I would hke to con-
clude by stating something that I have
said on this floor many times before,

America's Innovators and the country-

in general owe a great debt of grati-
tude to the chairman of the Subcom-
fnittee on Patents, Copyrights, and
Trademarks, Senator MarHIas. His

dedication and fine work, together
. with that of the distinguished chair-

man of the House Subcominitiee on
Courts, Civil Liberties, and the Admin-

" istration of Justice, Congressman Kas-

TENMEIEE, have made this important

" piece of legislation possible. They de-
_serve our thanks. ;

" I would also like to tha.nk com.tmttee

_. ' staff who have done an impressive job
-of honing this legislation--specifically

Steve Metalitz, John Podesta, Mike

- Remington, and Deborah Leavy who

worked on. the Semiconductor Chip
Protection Act, and Tom Olson, Randy
Rader,

and Karen Kremer who worked on the
State Justice Institute legislation.
Mr. HEFLIN, Mr. President, I rise in

" support of the State Justice Institute,

which would establisii a* private non-
profit corporation to ald State and

“'local governmments. in strengthening

and inproving their judicial systems.
The Framers of our Constitution re-

. alized the important position that

State courts would assume in the-evo-
lution of our judicial process. In fact,
the only Federal court mandated by
the Constitution is the Supreme Court

. of the United States. Therefore, it is

evident that our forefathers placed

- substantial confidence in the abilities
- of our State judicial systems.

The
foresight of these men proved pro-

_phetic.

Today, State courts handle over 96
percent of all the cases tried in the
United States.
along with the Federal courts, with
the awesome responsibility of protec-
ing and enforcing the rights granted
by the Constxtutlon and the laws of

" thisland.

There is little doubt that a compel-
ling Federal interest exists in ensuring
that our State courts have the neces-
sary respurces available to meet the

. demands of their inereasing dockets.

State courts not only consider State
issues, but they are bound by the su-
premacy clause of the Constitution to
consider Federal law as well,”

10-13-84

. Ben :Scotch, and David Beier
"who worked on the Trademark Im-
© provement Act, and Arthur Briskman

They are charged,

This legistation suthorizes the cre-
atien. of a State Justice Institute to ad-
minister & national program for the

improvement of State court systems..

I keeping with the doctrines of feder-
alism, and separation of powers, the

_institute will be an. independent, feder-

ally chartered carporation--accounta-

-ble to Congress for its. general author-

ity, but under the direction of State

judicial officials as. to specific pro-

grams, pnontles and operatmg poli-
cies,

- The State has passed similar legisia-
tion establishing a State Justice Insti-
tute during the past two Congresses
and it has done so by 8 unznimous
vate. The amendment I am offering

-today on the State Justice Institute, is

similar {o the version passed by the
Serite on June 21, 1984. The authori-

-zation dates have been changed from -

1985, 1986, and 1987 to 1986, 1987, and

.1988, and the matching flmds requu'ed

b,r;rsta.tes have been increased. - |
~In -addition; "included within’ this
amendm'e_nt. is & requirement that the
Attorney - General, ' in’ -consultation
with * the Federal Judicial Center,
submit a report to the Senaté and
House Judieiary Committees on the
effectiveness of the institute,

1t is apparent that the quality of jus-
tiee in this country is largely deter-
“mined- by the quality of justice by

State courts, While Federal assistanece
to' State  courts sheuld never replace
the basic financigl support brovided by
State legislatures, PFederal financial
coniribution administered in & manner
that respects the independent nature
of the judiciary ean provide a margin
of excellence that will not only im-
prove the quality of justice, but will
guarantee that the justice adminis.
tered is of the highest caliber and that
our couris provide the greatest accessi-
bhity for the cmzens of this grea.t
land.

Mr. MOYNIHAN Mr. Presxdent I
rise today to urge my colleagues to

support worthy and important legisla- .

tion, H.R. 6163, the Federal District
Court Organization Act of 1984. .
H.R. 6183, which the House of Rep-
resentatives passed on September 24,
1984, establishes in Hauppauge, NY,
an additicnial site for the Federal
court of the eastern district of New

York. Currently, the eastern district .
.ecourt hears cases in Brooklyn and

Uniondale, In Nassau County, At
present, the court has no judicial seat
in Suffolk County, NY, despite the

‘fact Suffolk County residents are re-

sponsible for more than 20 percent of
the caseload for the eastern chstnct
court. .

The Federal Dlstrlct Court Orgam-
zation Act of 1984, which I endorse

“wholeheartedly, would remedy this sit-

uation by providing a new location for

.the eastern district court to meet in

Sutfolk Cournity. The 1.3 million resi-
dezds of Soffolk €County now must

travet 35 miles to the nearest distriet .
. couxt location in Unionda.le: the cre-
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“ation of a new court site will vemedy .
{this situatiorn.

H.R. 6163 aunthoriges the leasing' of
space for two Federal judges, their.
courtrooms, chambers, and libraries,
In addition, offices will be acquired for -
the U.S. attorney, the commissioner of
jurors, and the clerk of the. eastem a-
digial district of New York. S

This proposal, which has. been en--
dorsed by the judicial council of the

-second cireuit, the judges of the east-
ern district court, the Administrative -~
. Office of the U.S. Courts, and the De.

partment of Justice, was introduced in
the House of Representatives by the
Honorable RoBeRT J. MRAZEK. - _

Mr. President, I urge my colleagues

- to.aet swiftly and pass this legislation,

and I ask unanimous consent that a

_cepy of the testimony of Congressman

RoserT J.. MraZEH before the House
Subecommittee on Courts, Civil-Liber-
ties and the Administration of Justice,

- 'of the House Judiciary Committee, on
-August- 9, - 1984, be prmted in the

REcORD, ]
. There being no obJection. the ma.te»
rial was ordered to be printed in the
REeconp, as follows: -

ROBERT J .
BEPORE. THE SUBCOMMITTEE ON
€Courts, CIVIL LIEFRTIES ANT THE ADMINIS-
TRATION OF JUSTICE OF THE COMMITIEE ON
THE JUDICIARY )

Mr, cmmnan and members of the Sub-
committee. Thank you for sllowing me this
opportunity to testify in support of H.R. -
5619, a bill relating to the geographical or-
ganization of the. Easternm District of New
York. Specifically, B.R. 5619 would amend

‘Section 112 of Title 28 of the U.S. Code to |

allow the Eastern District to hold court in
Hauppauge. Right now, the District sits in

-Brooklyn and Is authorized {and does) hold

court in - Uniondale, located in Nassau
County. Hauppauge is found in Suffolk
County and serves ss. its demographic

.center, and the de facto seat of government.

Mr. Chairman, it has been my privilege to
represent the interests of Suffolk County,

first as & member of that County's legisla--
© fure, and now as a member of this Honse~ °

over 12 years. I have seen the rapid growth
in Suffolk's population, standard of living,
employment opportunities, technology and
economy. Suffolk today has a life of its own,
distinct, free and independent from that co-
lossus of the West, New York City.

A direct consequence of this phenomenon
is the intensity of social and business inter-
actions which touch upon our federal laws,
and it is the federal judiciary which is most
responsible in assuring that the tailored and
deliberate application of these laws occurs.

Of courseé, the judiciary's most visible
figure js the federal judge—but as this Com-

‘miftee well knows-more people than just

the judge provide input into the doings of
justice.. I refer to liligants, attorneys, clerks,
jurles and court personnei, each of whom
need, -give, facilitate, regulate of supervise,
88 the case may be, access to the judge and

“in the broader sense, the administration of.

justice. Where these people come from,
their roots and commitment to the commu-
nity as well &8 their own valuable notions of
honor, ethics, jJustice and civil duty, all
affect to & substantial degree How the ad-
ministration of justice is fashioned and per-
ceived,

Suffolk needs and deserves & federal court
50 that its 1.3 m:llmn people can benefit
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from, participate in, and give local life to

the federal judiciary's promstion of Justice.
H.R. 5619 serves Suffolk’s best interests
and, at the same time, weds the federal judi-
ciary to her growth and bustle. . -

1 would now like to address the guestions
* posed by the Chairman: Of course, I stand
ready to respond to any other ingquiry by

B this Committee and would “elcome the op :

portunity.
The need to enact H R. 5619 is mamfest

if my earlier remarks leave any doubts, they

are resolved by empirical data and circum-
stance. In 1983, 5,729 cases were filed in the
Eastern District, & 27.7% increase over 1982
{4,485 cases), and a 77.4% increase over the
filings made in 1978 (3,229 cases). From De-
cember, 1983 to May, 1984, tlie most recent
data available, Long Island cases amounted
te approximately 30% of all civil cases filed
- with the Court. During this period alone,
there were 2,778 civil cases filed (excluding

the Agent Orange cases), of which 47.58,

were  “Suffolk County cases”. Suffolk
County, it seems, is already a font of federal
tigation and exacerbates the aiready con-

gested court calendar. Of course, more - g

- - hidges authorized to sit In the Eastern Dis.

. triet would relfeve the congestion to some:
© degree—but eircumstance has intervened,
“which makes the passage of ‘H.R. 5619 cru~

" clal. .

The -existing fec!era.l eourt facilities In
Brooklyn and uniondale are in full use aad
overcrowded, There is simply no mnore reom

to accommodate even one more judge, let

alone the two currently approveéd for the

Eastern Distriet by P.L. $8-353. H.R. 5619

relieves the pressure for more space.
Another circumstance underscoring the
need to enact H.R. 5619 is the distance 1iti-
gants, attorneys, jury members and candi-
dates must now commute in order to partic-
pate in the working of the federal judiciary.
Depending on where the- Suffolk resident
begins the trip, as much as four hours can
be spent travelling one way to the Court,
These distance and time factors place great
hardship on. litigants, lawyers, jurors and
-witnesses. Their proclivity to particips.be n
the process becomes lessened.” :
The costs of the proposed reorga.mzatmn
- are minimal, Additional suthorization for

the expenditure of federal dollars.is neither .

. neesssary nor sought by my bill, ¢ertainly
good news for the budget conscious. Suf-
.. folk's federal courthouse would be located
on leased property, having an average eost
of less than $20 per square foot. Approxi-
- mately 12,560 square feet of space would be
sufficfent to accommeodate the chambers,
courtrooms and libraries of two federal
judges, one magistrate, a clerk and proba-
tion office, conference rooms and jury delib-
erstion rooms, for a total nf $251.200 per
year,
The alt.emathe means serving the same

purpose a5 H.R. 5619 would be: (1) to estab- . *

* lish & new judicial district for Long Island,

or (2) take over space somewhere in Brook- -

lyn. Suffice it to say.that these opticns
would be more costly and, in the latter case;
insensitive to the present need for the fed-
eral court faeility in Suffolk,

The support for a federal court facilily i
- Suffolk County in broad-based. I am pleased

to advise the Chairman that I have secured -

the approvals of the judicial council of the
Second Circuit as well as the Chief Judge

and judges who sit on the Board of Judges

of the United States District Court for the

© _ Fastern District of New York. 1 include

herewith, for the record, copies of the corre-
spondence to such effect. Further, my office
hasg been.advised that the Suffolk County
Bar Association, as well as the administra-
. tive office of the local courts, approve of the

© 10-11-84

- establishment of a “federal courthouse in

Hauppauge. .
- I am aware of no opposition to H R. 5619,
_ CONCLUSION
The administration of justice in this fed-

eral republic admits to no formula, It is

molded by people who have diverse interests
and concerns. The duty of the judge is to
harmonize these seemingly -conflicting
voices so that fair and equitable application
of our laws occurs in a convenient and acces-
sible environment. Where the judge holds
court and where the litigants, attorneys,
jurors, witnesses and court employees live
and have thelr roots, indelibly colors the
process by which the judge is summecned to
fashion justice. Suffolk County deserves to
be part of this process. H.R. 5619 enables
Suffolk, with its own distinet values of law
and order, to pdrticipate fully in and reap
the benefits of the tailored, dehherate appli-
cation of fustice.

Thank you again for allowing me this op-
portunity to,state my case for Long Island.
.S, Courts, JUDICIAL COUNCIL

or THE SEcOND CIRCUIT, -
; New York, NY, April 10 1984,
Mr WiLrram E. FoLEY,
Director, Administrative Offtce of the U5
Courts, Waskington, DC.
" Dgar MR. Forev: This is to inform you

that the Judicial Council of the Sceond Cir-

euit upanimously supports the proposal of
the Board of Judges of the Eastern District
of New York that Hauppauge, Long Island
be made a place where court may be held in
that district. In accordanee with this action
and the attached resolution,.the Judicial
Council and the Eastern District Board of
Judges will be plessed if you will take the
earliest possible steps to amend 28 U.S.C.
§112(e) and begin the brocess of obtaining

~space, There are, I understand, avzilable fa-
cilities that could poss:bly serve the court s

purpose. .
Hauppauge Is in Suffolk County, Long

-Island, = county that now has a population

in excess of 1.3 million people. Hauppauge {s

35 miles east of the courthouse that was re-

cently opened at Uniondale, in Nassau
County, and would serve & fast-growing and
populous region. As yom know, there is an
acute shortage of space for court facilities
in the Eastern District, of New York. Adding
Hauppauge will permit the Administrative
Office. to resolve a porilon of the urgent
need for space in the distriet at the relative-
Iy low costs available in Suffolk County,
rather than responding entirely by under-
taking much higher costs Ior spate. in
Brooklyn,

Thank you for your sssistance In tl-us
matter, Please let me know if I or any of us
czn provide any addxtional information. -

Slncere]y, . Vo
: S:rnvmv Fm.xmms. '
m:sownon :

Be it resolved by the ‘Board of Judges.
United States District Court for the Eastern
District of New York that Hauppage in Suf-
folk County on Long Island be designated as
2 place of holding coturt for the United
States District. Court.,
THE FEDERAL COURTS CIVIL PRIORITIES ACT

@ Mr. LEAHY. I think every Member
of this bady, and particularly members
of the Judiciary Committee, must be
aware of the importance of the Feder-
al Courts -Civil Priorities Act. There
are so many different priorities scat-
tered through the Federal statutes
right now that no Federal judpe can
be expected to resolve conflicts.

BNA’s Patent, Trademark & Copyright Journal

‘Tam plea.sed that we are ehmmc_ ing .

the problem, and I am doubly piezseq
that we are doing so in a way that sc.
knowledges the special importance of -
thie Freedom of Information Act.
- Under this legislation, we are impos-
ing a good cause standard to replzce
the maze of specific priorities eXisting
up to now. “Good cause” ls then de-
fined as follows:

For purposes of this subsection, “good
cause” is shown if & right under the Consti-
tution .of the United States of a Federal
Statute (including rights under section 552
of title 5) would be maintained in a factual
context that indicates that a request for ex-
pedited consideration has merit.

Section 552, of course, is the Free-
dom of Information Act.

Is it the Senator's understanding. as
it is mine, that in adopting this legisla-
tion, we are undescoring the unigue
importance of FQIA? L
® Mr. DOLE. I see no other way to:
construe that statutory lahguage.

~ @ Mr. LEAHY. The language in the

House report is excellent on this
point--and I think it strongly suppor’ss '
our own understanding.

I was very pleased that on page 5 of
the report, the following assurame is
glven:

The Committee recognizes in Section 2(.A)
the special nature of Freedom of Informa-
tion Act cases. This section recognizes the™
need to expedite hearings upon the showing
of “good cause” and defines good cause &s
including a right under section 552 of title 5,
the Freedom of Information Act {FOIAY

This language, together with re-
marks on page 6 of the report, is 8
clear direction fo.judeges to construe
this bill liberally to give FOIA cases -
the same fast track they would enjoy
a8 & matter of absolute right. under ex-
isting law. -

My understanding is that as a practl-
cal metter, FOIA cases will have the
same priority u.nder this bill as under
present law, v ’
@ Mr., DOLE. Agam. I a.g‘ree. And
while we are falking about practicali-
ty, it occurs to me that this bill is a
stronger direction to judeges than
under present law . in some - cases.

" Under existing law, a FOIA priority . -

might have to compete - with other
statutory priorities and might not, in
fact, get expedited treatment. Since
F'OIA is the only statute specifically
named +in the definition of “good
cause” and’ since some- cases will

- always be heard before others, I take

this language to mean that judges will
weigh the importance of expedmon in
FOIA cases very heavily in determm-
ing priorities.

© Mr. LEAHY, I agree that FOIA
cases should come out of this bill with

~a very strong presumption of priority,

and I agreg with the Senator that, as a
practical matter, most PQIA cases

shouid be in a better position to enjoy
{moraty treatment than under present
aw,

There is just one more point I would
like to ralse. The House report makes
it very clear that the repeal of statuto-
ry priorities is not intended to elimi-
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“ nate or discourage the continuation of

judicially created priorities which ex-
perience shows are warranted.
o Mr. DOLE. That is an important

" point. We are making our statutes sim-

pler and less rigid for the very purpoese
of giving room to judges to use their
It would be
ironic;, and wrong, if anyone construed
this hiil to have the effect of eliminat-

_ing priorities that judges know are

‘needeq,
e Mr. LEAHY. In the House report,
the commiltee gives some specific ex-

- amples, - and cites United Slales v.
* Hodgson, 492 F.2d 1175, 1178 (10th
- Cir. 1974) and Uniled States v. Davey,

426 F.2d 842,845 (2d Cir, _1970), con-
cerning certain appeals from decisions
of the Comm_ochty Futures Trading

- Commission.

Where cases, such as the Commod-

“ities Futures Trading =~ Commission

cases, have deserved priority in the
bast, the judicial discretion that led to
that priority should be applied under
the new “good cause” standard.e o

The PRESIDING OFFICER. The

- ‘question is on agreeing to the second-
- .- degree amendment,

The second-degree amendment (No.

. 6996) was agreed to.

The PRESIDING OFFICER., The
guestion is on agreeing to the substi-
tute, as amended. .

The substitute amendment (No,
6996}, as amended, was agreed to.

Mr. CRANSTON. Mr. President, I
think this is 2 fine amendment and
will be of great help to the semieon-
ductor industry in California. .

. The PRESIDING OFFICER. The
question is on the engrossment of the
amendments and the third reading of

_.the bill,

The amendments were ordered tn be
engrossed and the bill to be read a
third time.

. 'The bill was read the third time and
‘passed. -

Mr, BAKER. Mr. President, I move:
to reconsider the vote by which the
bill was passed.

Mr. BYRD. I move to lay that
motion on the table,

The motion to lay on the ta.b)e was -

aereed to. _
N a 51
' Mr. KASTENMEIER. Mr, Speaker, 1
yield myself such time as I may con-

sume.
{Mr. KASTENMEIER asked and was

given permission to revise a.nd extend

his remarks.)

Mr. KASTENMEIER. Mr. Speaker,
let me state at the outset that I will
yield for purposes of debate only.

Mr. Speaker, ¥ rise In not only strong
support of HR. 6163, as amended by
the Senate, but in urgent support of it.

H.R. 6163 is entitled a bill to amend

.. title 28, United States Code, “with re-

spect to the places where court shall

- be _held in eertain judicial distriets.”
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Looking at the length and complexity
of the Senate smendment, however,

the amended bill bears little resem-
blance to the bill that we passed.

unanimously under suspension ¢of the
rules of September 24, 1984. A clear
and concise four-page bill has become
a 65-page bill with five titles, .

What has the Senate wrought? Is it
trying to jam down the House's throat
a long list of special interest projects?
Is the Senate sending us the residue of
certain ill-fated legislative projects? Or

‘has the Senate simply used its finite
time in the waning days of the 93th

Congress to refashion into an omnibus
pbackage a number of House-passed ini-
tiatives that have broad-based support
in the House and Senate or have

.become high priorities with the a.d-

ministration?

In all candor, there may have been a
little bargaining in the other hody; it
nonetheless is my contention that the

Senate has sent us a responsible pack-

age: a package that we should pass. In
my capacity as chairman of the House
Judiciary Subcommittee on Courts,
Civil Liberties and the Administration
of Justice, I feel qualified to make this
statement. An examinaition of the

_Senate amendment shows that every -

section In it falls within my subcom-
mittee’s jurisdiction, either -in the
court reform area or as relates fo
copyright, patents and trademarks. I
and my staff have reviewed the bill in
its entirety. As to substance, the
amendment's  provisions satisfy the
high standards necessary for enact-
ment; of a public law. There are no spe-
cial interest provisions, no private
patent or trademark bills, no water
projects. There is not a single section
In the bill that has not received the at-
tention of my subcommittee, -

The Federal budgetary implications
for the package are minimal. It is esti-
mated that the increased tax revenues,
both corporate and employee, result-

ing from title III of the bill (semicon- .

ductor chip protection), standing
alone, will more than offset the cost
impact of title II (State Justxce Insti-
tute),

With  two exceptlons. the Senate
amendment to H.R. 6163 is a collection

.- of bills passed unanimously by the
. House either under suspension of the
- ¥ules or by consent. The two excep-
‘tions were both reported by House
Committees: One of these—the State.

Justice bill—was given a strong majori-
ty vote on the House floor but failed
on suspension The other was reported
by voice vote by the House Science
and Technology Committee.

I should state at the outset that the
package was not my idea. I did confer
with several Senators, however, and
made it abundantly ¢lear that certain
items—that previously had received no
treatment or had substantial opposi-
tion in the House—should not be

-addead to the bill. In addition, I worked
very _ closly with my counterpart -
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. clarifies

Senate subcommitiee chairmari, the -
senior - Senator from  Maryland
[CuarLES MoC. MaTHIAS, JR.] tO reach
agreement of the semiconductor chip
and trademark improvement bills, I
would like to single him out for his ef-

forts.

1 would also like to thank Senators

" PuurnoND, DOLE, HaTen, LEaky, and

Merzensaum for their cooperation and
assistance. Senate staff is also recog-
nized for its efforts. I additionally
would like to express appreciation to

‘the members of my subcommittee.

[MFr. Brooxs, Mr, MazzoLl, Mr. SYNAR,
Mrs. SCHROEDER, Mr. (GLICKMAN, Mr.
Frawg, Mr. Moreson of Connecticut,
Mr. Berman, Mr. Moorueap, Mr, HYDE,
Mr. DEWmE, Mr.. Kinpness, and M
Sawver] for their unwavering support, -

on this package, I have to admit that

being chairman of a 14-member sub-
committee is a bit of & burden. How-
ever, having 13 highly qualified and
expenenced lawyers. as members cer-
tainly provides me: the necessary in-

gredients for & great team effort.

Now, Mr. Speaker, I would iike to
inform the Members about the Senate
amendment in some detail. Under my
discussion of each title, I will high-
light previous House action on ‘the
proposed legislation. At the end of my
remarks, I'will submit into the record
further analysis of several changes t@
House bills made by .the Senate
amendmeént In order to supplement
the legislative . history, - This latter
analysis will primarily focus on the
semiconductor c¢hip *legislation, the
most important provision in the pack-
age, buf may touch briefly on other
elements in the package.

. TITLE I. TRADEMARK IMPROVEE!.’EH‘IB
~Title I of the Senate amendment
the circumstances under -
which a trademark may be canceled or
considered abandoned. Originally pre- -

sented to the House as H.R. 6285, this

title passed on October 1, 1984, unani-
mously by voice vole.

Title I of this bill includes provtsions
which clarify the circumstances under
which a trademark can be found to
have become generie. The language in
the bill before us is derived from the
version reported by the Senate Judici--
ary Committee in S, 1990, with an

-amendment, The House passed & bill

with the identical purpose on October
1, 1984, as H.R. 6285, The substance of
the two bills is identical. The only dif-
ference between the two bills related
to the effective date section. The
measure before us includes an effec-
tive date section whieh uses the lan-
guage not found in the House-passed’

bill. The informal negotiations on this -

measure produced both the effective
date amendment and the following
statement of explanation.

This act does not overrule the Anti-
Monopoly decision as to the parties in
that case. Anti-Monopoly, Inc. v. Gen-
eral Mills Fun Group, Inc., 684 F.2d
1316 (9th Cir. 1982), cert. denied, 103
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| 8.Ct; 1234 (1983). The bill merely over- -

turns certdin elements in the reason-

. Ing in that casé, In addition, this act

also does not say whether or not mo-
nopoly is a valid trademark. This Cen-
gress is not In a positien {o make a de-
cision on the validity of that mark.

Section 104 does not forbid the re-
. opening of judgments on grounds

other than the passage of this legisla-
tion, such as on the basis of newly dis-

covered evidence. It does, however, -

clearly forbid the recpening of any

_ judgment entered prior to the date of

enactment of this act based on the
provisions of this legislation.

By virtue of this act, Congress doés
not intend to alter accepted prineciples
of collateral estoppel and res judicata.

.. These are judicial doetrines of con- -
tinuing validity, and should be applied .
by the courts in accordance with all - -

appropriate equitable considerations,
In  section 104, the phrase “final
Judegment” is used in the same sense as

“judgment” jis used in the Federal-
. Rules of Civil and Appellate Procedure

to inelude a decree and any order from
which an appeal les. (See rule 54 Fed.
R, Civ.P.}

Any student Interested in the Iegzsla.-
tive history of section 104 will note
that my explanatory language is virtu-
ally identical to that presented on the

Senate floor by my counterpart sub-

committee chair Senhator CHaRLES
McC. MatHIAs, Jr. Our joint language,
in the absence of a conference report,
represents the official legislatwe hxsto-

- 1y of section 104.

In' construing the meaning of this
provision the courts should of course,
be guided by the plain language of the
statute. To the extent that there is

any ambiguity, the courts will primari-

1y look to the floor sta.tements of the

. bil¥’s_sponsors. Any other remarks by

other members should be viewed with

.. suspicion. See Turpin v. Burgess, 119

U.S. 504, 505-506 (1886);. National
Small Shipments Conference v. Ciwil

Aeronautics Board, 618 F2d 819 828 -

‘(D C. Cir. 18803, . .
T insertin the RECORD 8 letter to me
from Senator MaTHIAs that cla,riﬁes

. our underst.anding-

. Us. Smam, IR
COMIMITTEE ON ¥HE JUDICIARY, . .
Wﬂshmgton, DC‘ October.ﬂ 1’984

Chairman, Subcommiltee on Courts cmz
Liberties, and the Administration of Jus-
tice, Commitiee on the Judiciary, House
of Representatives, Washington, DC. -

Dear. CHAIRMAN KASTENMEIER: I am writ-
ing In my capacity as Chairman of the

Senate Subcommittee on Patents, Copy-

rights, and Trademarks, to clarify the legis-

lative intent of the Trademark Clarification

Act of 1984, which passed the Senate on Oc-

tober 3, 1884 as Title I of H.R. 6163, As you

' know, this bill Is a compromise between S.
1890, a bill reported out of the Subcommit-

tee on Patents, Copyrights, and Trade-

] marks, and. HL.R. 6285, & bill reported out of

the House Subcommittee on Courts, Civil
Likerties, and the Administration of Justice.

10-11-84

I wa.ni to confirm at thls tinie our rhutual
understanding about section 4 of this Act,

!

posed institute is specifically destgned
to be administered in keeping with the

which is adapted from section 4 of H.R. doctrines of federalism and separation
6285. As you know, it is possiblé that there |0f powers. This means that the State

might be future litigation about trademarks
whose validity has previously been sdjudi-
cated under the test of the Anii-Monopoly
case, Should such litigation arise, the courts
should apply accebted prineiples of res fudi-
cate and collateral estoppel. These aré com-
plex, muiti-factor doctrines developed by
the courts, and there Is 2 large body of decd-
sionis applying these doctrines. The eltation
of any particular court decisions in any of
the legislative history of this measure
should not be construed as an indication
that such cases are to be given any greater
weight than other eases app]ymg these cotn-
plex doetrines. .
With best wishes,

‘Sincerely, . - -

Cmams Mcc MATHIAS, Jr. :

- U.Ss. Senator.
TETLE IT; STATE JUSTICE INSTITUTE

‘Chief Justices and the State courts
themseives will piay a key role in de-
termining the nature and recipient of -
the institute’s funds, Further, the in-
stitute is designed to be a small devel-
opmental and coordinating agency
rather than a large operaling agency
with a centralized bureaucraey. This is
to ensure that different kinds of re-
search ceuld be carried out by those
. institutions best eguipped to do re-
search, without westeful duplieation
of facﬂlnes The same holds true for
judicial education. -

In order to-achieve the Ieg:slation s

vesearch mandate, which admittedly is

only one aspect of the instutute's over-
all charge, it will be necessary to call

Title II of the Senate amendment is| upon the strengths of our academic
designed fo z2id State and local govern-' centers as well as the resesfrch oper-
ments in strengthening their judicial! ations of our judicial institutions.

systems and
against crime threugh the ereation of
a State Justice Institute, This title was
brought to the House in the form of
H.R. 4145 on May 22, 1884, It had over
40 cosponsors from both sides of the
aisle. Although H.R. 4145 received a

-strong majority vote of 242 to 176, it

failed to achieve the necessary two-.
thirds for passage on the suspernsion
calendar. Parenthetically, I should:®
note that the Senate amendment
changed the funding of the Institute
from $20,000,000 (fiscal year 1985),
$25,000,000 (fiseal year 1988), and
$25,000,000 (fiscal year 1987) fto
$13,000,000 (fiscal 1986), $15,600,000
{fiseal 1987), and $15000 000 (fiscal
1888), This reduction represents a
total saving to the :Federal Govern-
ment of $28,000,000. In addition, the
Senate amendmient inereases the State
matching grant requirement from 25
to 50 percent, Last, the amendment
gives the Attorney General of the
United States responsibility to report

‘to Congress on whether the Institute

is being cost effective, is meeting its

. sfatutory purposes, and is respecting

the. limitations and restrietions placed
on it by the Conegress. 'Thus, from en
opponent’s perspective, the bill before
us today is a better bill than we voted

on'several months ago. .

In all other re.spects, fhe Senate

- passed bill is the same as H.R. 4145,

Mr. Speaker, since we last considered
the issue of a State Justice Institute,
one issue has arisen that I want to

" clarifly for the legislative history. Fear

has been expressed that the statutory
provision relating to “grants and con-
tracts” may be construed to exciude,
on a hnoncompetitive basfs, entities
other than those listed in section
208(b)(1) of the Senate amendment to
H.R. §163.

I would like to emphasize that what

-is contemplated is that research and

experimentation will be conducted by
a diversity of institptions, The pro-
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improving the fight'

I. therefore, contemplate a mix of
research by instititions connected to
the judiciary end by independent aca-
demic centers with a proven eapacity
for high gquality research of this Na-
tion's - justice system. I also envision
the possibility of major law schools
working together with their State su-
preme court on an experiment de-
siened to improve the- Judicxary of .
their respective State. - .

My own State of W:sconsin has a5
highly respected law schogl- members’
of the faculty has comménted on and .
-assisted in the drafting of this legisla-
tion. The University of Wisconsin Law
School, through its legal assistance to
mmaws,program and its disputes proc-
essing research program, has estab-
lished itself as a center for high qual-
lty work in both the civil and eriminal
_Jjustice areas, Other law schools have
sum.lar fine programs. There certainly
is every intention of utilizing in the
public interest the resources of la.w
schools suchasmy own. -

- In short, the pnonty trea.tment ac‘
corded State courts in-seetion 206 of
the Senate amendment will not serve

to preclude law schools from engsaging .-

in any endeaveor designed to improve
the fiinctioning of our State judicial
systems. On' the contrary, this Na-
tion’s legal institutions are encouraged
to come forward and to engage in g
mutually stimuiating exchange be-
tween academic centers, research insti-.
tutions attached to the judiciary, and
State judges and court administrators. -

TYPE XIE SEMICONDUCTOR CHIP PROTECTION

Without gquestion, title III of the
Senate amendment is the most impor-
tant section in the bill. It'amends the
Copyright Act to protect semiconduc-
tor chip products in such a manner as

to reward crestivity, encourage inno- - -

vation, research, and investiment in
the semiconductor industry, and pre-
vent piracy. The Senate amendment is
a 95 percent recession to the measure
that was brought before the House on
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June 11, 1984 {see H.R. 5525} and that
passed by a recorded vote of 388 to 0.
Title 1IY is-an opportunity to créate

. the first new form of intellectual prop-

- erty since passage of the Lanham Act

" in the 187¢s. I koow that the adminis-

" tration places a great deal of emphasis
on passage of the semiconductor ch:p
legislatiomn,

. Before discussing the next title. I
would like to pause and note the ef-
forts of two respected colleagues from
Californle, Mr. Ebpwarnps . and “Mr,
MiIneTs, who as chiéf sponsors of the
semiconductor chip legislation, have
worked without fatigue over the past 6
years to achieve what we are voting on

today: int.el]ect.ual propert.y protectlon
for semiconductor chip products. -
Title IIT of H.R. 6163 is the culmina-
tion of extensive negotiations between
my subcommiitee, the Subcommittee
" on Courts, Civil Liberties, and the Ad-
ministration of Justice, and the Senate
Judiciary Subcommittee on Patents,
Trademarks, and Copyrights. Lengthy
negotiations were necessary for several

- . reasons.. First, there-was a fundamen-

tal difference in the drafting of the
-House and Senate bills: the Senate sac-

corded protection for chip products -
under copyright law and the House es-.

tablished a new sui generis form of
protection. In addition, the truly tech-

~ nical characteristics of the property

deserving of protection~mask works
to semiconductor chip products;, the
chip, of course, being smaller than a
thumbnail—made statutory drafting
almost as difficult as understanding
the property itself. Last, the House
. 2nd Senate had different positions on
. the initial date for commercial exploi-
tation of chip products to be set legis-
1atively in order to qualify for protee-
tion under the act. The Senate used
- January 1, 1980 as the qualifying date
and the House.set January 1, 1984 as

. the date.

. Inany event we have resolved these
"and other issues. :
In addition to recognizmg the efforts
of Mr. Epwarps and Mr, MiNera I
-again thank my Senate counterparts,
the Senator from- Mary}and, CHARLES
"McC. MATHEAS, Jr., and/the the Sena-
tor from Vermont, PAT LEary, ranking

- minority member, and their staffs for

- their hard work. I would be remiss if I
© dig not mention the unwavering coop-

eration and suppert that I have re-.

ceived from my own sibeonumittee
members and  especially my ranking
minority member [Mr. MOORHEAD} on
title JXIL
The measvre that ¥ bnng before the
“Heuse today is good legislation. If is a
better measure than the one we passed
o-June by a unanimous vote, and that
was a well drafted bill. o
The measure before us today is es-
sentially the House-passed version.
" The Senate amendment contains elari-
fying and drafting changes which are
discussed at length in an “Explanatory.
Memorandum of the Serafe Amend-
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ment to S. 1201 (as Considered by the

House  of Representatfves)” which I
will nsert in the hearing record at the
end of my statement, thereby making
it part of the legislative history of the
act. -

. Mr. Speaker, this legxslatmn is the
first new intellectual property law—as
opposed to recodifications--passed by
Congress in nearly 100 years. The fun-
damental import of title III is that it
recognizes industrial property as a
right.

Iam Very pleased to report that the
House prevailed on the sul generis ap-
proach, as opposed to copyright. for
protection of semiconductor chip prod -

; uets, The. approach that was incorpo-

rated in H.R. 5525, and that now has -
been accepted by t.he Sensate, is that a
free-standing form of protection is
uniquely suited to theé protection of

“mask works, which represent a unique

{orm of industrial initellectual proper-
Y. -

This new form of mdustrla.l property
should be contrasted with so-called au-
thor’s copyright in literary and artistic
works protected  under traditional
copyright principles. :

Quite clearly, & mask work is not ‘&
‘bock. The measure before us today,
therefore, does not engage in the fatal
flaw of treating books and mask works
simijlarly.

By not suffermg from a "Iallacy of. : ' o
ment that the House can take some

-analogy”—the words of Judge Stephen
Breyer—the act will do no harm to the
integrity and. substance of copyright
law. Te the contrary, it may -even
strengthen traditional copynght prin-
ciples.

: Estabhshment of genera.l principles
of law and consistent application of
the Iaw are matteérs of great import.
As observed by Prof. Lyman Patter-

-son, Emory University Law School

before my subcommittee,

. While consistency for its own sake is a
virtue of small eonsequence, consistent prin--

eiplez for a body of law are eszential for in-
tegrity in the interpretation and administra-
tion of that Iaw.

The House therefore_ prevaxled o1,
what I considered to be the most im-
portant difference between the House
and Senate bills,

I have to admit, however, that the
compromise before us Incorporates
several changes that probably led the.
Senate at the outset to choose a copy-
right solution fo the problem of chip
piracy. Senators MarAras and LEany
have so stated in their floor state-
ments, and 1 can summarize their
thoughts by observing that the com-
bromise before us today is stronger in
three regards. First, the House report

.and the expls.natory memoranda in-

troduced during this and Senate floor
debate assuage fedrs of uncertainty in
the law, leading possibly to years of
litigation while a new body of judicial
precedent is established. Without
question, litigation will resuit; but no
more or less than ariges” from any leg-
1slative enactment

Second, the effective date provisiong
of the act have been strengthened,
The Senate amendment provides-that

the act hecome effective on the date of

.enactment, . thereby allowing and en-

couraging commercial exploitation of
several chips that have been held off
the market awaiting passage.of this
act. The Copyright Office will have 60
days to prepare for administration,

Last, chips commercially exploited on
or after July 1, 1983, will receive pro-
tection under the act, subject to a 2-
year compulsory license that allows in-| -
fringers to continue to sell and distrib- .
ute their inventory of chip products in

existence on the date of enactment if .
they agree to pay reasonable royalties.

T'am not aware of any Infringing chips

that presently fall within the catego-

ry-—July 1, 1983 to. the present—cov-

ered by the act, -

Third, I have a.greed t:o cla.nry that
the House-Senate amendment is based
on &n understanding. that- Congress
does not take-a position on the legali-
l:y. under current law, of chip copying
prior to the effective date of this act.
There is some language to this effect
fn the House report. Whether under
Federal law—including copynghl: law—
State law, or commmon law, “this act s
not intended to affect any legal rights
avallable to chip products commercial- .
iy exploited prior'to July 1, 1983,

An element in the Senate amend-

credit for is an internatiotal transition
provision. Under HL.R. 5525 it was pos-
sitle for-forelgn concerns to obtain
mask work protection in the United
States by transferring all rights under
the propesed legislation to a U.S. na-
tional or domieiliary before the mask
work is commercially exploited, or al-
ternatively by first commercially ex-
ploiting the mask work in the United
States, The. Senate hill (S. 1201)—

based of course on copyright-was - o
somewhat amhiguous on what protee. -

tion was to be accorded foreign chips.
The Senate amendment is & dramat-
fc improvement over both bills, It pre-
serves the option contained in the
House bill, but also creates & transi-

. tion period during which multilateral

and bilateral- cooperation direcied

toward creation sn international order .

of chip-protection is encouraged. The
Secretary of Commerce is suthorized
to extend the right to obtain chip pro-
fection under the act to nationals of
forelgn countries if three conditions -
are mei: That country is making
progress in the direction of mask work
protection; nationals of that country
or persons controlled by them are not
pirating or have not in the recent past
been engaged in the piracy of semlicon-
ductor chip products or the sale of pi-
rated chips; and the entry of an inter-
im order would promote the purposes
of the act and achieve international
comity with respect to the protectlon .
of mask works. :

The Secretary’s authority is sunset .
aiter 3 years. Twa years afte; the date
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"of enactment of this act he will report,
after having consulted with the Regis-

ter of Copyrights, to the Housze and
Senate Judiciary Committees.

Among the stimuli that led to cre-
ation of an international transition
perviod was a letter that I, along with
Senator MartHras, received from the
Honorable Akio Morita, president of
the Electronics Industries Association
of Japan [EIAJ] and chairman and
chief executive officer of the Sony
Corp., Mr. Morita referred to the joint
recommendations .of the United
States-Japan Work Group on High
Technology Industries, made. in No-
vember 1983:

Roth governments should recogmze that
some form of protection to semiconductor
producers for their intelectual property is
desirable to provide the necessary incentives
-for them to develop new sémiconductor
producis. And both governments - should
take their own appropriate steps to discour-
. age the unfair copying of semiconductor
products and the manufacturing and distri-

~ bution of the wxfairly copied selmconductor '
: products

Mr, Monta. fux ther obse*ved tha.t

- passdge of legislation is ** * * highly
desirable, both of itself and as an Indi-
cation of the proper direction for the

- . nternational protection of such intel-

lectual property.” He concluded by
stating that ETAJ will ask the Govern-
- ment of Japan to provide a form of
semiconductor proteciion, as expedi-
‘tiously as possible, through a legisla-
tive framework,

‘Other cauntnes have’ a.lao expre“;SPd

interest in the legxsla.twn before s

today. . .

So, in the spnt of mternat:onal
comity and mutiual respect among na-
tions, the Senate amendment allows
foreign countries with domiciliaries
that produce semiconducter chips to

benefit from the protection of our

- laws during a 3-year window ang enly
if they respect the nghts of Ameriean
chip companies. . .

I am excited about: this innovanve
provision of law; I hope it works, be-
cause it may serve as & useful prece-

- dent in other areas of law; and I look

forward to working wilh the Secrefary

of Comunerce, -and the Register of-

Copyrights, on the intematmnal as-
pects of the act.

The Senate receded to the House ap-'-

proach of not having criminal penal-
ties in the act. It seems that every day

" we are creating a new panel statute of
some sort with little thought given to .
“investigative and evidertiary prob--
- lems, to the burdens on judeges and’
juries, and to the goals of and pres-

sures. on the corrsctional system. ¥ am
pleaseqd to state that we have not so
erred in this act. I am confident that
the strong civil penalty section in the

act will serve as adequate deterrence - -

to theft of industrial property.
With these thoughts in mind, I com-

mend title TII of the Senate amend- -

-ment to H.R., 6163 to the House of
; Rep_resentatives. :

10-11-84

TITLE 1V: FEDERAL COURYS IMFROVEMENTS
Title IV of the Senate amendment is

- composed of three subtitles, each im-
.proves the functioning of the Federal

judicial branch of Government. Title
IV is supported by the administration
and the Judicial Conference.

SUBTITLE A CIVIL PRIORI‘I‘IES_
- Subtitle A permits the courts of the
United States to establish the order of

hearing for certain civil matters. It at-

tains this ohjective by repealing the 80

-or so calendar priorities and by creat-
ing a general rule that expedited treat-

ment can be obtained for pood cause

shown or cases involving temporary cr-
" preliminary injunections. A virtually

identical measure passed the House
unanimously by volice vote on Septem-
ber 11 1984, as H.R. 5645. .

" Title IV (subtitle A) of the hill, reIat-

‘Ing to civil priorities, was amended by

the Senate to strike out the repeal of
certain expediting provisions relating
to civil rights cases. In my view this

- change was unnecessary. In all cases

involving applications. for temporary
or preliminary injunctions, such cases
would receive a priority status anyway
under the provisions of proposed sec-
tion 1657 of title 28, United States
Code, Moreover, any other civil rights
cases involving money damages alone
ean, in appropriate cases, be granted
expedited treatment under the good
£ause provisions. .

. It should also be noted that the
amendment adopted by the Senate
and before us today fechnically does
not accomplish its alleged purpose.

. Proposed section 1657 provides that

notwithstanding any other provision

‘of law there are. no civil prlorma

except the general rules set forth in
section 1657 of title 28.

SUBTITLE B! PLACES OF HOLDING COURT .
Subtitle B amends the judicial code
to create four new places of holding
court, to realign the boundaries of di-

- visions in three judicial districts, and
-to change the place of holding court in
-gne judicial district. This subtitle
passed the. House unanimously by

voice voie on September 24, 1984 (see
H.R. §163). o

The Senate amendment in this
regard is jdentical to HR. §163.

For pertinent legislative history, see
House Report 68-1062 and the House
debate that occurs at 129 .CONGRES-
SIONAL RECORD (dally edition Septem—
ber 24, 1984).

SUBTITLE C: TECHNICAL AMENDMENTS TO PUBLIC
.- LAW 87-164

Subtitle ¢ makes technieal amend-
ments with  respect fo the Federsal
Courts Improvement Act of 1982 (see
Public Law 97-164). These technical
amendments passed the House on the
Consent Calendar on August 6, 1984.

Subtitle C of title IV contains identi-
cal language to that found in HR.
4222, the House-passed bill.

The Senate amendment, however,
adds two further technical amend-
‘ments,
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both relatiig - to the us.

Claims Court. The f{irst change au-
thorizes the Claims Court to utilize fa- .
cilities and hold court not only in

“Washington, DC, but also in four loca-

tions outside of the Washington, DC,
metropolitan area. The Claims Court
must use these facilities {for the pur-
pose of holding trials and for such
other proceedings as are appropriate
to execute the court’s functions. The-
Director of the Administrative Oftice
of the U.5. Courts, with direction [rom
the Judicial Conference of the United-
Slates, shall designate such locations -
and provide for such facilities, The
seeond change allows the chief judge
of the Claims Court to appoint special
masters to assist the court in earrying
out its funciions. Special masters shall

carry out such duties as are assigned; . .

they are to he compensated in accord-
ance with procedures set forth by the

‘rules of the Claims Court. It was not

necessary to state in statutory lan-
guage that the Federal Rules of Civil

-Procedure apply to special masters

gerving the Claims Courts.

Both additions made by the Senate
qualify- as technical smendments to
Public Law 97-164. Furthermore, the
need for both changes is found in
Senate hearings relating to oversight
of the Claims Court,

TITLE V. GOVERNMENT RESEARCH AND
DEVELOPMENT PATENT POLICY .
. Title V of the Senate amendment re-
lates to Government research and de-
velopment poliey. This provisien had
its origin in an executive communica-~
tion from the U.S. Department of
Commerce that took the form of I.R.
5003 and 8. 2171. Hearings were held
in the House Comrmittee on Science

-and Technology and the Senate Judi-

ciary Committee. The House commit- .
tee reported H.R. 5003; the Senate Ju-- -
diciary Committee reported an ex-
tremely diluted version of the original
bill—a version that only amended
Public Law 96-517, thereby only af-.
fecting universities and small business-
es. As chief sponsor of the legislation
that led to enaciment of Public Law
26-517, I greatly appreciate the efforts
of the Science and Technology Com-
nittee not only in the oversight area
but also as relates to protessing legis-
lation necessary to effectuate the act’s
original purposes. In this regard, 1
shortly will yield time to Chairman
Fuaoua and Subcommittee Chairman
WaLcren to discuss In further detail

-~ title V of the Senate amendment.
These two Members will generally

speak to their ongoing -attempts to
achieve a more uniform Government
patent policy. They, I am sure, will in-
dicate that title V of the Senate
amendment is a watered down version
of what started out. as an administra-
tion effort to assist big business, Title
V. which now only applies to universi- .
ties and small businesses, still has sub-

-stantial merit.

Mr. Speaker, I would Jlike my col-
leagues to be aware of three points
which relate to title V. First, my .sub-
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eommittee held no hearings this Con-

' gess on its contents. Second, I have

-ence 0

agreed to hold hearings next Congress
on not only title V, but also on the
broader issue of Government patent

© poliey. I therefore have assured Mem-

hers that the Judiciary Committee will
review the bill that we are voting on
teday and reopen it for amendment if
it is defective in policy implications or
drafting. I do note that there are sev-
eral drafting problems in the hill. For
example, in section 501(4) the refer-
“clause (i) through ()"’
should read “clause (i) through (iv).”
Today we are only In a position of de-
ferring to Senate judgment. Early

next year we will assess the merits of
- the Senate’s decisions and regverse or
“modify them, as is necessary. I have

received assurances from Senator
Dotg, author of title V, that he wili
assist in this process. Third, and last, I
would like to make it clear that noth-
ing in title V. extends the authority of
the Secreiary of Commerce beyond

- the provisions of Public Law 86-517, as

we are amending it today. We are not

-~ extending the authority of the Secre-

tary of Commerce to make systemwide
pronouncements and decisions, bind-
ing on other agencies, that relate te

e Government patent policy.

‘This concludes my discussion of the
five titles of H.R. 6163, as amended by
the Senate, .

I can confidently state that on bal-
ance the package is a very dood deal
for the House. PFive ttnanimously ap-
proved BHouse bills are in the Senate
amendment. A titie of the bill received
a 70-vote majority in the House. The
final title was approved in pari by the
House Science and Techno[ogy Com-
mittee. |
. More importantly, the contents of
H.R. 6163 are sound public poliey;
they are legisiative ideas whose time
has come to the fore; we should vote
for them and send them on to the
President for his signature. Not only

" will the semiconductor industry, trade-

mark .owners, the Federal and State
courts, all benefit form this legisia-
tion, but citizens across this country
will be better off as a result of its en-
actment.

In conclusion, I ask for an aye vnte
on H.R. 6163, as amended by the US
Senate

1320

‘Mr. MOORHEAD. Mr. Speaker i |
yield myself such time as I may con-
sume,

Mr, Speaker, I rise in support of
H.R. 6163, and the Senate amend-
ments thereto. H.R. 6183 represents a
compromise - package of Judiciary
Committee
copyright, patent, trademark,
court reform measures.

Title I of H.R. 6163 embodies the
Trademark Amendments Act of 1984

and

' which passed the House unanimously

" 10-11-84

inifiatives dealing with-

by voice vote on October 1, 1984, as
H.R. 6285. This proposal would clarify
the standard courts use to determine
when a trademark may be canceled or
considered abandoned hecause -the
term has become generic. It does to
propose a new standard for generic-
ness, but reiterates the basic test for
maintaining a trademark, which is
whether the public recognizes the
name as a {rademark.

Title II of H.R. 6163 contains the’

State Justice Institute Act of 1983
which, although rejected by the House
on the Suspension Calendar on May
22, 1984, did receive a strong majority
vole of 243 to 176. Members who have
had reservations about this proposal

in the past should note that the cur- ;

rent version of State Justice Institute,
incorporated in the package, contains

authorized funding levels that are sub- -

stantially reduced from earlier ver-

sions of the bfll acted upon by the.

House. In addition, the Department of
Justice is given a stronger oversight
role, and the State matching fund re-
quirement has been increased from 25
to 50 percent.

The Semiconductor Chlp Protectxon‘

Act of 1984 which passed the House by
a recorded vote of 388 to 0 on June 13,

1984, As H.R. 5525 comprises title ITI
of H.R. 6163. Recently, the Cabinet
Council on Commerce and Trade di-
rected its Working Group on Intellec-.

“fual Property which is chaired by the
Cominissioner of Patents and Trade- -

marks, Jerry Mossinghoff, to consider
the need to protect semiconductor
chip designs. It found thdt while the
United. States dominates- this impor-
tant market, it faces a serious chal-
lenge from foreign competition. It also
found that the R&D costs for a single
complex chip could reach $4 million,
while the costs of copying such a chip
could be less than $100,000. The Semi-
conductor Chip Protection Act ad-
dresses this situation by providing sig-
nificant and needed protection for the
semiconductor industry in a manner
that will aliow it to retain its competi-
tive edge in this important field of
high technology. : .

Title IV of H.R. 6163, is comprise_d 'of
three parts, all dealing with the Feder-
al courts system. The first part of title
IV is the Civil Priorities Act of 1984
which passed the House unanimously
by voice vote on September 11, 1984,

--as H.R, 5645. This important court

reform initiative eliminates most of
the existing eivil priorities with cer~
tain narrow exceptions, therebhy allow-
ing the courts to establish the order of
hearing for certain civil matters.
While I am happy that the other body

saw fit to include this proposal as part

of HR, 6183, I am disappointed at
their lack of action on the Supreme
Court Mandatory Appellate Jurisdic-
tion Aect of 1984, which passed the
House unanimously by voice vote on
September 11, 1984. I hope that the

other body will see fit to consider this

important legislation in  a timely .
manner hext Congress. L
Part 2 of title IV is the Federal Dis-~
trict Court Organization Act of 1984
which passed the House unanimously -
by voice vote ag H.R. 6163 on Septem-
‘ber .24, 1984, This proposal creates
three new places of holding court, re-
aligns the boundaries of divisions of
three districts and changes the place
of holding court in one district.-All of ~
these changes, which will help keep
the Federal judicial system up fo date
with demographie, econornic, and soci-
etal changes in several of its distriets,
have been approved by the Judicial
Conference of the United States and
U.S. Departinent, of Justice, -
The third part of title IV is the
¢ Technical! Amendments to the Federal
-Courts . Improvements Act which
passed the_House on the consent cal-
-endar on August 8, 1984, as HL.R. 4222, -
This amendment makes technical
amendments with respect to the Court -
of Appeals for the Federal cireuit, | -
- Finally, title V of HR. 6163 is com-
prised of the Uniform Science and
Technology Research Development
Utilization Act which was reported by
the House Science and Technology.
Committee by voice vote as H.R. 5003.
This amendment improves upen the
prineciples of the law passed in 1980,
which allowed universities and small
businesses to retain ownership of in-
ventions made under Government
grants and contracts, The bill before .
tus creates even greafer flexihility in =~
university licensing practices by im-
proving the ability of the university to
license iis fechnology. In addition
these improvements assure university
ownership of inventions made while
functioning as the contractor for a
Government-ovned laboratory subject
to certain exceptions, This provision is
gtrongly supported by the adm'msti a-

ion,

On balance this package contamsv
major and for the most part noncon-
troversial legislation. I wounld like to
commend Mr. KASTENMEIER, the chair-
man of the Subcommittee on Courts,
- Civil Liberties, and the Administration

of Justxce, as well as my eolleagues on =~ -

the "subcommittee, Messrs. Brooxs, -
MazzoLl, - SYNAR, Mrs. ScHROEDER,
Messrs. GLICKEMAN, Frang, MORRISON
of Connecticut, . BermawN, HYDE,
DEWInE, KINDNESS, and SawvYER, who
were responsible for processing six of
the seven proposals contained in this
package, five of which the House has-
overwhelmingly endorsed on previous
occasions. Accordingly, I urge may col-
leagues’ strong support for the pas-
sage of H.R. 6163.

O 1330 . :
Mr FISH. Mr. Speaker, will the gen-
tleman yield?
Mr. MOORHEAD. 1 yield to the gen-
tieman from New York.
Mr. FISH. Mr. Speaker, I rise in sup-
port of the package, as has my col-

_ league, the gentleman {rom California.
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Most of these matters have been
overwhelmingly adoted by this body
before this. I appreciate my colleague
stressing the importance of the semi-
conductor chip title to this package,
_and also I underscore his remarks with
respect to the State Justice Institute. -

Whatever reservations Members on
pur side might have had previously.
this is a scaled-down version that is

before us today that 1 think everybody

in this House ¢an accept.
Mr. KASTENMEIER. Mr, Speaker, I

vield 2 minutes, for the purpcse of.

debate only, to the author of the bill
on semiconductor chips, the gentle-
man from California {Mr. Epwagpsl.

Mr. EDWARDS of California. Mr.

Speaker, I rise in strong support of
H.R. 6163 and I heartily commend the
chairman, Congressman KASTENMEIER,
Mr. MoorHEAD, the  distinguished
members of the Judiciary Committee's
Subcommittee on Courts, Civil Liber-
ties, and the Administration of Justice,
and the staff, for bringing this pack-
age to us today. They have worked

-+ lohg and hard to bring these impor-

tant measures to fruition and I con-
'gratulate them on thelr successful en-
deavors to date.. - - )
While -I- support - pascage ‘of the
entire package, in the inferest of time
T will limit my remarks to a few par-
ticularly addressed to title III of the
bill, which is the Semiconductor Chip

. Protection Act of 1984. Back in 1978, 1
and my colleague from the South Bay,
Congressman NORMAN MiNETs, intro-

. dueed our first bill on.this issue. It's
been a long haul and much'work that
brings us here today for this final
voie; and -this vote occurs not a
moment too seon. The piracy-of the
creative work of innovating semicon-
ductor chip firms threatens the eco-
nomic health of our semiconductor in-

dustry and it has only worsened over -

time. With- this measure, innovating
firms finally will he able to combat the
unfair chip piracy that is sapping their
strength and destroying-their incen-
tive to continue to invest in the‘cri-

cial, but- very expensive, creative:en-'’
deavors necessary to maintain Amen-

can Ieadership in this field. - .o
I urge my colleag-ues to support tms

final report. on the  Semiconductor

Chip Protection Act of 1984 today, as.

"they did on June 11; 1984, when the . .

 House passed the bill 388 to 0, I urge’

my colleagues to support the entire . .

package contained in H.R. 6163 whzch
‘is before us today. ... -

Mr. KASTENMEIER ‘M. Speaker
before I yield to the gentleman from
California [Mr, MIngEral I will say that

“the ' semiconductor chip
property protection is the most impor-

tant part of the bill, Over the past 6 -

years there has been no industry that
- has had a greater champion than the
gentleman from California [Mr. Eb-
warps] and the gentleman from Cali-
" fornia IMr. Mrweral in suppoit of
what we are able ultimately to pass
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intellectual .

here today. a.nd X comphment them
both.
. Mr. Speaker, T now yield 2 mmutes
for purposes of debate only to the gen-
fleman from California [Myr. MIneTal.

(Mr. MINETA asked and was given
‘permission to revise and extend ‘his re-
‘marks.)

Mr. MINETA. I thank the gentle~
man for yielding txme

Mr. Speaker, I rise to express my

support for the Federal District Court .

Organization Act. It is my firm belief
that all aspects of this legislation are
worthy of favorable consideration by
my colleagues. I do, however, wish to
speak in particular about the Semicon-
ductor Chip Protection Act which IS
embodied in this packsge,

. The Semiconductor Protection Act is
a bill that my outstanding coliezgue,
Mr. Epwanps, and I have been working
on since 1978. T am very gratified that
our efforts have come to fruition and X
wish to thank my colleagues, Mr. Kas-
TENMEIER, Mr. Epwarps, and M
MoorHEAD and the many fine mem-
bers of the Judiciary Committee for

producing such an outstanding bill, .- - -

This legislation is indeed a soluticn
to a problem—hiow best to make copy-
right protection responsive te techno-

jogical change. - After 'wrestling for

some time ahout the best way to ap-
proach this problem, we have ulti-
mately come up with 2 means to pro-
tect designers and producers of semi-

conductor chips from uriauthorized

copying and pirating of semiconductor

chip designs. Like books and records .

and any other product of individual
design, the financial and creative In-
vestment in a new semiconductor chip
design are enormous and the product
is worthy of protect:on fmm any in-
fringements.

To semiconductor manufacturers -
millions of dollars and thousands of

man-holrs are at stake, Therefore, in
these closing hours of this Congress, 1
am particularly proud that we are éx-

tending protections to this industry '

that are much needed and, I can prom-

ise you, will be much wélcomed by on¢’

of this country’s most outstanding a.nd
promisxng industries, ©
‘Again, I thank my colleagues and

urge a favorable vote. on thi.-s verY‘
.worthy Ieglslatmn L

M, KASTENMEIER Mr. Speaker I

have one ifurther request. I yield 4
~minutes to the gentleman from Flori-
da -[Mr. Fogqual, the distinguished
chalrman of the Science and Technol-

. ogy Committee, who has made really
- .an enormous contribution, particular-

ly to the last title of this bill,

(Mr. FUQUA asked and was given
permission to revu;e and extend his re-
marks.)

Mr, FUQUA. Mr, Speaker 1 rise in

support - of title V, Government Re-

search and Development - Patent
Policy, much of which originated in
H.R. 5003 as reported from the Com-
mittee on Science and Technology to.
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‘the House, on August 8 with biparti-

san support. I would like to assure my
colleagues that almost every provision
contained in this title was considered
and favorably approved by the com-
mittee I chair. I would refer my col-
leagues to House Report 98-983, Part 1
for an explanation of these provisions.
Those provisions, added by the Senate,
tend to be minor in comparison and
clarifying in nature.

T am certain the gentleman from
Wisconsin [Mr. KaASTENMEIER] recalls
our colloquy of November 21, 1980,
upon the passage of Public Law 86-517 -
where we agreed to iry to achieve a
more uniform QGovernment patent
policy. I consider this bill to be an-
other major step forward towards ithat
ohjective.

Title Vis & series of amendments to
Public Lavw 856-517 which established a
uniform government patent polticy for
inventions arising under contracts be-
tween the Governiment and smail busi- -
ness and nonprofit organizations in-
cluding universities. Publie Law 96-517
which was passed because of the lead-
ership of Bop KASTENMEIER was a land-
mark bill replacing a wide variety of
-ageiicy practices with a uniform Gov-
ernment-wide policy of gwmg those
rights to the contractor except in spec-
ified situations. This approach has

- worked well and has contributed to
‘the explosion of new producls and

companies at and around university
communities. We now have the benefit
of over 3 years of experience using
these provisions and the desirability of
certain improvements has become ob-
vious. I would like to point .out to my
colleaguies that with the exception of
Government-owned, contractor-oper- -

_ ated [GO-CO] facilities this legislation

does not extend beyond the limits of
Public Law 96-517. Clearly, there is.
much remaining work to be done on
the broader- public policy consider-
-ations of - Government-wide . patent
policy, but such deliberations will have
to wait until the 99th Congress. Since
there is. a-qualitative gifference be:
tweenr major Government contracts
with larger  businesses- and smaller
grants  and -‘cooperative - a.greements

with universities and nonprofit organi- .-
.zations, it-should not be assumed that

the specific . provsions of Public Law
96-517 will:be those that are applies to
‘larger businesses in next Congress' leg-
islation, The section by section analy-
sis which follows compares the perti-
nent provisions of H.R, 5003 with the
Senate-passed language.

I would like to thank the gentleman
from Wisconsin, IMr. -KASTENMEIER]
for his eritical leadership in working
with me to assure that the House pro-
visions -which assist the -university re-
search community were added to the
‘Senate bill. These provisions involving
disposition of intellectual property -
rights in-eductional awards and of roy--
alties from inventions under university
and nonprofit CO-CO cohtracts solve a

number of Iong-standing problems in

the unwersxty commumty
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In closing, ¥ would like to commend
the gentleman from FPennsylvania
[Mr. Warcren]l and the gentleman
from New Hampshire [Mr. GnEcg;} for
their hard work in developing this leg-
islation at the subcommitfee level.
"Without their bipartisan efforts, it is
. uniikely that we would be able to vote
on this legislation today.

Mr. LUJAN. Mr. Speaker, will the
gentleman yield?

1Ir. FUQUA. I yield to my friend,
the gentleman from New Mexico. .

3r. LUJAN. Mr. Spesker, I want to
congratulate the gentleman and join
him in support of this legislation, but
1 do have some questions that.1I would
like to refer to the gentleman, if I pos-
sibly could.

Is my understanding correct that
-~ this bill will not prevent the Depart-
. ment of Energy from deterinining that
exceptiorial ecircumstances. ‘exist . for
other technologies than those listed in
the new section 202{a)}iv)? .-

Mr. FUQUA. Yes. That' Department
can still request exceptional circum-
stances treatment when appropriate.
Several such circumstances are men-

tioned on page 18 of House Report 98-

983 part 1 which the Committee. on
"Seience and Technology fﬂed on the
- bil] H.R. 5003.

Mr. LUJTAN. Will the gentleman gwe
" further examples of exceptional .cir-
cumstances where this section ma_; be
appropriate?

Mr. FUQUA. Yes, appropnate cir-
cumstances may cccur regarding tech-
‘nolegies related to intelligence and na-

tional security, classified technologies,-

and defense programs work not cov-
ered by -section 202(a)iv). The fact
that a facility falls within section
'202(a)(iv) does not preclude the excep-
tional circumstances provisions apply-
ing 1o other work done at that facility.
Technologies that are under or may be
under agreements with foreign inter-
ests may also need exceptional circum-
stances coverage to permit- the U.S.

Government to proteect these. technol-.

ogies for U.8. industry. Various agen-
cies are also involved exfensively in
.international collaborative agreements

_in which patent and data rights are at .

issue. This bill is not intended to
- impair the ability of these agencies to
enter into and carry. out existing or
future international agreements.

Mr. LUJAN. Regarding the provision
which modifies section 203, must g

party adversely affected by a decision

under section 203 or section 202(b)}4)
exhaust all remedies under the admin-
istrative appeals procedure to be es-
- tablshed urder this act prior to initi-

ating a petition for rev1ew by the U.S..

Clzims Court?

Mr. FUQUA. Yes, a party adversely
affected must exhaust his administra-
tive remedies prior to seeking judicial
review by the U.S. Claims Court, Fur-
‘ther, the determination to be issued
. -under this section prior to & VU.S.
- .Claims Court appeal is to be a final de-

termination on ‘the admlmstramve
record.

please clarify the provision under pro-
posed sectjon 202(b)(2) that permits
the Office of Federal Procurement
Policy [OFPP] to issue regulations de-
scribing classes of situations in which
agencies may not exercise the authorl-
ties under section 202? ‘

Mr. FUQUA. 1t is envisioned that.

the OFPP would confer with and work
with the affected agencies to ensure
that any regulations or guidelines

-issued in sccordance with this section

do not impsair these agencies” ability to
accomplish agency missions.

Mr. LUJAN. Would the gentleman
please clarify tlie regulation drafting

procedures under section 206 and the:

effect that these new regulations will

have on funding agreements excepted .

from 'the act’ under section 202(a}(i)
through (iv)? - ;

-Mr. FUQUA. 'I‘he Department of
Comerce- is expected to consider the.
views and specizl circumstances of the
various affected agencies hecause of
their iong experience in their.respec-
tive high-technology fields both in the

draftmg of these regulations and.in
their interpretation.. For agencies that
have patent policies prescribed by stat-.
ute such as the DOE and NASA, these
agencies are niot prechuded from using

provisions required by such statutes -

and regulations promulgated pursuant
to these statutes to govern inventions
falling = within section 202 D)
through {iv). . ‘

Mr. OBERSTAR. Mr.’ Speaker, .
suppoit the trademark law pro"xsmns
of H.R. 6163 because it provides us the
opportunity te reaffirm the long-es-
tablished, effective test for determin-
ing whether a registered trademark
has remained a2 trademark or whether

it has become. merely a generic term,

withou! significant market value, - |
Prior to a 1982 decision by the Ninth
Circuit Court of Appeals, the test was
whether the public considered a trade-
mark something special--unigte—or

only a general term. if the latter, then

the name was no longer a trademark.

The ninth circuit decision added the
further requirement that the con-
sumer also know the name of the
producer. Such 2 test is unrealistic. It
will make it far more difficult for a
business to retain its trademark.
Trademarks, which have . served to
guide consumers in their purchases-of
long known, reliable goods and serv-

fees, will no ionger serve such a fune- -

tion.

TImitators will vse the former trade-
marks to sell their inferior goods. They
will' use the {rademarks of the best
American prodicts and services. More-
over, the manufacturers.and providers
of the best products and services will
suffer the most as the result of at-
tempts to unload shoddy, less desira-
ble goods and sewnces on an umus—
pectmo' public. .

“search

“We should be particularly concerned

~about- foreign manufacturers who
© Mr. LUJAN Would the gentleman "

would attempt to unleoad itmitation
goods on the market to compete with
higher quality, higher cost, American
zoods no longer uniquely labcled by,
the trademarks so carefully developed
over the years, and which are devel-
oped at considerable eapital m"esl
nient by the manufacturer.

The legislation now “hefore t,hé :
House will provide incentives for guai-
ity producers to continue to offer the
level of quality associzted with their
trademarked goods, H we do not pass
this legislation, those producers will be
hurt finanecially, and ultimately, so -
will be the consumers wha have relied-

upon tradema!ks to gmde thexr‘ pur- 3
(chases.

~The lbg!‘ala.tmn before the House %l .
insure consumers more and better in-
formation- than they would receive as

-the result of theé ninth cireuit deci:
- sion. It will also protect American’ jobs -

against unfair, predatory eompetition
from - cheap. imitation foreizgn imports
taking a free ride on American ingenu-
ity, investiment, worker produclivity,
and consumer trust in a° trademark,
trust founded upon years of experi- -
ence with & particular product, * -

" The House passed title I of H.R. 6163
as separate legislation last week. I urge

.the House to approve it again as part

of the larger legislative. package of
H.R. 6163 because the . trademark
standard contained in the legislation is-
long-established, - sensible,” - - and
straightforward. If we act today, we
can send this legislation to the White
House for prompt action by the Presi- |
dent. American consumers and busi-
nesses will be better for it. . S i
© Mr. FRENZEL, Mr. Speaker, I sup-
port the conference report on H.R,
6183. It was good when it: left the :
House and is betier now. :

The other body has improved our

‘original H.R. 6285 the Trademark,

Clarification Act of 1384, by the addi-
tion of some worthy hitchhikers, nota«
bly the: semiconductor . title. All -of
them, especially the semiiconductor -
bill, are important and necessary. - -~

But the original Trademark Act is
also important and necessary to over-
turn a regrettable decision .of the

Ninth Circuit’ Court. Title I of HR.
6163 does, in my judgment overturn

this nnusual decision, and restores the
traditional Lanham Act profection of
trademarks that has been the stand-
ard for a half a century. :
Passage of this conference report

-will restore needed certamty to our_

trademark laws.e

e Mr. WALGREN. Mr. Speaker. I rise
in ‘support of title V. of H.R. 6183,
which is entitled “Government Re-
and Development Patent
Policy.” As chairman of the Comunit-
tee on Science and Technology's Sci- -
ence, Research and Technology Sub-
cominittee where most of the provi- .
sions of ihis title orizinated. I want to
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recommend these provmons to the

‘House. Thege provisions were devel-
oped over a perfod of several months
in a bipartisan effort involving discus-
slons with all affected parties.

- Tille V contains a variety of amend-
ments to Public Law 96-517, more
~commonly known as the Bayh-Dole

. Act, a law that for a first time estab-
lished a uniform policy for allocation
of intellectual property rights arising

nader contracts between the Govern-
ment and nonprofit organizations or
sutall businesses. This law is generally
credited. with beginfilng the commer-
cinlization of a much hxgher percent-

_age of inventions cecurring under Gov-
ernment contract. The amendments to
ihe Bayh-Dole Act we' ‘have before us
today reflect’ our expenence under
ihat zet.

The first two amendments deal wnth
the definition of “invention” and “sub-

jeet invention™ as used in the act and :

borrow the definition of “plant” =s

~tempting Lo do so.

. These amendments also change the:
‘treatment of Governinent-owned, con--

tractor-operated [GO-COY1 Tadilities

under the Ba.yh Dole Act. Currently.

- an agency has the rlght to exempt
- Government-cwned, ~ contractor-oper-
ated facilities from operaticn‘ of the
Act, After enactment of this legisla-
tien, an exmpetion for the Depart-
ment of Energy’s defense programs
and naval: reactors programs will
remain covering such work done by
these programs at DOE labs, but a
new GO-CO provision will apply to
other GO-CO laboratories and pro-
grams, The. contracters who operate
- these labs wiil be able to retain title to
inventions. oo\.urlng under their-oper-
ating contracts in order to handle the
licensing of the inventions. -

Royalties from this licensing activ 1ty
will be . divided in: the following
manner. First, they. ‘will be used to
cover licensing costs and payments to
inventors. Second, an amount equal to
5 percent of the lab’s-annual budget
may be retained by thé contractor.for
use in résearch and development or
‘educational programs . in furtherance
of the mission of the laboratory. Final-
ly. funds In excess of the 5 percent
level will be split between the 1ab and
the U.8. Treasury on a 25/75 percent
basis with the Treasury - getting: the
larger share, This should give every-
one concerned the ineentive to get the
inventions of these laboratories inte
the commerical marketplace. This ap-
proach has been endorsed by the De-
partment of Energy and by man‘v of
the other affected parties.

Other amendments contained In this
title include codification of regulations
promulgated under the Bayh-Dole
Act, clarification of Invention rights

under financial aid agreements, and a
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variety of other provisions clarifying
responsibilities among executive
pranch agencies and clarifying ambi-

guities in the present text of the_

Bayh-Dole Act, .

The changes have a wide base of
support in the university community
and elsewhere, 1 therefore, urge. my

colleagizes to support this package he- .

cause it is a major step forward in

© Mr. MOAKLEY. Mr. Speaker, as
manager for the Committee on Hules
on the resolution providing for the

consideration of this matter, I have -

previously.  discussed - the procedure
under which we are operating. )

However, I would like to take the op-

portunity to discuss one aspect of this
legislation in more detail and, again, to
commend the bipartizan leadership of
the Committee on the Judiciary for
their handling of this matler. The able

subcommiltee chairman, the gentle-

Cused in the Plant Variety Protection: nan from Wisconsin [Mr

Agi. That act is not smended by this:
title and the record should clearly

state that there Is no int.entlon of at-" 1" cuts tanding _;ob in. hand]:rg thn,

. Inatter,
The Senate qmendments conss 1tute’

minority. member, the gentleman from
California [Mr. MooRueAD], have done

a comprehensive package of palent,
tradémark, and court bill attached to a
teciinical court bhill. This measure in-
corporates a number of matters, most

of which. are noncontroversial, and
almost all of which have passed the
House in other forms:; : ;

Mr. Speaker. title T of the Senate
amendment is very similar to the bill
{H.R. 6285) to clarify the circum-

-stances under which a trademark may

be canceled or considered abandoned,
which was passed by the House on a
¥oice vote on October 1, 1984, I would
commend = the gentleman for ‘his

prompt action to defend our legislative

prerogatives and to reassert existing

law over the one aberrant court deci-.

sion that prompted this legislation.
Under. the pending motion, - Mr,
Speaker, :-the House ‘recedes to the

minor changes of the Senate, which.
are entirely. consistent with the legis--
lative intent of the House, as ably ex-
plained by -the gentleman from Wls

consin héré last week,

“Mr. Speaker, I want to’ take a few’
moments -to address some new lan- )
guage that appears in section 104 of

H.R. 6163, which is quite different in

form from its counterpart section 4 of

H.R. 6285, approved by the House on
October- 1 of this year. Section 104
s5ays that “Nothing in this title shall
be construed to provide a basis for re-
opening of any final judement entered

prior to the date of enactment of this -

title.” In light ¢f some of the contro-
rsies we have seen when Congress
as endeavored to enact retroactive
legislation, this section deserves some
elaboration.
First, the Trademark Clarification
Act of 1084 is not retroactive. in appli-
cation to any cases completed before
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'the enactment of that act. Therefore,

where any final judgment has been en-..
tered—and I use “final judgment” in
the sense that the Federal Rules of
Civil Procedure uses itl—the parties to
that litigation may not reopen the
case on the basis of this new legisla-
tion. Rule 54 defines “judgment” as in-
cluding a decree or order from which
an appeal lies; rule 60(h) refers to

© . *"final judgment” In such a way as to

make clear that it is a judgment from

‘which no appeal lies. That is obvmusly
‘what section 104 is referring to, - -

Thus the statement of the law. of

trademark genericism set out in the
legislation will, and is intended- to,
apply to ongoing cases. That is not a
form of retroactivity, since the entire
legislative history of the legislation
emphasizes that it is intended to.clari-
Iy and clearly restate the law of trade-
mark génericism as it stands through-
out. most of the country, as it has
stood for almost 40 years, and as.it
should stand in every Federal court in
the lJand, ...
. Second, the new law qulte plalnly
will not let General Mills reopen its
litigation - with ' Anti-Monopoly, Ine.
Even though that litigation gave rise
to the ninth circuit opinions, the rea-
soning of ‘which this legislation is in--
tended to overturn, it also gave rise to
a final judement entered by the dis-
triet court in the northern district of
California in August 1983. That final
judegment will not be disturbed by this
new act, just as section 104 states.

Third, and finally. it is important to
note that this legislation will in no
way Interfere with the ability and
right of General Mills tp litigate the
validity. of its. vaiuable “Monopoly"
trademark in Federal eourts in the

" future. The district court in the Anti.-
- Monopoly litigation did not rule.on .

the validity of the “Monopoly” ‘mark,
so the language of the court of appeals
¢ould well have been challenged even
without this legislation. Since title I of
H.R. 6163 speaks to the errors in the
ninth circuit’s opinion, I would not at
all -be surpnsed to see that opmion
challenged in that circnit and in

" others.after this bill is siﬂned into law,

* 'That pomt is* entlrely consnstent
with ‘the various statements ‘in ‘the
Senate that. this title is not intended
to alter.established principles of col-
lateral (estoppel. Urider those prmc1- :
pleg, judicial holdings in one case may

. be used to estop relitigation of the

same issues in later cases involving a

- party to the earlier litigation. That as-

suredly does not mean that the second . ‘

-court must reach the same result as

the first when the first court applied

“errcneous ‘principles of law. So, even

without this legislation, General Mills
would be perfectly free to litigate the
validity of its “Monopoly” mark in 11
other ecircuits, and could even try to

‘persuade the ninth eireuit that its

trademark was valid as against some

party other than Anti-Monopely, Ine,
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. {whose ‘judgsment would be protected
by the doctrinie of res judicata). With
. this legislation—which essentially de-
clares that the ninth circuit’s reason-
ing in the General Mills litigation was
erroneols 'onn & number of distinct

groungds—application . of -the “princi--

-ples” of ‘coilateral estoppel will facili-
tate, rather than hinder, that compa-
‘ny's ability to establish the validity of
its “Monopoly"” trademark. For the
‘eourts have.:long recognized that a
modification of the conirolling. legal
principles-of & case, such. as this legis-
lation brings about, gives Tisé to a rec-
ognized exception.te the: doct.rine of
collateral esteppel. S
" Mr. Speaker, Judge He}ed"Nles who
testlﬂed before the House sobcommit-
tee considering an earher version of
this' bill, wrote a Customs dnd Patent
Appeals; Court "decision' in" which she
. observed that General Mills “has built
-up an enormous goodwill in the mark
MONOPOLY, which hag ‘been - used
since 1935 for & board game™ and that
“MONCPOLY . may properly be
termed a ‘farous’ mark,” (Turedo Mo-
nopoly, Inc: v. General Mills Fun
Group, Inc.,; 648 F2d 1335 1336
(CCPA 1981)) While" the “decision
whether “Monopoly” remains a valid
trademark in the ‘ninth” ecircuit and
elsewhere is one for the courts, and
not the Cong‘ress. this legislation will
make sure that the courthouse doors
remain open to determine that gues-
tion, And it' wili ' make sure. that thera-
tional ‘of the ninth ecircuit’s 1982 deci-
" sion- w;ll not be a.pphed at that. tlme e

.001340

M: KASTENMEIER Mr Speaker.
have no further requests for time, and
I yield back the balance of my time.
- The SPEAKER pro tempore. Pursu-
ant to the provisions of House Resolu-
tion 606, the previous question is con-
sidered as ordered on the motion. .

" The question is-on .the motion of-
fered by the gentieman: from Wlscon-
sin [{Mr, KaSTENMEIER]. . -

.. 'The gquestion was taken, a.nd the
Speaker pro tempore announced that
the ayes appeared to hiave it. ’

‘Mr. FRENZEL, Mr; Speaker IObJECt.
to the mte on the ground that a

© quorum is. not present and make the
point of order that a quorum is not
present,

The SPEAKER pro tempore EVI-
dently a quorum is not present.

The Sergeant at Arms -will notlfy

. absent. Members
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* The vote--was taken by electrenic

device, and there were~-yeas 363, nays
0 not votmg 69, as follows: :
: fRoli No. 4511

Moody

YEAS—363 .
Ackerman Derrick Jefiords -
Addabbo DeWine - Johnson
Akaka Dicks - . " Jones (NC)
A’.l;ostn' T Donnelly Jones (OK)} -

- Anderson . Dorgan - S Ta R
Andrews (NC3 , Dowdy i e
Andrews (TXD)." Downey Kasich .- .
Annunzie . Drejer | B Kaatenme:m o
Anthony - Duncan . " ‘Kazen .- -

. Applegate Durbin - Kemp -~ ¢}
Archer - . Dwyer Kennelly .
AuCoin " BDyson © - ““Kildee -
Badham . . Early " Kindness *
Barnard. ) Eckart.- . - Klecaka
Barnes . ; Edwards {AL) ‘Kolter -
Bartlett': " Edwards (CA) Kostmayer .
gageman o Edwards(DK) " framer

ates - ; Emerson - ina .
Bedell . English. .  josomersin
Beilenson Erdreich ... Leach
Bennett “ieath
Bereuter . - - Lehman(CA)
Berman - . . Lehman (FL] ,
Bevill rLeland . o]
Biaggt Lent
Bilirakis © Yevin -

Blijley - ',Levine Lo
BBogh]ert Lewis (CA)
b R‘-"d, .. Lewls (FL}

o120 ‘Lipinski .
Bonior -~ Idvingston * .

~Bonker . . ~ Lioyd .
Borski Frenzel A
- Bosco- "gw
Boucher qua
Boxer gas_réios ; 'ﬂ’,?tg (MD) i
Breaux e)aenson
BHLE Geicasg ED‘:VI'Y.(WA} R
‘Brooks Gephardt . Lui?n
Brown (CA) Gibbons L"' e
Brown (CO) - Gilman : UNgremn” o ..
Broyhilt Gingrich * - :

Burton (CA) - Glickman. -

‘Burton (IN) Gonzales
Camphel! . - Goodling
poelisc AN S - Martin (L)

C . Martin (NY) . .-

arr - Green .” Martinez
Chandler <. Gresg U Matsui
Chappeil Gunderion _. Mavroules. -
Chapple Hall (OH} Mazzol! .
Clarke " Hall, Ralph B McCair; .
Clay Hall, Sam - " MrCandless’
Coals Bamilton " McCloskey
Coelho Hammerschmidl MeCollum
Coleman (MOY Hanee - MeCur:
Coleman (TX)  Hansen () * - MSD:EEY :
qulms . Harrison - McGratﬁ D
Canable . . Hartnett McHugh . "5
Conte . Hawking . McKernan . ;
Conyers Hayes' " ‘McKinney
Cooper Hertel - "McNu!ty FERNI
Corcoran - Hightower. - 7 ' " groa =0
Coughlin - Hiltis - " Michel - 1
Courter Holt .  Mikulski - .
(C:;):_I;e 20"“’“’ - Miller (CA)

i orton ; )

Cr 31’.1&. Phi]j]:l Hoyer 1&:2::; OH’

Daniel ’ Hubbard Minish
Pannemeyer Huckaby * Mitchell
Darden Hunter - Moakley
Daschle Hutto, - Motinari |

an Hyde - iy

de I Garza Ireland ﬁoll:)han

Dellums. - Jacobs ontgomery -

* Rodine i Stokes 20

Moore
Moorhead Roe Biratton -
Morrisen (CT)  Roemer . pStudds -
Morrison {IWA) Rogers Stump |
Mrazek Rose T lqundqurst
Murphy - Rostenkowskl Swift
Murtha Roukema = .  Synar
Myers Rowland ‘Tallen
Natcher Roybal Fauzin
Neal Rugd Tayior
Helson - RUSS0 "o Thomas (CA) "
Nichols . - Sabo - Thomas (GA) -
Nieison - .. Sawyer Torres
Nowak - .© ' Schaefer- “Towns
O'Brien - - Scheuer “Praxler
Qakar. .: |Sehnefder.: 5y A Udalls  ~ 2 o
Oberstar  SBehroeder Valentine |
.Olin ’ - Schujze ., FVandPrJagt :
Owens -~ . Bcehutner” - [Vahderyritt -
- Oxley " Seiberling” " {Vento: o 4
.. Packard Shannon s Volkimer
‘. Panelta ... -Sharp . :
Parrls iShaw
Pashayan - [Shelby
Patterson: - |Shumway
Pease .7 iShuster .
- Penny .o . Sikorski o
- Pepper , . : AL
Petri . Whitehurst
Pickle-. CWhitley oG s
Porier . - Skelwon -0 - Whittaker .
Price .. . . ._"Slatl.ery . Whitten
“Pritetiard YiSmith (FL) Wirth ’
- Quilien’ iS-nltharA) Sl Wise
Rahall - CBmith ¢NEY | - Woll
Rangel - . . .[SmithiNJ} CWolpe
Ratehford . - {Smith, Denriy - Wortley
Ray . iSmith, Robert " Wright
Reguia, . |Snowe o Weday
Reid La -ﬁuydcr E Wyl .-
;. Richardsen i Spence Yates .. .
. : Ridge” ~ . | 'Spratt . Yatron® - . °
S Rinalde * -1 -8t Germal - Young (AK) e -
Ritter- ...  Staggers . .. Young(FL)
Roberts .. Slangelangd ., - Young (MO}
Robinson - S:mk Z.‘-ch.au- ‘
R NAYS-—-O )
NOT VOTING—~(:9 . .
Alexandfr “Prank . . Mamn (N(‘) .
Aspin ‘Franklim " McEwen
Bethune . Garcia- " V1Y Obey
Boner : Gramm. - - Ortiz
Brooml'ie!d Gray . . Ottinger,
Bryant Guarint . Pailman'
Byron . ° S HelIINy-- - Paul
Cheney..-" - .- Hansen (ID)- = Pursell
Clinger Harkin . Roth
Crane, Dars[el Hatcher "~ Savage
Crockett Hefnor & ‘ienwnbrﬁnn Pr
- D'imours Heftel . - Biman. - :
Davis Hiler Lo L Bolars
D!ckiuson ", Howard - Solomon |
Dingell Hughes - - Sterholm
Dixon. . " Jenkins o Tauke -
Dymally.. Kogovselt, .- Torrieelli | -
Tdgur .. LaFalce . Weaver
FEvans (ILy - ‘Latta " Weber :
Feighan - . ‘Levitas . Williams (MTY -
Perriarg odowery (CAY . Williams (OH)
. Fields o2 Lundine . Wilson :
- Ford(MD) * - 'Marrmtl - Winn
e [] 1400

So t.he motion was agreed Lo,
The result of the vote was an-
nounced as above recorded.

A motion to. reconsxder was lald on
the table.
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Neff's retirement from the Illinois
General Assembly. After 22 years of
dedicated service to his many constitu.-
ents in Wester, 1L, Clarence has decid-
ed that its time to go into a working
retirement at home In Stronghurst, IL
with his lovely  wife, Elaine;, son,
Chuck; and daughter, Janice. )
Clarence Neff is recognized as one of

“fne finest, most trusted and most re-

spected public servants that the Stale
of 1llinois has ever produced. There is
nothing flashy abput Clarence's politi-
cal style; he operates guietly and
behind the scenes. But, after 22 years
‘of maintaining this low political pro-
file. Clarence has accomplished more
in the way of providing excellent con-
stituent services and delivering neces-
sary transportation projects to the
people of his district than any other
publie servant I know of.

For all of his public years, Clarence
has held true to one eloguent prinei-
ple: helping people is the substance of
politics; the friends you make, its deco-
ration. And, there are few people in
our great State more deserving of
praise and recognition than Clarence
Neff. It is truly a political blessing in
Ilinois politics to have Clarence Neff
counted- as one of your friends and
allies. i . :

Mr. President, it is my privilege and
distinet honor to join with friends
throughout the State of Illinois in
saying “thank you' to Clarence Neff
for 22 years of outstanding and dedi-
cated public service.e

TRADEMARK CLARIFICATION
" ACT OF 1984 |

e Mr. DOLE. Mr. President, I have
just been informed that the House has
concurred in the Senate amendments
to H.R. 6163, which passed the Senate
on QOctober 3. I would take just a few
moments to express my appreciation
for the expeditious consideration of
the bill, as amended, in the House and
my support for the packageof legisla-
tive items that it containsy ~

H.R. 6163 has become the vehicle for

an important collection of measures in

the areas of patent, trademark, and
copyright law and court. improve-
ments. The items that make up that
package include the Trademark Clari-
fication Act of 1984, the Semiconduc-
tor Chip Protection Act, the Patent
Procurement Policy Act, State Justice
Institute, civil priorities clarification,
the District Courts Organization, Act,

*and a group of technical amendments

to the Federal Court Improvements
Act of 1980. Each of these items had

" been more than adequately considered

in both House and Senate in the
normal course of the legislative proe-
ess before inclusion in H.R. 6163.

I take particular interest in the pro-
visions of title V of the bill. This title
amends various sections of title 35,
U.S. Code that govern the ownership
and licensing of patent rights to inven-
tions developed by individuals working

“for or with universities-or other non- .
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profit institutions thatl operate Gov-
ernment laboratories on a contract
basis. :

This Senator has been involved wl_t.h
this issue for s numbcr of years, begin-
ning in the late 1970's when the prob-
lem of inadequate commercialization
of inventions. developed with Govern-
ment research and  development dol-
lars first came to my ettention. I
worked closely with our former’ col-
league, Senator Bayh of Indiana, In
shaping legislation that initiated a
change in the philosophy in favor of
Government ownership of inventiens
that had prevailed in the agencies up
to that time. In studying the question
of why so few Government patents
have seen the light of day in the mar-
ketplace, where their benefits can be
returned to the public in the form of
new products and new jobs, it became
apparent that agency rules requiring
Government ownership were the crux
of the problem. Our work led to the
passage, in 1980, of the Patent lLaw
Amendments Act-of that year, Pubilic
Law 96-517. That legislation estab-
lished—for the first time--a rule in
favor of,contractor ownership of in-
ventions developed under Federal re-
search contracts. Due to some con-
cerns, however, over brecisely how
well the new policy would. work, the
1980 law was limited in its application
to universities and small businesses.

The 1980 amendments to the patent
laws spurred a quantum leap in the
number of new inventions patented by
universities and small business operat-
ing under such contracts. Prior to the
passage of Public Law 86-5117, universi-

"ty invention disclosures had shown a

steady decline. Now, such disclosures
are up by & substantial percentage,
university and industry collaboration
is at an all time high, and many new
technologies—such as recent advances
in gene engineering—are cresting new
opportunities for economic advance-
'{nent-whﬂe improving the quality of
ife.

In spite of this success story, it has
become - apparent during the past 4

years that the 1980 law can be im-.-

proved. Moreover, there are Important
areas of Government research that
were not covered by the 1980 legisla-
tion that will benefit from an applica-
tion of its principle of contractor own-
ership. The objectives of {he new legis-
lation are to improve upon the 1980
law with regard to universities and
“expand its reach Lo the Government
contract laboratories managed by the
Department of Energy. which have so
far been exempted from the reach of
the 1980 law by agency regulation.

Mr. President, I will not take the
time now to detall the changes in law
that are provided for in title V of H.R.
6163. I ask that a collogquy between
myself and Senator DeConNcINI, one of
the cosponsors of the legislation, anda
sectional analysis of title V appear at
the conclusion of my remarks in the
Recorp. 1 want also to express my
thanks for the support of Senator
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LAXALT on the bill, and the assistance
of Senators HATcH, MATHKIaS, HEFLIN,
and Leany and their staffs for their
work in helping to move this legisla-
tion off the Senate floor. I would also
note for the record the invaluable as-
sistance rendered by - Congressmen
KasTENMEIER, F1sH, and MooRKEAD in
securing approval the House floor,

The material follows:

SuMMARY OF MAJOR PROVISIONS CONTAINED
iN Titie V or HR. 6163

1. B, 2171 allows agencies to limit patent
ownership by small business or nonprofit or-
ganizations that are not located or do have
a place of business in the United States,
This will clarify that agencies can control
the export of technology in cases where the
performer is not a domestic organization.

2. 8. 2171 repeals the P.L. 96-517 provision
excepting inventions made by nonprofit or-
ganizations when operating Government-
owned laboratory facilities. This provides
for uniform treatment of all domestic non-
profit organizations regardless of where
they perform their federally funded work
and is particularly important to organiza-
tions that manage Department of Energy
laboratories.

3. As part of the change affecting non-
profit contractors of Government-owned fa-
cilities, 8. 2171 includes a limit on the
amount of royalties that the contract opera-
tors are entitled to retain after paying
patent administrative expenses and a share
of the royalties to inventorg. The limit is
based on five percent of the ennusal budget
of the laboratory, but includes an Incentive
provision rather than a simple cap to stimu-
late continued efforts to transfer technolo-
gy if royaitiés ever reach the [ive percent
figure. This provision ensures that Govern-
ment shares in the results of its research ex-
penditures in the event the contract opera-
tor of a Government laboratory makes a
major discovery.

4. S. 2171 includes the favorable reporting
provisions that were developed in OMB Cir-
cular A-124. These provisions have been
proven to work. Small business and nonprof-
it organizations should be assured of their
continuahce beyond February 1985 when A-
124 is scheduled for sunset expiration.
© 5. 8. 2171 repeals certain conditions placed
on licensing of inventions by nonprofit orga-
nizations. Among the conditions repealed is
the {ive year cap on the grant of an exclu-
sive license to an industrial concern (other
than a8 small business). This provision has
made the licensing and development of in-
vention that require Food and Drug Admin-
istration approval prior to marketing diffi-
cult to negotiate. Its repeal will remove a
substantial barrier to industry participatior
in research projects at universities anc
cther nonprofit organizations.

* 8, The authority to Issue regulation
under P.L. 98-517 is consolidated by S. 217
from the General Services Administratio
and the Office of Management and Budge
into the Department of Commerce. Thi
consolidation is consistent with other Con
merce responsibilities for creating an env
ronment favorable to the commercializatio
of the results of federally-funded resvarch.

7. 8. 2171 expands the definition of i
vention” in PL. 986-517 to include-—''ar
novel variety of plant which is or may |
protectable under the Plant Variety Prot
tion Act (7T U.S.C. 2321 et. seq.).” This
sures nonprofit organization ownership
some inventions resulting from research
agriculture which were not previously o
ered by P.L. 96-517.
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‘be feasible either because no small business-
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Senator Dotz. Though changed, para.
graphs (bX1) and (2} are substantially siml-
lar to the existing provisions, except that
the Department of Commerce, rather than
the General Accounting Office, will maln-
tain regular oversight aver the use of excep.
tions. However, the GAQ s still charged
with annually reviewing overall implemen-
tation of the Act. A new paragraph (4) has
also been added which gives the contractor
the right to aceess to the courts when he be.
lleves the agency has abused [ts discretion
{n exercising an exception.

Senatar DeCowcinr. Why have more de-
tailed reporting, election, and ffling provi-
sions been substituted in 35 U.8.C. 202(c)?

Senator DoLe. The new provisions in 35
U.8.C. 202(¢)¥1)-(3) are based on the stand-
ard clause now in use under OMB Clrcular
A-1324, which implemented P.L. 96-517. This
specificity Iz intended to eliminate any
future arguments concerning the Intent of
the Congress. ‘We had thought that the
Senate Report on the current provisions of
P.L. 96-517 was clear but this did not pre-
vent resistance from some agencies.

Senator DeConcing. And what ahout the
revislon of 35 U.8.C. 202(c)(4)?

Senator DoLr 35 U.S.C. 202(c)(4) deals
with the license rights reserved to the Gov-
ernment. The process of implementing P.L.
968-517 revealed some ambiguities concern-
ing the rights the Government could retain
in order to bonor foreign commitments.
This change clarilies that the agency may
retain more than a mere license in foreign
rights {f this i3 what is necessary to honor a
treaty. At the same time the amendment is
intended to clarify the types of foreign
agreements covered by section 35 U.S.C.
202(c)(4} and to require an agency to tie its
use of this right to a foreign treaty or agree-
ment that Is in existence at the time the
contract is executed. The current language
includes “future treaties,” which is too open
ended and can place a cloud over the foreign
rights retained by the contractor,

Senator DeConcini. I applaud the addl-
tion of the small business preference lan-
guage in section 202(¢)(T). How is it intend-
ed to work?

Senator Dore, Bas:ca.lly. it is intended to
place a duty on nonprofit organizations to
seek small business licensees. However, it
recognizes that in many cases this wiil not

es are interested or because those that are
may lack the resources necessary to bring
the Invention to the market. We expect the
universities to make good faith efforts to U
cense small business firms but to retain th
disc_ret!on to choose large firms aver sm

The burden Is on the nonprofit contractor,
of course, t0 make a reasonabl as to
the suitability of small business lHcensing.
Senator DeCownciNt, What [3 the purpose
of the new language that has been added to

. the march-In rights section?

Senator Doix. The language that has been
added to 35 U.S.C. 203 has two main pur-
poses. First, there ia currently some confu-
sion as to whether march-in determinations

e subject to the Contracts Dispute Act
and therefore reviewable by Boards of Con-
tract Appeals. Current regulations Imply
they are. This has ereated a dichotomy in
agency procedures between grant and con-
tract inventians.

The propnsed language will take march-in
decisions out of the Contract Dispute Act 30
that the same procedures can be used under
grants and contracts. It is also intended to
make clear that review of march-in decl-
sions should be done by policy officlals at
the agencies, with a view toward the pur-
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poses of his legistatlon. It s strictly a
matter of lexad interpeetation.

Finally, this langunge makes express the
unstated assumption tn the current law that
march-in determinations are reviewabte by
the courts.

Senator DECoNCING A new section 212 has
been added covering fellowship and other
awards having edueational purposes. L
would have thought that the agencies would
not clalin patent rights {n non-research
projects, Why is this necessary?

Senator DoLE. You are correct in your as-
sumption: however, some agencies neverthe-
less clalm patent rights in awards that are
mnde to help educate or train sclentists.
This amendment is intended to stop this
practice. This will be true even if the fellow-
ship involves university research, =

I should note that it is rare for Inventions
to be made exclusively by educational grant
recipients, and gevernment retenion of
rights in such cases has made established in-
ventors unwilling to train such individuals
for fear of government retention of rights (f
tlie student ig listed on the patient applica-
tion a3 a co-inventor with the professor or
employer.

Senator DeConcini It 18 my understand-
ing that many federzlly funded inventions
are either being developed or currently mar-
ketered under licensing requirements far
more restrictlve than those in this bill.
What is the effect of this legislation on the
Heensing requirements applicable to these
inventions?

Senator Dote. While this bill encourages
the full development of new federally-
funded Inventions by authorizing exclusive
licenses for the life of the patent. you are
correct that many inventions were discov-
ered and are belng marketed under the
terms of Institutional Patent Agreements or
the provision of Public Law 96-517, before
the current amendments. which provided
for & maximum of five years of on-market
exclusivity. This restriction. if continued,
will place older inventions at a competitive
disadvantage with newer ones, for which
maore lenxthy exclusivity is permissible, and
ay well result in the failure of these older

It is our intent, In enacting this legisla-
tion, to create a uniform patent and licens.
ing policy applicable to all federally-funded
inventions. Although the bill i8 sllent on the
question of retroactivity, it 13 certainly our
Intent to strongly encourage agencies ad-
ministering university patents filed before
the current amendments to permit compa-
ntes marketing products under these pat-
ents to extend their exclusive licenses for
the life of the patent, consistent with the
provisions of this bill, provided that the
companies that request such an extension

"have complied with the requirements of the

IPA and have acted responsibly in commer-
clalizing the invention.

Senator DrCowncin:. I thank the Senator
Tom Kansns for his clarifying remarks.

NA’I'O: HONING THE GRAND
STRATEGY

e Mr. LUGAR, Mr. President, I would
like to share with all my colleagues an
article which was written by David Ab-
shire, U.S. Ambassador to NATO, and
pubiished In the Wall Street Journal
on Wednesday, September 13. This ar-
ticle brings to light the NATO Allil-
ance’'s grand strategy and focuses in
particular on four key factors that mo-

tivate that strategy: Political dynam-

lcs, military deterrence, resources, and
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public diplomacy. I ask that-this arti.
cle he printed in the RecoRrp. -
The article follows: - -
NATO: HONING THE GRAND STRATECY
(By David M. Abshire)

BRUSSELS.—A popular refrain of critics of
the North Atlantic Treaty Organization is it
does not have a comprehensive strategy.
After serving as UJ.S. Permanent Represent-
ative to the North Atlantic Councit for more
than a year, I would reject this eritteism.,
The alliance does have a strategy—indeed, a
grand strategy-—and has been actively ad-
justing it to realities of the 1980s.

This question ls especially timely in light
of the first official visit to the: US. by
NATO's new secretary general, Lord Car-
rington. A former foreign and defense secre-
tary of the United Kingdom, Lord Carring-

_ton brings impressive skills and experience

to his new post. He has signaled 2 special
commitment to strengthening the overall
strategy of the alliance,

Grand strategy ls ot just a military con-
cept. It also encompasses political, econom-
ie, and even public affairs elements—all the
force that can be brought to bear to achieve
the strategy's end. In the West's case, the
end Is clearly stated in the preamble of the
194% North Atlantic Treaty. which affirms
the sllies’ determination to unite in a collec~
tive defense of '‘the freedom, common herit-
age ana civilization of their peoples.” These
goals continue today, 35 years later, to be
the binding force of the alliance. They moti-
vate allled strategy, which centers on four
key factors: political dynamics, military de-
terrence, resources and public diplomacy.

Political Strutegy. Soviet strategy during
the drama over deployment of intermediate-
range missiles was not oniy to divide Europe
from America but also to divide Europe
within itself, Soviet Intimidation was
equaled only by that disp!ayed during the
Cuban missile and Berlin crises. Yet, to the
Kremlin's surprise, NATQ remained united
in defense of peace in freedom.

After the high point of the missile drama,
the NATO Council agreed to a proposal by
Belgian Foreign Minister Leo Tindemans
calling for a detailed assessment of the last
17 years of East-West relations—a study
that led to the June NATO Foreign Minis-
ters’ “Washington Statement on East-West
Relations.” The allies agreed that in the
early years of detente substantial progress
was made I[n reducing tension, spurring

trade and expanding the East-West dia-
logue However, they concurred that Mos-
cow's relentless arms buildup, aggression in
Afghanistan and pressure on Poland have in
more recent years caused a serious deterio-
ration in East-West relations. Thus, they
saw & need to fine-tuhe political strategy by
payving closer attention to requirements of

restraint, reciprocity and accountability in a
“more realistic and constructive dialogue."”

The allles have been actively irying to
stimulate the dialogue with the East by ad-
vancing a host of new proposals this year—
at ongoing negotiations In  Stockholm,
vienna and Geneva. In contrast, the Soviets
continue to boycott negotiations on nuctear
weapons, Nevertheless, when the Soviets do
decide to return to the negotiating table,
they will find interlocutors prepared to talk.

Deterrence Strategy. NATO is the first
great alliance in history ever to have a
clear-cut deterrence strategy.

In the wake of sustained deba:e in the
early 1980s on both sides of the Atlantie, it
iz generally agreed that NATO's strategy of
“flexible response'* and forward defcnse re-
mains the best available, That strategy is
meant to deter an aggressor from thinking
he might gain objectives militarily at an ac-



