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'Mr. Chairman, I'appreciate and thank you‘and the committee for

the_-opportﬁnity"to appeer 'before” 1t to present testlmony o

‘relevant to HR.1937, the Patent Term Restoratlon Act.¥ I‘hope,

in'_the few 'minutes _avallable, to' acqualnt 'you_ w1th 'the

o 1mportant and con91derable impact whlch thlS leglslatlon, when hthj.

passed, can have on the unlver51ty communlty 1n general, and

-upon the Unlverslty of Wlscon51n in partlcular.&

n ‘Flrst may - I brlefly quallfy myself.j I an. now the Dlrector of :

Llcens1ng for the Wlscon51n Alumnl Research Foundatlon (WARF)'

and have_been such for 20 years, followrng nearly 10 years of ST

'service as the Assistant Director of Llcen51ng.-I-am a member

_of  the Licensing ~ Executive -Seciety‘ 'an"iinternationalph

'_organieatiOn Commltted to 'the profe551on -ef technology'hﬂ'i

~ transfer, and currently serve on the Board of Trustees_e

' US/Canada.

For the benefit of Commlttee Members and Staff not 8o wellt_?;;

_ ecquainted with our Foundatlon as you are, Mr. Chalrman,_WARFf”
is_a"corporation, whlch exists for the purpose of supportlng'

research at the Unlver51ty of Wlscon31n in two ways,' These |

are: 1) %o prov1de a channel through Whlch dlscoverles made ”'h

tAat,the_Univer51Ly can be transferred to the industrial sector,fpf”*

and 12} To grant monies recelved for the .hse‘ of such

 discoveries bacK to the Unlver51ty to support new research




. WARF is’ fully set apart from the Unlver51ty but ex1sts solely ef:

'for the beneflt of the Unlver51ty of Wlscon81n.r The Unlver51ty'

1nventors are not obllgated to take 1nvent10ns to WARF but do'i’

so on a. voluntary bas1s.. In turn, WARF S grants are to the:~g

: Unlver51ty, not back to 1nd1v1duals.‘ WARF has operated 1n thlsﬁf

‘manner since 1925. o

Through" the unique’ combination of' the strong llfe—501ence,f'?

-research which has " 10ng -characterlzed the Unlver81ty fof:

.-u;Wlsoons1n, Madlson,.and the effectlve use of the patent system;.;'

-f wh1ch workS".so well -for chemlcal_rlnventlons,_ WARF’

| contrlbutlon to the Amerlcan people has been greatest in foods f*"

_'and pharmaceutlcals. Its role in brlnglng Steenbock's Vltamlnrfiir

D to the U.S mllk supply in the 30'3, followed by 1mproved_l;ij

iodine retention in table salt as taught by Professor Hart is

fwidely reCOgnized..'These- were followed byr Prof --Llnk'

dlscovery of the antlcoagulant warfarln. Whlch came to lneanfrl,r_

.death to rodents but llfe to humans. ]J

I take time to mention these because,-of'course,'it'is this e

'class' of invention Wthh today is most affected by thel'
_necessary but tlme consumlng regulatlon‘by federal agencies..
You will. receive exten51ve testlmony from -the-.affected;u
industries Whlch w1ll document and support the substantlal 

public’ beneflt which can accrue from thlS leglslatlon.' Let me




' assure YOu that the universities will also be beneficiaries of

Patent.Term Restoration.ﬂ e

Because warfarln contlnues to make a major contrlbutlon to the

d control of rodents even though the patents explred long ago, I

pthought it  might prov1de an - 1nterest1ng' and relevant 'case”_”f

| .hlStOIY.: Our files show that the patent appllcatlon was flled,ﬁ

on April 2, 1945 and the patent 1ssued on September 16 ‘1047,

| Licensing : efforts- Cwith _tthe_’ establlshed N marketers of-ﬂt

. rodent1c1des falled to generate any 1lcenses._' WARF 1tself'fp

._ undertook to obtain the necessary permlts from the USDA to_‘-""”'

ﬁfaC111tate fleld testing by_pest control. Please recall that
_these were the"good old days fondly remembered by those who‘

- today must reglster such a compound w1th the E. P A.

~ The :permitf was -first.'disoussed' on"June' 1, 1949 Wlth. USDA_:”

representatxves and perm1551on to market on an experlmental
ba51s was granted‘September 1949.‘ By June.29 1950 the testsrdff

were finished and registration completed!! l,"}_,lf:5d"_,"t

.Llcenses were grantad on December 1 '1950°and WARF royalty:"

income in 1950 amounted to $248, 394 and averaged $300 OOGIYeareape_

untll patent explratxon in 1964.

The regulatory delay of only one year -ftrivial'bY“todaY'sirl

'd'standards, can be presumed to have cost the Unlver31ty of d“

‘Wisconsin $300,000 in lost revenues. The tlme requlred before'”




.:EPA today would probably exceed one year and the loss to the |

Unlver51ty proportlonately 1ncreased

-These dollar amounts achieve greater s1gn1f1cance in terms of

_WARF's annual royalty income whlch in, the - same perlod totaledr

"only about $600, OOO/year Hence the lost revenue would havee:f'"ﬁ

uformed a substantlal portlon of the WARF annual grant to the’.

_Un1vers1ty of Wlscon51n in support of research

" When discoveries are made at the University of Wisconsin the
information is 'promptly' published-”by' meansffof7 theses,fw

scientific papers,= seminars  .and _-technlcal f3programs;h:

: Patentablllty requlrements are not permltted. to 1mpede thlS - [g:

flow of 1nformat10n. The ‘U.s. patent 1aws prov;de, however,:l
'.that prlor publlcatlon prohlblts ethe grantlng of patentfc
“protectlon if the publlcatlon of an.lnuentlon occurs ‘more thana-
~one year prlor to the flllng of a patent appllcatlon._ Thus

WARF must make - its inventions evaluatlons and flle patent

applications promptly to preservee rights,' yet the better'__"

‘ understanding ‘of 3the invention and its probable worth is.:'

'uSually developed as the result of'later studles.u Durlng that
._rather tlme consumlng process the v1able patent term lnexorably:l]

_dlmlnlshes.

:Whlle an 1nvent10n may be consrdered to be complete by a

'unlver51ty s01entlst, hls 1ndustr1al~counterpart w1ll'cons1der.

" the project to have only been begun.”'True public benefitefrom'e7'7”




the 1nvent10n cannot accrue untll the safety and efflcacy of
the product is establlshed through expenslve and tlme consumlng :

jtests. The task of conv1n01ng the market or the market serv1ng

dellvery systems of the merlt of the 1nventlon also remalns tO'x‘-"

be accompllshed Whlch too,. requlres a majorj_lnvestment
' thtle wonder that only the best of unlver51ty output reachesk

the out81de world

It is our task -at WARF to cross this _interfaoe,':'This' has‘~j“

becomehincreasingly difficultyduring my career'whioh_spanshthe'e
yperiodt.dduring"'which the'_ federal _'regulation'y:of.lefoods;;f
pharmaoeuticals, pesticides, and other agrlcultural chem1ca1
- has beoome.more erpensive'and tlme consumlng, and the tlme for'
the licensee to recoup its 1nvestment has grown proportlonately

shorter.

V.As do all new product related enterprlses, WARF must 1nvest 1n'

- ten or more inventions to average one that w1ll produce o

revenue;. To lose a large proportlon of the patent term to_h-:7'

regulatory delay on the successful ones 51mply reduces elther'”
'our ablllty to llcense new 1nvent10ns or adversely affects'

- WARF's grant for addltlonal research at the Unlver51ty.

As you may 1maglne, there are many colleges and- unlver51t1es
'ywhlch own patents and asplre to augment their budgets w1th
patent-related 1ncome. There is a Socrety of Unlver51ty Patent.

'Admlnlstrators {SUPA); the membershlp of Wthh represents about



100 such institutions. .Although not authorizedjtoﬁdo.so,yl.}:'h

" know that I speak for all of'them in presenting my support for

" HR 1937.

| University inVentions are'filed ‘early, resulting'in early'patentl
-dates, yet suffer 1ong development tlmes Wthh have become ever'

.'_longer due to federal.regulatlon.g HR 1937 w1ll redress thlS to

a major extent.-'Please work for 1ts passage_ln-the House of_i__ﬁf

' “Representatives.

CIf HR 1937 is passed, :it"will be:'because' vouh'and 'vourl SR

'colleagues cons:.der it ‘to belln the :Lnterest of the publlc. :
'h'That being the case,- may I ask Why should 1ts beneflt. be'f
.llmlted to 1nvent10ns approved after 1ts enactment7 WARF and'
many other _owners of ex1st1ng patentsu have suffered the€
'_shortenlng of the life of currently productlve patents.: We
recommend. therefore, that ‘the blll be modlfled to provrde 1tsf'
. beneflts to those products whrch have completed the " regulatory -

.rev1ew but whose patents have not explred

"Three of” WARF. s 25 .currently corhmerc:Lally used patents vrere
'substantlally delayed by the regulatory process, but are now 1np.'
::the market place and produc1ng income Wthh w1ll be applled to_'
‘further Unlver51ty research efforts.* We also own patents or

patent applications on nlneteen, other 1nventlons whlch must




‘befOre_they can provideepublio behefit,'paSS_federal:regulatoryh

review.

To - summarlze- ‘U.S. unlver51t1es do $5 bllllon of researchf -

, annually w1th funds supplled by the publlc through Government:p

' agen01es. : ;The resultlng dlscoverles-- and/or t echnology_

developed will accrue to the beneflt of the publlc only Whenfhf

1ndustry adopts them and flnlshes the complex task of readylng; |

them for commer01al use. Federal regulations slow thls_:iphh

process, make it nmre'expen51ve,.but worst'of‘all, 1ncrease”'

its uncertainty.

As a result, those_of us cherged.with the iesponsibility'forh

" the transfer, are successful with.onlyrthose iﬁﬁentions”for;”d -

which the peroeived risk is least.

Passage of HR 1937 will‘change thie balance favorably‘towatd

'5more 1nventlons belng accepted for development by _lndustry.'pjt

_Th;s will benefit the publlc, the industry and the unlver51ty:'

sources of the new;product.t



