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STATEMENTS OF ,\H? • [-;()';'iA?D ~'\!. 3RE:MER, PATENT COUNSEL,

f'iISCONSIN ALUMNI RE:S:=ARC:-i FOuiii.iATION; AND DR", ViILLA::iD

MARCY, VICE PRESIlJENT, RESEAflCH CORPO'lATION.

Senator Schmitt. Mr. 8remer, will you· proceed first~

please ..

Mr. Bremer. Yes. Thank you yery Touch.

I appreciate the opportunity to participate in "Chese

hearings and present the views of academia, My remarks

today are made on behalf of the University of Wisconsin, the

American Council on Education which is the largest

association of colleges and universities in the nation, the

Committee on bovernmen"C" Relations of the National

Association of College and University Business Officers, and

the Society at toe University Patent Administrators.
".

I have been engaged in the transfer of technology from

the university of \:':isconsin for the past 1.9 years as patent

counsel l:or the~'lisconsin Alumni Research Foundation, ','/hich

foundation functions as the invention and patent

ad~i~istrction arm ot th9 University 07 Nisconsin,and I

h··-~~c.· dr~'\/n u""on t'n-. ..... :.:lx·neripnc:::> :::<nd ';"h~ exoe-r:pnre 0·-::1JC'l,-, o.~. ':-' ,at. ...... :-' ...-. '-" 0 •. · L..... • .. .1. .... '-" 1

numerous colleagues of mine who have been simi larly engaged

for these remarks.

I might add a1: this point that part of that experience

elsoir:iiolved ali adafllsnt: posi cion by the Uepartr?,8nl. of the
tl,Y/

Itlt,erior on t+1-e orc jJrt:ce ssin::j invention 'llhich discouraged
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lJRi "3 r 3 i tv aRC: comce rc i a1 par r.i ci pa tIon.

2 f=unoar:-:ental to the PJ si tion of the 'Urli versi ty community

3 witn regard to ehe disposition of property rights resulting

4 from research and development activities sponsored and

5 funded in ';{hole or in part by the Federal Government are

6

7

certain strong be,liefs

the experience of many

.
Which have been amply reinforced by

4'>1c-h~ i-ke.>-e.
ye2rS~are the following:

8 One,. that l.he patent. system, imperfect though it may be,

Y is the key to the convair-sian ofsci9ntifickno\·,ledge into

10 production benefitting human welfare-.,
11 T\'IO. that, as stated by Chief Judge Markey of the CCPA,

12 no instieucion h<Js done so much for so many with so little

J3 public and judicial understanding as has the America0 patent

14

15

system.
"

Tht~;. tnat the basic consideration in ehe disposition
'.

16 of intellecwal property rights should not be ({hether the

17 government or the contractor should take title to such

18 property when itis generated i,n I,·,rhole or in part with

I;;

20

Government funding, but 1 in whose hands
~~

of primary righcs toAinvention serve to

\\li11 the vesr.iture
..._--_._~ ....-

transfer the

21 inventive technology masc qUickly to the public for its use-_.----_.__._----

22 and benefit.,
23 rour, that the absen:e of a uniform governr:lent patent

24 policy has been a serious disincentive to successful

25 technology tran3ter fro;~ the universi:y to the public and
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has, in fac,t, often deprived the public of the fruits of

2 basiG research.,

(
3

4

FiveR that the absence of a uniform 90vernm~nt patent

policy which reflec~s and supports our system of free

5 enterprise has helped to put the U.S. at peril in the world

6 economic scene!;

7 Six, tha~ science has over the ysarsbeen made

8 increasingly subserviene to politics, with decisions being

\I made not on scientific facts but on political opportunity .
•

10 Seven. that the talene of invention must be given the

1 I maximum encouragement by prOViding the inventor and the

12 proce ss of tecbnolo;y transfer all necessary stimuli to

13 inventive and innovaci~-~ activity in a free enterprisev ~ of •

•

( 14

15

environment.,
Eight, that. the less restricti ve a government patent

16 policy is, the greater is the transfer of technology under

17 the policy. ~~J
~

18 krrd" Nine, that a uniform government patent policy under

19 ','I hi c h t hacon tractor h3S the fi rst option to acquire ti tIe

20 to inVentions made in 1.1hole or in part with governrrient funds

21 will provide the maximum stimulus to invention and

22 innovation and will be in the public incerest.

23 I,: appears to us th-at the goals of S. 1215 and the

\
24 universi~y co~murlitj ard essentially the sarne,and, as an

25 instruGent to~ard achisvin~ such goals, ti16 univers.ity
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CO~!W1L:ni "Cj, a s repr~5ent9d by the organi zationson be hal f of
uJl'(~
wAGffi I spea~, supports S. 1215.

Ac the outset it must be presumed that government

4 research dollars are made available in the expectation of

5 not only developing basic knowledge, but also in the

6 expectation that the funded research I"lill lead to products,

7 processes, and techniques which will be useful and

(3 acceptable in all or part of our society to improve the

y well-being of the society in general.

lOIn the face of this pre sumption it is apparent that

11 inventions, Whether made through the expenditure of private

12 or governmental funds, are of little use to society unless

13 and until they are util+zed by society. In order to achieve

14 such utilization it is essential tha-t the invention be

15 placed in a form or condition \~hich will be acceptable and.

16 beneficial to the public ••

17 In a free enterprise system, such transfer is normally

18 accomplished as the result of pertinent and appropriate

19 actiVities of private enterprise. Such activities obViously

20 entail the commitment and expenditure of 5ubstantialy

21 monies -- generally estimated at ten times or more of the

22 amount needed to make the invention. ObViously, adequate

23 and appropriate incentives to such commitment and

24 expendi~ures mus~ be afforded.

25 Consequen~lYl and since ~he patent system provides such
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incentives and is the most viable vehicle lor accomplishing

2 the transfer of technology, full and careful consideration

(
3

4

must be given to the making of any patent policy which will

affect the transfer of technology that has been generated in

5 whol~ or in part by government funded research.

6 (Ine can truthfully say that a~ best the government

7 patene policy has been non-uniform and at I'/orst has been a

o non-policy with the result that some 20 or more agency

Y policies have developed, and aven those have hot been

10 necessarily uniformly applied. At the one extreme, some of

11 the 6gencies advocated the "title" policy. At the other

12 extreme were those agencies advocating the ~ulicensell

13 . policy. There were also many and varied policies between

14 these t'.'IO extremes.

15 Governmental agencies o'perating under the "title" policy
o~

16 insisted on acquiring title to all contrac~~generated

17 inventions and patents on them, including inventions Which

18 were only incidental to the major purpose of the contract,

19 and then dedicated them to the pUblic through pUblicaeion,

20 or by offering a license on a nonexclusive, royalty-free

21 basis under any patents obtained to all who requested it.

22 The argument was that all these inventions, including the

23 "incidnntal inventions, should be acquir-ed because they had

( 24 been "paid for" by the government and should therefore be

25 o'l!neo b", the' gov::rrnment.
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AgEncies ~'/hich adopted the 1I1icense ll policy permi tted

the cantrsctar cO take and keep title to inventions and

pal:.an-cs arising under the contract, while reserving a

royalty-free license in the government to practice the

invention!;for governmental purposes. The theory which these

agencies applied was that inventi';lns and patents are only

incidental to the specific research or products contracted
~

for and that equity demands nothing more thanAroyalty-free

right for the government to use the inventions.

Since \'Ii thin the universi ties. more often than not, an

investigation is carried out with funds acqUired ~ndsr

grant~ and contracts With more than one government agency,

and perhaps also with co-mingled funds derived from other

sources, the unceftainties as to the applicable patent

policy :nili tated strongly against the successful transfer of

the technology developed. Generally, and most

unfortunately, the most restrictive policy was applied and

without much attention to the equities of the respective

funding pan:ies, again wi th an adverse effect on possible

transfer of the technology to the public. It has been the

experience of years within the universities that the more

"ti de" oriented an agency is toward inventions and patents

generated under its funding, the les the likelihood exists

that the technology will be successfully transferred for the

public benefit.
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An interes1:ing COlllperison along these lines ',-ias iTIade by

2 rtarbriage nouse in its 1968 study of government-fundec

3 patents put into use in 1957 and 1962. It was found chat
(

4 contractor-held inventions were 10.]time~ 8s likaly as

5 government-held inventions to be utilized in products or

6 processes employed in the private. seccor for the benefit of

7 the public. !;[oreover, based upon experience, particularly

8 under the Institutional Patent Agreements as between

9 universities and non-profit organizations on the one h~nd

10 and the Department of Health, Education, and Welfare and the

II National Science Foundation on t.he other hand, there is no
't'

12 reason to suspect that a diffe~nt conclusion would be

13 reached today.

(
\

14 . It seems axiomatic that since che patent syscem was •

15 created 'as an incentive to invent, develop, and exploit new

16 technology to promote sciencel>\hd useful arts for the

17 public benefit ~- when the government holds the patent under

18 the aegis that the inventions of the patent should be freely

19 available to all, much the same as if the disclosure of the

20 invention ,had been merely published, the patent system

21 cannot operate in the manner in which it was intended. The

22 incentives inherent in the right to exclude con.ferred upon

23 the private owner of a patent, and which are the inducement

24 to development efforts, are simply not available~

25 Although for sO::1'" 20 or ;nore years the argum~nt s'tlirling
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about the ownership of inven~ions made in whrile or in part

"Ii th government funds '.'las lodged in rhetoric and not in

face, §ince 1968, after the first of the new Institutional

Patant Agreements vlere established, a body of evidence has

been building which we believe clearly establishes that the

uni versi ties have been highly succe ssful in transferring

technology left wi th ther;; through licensing under patents

while the attempts to license government-owned inventions

has been singUlarly unsuccessful.

Moreover, and of direct importance to the economic

well-being of the United states, is the tact that the

governrr,ent patent policy has made much of the technology

generated With federal funding available without charge or

restriction to foreign countries and companies who have very

successfully utilized such technology to capture from their

U.S. competitors large segments of various markets. The

inevitable result was, of course, an increasing balance of

trade def icit.

The university community, in espousing an enlightened

uniform government patent policy \'Ihich will provide an

incentive to the transfer of technology, philosophically

believes that such policy shoul.d apply to all. government

contracts. As a practical matter, however, the greater need

for ehe patent incentive lies primarily with the

universitias,. non-profi"C organizations, and small
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businesses.

Technology transfer by universi~ies and nonprofits

depends entirely on the underlying patent posi tion. and for

s~all business the patent right is an important element in

its ability to compete. Nor should such a policy

differentiate as betw8sn research and development results

\'Ihich are intended for the governmenUs O\m use and those

Which are intended for civilian purposes. It must be

presumed in both si tuations. as pointed out earlier. that

the goal of reesearch and development is ~o generate

processes, products, and·techniques Which will become

available to and benefit society in general.

In the light of the performance data and information

which is available from experi~nce with the Institutional

Patent Agreements there is little doubt in the university

c08:TIuni ty th3 t a uniforw government patent policy under

which the contractor has the first option to acquire title

to inventions made in ~/hole or in part wi th government funds

will provide the maximum stir;Julus to invention and

innovation and '..:ill also be in the best interest of the

public and of ehe United States.

We also firmly believe that such a bill should contain

appropriate provisions \'ihich \'li11 protec~ the contractor

against arbitrary acts by agency individuels which might

deny the rights in the contractor or delay the effort to
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transfer the technology. To that end it should not provide

2 for the surrender or oac;Cgrounci paten ts. and should not have

3 cO:J~ulsory licensing provisio~s~
/

(
'. 4 Also, from "Che university viewpoint and given the fact

5 tha ~ ;i1ost uni versi ty-c)enerated inventions are embryonic in

6 nature and require a great deal of development, and often

7 .~ are ahead of their tilne in the commercial sens9,and

8 also given the absenc.e of eVidence of abuses in the

9 administration of inventions generated in whole or in part

10 '.dtb government funds, end also the need for exclusivity in

11 order to convey some 8xclusivityas an incentive,university
(!"..... cYl

12 communities do not favor Lfte limitation sf the contractor/s

13 exclusive rights in the invention.

(' 14
,~

The inclusion of ? reasonablf payback provision in such

.15 a bill would be acceplaole to the universities, although the

16 return to the public end the country from successftil

17 technology transfer in terms of tangible monies from taxes,

18 such as corporate end individual income taxes, and from
~e~s

19 foreign sources in licensing and know-how feel$, and also in

20 intangible benefi ts, such as in the successful treatment or

21 prevention of disease or improvements in the quality of

22 life, makes th~ concern about payback rather insignificant.

?~
-.j ;l,ioreover, the cost of development of an invention to the

24 market is many times the cost of making' the invention

25 orL;;inally and any paybsci. should ;Jerhaps reflece the
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relati\l9 ris:< 00112r equi ties involved and also reflect the

c.. fact that inventions are alm'Jst al~'/aY5 incidental-to the

3 federally funded research objective.
(

4

5

6

7

b

y

10

1 I

12

13

14

15

16

17

IS

1'7

20

21

22

23

24

')~
~~

y ~vZ'Sd~'""J.L.s ;""
We have some specif ic p.ro·ri sieAS '< suggestions r'or~

p~iYV\C,)..:X-~ ~y~

5.1215, but suffice it to S2Y tha" our)concerns±:=!:l1ith the
,I

cri teria established for the quaLified "ecmology transfer
{I

pro9rarr, and 31 se ;":1:' 'pri::1sry cGnce:.t:Q.-that under Section
To +':-He

301, the presumptionjli:CS Or appears to lie in favor of the

government. We would like to have that presumption stated
5 -o. .~~

moreposi ti vely ih the direction tf\a-e- the contractor takb
"-..,.. " "'- \" {-I "'"'1

title, ¥Ii th certain e.;(ercpti0F\-5, and not that the government
i,:...'Ii\, ~~.v "!.. 'Co y+u.-':""--" .:s..'"-\.."-:C\-~~.

tekes titleAot tlte !--c! ciTtt:l:ar. exceptions.
p-l2.Yv...o....y'>

It isAa philosophical point af vi~ but we think it is

important _for sarneof[€-l-5o-k~lIg cO t-he---bi:-H.
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Throughout our considerations. we kept in mind the words

2 of Adam Sr1ith in liThe i!ealth of Nations" '.~here he sa\'s, qUGte:

$ 3

4

5

liThe uniform, cons tent and uninterrupted effort of every
., .~ ~

man to better his G:)ndition,~is freque;)tlypowerful 8:")ough to

ma inta in the natural progre ss of t'hings toward imorovement) in

6 spite both of the extravagance of government and 'the greatest

7 errors of administration."

g '~e look upon S. 1215 as an effort and perhaps a means to

9

10

11

12

13

14

15

16

curb both the extravagance of governments and its errors of
i' "c-h"-"" k,cR ,c-cJ

administration in addressing f,t-e-eh-rri-caf-- irmovation.

I would like to include a document in the record, which
i V'v- ~ 6-.-~+ ~-t;

is a lengthy treatment of the ~i&tr5',=as-p~t5 that the
. It I

.,.""-"T <,v;T •

Government;/i,.m.pec: an€! policy R-as. upon competition, hnovation.

pUblic health, economic growthx and jobs) and foreign

cornpet it ion.

Senator Schmitt. I certainly hooe you will do that. The

17 record will be open.

13 ;.:r-. Bramer. Thank ,·)i'ou for the o8portunity to e~(pre5S

19 these views.

20 Senator Schmitt. 'lefore I go to Mr. Marcy, did you

21 comment on the issue of march-in rights?

22 !'Ar. Bremer. I did not specifically. Ne have li-'led with

23 march-in rights in our institutional patent e9reemen~s with

2...;. n=,~{ r<;'.'i for SO::1S t~:'l \(e~r5 and '.'ii th tne,:-·jationarSci9nce

25 Foundation since ~73, and have not found them onerous.
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Are you gentlemen familiar with the patent policies of

2 other countries, particularly the major injustrial countries.

and if so, could you comment on how they compare with our3

• 12. 1

(

4 policy or lack of same?

5 Mr. Bn'lmer. f thin;( cert§linbf-, I!s far as policies are

5 concerned, ';e have 311 heard;;o<..or c9!jr ...o~ of Japan,

e-re-a-s •

~ this is certainly in
-f\tv.. I....\""'<\-"-~ ~"',<:>--<\'......

approach inA~ieU5 eF~

is an attitudinal approach~ aleg~

.govern~ent te~ds to coop~rate with
~'-

to corner ~ share of the world

ma r k e t_ :f~-==tovaI I ij I d::ii:s==p,aEl:be.s~

+\""Q.
contrast to -o-tfF- ~/\anti trust

Incorporated. I think that
; h'1;-f'>190f1

in the sense that thererthe• A
c:.."'_y,," I:.>....'vV\
4-t& companies, 'efre-sSfl ones,

7

3

9

10

11

12

( 13

14

15

15

17

i3

~ 0 f i::eRt---t-Fta--t--st-a-ndp-aiTTt".-·a-t--:be-a-s-t--;~i-t--i--s--a-f--0-'R\--i-da.b.1.e

,1 £", ,,~; ","'"
e~~~r-wnere the~gove~nment is cooperating to take

".k\-t'b"',J."
technology from outside, ~eAthe country itsel~ has almost

• "'"~cv-t-
no resources, and to develop ti-o..'ttechnology. and[lit~ral1--y-us-e

11'''"'''" '.l>.", '- G. -%y ""- , ~ "- \,. \ "'- "--",,,, V "--"\ \ --1--", y-- •
it in-\cour own marke tf,-;a--t le8st, a·s-.....·'t/·e-l-Z-a-g--·erthers.

I don't know that in 91rory §r3~ the various other

19

20

21

22

23

cour1tries", the governments support theR:~D function to the

extent that they do here, looking toward the cooperation ~~~~Y
0-. . b.",---lo;:.",·,,--~v-.

beli"'een (free enterprise systerr4 ,in th~i-V'a-t-e~J~h9 private
Ii --\-<, --1"Y",""",,-{.w -\~ -\- "-'<.~~ \,r" %'<:r -1-"" ~"'- 1?v-\,J~ t.

sector and the 90vernment sector~. As you are well .3'A'2re, in

Russia it is quite a different situation. In cnglan·j:....,.--

2:~ Dr. f;;.CJrcv-"'s reference tot~RDC -- it .... s 3..1 effort to p,jll

~~

"'::J together any inventions made at various universities.
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~arLicularly where govern~ent tunding~es been effected, and

2 to use that ag::ncy. NRDC, to licen;;e those inventions and to

J ulti,71ately earn r.Joney on them.

4 ·Senator Schmitt. Have you any Dther comments about "the

~ NHDC, Mi. Bremer? Are yousu9portive of that concept?

6

7

Mr. Bremer. No, I do not support the NRJC concept. -+
eo

.to; n k I support Mr. Te nn,zY John son/s vi '011 that the re s hou 1 d be

3 sorneone other than another Gover'lment agency or an already

9 establ ished agency that oversees these things, perhaps a panel

10 t~~~~d that is free from any agency intervention

" ' , , ' " "

.J lor can t r a I • T hilt '''En) 1 E! ':J~ t.he-.JIJ.o..s..L-Li.l:.e-l--y-a.pp-r-e-a-e-h •

12

13

H·

15

16

-&tit Jt is my u'ldersta'lding that c.Jrrently the NRDC is
•

under 'attack in B~itain from various sources and is cbnsidered

t
..... 1 1 <--...'So, -t:. 1 0 .....~~~. 0:f~

no ' La nBve oeenA5ucce5s~u~ as lLfapp~ar~ ~n ) 5 !a_~.

Senator Schmitt. Jr. Marcy?

Dr. Marcy. Senator, I have to disagree with ~",lr. Bremer.

17 The ;JRJChas been under attack not only once but about three

i3 times, and each time it has w86theredthe attack and has come

lY back stronger than 8ver. At the present moment, it i$ bejng

20 SIJ pported very vigo,ous 1 y by - 11'011, it '.'/8S by the former

21 British U.K. Govern~ent. I have not heard anything about the
•

22 pre5e~t new government that has come in as to what they are

23 planning to do.

~ .
.r::::"-t Senator "SciLi71itt. Is there 3 sum71a:ry or analysis of the

25 NRDC, its hi story?
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particular products in the United States, and ~li Lilly

2 Company is ~ractically solely responsible for puttinJ NRDC in
(

3 the black with the inventions that they have" So this kind of

4 thing is something that Lthink. ought to be s,eriouslv

5 considered in developing legislatIon that is directed towards

6 the next step down the road -- what do yeu do with the patents

7 after you get them.

8 Senator Schmi,tt. I presume you would use this as a means

9 of clearing the decks of the 23,000 patents that now eXist in

10 the Government?

J I Dr'. Marcy. This would be one task that I would think

12 could be assigned to such an organization. On the other hand,

( 13 I think that task could be assigned to existing organizations
'.

14 within the United States at present through contracting

15 operations similar to what ,the Office of Energy Related

16 Inventions is doing and also similar to what the National

17 Technical Information Service is currently doing on a very

13 limited basis.

lSi

20

21

22

23

Senator Schmitt. You are probably correct in part, at

least, that agencies on an agency-by-agency basis, they have

so many other fish to fry that this issue does tend to get

subordinated in contract discussions as we~l as in actual

fact.

ffiv 'r~N of i~, When I said

.1-1 A-"'-\:I SIc
,T" T.__,~=, L2-d I ~ ,+':r-:r:--r .... '-./ c:r: ~). _ ...........

') ,1
~~

25

JAr. Bremer.
.~

somethi n~ elsa to that; ..!:-A-
T ",-"':<;..""~ -I--4-t

the un.iversities were involved, Athe
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(
2

3

4

5

6

7

support of the Govern~le.nt :;Ioes to the .universi ties for
& ...~..:v...\:...~t--trY\.<'?-.

research projects and ("hs':, ne':, much as it does in this . ~
I\. .\ .. .":-. .... '

t:'-.........~ ,~-..,) ~~ \:~'\A-.~ ~ .

countrY:r- ~{1d they, of course, are required to bringA-tR-a-t: back
~. . ~~~\,~.

to NRDC. That is i" university involvement. J.:::td (you wl.ll find
_HR~Z A

tfta-tJkind 0 for9 ani z a ti 0 n Fl" ) r.. • Ma-F-ey-ffteftt"'i:-e-Ftee,-i:-F:-'reY---w-~H
. ~~ .

r. amembe.J:-~, .in rno stlll'Athe Coml1on\'leal th countr i es or

former British Commonwealth countries. )<\.est of tbem bqye th.e..

8

9

15

.1 I

12

13

14

&a'll-e-k-i-ftd-o-f a [ '-' ~-a-t-"i-eFh
0",,,,- oJ;. , ~'" t--\?,~ C- "\'()11"'" "",\- ""y\\~~~<>---<4\I;o:"1

rthe main objectiort; I haVe to It-hat i 5, ii1frs"5&~, you are~--;-
..." .... A·' -~~
w.·~~..... ;» ~~'l./\ ""'... \!~.... .~.

10 ,lPutting all of t-Re eggs ~inte a basket, ....€jain. Iffr1'C:' ,-~

under which a tremendous bureaucra.CY can be establ i'shed. AM'
. '/'""'-~'''"''-~'''<r ~.~ \~<::.<&.

Gne of the ~Icriticisms of that kind of an organization~
J\. .. .....~ \.:(\,

... ... ~-~\

Cr 0 p gEl d J.Jp:-s&'l'eF-a-1-Lim.e-5-.--as-~F-.....-II\a-rcyrrefli:-i:€}Fte-g., and J:is now
. . . <.""'"~"--"-\.\ I.< '\\

coming up again, is that the people at the universities fdoiF1::r'
....leO."" 1\-+"...,,, vv..~,~.....

the research function do not feel thBtAt-frey are getting

(

16

17

18.

19

20

adequate attention in each case jor -:::0.3 in"en~fl, anEf tAat is
~~~........ "<.v

~l--y because ,of the size of the organization and Ahe'" the
I ~ '7~"'-~"-~ ,.","",.<".../v'\-""", '"'-N"'-\",,-~i:;n- ~ "-"'-VY'\~.\. 1::>1.".5.....
~e-:r-at-:teI"ft--J:-s C So rr ;b.F~-:L...ou.t • ,

,,\"'-\r...
I know Dr. MarcYl+~ his organization, Research

~,-';::,........~0 ~v..o- &.
Corporation, has ~of.,{that same problem because of the

21 very large number of universities for whom they WOrk. I have ,

22 in fact. heard criticisC1s of Research Corporation for those
I . .'. . .

\
23 very reasons.

2.4 Senator Schmit.t. Jo you aqree 'Hith ,';-'r.Mossinqhoff, who

25 earlier said that the person who is most likely to see that an
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himself or herself that could be embodied in two peo~leor ono

person?

Senator Schmitt. Is this anything different than a

0--v.... ~~~t:'""lA.

You need two people >/hen you are in~-t-Fre

In some SChools, for exemple, there is an

Mr. Bremer.

inventor?

available.

,Y;r. Bremer. !-"l our situa~l-e-io-m-e-a-dd-t-h-:i:-s-.·-t-,oe-·.

c "'- ~~t' <'''' '. ""--\-
Speaking for the universities in generalAis rather difficult.

since there ar9 various kinds of arran~2ment5 that are

invention -- or something is llade of an invention is the

Dr. Jeckyl-Mr. Hyde personality split within the inventor

licensing situation. We feel out At the universit¢,"" \o'hero )'su
-.r\"''''s'"2- ~~ -\.,., \>-«.

~"1ost inventions j..frf'<6ecnbr yonic i:1 nature, .aM the one.!;
~\) ~ . e..-.r"'a

that J-Kl-5 the know-'how ,is the inventor and his immediete
-\-\\.. "'-~ "'- "''''''' "'- J

co.lleagues. We think it is imperativeAthat he partic ipate in
&v ...-v<A

any transfer of technology G-'f the univ'lrsitY.RGFitiJ""d.
i?,L(.:v'~-"-''V\,..'X..~~~~~ 0-- s.t--\-v.....~~" I;J"\.-

The secondr~~e~uR~rlicensing lis a chempion for
'" ,,0' _, ,1\, • . ,

~ \~~'\./'V\. \.Q- 'O-~~.~ I,~~,~_ . ('"p

the invention 6W#JJ..the company \'(hich):~rrc-ems-i+l-? ~ J.n

the absenCe of such a champion, one who really espouses the
.... , e;;;o" ~~.,:s ....Q...~y., "~

,invention ","S a product line" ~8rhap51 tha-t:- the comp.an~fis~e5
~"'-6'",.-.\..",,,,,-,, ,-,,"-"'. ",,->t -;.\hs,. ~ ...,......""'~ b-<:.;>. ~~ "-<;;~Cl.Mv-;r vY'- ~~~ ~,,'
t-s l"ut e u t, ..uP l;j Ie a b s-er,yce--o-t-t-h-a-1;-ffiaFI-,~~::"lIhe--pe, <1.)

't~, ~.,,"""UAJ'\. 't'""", u..> I' U ~.~ """''0~\.\ "- 'iJ-"'" v'-':l~"-v<?-
.e-i,.;i;.l:+e-r-. • II

=>-'<?'-"-"- \c: .t-or~ <...~ .

ile ,thave had considerable, exper:ience along t~ose lines ~<l.-
~,,''''-''-\"",ls>.': -&,,,,\t, -'rW:.. ""~"""-~"";:,o.> <>M- ....~ ""'- ........~~-\.;,"'" "-"'....... \'\'<l">-o-

. &9rtwo people. l::heos3 t'.",,) are necessary for t:l:::< succ'lssful
1\ " I\::. '"\-

t rans fer.~ ""t\!<.sL 'G"'" l, \ (' "'-. . \ ~
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Other
f".-\.

+fre

participate in the inventionindustrY.>3Ad !Rocce t!'Te

wishes.

. L55
Q~"'-\w-••~

employment agreement with the professors +A ;..the research.
~....J<..V\ 0.. ~_\V~c\:

They/have frA.{ooligation to the uni versi ty itsel f.

places,asat the University of ~isconsin, they do not.
u) \"-"-~"" 'V>. Qv>. ~~ Q,,,,~,,,,,,,,"--~

i-F;-ventor thot'e, absent,(obligationrfor Fe-de.al - because of
. <" . "~ ~~.~C\-~'<

federal funding,jis free to do with his inventions whatever he

In th~ situations, he can ';;0 directly to the6

7

5

4

3

2

mte

(

,:)90. j 2 .. 8

8

9

development) efirsct-1)t' and also receive som~e stipend b'lck~

c:, 'r h"'.· """",. ':N'",,~ ,.."'.\\ -~ """'~~ """_'\V'\~
ef-i>'ectly from any succesitul transfer of that technology.\ In

. .; }.

employed by the
?~~~~".€':""'- )

iston his

other universities he C3nnot do~t~~_t. .1>-
~'-'-""-"\.~~ 'a ",-. ~r~v"

~~<~ere he iS~F~32, shoo, he is very often
'e..~ ~

licens~ compan~,as a consultant. ~ ?9ain~ that

10

1 J

12

( 13 own volition and a voluntary act.

14 Senator SchmLtt. Do you favor that kind of an

15 arrangement?

It has been very successful, in our view, at
cR-'{n-"'-J.o- ~ """"''-<L

must state that my/1'7I'2etice
-.-- . '4......",~~I:\

that approach. Bti-j;. that~has generally

of the reason that that University has

'vtr. Bremer.

University of Wisconsin, and I
@Iy' ,"",..•_A- v\.\~

be8n~limited to

credit"'~s partbeen

the

has

J7

18

19

16

20 been so successful in technology transfer efforts.

21 Senator Schmitt. Section 201 (a) of S. 1215 creates a

22 central review authority with a power to determine with

23 administrative finality any dispute bebieen a feder·,l agency

24 anda contractor as to the allocation of rights for an

25 invention made under a federal contract.
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,;..,~o
in .......... Do you believe, Ar. Bremer, that this review authority

2 could meaningfully address the concerns that you raise in this
(

3 manner?

4 Air. Bremer. I think it certainly carl. In any situation

5 you have an equity proposition that attaches. and \~e have
--t~<>-'\

6 found very often, -I,ffiEJ.er the old sa'" about what the Government
'""'--~"- > '-~ ~-"J-).>~\-:VO)~~ \\ "",-10 I", ' ,~-"<-'t-=---

7 pays for it should\;Je t A -M-"'lhe un i versi ty ,- '·,'here ysu f,Prov id"s.
. ~Y'c"~?'-\t- ~~V\~"""""'~/~~~ "?""'.~~.t:r~. IN\.~"\-\.~-,

5'~~"-' '-,,\S pac ).~ a IIG P I ov-:i:-e!-e-t.F>-e-ma.r:>, "Ih 0 1 S ';Je '1 era 11 y sal a r 1 e d 0 Y the
",,, "" '<. \ I,(\)....- <MA":, \\~ .,. ':<i-~ y ,'\. '->-~,~ -

9 stOlte, -a-A€i~other A~;J'5. \4\;: have very often found thOlt the:c- =~"-~ ~~~ ,......:;...- "'~.f; '=..,\u. c.' .. Q
10 • equity position,{is about 50-50~U"l4e-F iil ';rilnt. ~v
JI As a consequencs, a review authority could consider all

Do you think that S. 1215 would. treat that problem, or do

technology generated with federal fundin;J is available without

yOu have Suggestions by which we coul:! tr9at that problefl1?

of those factors in addressing a problem such as this.

Senator Schmitt." Also, in yo~r fitatement -- and

more successfully utiLized such technology than ,,'~ have.

Government patent policy has, in a way, ensured that

charge or restriction to forei]n CO"lpetitors. and they have

(Lz.(Marcy may want td comment on this, also -- the present

Mr. Bremer. In!1)Y vie~" if wecan give the s;:on~ractoru '"
~ ...>->-'-\..Q. '~""-,,- <>-- ~5l. 0 '-~ '-'""~~ ,"-.lv-ll

first option to title -- prob3Gly a sc-1:-ect-ron-i-s-mael-e--i~y

""~ \v~ '" .",,\,"\ \-.I.'~ '<=-.~"" '-.\.,--,- ~ "'-"o~ ~::::" "'-<::-\;>~ ,--v.t....:.: ~~ , ..",%,,-\\.."-.
G--i-l."-€-eJm--s-t-aJ:l.c-e-s--OJ'f·--aA-'r-i:n-vent-ton--t-h·at.......£!-H€-l-o·s-u·r·e5~!"e.Le ...."'.a.de •

-"-"\~ ->;j,-SL ~. L,~'U--G -0. ~~~..s~ ~_~ e~~"-""-'~
ri~_. ~?,..~__.~.~:~,?ple~t the Uni'rersity of ~\'liscon5in..)~~.

25 Y60 disclosures a year. We may file patent appl icati0ns on a
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..:L- ?"f?"".l.....; ~. ,."

~,,"1"~ , 11 .... ' ''' +
~ 1.: P. ~ u a! , 10 c ,,-e-A-e-F'l-o' -"fT-l-;'-1o£-poG.-n--'3_'J,~Fo&o17Y·-V':l '. J
iL dvv;~/~ itsdf to e1t h el'- petent3bility or l;:h is so. j!

~~ ;;:;,
narro\'l in scope that itdoesn/t· lend itself toaAlic~~:lSing, ~

w~'~¢~ '>-.~"~~ ~'- I.ft;, ~ ~-~<M.:~.~ ~~I?
sltuatlon very;-J8.!.1."I":) of CGH~~.e~ ior a unlverslt"j or a

~.~ oW. ~-U<,~:';'" ~~ . •
nonor-ofit, ::h3't; i5 ~lwI~ aSi=sQl.i:Jt-... basis f~rcatLlg ,--if k~.J-t.

. 'l::.. O>..'ty ..s\,~ ~~ ·~._......-,l..........~J1,~ ~---"'"'- ...,.,k'*'
G;.,.transfer of .i:.:l::t:e- technolo9Y~t::...~ ..

2

3

4

5

6

7

8 +-tl . , "-'---"'-" 'T":h 'I~T - ~ ,q 101' h ~.::i..LlI!~,l..:;lraC,'IC]e i'l_.:J t 01 course, o·UJ lSleS -- t.ney even

9

10

.11

12

13

14

have an outlet in Japan, I underst'3nd. 50 they can transfer
'. ~~ ,-~'tl ~~ '4:,

the- technology more qUickly to the Japanese:;) VIAe don"t .s ssm to

get it fast enough.. -A,--..4 I think->1215. with its basic thrust •
. C-·-----"C ~

would be favorable toward controllin0 so~a of tha~ leas~

Sena'to; .schm itt, Dr. \Iar cy? t"-'--"- J:...~~'>,,:""~ i~~
Dr. Marcy. Well. I think one has to realize th,t the

15 major funding of,univ9rsitiescomes from theHE~"!and f.rom NSF.

16 Therefore, the' inventio:ls that com.s out..,...- r crT) s;:Jeakin;

17 generally -- of the university, the' Inventions thet co:ne out

18 of this type of res3arch are biological. chemical.

19 pharmaceutical, that sort of thing, rather than the so-called

20 high-technology inventions in electronics. and also

21

22

biomedical devices, diagnostic tes~9

~bw, the situation re~3rdingth3t

procedures and 50 on.

ty~e ot invention is

23 qUite different from the fact situation in th~ electronics ~~d

24 mechanical dev.ice a~ea. ~~'ey ~~ ~
.~,L _ much straG0er2od''luch t10r9

25 impol-tant to the final industrial comlJany thatmanuf'3ctures

~


