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' SUMMARY OF TESTIMONY

- 'Public Law 96-517 provides for small businesses and non-

profit institutions'conducting research under Federal grants and '_'

fcoﬁtracts:to have first right to elect to take title to inventions ‘7"

made in the course of such research.  The Uniform Patent Procedures
Act would extend the bénefits of Public.Law 96—517 to all.GOVern— '”
; menﬁ contractors including big businegses;_ In addition, this |
'Bill would amend Public Law 96-517 in a_numher of ways'that woﬁld
be benéfiéial to colléges and universities in their_effoftslﬁb

license inventions made with Federal funds.




Mr. Chairmah and members of tHe Subcommittee, ﬁY?hame is.

‘Bdwin T. Yates. I am the Patent Manageﬁeht.Officer of The Johns
Hopkiné'Uniﬁersity; It is a pieasure ﬁo be heré.todéy to téstify
- on the Uniform Patent ?rocedu:es Act. o

5 My_testimbny will bé_from the_?erspeéﬁivé'of a ﬁﬁivétsity"
patént managér. As such, my é#perience.pfedafes:péésage'of.
“Public Law 96-517, the University aﬁd Small Business Pétent'
Procedures Act of 1980. Prior to enaétﬁént oflPublic.Léw.96~517;
it was necessary for a university that did ﬁot have an.Iﬁstitu—
tional Patent Agreement with a particuiar agency to petition on
a case-bf—cése basis for rights in inventions made With‘fﬁnding
bj that égency. Wi£h ﬁhe passage of Public Law 96-517, small
businesses and'nonAprofit institutions such as colleges and
universitieé have the first right, with a few exceptions; to
elect to take title:to inventions made in the performande of
reseafch_under Govefnment grants énd contracts regardiess-Of the
“funding égency. Needless to saj, this has héd‘a stimulating
effect on the transfer of technology from thejuniversity-lab-_
_oratofy to the industrial sectof and ultiﬁately to the'ﬁarket-
.?1ace. | ‘ o | |
The Unifbrﬁ Patent Procedures Act which ié being diséussed"
_toaay‘WOuld bésically'exténd the benefits of Public Lawr96-517
to all Government contractors includihq big.businésses éonductihg

research under Government contracts. Presently, title to




invéhfioﬁs'made by big businesses under Governmenﬁjcqntrééts gb
to the Government. In view 6f the small.pe:centage of.Governﬁénﬁ-'
owned inventions that are ever licensed, i£ wdu1d séem'that the
public-ﬁould benefit if big busihesses”were'fo acquire tit1e to.
:invenﬁibns made with'Federal'funds; The compahy woﬁld.have a
profit incentive to make the investment‘ﬁecessarj to develép ﬁhe
‘invention to the commercial stage. Thus;'Federal research money
IWOuld'génerate improﬁed ptoducts3and.processes to benefit ﬁhé |
public_£ather than inventions that are never exploited commercially.'
-In addition to the foregoing, there are a number of pro-'
visions of the Uniform.Patent Procedures Act which.are.directly
beneficial to universities in their efforts to license infentibns
made With Federal funding. For example, Public Law 96—517'
excepts from univeréiﬁy ownership inventions'made at Government-
owned laboratories that are operated by universities. This Bill
will repeal that section of Public Law 96—517'and provide that
universities, as well as other qualified contfactors,'operating‘
Government¥owned 1abdratories will obtain title to inventions’
‘made at these laboratories.: | |
The_implementing regulations for Public Law 96-517 were
developéd with significant comﬁent from colleges and ﬁnive;éities.
The résulting régulations conﬁain favorable pfovisibns fo; ;

reporting inventions made under Federal grants and contracts to
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‘the Government. Howevéf, the regulations are suﬁject'to a policy
review in approximately another year“and.the préseht reportinq
- provisions could be changed. The Uniform Patent Procedures.Act
amends Public Law 96#517 to insﬁre that theseifavdrable'repdrting ‘
 proviSioné_wi1l surﬁiﬁe even if the present implementing regula-
tions are rescinded or changed in the future. . |
Colleges and universities are ﬁore and more frequently
entering into collaborative research effbrts witﬁ industry,"A.
big concern of industrial spohsors of academic research is that
Federal money will become mixed with theirs'in?funding the
reseafch_and, if énfinvention is made, thé Government would_have
rights to it. The present Bill amends Public Law 96-517 £o'
permit Féderal agencies to waive any of the cbnditidns that
attach to the ownérship of inventions resulﬁing from cdfsponsored,
cost sharing, or joint venture researéh. To.justify a waiver |
in such cases,:the agency must detérmine that it is in the
public interest. This provision permits the agency to waive,
for eXamplé, its march-in rights, its righ£ to.a non—exclusiﬁe
_license, and iﬁs right to require feports on commercialization.
The waiver of such C6nditions would give dollegeé and univer¥
sities greatér flexibility in structuring collaborative projects

~and would encourage university-industry collaboration.




The final p01nt I want to élscuss relates to the perlod of
exclu51v1ty that ' a unlver51ty can grant in a llcense under an
- invention made with Government funding. _Under Publlc-Law_96—517;
‘the period of-exclusivity which a university‘canxgrahﬁ in a . |
license under the U. S. patent rights to other than a small busi-
ness is limited. Thelperiod of exclusivity may be no longer than
the earlier of five.years from the date of.first commercialesale
or eight years from the date of the license. This provision is
a 51gn1flcant barrier to 11cen51ng 1nventlons that requlre long
periods of development and the expenditure of large sums of;money
‘prior to commercialization. This 1is particularlj the case with
drﬁgs where miilions of dol;ars'may be speh£ and seven to ten
years.ﬁay elapse before market approval is obtained from the
Food and Drug Administration. ?rospective licensees are undeﬁ-
'standabiy concerned that} after having made such a commitment
of time.and money, they have a sufficiently lohg period'of
‘exclusive marketing to recover their investments.

This problem is remedled by the Uniform Patent Procedures
Act which amends Publlc Law 96-517 by remov1ng the cap on the
perlod of exclu51v1ty which can be granted to a big business |
under U. S. patent righﬁs._'Removal of this cap will,sih my-
‘opinion,.serve to foster technology transfer to the ultimate ,
.benefit of the public. | |

That concludeslmy.coﬁmeﬁts“ Thank you for the op§ortqﬁity

- to appear before you today.



