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- TENTATIVE DRAFT FOR DISCUSSION PURPOSES ONLY

7 77 96TH CONGRESS
Lo 1ST SESSION

Mr.

IN THE , . OF THE
UNITED STATES - I

introduced the following bill; which was

. _ read twice and referred to the Committee on

A BILL

'Entitled the "Science and°Te¢hnology Research and De?glopment:

1 Be it enacted by the Senate and House of Representatives

'2 ' of the United States of America in Congress assembled,

Sec ™
Sec.

'Utilizaﬁidn;hdt‘of'1979.“

~TITLE I--POLICY

101. Finhdings.
102, Definition.

CTITLE II—ﬂDISPOSITION OF PROPERTY RIGHTS IN

Sec.
Sec.
Sec.
Sec.
Sec.

Sec.
Sec.

Sec.
Sec.
Sec.

INVENTIONS RESULTING FROM FEDERALLY- : iw
'SUPPORTED RESEARCH AND DEVELOPMENT

Chapter l.——Goverhment Contractors

211. Acquisition of title by the Government._ )

212, Limitations. -

213. Invention disclosures.

214. March-in rights.

215. Government license 1n contractor—owned
- inventions.

216. Income sharing. -

217. Reassignment of rights to inventor.

Chapter 2.--Federal Employees
221. Reporting inventions.

222. Acquisition of title by the Government. wy
223. Presumptions of ownership.
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‘Sec. 506,_ Effective date.

_2....‘

Sec. 224. Reassignment of rights.
Sec. 225. Incentive awards program.

Sec. 226. Income sharing.

TITLE-III~“FEDERAL BUREAU OF SCIENCE AND TECHNOLOGY
RESEARCH AND DEVELOPMENT UTILIZATION .

Sec. 30l. Establishment. .
Sec. 302. Authorization for appropriations.

TITLE IV--DOMESTIC AND FOREIGN LICENSING OF
.. GOVERNMENT-OWNED INVENTIONS |

SécQ'40l. ‘United States small business contractors.

Sec. 402. Contractors other than Unlted States small

business contractors. = -

-‘Sed. 403. leltatlons,

L)

TITLE'V——MISCELLANEOUS,

- Sec. 501. Relatlonshlp to antitrust laws.
- Sec. 502. Joinder of parties.

Sec. 503. "Background rights.
Sec. 504. Precedence of Act.

. Sec. 505. Assignment of existing Governmentrowned

lnventlons.

TITLE I-~POLICY

SEC. 101. FINDINGS.~-The Congress, recognizing the

-profound impact.of science, engineering, and technology
policy on the economic, social, political, teéhnological_

well-being, and the health and safety of the Nation as a

whole, hereby finds and declares that:
(a) - The national support of scientific and techno-
logical research and development is indispensable to

sustained noninflatienary growth, job creation, and

economic well-being, and it is in the national interest -

to maximize the benefits to the general public f:om“

such support.
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(b) Scientific and technological.&eVelopments and

discoveries resulting from work performed with Govern-

ment support constitute a valuable national resource

"which is not being suffidiently and effectively utilized.

which should be used in‘fhe'public interest.

4

(c) The large number of inventions owned by the

Government constitute a valuable natidnal resource

(d) There is a need for better coordination and

direction of Government efforts to facilitate expeditious

.rdevelépment of thé products df'fede}ally—supported

‘science and technology research and devaibpment}
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(e) Federal policy on the allocation of rights to

patentable iﬁvehtions resuiting from ﬁederally-sup?orted-

- research and development should strive to:

(1)  obtain the best scientific and tech-
nological effort for the Government,

- (2) 'encoﬁrage technological innovation,

(3) fcstef‘cémpetitibﬁ and economic
efficiency'wiﬁhin'the private sector,

(4) recognize_tﬁe publiQ's aquity-in the
prodﬁcts of federally—supported research and

- development,
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- (5) promote the_eeeia;ly beneficial utilization
of scientific andﬂtechnological:develepments and
discoveriee‘resulting from federally—eupported ‘
work, and | : | |
(6) strengthen the reeearch base oﬁ‘thex
Nation. | | |
(£} There_ie é ﬁeed for the esﬁablishment ané iﬁple*
mentation of & flexible, uniform Gevernment—wide policy
for the manageﬁent and uﬁiiizetion of inventions result-
;ﬁg'from federally-funded reseercﬁ and.development. .ihis

uniform policy should promote the progress of science and

the useful arts,.encourage'the‘socially beneficial'utiliza-u

tion of technologlcal developments and dlscoverles, and
safeguard the public interest. - ]
' SEC. 192. DEFINITIONS .--As used in this Acﬁ the
term--‘

ﬂa) "Federal egency" means an 'executive agency'
as defined by section 105 of title 5, Unieed Statee
Code, and the military departmente as defined b§

section 102 of title 5, United States Code.

(b) "Federal employees" means all employees as

‘defined in section 2105 of title 5,'United States

Code, and members of the uniformed services;
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1 _ (c) fagency‘head“ meaﬁs'the head of any Federal —
"2 . agency, except that (1) the Secretéty of Defénse shall ' g%
3 be the head of the Department of Defense’ond of each"’ -
4 ‘of the military deﬁaitments aﬁd (2) in the case’of-any.

5 independént.astéblishment} control over which is exercised

6 by more than one 1nd1v1dual, such term means. the body _ 'ﬁz
7 . exerc1sxng such control, ii
8 . ,(d) contractf means any conktract, grant, agreement,

9 -comﬁitment, understanding, cooperative égreement, or

13. other arranoemeﬁt éntered into between any Federal

11 © agency and any person whare a purpose of the contragt. | %ﬁ
12° is the conduct of experimental, developmental, or | |

13 research work. Such term includes any assignment,

_ 14_ .substitution of parties,‘or-suboontractaof any type.,” N
15 ‘.entered into for the conduct of experimental, -. gﬁ
16 dévelopﬁéntal, or_reSéarch work in connection with ifﬁ
17 - the performance of that contract; N | _ N _$Tf
18 : (e) "contractor" means any person party to a contract
.18  with a Federal agency; |
20 (£) "invention" means anylinvention, discovery,

21 _ihnovation, or improvement which, without regard to .

22 . the patentablllty thereof, falls w1th1n the classes of -
23 patentable subject matter as defined in title 35, -

L

24  ynited States Code;
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public or private organization, or other éntity;

- G- E

(Q) ”discldsureﬁ meang a written statement suf-
ficiently complete in teéhnicél deﬁéil.to cohvey to
one skilled inlthe art to which ﬁhe invenfion pertai;s
a clear'understan&ing qf'tha nature;,purposé, dperation,
and as the case maf be, physical, chemical, electrical, -
oi othex charaéteristids'of'the invention;

_(h}""made'uhder'the contract” or "made under a

~contract" when used in relation to any invention means

the conception or first actual reduction to practice of

Al

such invention in the course of any work under the

-

contract or under a contract, respectively;

(i) ‘“person" means any individual, partnership,

public or private corxporation, association, institution,

{(J) "practical appliéation" means to manufactu:é,
in the Ease of a composition or prdduct, to practice
in the case of a machine oxr system, and, in each case,
under such conditions as to esﬁéblish that the inﬁénﬁion
is being worked éﬁd that its benefits are available to
the public generally, including, without limitation,'
to alleviate health,'safety, or welfare needs, or to
meetithe requirements set by Government regulétion,
either on reasonable terms ox thfough reasonable ‘

licensing arrangements;

,
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(k) "smallhpusiness fi£m“ means a small 5usiness
concern as-defined‘ih sectioh 2'of‘Public Law 85-536
(section 632 of title 15, United sﬁates<COdé)_and .
implemenﬁing regﬁlatibns of the Administrator.df the
Small Business Administration.

(1) “nonpr9fit organization" méané'universities
and other inStitﬁtioné of’highér'education and érgan—
izations of the tyﬁe described in section 501 (c)(3)
fof-the Internal Revenue Code of 1854 (section 501(c) (3)
of title 26, United_sfates Code) and exempt from
taxation under'seétion 5601 (a) 6f the Internal Revenue
Code (section 50l{a) of title 26, United States Code) ;
”,(m). "Uniteé;States businesé entity" meanS'any |

individual United States citizen engaged in business

'?.:_:1"_;'"3’} .
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United States, which are not substantially owned or

controlled, in fact, by‘foreign interests.

~and any business entity created under the laws of the

‘(n) "Bureau" means the.Federal'Buraau of Science .

and Téchnology1Re§earch and Development Utilization

established under_section 302 of title III of this

Act;
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(o) "5irecto:P means'ﬁhé Director of_the-Féaeral
Bureau cf.Technology Reséarchrand'béﬁé;opment Utiliza-
tion or the Director's désignee; '

(p)l "Government" means the government of the United
States of America; and

{q) "Statgs" means the.StateS‘and Eerriﬁqries'of thé
United States, the'District_of Coiumbia, and the
Commbnwealth of Puerto Rico. |

TITLE II-—DISPOSITION OF PROPERTYlRIGHTS IN

INVENTIQNSIRESULTING FROM FEDERALLY-
.SUPPORTED RESEARCH AND DEVELOPMENT
CHAPTERJ;.——GdVERNMENT CONTRACTORS

SEC. 211. ACQUISITION OF TITLE BY THE GOVERNMENT.--

. ta) Every contract shall provide that title to ény

invention made undexr the contract shall belong to the
Bureau‘on behalf of the United Staﬁes} provided that
titie will belong to the dontractor, subject.to the
pfovisions‘of this Act, where--
(1) the contractor is a nonprofit organizatién
with a technology transfer capability approved b&

the Bureau, or
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(2) a’panel consisfing of the Attorney General,
the Secretary of Commerce, and-thé‘head-of tﬁe
contracting Federal agency, acting|qccording to '
regﬁlations to be promulgated’ by ﬁhé Attorﬁay
General and the Secfgtarf éf Commerce, determines
that the prospective contracgoﬁ will nét enter inﬁb

~ the contréct unless the contréctor.acquireé title

to. any invenﬁioﬁ-made ﬁndef the contract and that
allowing the contractor to acquire title to such
inventions is in the public intefest.

(b) In the eﬁent‘subparagraph (a) (1) or (é) applies, .
as to any country in thch'the contractor fails to file
a patent appgic?tion within a reascnable tiﬁe or fails
to prééebute the patent appliéation diligently, the
Di;ector, after giving notiée to the contractor; shall
have‘the right to grant requests by the inventor to.
écquire rights.ih the invention subjéct to the pro-
visions of fhis'Agt or to receive gitle to the inventioﬁ
in the néme of fhé Eureau.on behalf of the ﬁnited ?tatesf

1 3

SEC. 212. LIMITATIONS.--(a) In the event subparagraph

- 211(a) (1) applies, when the contract with a nonprofit

organization is for the operation of a Government-owned

‘research or production facility, inventions made under

the contract shall be treated according to the provisions

of section 222.
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(b) When, in.the opinioh of the Director,  the
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obtaining of title by the contractor might iﬁpair
national security, the Bureau shall obtaih title to
the invention on Behalffof the_United'Stateé.

- SEC. 213. INVENTION DISCLOSURES.--(a) The oontractor‘_

5
h

l P i

promptly, and at least six mdnths'prior‘to'apy.public

e,
N |
e

disclosure of information relating to an invention made

undex a contract, shéll'provide;the contracting agency

W 0 ~ W b W N

with a disclosure of each such invention. The agency .

e
o

promptly shall transmit any such disclosure to the Bureau.
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{(b)’ If_tho contractor fails to comply with paragraph

12 (a), the cohﬁraotorlshall not be entiﬁled to obtoiﬂ‘eithér—

13 title to or any ‘license in the invention, unless the. |

14 Director determines that this prohibition should be -
15 . waived in the national iﬁtorest. | | Eif
16 (¢} ﬁvery pefson responsible undor a contract for T
17 complying with'paiagraph {a) ox for‘assisting the ; '?
18 cootractor in complying with paragraph {a) who shall

19_ ‘willfully fail to.comply or assist in complfing with

20 subparagraph (a)} shall be deemed‘gﬁilty of a misdemeénor,‘

21 and, on conviction, shall be punished by fine not exceeding

22 | fifty thousand ‘dollars plus the dollar value of the contract,'
23 or by lmprlsonment not exceedlng two years, or by both 1ﬁ
- 24 said pﬁnishments, in the discretion of the court. f:f




1 SEC. 214. MARCH-IN RIGHTS.—— Where a contractor or. .

2 .1nventor has obtalned title to an 1nventlon pursuant to | . '%%ﬁj

3 subparagraph 211{a) (1) or (2), or paragraph 211 (b), . ' :%;

4 (a) said contractor or 1nventor shall be requlred at

5 reasonable 1ntervals aetermlned by the Dlrector to prov1de

6 ‘the Bureau w1th written reports on the utlllzatlon, or ;4%

7 efforts at obtalnlng utlllzatlon,.of the invention that ;i?

8 are being_made:m Provided, that any Sueh'fhformation shall

9 . be treated by the Bureau as confidential commercial or

10 flnanc1al 1nformatlon and not subject to disclosure under .

11 the Freedom of Informatlon Act. ’
,”- iz (b)... the Director shall have the-right'ro require the T
-I i3 contractor.or.i?s licensee.OI assighee to grant a

14 nonexelusive,”partially exElusive, or_exclusive ligense

15 to a responsible apélicant 6r applicants in any field ';s;

1le _,of.use-of the invention upon terms reasonable under the 2;_

17 circﬁmstances, or to grant such liceases itself; or _ : '?;:

18' to require.an assignment of the invention to the . !

19 Bureau on behalf efrthe'Gevernment; if the Bureau

20 determines thaa-t£e.contractor or anventor or any .

21 licensee. ox assigpee has-not taken, or is not expected

22 to take within a reasonable time, effective steps to

23 achieve praetical application of the invention in such

24 field of use; | E{_
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(c) said.contragtor_or}ihventor; in the_évenp.a
United States patent appiicatién isf%iled by br_on its
behalfxor by any assignee, shall be requiréd to include
within the speéifiéation,of such application and any
patent issuing thereon a statement specifyinj that the _
invention was made with Government supédrt and that the
Goverhmenﬁ has.éerta%n rights in the invention; and

_{d’ _in_the cése of a nonprofit organization, |
| {1) it shall be prohibitéd from assigning
rights in the inventibn withoﬁt the approval of
the Bure;u, éxcept where éuCh assignment‘is made
to an orgagization having prior a@pioval_of the
ﬁureau whicl hés_as one of its'primary functions

the management of inventions and which is not
itself engaged in the manufacture or sale .of .
proaucts or'proﬁesses that mighf‘utilize the
invention or be in competition with embodiments
of the invention and provided.that such assignment
is made subject to regulations promulgated hefeunaer;
(2) it, and any person deriviné rights direcﬁly
or indirectly from it, shali be prohibited from
grantlng exclus;ve licenses under United States_

Letters Patent in the 1nvent10n w1th a duratlon in

. ‘\'
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excess of the earxlier of five years from first
commercial sale or use of the invention or eight

years from the date of the exclusive license,

said period of exclusivity to be extended by a

period equivalent to that time before.fegulatory

agencies'necessary to aobtain premarketfclearance
and not voluntarily caused by the licensee; the
Bureau may, in any particular case, approve a

longer exclusive license; exclusive field of use

in one field of use shall not be deemed to end the

exclusive period as to unrelated fields of use; and

(3) it shall be required to utilize “for the
: LA S '
support of scientific and technical research or

-

education the balance of any royalties or income

earned from the invention after the payment of

expenses (including any payments to inventors)

incidental to the administ%ation of the iﬁvention. 1
SEC. 215. GOVERNMENT LICENSE IN-CONTRACTOR-OWNED

INVENTIONS.--Where a contractor has obtained title t

the Bureau shall retain on behalf of the Government

- licenses may be granted and commercial sale or use

()

»

an invenﬁidn pursuant to subparagraph 211(a) (1) or (2),

o
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an 1rrevocable, nonexclu51ve, paid-up license to make,
‘use, and sell the 1nventlon throughout the world by

or on behalf of the Government and Staﬁes and domestlc

local governments, unless the Dlrector_determlnes that

it would not be in the public interest to acquire the
liCense for the States and domestie_lqcal gevernments;
SEC. 215' INCOME SHAﬁING.-;In'instances where the
Bureau reeeives income on account of an invention made
under a contract tiﬁle ﬁq which has been aequired by

the Government=--=

{a) +the contracting Federal agency shall receive

20% of the income received to use for science and tech-

nblogy research and deveiopment programs, including the

oy

incentive awards program created by section 225 of this. -

-

Act, and i , B | .

(b) the contractor emplofee—inventor shall receive
105 of the income recelved._

SEC. 217.‘ REASSIGNMENT OF RIGHTS TO INVENTOR."—III

the case of a contractor invention to whlch the Govern~

ment obtains tltle under section 211 where the Dlrectcr

determines that there is 1nsuff1c1ent interest in the
invention to justify seeking patent protection_in'any
country, the employee-inventor may obtain a reassign—~

ment of the entire right, title, and interest in and

to the invention for that country, or countries, subject

-

.
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to the reserved Government llcense set forth ln section
215, and the march—ln rlghts set forth in sectlon 214,
provided however, nothing in this paragraph shall prevent
the Bureau from publishing or dedicating‘to the'public |
such an invention if that action is in the public
lnterest, and prov1ded further, the employee-lnventor

may not ass;gn, llcense, or otherw1se transfer any

rlghts in ox to the lnventlon to the contractor except

by an arm's length transactlon entirely negot;ated after

the inventor obtains rights to the iaventioh from the
Bureaﬁ, | |
.CHAPTEﬁ_z.e—FEDEﬁAL EMPLOYEES _

SEC.-221. REPORTING INVENTIONS.--({a) ALl inventions
made by.Eederalﬁemployees while under the-administrative'
jurisdiction ofta Fe&eral'agency shall be reported -
éromptly,'and'at.least six months prior to aﬁy pﬁblic
disclosure, by such employeeé to the designated authority
of- that Federal agency which promptly shall be transmitted
by the ‘agency to tﬁe Bureau.

(b) If a Federal employee-lnventor fails promptly ,

to report an 1nventlon to the des;gnated authorlty,

the employee shall not be entitled to obtain any .
rights in the invention or to receive an incentive

award on account of the invention.
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1 SEC. 222. ACQUISITION OF TITLE BY THE GOVERNMENT, ~— L
2 . {a) The Govetoment shall obtaln an’ a551gnment of the .
3 entire right, title, and interest in and to any invention -
4 made by any Federal employee if the Bareau determines that
5 the invention bears a relation to the dutles of the Federal
6 employee—inventor or is made in consequence of the em~ i%;
7'. 3ployee‘s'employment; the employee, as a'con&ition of ?Ei
8 employment, is’tequfred'to make such an assignment, |
9 " (b) 1In any case where the Director ‘determines that :
10 | the invention does not bear a reletlon‘to the duties = - ‘;;
11 . 0f the Federal employee-ipvento; and was. not made in - é?i
- 12  consequence of the employee's emplbyment;.but was conceived —
| 13 or first :edeFE? to actual practice with'the use of
14 Goverﬁment faoiiities; equipment} materiels,_or funds,' .
15 | or.with the tlme or serv;ces of other Government employees _.E%f
16.lron off1c1al duty, the Federal employee-inventor shall be S
17 entitled to the entire right, title, and interest in and %i'
18 .to the lnventlon,‘sub]ect to a nonexclu51ve, nontrensferable,r'f
19 irrevocable, PaldTUP llcense to the Bureau -on behalf ‘of
20  the Government to oake, use, and sell the invention -  ‘-‘
21 .throughoﬁt the world by or on behalf of the United States
22  and States and domestic local goverﬁments, unless the fi
23 Bureau determines that it would not be in the public -
24 interest to acquire the license for States and domestic %?;

25 local §OVernments.. The employee at any time may assign

. . s o
E .- e 4 CE L.
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to the Bureau on behalf of the Government the entire

'fight, title, and interest, or;any'pgzt'theréof, in and

to any such invention in exchange for ah agreed royalty.

In such instances, the Bureau may agree 'to file and

prosecute United States and foreign pétent'applicaticns.

Title to any such invention for which the Federal emplcyég—'

T

inventor does not seek patent‘proﬁection or otherwise
claim title withiﬁ hinety days of the Director's deter-
mination shall vest in ﬁhe Bureau on behalf of the
Government. | B

(c} In all situations not falling within paragraphs

(a) and (b), a Federal employee-inventor -shall be

entitled toithe entire right, title, and interest in
B " 5 : . - -
and to’ any invention made by the employee.

-

 SEC. 223. PRESUMPTIONS OF OWNERSHIP.--(a) In applying

-the criteria of section 222 to the facts and circumstances
relating to the making of any particular Federal employee-

invention, ° . ‘ ' o

(1) it shéil be presumed that an invention
falls within ﬁéragraph 222(a) when made by a
Federal employee who is empléyéd or assigned
o : . _ :

(A) invent, improve,_orapérfect
any art,lmachine, manufacture, or com-

position of matter;
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Lo 1l ' ' N (B) conﬂuct or perforﬁ research and
2 aevelopment work;
3 b jC)'.su?ervise,'direc;};coofdinaﬁe, . %ﬁ;
4 or re#iew federallyﬂfinanced or con- . -
5 ducted research or_devalopmeﬁt‘werk; or

6 (D) act in'e liaison eapacitfemong
7 'Federel or non-federal agenciee ef in- gﬁ%
8 . di;iduals.engaged in‘suCh'work. %;i
S : (2).‘it'shalI.be.presumed that an invention o
10 o falls within paragraph 222(b)lwhen made by any
11 R other ?ederal employee. | -
12 (b) -Either_presumptioq-of subsection (a) may be : P
o~ 13 rebutted by the.facts or circumstaﬁces ef-the conditions -

14 under whiq@,eﬂyﬁparticﬁlar invention is made.

15  SEC. 224. REASSIGNMENT OF RIGHTS.--(a) In the case

——

16 of an invention falling within paragraph 222(a), where - LA

Jl'.-""-

17 the Director determines that there is insufficient interest ;;

18 in the invention to justify seeking patent protection in

=
19. aﬁy_country; the Federal employee—inventor may obtain a' ;:
20 reassignment of the entire right, ﬁiﬁle, and interest in
21  and to the lnventeon for that country, or those countries,
22 subject to the reserved Government 11cense set forth “:'
23 in paragraph 222(b), provided however, nothlng in this
24 ?araqraph‘shall prevent the Bureau from publishing:
25 or dedicating to the_pﬁblic such an invention if | -?f

26  that action is in the public interest. . e
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1 {b) Where the Director: £inds, on the basis of new

2 évidence; thét tge Bureau hés acquired fights in an. . i;:

3 invantidngreapér than the Government i;‘entitled'to. .;_;

4 éssert under'the'CIiteria of section 222, the Directér

S shali take such action tﬁ‘correﬁt the ineqﬁity‘as is

6 reasonable in the circumstances, including'éhe grantiné Py

: o : _ K

7 - of greater rights to the Federal employéefinéenfor._. ?%?

8 - SEC., 225. INCENTIVB' AWARDS PROGRAM.--(a) Incentive

9 éwérds may be granted to Federal émployee-inventors,'

10 as a matter of.discretion,.in order to-- .

1 {1) monetarily reward.or othe:wisé récognize Ny
o 12 Federal employees for inventions,'and‘ | -

i3 | ' (2) sEi@Plate inventive creativeness-and _

14 . en;ouragé Federal émployees to disclose their .

15 , lnventlons and thus to enhance the transfer ""” | ifr

16 _: and utlllzatlon of related technology.‘ ' | o

17 " {(b) These awards shall be granted pursuant ;o the - %;

18 prévisions af chapter 45 of title 5 and chapter 57 of

'19_- title 1 of the United Statéé Code, énd in éccordance‘

20 ﬁith,impleméntiég regulations issued théreunder-except

21 as modified by this Act. Existing statutory provisions -

22 for awards shall rémaih unaffected by this section. )

_23 {c} In granting awards under this'section,fdue N

24 consideration shall be given to-- o _ gﬁf
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(1) the extent to which'the invention
advances the state of the art, ;.

(2) the amount expended by theaemployee—
inventor in maklng such invention; .’

(3) the 1mportance of the 1nVentlon in
terms of its value and beneflts to the Unlted
States,l | 1

(4) thé exﬁgnt to which ﬁhe invention has
échieved utilizétidn byrthe public; énd

{(5) the amount of any compensatlon prevx-

 ously rece1ved by the employee- lnventor for
or on account of the use of such invention

- by the United States. |

(d): Subject'to the provisioﬁs of this section, any

agency ﬁead énd the Director are authorized, upon their

own initiative or upon application of any person, to

initiate the incentive award process. Awards of up to

310;066 may be made by an agency head or by the Dire;tq;i
Awards in excesskof $10,000 but not in excess of éS0,000
may be granted jéintly by an agency head and the Difector
upon determlnlng that the invention is highly exceptlonal
and unusually outstandlng. Awards in excess of $50 000
may be méde in those instances whe;e the agepcy heéd |

and the Director recommend to the Director of the Office

-of Management and Budget that a Presidential award be

FLIT
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made. Upon endorsement by the Director of the Office

~.of Management and Budget'ahd'approval.by the President,

b

an award in excess of $50,000 may be granted.

(e) A cash award under this sectiop.ehEIl be in addition

to the regular paf of the recipient. -Acceptanee of

‘a cash award under this section constitutes an agree-~

ment that any use by thHe Government of an idea, method,
or device for which.the_award is made does not form
the basis of arclaim-of'any ﬁature against the Government
by the recipient,-his heirs, or assigns.

(f) A cash award.and'expense for henorery recognition
of a Federal employee inventor shall be pald from the

fund or approprlatlon of the sponsorlng Federal agency,

or the Bureau, éxcept that the Pre51dent shall determine

the amouﬁt of the award to be paid by each Federal
agency for Presidential awarde.

SEC. 226. INCOME SHARING.--In instances where the

‘Bureau recelves income on account of an invention made

by a Federal employee-lnventor,*—
(a) the Federal. -agency employlng the employee—lnventor
shall receive 20% of the income received to use for

science and technology research and development, including

the incentive award program created by section 225, and
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(b) the Federal emplogeé—invénto;_shali receive 10%
of the income received, in additibg:to=his régular
saiary and any award as provided in sectién 225,

TITLE.III——FEDEﬁAL BUREAU OFASCIENCE AND‘TECﬁNOLOGY

RESEARCH AND DEVELOPMENT UTILIZATION

"SEC. 301. ESTABﬁISHﬁENT.ﬂQ(a) By the effective date

of this Aét, the Secretary of Commerce, subject to the

provisions of Reorgéﬁizétion Plan No. 5 of 1950, shall

-establish within the Departmeht‘of Commerce the Federal

11

12
13

14
15

16
17
18

19

20

21

22

23

24

Bureau of SCience and Technology Research and Development
Utilization. The Bureau shall be headédwby a Director

appointed by the President,'with the advice-aﬁd_con#eit

ra

of the Senate. ‘The Director shall receive compensation at

-

‘the rate spééified for level V positibns in the_ExéEu—

tive Schedule. ‘The‘Director shall have authority,

subject to the Civil Sexvice and Classification Laws,

- to- appoint such personnel, inclﬁding hearing examiners, .

as are necessary in the exercise of its functions. The
Director is authotized to make such expenditures and

enter into such contracts as are necessary in the

exercise of the Bureau's functions. The Bureau shall

have an official.seal which shall be judicially noticed.

{b) The objects and purposes of the Bureau shall be

to coordinate, direct, and review the implementation

e
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and admlnlstratlon of the unlform Government policy set

Ve

forth in this Act with respect to the ownershlp and
utilization of inventions resulting from federally- ,
supported research and development, and to monitor on

a continuing basis the 1mpact of Federal sc1ence and

1

technology pollc1es onllnnovatlon and-technology develop—

- ment, and report its findings and-recOmmendEtions annually

Policy.
{c) The Bureau is authorized and directed to--

(1) .receive invenﬁion'disclosuree from
Federal agencies_es provided for in éections
213 and ggiﬁand'rights ro inventions as-provided
in section 505;

(2) evaluate, with the assistance of the
originatingfagency; other Federai agenoiee, or
nongovernmental personnel, inventions disclosed
and.reportealto_it in order to identify those ..
invenrions as. to which domestic or foreign
proPrietarv érotection snould be.sought, and .
apply for}_obtain, and maintain patents or
other forms of protection in the United States
and in foreign countries on such inventions or :

publish or dedicate to the public such inventions;

to the Director of the Office of Science and Technology

e
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(3) promote the licensing of inventions

. covered by Government—owned patent applications,

patents, or other forms of protectionzobtained;.
{4) grant nonexclusive, partiéliy exclusive,

or exclusive licenses under Government-owned

il

patent applications, patents, or otherffbrms.of-

protection as provided in Title IV;

(5) make market surveys and other investigations

for detexmining the potential of Government-owned
inventions for éomestic and foréign licensing
and other forms of.utilizaﬁidn;

.(6) acquire technical info;matioﬁ.and engagé'.
in negotiafions and other activities toTprdmote

. : Pl

tﬁe licensing and development of Government-owneéd

inventions and to enhance their marketability and

~utilization in the public interest;

(7)) withhold publiéation or release to'the

public of information disclosing any invention .in

which the Govérnment owns a right, titlie, or

interes£ fo}.; reasonable time in order for

patent applications to be filed and prosecuted;
f8)‘ receive funds from fees, royalties, sales;.

or other management of government-owned inventions

authorized under this Act: Provided, however,
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1 That such funds shall be used only for the purposes -
2 of this Act, R ' ..V““ %i
| 3 {9) develop and manage a Goverhgent—wide t;-
4 Program designed to ;timuiate theaﬁransfer;of
5 Government-owned téé@nolog? to Aﬁéricanbusiness
| é‘ entitieé through the development,:demdﬁstration,‘} o
‘7 and dissemination of information regarding; ’ gﬁ'
8 potential appiiéatipns;- | T
9 . (10) . consult and advise Féderal a%encies as
10  _ . to areas of sdiencéfand technology research and L
11 . deﬁelopmént with potential for sociglly beneficiél ;%
;_{”" 12 | utilization; | —
13 ' (11) consult and advise Federal’ agenc1es in
14 veach Federal agency s development and lmple— .
K 15 mentation of a technology utlllzatlon program éi.
16 whose spec1f1c program objectlves shall include, j;
17. o but not be llmlted to-- : :E:
18. - | (A) ngpedltlng and facilitating the ' |
l9- applicaﬁion.and ﬁse of technology by shorten-
20 | ‘ing tﬂe £ime between generation of new tech?
21 - | nqlogical developments and thelr use in the
22 ' economy, and providing-greater incentives for
23 i : the use of socially beneficial innovations; _
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(B)H encouraqipg multiple secdndary uses
of'tecﬁholdgy iﬁ induétry@{edﬁéa;io@, and
Govérﬁment where there i; a wide spectrum of
technological problems and needgg and

(C) understéﬁding'more fﬁllyffhe tech-.

nology-transfer process and its impact on

1

the economy; and

[T

(12) with the assistance of the Attorney General
" when necessary, take all'suitable and necessary steps
to protect and enforce the rights of the United States

"in any invention; - and

(13) issue binding regulations,thrdugh appropriate'_

channels to implement and interpret this Act.
SEC. 3Q2. AUTHORIZATION FOR APPROPRIATIONS.--There

are hereby éuthOrizea to be appropriated such sums as

may be necessary to carry out the provisions of this

Act.

23

24

25

TITLE IV--DOMESTIC AND FOREIGN LICENSING OF . b

GOVERNMENT-OWNED INVENTIONS

SEC. 401. UN1TED STATES SMALL BUSINESS FIRM CONTRACTORS,~—

{a) Where an invention as.to.which thé Bureau obtains
title on behalf of the Govermment is made under a contract
with a small business firm which is a United States .
business entity, subject to the provisions of section

403, that firm shall be entitled to negotiate with the
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.Director for an‘exclu51ve, partlally exclu51ve, or .

nonexclusmve license under any patent appllcatlon
flled ox patent obtained by the Bureat!tO'make, use,’
sell, and subliceﬁse the invention. The Director is
authorized'to jrant suchfa license upon te;ms the
Director considers reaéonablé in the éircuﬁstapces.

(b) In the event the cgntractot does not obtain,
pr,havi#g obtained surrenders, a‘litense unde: this
séction, the Director shall treat the invention under
section 452 as oné made under a cohtratt with a
contractor which wgs-not'a United States small business
firm.

SEC. 402. 'CONTRACTORS OTHER THAN UNITED STATES SMALL

BUSINESS FIRMS.-—(a) Where an invention as to which the

. Bureau obtains title on behalf of the Government is

made uﬁder contract with a contractor which is not a
United States small bu51ness firm, the Director, by
publlc notice 1n the Federal Register and otherw1se,'
subject to the, provisions of section 403, shall offer
to license exclusively, partially 'exclusively, and non- -
exclusively, the right to make, use, sell,’and sublicense
the invention under any Unlted States patent appllcatlon
filed or Unlted States patent obtalned. In grantlng
licenses, the following preferences shall be observed——

- {1) £first, nonexclusively‘to any United States

business entity,

bt B
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1 o (2) secénd, exclusively.or partially exclusively ,
'2 ' to tﬁe Unitea States.small'busihéés‘firm'which,
3 in the opinion of tﬁe Director, offers the best |, : —
4 .terms for suchvexclusive or paftiqiiy exclugive
5 'license, and | .\ ‘ |
. 6 L (3) .1:.‘rn'.r<fl.r exclusively or partiallyfexélusivelf i,
7 to the United States business eﬁti?y Vhiéh,lin the -g?%
BV opinion of'the'Director, offers the best terms for
9 _Such exclusive or partially'exciusive license.
10 No e#clusive or partially exclusiﬁe license shall be -
11 grantea until the invention has been publicly available 5
' 12 for licensing for six months. No licenséushall be granted —
13 'except‘ﬁpon t§£mﬁ that the Director determinés to bg
14 raason;hle in the circumstances. .
15_- (b) Where an invehtion“as to which the Bureau cbtgins' | i%&
16 | title on Eehalf of the éovernment is made under a contract ;;;
17 with a contractor which was not a United States small ;;-
18  busifess firﬁ, the Director, by.public'notice-in the ' :?
19 Federal Register.ahd otherﬁise, subjec;.to the provisions
20 of section 403, shall offerlto license exclusively,
21 partially exclusively, and nonexclusively, the right to | -%
22 'make,_use, sell, and sublicense the invention under any i
23 foreign patent'application filed or EOIeign patent obtained. )
24 In granting ;iceﬁses, the following preferences shall be E?;

25  observed-- . - ' | - _ —
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(1) first, nonexclusively to any United States

business entity, . S

(2) second, exclusively or partially exclusively

to the United. States small business firm which, in =

ﬁhe opinion'of t@e'b%xectof, cffers the best terms
of all United States small businesses %or such
exclusive or partially exciusive lidensé}

(3) third, exclusively or partially exclusively

to the_United States business entity which, in the

opinion of the Director, offers the best terms

of all United States business entities for such

exclusive or partially exclusive license,

(4). f9ﬁ§th, noneXciusivély to any bﬁsiness
eﬂtity of a dévélcping country appear;ng ina -~
list.of approved develbping countries which the
Seéretary of State shall prepare and publish from

time to time,

(5) \fifth, exclusively orxr partially exclusively '

+ LN

~appearing on a list of approved developing countries

which the Secretary of State shall prepare and

‘publish from time toltime which, in the opinion of

the Director, offers the best terms of all such
business entities for such exclusive or partially

exclusive license,
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{8) Slxth nonexclusively to any buSLness
entity of a country not appearing on a list of dis--
'approved countries which the Secretary of State .
shall prepareand publlsh from tlme to tlme, and
(7) seventh, exclusxvely or partlally exclu51vely
to the bu51ness entity of a country not appearlng
on.a list of disapproved countries which the Secretarf
of State shall érepare and pﬁblish from time to time,
which, in the opinion of thetDirector, offers the best
terms of all such business entities for suqh exclusive
or partially exclusive license.
No exclusive or partially exclusive licéhée'shall be
granted unti%itpe invention has been publiciy available
for licensing for one year. No license shall be gganted.
except upon terms that the Director determines to be
reasonable in the circumstances. |
SEC. . 403. LIMITATIbNS.-—(a) The Director may decline

to license an invention under section 401 or section 402

if he‘determines]that licensing the invention would be

* L

contrary to the natlonal interest.

(b} Any license granted under sectlon 401 or 402
shall provide by its terms that the licensee shall act
to commercialize the invention within an agréed time,
and‘the Bureau shall have the right to.require the

licensee to grant a nonexclusive, partially exclusive,
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or exclusive license to a responsible applicant in any

. field of use of..the invéhﬁion‘upon terms reasonable

in the circumstances, or to grant such, licenses itself,

‘'or to revoke the license, if the Bureau determines

that the licensee has'not taken, or is not expected to
take within a reasonable time, effective stéps to
achieve practical application of the invention_in such

field of use. The licensee shall be required at

‘reasonable intervals determined by the Director to
provide the Bureau with written reports on the utiliza-

tion, or efforts at obtaining utilization, of,the invention

that are being made: Pro?ided,'that any such information

'shall be treated as confidential commercial or financial

information &nd’mnot subject to disclosure under the

‘(c) .Any license granted under section 401 or 402
shall feserve to the Bureaﬁ on behalf of the Government
the right to make}-use, and sell the_invention‘throughégt
tﬁe world by or on behalf .of the United States_and.States'
and domestic local governments, unless the Direétor ‘
determineé'thaf'it would not be in the public interest
to reserve suéh rights for the States and domestic

local governments.

(d) No person, directly or indirectly, having exclusive

rights in more than fifty patented inventions_may obtain

e,
o
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W 1 or retain an exclusive or partieilf exelueive license
2 in any inventiog made under a.contract; A petson shall
3 be deeﬁed not té have exclueive righteiin any patented "
4 invention which is offered for 1icenser;o;others-on- :f"
5. reasonable terms. - ‘ : : | S

' 6 TITLE v-—Mi§CELLAﬁEOUs _ '
7 SEC. 501. RELATIONSHIP TO ANTITRUST LAWS.--Nothing e,
8 in ﬁhis Act shall be deemed to convey to anf pefson imﬁunity%f%
e from civil or criminal 1iability, or to create any

10 defense to actions, under any antitrust law.
11 ‘SEC. 502. JOINDER OF PARTIES.--~(a) The licensee of -

12 rights in any invention covered by a patent owned by 28

. . 13 the Bureau on behalf of the United States shall have -
14 the rlght to br}ng suit for patent 1nfr1ngement in any
15 court of competent Jurlsdlctlon to enforce such rights
16  without jolnlng the United States as a party in such éiﬁ'
17 suit. . | | | | .i;~
18 " (b) -In the event this right is exercisea, the licensee -
_19 shall notlfy ‘the Bureau promptly of the suit and all
20 parties to the su}t shall serve the Bureau with copies
| 2; of papers required eo be served on a party to the suit ]
22  as though the United States were party to the suit. L
23 (c) The Bureau shall have the right, with the
24 assistance of the Attorney General Qhee necessary, %o
25 intervene in any suit in which the validity or coverage ?;i

26 of a Government-owred patent is an issue. =




- S . ST TS

10

11
12

13

14

15

16

17

18
19
20
21
22
23

33|

SEC. 503. BACKGROUND RIGHTS.--In any contract, the

' ‘Government may ﬁégotiate'a license}tq.practiée for its

own use any invention not made under the contract which
belongs te the contractor. Subject to such exceptions
as the Director may promﬁlgate‘from time to time,

no prospective contractor shall bhe rquire&; as

»

a condition for being eligible for a contract, 'to

agree to transfér to the Government any other rights
to inventions belonginglto it which were-not made
uﬁaer ﬁhe contract. |

SEC. 504. , PRECEDENCE OF ACT.-— (a) This Act shall
take precedence over ény éther act which would require

a disposition of'rights in inventions resulting from
"t § '

fedefally-supported research and development in a manner’

inconsistent with this Act including, without limitation,
the fol;qwing——
l {1 Sectidnllota) of the Act of June 29, 1935,
as émendéd by Title I of the Agricultural Research 1
and Marketing Act of August 14, 1946 (7 U.S.C.

427i{a); 60 'Stat. 1085); )
(2) Section 205(a) of the Agricultural Research
and Marketing Act of August 14, 1946 (7 U.S.C.

1624 (a); 60 Stat. 1090);

.
‘‘‘‘‘‘‘
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1 ' {3) Seétion 501(c)tofithé Fedéral Coal Mine
2. Health and éafety Act df 1969 480 ﬁ.S.C; 951 (c) ; EZ
3 83 Stat. 742); | I _ . :—
4 (4) Section 106 (c) of the National Traffic
‘ 5 and Motor Vehicle Safety Act of 1966 (is u.s.c.
. 6 - 1395({c); 80 Stat. 721); o _"5 ) e
7 (5) Section 12 of the ﬁational Scieﬁce‘Foundation. %ﬁ
8 Aot of 1950 (42.U.S.C. 1871(a); 82 Stat. 360); | -
9 " {6) Section 152»of.the Aﬁomic ﬁnergy Act of
10 1954 (42 U.S.C. 2182; 68 Stat. 943); 3
11  (7) +Section 305 of the National Aeronautics | ' @ﬁ
- 12 . and Space Act of 1958 (42 U.S.C. 2457; 72 Stat. 426); =
| | 13 | (8) §ég}ioh 6 of the Coal Research gnd Develop-
14 m;nb‘Act of 1860 t30 U.5.C. 666; 74 Stat. 337);
15 | {9) Secﬁicn.é éf the Helium Act Amendment of ;;
16 1960 (50 U.s.C. 167b, 74.Stat;'920); i:
| 17 - ..{10) Section 32 of the Arms Control anj Disarmament 231
i8 : Act ﬁf‘1961 (22 U.S.C. 2572; 75 Stat. 634); .. 1 i
19 (11) Subséction {(b) of section 4 of the Saline
20 Watexr Convéréion Act of 1961 (P.L. 87-295; 75 Stat.
21 628) as amended by subsection (d) of section 6 of the
22 Saline Water Conversion Act of 1971 (P.L. 92-60;
23 42 U.S.C. 1954(b); 75 Stat. 628); -
24 (12) . Section 303 of the Water Resources Research ‘gz

25 Act of 1964 (42 U.S.C. 1961lc-3; 78 Stat. 332);
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{13) Subsectionltg)‘of section 302 of the

AppalachiaanegionaL DeVelopme@;.Adt of‘1965 (40 - 'éﬂ,
U.S.C. App. 302(e), 79 Stat. 5); , —

(14) Subsection {e)} of section’ 203 of the Solid -

Waste Disposal Act (42 U.S.C. 3253(c); 70 Stat.

)

997); L o o 3 -
o 1 : o B
(15) Subsection (a) (2) of section 216 of title ﬁ%‘
3é;.Uni£ed States Code; T | | fﬁ_
) (16) Section 9 of the Federal Nonnuclear-Enérgy
Research and Developmenﬁ Act of 1974 {42 U.S.C. o
5901; 88, Stat. 1878); - B
(17) ‘Section 3 of £he Act 6f June- 22, 1976 | -
(42 U.S.C. 1959d, note; 90 Stat. 694);
'(18) Section 5(c) of the Tennessee Valley _
Authority Act of 1933 (16 U.S.C..831d(i); 48 Stat. -,
.‘(19) Secéion 5(d) of the Consumer Product Safety N -
Act (15 U.S.C. 2054(d); 88 Stat. 1211); B
(20) Sectign 3 of the Act of April 5, 1944
(30 U.S.C. '323; 58 Stat. 191); and
(21) .Section 8001 of the!Solid Waste Disposal
Act (42 U.S.C. 6981; 90 Stat. 2892). ]
(b} This Act shall be construed to take precedenpe
oveﬁ any future act unless that.act specifically cites _5:
this Act éné provides that it shall take precedence ovef ;_

this Act.
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1 SEC. 505. ASSIGNMENT OF EXISTING GOVERNMENT-OWNED
2 ,.INVENTIONS.ﬂﬂUpon the - affectlve date of this Act, the
e
3 heads of all Federal agenc1es ownlng any right, tltle,
4 or interest in any patent application‘o; patent shall
5 . transfer and assién such -rights to the Bureau on behalf
"6 of the United States. ' ‘;'- .\
-7 SEC. 506. EFFECTIVE DATE.--—ThJ.s Act shall take
8 effect 180 days after the date of enactment.
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