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The Amerlcan Intellectual Property Law Assoc1at10n

(AIPLA) is a natlonal soc1ety of more than 5000 lawyers

R ;engaged in the practlce of patent trademark copyrlght

‘_”5llcen51ng, and related flelds of laW affectlng 1nte11ectual

-}property rlghts._ AIPLA membershlp 1ncludes lawyers 1n

'prlvate, corporate and government practlce- lawyers assoc1ated

o tw1th unlver51t1es, small busrness, and large bu51ness, and

r@"lawyers actlve in both the domestlc and lnternatlonal transfer '
'ﬁﬁiof technolOGY-ﬂ'pt"ﬁr | i S
We commend the Subcommlttee for contlnulng to press--]'"

:._forward the effort to correct a long standlng defect 1n the;_

'%'flegal rlghts of ‘the process patent owners.t In the last Congress,n}7=

ZMta measure nearly 1dentlcal to S 1543 was unanlmously approved
:by the full Judlclary Commlttee but was not enacted 1nto law.rih'f”
lThe AIPLA supports S. 1543 and supports the efforts of the SR
”Subcommlttee to see that it is enacted ln thls Congress. B
There are facts and 1mpre551ve statlstlcs know to the:-}:'v
:pMembers of thls Subcommlttee Whlch demonstrate that U s.
:dftechnlcal superlorlty 1n the world 1s ‘now. threatened. -We'in:'”;“'“
.fAIPLA know from flrst—hand experlence that competltlon in: -
7'world markets in hlgh technology products and goods produced
'.by advanced technologlcal methods and processes 1s grow1ng
stlffer_for Amer;can bu31ness each year.: This decllnlng |
"ability to compete'islclearly having‘a_serious'impact on
"iAmerican exports and imports and is contributing'to America'sh

massive trade deficit.




Many U.s. patents cover processes for maklng a product.?

' Under those patents, the patentee has the rlght to exclude

others from using the patented process. 1n the U. S. A.

- process patent-owner can'beneflt from hlS 1nventlon by using -

o it hlmself to make and sell a product or by llcen51ng otherst"

3fito do so.

7:: To evade”the process patent ownerfs.rights;'unScrupnlons.f'
t persons nay now use the protected process out51de of the U S.
-and 1mport the resultlng product lnto thls country.f ThlS .

f:practlce unfalrly undercuts Amerlcan 1nventors rlghts and
"rppromotes unfalr forelgn competltlon 1n domestlc U S.‘markets.fﬂf;?
?ft This actrvrty now constltutes an unfalr method of |
‘rcompetltlon w1th1n the scope of the Tarlff Act [19 U.s. C.p{ﬁh
ff_§1337(a)] However thlS cause of actlon before the Inter—ii--
.-natlonal Trade Comm1551on is of llmlted use to aggrleved
process patent owners.r Not only must patent 1nfr1ngement
:.be proved, but also the Commlss1on must. determlne that the-.s

rhﬂlmportatlon tends to "destroy or substantlally 1njure an -__'u‘v

| ‘:-l‘_lndustry . in the Um.ted States“ [19 u.s.c. §1337]

5hAlso, an Executlve Order of exclus1on must be obtalned | n;”
'faddltlon, the patent owner can. only obtaln thrs order of

- exclusxon, and cannot obtaln damages for past 1nfrlngement. R
| " The patent laws of the other lndustrlallzed countrles _v
fdo.not“permlt this. type of»ewa51on of - process patent owner s
'h rlghts. Foreign manufacturers are protected and_Amerlcan.p__h--

manufacturers are not.



_ 'In oux view, the.only question.of'substancesto.be j
*debated here is whether 1mportatlon 1nto Lhe United States'
'_of products made by the process patented in- the Unlted |
States should or should ‘not be an essentlal element of thed7t"
'remedy provrded. In the 98th Congress, the House of Repre~ oy
' sentatlves passed a process patent brll whlch dld provrde |

“'that 1mportatlon was an essentlal element.. On the other hand

'”HS. 1543 Would allow an actlon for patent 1nfr1ngement whether 'hi'h"

Ti‘the products were produced abroad by the protected process:rj~:“

'ff-and 1mported or produced in the Unlted States."ﬂ,fr

8 Except for those who proflt by the explortatlon of thls

‘fdfweak 901nt in the 1aw,.all agree ‘that What must be stopped is

”f_damage to U. S. lndustry from thls form of unfalr competrtlon

' .by 1mportatlon._ However,A e understand that the Unlted States

Trade Representatlve would prefer the broader blll such as m"

S:S 1543 to av01d any possrblllty that 1t could be sald to be""'

“;ﬂlncon51stent w1th Unlted States obllgatlons under the General
'dAgreement on Tarlffs and Trade.-' |

- We have two comments to make._ ?irst'*therefiskno nééd'
}whlch relates to the rlghts of process patent owners to havel

:; the. broader blll. Process patent ‘owners can currently take

'd'.dlrect legal actron agalnst those who 1nfr1nge thelr rlghts_hf-dl
hln the U.S. However, if: S. 1543 were enacted we belleve the

'practlcal effort on cases 1nvolv1ng domestlc 1nfr1ngements of

.:process patents would be negligible. In.chlS type of srtuatlon,”"

_the patent owner and infringer are making and attempting to
sell identical products in competition with each other. It

is difficult to forsee a circumstance in which the patent owner



would choose to mount a legal attack agalnst his potentlal o

.customers when the 1nfr1nger/competltor and real source of

" the problem is w1th the jurisdiction of u. S. COurts. Second
“we fall to understand how thlS 1eglslatlon could v1olate the ff"
:tgGATT even 1f enacted in the narrowed form whlch relates only to'io

.1mported products.' The 1ntended purpose and actual effect

dleOuld be to prov1de protectlon to U S. patent owners that whlchfh-ie

imls currently prov1ded to Patent owners 1n v1rtually all of the g
'7d1ndustr1allzed countrles of the world. 'In response to such
7hTGATT related complalnts from forelgn governments, we would

suggest our Trade Representatlve explaln that the U S. Congressfd:

i';has onlY Provrded protectlon Whlch they have already Prov1ded.;i*3'55*

In c1051ng, we guote to you an amended vers1on of a.

famlllar max1m-' “nece551ty is the mother of 1nventlon and

:'::,good leglslatlon ' The rellef provrded to lnventors by S 1543'

digWas recommended by Pre51dent Johnson S Comm1351on on the Patent-

System ;n 1966 by Pres1dent Carter s Domestlc POllCY Rev1ew_rdjfﬁf:

h'on-Industrial-Innovatlon in 1979 and earller thls year by
. Pre51dent Reagan s Commlss10n on Industrlal Competltlveness._.sﬂ”

.In 1966 'when Amerlca was the apparently unchallenged leader lr

" in the World of commerc1al technology, curlng thls defect 1n.j

:.process patent owner rlghts may have only been a good 1dea.'
J'Today,,we belleve it has become a very necessary leglslatlve_.f
_step whlch should be taken now{

‘Thank you.




