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The mv1tat10n and Opportumty to part1c;.pate m the heatmgs on |
S 12 15 and present the v1ews of acaderma is- much appremated B
| | My remarks today are made on behalf of the Umversuy of W1sconsm
(\Whleh'—rs—rarrk”e"’d among*the—tepmtenwunwers1t1es 1n-the ceuntrymformacademlc

‘exeelleneeﬂthe Arner1can Comc‘ﬂ on Educauon Wthh is the nat10n S largest

apprexmately_JSOOMmStLtutmns‘_o,fn hlghermgglgcatlon 20 natlonalmand regmnal o
' '. | &seeerat—leﬂeﬂ“mtd:%@*e{{bllated,mmemtutaens andworga.mzatmns c@ncerned Wlth

h%hewed‘ﬂe—&tmnmm“theeUnitedet-ate»Q the Commlttee on Governrnent Relatmns
_ of the Nat1onal Assoc1at10n of College and Un1vers1ty Busmess Off1cers ,[whieh |
- Gemmq;tteeqs_s.upper-ted—bym l—1~9—-le-ad mg—umver—s 1«t;1es-wl‘i-10h~-~as amg:roup;m are-
__ therettptenteef@vea:w—%l@%»@fwthe"ﬁmde“rttademavarlatbl‘e*t’o"hrgh“emducat«len |
| _thmugtrtentf&ets—eﬂd—grantgfw“mtenﬁﬂemacttﬁues}nd the Soc1ety of

o Un1vers1ty Patent Admlmstrators %&hie—h—ks—awpfefe—s-sieﬂakseeiety—ef
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and—wadual*s”“ll"“of whomﬂrras“semeerespons-lbﬂrty“for“adnrmi”’térmg 1nvent1ons |

;& \ﬁ gy ;5@ md@ﬁemamanesswnwhrsgmgnmvers; Landwhlchanomceantsmllﬂh
3 “f - ); memhers»-connec‘t‘ed‘“w itﬁ“?‘?“separatemnawessmes o - .' |
ﬁ:’ : Th\‘,:l :{ I have been engaged in the transfer of technology from the un1vers1ty
I |
}b *:; ‘ ;3 envu‘onment to the public sector for the past 19 years as Patent Counsel L
@ - i for the WlSCOIlSlIl Alumm Research Foundat1on Whlch Foundatmn fU.nCtIOI'IS |
g | ﬁ\; ;‘é as the mventlon and patent admmlstratwe arm of the Unlverelty of Wlsconsm
':5 (\? | { and have drawn upon that experlence as well as the exper 1ence of numerous
({} | 5%\ ﬁé colleagues of mine who have been s1mllar1y engaged for these remarks
g' LE‘: 5} w Fundamental to the posmon of the un1vers1ty cornmumty Wlth regard
%ﬁj} g‘; to the dlsposmon of pr0perty r1ghts resultmg from researoh and deveIOpment
i§ Q?E 5 act1V1t1es sponsored and funded 1n Whole or in part by the Federal Government
E‘» | ‘é z% are certain strong bellefs Wthh have been amply remforced by the exper1ence
,j “‘“‘“‘jr//’ of many years Among these are the followmg e s |
s l ' that the patent system, 1mperfect though it may be, is the

key to the conversion of SClentlfIC knowledge 1into productmn
'.beneflttmg hurnan Welfare | | | |
20 that as stated by Chlef ]udge Markey of the CCPA no 1nst1tut10n- N

has done so much for S0 rnany W1th 50 llttle publlc and ]ud1C1al

: understandmg as has the Amerlcan patent system,

3. _that the basm consrderatlon 1n the dlSpOSlthl‘l of mtellectual




8. . that the less r‘e_stricti_ve a_-Gonernment Paftﬁt. _p.ol'icy_is',
the. gre-ater is the trans‘fer.. of .t_e,c:hnology under the p'oli_cyt; B
‘:and.‘. _ . e T _ .
| 9 | that a un1form Government patent pollcy under Wh1ch the o
_.'_contractor has the f1rst 0pt1on to acqu;re t1tle to 1nvent10ns B
'_made in: whole or in pa:rt Wlth Government funds W111 pr0v1de : o
= -the maximum stn'nulus to 1nvent10n and mnovatlon ancl W1ll
_be in the publlc mterest
It appears that the goals of S 12 15 and the un1vers1ty commumty
are essent1ally the same and as an mstrument toward a.ch1ev1ng such goals,

- the unlversa.ty commumty, as--represented by the orgamzauonso_n behalf of

o Wthh this testlrnony 1s glven Supports S 12 15.

At the outset it must be presumed that Government research dollars _‘_ =
are made available- in the exp‘ectation of not.only deveIOping basic knowledge,
| but also in the expectatton that the funded research will lead to products
_processes and techntques whlch w1ll be useful and acceptable i all or part
- of our soczety to 1mprove the well betng of the soc1ety in general | |
In the face of thlS presumpnon 1t is apparent that 1r1ventlons Whether.
 made through the expendlture of private or governmental funds, are of 11ttle "
| lvalue to soc1ety unless and untll they are utlllzed hy soc_tety In order to
- achleve such ut111zat10n 1t is essent1al that the 1nvent10n be placecl in a form |

or cond1t1on Wthh W111 be acceptable and benef1c1a1 to the pubhc ‘In _other




| property rlghts should not be whether the Government or
'the contractor should take tltle to such propcrty when it -

is generated 1n Whole or in part Wlth Government funthng

but, in Whose hands wﬂl the vestrture of prlmary I'lghtS to

- 1nvent1on serve to transfer.the 1.nvent_1ve_; technology most

- quickly to the public for its use and benefit;

that the absence of a uniform government patent policy has.

been a serious disincentive to successful technology. transfer
- from the university to the pu;bl.i.c" and h'as' in fact; ofte'n

3depr1ved the publlc of the frutts of basm research;

that the absence of a unlform government patent pol1cy Wthh_

_ reﬂects and supports our system of free enterprlse has
- helped to put the U. S. at per11 in the world econom1c scene;

' that science has over the years_ been made 1ncre_as-1ng1y .

s'ubServ'ient to politics, With-decisions being.made,not on

' sc1ent1f1c: facts but on polltlcal Opportumty, _

_that the talent of mventlon must be glven the rnax1mum

encouragement by prowdmg the inventor and the process

of technology transfer all neeessary Stlmlﬂl_ to 1nvent1ve :
ﬂi < '

- and 1nnovatten act1v1ty in. a free enterprlse env1ronment




words -' 'Ithe”'techn‘oloé;y .m.us:t somehowbe tran.sfer'red to‘th.e pu'blic' set:to’r
In a free enterpr1se system such transfer is normally accompllshed
.. as the result of pert1nent and apprOpr1ate act1v1t1es of prnrate enterprtse
'_ S1nce such act1v1t1es obwously enta11 the comm1tment and expendn:ure of
_ substantlal montes -- 1t has‘ been estn'nated at 10 tlmes or more of the
amount needed to make the mventlon - adequate and appr0pr1ate 1ncent1ves
1o such .commltment and expendttures must be a:fforded Consequently, |
.and since the patent system provrdes such 1ncent1ves and is the most
| V1able vehlcle for accornpl1sh1ng the transfer of technology, full and
.careful con51derat10n must be gwen to the makmg of any patent pollcy Whlch
”wﬂl affect the transfer of technology that has been generated in Whole or
in pa;t't by Government funded research )
One can truthfully say that st the Government patent pollcy has
'been non- utnform and at worst has been a non- pollcy Wlth the result that __

some 20 or more p011c1es have developed generally on an Agency by—Agency |

basis and wh1ch have not been even necessarﬂy umformly apphed At the one

extreme some of the Agenc1es advocated the title policy At the other
' extreme was those Agen¢1es advocatmg the ”ltcense pOlle There were
also many and varled p011c1es between those two extremes

Governmental agenmes operatlng under the "t1t1e" pol1cy 1n31stetl/ _

,\” .,,/’ y

e

- on acqu:fmg t1tle to all contract generated 1nv‘ent1ons and patents on them

/' . S J,_f s f
' 1nthi{lz/r1g mventlons Wh1ch Were only 1n%16ental to the maJ o;/purpos”e of the




contract and t'hen dedicated them to the public Ithr’oﬁhgh publieatio'h;' _or by -
e

. ,/ . o /f" : B -"d

offermg a 11cense on a nonexcluswe royalty free basm unja:/aw”/patents
obtamed to a]l Who requested it, T he argument Wes that all‘these ir ,

P e _
B 1nc1ud1ng the 1nc1dental mventlons should be acquxred cause zey 'had

f b"

_ heen pard_,t-for by the Government and should therefore be owh d by the |

;

Government C o L B
| Agenc1es/w/h1ch adOpted the "11cense pehcy pepfmtted the con(t?& o
/ S

to take and keep title tp" 1nvent10ns and pa{e:ts arlsmg ung the coptract

while reservmg a royalty—f/ee 11cense,.f1n_the G vernrr;ént to practice the

1nvent10n for G()/ernment

i1 purposesf The j
apphed Was thé.t mventlo =3 and pa,ténts ar only mc1denta1 to

res a:rch or products chntracted /xor and t at equlty detnands fothmg more
| tpgn a roy

s o
Smce Wlthln the u rVersules more often than not, an- n}vestlgauon .

lty free r1ght for the Govern ent to use the mven ions

/ . ,/’ T . oy

is carrled o/ut with f_ ds acq7 under grants”/ or contrac?s@fwuh moré

d perhap?falso Wlth co—?lngled funés |

| than p;e Gove.rn fent _Agency- _

- derjyed fromf other sources, the uncergamtles as to th?* appltcabl patent -
j .
S ;‘

/

y agamst the,l successful transfer of the technology ;

' 1See Pubhc Cltlzen v. Sarnpson 379F Supp 662 (D D.C. 1924) aff'd,
515 F.2d 1018 (D.C. Cir. 1975); Press release by Senator Gaylord Nelson
- (Wis. ) of the Senate Monopoly Subcommittee of the Senate Small Business
Committee on Dec. 9, 1977 re the Government giving rights to inventions
to contractors; Also, hearings held by Sénator Nelson on GSA proposed - i
changes in the FPR issued March 18, 1978; Hearings before the Subcommiittee _'
on Monopoly and anticompetitive Activities of the Select Committee on Small
 Business United States Senate, 95th Congress, 2nd Session on Government.
" Patent Policies, May 22, 23, June 20, 21 and 26, 1978, -
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unlversmes that the more "title " Ortented an Agency is toWard J.nventlons

and patents generated under its funding rthe less the like'lihood exists that

| _as ltkely as Government held 1nvent10ns to be ut111zed in pJ. oducts or .
'processes employed in the prlvate sector for the beneflt of the pubho

under the Lnst1tut10na.1

' 'Moneever Pased uponae‘}/cvperlence
_'Patent Agreements as between un1vers1t1es and non- prof1t organ1zat1ons

_on the one hand and the Department of- Health Educatton and Welfare
_ and the Natlonal Sc:1ence Foundatlon on the other hand there 1s no reason
Cto suspect that a d:fferent conclusmn WOU_].d be reached today

lt seems ax:tomatlc that since the patent system was created as an :

-incentive to’ invent, develop and explon new technology - to prom.ote |

sc1ence and useful arts for the pubhc benef1t - When the Government holds

‘the patent under the aegls that the mventlons of the patent should be freely

: 2Harbr:vdge House Inc,, Government Patent Pol1cy Study for the FCST
- "Commtttee on Government Patent Pol1cy, May 15, 1968




_ avallable to all rnuch the same as if the dlsclosure of the rnventlon had
been merely pubhshed the patent system cannot operate 1n the manner |
in Wthh 1t was mtended The mcentlves mherent in the rlght to exclude
' conferred upon the prlvate owner of a patent and Wthh are the 1nducement
_'to developmert. efforts are snnply not avaﬂable | L | |
Although for some 20 or more years the argument sw1r11ng about
the ownershlp of inventions made in whole or in part Wlth Government
- funds was lodged in rhetorxc_and not in f-ac;t, since _.1968, after. the flrst o
| ‘of t-he new In-sti'tutiona.l Pa.tent Agreements was .m.adevvith the Deperttnent | _‘
_'of Health Educatlon and Welfare a body of evrdence has been butldmg
whrch we beheve clearly estabhshes that the un1vers1t1es have been
| hlghly successful in transferrmg technology left W1th them through 11cens1ng'
under . patents Whlle the attempts to: 11cense Government-owned 1IIV€nt10nS :
has been smgularly unsuccessful Moreover and of dzrect nnportance
to the economic well- be1ng of the Umted States,\..hls the fact that the | |
Government patent pOllcy has madc much of the technology generated
W1th Federal fundmg avallable w1thout charge or restr1ct1on to forelgn
: countrles and companles Who have very successfully ut111zed such
techno_lo_gy to ca.pture from their U S : competltors la.rge segments of--

- various markets The 1nev1tab1e result Was, of course an 1ncreasmg o

o balance of trade def1c1t




prov1s1ons which will protect the contractor agamst arbttrarz acts by |
) _ Agency 1nd1v1duals Wh1ch m1ght deny the rlghts in the contractor or delay
- the effort to transfer the technology T ¢ that end it should not prov1de
for the surrender of background patents and should not have compulsory -
llcensmg prov151ons Also from the umversmy v1ewp01nt glven the
: fact that rnost untversny generated 1nventrons are embryontc in nature .‘
.'and requtre a great deal of development and further, that they are often.
ahead of thelr tlme in a commermal sense and glven the absence of
: ev1dence of abuses in. the admmtstratton of mventmns generated in Whole '_ .
_or in part W1th Government funds, and the need for exclus1v1ty in order ' _
to convey some. exclusw1ty as an- mcentlve to development the untversnv
commumty does not favor a lnmtatlon on the contractor s excluswe
.rlghts in an invention, | | |
" The 1ncluS1on of a reasonable payback prov151on in .such a b1ll.

: _Would be acceptable to the unlversmes although the return to the puhhc
and the country frorn a successful technology transfer in terms of tanglble '
.rnontes from taxes, such as corporate and 1nd1v1dual :tncome taxes , and |

: from- forelgn s_onrces in lleensmg and know—how:fees‘, and in 1n_tang1ble
rbeneflts, such as in the successful treatment or preventton of dlsease _. o

": or 1mprovements 1n the qnallty of 11fe makes the concern about payback |

rather 1n51g'n1flcant Moreover, and as was ment1oned before the cost

Voo




The unlversn:y cornmumty, in espousmg an en11ghtened unlform
Government patent pohoy Wh1ch will prov1de an 1ncent1ve to the transfer
- of technology, phllosophtcally belleves that such pollcy should apply to a11
Government contracts As a practlcal matter.,. however, ‘the greater need
for the patent 1ncent1ve 11es prlmarlly W1th the un1vers1t1es, nonproflt |
_ orgamzatlons and small busmess T echnology transfer by unlversn:les
and ﬂOl‘lprOfltS depends entzrely on the underlymg patent posmon and for
_-small bus 1ness the patent rlght is an 1mportant element in its ab111ty to .
compete Nor should such a pollcy d1fferent1ate as between research and
develwopment're'sults which are intended for the- Govern‘rnent- 8 own use and_ |
' 'those which rare. lintend.ed. for civil’ian' ‘purp'o"ses It must be. presunled in -
both mtuattons as pomted out earller, that the goal of research and |
deveIOpment is to generate processes, products and technlques Wthh
will become available to and benefit soc1ety in genera.l |
| In the hght of the. performance data and 1nformat10n ava:la.ble from |

s experlence w1th the Instltutlo'nal Patent Ag-reements ther.e- is _llttle. doubt

in the unlver81ty commumty that a. unlform Government patent pOllcy under .

" Wthh the contractor has the f1rst OpthIl to acqu,tre tltle to 1nvent10ns made
in whole or in part w1th Government funds w111 prov1de the maxnnum
_ stlmulus to 1nvent10n and 1nnovat10n and be in the best 1nterest of the

publlc and of the Unlted States

We also flrmly believe that such a b111 should contaln appropr iate
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of development of .an 1nvent10n to the market 1s .many .t1rnes the cost of
making the 1nvent1on orlgmally and any payback should reflect the
| 'relatlve r1sk dollar equ1t1es mvolved and also reflect the fact that
'1nventrons are almost always 1nc1dental to the Federally funded research -
ob]ectlve a | | |

T urnlng now to the specﬁlc pr0v1310ns of S 12 15 the un1ver51ty
| comrnumty has some recommendat1ons Wh1ch based upon many years _
of exper1ence W1th the technology transfer process and the 1nterrelat1on.sh1p
_Wlth\the Goyernrnent,"w_rll 1rnprove the bﬂl These are get out below |

Section 108 Definitions

'The 'definition 'of .a quallfred technology transfer prOgrarn. . in |
Sect1on 103(13) is drafted SO that 1t is 1ntended to _J;n__citid_e the f_:we separate
'requrrements listed, If the technology transfer program responds to the
five crite_ria. listed (with th_e rey131ons suggested below), the program should _
be considered to be qualiﬁed The wcrd '"include.s leaves the requlrement '
" for a qual1f1ed prograrn open ended and suscept1ble to 1nclus1on of a number
of other qual:flcatzons perhaps even an agency by agency determ1nat1on
B of such qua.llf1ca.t10ns This could eas:tly frustrate the des1re for umformlty
o We recornrnend changmg the word procedures in SeCthI‘l 103(13) (111)

and (1v) to prov151ons 'and in (V) delete the Words an actlve and effectlve

promotional™ and insert "a Vlable
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. SBCthD. 201 Implementatlon and ° IR
' Sectlon 202 Agency T echnology Utlhzatmn Program L

- Reservauons Were expressed about the prov1srons of Sect1on 201 |

' Wlth a11 the 1nd1cated functrons to be performed by the Secretary of |

) Cornmerce T his aleng W1th the pI'OVlSlOnS of Section 202 relatmg to

| develop*nent and nnplementatlon of Technology Ut:lxzauon Programs g
Wlthln each agency Would lJ.k.ely result in buﬂdmg an unnecessary B
bureaucracy with all of its attendant paperwork and adtnmlstratwe
problems Notw1thstand1ng the prov1s1ons of Sectlon 301(b) the pro- '

- visions of Sections 201 and 202 may promote a greater tendency by an B
agency to except mventlons under the prov1s1ons of Sectlon 201(3) at the. -
.tlme of contractmg, W1th a vrew of later utﬂlzmg Sectron 303 after an
'mventlon has been 1dentnf1ed It 1s our opmlon that this could be construed
to permlt a case by case determlnatlon of patent t1t1e in each agency that o
estabhshes a technology transfer program We knew from experlence |

| that case by case determmatron procedures are unworkable |

T hese sectlons should be elther deleted or carefully mrcumscrrbed
to prevent use not ant1c1pated by the bill. - | o

.-'Sectron 301 nghts of the Government L

o
e

We recornmend that Sectlon 301 state a p031t1ve presumptlon of t1t1e _

. to the contractor and then 11st the exempnons
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Throttcr‘nout our. considera.tion'.of the: pr_ovisions of S.I 12 15we :
" have had in mmd the words of Adam Srmth o
'"The umform, constant and unmterrupted effort of every
man to better his condmon .. .' is frequently powerful enough' S
to mamtam the natural prOgress of thmgs toward nnprove- :
- ment, in splte both of the extravagance of government and
of the greatest errors of admmlstratlon .
| Wealth of Nat1ons, 1776
‘We look upon S 12 15 as an effort and perhaps means to curb' |
_.both the extravagance-of Government and jts errors of a.dmmrstrat_ron '-
in addressmg technolgrcai innovation. - | |
Thank you for the opportunlty to express these v1ews
Mr Chairman, W1th your permlssmn Iwould like to submit an __ -

additional document for inclusion in the record. Thls is a paper entitled:

Public Patents - Public Benefit
Synonyms or Antonyms?

which I prepared for a meetmg of the State Bar of Wlsconsrn and Wh1ch
drscusses the rmpact of Government patent pohcy on compctltron mnovatron
publlc health economlc growth and ]obs, and forelgn compctltron " .
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