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1ST SESSlOS

Entitled the "UniIonn Science and Technology Research ,md Development
Utilization Act".

IN THE SENATE OF TIrE UNITED STATES

SSP'fEHBER • 1981

Mr. introduced the follo,,;ng bill; which was rcad t\\;ce
and referred to the Committee on Commerce, Science, and.Transportation

A BILL
Entitled the "Uniform Science and Technology Research and

Development Utilization Act".

1 Be it enacted by the Senate and House of Represenla­

2 tives of the United States of AmeTl~ca in Congress assembled,

3 TITL:E! I-POLICY

4 FINDINGS

5 SEC. 101. The Congress, recognizing the profound

6 impact of science, engineering, and technology polic,)" on the ,"
•
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PURPOSE

SEC. 102. It is the purpose of this Act to-

(1) establish and maintain a uniform Federal

policy for the management and use of the results of

federally sponsoredl science and technology research

and development; and

(2) insure the effective uniform implementation of

the provisions of this Act, and to monitor on a continu­

ing basis the impact of Federal science and technology

policies on innovation and technology deyelopment.

3

(5) Therc is a need for the establishment and im­

plementation of a flexible Government-wide policy for

the I)lanagement and utilization of the results of feder­

ally funded research and development. This policy

should promote the progress of science and the useiul

arts, encourage the efficient commercial utilization of

techological developments and discoveries.. guarantee

the protection of the public interest, and recognize the

equities of the contracting parties.9
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DEFINITIONS

SEC. 103. As used in this Act the term-
I>Y" .

(I) "contract''' means any contract, grant ....cooper-

~~~}W~*f~i~g
.....'~ ........-"-'.",,!II
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. .. g~"erative agrcclllcllt,-t61111niuHent, I:lnlitfaltilHHng, Qf

!l:A'B:flgell'lell~ entered into bet\\'een anv Federal aCTcncy. ,.. .
•other than the Tennessee Valley Authority. v'
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eOlll]Ut:1 uf l'xjJl'ri11lClllal, developmental. or research

work. Such lerm includes any assignment, substitution

of parties or subcontract of any type entered into or
--

executed for the-' condue! of experimental, developmen-

tal, or research work in connection with the perform­

ance of that contract;

(0)" ~ ~ " h ._ eeB fee .Sf meaRS &BY fJerS8H SF 8t Sf 8EtIty

8 _ thllt is a party te the eOl'ltraet;

(2) "contractor" mean.s any person, other than the

Government or a Federal agency, that is a party to a contract;

(3) "Director" means ·the Director of the Office of Management

and Budget or a designee.

9 t3) "fi:jselos\ue" ffle5:ftR a W'l"ittell stB:tefflell~\s'ufft~

10 (ien!l.' eomplete ltS to teehftieal il:eta:H to tOll o'er to ofte

11 skilled in the aft te ,;shieh the itl'{efltiefl 'Beftftffis 8:

1~ 1 il: ffi_ t ear tift erstaH Re- gf tR8 l'latYfll, pu.rpo~ej operation,

13 aHd, te the eKt8Rt lm9WH, ili.e l'lflvsieal. ehefflieal. Sf

14 eleetneal eharaet8risties gf th8 iRyeRtigH:

15 (4) •'Federal agency". means an "executh;e

16 agency" as defined by section 105 of title.f. United v

(5) "GoYernment" means the Government of the

I,
18

HJ

:!(l

States Code, and the military departments as
5

by section 102 of title~, United States Code;

rnited Stales of America;

defined

v
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:]1 f6l ". ." ..'11n entlofl Ifl€B:B:S £tHY lllveRt18H, eHSSQysry,

.")0) innsYatien, SF iFFlFTgYE'IReRt ,vhieh is Bf ffiftJ Tea SOD

:]3 ahIY Be pateHtable flllljeet matter as aefiRea iR title g5,

:]4 ruin'a Statd Coee;
(6) "invention" meallLS any invention o~ discovery which is

or may be patentable or otherwise protectable under Title

United States Code£;r any novel variety of plant which is

35,

or may

by protectable under the Plant Variety Protection Act (Public Law

91-577,7 U.S.C. §§232l-25,83)i]v
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I-l "", " ft ftt iii. flitUI. ffiEftfl: B::RV f)er:OR, at er t an tl

eel1tf5:etElf. "h() h.l.~ Jl1ilde tin iFlventioH 1:l1H3er 8: eOH

bact liUt v;he flItS net agrees. to a:sigR his rigHts ia

Stich in, eHtieFl ts tHe eOFltFaetert

,ru." , .J_ ,, , _~" "_~__ J --------..1
\.c} IllLlue aIlat! cne conCXUCL 01 IlIUUC Ullucr u

"11 a' I' ..ee,H1F8:et YI left: ttge in Ie ntloll to all) llhenLIoll

meaRS the eOHesr>tiofl Sf first ash-is] rea:li:etiefl te prae

tiee of sl.ien if", efitiefl iH tHB estifseef 8:RY v:erk l:iHaer

the eontl'aet 61' tlftael' B: eeHtfB.et~ fesl'eetively;
7 ~

(~ "nonprofit organization" means Auniversitie5~

!l:~~ other institution!!" of higher education or an organi­

zation of the type described in section 501(c)(3) of the

Internal Revenue Code of 19ij4 (26 U.S.C. 501(c») and

exempt from taxation under section 501(a) of the Inter­

nal Revenue Code of 1954 (.26 U.S.C. 501(a» or any'·

nonprofit scientific or educational organization qualified

under a State nonprofit organization statute;

v-
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"hI "" . m'0 I h'~perSOfl means 80ft, lIt " tl8: - T3artHCf'S It).

eorpsfatioR, B:sseei:xti6tl, iflstitt:tticHi). BY ethep eFltity:

$ "practical application" means to manufacture

m the case of a composition or product, to practice in,

the case of a process or method, or to operate in the

case of a machine or system, and. in each case, under. '

such condition;: as to cQah1i;:h that the inycntion i;:

heing werhd lnd til 11 it, I' C ", \ I '. . .. H:'llen: Hip a"illLii)t' III OJ.

~//

J-

ti

! :.:,lit (ithtf en retlJOB:1blc tenus 6f t}llotlgh leason'-

.) I' r ",. 'J/l(f.l:-:ng nFFnl1,ZPH1P!1!3:

bypermitted

available to the pUblic on

being worked and that its benefits are~o the extent

law or Government regulations

reasonable terms;]

:3

-1

(12) ugeeretarY" H,eaflS the 8eeretar \ 8£ GOlII-
o •

'1neree; fine.

(9) "Secretary" means the Secretary of Commerce

official as may be designabed by the President;

or such other

5 (13) "small business firm" means a small business

6 concern, as defined in section 2 of Public Law 85-536

• 05 LT.S.C. 632) and implementing regulations of the

S .-\dministrator of the Small Business Administration.

9 For the purpose of this Act, size standards ffl1 S:ffltrU ..

established by the Administrator of the Small Business

Administration for Government procurement purposes shall

be applicable; and
-,

!



10 bu.iJ:less COJ:lcems iJ:jyo]nlQ ill Ge'·IlFJl.HleBt j3ree\ue

11

12

13

I+I(,Ht, eeHtaiHlle iH seetial'! 121.3 8 of title 13, Code of

F~dQj:;Ll Re!fYlatiQRf:, ana iFl El:iBe6f1tftletifJ:f. contained

if'! :eetisfl 121.8 12 sf title la, Osee 6£ Feemtl Regtl

\
I
i

u..L OJ"" ....~v ......latiefl9. v;i!l 'Be 'dosed14

(11) "subject invention" means any invention conceived or

first actually reduced to practice in the performance of work

under a contract.

15 TITLE II-ThIPLE:3IE:NTATION

16 . RESPO:\SIBILITIES

[:1.(. 201. (:1) The Secictar.1 shall cooldillate, diled,

:;:I.:r e:" iHYCntion:- ro!?ultine from feaeralh' 5"B8!1SefeEl resetlfeh

. ~£ the~!'li}-~::::::::::~;~~reft~~tt:=:::::h::'::':L~:>::L:l:O:':!::u~~:. 13 .amI1lIliS J £lL •""'I'llemetit:l:hem II 1. tr.-e bu~ ..,.. fi re \ie " ,l~ .... d

2(1

1(1 F ..eeer.:} rpa it} !et f6rth in thi~ A:ct· "1~ ... \\.ttliespectttlv Ie Q\\lltI-

I.

21 :JIld devclopmcHt, aHe pFOFflete tHC effieieHt aHa effeetiYe uti

')') ,. . 'fi.. z'-.Le.. 6r t e Feul!: sf feduralJy Sj'lO::S8Fee researeh aHa all
.) oJ- ., '"(181111'.('11t

SEC. 201. (a) The Director shall issue regulations

applicable to Federal agencies which are necessary and

desirable to achleve uniform and consistent implementation

of Title III of this Act. The Director shall issue standard

contract provisions implementing the rights and terms and conditions

specified in section 301 which shall be used by all Federal

agencies and which shall be incorporated in appropriate agency

and Government-wide regulations.
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1 (b) \Yith u \·ie'.\' to obtaining consistent application of

') the policies of this _-\ct, the Secretary is authorized and di­

S rected-
WiTh \

(1) to consult.Aand ad\;se~ Federal agencIes4

5 concerning the efiectiYe implementation and operatiun

6 of the policies, purposes, and olbjecth'es of this Act:

7 (2) if! eom tlltatiofi with the Offiee of Federal Pro-

8

9

10

11

etlfeffieRt FaHey J te fermtl1ate and 1eeOl11111Clh1 to the

PresiaeHt sHell 13Fe13eSea Riles, FegulatieHS, aHd preee

dl:lFes as frFe Heee:saFy frHd desi:fable te RSSl:lFe the eeft

sistent applieCltiul1 of the pI 0visions of this Act,

(2) to accumulate, analyze, and disseminate

data obtained from Federal agencies

12 (3) te 8:eettffltt!:l:te aHalyzc./ RHS: diss' . t d, _, eFHlHa e ata

13

14

necessary to eyaluate the administration and effectiye­

ness of the policies set forth in this A~t; £lnd
15 H) te detefflliHe y~tft afimin:istfRtive fiHal:ity. i:R an

16

17 disfll:lte betweeH R Fedefal RgeHey RHS: Rft aggi"ieYe6

18 flRFty arisillg tlf!6er title ill of Ihi! Act, and

19

20

,3
~') to perform such other duties

scribed by the President or by statute,

as may ,be pre-

"

21 (c) For the purpose of assuring the effectiYe manage­

22 ment of GO\'erIunent-o\\11ed in\'entions, the Secretary is au-

:::; :~.'J:·:~i.'d to--
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(I) :l,>i;l allS E'QQFHillllleAagency effon.. 10 promote

11", 1: .",,~: .... ~·,il lltiliz''';'','t (,f (Jel'·"r'1111C"'·eJ"·!·,"d In-.. .. . ..- .. .. .\,.... .-. .. \..

wntions:
c..5Si 51

(2) uHlrB:iIHl:te antl 8tlyise the Federal agencies m

seeking protection and maintaining inyentions in for­

elgn countries, including the payment of fees and costs

connected there\\ilh; a.."IC
lcltn

(3) consult .... and adyise Federal agencies as to'

areas of science and technologJ' research and deyelop­

ment with potential for commercial utiJization~.

(4) Ieeei, e reREls £rem fees. reyalties. sales. ar

auttiorizee HaGler this ~\et: p,tJrJided, hoteeveJ, 'rhat

suefi funds -n-ill he used Oltly fOI the pwpose of this

:Art.

(d) The SecretarY' shall submit to Congress an annual

report of acti\itie .. pur;;ualll to this Act. Such report shall

include (1) releyant statistical data regarding the disposition

of inwntion di ..cJo..ure .. resultin~ from federally funded re~

s('arch and de\'tlopmellt. intluc1ing those illYentiol1s disclosed

by small businc..ses and nonprofit organizations; (2) any leg­

i;;lali\'e or :;.dmini.. tr:lli\'e recommendations to better achieve

Ihe polic:, :Ind p:.:rposts of this Act; and (3) an analysis of the

impact of F cdcral policie; on the purpo~es of this Act.
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1 EXPIRATIO:-;

'> SEC. 202. The alithBl'itie: eBltfel'fee 1:lj3BH the £eel'etan-

3 tinder this title shall eXflife 7 yeats fsJls'dHg tlle effegli~'e

SEC. 202. Subsections (b)-(d) of section 201 shall

expire seven years following 1~he effective

4 date of this Act, unless renewed by action of Congress.

5

6

TITLE ill-.ULOCATIO:\S OF RIGHTS­

GOVER:!\")IE:\T COXT:RACTORS

7 lUSH"'!;) OF 'fHB GOYERNMEWr

or production

ent centers, in-

or Executive order to

to any invention made under the con

301. (a) Each Federal agency shall

e United States, at the time of entering into a

'(1) the st\yices of the contractor ad for the oper-

eluding Govemmen

which is authorized by17

15 facilities;

16 . (2) following a fmdinJl.J(y a Government authority

18

8

9

10

11 Federal agency ~the agency determines that-

12

13

14

19 tivities, the restric .on or elimination~f the right of the

20 contractor to rain title to any sUb~t invention IS

21 necessary to rotect the security of such a~\;ties;

22 (3) Vf exceptional circumstances, restnction or

23 elimination of the right of the contractor to retaiN. tit],·

24 to 'fry subject invention will better promote the po

25 and objectives of this Act; and,
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ercial utilizationzation or efforts

c:wle, nonexelush'e, nontransferable, paid~up license\ to

a~sJgnees: Prfided, That any such r\mort shall be

treated by ttle Federal agency as commer\:ial or finan­

tion obtaincd from a person an

or confid'ential and not subject to disclosure

FrecMm of Information Act (5 C8.0. 552); an

(2) reserve to the ITnitcd States at least an i

J. :'3-S!i:!t-O

25

Ii'

'Fl

principal purpose oi the contract IS

.) vclop \r impfOH' Pf(\(ll1('t~, pro('e~s('s, Of

3 which wl'\l be required for use by Government

4 tions: Prov'!.dcd, however, That the Federal agjcy may

5 subsequentl,)' ~\'ah'e all or any part of the ri

6 United States\mder this section to such/mvention ill

10

20

24

21

18

23

1~ tarya statement'stating such de~....min

13 (c) Each contract entered i1\by a Federal agency shall

14 include appropriate pro\;sions

15 (1) require periodjC written\ reports at reasonable

16 internls in the commercial use of\other forms of utili-

I conformity ,,;th ~e pro\;sions of sectio

S (b) The rights of ~e Government unler subsection (a)

9 shall not be exercised by\the Federal a~ncy unless it fIrst

10 determines that at least on\of the c<rtions, indentified in

11 paragraphs (1) through (4) e~t andht flles with the 8ecre-

'HI

"." -"
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• to the

'tor enters into a con-

and the provisions of. section

to any

for the Government to grant an

en the Government obtains title 'to an invention

SEC. 302.

make, use, and sen the innntion throughout the

by or on behalf of the United States and Statf, and

domestic municipal governments, unless t~e ajency de­

;'ines that it would not be in the publilinterest to

2

6

7

S

4

3

1

9 tract with a Feder-al agency othef than in those circum-

5 acqUire the license for the States and domestic munici-

20 underjection 301, the contractor shall retain a

21 roy;&t,)'-free license which shall be revocable

22

23

16 time thereafter aimay be provided in\the contract. The Gov-

17

is

19

15 ment at the time ofAlisclosure of th\ invention or within such

14

13 tions set forth in sectio

10

11 shan have the option of ~tai#g title to any invention made

12 under the contract. Such ~ts shall be subject to the limita-
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velopmen-

de under this section.

availability to the public

ent-sponsored experimental,

e agency determines that the cOftion justi­

title by the Government

or the interests of the United States and

fostering competition and(

the

marKet concentration or the creation or maintenan

s
i

6

WAI\TR

., 'SEC. 303. A Federal agency may at any time waive

3 or any\Jart of the rights of the l7nited States under this tie

I:?

J. t'3-~~~-()

4 to any in~ntion or class of im-entions made or which

5 made by an);. person or class of persons under the c

9<:>-,j

21 tal, or reJearch programs; and

HI (31 encol/raging participation by prh'

:?-i ower situations inconsistent \1,ith the antitrust laws.

11

12 In making such determinatio~ thj!:lgency shall consider the

13 following objectives:

18 im'entions;

14

15 of the benefits of the xperim~tal, developmental, or

16 research programs' the shortesfwracticable time; ,

1j (21 oromotin commercial\utilization of such

9 the general public wti{ be best sen'ed thp-eby. The agency

10 shall maintain a record\"hich shall be

20

..,.,



DISPOSITION OF RIGHTS

SEC. 301. (a) Subject to subsection (c) of this section and

to section 303, each contractor may elect to retain title,

either worldwide or in such countries as it may choose, to

any sUbject invention; provided, however, that a Federal agency

may limit or eliminate this right, place additional restrictions

or conditions in the contract that go beyond those set forth

in subsection (c) of this section or in section 303, and may

eliminate or alter the contractor's right under subsection (c) (12)~

of this section if--

(1) it is determined by a Government authority which is

authorized by statute or executive order to conduct foreign

intelligence or counterintelligence activities that this

is necessary to protect the security of such activities; or

(2) the contractor is a business entity organized for

profit that does not have a place of business located in the

United States; or

(3) the contractor is not located in the United States and

is a university, an institution of higher education, or an

organization not organized for profit; or

(4) the contractor is or is SUbject to the control of any

foreign government; or

(5) the agency determines, on a case-by-case basis, that

·there are exceptional circumstanCE!S such that this will ..better

promote the policy and Objectives of Section 101(5) of

this Act.
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(b) (1) Any determination unde,r subsection (a) of this

section shall be in writing and accompanied by a written

statement of the facts and, in the case of a determination

under subsection (a)(S), an analysi.s justifying the determination

and limitations or conditions being imposed. A copy of each

determination and statement made under sUbsections (a)(2) through

(a)(S) shall be sent to the Secretary within thirty days after

the award of the applicable contract. If the Secretary believes

that any individual determination or pattern of determinations

is contrary to the terms, policy, or objectives of this Act,

the Secretary shall so advise the head of the agency concerned

and the Director and

(2) Whenever

Federal agencies are

recommend corrective actions. .. ""'-..",...,'v
, t~ "'-"s~ ~o.:: C~v,;A kC""t&1iL S,so v&_}J _. "ill"

the Director)lcla~ determiSied that ode or more

utilizing the authority of subsection (a)(S)

of this section in a manner that i:5 contrary to the terms, policy

or objectives of this Act, the Dirl9ctor is authorized to

issue regUlations describing classes of situations in which

agencies may not use subsection (a)(S) of this section.

(c) Each contract shall contain appropriate provisions

to effectuate the following:

(1) that the contractor disclose each subject invention

to the Federal agency within a reasonable time after the

subject invention is disclosed by the inventor to the contractor;-

(2) that the Government may receive title to any

sUbject invention not reported to the Federal agency by ±he

contractor with an intent to deprive the Government of its

license or other rights as set forth in this Act;
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(3) that the contractor make a written election of

rights within a reasonable time prior to the date upon which

a statutory bar to patenting under Title 35, United States

Code, will occur due t.9 pUblication, on sale, or pUblic use;

(4) that a contractor electing rights in a sUbject

invention agree to file an initial patent application

prior to any statutory bar date that may occur under Title

35, United States Code, due to pUblication, on sale, or

public use;

(5) that a contractor electing rights and making

an initial filing shall thereafter file corresponding

patent applications in other countries in which it wishes to

retain title within reasonable tim,~s;

(6) that upon written requ,~st of the Federal agency

the contractor will transfer title to any sUbject invention

to the Government in any country in which the contractor (i)

elects not to retain rights; or (ill) fails to make an election

within the times specified pursuan1: to subsection (c) (3) of

this section; or (iii) fails to file a patent application

within the times set pursuant to subsection (c)(5) of this

section, or (iv) intends to abandon prosecution of a patent

application; or (v) decides not to pay any required maintenance

fees or take other actions necessary to protect patent rights

in that country;

(7) that with respect to any subject invention, the

Federal agency shall have a nonexcl.usive, nontransferrable,

irrevocable, paid-up license to practice or have practiced
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for or on behalf of the United States the sUbject invention

throughout the world;

(8) that, When the agency determines at the~ime of

contracting that all or certain classes of subject inventions

that may be made under a contract will or may be subject to

the terms of any existing treaties or other international

agreements, the contractor (i) will convey to the Government

for transfer to the parties so entitled under the applicable

treaty or agreement or directly to such parties such licenses

or assig·nments of rights in specific countries' as are necessary

to effectuate the terms of the applicable treaty or agreement

and (ii) will otherwise fulfill its obligations to such

parties with respect to SUbject inventions in accordance

with any applicable prOVisions of the treaties or agreements;

(9) that the Federal agency may require periodic

reporting on the utilization or efforts at obtaining utlization

that are being made by the contractor or his licensees or

assignees with respect to any subject invention to which the

contractor elects title;

(10) that the contractor, in the event a United

States patent application is filed by or on its behalf or by

any assignee of the contractor, will include within the

specification of such application and any patent issuing

thereon, a statement specifying that the invention was .

made with Government support and tbat the Government has

certain rights in the invention;
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(11) that in the case of a nonprofit organization

located in the United States (i) the organization will not

assign rights to a sUbject invention in the United States

without the approval of the Federal agency, except

where such assignment is made to any organization which has

as one of its primary functions the management of inventions

and which is not, itself, engaged in or does not hold a

SUbstantial fnterest in other organizations engaged in the

manufacture or sale of products or the use of processes that

might utilize the invention or be in competition with

embodiments of the invention (provided that such assignee

shall be subject to the same provisions as the contractor);

(ii) the contractor will share royalties (net or gross in

accordance with its normal policies) with the inventor of

a subject invention; and (iii) the contractor will utilize

the balance of any royalties or income earned by the contractor

wi th respect to subject inventions:, after payment of expenses

(including payments to inventors) incidental to the administration

of sUbject inventions, for the support of scientific research

or education;

(12) that the contractor shall retain a nonexclusive,

royalty-free, paid-up, worldwide license, including the

right to sublicense to affiliates in any subject invention

to which the Government obtains title, which license shall

be revocable only to the extent nE~cessary for the Goverzpnent

to grant an exclusive license; ani!

(13) such other administrative requirements that the
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Director determines to be necessar~, to effectuate the rights

of the Government as specified in t:his section and section

303 which are not inconsistent with this Act.
,

(d) A Federal agency may at any time waive as to an

identified sUbject invention or omit from any contract or

class of contracts all or any part of the rights of the

United States described under subs'~ctions (c)(7) through

(c) (13) of this section or under sE~ction 303 if the

agency determines and prepares a written justification that

either (1) the interests of the United States and the

general public will be best served thereby taking into

account at least the objectives of (A) encouraging the

wide availability to the pUblic of the benefits of the

experimental, developmental, or research programs in

in the shortest practicable time; (B) promoting the commercial

utilization of such inventions; (C) encouraging participation

by private persons, including the most highly qualified

persons, in Government sponsored experimental, developmental,

or research programs; and (D) fostering competition and

preventing undue market concentration or the creation or

maintenance of other situations inconsistent with the antitrust

laws; or (2) the contract involves or involved cosponsored,

cost-sharing, or joint venture research or development and

the contractor or other sponsor or joint venturer is

required or has made a substantial contribution of funds;

facilities, or equipment to the work performed or to be

performed under the contract.
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(e) With respect to contracts that are within subsections

(a)(l) through (a)(S) of this section, a Federal agency may,

after a subject invention has been identified, waive_any

limits or additional restrictions or conditions placed on

a contractor beyond those set forth in section 30l(c) and

section 303 and may allow the contractor to retain the

license rights set forth in subsection (c)(12) of this section

if such license rights were otherwise limited in the contract.

GENERAL PROVISIONS

SEC. 302. (a) If a contractor does not elect to retain

worldwide title to a subject inven-t.ion, the Federal agency

may consider, and after consultation with the contractor,

grant requests for retention of rights by the inventor

on such terms. and conditions as deemed appropriate by the

agency and sUbject to section 303 of this Act.

(b) In any case when a Feder.al employee is a coinventor

of any subject invention, the Federal agency employing such

coninventor is authorized to transfer or assign Whatever

rights it may acquire in the subject invention from its

employee to the contractor subject to the same conditions

set forth in this title as are applicable to the rights

the contractor derived through its own contract.

(c) Federal agencies are authorized to withhold from

disclosure to the pUblic information disclosing any invention

in which the Federal Government owns or may own a right, title,

or interest (including a nonexclusive license) for a reasonable

time in order for a patent application to be filed. Furthermore,



Federal agencies shall withhold from the public copies of

any document which is part of an afplication for patent filed

with the United States Patent and '~rademark Office or with

any foreign patent office; except that when the invention to which

the patent application-pertains in owned by the Government it may

be released to the pUblic by the agency if the agency determines

that this will not jeopardize the prosecution of the patent

application or put the Government at a disadvantage in any potential

interference proceedings.

(d) Any information obtained by a Federal agency pursuant

to section 30l(c)(9) as well as information on utilization

or efforts at obtaining utilization received by a Federal

agency under section 303 of this Act shall be treated by

the Federal agency as confidential and withheld from the pUblic

and shall not be subject to disclosure under section 552 of

title 5 of-the United States Code.

13
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MARCH-IN RIGHTS

SEC. 303. (a) Where a contractor or inventor has elected

or otherwise been allowed to retain title to a subject invention,

the Federal agency shall have the right (unless thi~right has

been waived in accordance with section 30l(d», in accordance

with regulations issued by the Director, to grant or require

the patent holder to grant a nonexclusive, partially exclusive,

or exclusive license to a responsible applicant or applicants,

upon terms that are reasonable under the circumstances, if

the head of the agency or a designE!e determines such action

is necessary--

(1) because the patent holder or its licensee or

sublicensee has not taken or is ,not expected to take within

a reasonable time, effective steps t;o achieve practical

application of the invention;

(2) to alleviate serious health or safety needs which

are not reasonably satisfied by the patent holder or its licensee

or sublicensee; or

(3) to meet requirements for public use specified

by Federal regulation Which are not reasonably satisfied

by the patent holder or its licensee or sublicensee.

(b) A determination pursuant to this section shall not

be considered as a contract dispute and shall not be subject

to the Contract Disputes Act (Pub L. 95-563). Any patent

holder or licensee or sublicensee adversely affected by
,"

a determination under this section may, at any time within

sixty days after the determination is issued,



"

file a petition to the United States Court of Claims which

shall have jurisdiction to detemine the matter de novo and to

affirm, reverse, or modify as appropriate, the determination

of the Federal agency.

APPEALS

SEC. 304. (a) The following agency actions shall be accompanied

by a written explanation, which shall be provided to the contractor

at the time the action is taken:

(1) A decision by an agency to take title to a

subject invention under subsections 30l(c)(2) and (c)(6)(ii)

and (iii);

(2) The refusal of an agency to grant approval of an

assignment requested under subsection (c)(ll).

(b) Within 30 days from the time the contractor receives

a copy of the written explanation for any of the actions listed

in subsection (a) of this section, it may appeal the action to

the head of the agency or a designeE! in accordance with such

procedural rules as may be prescribE~d by the agency and

such other rules and regulations as may be prescribed by

the Director. Pending disposition of the appeal by the head

of the agency or designee , the con1:ractor shall fully comply

with the agency action or decision. The head of the agency or

designee shall review the matter, obtain such additional

as is deemed necessary to decide th,e matter, and shall' issue

information from the agency officials agency and

a.decision.

the contractor .

11
f

(c) Whenever an appeal to the hE!ad of the agency or designee



,-
under subsection (b) of this section involves an action of

the type described in subsection (a)(l) of this section and

issues of fact are raised. the head of the agency or designee

shall determine such issues of fact on the record after

affording the contractor an opportunity for a hearing,

(d) To the extent that any of trle actions described in section

304(a) are subject to appeal under the Contract Disputes Act.

the procedures under that Act will satisfy the requirements of

this section.

6. tiDl<DRAL FROnSIO!iG

of the interests of the United

I SEC. 305. (a) Each contract entered into by a Feder

8 agency sh~ employ a single patent rights clause contajAng

9 such terms ih.d conditions as the agency deems ap~riate

10

11 the general public, i\cluding appropriate pro\-is.i6ns 10-

..

(1) require tll{ timely disclosure Jy the contractor

tractor iu{ends to file a patent application21

·1-1 "0"';",,( made under the contract- ., ,
:?::l / (3) require a dcclarationby the contractor \\;

:?-1 1J. reasonable time aftcr disclosure of

12

13 or imentor to that a~cy of any iP{\'ention made under

14 the contract: Provided, \c:
15 thonzed to ,,-ithhold from . closure to the public, in-

16 formation disclosing any l6ven .on made under the con-
i

Ii

18 United States or feign patent a~cation to be flied;

HJ m require an eleetion by the contt-actor \\;thin a

:!O reasonable 1" e after disclosure as to whe'tber the con-
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including royalties to be

Hi

it is determined that 1-

of the Fcder:11 ::gency to Ii· lse should

3 be exercised pursu.

4

1

.)

5 charged, if any, and th

6 ceme, if appro . e. Agency dete~~s as to the rights

j to iJ1Yel . 115 under this title shall be made in

8 anner without unnecessary delay.

9 BACKGROUl\l) RIGHTS

SEC. 305. (a) (1) No contract wi.th a small business firm or

with a nonprofit organization that is located in the United States

shall contain a provision allowingr a Federal agency to require

the licensing to third parties of inventions owned by the contractor

that are not subject inventions unless such provision has been

approved by the head of the agency and a written justification has

been signed by the head of the age!ncy. Any such provision shall

clearly state whether the licensing may be required in connection

with the practice of a subject invention, a specifically indentified

work object, or both. The head of the agency may not delegate

the authority to approve provisions or sign justifications required

by this subsection (a) (1).'

(2) A Federal agency shall not require the licensing of

third parties under any such provi.sion unless the head Qf the

agency determines that the use of the invention by others is
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necessary for the practice of a subject invention or for the

use of a work object of the contrac:t and that such action

is necessary to achieve the practical application of the sUbject

invention or work object. Any such determination sh~ll be on

the record after an opportunity for an agency hearing. Any

action for judicial review of such determination shall be brought

within sixty days after notification of such determination., .
(b) Except as provided i.n section 305(a) of this Act,

10 SEC, 306."(othing contained in this Act shall be con-

11 strued to depriye the owner of any background patent or to

I:? such rights as the owner may haye thereunder.

'.

'c1usin licensing is a

to

title if the agenc}1 determines

17

d :l ., '\it1propose terms ani scope oj eX('ll''!,~·

reasonably necessary to nro'.ide. .,

GO\'ERXMEXT, LICEXSL,\,G AUTHORITY

(2) exclusiyc

(3)

are not2

13

1

1 j" !Ilat-

1() Goycrnmcnt

:!:-l n'n;:onnhle nnd nccess;rfy ill(l'l:1iye'w call forth the in-

18 (1) the desl ed practical applic;¥ion has not been

1fl achieyed, or is not 'l'ely to be ~lieYed within a rea-

:!() sona ble period

25 ,ticnl application;hnd

14 ~. 307. (a) A Federal agency may grant exclu

15 partially ~clusiYe licenses in any inYention to

:? 1 siYe license;

.).)
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IV--LICENSING OF GOVE&~MENT OWNED
INVENTIONS

3

4 :
h;z~Fltj:..e f8f BfingiRO' tll' .

;~*ilH1~~-.ti'~Effi-' e e lRye Rt16R t
.6fln:e!ie::lJ l1fl \

TITLE

SEC. 401.

GENERAL AUTHORITY

Each Federal agency is authorized to--

"(1) apply for, obtain, and maintain palents or other fol'Il>!lcl"
protection in the United States and in foreign Countries o~
in-:entions in which the Federal Government owns a·right. title.

.. or lnterest; .. , ." . . ..." ·.i... - ...." ., .....:...
"(2) gra'nt nonexclusive, exclusiv:, or .pa:e:tiallY e.xcillSh-e r

licenses under federally owned paten_ apl'!lcatlons, patents, or I
other form.s of pr.otection obtained, royalty-free o~ for rorllties er I
other consideratIOn, and on such terms and conditIons, lDcludkg ,
the grant to the licensee of the right of enforcement pursuant \.)
the provisions of chapter 29 of~t;tlel3sc\l;~'i'rminedapprql'ri-
ate in the public interest; ~c;I t:Io<' fj.~'tt5-&.I"

"(3) undertake all other suitable and necessary steps to prote:t
and administer rights to federally owned iilventions on beha!ief'
the Federal Government either directly or through contract; ar.d .
. "(4) transfer custody and administration, in whole or in part, to

another Federal agency, of the right, title, or interest in any'
r '. federally owned invention. . .'. -_~c:.:'::;:.;

REGULATIONS

SEC. 402. The Administrator of the General Services

Administration is authorized to promulgate regulations, with

the concurrence of the Director, spedifiying the terms and

conditions upon whiCh any
federally owned inventio,:" other than. invelltions owned by:the '.
Tellnessee Valley Authority, may be licensed on a nonexclusive, ..

_p'at;tt~lly exclusive. or exclusive basis. . ..' ::~~.t:~

RESTRICTIONS

._';"'=·~~.;,.:'-.1

SEC. 403,,( a) No Federaillgency shall grant any license under a paten.~or. ;
patent application On a feGuraUy owned invention unless the person
re'lue,ting the license has supplied the agency with a plan fer
developmeJ1t.• Andlor mark"Ung of the invention, except th!'t 'any
such plan-mny be treated hy the Federal agency as commercial and .
financial information obbined from a person and privileged and
confidential and not suhject to dioclosure under seolion 552 of title 5
ofth" United Stotes Code. .'. . . "'. ;;~~l:,"

"(bl A Federal agency shall normally grant the right to usc orSell.
any federally owned invention in the United States only to a Iicen.><e
thot aj(rees that any product" embodYing the ir.vention or produced
through the use of the inv"ntion will be manufactured substantially ..
in the United Slates. . ":'"'"

"(c. F..:lch Federal lll:cncy may grant excluSive or partially
exclusive licenses in any inv"ntion covered by a federallY owoeC
f die patent or patent application only if, after public notice:u:d

opportumty for fihng written objections, it is determined that-
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"(A) the interests of the Federal Government and the public
will best be served by the proposed license, L., view' oLthe
applicant's intentions, plans, and ability to bring the imentioD.1!>
practical application or otherwise promote the invention's uti!i-, ,
Z3tion by the public; , ' , "" ,,"~,:::.>

"(B) the desired practical application has not been achieved.,or' ­
is notlik~lyexpeditiously to be achieved, linder any nonexcluslYe
license which has been granted, or whieh may be granWd, on the
invention; . .... _ . ',. '. .!."i-.< ..

"(e) exclusive or partially exclusive licensing is a reason,,?le
and necessary incentive to call forth the investment of n;k :" ,-,-,
capital and expenditures to bring the invention to practical, I

applicat~on or othanvise promote the invention's utilization by. I
the public; and ' " ,

"(D) the proposed terms and scope of exclusivity are not '
greater than reasonably necessary to provide the incentive for
bri:l~ng the invention to practical application or otherwise
promote the invention's utilization by the public.

,.;"

(e)

(~)

;t ",,~) First preference in the exclusive or partially exclusive lieens­
:i';n;: of fed~rally owned inventions shan go to small business firms
l,u~mjttingplans that are determined by the agency to be within the
':capabilities of the firms and equally likely, if executed, to bring the
~invention to practical application as any plans submitted by appli-

,~cants that are not ~mall business.fi-"!I1s, ' .

5 "~)The Federal agency shall maintain a record ~f determinations
ftof.rrant exclusive or partially exclusive licenses.i "t.1l}Any >:r<fnt of a license shan contain such terms and conditions,
);3sthe Federal agency determines appropriate for the protection of!
llr.. interests of the Federal Government and the public, including i
rprovi3ions for the following: I
1 "(1) periodic reporting on the utilization or efforts at obtaining,i utiliz3tion that are being n13d~ by the licensee \vith particular i
f ref(:~el)c~t!--O th~ plan submitted: Provided. That any suc~ infor· \

I, matlOn'Ulay be treated by the Federal agency as commercIal and,
financial information obl:lined from a person and privileged and:

I crmfidenlial and not subject to disclosure under section 552 of'i title ij of the United States Code; ,

I
"(2) the right of the Federal agency to terminate such license in

whole or in part ifit determines that the licensee is not executing
the plan submitted with its request for a Ikense and the licensee
cannot othenvise d~mon5trate to the satisfaction of the Federal
agency that it has taken or can be expeded to take within a
reasonable time, effective steps to achieve practical application
of the invention; "

"(3) the right of the Federal agency to terminate such license in
whole (.If in part if the licensee is in lJfCach of an aareement
obtained pursuant to paragraph (b) of this section; and 0

"(4) the right of the Federal ag~ncy to terminate the license in
"..·hob or in part if the agency determinea that such action is
necessary to ~eet !equir~ment~ for public use specified by
Federal r>gulal:ons Issued after toe date ,,[ the license and such
rcquirc;nents are not reason.ably sath;ficcl hy the licensee.
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REPEAL OF EXlSTI:-;G STATl:TORY RESEARCH A_'D

DEYELOP)IE:\T AtiTHORIZATIO:\S

:*SEC.~1. The following Acts are hereby ame:lded as

9 follows:

10 (1) Section 205(a) of the Act of August 14, i9-±6 (7

11 U.S.C. 1624(a); 60 Stat. 1090), is amended by striking out

12 the last sentence thereof.

13 (2) Section 50lCc) of the Federal Coal :\Iine Health and

l-! Safety Act of 1969 (30 U.S.C. 95l(c); 83 Stat. 742) is

15 amended by striking out the last sentence thereof.

*A number of additions and t.echnical corrections are
required in this section.
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10 "!:\,YE:\TIO;\,S AND CO!\TRIBUTIO~S BOARD

9 (b) by inserting the following new section 305:

11 "SEC. 305. Each proposal fol' any waiyer of patent

12 rights held by the Administrator shall be referred to an In­

13 nntions and Contributions Board which shall be established
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(4) by inserting at the end of section 203(c) there­

of (42 U.S.C. 2473((')); the fo!Jo\',;ng new paragraph:

"(4) to proyide cffectiye contractual prO\;sions

for n'jJOrting of the r('~ults of ,he acth-ities of the Ad­

minimation, including fuJI and complete technical re-

(3) by repealing section 306 thereof (42 U.S.C.

') , :;R)'_"1.,_ ,

\;d I,Y r('p(':l1illg .O(,(,tion· S05 thereof (42 '[,8.C.

:24;;,\: Proridcd, hOlcerrr, That subsections (c), (d), and

(r) of such section shall continue to be effectiye ,,;th

rC5pcct to any -application for patents in which the

written statement referred to in subsection (c) of such

section has been filed or requested to be filed by the

Commissioner of Patents and Trademarks prior to the

'rffcctiye date of this Act;
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14 by the Administrator ,,;thin the Administration. Such Board

15 5haJJ accord to each interested party an opportunity for a

16 h('aring, and shall transmit to the Administrator its findings

1, of fact with respect to such proposal and its recommendations

18 for action to be taken with respect thereto. ";
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9 203(c)(3) thereof (42 U.S.C. 2473(c)(3)) "(including

23 Stat. 1887) is am~:lded bv strikinO" aU ;!flcr uhonr$" IL.·
• 0

24 second time il :Jppci:.rs therein~ and inserting in lieu thereof :t

?- . d-0 perlO .

3,°(5) by. imerting at the end of section 203 thereof

4 (42 U.S.C. 2478) the follo\\;ng new subsection:

D U(d) For the purpose of chapter 17 of title 35 of the

6 United States Code, the Administration shall be considered a

7 defense agency of the United States."; and

8 (6) by striking out the follo\\;ng in section

•

porting: of any innoyution made in the cour,e of or

under any contract of the Administration.";2

1

10 patents and rights t.hereunder)." ..

11 (0") Section 6 of the Act of Jul\' 7, 1960 (30 U.S.C. 666;o •

12 74 Stat. 337), is repealed.

13 (h) Section 4 of the Helium Act Amendments of 1960

14 (50 U.S.C. 167b; 74 Stat. 920) is amended by striking out

15 both proviso clauses at the end thereof.

16 (i) Section 32 of t.he Arms Control and Disarmament

17 Act (22 U.S.C. 2572; 76 Stat. 634) is repealed.

18 G) Subsection (e) of section 302 of the Appalachian Re­

19 glonal Deyelopment Act of 1965 (40 U.S.C. App. 302(e); 79

20 Stat. 5) is repealed.

21 0.) Section 9 of the Feder~l Nonnuclear Energy Re-
. ..

22 search and Dc\"Clopment Act of 1974 (42 U.S.C. 5908; 88
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.ll :-:.Tlillll ;l(illlf Ihe Tl'lll1l'<Q'(' Yalll'y Authority Act of

., W::: 11li r.S.C. 831d(i); 48 Stat. 61) is amended b:,' Hriking

3 hOIh proyi~o clauses at the end thereof.

~ lin) S('ction 5(dr of the Consumer Product Safety Act

5 (15 r .S.C. :205·Hd); 88 Stat. 1~11) is repealed.

6 (II) Section 3 of the Act of April 5, 1944 (30 U.S.C.

j 3:23: 58 Stat. 191), is repealed.

S (0) Section 8001 of the Solid \\aste Disposal Act (42

D r.S.c. 6981; 90 Stat. 2892) is repealed.

10 (p) Sections 200 through 209 and section 211 of title

11 35, United States Code, are repealed.

I:? (q) Section 6e (1) and (2) of the Steyenson-'\Yydler

13 Technology Innoyation Act of 1980 (15 U.S.C. 3705(e) (I)

14 and (2); 94 Stat. 2313) is repealed.

'.

SEC. 502.

RELATIONSHIP TO ANTITRUST LAWS

Nothing in chis Act shall be deemed to convey

to any person immunity from civil or criminal liability, or

to create any defenses to actions, under any antitrust law.

15 EFFECTl\'E DATE

16·· .S;SQ, 102. T.ms-.Aet shall take ef€eet {; mORtRs after tRe

I": d.Ole of enaetllH!Rt of this .\ ct I

\

\
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EFFECTIVg DATE

SEC. 503 (a) This Act will take effect on the first day

of the ninth month beginning aft,er its enactment, but the

Dirpctor is authorize,d to issue implementing regu-lations

prior to that date.

(b) Af~er the effective da'te of this Act, each Federal

agency is authorized, with the agreement of the affected

contractor and notwithstanding any other law governing the

disposition of rights in sUbject inventions, to amend any

contract awarded prior to the effective date of this Act

to substitute the contract provillions issued by the Director

under, section 20l(a) of this Act ..

(c) After the effective dat;e of this Act, each Federal

agency is authorized, notwithstanding any other law governing

the disposition of rights in sUbject inventions, to allow

a contractor or an inventor to retain title to sUbject

inventions made under contracts awarded prior to the effective

date of this Act, subject to the same terms and conditions as

would apply under this Act and the Director's implementing

regulations had the contract beel1L entered into after the

effective date of this Act.


