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Entitled the “Uniform Science and Technology Resezrch and Development
Ctilization Aet”.

IN THE SENATE OF THE UNITED STATES

—SEPREMBER 19'8.1

Mr. ' ~ " introduced the following bill; which was read twice
and referred to the Committee on Commerce, Seience, and Transportauon

A BILL

- Entitled the “Uniform Science and Technology Research and
Development Utilization Act”.

1 Be it enacted by the Senate and House of Representa-

2 tives of the United States of America in Congress assembled,

3 TITLE I—POLICY
4 FINDINGS
5 SEC. 101. The Congress, recognizing the profound

6 impact of science, engineering, and technology policy on the -
T ceonoimnie, reeizl, political, and techinological well-heing, aud
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1 - (3) There is a need for the establishment and -

1o

plementation of a flexible Government-wide policy for

3 the management and utilization of the results of feder-
4 all_\; funded research and development. This policy
5 should promote the progress of science and the useful
6 arts, encourage the efficient commercial utilization of
T techological developments and discoveries, guarantee
8 * the protection of the public interest, and recognize the
9 equities of the contracting parties.
10 PURPOSE
11 °  SEec. 102. It is the purpose of this Act to—
12 (1) establish and maintain & uniform Federal
13 policy for the management and use of the results of
14 federally sponsored science 'and technology research
15 and development: and
16 (2) insure the effective uniform irﬁplementation of
17 the provisions of this Act, and to monitor on a continu-
18 ing basis the impact of Federal science and technology
18 policies on innovation and technology development.
20 DEFINITIONS
21 SEC. 103. As used in this Act the term—
29 (1) “contract” means any contract, grant?xcoopei‘-
23 ative AL TECIICINT O HTERC R P St N —OF O
24 -areengement entered into hetween anv Fedefa] agency
;other than the Tennessee Valley Authority,v”
25 and any perron where a purpese 6! (hee contract i3 the
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1
conduct of experimental, _de\'clopmental. or research
work. Such term includes any assignment, substitution
of parties or subcontract of any type entered into or
executed for the conduct of experimental, de\-elopmen-_- : ~
tal, or research work in connection with the perform-
ance of that contract; |

- y

(2) "contractor” means any person, other than the

Government or a Federal agency, that is a party to a contract;

(3) "Director" means the Director of the Office of Management

and Budget or a designee.

(3)-“diselosure mesns—a—written—statementLsuif-
illed—in 4] o—which—the—invent .
4H#%—H%%h&AHHeHLJHH¥¥&r4he—phyéaﬁ%&%e&ﬁaﬁ;%ﬁh-
; - ] l . 3 .. E l - . » ;
(4) “Federal agency” means an ‘‘executive
agency” as defined by section 105 of title f;, United ¥~
States Code, and the military departments as defined

: 1
by section 102 of title &, United States Code; v

(3) ““Government” means the Government of the

United States of America;
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Trired-StatesCode;
(6) "invention" means any invention or discovery which is
or rhay be patentable or otherwise protectable under Title 35,
United States Code[;r any novel variety of plant which is or may
by protectable under the Plant Variety Protection Act (Public Law
91-577, 7 U.s.C. §§2321-2583);] v
_ s
(—-) fer - 'fﬂr” FRESRE—f m‘—pﬁﬁ@i}—ﬁkﬁh‘ﬂ'ﬁ—‘ﬁ'
. - LT -~ )

. . . .,
Wﬁ‘hﬁ"h‘ﬁ'ﬁ—ﬁ'ﬁt“&‘w a——b&—ﬁ*%hﬂm. P24 =)
such-inventionto—the-eontreetor;
z Y h) k| R " Rl T 3 hj L
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Yl L3 . P A v 1 . i - P
~LORLERet vwher—used—mr—retatronr—to Ay OIvEIILIUII
tiee-ef-such—nventon—in—the—eousse—ofprv-—wer—under v
the—contraet-orundera—contraetrespeetively,;
.

T
() “‘nonprofit organization” means‘\umversmesy

.oov . - e . : .
284 other institutions of higher education or an organi-

zation of the type described in section 501(c)(3) of the
Internal Revenue Code of 1954 (26 U.S.C. 501(c)) and

exempt from taxation under section 501(a) of the Inter-

nal Revenue Code of 1954 (26 U.S.C. 501(a)) or any
nonprofit scientific or educational orgaﬁization qualified

under a State nonprofit organization statute;
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-(ﬁg “practical application” means to manufacture
in the case of a composition or product, to practice in.
the case of a process or method, or to operate in the
case of 2 machine or system, and, in each case, under

such conditions as to establish that the invention is

b . “ . B . . " * - ! : '
eing worked and that its benefits aregEo the extent permitted by

law or Government regulations available to the public on

r

easonable termshj
HQ; ”S : ! R H S E E G
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(9) "Secretary"” means the Secretary of Commerce or such other

official as may be designated by the President;

.concer.n as defined in section 2 of Public Law 85-536

(13) “small business firm’’ means a small business

(15 U.S.C. 632) and implementing regulations of the

-\dmmlttrator of the Small Busmess Admmlstratlon
For the purpose of this Act, size standards fer—smelt
established by the Administrator of the Small Business

Administration for Government procurement purposes shall

be applicable; and - 7
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19 Fedesal Regulations,-and—in—subeentracting—contained
13 H—seet 24333 } —Ceode—of Federal-Regu—
14 }atrons—vwi-be—ased- .

(11) "subject invention" means any invention conceived or

first actually reduced to practice in the performance of work

under a contract.

15 TITLE O—IMPLEMENTATION

16 - - .- RESPONSIBILITIES
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SEC. 201. (a) The Director shall issue regulations
applicable to Federal agencies which are necessary and
desirable to achieve uniform and consistent implementation
of Title III of this Act. The Director shall issue sﬁandard
contract provisions implementing the rights and terms and conditions
specified in section 301 which shall be used by all Federal

agencies and which shall be incorporated in appropriate agency

and Government-wide regulations.
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(b) With a view to obtaining consistent application of

the policies of this Act, the Secretary is authorized and di-

rected—

o\ . . .
(1) to consult4and advise with Federal agencies

concerning the eifective implementation and operation

of the policies, purposes, and objectives of this Act:
23 wlats :th-the—Office—of-Federal-Pro-

. Lrention—oit] .. iAot

(2) to accumulate, analyze, and disseminate

data obtained from Federal agencies

T |
5 dste—analsepnddissemi 3
necessary to evaluate the administration and effective-
ness of the policies set forth in this Aet; and
E !} I ; - L] ] g ] - - E 1. - .-
i f .. ] > . . . g d' gbn. ¥
I ) 151 o E = titls EEEE cf Htis kaf, a::ﬂ
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(2) to perform such other duties as may be pre-
scribed by the President or by statute.

(c) For the purpose of assuring the effective manage-

ment of Government-owned inventions, the Secretary is au-

15 S
caL i .lU"'""
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(1) 2:si51 aneeoordinatesngency efforiz to promote

the Tomstae and utilization of Government-owned in-

ventions: .
.essist o
(2) eoordinate—snd—advise the Federal agencies in

seeking protection and maintaining inventions in for-
eign countries, including the payment of fees and costs
connected therewith; and
With ]
(3) consultAand advise Federal agencies as to-

areas of science and technology research and develop-

ment with potential for commercial utilizationyend,

- ‘ [ . 1 b
otrer—rmamrgement—ef—Government-owmed—mrentions—
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. (d) The Secretary shall submit to Cdngress an anrual -
report of activities pursuant to this Act. Such report shall
include (1) relevant statistical data regarding the disposition
of invention disclosures resulting fromr_federally funded re-
search and development, including those inventions disclosed
by small businesses and nonprofit organizations;l(Q)—an)' leg-
islative or administrative recommendations to better achieve
the policy and purposes of this Act; and (3) an analysis of the

nnpact of Federal policies on the purpoées of this Act.

T ST,
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EXPIRATION
S-EG—IGJ—'Phe-&u#reﬁﬁHeeré—u-pea%re-See;m
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SEC. 202. Subsections (b)-{(d) of section 201 shall

expire seven years following the effective

date of this Act, unless renewed by action of Congress.
TITLE III—ALLOCATIONS OF RIGHTS—
GOVERNMENT CONTRACTORS

C. 301. (a) Each Federal agency shall acquire
behalf of Yhe United States, at the time of entenng j
contracf, titl\to any invention made under the conjfact of a
Federal agency X the agency determines that—

(1) the sexyices of the contractor aré for the oper-
ation of Federal

search and develogment centers, in-

cluding Governmen¥owned - resedrch or production
facilities;

(2) following a finding\y a Government authority

necessary to frotect the security of such ackvities;
(3) 3

elimin

exceptional circumstances, restriction or

10n of the right of the contractor to retaiy title

to gdy subject invention will better promote the po

‘el

d objectives of this Act: and
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United States

conf ormity with

tarv a statement stating such de

(c) Each contract entered i

assignees: Profided, That any

treated by tlfe Federal agency a5 commerkial or finan-
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domestic municipal governments, unless the agency de-

interest to
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mines that it would not be in the publi

estic munici-

5 acqre the license for the States and d

6 pal go¥ernments.

1 IGHTS OF THE CONTRAZTOR

8 SEc. 802. (\) Whenever & contrgétor enters into a con-
9 tract with a Fededal agehcy othef than in those circum-

stances identified in séction 301(zf, the contractor or inventor
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WAIVER

SEC. 303. A Federal agency may at any time waive

or any

the agency if the agency determines that the confition justi-

fving acquisition\of title by the Government fAnder section
301 no longer existy or the interests of the Upited States and
| be best served th

vhich shall be

the general public w eby. The agency

shall maintain a record, ade public and peri-
odically updated, of deter de under this section.

In making such determinationg, the/agency shall consider the

following objectives:
(1) encouraging the availability to the public
of the benefits of the £xperiméaptal, developmental, or

research programs iy the shortest\practicable time; .

(2) promoting’ the commercial\utilization of such
inventions;

(3) encoyraging participation by privgte persons in
the Goverpment-sponsored experimental, developmen-
tal, or regearch programs; and
fostering competition and preventing \undue
of

marKet concentration or the creation or maintenan

other situations inconsistent with the antitrust laws.

J. 83-£88-0




DISPOSITION OF RiGHTS:

SEC. 301. (a) Subject ﬁo subsection (c) of this section ané
to section 303, each contractor may elect to retain title,
either worldwide or in such countries as it may choose,.to
any subjeqt invention; provided, however, that a Federal agency
may limit or eliminate this right, place additional restrictions
or conditions in the contract that go beyond those set forth
in subsection (c) of this section or in section 303, and may
eliminate or alter the contractor's right under subsection (e) (12) _~
of this section if-- -

(1) it is determined by a Government authority which is
authorized by stétute or executive order to conduct foreign

intelligence or counterintelligence activities that this

is necessary to protect the security of such activities; or

- (2) the contractor is a business entity organized for
~profit that does not have a place of business located in the
United States; or

{(3) the contractor is noﬁ located in the United States and
is a university, an institution of higher education, or an
organization not orggﬁizéd for profit; or

(4) the contractor is or is subject to the control of any
foreign government; or

(5) the agency determines, on a case-~by-case basis, that
‘there are exceptional circumstances such that this will better
promote_the policy and objectives of Section 101(5) of

this Act.




(b){(1) Any determination under'subsectidn {a) of this
section shall be in writing and accompanied by a written
stateﬁent of the facts and, in the case of a determihation
under subsection (a)(S), an analysis justifying the determination
and limitations.or conditions being imposed. A copy of each
" determination and statement made under subsections (a)(2) through
(a)(5) shall be sent to the Secretary within thirty days afﬁer
the award of the applicable contract. If the Secretary believes
that any individual determination or pattern of determinations
is contrary to the terms, policy, or objectives of this Act,
the Secretary shall so advise the head of the agency concerned

and the Director and recommend corrective actions.

T o W
(2) Whenever the Directorlha determined that one or more

Federal agencies are utilizing the authority of subsection (a)(5)
of this section in a manner that is contrary to the terms, policy
6f objectives of this Act, the Director is authorized to
issue regﬁlations describing classes of situations in which
agencies may not use subsection (a)(5) of this section.
{c) Each contract shall contain appropriate provisions

to effectuate the following:

(1) that the contractor disclose each subject invention
to the Federal agency within a reasonable time after the
subject invention is disclosed by the inventor to the contractor;--

(2) that the Government may receive title to any |
subject invention not réporﬁed to the Federal agency by +the
contractor with an intent to deprive the Government of its

license or other rights as set forth in this Act;



(3} thét the contractor make a written election of
rights within a reasonable time prior tb the date upon which
a statutory bar to patentiné under fitle 35, United States
Code, will occur due to publication, on sale, or public use;

{4) that a contractor electing rights in a subject
invention agree to file an initial patent application
prior fo any statutory bar date that may occur under Title
35, United States Code, due to publication, on sale, or
public use; |

(5) that a contractor electing rights and making
an initial filing shall theréafter file corresponding
patent applicaﬁions in other countries in which it wishes to
retain title within reasonable times;

(6) that upon written request of the Federal agency
the contractor will transfer title to any subject invention
to the Gpvernment in any country in which the contractor (i}
elects not to retain rigﬁts; or (ii) fails to make an election
within the times specified pursuant to subsection {(c)(3) of
this section; or (iii) fails to file a patent application
within the times set pursuant to subsection {c)(5) of this
section, or (iv) intends to abandon prosecution of a patent
application; or (v) decidés not to pay any required maintenance
fees or take other actions necessary to protect patent rights
in that country;

(7) ﬁhat with respect to any subject.invention, the
Federal agency shall have a nonexclusive, nontransferrable,

irrevocable, paid-up license to practice or have practiced



for or on behalf of the Unitéd Statés.tﬁe subject iﬁvention
throughout the wdrld:

(8) that, when the agency determines at the time of
contracting that all Jf certain classes of subject inventions
that may be made under a contract will or may be subject to
the terms of any exisﬁing treaties or other international
agreements, the contractor (i) will convey to the Government
for transfer to the parties so entitled under the applicable
treaty or agreement oOr directly to such parties such licenses
or assignments of rights in specific countries as are necessary
to effectuate the terms of.the applicable £reaty or agreement
and (ii) will otherwise fulfill its obligations to such
parties with respect to subject inventions in accordance
with any applicable provisions of the treaties or agreements;

(9) that the‘Federal'agency may require periodic
reporting on the utilization or efforts at obtaining utlization
that are being made by the contractor or his licensees or
assignees_with respect to any subject invention to whiéh the
contractor elects title;

(10) <that the contractor, in the event a United
States patent application is filed by or on its behalf or by
any assignee of the contractor, will include within thé
specification of such application and any patent issuing
thereon, a statement'specifying that the invention Gas
made with Government sﬁpporﬁ and that the Government haé

certain rights in the invention:




{11) that in the case of a nonprofit organization
located in the United States (i) the organization will not
assign rights to a subject invention in the United States
without the approval qf'the Federal agency, except -
where such assignment is made to any organization which has
as one of its primary functions the management of inventions
and which is not, itself, engaged in or does not hold a
substantial interest in other organizations engaged in the
manufacture or sale of products or the use of processes that
might utilize the invention or be in coﬁpetition with
embodiménts of the invention (provided that such assignee
éhall be subject to the same provisions as the contractor);
(ii) the contractor will share royalties (net or gross in
accordance with its normal policies) with the inventor of
a subject invention; and (iii) the contractor will utilize
the balance of any royalties or income earned by the contractor
with respect to subject inventions, after payment of expenses
(including payments to inventors) incidental to the administration
of subject inventions, for the support of scientific research
or educationj

‘ (12) that the c¢contractor shall retain a nonexclusive,
royalty-free, paid-up, worldwide license, including the
right to sublicense to affiliates in any subject invention
to which the Government obtains titlé, which license shall
_be revocable only to the extent necessary for the Government
to grant an exclusivé license; and ’

{13) such other administrative reguirements that the



Director determines to be necessary.to effectuate the rights
of the Government as specified.in tﬁis section and section
303 which are not inconsistent with this Act.

(d) A Federal agency may at any time waive as t; an
identified subject invention or omit from any contract or
class of contracts all or any part of the rights of the
United States described under subsections (c){(7) through
{(c)(13) of this section or under section 303 if the
agency éetermines and prepares a wriﬁten justification that
either (1) the interests of the United States and the
general public will be best served thereby taking into
account at least the objectives of (A) encouraging the
wide availability to the public of the benéfits of the
experimental,-developmental, or research programs in
in the shortest practicable time; (B) promoting the comﬁercial
utilization of such inventions; (C) encouraging participation
by private persons, including the most highly qualified
persons, in Government sponsored experimental, developmental,
or research programs; and (D) fostering competition and
preventing undue market concentration or the creation or
maintenance of other situations inconsistent with the antitrust
laws; or (2) the contract'involves or involved cosponsored,
cost-sharing, or joint venture research or development and
the contractor or other éponsor or joint venturer is
required or has made a substantial contribution of funds,
facilities, or equipment to the work performed or to be

performed under the contract.




(e) With respect to contracts that are within subsections
(a){1l) through {(a)(5) of this éection, a Federal agency may,
after a subject invention has been jdentified, waive any
limits or additional restrictions o:_coﬁditious placed on
a contractor beyond those set forth in éection 301(c) and
. section 303 and may. allow the contractor to retain the
license rights set forth in subsection (c)(12) of this section
if such license rights were otherwise limited in the contract.

| GENERAIL PROVISIONS
SEC. 302. (a) If a contractor does ﬁot elect to retain
worldwide title to a subject invention,:the Federal agency
may consider, and after consultation wi£h the contractor,
grant requests for retention of rights by the inventor
on such terms and conditions as deemed appropriate by the
agency and subject to section 303 of this Act.

(b) In any case when a Federal employee is a coinventor
of any subject invention, the Federal aéency employing such
coninventor is authorized to transfer o? assign whatever
rights it may acquire in the subject in&ention from its
employee to the contractor subject to the same conditions
set forth in this titie as are applicable to the rights
the contractor derived through its own contract.

(¢} Federal agencies are authorized to withhold from
disclosure to the public information disclosing any invention
in which the Federal Government owns of may own a riéht,~title,
or interest (including a nonexclusive iicense) fof a reasonable

time in order for a patent application to be filed. Furthermore,




Fedefal agencies shall withholad from the public copies of
any document which is par£ of an application for patent filed
with the United States Patent and Tfadémérk office or with
any foreign patent office; except that when the 1nvent10n to which
the patent appllcatlon pertalns in owned by the Government it may
be released to the public by the agency if the agency determines
that this will not jeopardize the prosecution of the patent
application or put the Government at a disadvantagé in any potential
interference proceedings.’

(da) Any information obtained by a Federal agency pursuant
to section 301(c)(9) as well as information on utilization
or efforts at obtaining utilization received by a Federal
agency undér section 303 of this Act shall be treated by
the Federal agency as confidential and withheld from the public
and shall not be subject to disclosure under sectioﬁ 552 of
title 5 of the Uhited States Code.

13
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2 Skce. ) contractor has

9 gdétermines such action is

10 (1) because the cottractor has not taken, or is not



expected to take within n feasonable time, effective

11
12 steps Yo achieve practical/aphlication of the Anvention;
13 (2) Yo alleviate gerious health or Aafety needs
14 which are nd¢ reasopably satisfied by tife contractor, or
15 its licensees;
16  (8) to meft Pequirements fof publiy use specified
17 by Federal fegulatio\ which gre not reasoxgably satis-
18 fied by thé contractor or\¢ylicensees; or
19 - (4f because the acflons of the contractor bBeyond
20 the /exercise of the gxclusive\rights in the invenNon
21 have tended subsgdntially to lessen competition or to,
29 resubt-imundue-marketconcentration in-any—seeton—of
5 . . . . ) : : ro_uhich
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MARCH-IN RIGHTS

SEC. 303. {a) Where a éontractbr or inventor has elected
or otherwise been allowed to retain title to a subject invention,
the Federal agency shall have the right {unless this right has
been waived in accordg;ce.with section 301(d)), in accordance
with regulations issued by the Director, to grant or reQuire
the patent holder to grant a nonexclusive, partially exclusive,
or exclusive license to a responsible applicant or applicanfs,
upon terms that are reasonable under the circumstances, if
the head of the agency or a designee determines such action:
is necessary--

(1) because the patent holder or its 1icensee'or
sublicensee has not taken or is not expected to take within
a.reasonable time, effective steps to achieve practical
application of the invention:

(2) to alleviate serious health or safety needs which
are not reasonébly satisfied by tﬁe patent holder or its licensee
or sublicensee; or

{3) to meet regquirements for public use specified
by Federal regulation which are not reasonably satisfied

by the patent holder or its licensee or sublicensee.

(b) A determination pursuant to this section shall not
be considered as a contract dispute and shall not be subject

to the Contract Disputes Act (Pub L. 95-563). Any patent

holder or licensee or sublicensee adversely affected by
a determination under this section may, ét‘any time within

sixty days after the determination is issued,




file a petition to the United States Cqurt of Claims which
shall have jurisdiction to detemine the matter de novo and to
affirm, reverse, or modify as appropriate, the determination
of the Federal agency.
APPEALS
SEC. 304. (a) The following agency actions shall be accompanied
by a written explanation, which shall be provided to the contractor
at the time the action is taken:
(1) A décision by an agency to take title to a
subject.invention under subsections 301(¢)(2) and {(c)(6)(ii)
and {iii).
(2) The refusal.of an agency to grant approval of an
assignment requested under subsection (c)(11).
(b} Within 30 days from‘the time the contractor receives
a copy of the wriﬁten explanation for any of the actions listed
in subsection (a) of this section, it may appeal the action to
the head of the agency or a designee in accordance with such
procedural rules as may be prescribed by the agency and
'such other rules and regulations as may be prescribed by

the Director. Pending disposition of the appeal by the head

of the agency or designee , the contractor shall fully comply
with the agency action or decision. The head of the agency oOr
designee shall review the matter, obtain such additional

information from the agency officials agency and the contractor

as is deemed necessary to decide the matter, and shall issue /(%ﬁig

a.decision.

{c) Whenever an appeal to the head of the agency or designee




y
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under subsection (b) of“this section involves an action of
the type described in subsection (a)(l) of this section and
issues of fact are raised, the head of the agency or designee
shall determine such issues df fact on the record after
affording the contractor an 0pportunity for a hearing,

(d) To the extent that any of the actions described in section
304(a) are subject to appeal under the Contract Disputes Act,
the procedures under that Act will satisfy the-requirements of
this sectibn. |

6. SENERALPROYVISIONSG—

-1

Sec. 305. (a) Each contract entered into by a Feder

n

agency shil employ 2 single patent rights clause contajing

11 the general public, ixcluding appropriate provisifns to—

12 (1) require the timely disclosure Yy the contractor
13 or inventor to that a éncy of any ifvention made under
14 the contract: Provided, \That Ederal agencies are aun-

15 thorized to withhold from \{#closure to the public, in-

16 formation disclosing any jAvenfon made under the con- |
17 tract of an agency for/a reasonable time in order for 2

18 United States or { eign patent applcation to be filed;

19 (2) require/an election by the coniXactor within a

20 reasonable t) : e after disclosure as to whether the con-

21 tractor il.ends to file a patent application oh any in-

23 I
23
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1 htent to commerciulize or otherwise achieve the widg-
2 ~spdead utilizntidn of the .in'\'ention by the public;
3 4) an obligation on the part of the contracyor, in
4 the:;a\"e ta Ux;ited States patent application 1s/filed by
5] ractor, to
6 ication and
T any patent isshing thereon, a statement gpecifying that
8 the invention wag made with Governnfent support and
9 that the Governmépt has certain rights in the inven-
10 tion; and .
11 (5) allow deviatioy to the minimum rights ac-
12 quired under section 301 dg a Alass basis in—
13 (A) contracts inyolving cospoﬁs’ored, cost
14 sharing or joint venglire ¥esearch when the con-
15 tractor is required fo make substan;dal cbntribu-
16 or equipment to the work
17
18 (B) spefial contracting situatjons such as
19 nd Federal
20
=1 shall
22 waiy to
23 | be/sceured for the Federal Government set h
24

section 304(a)(4).

3. 38500}
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anner without unnecessary delay.

F)

BACKEGROUND RIGHTS

o

SEC. 305. (a)(l) No contract with a small business firm or

with a nonprofit organization that is located in the United States
shall contain a provision allowing a Federal agency to require
the licensing to third parties of inventions owned by the contractor
that are not subject inventions unless such provision has been
approved by the head of the agency and a written justification has
been signed by the head of the agency. Any such provision shall
clearly state whether the licensing may be required in connection
with the practice of a subject invention, a specifically indentified
work object, or both. The head of tﬁe agency may not delegate
the authority to approve provisions or sign justifications required
by this subsection (a)(1l).-

(2) A Federal agency shall not require the licensing of
third parties under any such provision unless the head of the

agency determines that the use of the invention by others is



necessary for the practice of a subject invention or for the

use of a work object of the contract and that such actlon

is necessary to achieve the practlcal appllcatlon of the subject
_lnventlon or work object. Any such determination shall be on

the record after an 0p;ortunity.for an aéency hearing. Any
action for judicial review of such determination shall be brought
within sixty days after notification of such déterminatipn:

{b) Except as provided in section 305(a) of this Act,
10 - TSec—506. "%(othmg contamed in this Act shall be con-

11 strued to deprive the owner of any background patent or to

12 such rights as the owner may have thereunder.

GOVERNMENT LICENSING AUTHORITY

c. 307. (a) A Federal agency may grant exclugive or

17 thut—



TITLE IV-~LICENSING OF GOVERNMENT OWNED
INVENTIONS | :

GENERAL AUTHORITY
SEC. 401. Each Federal agency is authorized to--

“(1) apply for, obtain, and maintain patents or other formg o
protection in the United States and in foreign countries g
inventions in which the Federal Government owns a right, title, ..

..or interest; ©o- Lo - R T A
“(2) grant nonexclusive, exclusive, or partially exclusive
- licenses under federally owned patent applications, patents, or !
other forms of protection obtained, royalty-free or for royaltiesor !
other consideration, and on such terms and conditions, includirg
the grant to the licensee of the right of enforcement pursuant 45

the provisions of chapter 29 of shia.titletas ‘jet rmined ap -
ate i!:\ the public interest; E %'«‘i( &hﬂﬁpgg&c( e
“(3y undertake all other suitable and necessary steps to protect
and administer rights to federally owned inventions on beha'fef :
the Federal Government either directly or through coatract;ard -
- *(4) transfer custody and administration, in whole or in part, to .
another Federal agency, of the right, title, or interest in any’
< . .federally owned invention. . Lo sz

-
1w Cy AT

E -

S

REGULATIONS
SEC. 402. The Administrator of the General Services
Administration is authorized to promulgate regulations, with
the concurrence of the Director, spedifiying the terms and

conditions upon which any

federally owned invention, other than inventions owned by the
Tennessee Vzlley Authority, may be licensed on a nonexcljx;éivg, .
_partially exclusive, or exclusive basis. e

RESTRICTIONS

_ o SR
SEC. 403(a) No Federal ‘agency shall grant any license under a patentor -
patent application on a {ederally owned invention unless the Derson
requesting the license has supplied the agency with a plan fer
development, ﬁnd/ur marketing of the invention, except that ‘any-
such planmy be treated by the Federal agency as commercial and
ﬁnarn(ri'lal u-;l'urr:imtmn ({‘bt:uned from a person and privileged and -
confidential and not subject to disclosure und : 2 of titles | -
of the United States Code. . r? an&; .sectxon 55 OFJ’di?
L - ‘ L] LR e -
(b) A Federal agency shall normally grant the right to use or sell
any federally owned invention in the United States only to a licensee
that agrees that any products ernbodying the ir.vention or produced
through the use of the invention will be manufactured substantislly ..
in the United Stutes. . e
g‘:).. Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally owned
patent or patent application only if, after public notice and
. opportunity for filing writlen objections, it js determined thal—

;' . R
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“(A} the interests of the Federal Government and the public
will best be served by the proposed license, in view of-
applicant’s intentions, plans, and ability to bring the invention to -
practical application or otherwise promote the invention's utili- -
zation by the public; S e SN

*(B) the desired practical application has not been achieved,ar-
is not likely expeditiously to be achieved, under any nanexclus:‘\_re _
‘license which has been granted, or which may be granted, on t-@ ;
invention; e _ RS

“(C) exclusive or partially exclusive licensing is a reasonabie -~

PR 4 L

and necessary incentive to call forth the investment of l_'ish .

capital and expenditures to bring the invention to practical. |
application or otherwise promote the invention’s utilization by.
the public;and . . e

‘D) the proposed terms and scope of exclusivity are not -
greater than reasonably necessary to provide the incentive for
bringing the invention to practical application or otherwise
proinote the invention’s utilization by the public. |

% "@) First preference in the exclusive or partially exclusive licens-
#inz of federally owned inventions shall go to small business firms
$.ubmitting plans that are determined by the agency to be within the
capabilities of the firms and equally likely, if executed, to bring the
Einvention to practical application as any plans submitted by appli-
Reants Lhat are not small business firms. Co .

#it

5 “@ The Federal agency shall maintain a record of determinations
ftoprant exclusive or partially exclusive licenses,

“@Any grant of a license shall contain such terms and conditions
asthe Federal agency determines appropriate for the protection of,
the intcrests of the Federal Government and the public, including !
arovizions for the following:

(1) periodic reporting on the utilization or efforts at obtaining |
utilization that are being made by the licensee with particular!
reference to the plan submitted: Provided, That any such infor-l
mation riay be treated by the Federal agency as commercial and !
financial information obtained from a person and privileged and !
confidential and not subject to disclosure under section 552 of!

i title 5 of the United States Code; L !
*“{2}the right of the Federal agency to terminate such license in
whole or in part if it determines that the licensee is not executing
the plan submitted wiih s request for a license and the licensee
cannot otherwise demonstirate to the satisfaction of the Federal
agency that it has token or can be expected to take within a

of the invention; : . .

“¢t3)the rizht of the Federal agency to terminate such license in
whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b) of this section; and

*(4) the right of the Federal agency to terminate the license in
; wholz or in part if the ngency determines that such action is
necessary to meet requirements for public use specified by
Federal r>gulations issued after the date of the license and such
requirements are not reasonably satisfied Ly the licensee.

AR

reasonable time, effective steps to achieve practical application -



\ _
. °  TITLEF=MISCELLANEOUS
6 REPEAL OF EXISTING STATUTORY RESEARCH AND

DEVELOPMENT AUTHORIZATIONS

8 %SEC.%I. The following Af:ts are hereby amended as
g follows:

10 (1) Section 203(z) of the Act of August 14, 1946 (7
11 U.8.C. 1624(a); 60 Stat. 1090), is amended by striking out
12 the last sentence theréof. | |

13 (2) Section 501(c) of the Federal Coal Mine Health and
14 Safety Act of 1969 (30 U.S.C. 951(c); 83 Stat. 742) is

15 amended by striking out the last sentence thereof.

*A number of additions and technical corrections are
required in this section.



Qe

98] -1

0

18
w by r(-pv:zliﬁg section 305 thereof (12 T.S.C
2457Y: Provided, hozz-ez'br.'That suhsections (c), (d), and
(e) of such section shall continue to be effective with
respect to any :'épp]ication for .pat.ents in which the
written statement referred to in subsection {c) of such
section has been filed or request.ed to be filed by the
Commissioner of Patents and Trademarks prior to the
“effective date of this Act;
(b) by inserting the following new section 303:
“INVENTIONS AND CONTRIBUTIONS BOARD
“Sec. 305. Each proposal for any waiver of patent
rights held by the Administrator shall be referred to an In-
ventions and Contributions Board which shall be established
by the Administrator within the Administration. Such Board
shall accord to each interested party an opportunity for 2
hearing, and shall transmit to the Administrator its findings
of fact with respect to such proposal and its recommendations
for action to be taken with respect thereto.”;
(3) by reﬁea1illg section 306 thereof (42 U.S8.C.
2458);
(4) by inserting at the end of section 203(c) there-
of (42 T.5.C. 2473(c)); the following new paragraph:
“(14) to provide effective contractual provisions
for reporting of the results of ihe aciivitieé of the Ad-

ministration, including full and complete technical re-

A e
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1 portlzng' of ':m_\- innovation made in the course of or
2 under anv contract of the Administration.”;

3 “(5) by. inserting at the end of sectior; .‘22)3 thereof
4 (42 U.S.C. 2478) the following new suhsection: |
b “(d) For the purpose of chapter 17 of title 35 of the

6 TUnited States Code, the Administration shall be considered a

~1

defense agency of the United States.”; and

(0 o]

(6) by suiking out the following in section

9 203(c¥3) thereof {42 U.S.C. 2473(c)(3)) “(including

10 patents and rights thereunder).”.

-11 ° (g) Section 6 of the Act of July 7, 1960 (30 U.S...C. 666;
12 74 Stat. 3'3.7), is repealed.
13 (h) Section 4 of the Helium Act Amlendr.nents of 1960
14 (50 U.S.C. 167b; 74 Stat. 920) is amended by striking out
15 both proviso clauses at the end thereof.
16 (i) Section 32 of the Arms Control and Disarmament

17 Act (22 U.8.C. 2572; 75 Stat. 634) is repealed.

HER T e
AN

. 24

18 () Subsection (e) of section 302 of the Appalachian Re-
19 gional Development Act of 1965 (40 U.S.C. App. 302(e); 79
20 Stat. 5) is repealed.

21 (k) Section 9 of the Federal Nonnuclear Energy Re-

22 search and Development Act of 1974 (42 U.S.C. :5908; S8

1R
[

Stat. 1887) is amended by striking all after “hours™ the

. PR
R e A A
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second time it appears therein, and inserting in lieu thereof a

o
(S]]

period.
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o Section 50 of the Tvﬁué-*wc ‘\':1“0_\' A.utho‘rii}' Act of
1 (16 ULS.CL 831d(1); 48 Stat. 61) is amended by striking
hoth proviso clauses at the end théreof.

(m) Section 5(dj of the Consumer Product. Safety Aect
(15 U.8.C. 2054(d); 88 Stat. 1211) is repealed.

(n) Section 3 of the Act of April 5, 1944 (30 U.8.C.
323: 58 Stat. 191), is repealed.
-. (0) Section S001 of the Solid Waste Diéposal Act (42
U.S8.C. 6981; 90 Stat. 2892) is repealed. |

{p) Sections 200 through 209 and section 211 of title
53, Unit_ed States Code, are repealed.

{g) Section Ge (1) and (2) of the Stevenson-Wydler
Technology Innovation Act of 1980 (15 U.8.C. 3705(e) (1)
'and (2); 94 Stat. 2313) is repealed.

RELATIONSHIP TO ANTITRUST LAWS

SEC. 502. Nothing in this Act shall be deemed to convey
to any person immunity from civil or criminal liability, or

to create any defenses to actions, under any antitrust law.

EFFECTIVE DATE |



EFFECTIVE DATE

SEC. 503 (a) This Act will take effect on the first day
of the ninth month beginning after its enactment, but the

Director is authorized to issue implementing regulations

prior to that date.

(b) After the effective date of this Act, each Federal
agency is authorized, with the agréement of the affected
contractor and notwithstanding any other law governing the
disposiiion of rights in subject inventions, to.amend any

contract awarded prior to the effective date of this Act

' to substitute the contract provisions issued by the Director
under section 201(a) of this Act.

{c) After the effective date of this Act, each Federal
agency is authorized, notwithstanding any other law governing
the disposition of rights in subject iﬁventions, to allow
a contractor or an inventor to retain title to subject
inventions made under contracts awarded prior to the effective
date of this Act, subject to the same terms and conditions as
would apply under this Act and the Director's implementing
regulations had the contract been entered into after the |

effective date of this Act.




