(STAFF WORKING DRAFT)

(January 7, 1982)

97th CONGRESS
1st Sesslion

S. 1657

Entitled the "Uniform Science and Technology Research
and Development Utilization Act".

IN THE SENATE OF THE UNITED STATES

September 23 (legislative day,'Séptember g), 1981

%r. SCHMITT (for himself, Mr. CANNON, Mr. GORTON, Mrs.
KASSEBAUM, Mr. LUGAR, and Mr. SYMMS) introduced the
following bilil; whiech was read twice and reflerred
to the Committee on Commerce, Sclence, and
Transportation

A BILL

Entitled the "Uniform Science and Technology Research

and Development Utilization Act”.

3e it enacted Dy the Senate and House of

Zepresentatives of the United States of America 1in

Congress assembled,

TITLE 1 - POLICY

‘Findings
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Sec. 101.  The Congress, recognizing the profound

impact of science, enginqebing, and@ technology policy
on the economle, social, political, and technological
well-being, and the health and safety of the Nation as
a whoie, hereby finds and declares that:

(1) The United States has recently experienced

a decline in the process of 1industrial innovation

and productivity which 1s integrally related to,
and adversely impacts upon, domestic productivity,
the rate of = " economic growth,' the level of
employment, the balance of | trade, and the
attainment of other natlonal goals.

{(2) The national support of sclentifie and
technological research and development is
indispensable to sustained growth and economic
stability, and it is in the national interest to
maximize the . benefits to the general public from

such investment.

(3) Scientific and technological developments

and discoverles resulting from work performed with
Government contracts constitute a valuable national
resource which should be developed 3in a manner
consiétent with the publie interest and the
equlties of the ?espective parties.

(4) Current Federal policy with respect to the

allocation of rights to the results of federally
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sponsored researéh "~ and  development deters
contractor participation in Government contracts,
delays technological. process, and stifles the
innovatlve process. |

(5) There 1s a need for the establishment and
implementation of a flexible Government-wide policy
for the management énd utilization of the results
of féderally funded research and develdpment. This
policy should promote the progress of sclience and
the useful arts,.enéourage the efficient commercial
utilization ~of technological developments and
discoveries, guarantee the protéction of the public
interest, and recognize the eguities of the
contractling parties.

PURPOSE
Seec. 102. 1t is the purpose of this Act to--

(1) eétablish. and malintain a uniform Federal
policy for the management and use of the results of
federally sponsored sclence and teﬁhnology research
and development; and |

(2) insure the effectiﬁe‘ uniform
impiementation of the provisions of thls Act, ang
to monltor on a continuing basls the lmpact of
Federal scilence and - technology policies on
innovation and fechnology development. |

DZFINITIONS
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Sec. 103. As used in this Act, the term--

(1) Mcontract" means any contract, gfant, or
cooperative agreeﬁénﬁ,- ofher' than the Tennessee
Valley Authority, enteréd into between any Federal
agency ahd any person other than a small business
firm or non-profit organization (as défined:in
section 201 of title 35, United States Code) where

a purpose of the contract 1is the conduct of

experimental, developmental, or research work.

Such term includes any assignment, substitution of

parties or subcontract of any type entered into or

executed for the conduct of experimental,

developmental, or research work in connection with

~the performance of that cohtract;

(2) TMcontractor" means any person or entity
other than a Federal agency, non-profit
organization, or small business firm or eas defined
in section 201 of title 35, United States Code,
thaﬁ is a party to the contractj

(3) "Director" means the Director of the
Office of Management and Budget or hls designee;

(4) "Federal egency" mezns an Texecutive:

‘agenéy" as defined by section 105 of title 5,

United States Code, and the military departments as
defined in section 102 of title 5, United States

Code;




(5) "Government" means the Government of the
2 Tnized States of America;

{(6) "subject invention" means any invention or

5 Ziszovery of a 'contractor -conceived or first
5 zctaallly reduced to practice in the course of or
5 -zné2r a contract, and includes any art,' method,
7 ;rcdess, machine, manufacture, design, or
3 zorposition of matter, or any new and useful
3 'improvemsnt ﬁhereof, or any variety of plant, which
22 s or may be patentable under the 'Pateﬁt Laws of
i1 tﬁe .United States of America or any foreign
12 covatry;

i3 (7 "practical application™ means to
24 —zmifacture 1In the case of .a compesition or
) crciuct, to practice in the case of a composition
15 cr oroduct, to practice in the case 6f a process or
T —=2thod, or to operate in the case of a machiﬁe or
13 . sy¥stem, and, in each case, under such éonditions as
i9 +0 =zstablish that the invention 1s belng worked and
22 ~=2% its benefiis are, to the extent permitted .by

|.i
)

w or Government regulations, available to the

ablie on reasonzble terms (including reasonable

ny

(A8
'f‘}.

|

e3 “icensing arrangements);and

z5 (8) "Secretary" means  the Secretary‘ of
zd _oroerce.

z3 TITLE II -~ IMPLENMEZNTATION

~5_
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RESPONSIBILITIES

Sec. 201. (a) The Director shall issue regulations
applicable to Federal.agenciés vhich are necessary and
desirable to achieve uniform and consistent
implementation of title IIT of this Act. The Director
shall issue standard contract provisions implementing
the rights 2nd tfterms and conditions specified in
.sections 301(c), 302(b) and 305(a) of this Act which
shali be usgd by all Federal zgencies and which shall
be incorporated in appropriate agency and Government-
wide regulations. | |

{(b) With a view to obtaining consistent application
of the policles of this Act, the Secretary is
authorized and directed--

(1) to consult with and advise Federal
agencies concerning the effective 1mplementation
and operation - of the policies, purposes, and :
objectlves of this Act;

(2) to accumulate, analyze, and dissemlnate
data obtained from Federal égencies; and

(3) to perform such other duties as may be
preséribed by the Ffesident or by'statute.

{c) For the purpose of assuriﬁg' the effective
mznagement of Government-owned inventions; the

Secretary is authorized to-—-
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(1) =assist Féderél.agency efforts to promote
the licensing aﬁd utilization of Government-owned
inventlions; |

(2) asslist  Federal agencles 1in seeking
protection and maintalning inventions 1in forelgn
countries, including the payment of fees and costs
connected therewith; and

.(3) “consult with énd advise Federazl agencies
as to areas of 'science and technology research and
gevelopment - with potential for commercial
untilization.

(d) The Secretary shall submit to Congress an
annual report of activitles pursuant to this Act; Such
report shall include (1) relevant statistical data

regarding the disposition of invention disclosure

‘resulting - from - federally funded = research- and

development, including those inventions disclosed by
small Dbusinesses and nonprofit'organizationé; (2) any--
legislative or adminiétrative recommendétions to better
achieve the policy and purposes of this Act; and (3) an
analysis of the impact of Federal\ policles on the
purposes of this Act.

Sec. 202. The =zuthorities conferred upon the
Secretary by subsections (b) through (d) of section 201

of this title shall expire seven years following the
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effective date of thils Act, unless renewed by actibn of
Congress.
TITLE ITI - ALLOCATIONS OF RIGHTS -
GOVERNMENT CQNTRACTORS
RIGHTS OF THE GOVERNEENT
Sec. 301. (a) Each Federal agency may acguire on
behalf of the United States, at the time of entering
into a contract, title to any invention made under the
contract of a Federal agency or may limit the rights of
a contractor under sectlon 302(b) of this title if--
(1) it is determined by a Government authoritf
which 1s authorized by statute or Executive order
to. conduct foreign intelligence or
counterintelligence activities, that this is
necessary to protect the secufity of such
activities;
(2) the agency determines, on a case-by-case
Hbasis, that = there are -exceptional' clrcumstances
such that this defermination wili better promote
the policy and objectives section 101(5) of this
Aet; or
(3) the contractor 1s not located in the
United States and does not have a place of business
located in the United Statés or 1is a foreign
government or subject to the control of any foreign

government.
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(p) (1) The -'rights' 6f the Government under
subsection (a) of this section shall not be exercised
by the Federal agency unless it first determines that
at least one of the conditlions identified in
paragraphs (1) through (3) of subsection (a) exist and

in the case of parzgraphs (2) or {(3), it has filed

- with the Secretary within 30 days after the award of

the ;appiicable contract a statement stating  such
determination. In the case of a deterﬁinatiOn under
subsection (a)(2) of this section, the statement shall
Include an analysis Jjustifylng the determination and
limitations or conditions being imposed. ir the
Secretary belleves that any individual determination or
pattern of determinations is contrary to the 'terms,
policy, or objectives of this Act, the Secretary shall
so advise the head of the Agency concerned and the
Director and recommend correctlve actions.

(2) Whenever the Director has determined that one
or more Federal agencles are utilizing the authority of
subsection (2)(2) of this sectlon is a manner that is
contrary to the terms, policy or objectives of this

hct, the Director 1s authorized to issue regulations

‘describing classes of sitvatlions in which agencies may

not utilize the provisions of subsection (a)(2) of this

-

section.
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{c) Each contract éntered into by a Federal agency
shall include‘appropriate proviéions to—-

i - (1) reguire periodic written reports at
reasonable intefvals on the commercial use or other
formg of utilization or efforts at obtaining
commercial utilizatlion made by the contractor or
its 1licensees or assignees with respect to any
subject invention to which the contractor elects

title: Provided, That any such report, as well as

any information on utilization or efforts at

obtaining utilization obtained as part of a
préceeding under section 30&_ of this, shall be
treated by the Federal agency as commercial or
‘financial information obtained from a person and
privileged or confidentiai and not subjecf to
disclosure under the Freedom of Information Act (5
U.S.C. 552): and |
(2) reserve to the United States at least an
irrevocable, nonekclusive, nontransferab1e, paild-up
license to make, use, and sell any subject
. invention throughout the world by or on behalf of
. the United States.
RIGHTS OF THE CONTRACTOR
Sec. 302. (2) Whenever a cogtractor énters into 2

contract, unless limited 4in those circumstances

“identified in section 301(a) of this title, the
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contractor shall Bévé the option of retaining title to
any subject 1nveﬁtion. Such rights shall be Subject.to
the limitations set forth in sections 301(c), '30N and
305 of this title.

(b)Y When thé Government obtains title to subject

invention under section 301 of this title, the

" contractor shall retain a nonexclusive, royal-free,

paid-up, worldwide 1license, including the right to
sublicense affiliates and subsidiaries, which shall be
revocable oniy to the exﬁent necessary for. the
Government to grant an exclusive license.
WAIVER

Sec. 303. A TFederal agency may at any time waive
all or any part of the rights of the United States
under section 301 or BOH of this title to.any subject
invention or class of subject inventions made or which
may be ﬁaﬁé'under the contract or class of contracts 1if
(1) the agency determines‘that the interests of the
UOnited Stateé and the general public will be best
served thereby, or (2)the  contract  involves
cosponsored, cost sharing or joint venfure research or
development when the contractor or other sponsor or
Joint venturer 1s required .to -make a substantial
contribution of funds, facilities, or'eéu;bﬁent féu tﬁe
work performed under the contract. The aéency shall

maintain a record, which shall be made public and
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périodically updated,.of detebminations made under this
section. In making determlnatlons under paragraph (1)
of this section the agency shall consider at least the
followlng objectives:

(A) encouraging wide availability to the
public of fhe benefits of the experimental,
'developmental, or research programs in the shortest

" practicable time;
" (B) promoting the commercial utilization of
such inventions; |

(C) encouraging participation by private
bersons including the most highly qualified
persons, in the Government—sponsoreﬁ experiméntal,
developmental, or research programs; and

(D) fostering competition and preventing undue
market cbncentration‘or the creation or maintenance
of other situations inconsistent with the antitrust
laws of the United States.

MARCH-IN-RIGHTS
Sec. BOH._.(a) Where a contractor has elecfed to
retain title to a subjJect invention under section 302
of_ this title, the Federal agency shall have the right
{unless. waived under section 303 of_mth}s title),
pursuant torregulations of the Director and subject to
the provisions of subsecticn (b) éf this section, to

srant or reguire the patent-owner contractor to grant a
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nonexclusive, partially eXclusive;.or exclusive license
to a responsible applicant 6r applicants, upon terms
reasonable under the circumstancés, if the head of the
agenCy determines sﬁch action 1is necessary--

(1) bvecause the contractor has not taken, or
is not expected to take within a reasonable time,
effective steps to achieve practical application of
the invention; |

(2) to =alleviate serious health -or safety
needs which are not reasonably szatisfied by the
contractor; or

(3) to meet requirements Tfor public use
specified Dby Federal regulation which are not
reasonabiy satisfied by the contractor.

(b) A determination pursuant to this section shall

‘not be considered a contract dispute and shall not be

subject to the Contract Disputes Act (P.L. 95-563).
Any contractor adversely affected by a determination
under thils section may, at any time withlin sixty days
after the determination is ié$ued, file_a petition ¢to
the United States Court of Claims, which shall have

Jurisdiction to_determine the matter de novo and to

affirm, .. reverse, or modify as appropriate,...the ...

determination of the Federal agency.

GCNERAL PROVISIONS
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See. 305. (a) Each contract entered into by a

Federal agency shall employ a patent right clause

3 containing appropriate provislions to effectuate the
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following--

(1) that the contractor disclose each subject
invention to the Federal agency within a reasonzble

time after the subject invention becomes known to

employees of the contractor who are responsible for

the administration of inventlion aﬁd patent matters,
end tﬁat the Federal Government may recelive title
to any subject invention not disclosed to it within
such time;

(2) that ﬁhe contractor meke a written
election within a2 reascnable time after disclosure
as to whether the contractor will retain title teo a
subject invention, and that the Federal Government

=

may recéive'title to any subject inventibn in which

-the contractdr does not elect to retailn rights or

Tails to elect rights within such time;
(3) that a contractor electing rights in a
subject' invention agrees to file- a petent

application thereon, and shall thereafter, within a

‘reasonable time, Tile corresponding - patent

applications 1in other countries in which it wishes
to retain title; and that the Federal government

may vreceive title to any subJect inventions in the

~1b_
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United Statés of other countries 1n which the
contractor has not filed patent applications on the
subject invehtiqn within such time; and
(4) that the contractor, in the event a United
States patent application is filed by or on 1ts
behalf or by any assignee of the contractor, will
include within the specification of such
application and any patent 1issuing thereon a
statement specifying that the invention was made
with Government support and that the Government has
certain rights in the invention.
BACKGROUND RIGETS
Sec. 306. Nothing contained in this Act sﬁall be
construed to deprive the'owner of any backgrouﬁd petent
or to such rights as the owner may have thereunder.
777 DITLE IV - MISCELLANEOUS
,MREPEAL OF EXISTING STATUTORY RESEARCH.
AND'DEVELOPMENT_AUTHORIZATIQNS
Sec. 401. |
| RELATIONSHIP TO ANTITRUST LAW§

Seec. U402. (a) In an action brought by the United

tates alleging a violation of section 7 of -the Clayton

Aet (15 U.S.C. 81), the following shall be deemed an

acquisition of assets by one person from &nother

person:
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(1) the retention of title to a subject
invention bj é contractor or linventor under section
302 of this Act; and

(2) the grant of én exclusive or partially
exclusive license under sections 207 through 209 of

title 35, United States Code.

(b) Wothing in this Act shall be deemed to convey

to any person immunity from civil or criminal
lizbility, or to create any defenses to actions, under
any antitrust law of the United States.
—== EFFECTIVE ﬁATE

.Sec. 403. This Act shall take effect six months
aftér the date of enactment of this Aét. |

Sec. 404. After the effective date of this Act,
each Federal agency 1s authorized, notwithstanding any

other 1aﬁ_ é§Gern1ng the. disposition of rights in

subject 1inventlons, to allow a contractor or an

inventor to retain title to subject inbentions made

~under contracts awarded prior to the effective date of

this Act, subject to the same terms and conditions as

would apply under this Act and the Director's

~implementing regulations had the contract been entered

snto after the effective date of this Act.
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TITLE IV—-——LHSCELLANEOUS

REPEAL OF E}JSTII\G STATUTDPY RESE. ARCH A"’\’

DEVELOPMENT AUTH ORIZATIONS

e ‘
% Sec. 401. The following Acts are hereby amended as

follows: , |

(1) Scction 205(2) of the Act of August 14, 1946 (7
U.S.C. 1624(&); 60 Stat. 1090), is amended by st_riking out
the last sentence thereof. o

(2) Section 501(0) of the Federal Coal Mine Henhh and
Safety Act of 1963 (30 U.S.C. 951(c); 83 Otat. 742) 1s
amended by striking out the last écntcnce thereof. |

(3) Scetion ]()G(c) of the National Traffic and Motor Ve-
hicle Safety Act of 1966 (15 U.5.C. 1395(c); 80 Stat. 721) 1s
repealed. ! |

(4) Scetion 12(:‘3f t!lc National Science Foundation Act
of 1950 (42 U.S.C. 1871(a); 82 Stq.:xt. 3.80) is repealed.

(3) Scetion 152 of the Atomie Ei]crgy Act of 1954 (42

U.S.C. 2182; GB Stat. 943) 18 r(-.pcn]cd,{t , @rovide d,however,

n which the statermment under cath referred to in such

Trademarks prior to the effectieve date of this Act;

{fective with re'spect to any épplication

seclion has

y the Commissioner of Patents and




19 (6) The National Aeronautics and Spa-ce Act of 1958
20 (42 U.8.C. 2451 el seq.; 72 Stat. 426) is amended—

21 (A) by repealing section 305 thereof (42 U.S.C.
22 9457): Provided, however, That subsections (b), (d), and
23 (c) of such scction shall confinuié to be effective with
24 respect to any application for patents ‘in which the
25 _writlcn statemen! referred to in subsection (c) of such
18 _
1 section has been filed or requesicd to be filed by the .
2 Comn‘-ﬁssioner_of Patents and Trademerks prio-r to the
3 effective date of this Act; |
4 B by -nserimgthefollowingmevwe-se I‘.}I S "———-
6——Bre—305Tachpreposat-for—any—weaner—erpetent————

B ventipns-end Ceninbutions-Bosrdankich =hel

. - - - - - .. ' ' .
9 lytheAdmmistrator—within-theAdmimsthration—Toth-Board
S! C” s LY " ) . -
10 =5 ore—to—eaeirtes cstegrrty AT OPIOT LTIy for =

B .
14 (3 by repealing section 306 thercof (42 U.S.C.
15 2458);
]T ma—L[—lrg-‘Llﬂg,Tr—jf—g—}—:—}LqL—}}H{_}TJJ\1 satrarge  mpste TS TR
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A b_\, mserting at the end of section 203 lhercof

(42 U.5.C. 2478) the following new subsection:
19

“(d) For the purpo-se of chapter 17 of titlz 35 of the
TUnited States Code, the Administration shall be considered a
defense agency of the United Statcs.";. and

() by striking out the following in section

203(c)(3) thereof (42 U.S.C. 2473(c)(3)) “(including

patclr.ats and rights iherénﬁdcr}.". |

{7) Section G of the Act of July 7, 1960 (80 U.S.C. 666;
74 Stat. 387), is repealed. . |

{8) Section 4 of the Hehium Act Améndmcnl‘s- of 1960
(50 U.S.C. 167b; 74 Stat. 920) 5s amended b} stnhnﬂ out
both proviso clauscs at the cnd th(,rcof |

| (9) Scction 32 of the Arms Control and Disarmament
Act (22 U.S8.C. 2572; 75 Stat. G34) is repealed.
(10) Subscetion (¢} of section 302 of ihc Appalzchian
]'{cgionnl Development Act of 1965 (10 U.8.C. App. 302(c);
79 Siat. B) is repealed.
Sybsections (6)-(1 ) eesBl-Y 2 pp (n)
- (11)%8¢ction 9 of l(d(r,] ]\onnudmr{nm ey Re-

search and Development At of 1674 (412 11.8.C. 5908; 88
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(163 Sectmn 5(d) of the Consumer Producl m:fels Act
(15 U.S.C. ‘3034(6) 88 Stat. 1211) is repealed.
(14—) Section 3 of the Act of Apnl 5, 1944 (30 U.S.C.

325, 5 —8 Stat. 191), 1s u,p‘,aled
((3)
(Itf) Scetion 8001%0f the Solid Waste Disposal Act (42

3 |
U.S.C. 6981 90 Stat. 2809) is repealed. 48, L, /5’~9f”L

!"f"".‘

,I_‘C_““‘fa-\-\_) :.-1.::['-1 IR .
(16) Sections200; %ﬂ%&—%mq_se&—‘{\n_mﬂ_hﬂcz Ba
friQLI“‘ﬁ

Svﬂ;%n*cd—f;‘*rtts—@o&t——afc—rtpcﬁ’md | /drﬂ e.re.

(1-% Section .6e {H—md—2¥ of the Stcxenson Wydler
ch}:nolog men\"hon Act of 1980 (15 U.S.C. 3703 (e} Iy

=e{2); 94 Stat. 23 13) 15 repealed.




(17) Section 10(a) of the Act of June 29, 1935, as added by
title I of the Act of Aug. 14, 1946 (7 U.s.c. $§427i(a); 60
Stat. 1085) is amended by striking out the last sentence
thereof;

{18) Section 427(b) of the. Federal Mine Health and Safety
Act of 1977 {30 U.s.C. §937(b); B6 Stat. 155) is amended by
striking out the last sentence thereof;

(19) Section 306(d} of the Surface Mining and Reclamation Act
of 1977 (30 U.8.C. §1226(d); 91 sStat. 455) is amended by striking
out the first two sentences thereof;

(20) Section 21(d) of the Federal Fire Prevention.and Control
rct of 1977 (15 v.S.C. §2218(4a); 91 Stat. 1548) is repealed;

(21) Section 6(55 of the Solar Photovoltaic Energy Research
Development and Dermonstration Act of 1978 (42 U.S.C. §5585(b);
92 Stat. 2516) is amended by striking out the comma after "5206"
and substituting the word "and" therefore and by deleting

",and 5908";

{22) Section 12 of the Native Latex Commercialization and Economic
Development Act of 1978 (7 U.S5.C. §178(j); 92 stat. 2533) is
repealed;

(23) Section 408 of the Water Resources and Development Act of
1978 (42 uU.S.C. §7879; 92 Stat. 1360) is repealed; and

(24) Section 173 of Public Law 96-294 (42 U.s.C. §8773; 94 Stat.
675) is repealed. _

e e




'Revisibn to sec. 401(16), S. 1657
"(16) Chapter 38 of Title 35, United States Code, is amended--

(A) by adding “or any novel variety of plant which
is or may be protectable under the Plant Variety Protection
act {Public Law 91-577, 7 U.S.C. §§2321-2583)" after the
word "title" in section 201(4);

(B) by adding " ,provided that in the case of a variety of
plant the date of determination must also occur during the
period of contract performance" after the word “"agreement" in

section 201(e}:

(C) by stikxing from section 202(a) "when the funding agreement
is for the operation of a Government-owned research or production
facility“ and substituing, "when the contractor is not located
in the United States &nd does not have a place of business
located in the Unlted States or is subject to the controcl of

a foreign government”

(D) .by amending section 202(b) to read as follows:

"(b)(1) The rights of the Government under paragraph (a)
shall not be exercised by a Federal agency unless it first
determines that at least one of the conditions identified
in subparagraphs {(1)-(iii) of paragraph (a) exist and, in the
case of subparagraph (a)(i) and (ii), it files with the L
Secretary of Commerce, within thirty days after the award
of the applicable funding agreement, a statement stating
such determination. In the case of a determination under
paragraph {a)(ii}, the statement shall include an analysis
justifying the determination. If the Secretary of Commerce
believes that any individval determination or pattern of
determinations is contrary to the policies and objectives
of this chapter or otherwise not in conformance with this
chapter, the Secretary shall so advise the head of the agency
concerned and the Administrator of the Office of Federal
Procurement Policy and recommend corrective actions.'

"{2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined thait one or more Federal
agencies ‘are utilizing the authority of subparagraphs (i)-(iii)
of paragraph (a) of this section in a manner that is contrary
to the policies and objectives of this chapter, the Admlnlstrator
is authorized to issue regulatlons descrlblng classes of
situations in which agenc1es may not exercise the autborltles

of those subparagraphs.”

(E) by amendlng subparagraphs (1)-(3) of section 202{c)
to read as follows:

(1) that the contractor disclose each subject invention
to the Federal agency within a reasonable time after it
becomes known to contractor personnel responsible for the
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agministration of patent matters, and that the Federal
Government may receive title to any subject invention not
disclosed to it within such time;

(2) that the contractor make a .written election within
two years after disclosure to the Federal agency, provided
that in any case where publication, on sale, or public use
has initiated the one year statutory period in which valid
patent protection can still be obtained in the United States,
the period for election may be shortened by the Federal agency
to a date that is not more than sixty days prior to the end

‘of the statutory period, and that the Federal Government may

receive title to any subject invention in which the contractor
does not elect to retain rights or fails to elect rights
wlthln such times;

(3) that a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar
date that may occur under Title 35, United States Code, due
to publication, on sale, or public use, and shall thereafter
file corresponding patent applications in other countries in
which it wishes to retain title within reasonable times, and
that the Federal Government may receive title to any subject

"inventions in the United States or other countries in which

the contractor has not filed patent applications on the
subject invention within such times;";

(F) by adding the f0110W1ng new paragraph at the end.
of section 202:

~ "{g) A Federal agency may at any time waive all or any
part of the rights of the United States under sections 202(c){4)-
(8), 203, and 204 of this chapter to any subject invention or
class of subject inventions made or which may be made under a
funding agreement or class of funding agreements if the
agency determines (A) that the interests of the United States
and the general public will be best served thereby or (B)
the fundimg agreement involves cosponsored, cost sharing or
joint venture research or development when the contractor or
other sponsor or Jjoint venturer is reguired to make or has made
a substantial contribution of funds, facilities, or equipment
to the work performed under the funding agreement. The agency
shall maintain a record, which shall be made public and
periodically updated, of determinations made under this paragraph.
In making such determinations under (A), above, the agency shall
consident at least the following objectives:

)

(1) encouraging the wide availability to the publie
of the benefits of the experimental, developmental, or research
pragrams in the shortest practicable time;

(2) promoting the commercial utilization of such inventioﬂé;

(3) encouraging participation by private persons,
including the most highly gualified persons, in Government-



.ponsored experimental, developmental, or research programs; and

(4) fostering competition and preventing undue market
concentration or the creation or maintenance of other situations
inconsistent with the antitrust laws.":

(G) by deleting the word "may"” in section 202(c¢)(5) and
substituting "as well as any information on utilization or
efforts at obtaining utilization obtained as part of a
proceeding under section 203 of this title shall” therefore;

(H) by deleting subsection (B) from section 202(c)(7)
and relettering subsections (C) and (D} of section 202(c¢)(7)
as "(B)" and "(C)" respectively;

(I) by adding the following at the end of section 203:.

~"A determination pursuant to this section shall not be
considered as a contract dispute and shall not be subject
to the Contract Disputes Act (Pub. L. 95-563). Any contractor,
"assignee, or exclusive licensee adversly affected by a determination
under this section may, at any time within sixty days after
the determination is issued, file a petition to the United
States Court of Claims which shall have jurisdiction to determine
the matter de novo and to affirm, reverse, or modify as
appropriate the determination of the Federal agency.”; and -

{J) by amending section 209 by deleting subparazraph {(c)(2)},
changirg "(3)" in paragraph (c) to "(2)}", and changing the
comma after the word "objections" in paragraph (d) to a pericd
and deleting the remainder of section 209.

L



That the contractor make a written election within

two years after disclosure or such additional time as

may be approved by the federal agency whether the contractor
will retain title to a Subject Invention; prévided in any
- case where'publication, on salé or public use has initiated
the one-vear statutory period ﬁherein valid patent pro-
tection can still be obtained within the U.S., the period
~for election of Title may be shortened by the federal

agency to a date that is no more than 60 days prior to the

end of the statutory period;
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