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17 .(c)The Eederal NOWlulllearEnergy ~esel1rch an~. De~

To amend title 35 of the United States Code; t()establish a nniforriJ.iFederal
patent procedure for small businesses and nonprofit organizations; to create a
consistent policy and procedure concerning patent~bilitY()firiyenti()n:s.made
with Federal assistance; and for other related purposes, ' .'

IN THE SENATEiOlJ''l':IJE ':tJ:N1T'1J]PS'I'ATES

JANuAJ:ty" ,1979

Mr. BAYlI (for himself and Mr. DOLE) introduced,thefollowing bill; which was
read twice and referred to the Committee on

A. BILL
18 velopment Act of 1974is.amendedbyrepealin,gparagt'aphs

6

19 (g), (h), and (i) of section 9 (42 U.S.C. 5908 (g),(h),l1nd (i);

20 88 Stat. 1889~1891).

21 SEC. 4; EFEECTIVEDATE.-.Thi.s Act shall. take. effect

22 one hundred,andeighty..daysafterthe date of its eIlactment,

23 except that the regulations referred to insect~oIl2,qr other

24 .implementing regulations,Il1ay .beissued. prigr tgthat time;

r()~IIlelld.titi~S5 oftheU~t~d'States Code; to establish a

uniform'Federalpatent"pr6cedtrfe fdismall 'businesses and

'nonprofit orgl1nizations;to preatea consistent ,policy ,and

procedure eonc~rnipg wtentability .of wventions made with,
'..... <'>'" ,':<",' c',' ," .,:. .... ',:'.i:., _. "",',' ',,", .:..... .. .'0',' "." "'-, ,

Federal assistance;. and for other related purposes.

1 Be it enacted by the Senate and House of Representa-
•

2 tives of the United States of Amenca in C0rt!/ress assembleif,

3 That this, Act may be cited as the "University and Sma!!

4 Business Patent Propedures Act:'.

J.38-665-E.
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2 COD;E,fATENTS.-Title 35 of the United States Code is
< ,,' ',-",.,.'-:

3" ameiid~d by adding after chapter 17, a new chapter as

4 follows:

7 "SEC. 200. POLICY AND OBJECTIVE.-It is the policy

8 and objective of the Congress to use the patent system to

9 promote the utilizati(1n()fiI)."enti()ns arising from federally

10 supported res~arch or d(lV~lopm~nt;., to elJp()ura~e maximum,

11 pa,rtieipati()nofsmall ~H~i.nes8,fiqn~,jp'-~ed~J:allysupported

12;researchand development efforts;toproillote collaboration

13 bet~een eOIIHri~r(Jiai' concepts' ~rid noripfcifitorgahizatiolls; in­

14 cluding universities; to ensure that inventions made by non­

15 profit organizations and'81II~n business finris are used in a

16 manner to pt<lmote free eompetition and enterprise; to pro­

17 mot~ the commercialization and p~blic avahabilit; ofi~~en­

18 tions made in the United Stat~s byUhit~dStat~~ llldustry

8 "(19)s8ctidn ..s001of the Solid Waste Disposal

9 < ·.Nct-(42U.S.C. 6981;90StaW2829);

'!(l6) section 303 of the .. Water ResoUrces Re­

search Act' of 1964,(42 U.S.C. 196k-3;78Stat.

332);

"(17) section 5(d) of the Consumer Product Safety

Act (15U:S.C. 2054(d);88 Stat.' 1211);

f'(l8tsection 3 of the Act'ofAipril 5,1944 (30

U.S.C.323;58Stat.191);and
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19 firms.

20 "(c) Nothing in this chapter is intended to limit! the au­

21 thority of agencies to agree to the distribution of rights in

22 mvehtions made in ,the performance, of work under funding

23· agfeemerits with persoIlsotherthannonprofitorganizations

24 .or'small business 'firmsm accordance with the Statement ,of

25 Government Patent Policy issued by the President on August

13 Act.

14 ;"'(b) Nothing in this chapter is int~ridedto alter the

15 effect ofthe laws cited' in paragraph (a)'ofthis section or ariy

16 other laws with respect to the dispo·sitiollxlfrightsihinven"

17 tionsmadeill the 'performance' of funding agreements with

18,personsother<thaIl nonprofit organizations of small business

10 The Act creating this chapter'shall be/construed to take. pre'c­

11 ed~hceovei: ariyfuture Act unlesi,that; Act specifically cites

12 this Act;\l,ria.provid~sthatit shall take precedence over this

SEC. 2. AMENDMENT OF TITLE 35, UNITED STATES

"CHAPTER lS.-PATENTABILITY OF INVENTIONS

MADE WITH FEDERAL A$SISTANCE

"Sec.
"200. Policy andrbjectiv~.

,~~_~201. .pefinitions~,:: ", '''' . ,',',";- ,
."202. Dispositionofrigh~s.

"203. March-in rights., ,. ,..>.
"204. Return of G~'vernlli~nt inv~~tme~i.
"205. Preference for United States industry.
"206. ConfidentiallY.
j4207. Uniform clauses.
l1208. Domestic and foreign protection of federally owned inventions.
"209. R~gula!io,!" g?verningFe~er~lice!1sing.

"2io. Coordinatioifof Federal licensing practic~~.
"211. Restrictions on licensjngof federa,llyo~ed inventions.
"212. P~ece~e~ceof~ha~ter._ - _,,' - --
"213. Relationship -to -antitrust laws.'
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2

3

5

:~'(5): section 12 oLthe.National. Science Founda-

tion Act of 1950 (42 UKC.1871(ak82 Stat. 360);

H(6)sectiohI52'of the Atomic Energy Act of

1954.(4;2 RS.C.2182;688tat; 943);

H(7) section 305. of the National Aeronautics and

1 and labor; to ensure:that'ithe Government obtains sufficient

.2 rights ,·in. federally supported inventions to meet the needs of

3 the Government andprotect'thepublicagainstnonuse or un­

4 reasonable use of inventions; and to minimize the costs .of

; 5 administering policies in this area;

.6 "i:SpaceActof1958(42 U.S.C.2457); .6 "SEc.201.DEFINITIO!'fS.--,--,As"usedin ·thischapter-i

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

"(8). section 6; of theCoal:Research Development

Act of 1960 (30ms.C.666;74. Stat.(337);.

"(9) section 4 of the Helium Act Amendments.of

·1960.(50U.8.C.167b; 74 Stat: 920);

1'(10) section 32 oLthe Arms .Control and Disar,­

mament Act of ·1961(22·U.8.C.·257·2;i75·Stak.634);

H(l1) subsection (e)oLsectiont.302iiOf the

Appalachian Regiohal Developmeht Act of·1965 (40

R8.C..App.302(e); 798tat. 5);

'f(12) 'subsection (a)(2) of section 216'of title 38,

United States Code;

... "(13) sectioh9>ofthe·Federal·Nonnuclear Energy

Research aridDeveloilIIient Act of 1974 (42 U.S.C.

·5901;·88Stat:n8178);·"

'1(14)isection 30f theActoLJune22; 1976 (42

U.S.C. 1959d, note; 90 Stat. 694);

"(15) subsection (d) of section 6 of the Saline

Water Conversion Act of 1971 (42<U;S.C. 1959(d); 85

Stat. 161);

·7" '~(a).Theterm'F.ederalagency'meansany execu-

8 tive agency as defined insection.l05>oftitle·5, United

9 .StatesOode,.and the. military' departments: as defined

10 by section 102 of title 5, United States Code;

11 H(b)The term 'funding >agreement'means any

12 contract, grant, or cooperative '. agreement entered into

13 between any FederaLagency. and any person for the

14 .performance of experimental, developmental, or ree

15 search work funded in whole or in part by the Federal

16;:' Government. Such term includesahy 'assignment, sub"

17 stitutionof parties,:orsubcontract'of any type entered

18" intqufortheperformance i', of expenmental, developmen-

19 tal, iorresearchworkunder a'funding agreement 'as

20 herein defined.

21 H(C) Th{lterm'contractor' means any person that

22 is' a party to funding agreement.

23 ' "(d) The term 'invention'meansany invention :or

24 discovery which is or maybepatentableOI'otherwise

25 '.' protectableunder this. title..
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4

i,~(e),.The teTIIl' 'subject invention' means any m-

vention ofthecontractor cOllceived or first actually re­

duced to >practice in 'the performance of work under a

funding 'agreement.

"(f) The term'practicalapplication'meansto

manufacture ,in the case·of a composition or product,ito

practice in thecaseofa?processorll1ethod, or to oper­

ate>in,the case of a machine or system; and, in each

case; under>such conditions as,toesta.blish that the in­

vention is being utilized arid thaUitsbenefitsare to the

extent permitted by law or Government regulations

.. available to the pUblic on reasonable terms.

."(g) The term 'made" when used ,. in relation ,to

any invention means the conception or first actual re:

duction to practice of such invention.

"(h»The term 'small business firm' means a sma.ll

business concern as defined at section 2 of Public Law

85-536 (15U.S.C. 632).andimplementing;regulations

of the Administrator of the Small Business

Administration.

'I(i). The term 'nonprofit organization' means unic

versities and other institutions of higher education or

an organization <of the type described in section

501(c)(3) of the Internal Revenue CodeoL1954 (26

U.S.C. 501(c» and .exemptfroll1 taxationunaer section

21

1 breachofanagreell1entobtainedi pursuant to paragraph

2' " ' (b) oLthissection;and

i3 "(4) the right of,the Federal agency to terminate

4 the license 'in whole)orin.partifthe agencyidetermines

, 5 that such action is,'necessary to:meetrequirements for

6 public use.specified by Federahegulationsissued after

7 the' date ofthedicense a.nd such requirements are not

8 reasonably satisfied by theJicensee,

'>9 'ISEC. 212. PRECEDENCE ,·QF, ACT.--'-c(a) This chapter

10 shall take precedence over anyotherAct;which would re­

11 quire a disposition' of rights in subject inventions of small

12busine'ss firinsorndnprofit organizations contractors in a

13 niannerthat isinconsistcnt with this chapter, including but

14 noCnecessarily limited to the folloWng:

15 "(1) section 10(0,) of the Act of.June29i 1935,lts

16 added by title 1 of the Act oLAugllst 14, 1946(7

17 U.S.C. 427i(a); 60 Stat. 1085);

IS "(2) section 205(1l,)' of the Act of AUgllst 14, 19M)

19 . (7 U.KC. 1624(a);60Stat.1090);

20 "(3) section 501(c)oL itheFederal.Coal Mine

21 Healthand>Safety ActoL 1969 (30UB.C. 951(c); 8Q

22 Stat. 742);

23 "(4) section 106(c) of the >National Traffic and

24 Motor Vehicle Safety Act of 1966(Hj U.S.:C. 1935«j);

25 80 Stat. 721);
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1 "(e) The Federal 'agency shall maintaill a record 6f de­

2 terIriillations tdgrant exclusive or partiiWy exclu.sive licenses.

"3 '~(f)An.ygrantofalicellse' shall contaill such tetniS arid

4 cdnditions as the FederaIagency deterIriillesappropriate for

5 the protection of the illterests of the Federal Government and

6 thlJpublic, illcludiIlg proVisions for the following:

,"(1)' periodic reportillgionfhe utilization or efforts

8 'atobtaillillgutilizatidn that arelJeillgiinade by the li-

censeewith pa,rtic1l.lar reference to i'the plan submitted:

10 H Provided; That any such infomation may: be treated

11 by the Federal agehby as boIlIlrlerciaF and' financial ill-

12 formation obtained from a person and privileged and

13corifidentiaFandnolP subject' tddisclOsure under the

14' Freedom of Information Act;

15 "(2) the' righfdf the Federal agency 't(ji!termillate

16 subh license inwh()le or ill part If it determillesth~t

17 the libenseeisnotiexecuting the plan submitted with

18 its request for a 'license and the licensee cann(jt:(jther~

19 wise demonstrate to the satisfaction of the Federal

20 Agency that it has taken or can be expected ito take

21 withillai reashnable time, effective steps toiacrneve

22' 'praCtical application of the invention;

23"(3)ithe:irightoftheFederal agency totennillate

24 ." 'such license illwhole()rill part if the licensee is in
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1 "(2) ]I the (Jqmptrollerjielleralbelieves.tha,t any pat­

2 tern of determinations by a Federal agency iscontra,ry to tile

3 policy and objectiyes ofthis cha,pter grthatan a,gency's poli­

4 cies 01'; practicesa,reothepyisecllQt in C0nfClTIIll}I1Ce witll this

5 cha,pter, the Comptml1er Genera\sh.allso advi~e thellea,dof

6 thera,gency.The Ilead of thea,gencyshall advise the Comp­

7 troller Q-ene:ra,\inwritillgwthinqne hUJliITed tW;enty.~ays of

Swhataction,ifanY,tlleagencyhas takencor plallstptake

9 with respect to tllerna,tters \raise~lJy the (Jornptroller

10 General;

11,··· '~(3)Atleastonce,eacIlYear,the(J()rnptroller (}enera,l

12 shall transmit arepqrtto the (Jornrnitteesoll' Judicia,ry of tile

13 Senate a,nd House of .:Representa,tive~<on tlleml}]JD.erm

14 which this chapter is being implernellted by theagellqies and

15, on such other aspects of Govemment.patlmt ,.policies alld

16 practices with respect to federally funded mventi()llsa,s the

17 ,Comptroller Generalbeliev(ls approp:ria,te,

18 "(c) Each funding agreementwth a. small busmess fum

19 ()rnonprofit organization shall conta,m appropriate provisiolls

20 to effectuate the following:

21"'(1) A requirement, that the, contractor disclose

22 each subject mvention to the Federal agency wthin a,

23 reasonable time after it is made and that the Federal

24,.Government,up.onreque~t, ma,y,receive. title to allY

25······ "subjectinventibn nqt. reported to. it.wthin .such time.

"

19

1 isub~tantially to lessen competitiqnorflJ§ultjncundue concen­

2tration in allY sect.ion ofthecountryinany lineqfcqrnrnerce

3 to i",hiqllthetecllnology to. be license~ :rela,tes, ()rito createqr

.. 4 mamtam other r,situatioll~inc()nsi~tent wi,th rtlle ,ll;liltitrust

.5 laws.,

6 "(3):Firstcp:reference in thecexclusiYe QrPa,rtillMY'ie~clu­

.7,~ive.licellsillg of fege:ra,llyow:lled. inYentiOlls ,shall go to small

8 .busmess fumss1).bmittmgpla,nstlla,trl1%delerrnined by tile

9 agency .. tqbewtllin,theqapabilities of. the, fi:rms.a,nd, as likely,

!Qi .ifexecutecl, to bring, .the inventioll to practical i. application ,as

11 a,Iu'plans submitt()dbyapplicalltsthatarenot sma,ll busmess

12 firms.

13 "(d) Aftercon~ideratiqn ofw;hetller tile interests of the

14 Federal Government or UllitedSta,tesindllstrym foreign

15 comrnercewilllJeenhanced, allY Federal a,gency may grant

16 exclusive Q:r partiallyexclusive)icenses in any illvention coy­

17erecllJy a ifq:reignpa,t()nta,pplication orpatellt, .a,fter public

18 notice .a,ndcoppq:rtuuityfqrfiling written 9lJjeqti()lls, except

19 ,that a FecleralageIlcYrshallnot gra,nt sJ!,chexclp.siye or par.,

20tially exclusive.Jice)ilse jf it,<jgtermines that thl\gra,nt of such

21· license will tencl substantia,lly to..Jessell pOlllpetitio;q. or result.

22 in undue concentra,tionin l}ny section ofthe,c()UJltry m allY

23, lme .ofcornrnerce to wllichthe technology t() be licensed r.e.,

24 . lates" or, to. create ·or lllaintamgther sitJ!,aticmsinconsistellt

25 with the antitrust laws.
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1 erally .owneddomestic patent. or patent application only if,

2 after public notice and opportunity for filing written objec"

3 tions,itisdetermineiHhat= ".

4 'f'(A) the ;intetests·of·theFederaLGov:emment and

5 the public Will best be served by .the proposed license,

6 in view of theapplicant's;intentions,plans, and ability

to bring.' the"inventiontbpractical.applicationor other­

Wise promote" the inventioh'.s .utilization by,. t4e publiO;

"(B) the desired practical applicationhll,s not been

achieved,or is not likely expeditiously to be achieved,

underanynonexclusive.Iicensewhich has been grant­

ed, or which maybe granted, on;,the invention;

"(C) exclusive or partially exclusive licensing is ,ll,

,.;' reasonable "andnecessaryincentivetocall!orth ;the in..,

.vestment, of risk capital and.expenditures to bring the

invention to practical application, or otherWise. promote

the invention's utilization\bytheptiblic; and

"(D) the proposed terms and scope of exclusivity

are not gteaterthan reasonably necessary .to provide

. the incentive' for bringing the inventioJ.l toprll,ctioll,l ap..,

plicationwotherWisepromote' theinYention's utiliza-

22 tion by the public.

23 . "(2) A Federal agency .shall not grant such exolusive or

24 partially exclusive license under paragraph (1)of.this subsec~

25 tionif itdetermilles thatthe grant of such license wiJltellc!
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7

"(2) A requirement that the' contraotor make an

. election to' retain title.to any.subject invention Within a

reasonable time after disclosure .and thlLtthe Federll,l

Government/upon: request,may \,receive;, title to any

subject invention in .which' the contractor Mes;not elect

to retaiurights offails to elect rights within such time'

,,(3) A requirement '. that .a;.contraotor. electing

rights;; file ;patent applications Within reasonable times

and;thatthe Federal Govermnent, upon.reqllest, may

receive title to.any subjectinventionsin;the United

Statescor other countries in which the contractor has

not·;filed· patent. applications On the subject ,invention

Within such times.

"(4)' With respect to any invention in which the

contractor elects rights, the; FederaL.agency shall haye

a nonexclusive, nontransferable,irrevocll,ble, paid-up li­

Cense to practice<or have practicedifOl.;;or. one' behalf of

the United States;any. subject invention throughout the

. world, and may, if provided in the Junding,agreement,

have additional rights to sublicense any foreign govern­

ment,pursuant toany.existing·or future treaty or

. 'agreement.

"(5) The right of. the Federll,l ll,gency. to reqrnrll

periodic reporting on·.theutilization or efforts at obtain"

.' ingtitilization that are.;being made by the contractor pr
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lition.for .thepurposesset forth in paragraphs (1)

2 thtough(4) of section 208, with the approval of the

3 Federal agency concerned and without regard to the /

4 provisions ofthe Federal Property and Administrative

Service Act of1949 (40U.SJJ. '4'71);

6 Y.(6) receive.funds,fro~ fees, royalties, or other

7 management. offederallY0wned.cinventions authorized

8' under thiscliKpter; 'htit' 'such fund shalLbe used only for

9 ". . the purposes •of this chapter.;, 'and

10 "(7}underta;ke,~uch other functions directly or

11 through such contracts ,as are' necessary:and appropri~

12 ate to accomplish the purposes of this title.

13 "SEC; 21l.RESTRICTWNSONLWENSING OF FEDER-

14 ALVY'·OWNED INVENTIONS;7-"(a)No Federal agency shall

15 grant any license 11llde:r a patent or patent application on a

16 federally owned invention vnless:theperson requesting the

17 license has SUPplilOld,:the., agency. with a plan for development

18 and/or marketing@ftheinvention,

19 ~'(b)A Federal agency shalbnormally gra)1t the right to

20 use or sell any.federally ownedinventio)1!)1, the United States

21 only to a licensee that agreesthata)1yproducts embodying

22 the invention or produced through the use of theinventi0n

23 will 'be manufactured substantially in the:United States.

24 ,"(c)(l) Each FederaLage)1cy.may gra)1t exclusive or

25' partially exclusive license~ inanyinventiO)1coy.ered bya flOld-

the invention.

,,(7) In the case of a nonpmfit: organization, (a) a

prohibition upon the assignment of rights. to a subject

, :inventionin:the United' States without. the' approval @f

the FederaFagency" exceptwhlOlre"s,+ch assignement is

made to' an organizati0n which., has as one, of its pri­

mary functions •the managementoL inve)1tions and

which is,:not, itself;engaged.in ordoes;nothave a sub4

stantialproprietary interest in the. manufacture or sale:

of products or the use of processes that might utilii/;H

the inventiou oroe in competition with embodiments of

'. themvention (provided that slIch assignee shall be sub.

ject to the same provisions as theicontractor).(b) a prQ."

l>chislicenseesor assignees:rProvided, That any such in~

2 formation maybe treated> by the: Federahagency as

3' . commercial. andfinancial'information obtained from a

4 person and prjvileged and confidential,and.not subject

5': ,:todisclosure under the Freedom ofInformation Act.

6: '~(6)An:obligationon,:the ·part 'of the contractor,

in the 'event a United States patent application is filed

by or On its behalf or by any assignee of the contrac~

tor; to include within: the specification ofstlch applica~

tion'and'any patent issuing thereon, a statement speci­

··fying·that tlwcinventionwas made with Government

support and that the Govermnent has certain rights in

8

9 .,

10

11
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21

22

23

24

25



16

L"SEC, ,209. REGULATIONS GoVERNING>FEDERAL TII­

2 CENSING.-The Administrator of General SerV"icesis author­

R ized topromJJlgate regulations specifying the terms and con­

4 ditionsuponwhich any federally owned invention may be

5 clicensedim a nonexclusive, partially exclusive, or exclusive

: 6 basis,

"SEC, 210. OOORDINATION OF FEDERAL LICENSING

8 ·PRACTICEs.-,-,-The. Secretary: of ·Oommerce isallthorizedin

9 cooperation with. other Federal agencies to-,-;"'

10"(1) coordinate a program for assisting all Federal

11 agencies.in carrying out the authol'ity.set forth in sec"

12 tion 208;

13 "(2) publish notification of all federally owned in-

14 ventions;tliat;areavailableforlicensing;

15 . '~(3)evaluate. inventions referred by Federal agen-

16 cies, and patent applications filed thereon,.in order to

17 identify th6seinventions with the greatest commercial

18 potentialand to insure promotion and utilization by the

19 public of inventions so identified;

20 "(4) assist the FederaLageIlcies ill seeking and

21 maintaining protection on inventiOIls in .the United

22 <States and inforeign countries, including the payment

23 of fees and costs connected therewith;

24 '~(5)accept·custody and administration, in whole

25 or in part, of the right; title, .andinterestinany inven.,.

9

1 hibition against the..granting of exclusive licenses under

2 United States Patents or Patent Applications. in a sub-

3 ject invention:by the contractor fOl'a period in excess

40Hheearlier of five years from first .commercial sale or

5 use oftheinventionoreightyeal'sfroIllthe date of the

6 exclusive license excepting that time before. regulatory

7· . agencies': necessary tQ obtainpremal'ket cleal'ance

8 unless, on.acase~by-case basis, t4eFe~eralagel!cy l!-P-

9 proves a longer exclusive license. If exclusive field. of

10 .u~elicenses are granted, commetcialsale otuse in one

11 field· of use. shall not be. deemed commercial sale or use

12 as ·toother. fields of use; (c)a requirement that the, con-

13 tractor share royalties with the.inventor; and(d)'a re-

14 .quirement thl!-t t4e balance of any royalties or.income

15 earned ibytp.e contrll,ctorwith respect. tosubjectinveu"

16 tipns, after paymentofexpenses(including .paymentstQ

V7 :cinventors) incidentaLto the administl'ation of subject in.,.

18 ventions, be utilized. for thesupportofsc!enti£ic re"

19' search ol'educ.ation.

20···· "(8) The requirements otsectious2Q3,. 204, and

21 2050Hhis chapter;

22 "(e) Ifa c6ntract6r.doesi;not elect to retain title to a

23 subject invention in cases subject to this section, theifederal

24 agency may consider and after consultation with the contrac­

25 tor grant requests for reteIltionpf rights by the inventor sllb-
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1 ject totheprovisionsofthisActand' regulations promulgated

2' hereunder.

4 tor ofany invMtiollmade under ai fundillg agreerhent with a

5 nonprofit organization or small, business firm, the Federal

6 agency employing s1lch coinv.entor is authorized: to transfer or

7 assign whatever rights it may acquire in the subject invention

8 from its employee to the contractor. subject to the! conditions

., 9· 'set forth in/this chapter.

3

10

"(t)In any case when a Federahemployee is a coinven-

~'SEG.203rMARGH-lN RIGHTS.'-"Withrespect to any

1

2

3

4

5

6

7

8

9

10

15

provisions of chapter 28 of this £itle as determined ap­

:.propriate in the public interest;

"(4) make market surveys andiotheninvestiga­

tions for determiningithe potential of Jederally!owned

"" invelltions for domestic ,and foreign. licensing and other

forms of utilization, acquire technical information; and

engage in negotiations and other activities for promot­

·ingthe licensing and for the ,purpose of enhancingtheit

marketability and public utilization;.

'f(5)undertake,allotherisuitable and necessary

16

17

18

I 19

20

21

11 subjeWinvention in which a small business firrh: or nonprofit

12 organizationhasacquited ,titleundecthis ii3hapter, the

13 Federal agency under whose 'funding agreement the subject

14 .invention was made shall have thl1' right, in accordance with

15' such procedures as ·are provided in regulationsipromulgated

hereunderitdrequire the subject inventor, ,an assignee or ex.­

clusive .licensee ofa subject invention to grant anonexclu­

sive;partla,llyexclusive, or· exclusive license in any field of

use to a responsible applicant or:applicants, upon terms that

arereasollableunder the citcumstances;and if the contractor,

assignee, or exclusive licensee refuses such request, to grant

22 s11ch 'a license itself, if·<tlieiFederal agency determines

23either-'.

11 'steps to protect and ,administer .rights!to' , federally

12 owned inventions on behalf of the FederaLGovernment

13 ". ·.either directly or through,contrac£;

14 "(6) transfer custody and administration; in whole

15 orin part, to the Department ':0£ Corrimerce or to an-

16 other Federahagency, of the right; title, or interest in

17' any federally owned inventionforthe purpose of carryc

18 ingout the provisions of paragraphs·..(1) through (4),

19 without regard to the provisions of the Federal Proc

20 perty andiAdministrative Services Act of 1949 (40

21 U.S;C.47l); and

22 "(7)'!designate the DepartmenteofCorrimerce as

23 recipient of any or aU funds received ,from fees, royal-

24

25

"(a)' thats1lchac'tion is'necessary because the

contractdrot.assigneehas not taken, or is, not exc

'.I

24

25

ties,.' or· other management of federally owned invenc

tionsauthorized under this chapter.,
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.n1.Y$EQ. 207: UNIFORM ,CLAUSES.~The Office ofFeder-

2al! ProcUl'ementPolic:y,:'afterreceivingrecom~endationsof

i,3 theOfficeiOfScience,andTechnblogy Policy, may issue regu­

4lationswmcll mayiebe. madeapplicableeto iFederaLagencies

. 5: establishing\standard,Junding, agreement proYisions r!il.qirir.ed

,0 undemthischapter.' r:

. 7,,, ·","SEQ: 208. DOMESTIQ AND FOREIGN'PROTEQTION OF

.8 .~E])ERALLY 0W-NE.D INVENTIONs:~EachFederalagencyis

\9 'rauthorizedto-. '

1;0 "(1):!applyfor".obtain,>an~ maintain patl:Jnts cor

11. other forms .of protection in the,UUited States ll,nd in

12, foreign, cbuntriesoninventionsin,wmchthe, Federal

13 Government owns aright, title, or,interest;

14 "(2): promote the licensing of inventions covered

15 by federally owned patent. applications, "patents,or

16 . other formsoLprotectionobtainedWith thl:J objeQtive:of

17' . maximizing utilization by the public of thl:Jinventions

18'icoveredthereby; .

19, "(3):graritnonexclusive, exclusive, or partially ex-

20" clusive licenses ,under federally owned,.pa,tentapplica~

21 r tions,i paterits,.or· other. forms ,of protection obtained,

22 .royalty-fteeon iforroyaltiesoroth~rQonsiderll,tion, and

23 on such terms and conditions, including the.grantto

24 the licensee of the right of enforcement pursuant to the

1-,-

11

.' pected to take. 'Wtllin a, reasllPahktime,effeQtiYl:Jsteps

to aCllil:Jye pl'actica~applicationllftlle suhjectinYl:Jntion

. insuch filllilpf use; or

"(h): tllatsuchaction lSUllCl:JSSaryto alleYill,te

.. "l1ealth or·.safetyneedswmch. are notreasonll,blysatis­

fie,d bytlJ.e.coutr!J.ct()!;, ,.assignee,or .their.. licensees; or

,;;(c): tllatsllChaqtion"isuecl:JsSll,ry to IUt\llt reqirire­

" .ml:Jnts forpuplic,use.specif,iedby .Fedt\rll,l Tl:Jgt.lll1tions

'<and suchrequirllIUt\ntsarll not reaspnably sl1tisfied hy

the ,QolltraQtol'"assigIlee"orlipllusees; or

,,(d): thatsuph,.Mltiou, is n~cl:Jssal'ybt\cause the

agreeIUent required l;Jy se!ltiou .~05 has not bl:Jen ob·

tl1ined or w.aived,or .beQausea licllnseeof:theexclusivl:J

right to VSll or, sell allY subjectinyention in tlleUnited

States is. in hrel1!lll of its,agrlle:rnl:Jut obtaw.edpursuant

to sl:Jction 205.

"SEQ.)W4.. RiET~RN OF GOVERNMENT INVEST~- ' .. -',. ',' .. - ',- '" ... ,... .'.. ..

18l\;l:EN'T.-,(a): Jfanonprgf,it,(jrganization. or s:rnallpuslnt\wfuIU

19 receives ,$250,QOO in after tax\profitsfrom,the licensing (jf

20 anyslJbject lnvelltion Witl1inaPllriod of tllnyears following

21 disclosure. of thl:J invention,. thl:J United States' shallh.e. en.title.d
.. , _', , - "0',' .. ," ,'...... . .•. " .. '" .. ..

22 to a sharl:J, to be negotiated, of up to 50 pllr centv:rn of;an nl:Jt

23 ,inc(j:rnl:Jduring said peri(jd (ro:rnlicensing rllcl:Jived .by thl:J con.

24 tl'l1.ctorcl1bove;$2I5Q,QQO:provi¢ed" however,ThMin no. event

25 sMn theUnitllil States Pll elltitllld toall al1l(jUAtgreatelj. thall



22 reasonable to use.

24 TRy.-Notwithstandinganyotherprovisioh ofthis<chapter,

25 no sIIlallbusinessfinllor nonprofit organization which re-

12

1 that portion of the Federa,l fundllrgunderthe funding agree­

2 meht under which the subject'in'ventionwasmade which was

3 expended on activities related to the making of the invention.

18 Policy is authorized and diI"ected to 'revise the figures Of

19$250,000.and $2,000,000 in paragraphs (a)and(b) ·of this

20 . section at least every three yeats in light of changes.to the

21 ConsllllierPrice Iildexor other indices which he considers

"SEC. 206. CONFIDENTIALITY;-.Federal agencies are

13

15

ceives title to i:iny subject invention and no assignee of any

:such nonprofit organization shall granfto any:person the ex­

.clusiveright to' use orsellanYsubject inverition in the United

.States unless such person:agrees that any products<embody­

ing the subject inventionorproducMthrougll the use of the

subject invention will be manufactured'substantially:in the

United States. However, in individual/cases; therequiI"ement

for:such an agreement may be waived by the Federal agency

under whose funding agreement the invention was: made

upon a shoWing by'the small business fiI"m, nonprofit organi­

·zation; 'or assignee that reasonable but .unsuccessful efforts

have.beenmade to grant licenses on similar terms to poten­

tial licensees that would be likely to manufacture substan:

14 tiallyin the United States.

16 authorized to Withhold from disclosure .' to the public informa­

17 tiondisclosinganyinvention inwhlch the Federal Govern"

18 ment owns or may own a right, title; or interest (including a

19 nonexclusive license) fora reasonabletiIIle in order fora

20 patent application to be filed. Furthermore, Federal agencies

21 shall not berequiI"edto release copies ofany document which

22 is patt' of an application for patent filed With>the United

23 States Patent and Trademark Office· or with any foreign

24patentdffice.

1

2

R

:4

5
;~ ,

!
'1 6

7

:8.

9

10

11

12

13

"(b) In addition, ifa nonprofit organization or small

"(c) The DiI"ector of the Office of Federal Procurement

"SE():205. PREFERENCE FORUNITED STATESINDUS~

4

5 businessfinll receives> after <tax profits <in> excess of

6 $2,000;000 on sales ofproducts embodying or martufactured

7 byaprocess employing:a::subjecfihv6htion, during a period

8 often years· comniencing WithcoIIlln'ercial explOitation of the

9 subject invention, the Government' shall 'be entitled toa

10 share, to be negotiated,<ofalladditiorialincome accruing

11' from.suchsale~fuptotheamountofthe portion of the Gov­

12 ernIIlent funding>under the funding agreement under which

13 the invention waS made which was expended on activities

14 related to themakingofthe'>invention less any amounts re­

15>ceivedby the Government' ihaccordanceWith paragraph (a)

16 of this section 204.

23

17


