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TELEPHONE: ---__--------

Please check the selected registration category and enclose
registration fees (U.s. currency) with this registration form.

NAME: _

TITLE: ...,-

INSTITUTION: "-- _

ADDRESS: -'- -'-

Fundamentals of Patent Law and Licensing
SI. Louis, MO

June 11, 12, 13, 1884

Regllft8floll Form

will discuss the role of a university
technology transfer office in identify~

ing patentable technology, evalu
ating disclosures, working. with
patent attorrieysand establishing a
licensing program. ThiS third ses
sion is scheduled to conclude no
later than 12 noon.

registered for the annual meeting, and we now have
over 300 members for 1984.

In another article in this Newsletter, AI Broseghini
describes an educational course arranged for June in
SI. Louis.

Our next annual meeting will be held at the Capitol
Holiday Inn in Washington, D.C., on February 3-5,
1985, We look forward to an even larger registration.

Bob Custard and Ralph Pinto, having completed
their terms as trustees, Jim Brown as Treasurer, Phil
Dufour as Vice-President-East, and Cynthis, Vice
President-West, were thanked by the membership for
their contributions and efforts on behalf of the Society.
I look forward to serving as your President for the
years 1984 and 1985.

review of patent .Iaw directed toward
the needs of university patent ad
ministrators. Following lunch, at
tendees will have an opportunity to
discuss material covered in the
morning sessions.

On Tuesday, June 12, the licens
ing function of university patent ad
ministrators will be discussed.
Specific licensing problems will be
examined.

On Wednesday, June 13, the staff

SUPA Offers Course

PRESIDENT'S MESSAGE
BY SPENCER L. BLAYLOCK

As newly elected President for SUPA, and as one
of my first orders of business, I would like to thank
Todd Eachus for doing an outstanding job in arrang
ing the program for the annual meeting last February
in Washington, D.C. I would also like to thank AI
Broseghini for arranging and moderating the Elements
of Licensing course.

The mock negotiating session devoted itself to
negotiating a limited partnership R&D agreement
between a research university and a biotechnology
firm. The two negotiating teams were presenting a
negotiation they had already participated in with each
other. They are to be congratulated for an excellent
job.

Our Society continues to grow. There were 249

SUPA NOTES

The SUPA Education Committee
has scheduled a two-and-one-half
day course on patent law and
licensing for university ad- .
ministrators at the Sheraton-St.Louis
on June 11, 12 and 13. Staff for this
course represent both university and
indUstry.

See registration form on page 4
of this newsletter.

On Monday, June 11, the program
will consist of a comprehensive__-$ 90.00

___$130.00

HOWARD W.·. BREMER
PATENT COUNSEL
WISCONSIN A
61.4 NORTH wif~~I RESEARCH FOUNDATION
MADISON WI . T STREET

. 53705 1

Registration
Category

SUPA Member

Non-Member

Amount Enclosed: $ _

Non-member registrants wishing to join SUPA may fill out the membership application avaHable at the registra
tion desk. Upon approval of the application by the Membership Committee, such applicants win be deemed
to have paid their dues as part of the course registration fee.

MAKE CHECKS PAYABLE TO: Treasurer, SUPA
Anthony Merritt
Director
Office of Research Administration
University of Pennsylvania
3451 Walnut Streat 16
Philadelphia, PA 19104
(215-898-7293)

Members are encouraged to send
in items for the Newsletter that

iw.oul·.eof interest to other SUPA;m s. Notices of positions'
',,~a' . to patent and licensing ad-

minis ration will be accepted.

• • •

Do you have questions about

;.i..i•.~•. Ch.~109y t~ansfer~ We encourag~
iiI' ;~isubmlt questions and we wlli

!" orit best to provide answers.

Publication of the question and
answer will depend on the general
interest and availability of space.
Send your questions to the Editor.

** *

Any member wishing to serve on
a SUPA Committee, should write to
the Committee Chairperson. The
names of Chairpersons and their
committees will be announced in
later issues of the SUPA Newsletter.

• • •

The Society of Research Ad
ministrators upc;omingrneetings:.

June 10-13,1984 -- "ADMINISTRA
TION IN THE RESEARCH EN
VIRONMENT: COMPLEMENT OR
IMPEDIMENT?" Western Section
Regional Meeting, Sahara Tahoe,
Lake Tahoe,Nevada

Sept. 23-26, 1984 - 18th Annual
Meeting, Hotel Del Coronado. Cor
onado, California.
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Qff/CEIlSQF THE SOC/STY QF
UNI.VBRS./TYPATENT ADMINISTRATORS

Legislation Notes

.• SpencerL Blaylock
Roger G. Ditzel
Albert L Broseghini
Martin Rachmeler .
Katherine Ku
lamar \>Vashington
Anthony MElrrltt .
Earl J. Freise
H. William Trease
Patricia L Schmidt
Carl B. Wootten

which the Invention pertains.
Moreover, by the weight of authority, the description

must enable such a person not only to comprehend the
Invention, but also to make it.

On this basis, very often a press release intended for
the pUblic in general and containing only sketchy Informa
tion will likely not trigger the statutory bar provision. On
the other hand, In most cases articles published in
technical journals, or even well-written abstracts, will con
stitute a triggering event.

The second way in which a published article is poten
tially damaging arises in situations where a member of
the public in general reads the publication, and then re
quests additional Information. Dependinlj uportthepblicies'
of the particular orgarizatlon, a?dl!ior;1~I;' more.detailed,
information mayor may nof be forthcoming. While the
disclosure of such additional information may not itself fall
neatly within any of the defined triggering events, It may
well constitute a disclosure of a public nature and of a type
which shortly leads to one of the specific triggering events.
Once in the hands of third parties, any1hlng might hap
pen, such as the Information being incorporated in detail
in another article, or a device being made and put on
public use, or a device being. made and put onpubiic sale.

As a related aside, inventors should be aware that what
is thought to be the substance of even a "private" con
versation may eventually find its waY'lntopfinCX

General Interest articles on a partlcular.,slJbiElctlire one
form of publication which can result from a press release.
Another form of publication is a listing or identification of
research proposals which have been gr;lntEld flJndlng. In
many cases, the underlying proposals maybe quite detail
ed. Depending upon the Instil!JtlQn,amember of the public

. reading of the funding afa particlJlarprojectmaY!:le able
to readily receive a copy of. the entire proposal.

Finally, inventors should be aware th.atactsof';'public
use" or placing an invention "on sale", even in the absence
of any printed pUblication, can trigger the beginning of the
one-year grace period. Therefore,; premature public
demonstrations of any invention are certainly to be
avoided.

In summary, all Inventors should be well aware of these
basic patent law principles concernlngways In which rights
to patent an Invention, elth!!rinJheU,$..arinforelgncoun
tries, can be lost through pr!!maWEl;desc::rip!ion in a
publication, public use, p!acir;1g. on sale, or. being made
publicly available in a manner which might lead to one of
these statutory triggering e\lenls,.,-by Steyenp.Schl1edler,
member of the firm of Kerkam, Stowell, Kondracki and
Clarke, Washington, D.C.

One of the basic principles of patenting inventions is that
inventors should proceed diligently with the filing and pro
secution of the patent application, If they intend ever to
do so. Otherwise, damage to the public results because
the time when the valuable invention Is disclosed to the
public through a published patent is delayed, and the time
when the invention Is free of the seventeen-year right to
exclude conveyed by the patent grant Is prolonged.

In furtherance of this general purpose, under U.S. law
an inventor has a one-year grace period in which to file
a patent application following the occurrence of anyone
of several triggering events, discussed In turn below.
(Nevertheless, It is highly preferable to file a patent ap
plication before any of the triggering events have occur
red in order to preserve foreign patent rights, as also
discussed below.)

Four of these triggering events are set forth In 35 U.S.C.§
102(b), which Is known as the "statutory bar" provision In
the U.S. patent laws. Specifically, the follOWing are the trig
gering events:

1) Patenting the invention In any country.
2) Describing the invention In a printed publication in

any country.
3) "Public use" In the United States.
4) "On sale" in the United States.
Although the above listing seems simple enough, there

are a great many decided cases Interpreting exactly what
these terms mean in light of various circumstances. Addi
tionally, although not specifically mentioned in the patent
staMes, the "public use" and "on sale" bars both have
an exception known as the "experimental use doctrine."

In the U.S. we are relatively fortunate to have the one
year grace period. In most foreign countries, particularly
the major European Industrial countries, there is no such
exception. Rather, they have what Is known as an "ab
solute novelty" requirement as of the day the patent ap
plication Is filed.

In the usual circumstance, the three triggering events
to be most wary of are (2) described In a printed publica
tion anywhere, (3) public use in the United States, and (4)
on sale in the United States.

Considering first a printed publication, the damaging ef
fect is potentially two-fold: what the pUblication itself says,
and where It may lead a person who requests further in
formation after having read the publication.

Analysis of the first potentially damaging effect can be
relatively straight-forward. Simply put, in order to trigger
the statutory bar provision of 35 USC, §102(b), a printed
publication must describe the Invention in a manner which
is adequate to a person with ordinary skill in the art to

PREJUDICE TO PATENT RIGHTS
AS A RESULT OF NEWS RELEASES

the licensee is challenging the pa
tent's validity.

(H.R.4814 Is essentially the same
as H.R.4526, except it omits the re
quirement that the Infringer know
the product was made by a process
patented in the United States before
damages could be awarded.)

H.R.3462 would exempt indepen
dent inventors, small businesses,
and nonprofit organizations from
paying maintenance fees.

H.R.5003 (Fuqua, Fla.) WOUld, 8,/l

cept In exceptional circumstances,
permit government contractors to
elect to retain title to federally fund
ed Inventions. (Parallels H.R.4964
but drafted so it would be referred
to Science and Technology
Committee.)

1984·1985 .
Iowa State University Research Found;ltion, Inc.
University of California-Berkeley
Children's Hospital-Boston
Northwestern University
Stanford University
Research FO\.indatlon of SUNY
University of Pennsylvania
University of Nebraska-Uncoln
University of Iowa Research .Foundatlon
University of Florida
Duke University

A reminder to members that cor-
porations are invited to join SUPA
as non-voting associate members.
Associate memberships give cor
porate and university personnel
more opportunIties to discuss items
of value to both.

• • •

April 3. This bill addresses a variety
of patent issues. The reforms of
S.1535 are Included in House Bills
H.R.4524 to H.R.4529 (le9islative
Committee Report, January
1984-dlstrlbuted at Annual
Meeting).

Of particular interest to the
university sector are the equivalents

. of HR.4526, which would make the
importation, sale or use in the
United States of a product made in
another country (H.R.3577 would
apply to products wherever made)
by a process patented in the United
States an infringement of the

. patented process, and that a prod
uct patent could not be avoided by
manufacturing components In this
co.untry ard shipping abroad for
assembly. From a patent licensor's
standpoint, H.R.4529 which would
permit a patent licensor to receive
royalty payments during the time

president
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HOWARD W,BREMERi Chairman,
•.legislative Affairs Committee
S.15311, which authorizes the

Commission!!r alPatents and
Trademarks to p\.iblish a "statutory
invention r!!COr9ing"·for which the
inventor merely seeks "defensive
rights" was reported out of the
Judiciary Committee with an
amendment by Senator De Concini.
The amendment Yfould prdlnarily re
qUir~~u~e of statutoryin.vention
recoi?ingproc~dureforant inven
tions wheretheg~iternmenthas
right ofovmersl1lpthat do not have
comlTlercial pot~ntlaL

. S:1535'-Hearlngs .....ere held on
:"""" .
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