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This Statement shall provide guidance to all departments

and agencies in the Executive Branch of the Government. It

shall apply to universities and colleges proper (hereinafter

referred to as "universities") and not to subsidiaries or

affiliates of a uIliversity which have established commercial

Eac~ agency shall determine the areas wherein grants or

contracts (hereinafter referred to as "contracts") for research

with universities shall be considered as falling 'I>,ithin the

categories

October 10, 1

the President's Statement of

Contracts in such areas shall generally

provide that the Government shall acquire or reserve the right

to acquire the ~rincipal or exclusive rights throv,gnout the

world in and to any inventions made in ths course of or under

the contract.· However, to foster the fullest exeloitation of
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forth!" paragraphs C and D of Basic Considerations in the

President's Statement of October 10. 1963, the Government shall,

when requested, enter into agreements with universities to pro-

vide for such development in the public interest on the sam£

terms as are set forth below regarding inventions resulting

tram contracts which fall within Section 1(c) i· and to permi!:

such development shall transfer to the univers~the same rightfl

as would accrue to the university under the terms set forth be-

low in connection with inventions which fall within Section l(el.

Contracts with universities which do not fall within the

categories of Section l(a) . shall be considered generally to fall

within Section 1(;::).

The inventions in scientific and technological fields

resulting from work performed under Government contracts con-

~titute a valuable natural resource. The use and practice of

these inventions and discoveries should serve the public inter-

needs of the Government, and recognize the equities of the

Accordingly, title to and administration of inventions resulting

from contracts

\
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.,
discoveries and inventions in the public interest~ ~
==::::::::::==~----~
~ed ab·

elusive licensing or assignment for limited 'periods of

time shall be permissible when further development is

discoveries and inventions so as to make them broadly

available (~) through non-exclusive licensing, royalty-

b) that the university will administer (~)

free or on a reasonable·royalty basis, e~cept that ex-

may be left with the university at the time of contracting when
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a university lus a p..l.tent policy approved by the Government

agency supporting the contract work where administration of

applying proceeds realized from such inventions for university

To be eligibl@ for approval (~~), a university

patent policy should provide:

a) that the university t-rl.1l administer (~~)

those inventions under such a policy appears to be in the public

interest through promoting the use of inventions and through

·. ,

necessary andlor investlOOnt of risk capUal is not

reasonably available, or when the market for a particular

invention is .limited, or there is no incentive by o~her

means to induce the e:ll:pA.Ol.ICB'Cl.on of the invention;
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c) that the university may assign its rights in inventions
, -

to another'organi~ationfor patent management on a reason-

able fee basis or may assign its rights to Ii non-profit

organization provided the patent policies and practices

of such organization applicable to the administration of

such inventions are consistent with criteria sst: forth

herein for universities and have been approved by the

appropriate Gove~nt agency;

d) that the net royalty income or other financial returns

a~cruing to the university from the invention (after pay-

ment, of reasonable expenses incident to administration)

('If the) university purposes; hO"l>.'ever. a university's

policy may permit an inventor to receive a reasonable

share of the ieturns, provided reasonableness is deter-

miued by the university pursuant to uniform standards.

e) that the Government may require that appropriite patent

"rights (other than a royalty-free, non-exclusive license

,reserved to ,the university) shall be assf.gned to, it to

the extent that the university elects not to file patent

contract;

on or inventions made under tile
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f) that under every patent covering an invention con­

ceived or first actually reduced to practice in the

performance.of work supported by the Government, the

Gove=ent shall contain at least &n irrevocable, non-

exclusive, royalty-free world-wide license for Govern-

mental purposes and for other pUL~oSes stipulated by

agreement;

g) that where the principal rights in an invention remain

l~1ththe university. the Govert1i1lent shall b.ave "march-in"

rights under the circumstances set forth in Section 1(£)

and 1(15) of the President' 8 Statement (as illustrative

clauses. sille clauses (b)(2)(i) and (ii) of "Patent Rights

(License) (1964)" set out in the Armed Services Procure­

ment Regulations at 9-107.5(b), copy attached);
-

h) that in aUlcase ~~re the universitfL-§·s a matter of.

zeneral policy. does not undertake the eXp'loitation or

. development ofdiscoverie~or inventions and do~s not

~uire the assignment of rights or otherwise control or

direct the disposition of discoverie~ or inventions made

\ by members of its staffs, its responsibility for the

administration of inventions or discoveries made bL

members of its staff under contracts with the Gov~rnment



discoveries or inventions to the contracting agency_ In

the case of such 1!!1iversiti~!!. the contract re.3Y contain a'

(

s¥ll extend onl;! to securing the agreemetl.t: of those

memb~lCs of its staffs t<Jhos<l'J work is SUPE?rted by contract~

to the contract (~r agreement) provisions governing dis~

p'osition of such discoveries or inventions and to using

its best efforts_to. secure the disclosure of any such

Rractice of the discovery or invention and its intr.o­

duction into nee for the pUblic benefit.
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