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§ 200. Pblicy and objective

It is the policy and objective of the Conyress
to use the patent system to promote the ut!liza.
tion of inventions arising from federully sup-
pdrted research or development; to encourage
maximum participation of small business firms
in federally supporied research and develope
ment efforts; to promote collaboration brtween
commercial conterns and neonprofit OryIiisa-
tions, including universitles; to ensure that.in.

ventions made by nonprofit oryanications and-

small business firms are used in a msanner to
promote free competition and enterprise: to
' promote the comumercialization snd publie
svailability of inventions msde in the Uniled
States by United S:ates industry angd Inbor o
‘ensure that the Government obisine sufficient

rights in federally supporied Inventions 1o meet .
the needs of the Government and protect the -

public against nonuse or unreasonsble use of
inventions: and to minimize the costs of admin.
Istering policles {n this area .

£ 201, Definitions

As used In this chepter-- . ]
{8) The term "Federal agency’™ means any
executlve agency as defined in sectlon 103 of_
titie 5, United States Code. and the “m,muu';
. depariments as defined by section 102 of title
5, United States Code. .
(b} The term “funding agreemient” means

tnﬁ&e Plant Varietv Protection Ack (7 ILSC._2401(d)) must also
occur during the period pf contract performance

any contract, grant, or cooperative fgrecment

entered into between any Federtl aucndy.

other than the Tennessee Vailey Authorlty.

and any contractor for the perfermance of

Y experimental, developmental, or research -

work funded in whole or in part by the Feder-

al Government. Such term includes any as-
signment, substitution of parties, or subcon-
tract of any type entered into for the per- -

formance of experimental, developmental, or

research work under a funding agreement l.s_

herein defined. . :

(¢} The term ‘“contractor” means &Ny

person, small business firm, or nonprofit or-
ganization that is a party to a funding agree-
“ment. ' .
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. {d) The term “invention” means'an inveh--
" tlon or discovery which Is or may beypat.ent-
-l_.ble or otherwise protectable under this title,

{e) The term "subject invention™ means any
invention of the contractor conceived or first _
actually reduced to practice in the perform-
ance of work under a funding agreement.

AT T

! {f) The term “practica) application” means
| to manufacture In the case of a composition
i or product, to practice in the case of a process
¢ or method, or to operate in the case of 4 ma-
chine or system; and, in each case, under such
conditions as to establish that the invention
' is being utilized and that its benefits are to
the extent permitted by law or Government
regulations svailable to the public on reason-
able terms. - ‘

(g) The term “made™ when used in relation
to any Invention means the conception or
first actual reduction 1o practice of such In-

" vention. o

(h) The term “smazll busiress firm" meens a
small business concern es defined at section 2
of Publi¢ Law B85-536 (15 U.S.C. 632} and im-
Plementing regulations of the Administrator
of the Small Business Administration. :

(1) The term “nonprofit organization”
Jneans universities and other institutions of
higher education or an organization of the
type described In sectlion 501(cX3) of the In-

“ternal Revenue Code of 1954 (26 U.S.C.
501(c)} and exempt from taxation under sec-
tion 501(a) of the Internal Revenue Code (26 .

- U.S.C. 501(a)) or any nonproflt scientific or
educational corganization quallfied under s
State nonprofit organization statute,

£ 202. Diepoaltion c;r rights

-+ (a)Each nonprofit organtzation or small busi.
* ness firm may, *ithin & ressonrable time after
disclosure s required by paragraph (cXl) of
this section, elect to retain title to any sublect
imvention: Provided, however, That & funding
agreement may provide-otherwise (1) wiren-ie

chity, ’

. _when the contractof is not located i th nited States or
does not have a place of business located in the Unite tz3 o1
is subject to the control of a foreign gover.nmenz,“ 7

21 In exceptional eircumstances when it

{s determined by the mgency that restriction or
elimination of the right to retsin title to any
subject Invention will better promote the policy
and objectives of this chapter ee(iil} when it is
determined by a Government authority which
s suthorized by statute or Executive order to
conduct forelgn intelligence or counter-intellf-

- gence activities that the restriction or elimina-
-tion of the right to retain titie {0 any subject
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- _ _ the Plant Varie 3t-als
_ ' ' occur during the period of contract performance _
“§ 200. Policy nd objective .
‘ (f) The term "“practical application” means
" to manufacture in the case of a composition
or product, to practice in the case of a process
or method, or to operate in the case of a'ma-
chine or system; and, in each case, under such
conditions as to establish that the invention .
is being utilized and that its benefits are to
“the extent permitted by law or Government
regulations available to the public on reason-
able terms. ‘ .

(g) The term “made"” when used in relation
to any invention means the conception or
first actual] reductjon to practice of-such in-
vention. : -

{h) The term *‘small busiress firm"” meens a
small business concern s defined at section 2
of Public Law 85-536 (15 U.5.C. 632) and im-
plementing regulations of the Administrator
of the Small Business Administration,

({) The term “nonproflt organlzation”
.means universities and other institutions of
higher education or an organization of the
t¥pe described in section 501(c)3) of the In-
ternal Revenue Code of 1954 (26 U.S.C. .
501(c)) and exemnpt from taxation under see-

It is the policy and objective of the Congress
to use the patent system to promote the utili-a.
tion of inventions arising from federally sup-
ported research or devélopment: to encourage
maximum participation of small business firms
in federally surported resesrch and develop-
mznt efforts; to promoie collabaration between
commercial concerns end nenprofit orgnauira-
tions, including universiiies; 1o ensire that in-
ventions made by nonprofit organizatiofis and ’
small business firms are used in & manner to
-promote free competition and enterprise. to
promote the commercializatidn -snd public
availabillty of inventions made in the Uniied
Stztes by United States indusiry sand Isbor o
ensure that the Government obisins sufhicient -

" rights in federally supported Lmventions to meet
the needs of the Governmen! and protect the
public against nonuse or unressonable use -of
inventions; and to minimize the costs ef admin-
istering policies in this srea

§ 301. Definitions
As used in this chepter—

(a} The term "Federal asency"'- MeRNS ANY \ tion 501(a) of the Internal Revenue Code (26

ive agency as defined in section 10% of
fl’:.?:ust.,Uhitged S}tates Code, and the milltary
departments as defined by sectien 102 of title
5, United States Code. .

(b} The term “funding asreemiednl” moesns
any contract, grant, or coop:‘ra:i:-'e sgreement
entered into between any. Federal ascndy,
other than the Tennessee Valley Authority,
and any contractor for the performance of

experimental, . developmental, or research

work funded in whole or in part by the Feder- -

al Government. Such term includes any as-
signment, substitution of parties, or subcon-
" tract of any type entered into for the per-
- formance of experimental, developmental, or
research work under a funding agreement as
herein defined, _ : :
-{c) The term ‘contractor” means any
person, small business firm, or nonprofit or-
ganization that is & party to & funding agree-
ment. - o ) _

3

U.S.C. 501(a)) or any nonprofit scientific or
educational organization qualified under a
_SLate nonprofit organtzation statute,

B 202: Dicposition of rights

ta) Each nohprofit organization or small busi-
ness firm may; within & reescnable time after
disclosure a8 required by peragraph {(cX!) of
thi= section, elect to retaln title to any sublect
Invention: Provided, however, That & fund'ng
egreement may provide otherwise (1) winewtie

- -

e control of a foreign government

- (1) in exceptional circumstances when it

Is determined by the agency that restriction or

n the United States

does not have a place of business located in the United States

elimination of the right to retain title {o any
Subject Invention will better promote the policy
and objectives of this chapter s (iil) when it is
determined by 8 Government authority which
is suthorized by statute or Executive order to
conduct forelgn Intelligence or counter-intelli-
gence activities that the restriction or ellmina-
-. tlon of the right to retain title to any subject




b SRR it

R e

invention is necessary to protect the security of

_ such activities.
or. iv) when the funding gggement

inely oration of a Government-owned, contractor-o r-
ated facility of the epartment o nergiy primarily dedicate

cl
‘that Department’s naval nuclear propuision or weapons relatels

ions under

rograms and all funding agreement iimita

subgarag_l;apﬁ on the contractor' s rlgEt To elect title to a suE]ecf
nvention are imited to inventions occurring u

1 nder the above

two programs of the Department ot tinergy.

. The rlghts of the nonprofit, or-
ganization or small business firm shall be sub.’
ject to the provisions of paragraph (¢) of this
section and the other provisions of this Chap.
ter.

N

{bX1) The rights of the Govemment under subsection (a) shall not
"be exercised by a Federal e_lgegcz unless it first determines that at

feast one of the conditions identifled in clauses () through (1) 0
subsection (a) exists. Lxcept in the case of subsection (aliil), the
a_.%enc% shall file with the Secretag of C'mrnerce, within thxrt¥ da)is
after the award of the applicable funding agreement, a coggi of such
- determination. In the case of a determination under su section
(aXil), the statement shall include an analysis justifying the determi-
nation. In the case of Eetermlnatmns applicable to fundm% agree-
ments with small business firms, copies shall also be se 0 the

hief Counsel for Advocacy of the Small Business Administration. 1t
he Secretary of Commerce believes that any individual determina-

on_or _pattern of determinations is contrary to the policies and
biectives of this chapter or otherwise not in conformance with this
‘ '1a1:_|te'r: the'ﬁcretai'x shall so agvise the head oOf ti.c agency -
oncerned and the ministrator of the Ice of Federal Procure-
nt Policy, and recommend corrective actions.
z‘g% g henever the Administrator of the Office of Federal Procure-
nt I1§§ E§ determined that one or more rederal agencies are -
utilizing the authority of clause (i} i1} of su 10n 15
Mtxommanmwmmmm
1agter., the Administrator is authorized tg issue regulations
5 iping classes of situations in which agencies may not exercise
authorities of those clauses. .

h
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(3} At least once each year, the Comptroller -
. ‘General shall transmit a report to the Comemit-
tees on the Judiciary of the S2nate and House,
'of Representatives onthe mann=r in which this
chapter is being implemented by the agencies
and on such other aspects of Government
patent policles and practices with respect to
~ federally funded inventions as the Comptroller
Geneml helieves appropriate

(4) If the contractor believes that a determination is contrary to

the policies and objectives of this chapter or constitutes an abuse o
discretion by the agency, the aetermmatmn shall be suElect to the
sectign _

(2)."

- . prgrem——

{c) Each funding agreement with s small busi-
ness firm or nonprofit organization shell con-
- taln appropriate provisions to efz’ectuate the
following :

receive titla
ported to it Wit

overnment may.
_recelve title to enygubject jhvention in which
the contractor does Yol elfet to retaln rights
or falis to eiect rights\witAin such time,

{3) A requirement th\Y a contractor electing .
rights file patent app)itetions within reason-
able times and that edera] Government

ter it becomes
_ he aammlstra-

N . : on: 7 hat
‘inany case where publication, on sale, or public use, has
initiated the one year statutory period in which valid patent

- protection can sti

for election may be shortened by the Federal agency to a date
that is not more than sixty days gnor to the end of the statutory




nen’nd'; _And' 2 rovid gd. further. That the Federal Gove rnment
itle to any subject invention in which the contrac-

for does not elect to retain r1g ts or fails to elect n}ihts within -

‘such times.
' at a contractor electmg rights i in a subject invention

agrees to file a patent application %nor to any statutory bar
date that may occur under this title due to publication, on sale,
1 e, and shall therealter lile corresponding patent
applications in other countries in which it wishes ﬁretaimbtxt e
m;h.g reasonable times, and that the Federal Government ma
Ieceive title to any subject inventions in the United States or
other countries in which the confractor has not filed patent
aggl ications on the suBTect invention within such fimes. -
o (4)_W11:h1 respect to any invention in which the contractor
elects rights, the rederal agency shall have a RONexclusive,
ie, irrevopcable, - ice_or

ticed for or on behalf of t i j
invention throughout the world: Provided, That the funding

?—% eement may provide for such additional rights; including the
right to assign or have assigned iorei nt rights in the

' 8 a
subject invention, as are dgﬁ%in@ by %e !EEsEncE é necessary
_ jor meeting the obhatmns of the Umted tates under any
rat

'memorandum of mdgg@@z . _or §Lg1 . mg_m,.
cluding m: itary agreement relatmg to weapons developg:ent

and production. .

‘.‘.

(5) The right of the Federal agency to re-
quire periodic reporting on ‘the utilization or
- efforts at ebtaining utilization that are being
- . made by the contractor or his licensees or as-
signees: Provided, That any such information

he treated by the Federal agency as com-
merc1al and financial information obtamg:l )
from & person and privileged and confidenti
and. not subject to disclosure under section
553 of titie 5 of the United States Code.
- (68) An obligation on the part of the contrac-
“tor, inthe event a United States patent appli-
cation is filed by or on its behalf or by any as-
signee of the corntractor, to include within the.
specification of such application and ai?y
patent issuing thereon, & statement specify-
ing that the invention was made with Govern-
ment support and that the Government has .
certain rights in the invention. <. :

e ettt o i e T




{7) In the case of a nonprofit organization,
{A) a prohibition upon the assignment of
rights to a subject invention in the United
‘States without the approval of the Federal
agency, except where such assignment is
made Lo an organization which has as one of

-#u§ primary functions the maragement of in:

N s ; A ’
VENTIGNS, kgt Rttt et tagm )
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ture or sale of products or the use of process-

. Ty " bodi et
+Her (provided that such assignee shall be
subject to the same provisions as the contrac-
tor), ( 3 : e
exelusivel for United Pat-

tireexrinsive-posiod—to—diflorantrnbaguent
preduste-eorored-—br-the—inventionm—tS)

1

Gellld 4) = 41l 4 i alyd L
utilized for the support of scientific research or education; (D) a
o h it proves infeasible EfEr a

¢ - Ruane B) g're-
Quirement that the contractor share royalties

" with the inventor; t

(C) except with 'rpect't' to a fundin ee-
lovernmen -ownﬁ-confrai&r—gper-‘

t to subject 1nven-

a requirement that the balance of royalties or
he contractor wit] ——mFL"—_—

res
of expenses (including payments to inven-

requirement that, except where

reasonable Inquiry, In the licensing of subject inventions shall be
ané

to a funding

given to small business firms, (E) with reswE E
eement for the operation ol a Government-owned-contractor-

opera

pe: acuity, requirements (i) that r payment of gatent-
ng costs, licensing costs,” paymen nv S

éxpenses 1ncidental o the administration of subject inventions
Iﬂﬁ percent of the balance of any rovalties or Eﬁcome earnﬁ

-and retained by the contractor durin

y an

ty,

any liscal vear up ta
' ‘amount equal to 5 percent of the annual Euaget oi' the faci IF

shall be used by the contractor for scientiilc research, develop-

ment, and education consistent with the research and develo
_t_genf _Imiss 'qon and objectives of the Iacility, Including activities

the licensin

tential of other inventions of the

tkat increase g%
- te=tiity; provided that if said balance exc

" percent of the

~ aznual

hudget of the facility, that 7b percent of such excess
sEall be azEPH to the Treasury of the Em‘f&&"S‘ia{e—s and the

. remaining 29 percent s 1] or the same purposes as
described above in this clause (D), and () that, to tﬁe extent it

212‘0\"13&8 the most efiective ECIEiOIO&.Y Eransfer. thé Ticensing of

-Jject 1nventions s

administered by ¢contractor employ- *

8
@cs on location at the facility. _ ‘ !
— Y . . . )

Note - "(D)"
to the left
should have
the words

"a preference'
before the
word "in."
It is expectec

" that ‘this will

be corrected
early in the

next Congress.




) (8) The reqmrEmean of section 203
—"04 of this chapter. s and

(d). If & contractor does not elect to retain
title to a subject invention in cases subject to
this section, the Federal agency may consider
and after consultation with the contrrctor
grant requests for retention of rights by the In-
ventor subject to the provisions of this Act and -
-regulations promulgated hereunder.

- {e} In any case when a Federal employee Is a ‘
coinventor of any invention made under & fund- -
ing agreement with a nonprofit organization or -
small business firm, the Federal agency em- -
ploying such coinventor is authorized to trans-

. fer or assign whatever rights it may acquire in .
- the subject invention from its employee to the
contractor subject to the conchtrons set forth In
.this chapter. .

(£¥1) No funding agreement with g smrall
business firm or nonprofit organization shal}
contain a- provision allowing a Federal agency

- to require the licensing to. third parties of in-
ventions owned by the contractor that are not
subject inventions unless such provision has
been approved by the head of the agency and a
written justification has been signed by the
head of the agency. Any such provision shall
clearly state whether the licensing may be re-
quired in connection with the practice of s sub-
ject in\rent,ion,.a. specifically, identified work
object, or both. The head of the agency may
not delegate the authority to approve provi-
sions or Ssign Justlflcatmns required by this

aragraph .

t2) A Federal agency shall not require the U
censing of third parties under any such provi.
sion unless the head of the agency.determlnes
that the use of the invention by others is neces.
sary for the practice of & subject invention or -
for the use ‘'of a work object of the funding
agreement and that such action {s necessary to

+ achieve the practical application of the subject
invention or work object. Any such determina- .
tion shall be on the record after an opportunity
for an agency hearing. Any action commenced
Afor judiclal review of such determination shall
be brought within sixty days a.!ter notification
of such determination.

E 203. March-in rights

'__L With respect to any subject inv entlon in
which & small business firm or nonprofit orga-
nization hes acquired title under this cha;ter,
the Federal agency under whose, funding »ree-

ment the subject Invention was made shall have
the right, in accordance with such procedures
as are provided in regulations promulgated
hereunder to require the contractor, an assign-
ee pr exclusive licensee of a subject invention to
grant a nonexclusive, partially exclusive, or ex-
 clusive license in any field of use to 8 responsi- - ="
" ble applicant or applicants, upon terms that are -
reasonable under the circumstances, and if the
contractor, assignee, or exclusive licensee re- i
fuses such reguest, to grant such a license . =
itself, {{ the Fede's.l agency determines that )
such— )
(a) a.ctlon 15 necessary because the contrac-
tor or assignee has not taken, or is not expect-
ed to take within a reasonable time, effective
steps to achleve practical application of the :
subject invention in such field of use;
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tionall+, any contractor, inventor, assi

(b) action is necessary {o alleviate health or
safety needs which are not reascnably satis-
fied by the contracwr a.ss:gnee or their H-
censees;

(c) action is necessary to meet requirements
for public use specified by Federal regulations
and such requirements are not ressonably
satisfied by the contractor, assig-nee or licens-
ees; or

{d) action is necessary beca.use the agree-
ment required by section 204 has not been ob-
tained or waived ar because a licensee of the
exclusive right to use or sell any subject in-

-vention In the United States {s in breach of
its agreement obtained _pursuant {o section
204,

_ 9) A detérmination pursuant to this section or section 202 %%4:
s Lo sub) e Lontract Disputes Act
SE0.). ANl administrat al d

ure shall be estabhshed ja)

seq.) - isfrative appeals proc
ul

ee, or exclusive hcensee

AdVErs=]y allected by a2 delermination under this section ma atan
time 'mti{E SIXty ﬁE after the determination is lssuéé Tile

pEtitios in the United otates Llaims Court, which shall have juns-- '

giction {o determine the appeal on the record and to , Teverse,
remanE or m ", as appropriate, the determination of the

ency. in cases descri in paragraphs (a) and (c), the

géencg 5 determination shall be held in abeyance pending the

exhausiion 0 appeals or_ petitions tued under the —precéa'lfg"

gntence

g 204, Preference for Lnited States industry

hctwithsta.nding sny other provision of this
chapter, no smsall business firm or nonprofit or-
ganization which -receives title to mny subject
invention and no assignee of any such small
business firm or nonprofit organization shall
grant to any person the exclusive right to use
. or sell any subfect Invention in the United
~ States unless such person ggrees that any prod-
ucts embodying the subject Invention or pro-
duced through the use of the subject invention
will be manufactured - substantielly in the
United States. However, in Individual ceses, the
requirement for such an agreement may be
- walved by the Federal agency under whose
funding agreement the invention was made
upon & showing by the smell business firm, .
nonprofit organization, or assignee that reason- =
able but unsuccessful efforts have been made to
grant lcenses on similar terms”to potential li-
censees that would be llkely to manufacture
_substantially in the United States or that under
the circumstances domestic rnn.nufac.ure is not
commercially feasible,

8 205. Confidentiatlity

Federal agencies are authorized to withhold
‘from disclosure to the public Information dis-
closing any invention in which the Federal
Government owns or may own a right, title, or
interest (including a nonexclusive license) for a .
reasonable time in order for & patent applica-
tion to be filed. Furthermore, Federa] agencies
shall not be required to release copies of any
document which is5 part of an application for
patent filed with the United States Patent and
Trademark Office or with any forelgn patent
ofﬂce




§ 206. Uniform clauses and regulstions
Orfice of Federal Procurement Po

regulatiens which
Federal agencies imp
of sections 202 t

esua.bl' siandard funding agreement prF
1§ required under this chapter.

;fhe’ Secret mmerce may jssue regulations which may be -
. made applicable to er encles implementing the provisions o

- sections 202 through 284 o chapter and s esEEBflsE sﬁﬁ_ﬂarﬂ
fundings: 3 ] ter.

a
ations and the standard funding agreement shall be subject to
g%ic comment before their Lssuaqce. ‘ o - .

§207. Domestic and foreign protection of federally '
owned mventlonl

Q Each Federal agencw is guthorized to—

(1) apply for, obtzin, and mzint2in patents -
or other forms of protection in . the Tnited
States and in foreign countries on inventions
in which the Federal Government OWIlS B
right, title, or mterest ‘

(2) grant nonexclusive, exclusne or partial- .
ly exclusive lcenses tnder fc-deram owhed |
patent applications, patents, or other forms
of protection obtained, royalty-free or for
royelties or other considerstion, and on such
terms and conditions, Including the grant to
the licensee of the right of enforcement pur-
suant to the provisions of chepter 28 of this
title &5 determined appropriate In the publie
interest; '

(3) underteke all other =u:' -.m: a—sd reces-
sary stepsto protect and sdmninisier richts to
federally owned {nv Entions on berelf of the
Federal . Government either dircctly or
through contract; end- ) ‘

(4) transfer custody end aim trztion, in
whole or {n purt, to srcther Fedsral soency,
of the right, title, or Interest in any federally
owned invention. : =

‘(b) For the purpose of assuring the effective management of

che;'n:uenf-ownﬁ mE ventions, Eh‘e Decretary of Commiérce is

Sy ederal agency efforts to promote the licensin and
utilization of Government-owned Inven 1008; g

%) assist Federal encles in seeking protection and main-

ta.m.uigé in vent:'ons in iorelg counfna, mcIu' ding the paymernt

S

of fees osts conn erem - -
.3 consult with and advise encies as to areas of
el n-

[
—

tial for commercial utilization.




" #°208. Reg‘ulﬂ‘llnm gov ernlng Federal lu‘en:mg
The Atmiristratorof-Genera-Beruios —_E&‘L__
Commerce - s au-

thorized to promulgate rrgulgtions syec.fnng
the terms snd conditions upon which sny feder-
. ally owned inventfon, other than inventicns
" owned by the Tennessee Valley Authority, may
be licensed on s nonexclusive, partially exclu-
slve, or exclushe ba.sis.

§ 209. Restrictions on licensing of federally owned in-
venlions

(a) No Federal agency shall grant any license -
" under a patent or patent application on a feder-
ally owned invention unless the person request-
ing the license has supplied the agency with a
plan for development and/or marketing of the
invention, except that any such plan may be
treated by the Federal agency as commnercial
and financial " information obtained from a
person and privileged and confidential and not
- subject to disclosure under section 552 of title b
of the United SLa.t,es Code.
(b) A Federal agency shall rormalls grant t.he
right to use or sell any federzlly owned inven-
tion in the United States‘ontly to a licensee that
agrees that any products embodying the inven-
tion or produced through the use of the inven-
-tion will be manuractured substantially m the
. United States.
~ {eX1) Each Federal agency may grant exclu-
" sive or partially exclusive licenses in any inven-
tion covered by a federally owned domestic
patent or patent. application only if, after
public notice and opportunity for filing written
objections, it is determined that—

(A) the interests of the Federal Govern-
ment and the public will best be served by the
proposed license; in view of the applicant’s in-

= tentions, plans. and ability to brinig the inven-
- tion to practical dpphcauon or otheraise pro-
mete the invention's utilization by the publig;
~ {B) the desired practical application has not
been achieved, or is not likely expeditiously
to be achieved, under any nonexclusive li-
cense which has been granted, or which may
be granted, on the invention;
" (C) exclusive or partially exclusive licensing
is & reasonable and necessary incentive to call
forth the investment of risk capital and ex-
cenditures to bring the {nvention to practical . -
zpplication or otherwise promote the inven.
tion's utilization by the public; and
. (D) the proposed terms and scope of exclu-
sivity are not greater than reasonably neces-
sary to provide the incentive for bringing the
Jnvention to p*actlcal apphcatmn or other-
: he inmvention’s utilizetion by

the public,

{21 A Federal agency shall not grant such ex-
ciusive or partially exelusive license under para-
grnpn (1} of this subsection if it determines
that the grant of such license will tend substan-

- tially Lo lessen competition or result in undue
concentration in any séction of the country in -
any line of commerce Lo which the technology
10 be licensed relates, or to create or maintain
other situations inconsistent with the antitrust
laws.




(3) First preference in the exclusive or par.
_ tially exclusive licensing of federally owned In-
ventions shall go to small business firms sub-
mn'-ng plans that are determined by the
agency to be within the capabilities of the firms
and equally likely, if executed, to bring the in-

vention to practical application as any plans
submitted by applicants that are not small husi-
ness firms. .

(d) After consideration of whether the inter.
ests of the Federal Government or United
States {fndustry in foreign commerce will be en.
hanced, any Federal agency may grant excly-
sive or partially exclusive licenses in any inven-
tion covered by a foreign patent application or
patent, after public notice and opportunity for
‘filing written objections, except that a Federal
agency shall not grant such exclusive or partial-
1y exclusive license if it determines that the
grant of such license will tend substantially te
lesgen competition or resuli in undue concen-
tration in any section of the United States in
any line of commerce to which the technology
to be licensed relates, or to create or maintain
other situations inconsistent with antitrust
laws.

(e} The F(—deral agency shall maintain a
record of delerminations to grant exclusive, or
partially exclusive licenses.’

(f) Any grant of a license shall contain such
terms and conditions as the Federal agency de-

termines appropriate for the protection of the
" interests of the Federa]l Government and the
publie, including provisions for the following: .

(1) periodic reporting on the utilization or
efforts at obtaining utilization that are being
made by the licensee with particular refer-
ence to the plan submitted: Provided, That
‘any such information may be treated by the

Federal agency as commercial and financial

information obtained from a person and privi-

leged and confidential and not subject to dis-

closure under scction ‘552 of title 5 of the

United States Code;
(2Ythe right of the Federal zgency to terml-

nate such license in whole or in part if it de-

termines that the licensee Is not executing
the plan submitted with its request for a l-
cense and the licensee cannot otherwise dem-

_ onstrate to the satisfaction of the Federal

- agency that it hes tzken or can be expected
to take within a ressonable time, effective
steps to achieve practical appllcation of the
invention;.

(3) the right of the Federal agency to terml-
nate such license in whole or in part if the l-
censee is In breach of an agreement obtalned
pursumt to paragn aph ¢(b) of this section; and

- (43 the right of the Federal agency to termd-
nete the license in whole or ln part If the
ggency determines that.such action is neces. .
sary tc meet reguirements for public use spec-
ified by Federal regulations Issued after the
date of the license and such requirements are,
not rezsonably satisfied by the llcensee.

8 210. Precedence of chnptér

(a) This chapter =hzall take preceden'ce Dvar.
any other Act which would require s disposi- -

tion of rights in subject inventions of small
business firms or nonprofit organizations con-
tractors in a manner that is inconsistent with




this chapter, -including but not necessarily lim-
‘{ted to the following: :
(1) section 10(a} of the Act of June 29, 1935,

"as added by title I of the Act of August 14,
1846 (7 U.8.C. 42Ti(a); 60 Stat. 1085); -

(2) section 205(a) of the Act of August 14,
1946 (7 U.S.C. 1624(a); 80 Stat. 1090); :

(3) section 501(c) of the Federal Mine
Safety and Health Act of 1877 (30 U.S.C.
851(¢); B3 Stat. 742); .

(4) section 108(c) of the National Traffic
and Motor Vehicle Safety Act of 1966 (15
U.8.C. 1395(c); 80 Stat. 721):

- (5) section 12 of the National Science Foun-
dation Act of 1950 (42 17.S.C. 1871(a); 82 Stat.
360); -7

(8) section 152 of the Atomic Energy Act of
1954 (42 U.8.C. 2182; 68 Stat. 243,

(7) section 305 of the National Acronautics
and Space Act of 1938 (42 U.S.C. 2457

(8) section 6 of the Coal Research Develop-
ment Act of 1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amend-
ments of 1960 (50 U.S.C. 167h; 74 Stat. 920);

(103 section 32 of the Arms Control and

Disarmament Act of 1861 (22 U.S.C. 2572; 75
Stat. 634),

(11) subsection (e} of section 302 of the Ap-

palachian Regional Development Act of 1585
(40 U.S.C. App. 302(e), 79 Stat_ 5); I

(12) section 9 of the Federal Nonnuclear '

Energy Research and Development Act of
1974 (42 1J.8.C. 5901;' 88 Stat. 1878y; .

(13) ‘section 5(d) of the Consumer Product

Safety Act (15 U.S.C. 2054/d}; 86 S*at. 1211y
(14) seczion 3 of the Act of Aprit 5, 1644 (30
UB.C. 323; 58 Stat. 191);

(15) section 8001(c)(3) of the Solid Weste .
Disposal Act (42 U.S.C. 6981(c); 90 Stat. 2829):

(16) section 219 of the Foreign Assistance
“Act of 1961 (22 U.S.C. 2179, 83 Stat, BOS):
(17) s=ction 427(b) of -the Federal Mine

Hezlth and Safety Act of 1977 (30 U.S.C.

937(b); 86 Stat. 155);
- {18) section 306(d) of the Surface Mining
_and Reclamation Act of 1877 (30 ‘us.C
1226¢d); 91 Stat. 455); .

(18) section 21(d) of the Federal Fire Pre.

vention and Control Act of 1974 (15 U.S.C.
©2218¢d); 88 S*at. 1548 o

(20} section 6(b) of the Salar Photovolttic
Encrgy Resesrch Development end Dimon-
stration Act of 1878 (42 U.S.C. 5585(b);, 92

tat. 2516); .

(21) section 12 of the Native Letex Commer-
cializstion and Economic Developrent Act of
1978 (7 U.S.C, 178(§);" 92 Stat. 2533 snd

(22} section 408 of the Water Resnuroes end
Deveiopment Act of 1878 (42 U.S.C. 7879, 92
Stat., 1380), :

. The Act creating this chapter -shall be con-
strued to leke precedence over any future Act
uniess that Act specifically cites this Act and
provides that it shall take precedence over this

- Act, ’ :

(b} Nothing in this cheptér 1§ intended to

“alter the effect of the laws cited in paragraph

() of this section or any other laws with re.

spect to the disposition of rights in inventions
made in the performance of funding agree-

. ments with person$ other than nonprofit orga-
nizations or smal) business {irms, )

{c) Nothing in this chapter is intended to
limit the authority of agencies to agree to the
disposition of rights in inventions made in the
performance of work under funding agreements
with persons other than nonprofit organiza-
tions or small business firms in accordance with
the Statement of Government Patent Policy
issued on e o - 5,

February 18, 1983

agency regulations, or other applicable regula-

tions or to otherwise limit the authority of

agencies to allow such persons to retain owner-

ship of inventions. Any disposition of rights in

inventions made in accordance with the Siate-

ment or implementing regulations. including

any disposition occurring before enaciment of

this section, are hereby authorizedye o :

At ing agreements, including those with othe

(d) Nothing in this chapter shall be construed
to require the disclosure of intelligence sources
or methods or to otherwise affect the authority
granted to the Director of Central Intelligence
by statute or Executive order for the protection
of intelligence sources or methods. )

§211. Relationship to ahti:rugt laws

Nothing in this chapter shall be deemed to
.convey to any persoh immunity from civil or
criminal Hability, or to create any defenses to
rctions, under any antitrust law. o :

§ 212, Disposition of rights in educational awards ‘
“No scholarshjg, fellowsh.i?, training gzeant, or other fundir
eement made by a eral agency primarily to an awardee I
ucationai pu will contaln any provision s;vmg the er
agency any rights to inventions made by the awardee. :

- s




