OUTLINE OF PROFOSAL

OUTLINE OF A PROPOSAL FOR DETERMINATICR UHDER SEC.8.2(b) OF TEE
DEPARTMENT OF HEALTR, EDUCATION, AND WELFARE PATENT REGULATIONS
(45 COFORO Parﬁﬁ 6"’8)

A proposal fer a determinztion under See.8.2(b} must lay a fectwal basia"
to justify such a determination., It should, im general, imclude:

1, Informatiom demgnstrating that by assigning the inventiom to the
grantee ingstitution the iavention will he move adequately and -
. quickly developed for widest use,

2, 1f available, evidence of imterest of a qualified mamufscturer,
or manufacturers, im developinmg the imvention for the market and
the terms of any proposed licemse,

3. A gemeral description of the development snd testimg required to
bring the invention to the peint of prectical applicstion,

4, Am estimate of the total cost of developimg the invenmtion te tche
point of practical application smd 2 gemeral breskdswn of such sost,

5. An indication of willingneses to sccept the following Qém&itians:

- {a) The inventor shall zesige all of his righte {a the invention
to the grauntee imstitution for admimistration;

{b) The granﬁee ifnstigtution skall géant f;hfﬁé'éévernmemt a
nen-exclusive, irrevocable, Toyalty~free ilcense for Covermmenmtal
purpeses,

() The grantee 1nstitution, and any of its licensees, ghall
provide writtem annual reports regarding the devélopment amd
commercisl wse that iz beimg wmade and is Iintended o he wade of
the invention, and such other data as may be required;

{d} The gramtee institution agrees that {f it, or its Iiceuses,
has not taken effective steps within three years after a patent
issues to bring the inventiom to the poimt of practical applice-
tion, or has not made the fuvention svailable for liceamsing
royalty~free, or om terms that are reasvnable im the civcumstances,
or cannot stiow gause why they should yvetain all right, tisle and
interest for a further perisd of time, the Govermment sghall have
the right to requive (1) zssigmment of zaid patemnt to the United
States;andfor {2} camcellation of any cutstandimg exclusive

- licenses vndexr sald patent; endfor {3I) the granting of licenses
wader said patent to an applicant on & senexclusive, voyalty-free
bagis, or on terms thal are reasomsble dn the clrcumstancest
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{e) The Government zeserxves the righ: to license or require the
licemsing of other persens o practice the invention on 2 voyaltye
free basis, or on terms that ave reascmable in the circumstances,

if the grantee imstitution, or any of itz licemsees, falls to comply
-with amy of the provisions of the Depertmemt’s determimation, or if
the Assistant Secreiary determines that the public health, safety,
"o welfare requires the issuamgse of esueh licenses, ox that the public
interest would stherwise suffer unless sweh licenses were granted;

(£) Avy execlusive Ilfcense to o qualified manufsciurer chall be for a
limited peried of time, not to enceed 3 years from the date of firat
ecommercial sale of the patented item, or B vears fwom the date of the
- exelusive licemse, whichever cccul's first, provided that the licemsee
shall use all reasonable effort to effeer {ntroduction into the
compiercial market gs soon asz practicable, consistent with sound and
reasonable business practices and Jjudgment. Awmy extension of this
period of emclusivity shall be subjvct te approval by the Department,
Upon expiration of the pericd of emclusivity, or sny extension thereof,
licenses shall be offered to 2ll yueiified applicants at a yveagonable
royaliy rxate not in excess of the exclusive license royalty rate.

{g) Any licemse shzll imeclude adequate safeguaxdz against unressonsble
royalties end repressive practices. Royaities ghall met in any event
be in excess of normal trade practiece. Such licemse shall also provide
 that all cales to the U. S. Governwent shall be voyalty=free.

{h) If permitted by its patent policiles and the terms of the gramt ov
avard vader vhich the invention iz made, the grantee inmstitution may
share royaltizgs received with the imwentor provided that the grantes
imstitution siwvll not pay the inventor wove then 307 of the firvst

§3,000 gross royalcy paid under the patemt, 25% of the gross wovalty
{ncome between 33,000 end §13,000 and 15% of the gross royalty in excess
of $13,000. The balance of the royelty income, after payment of expenses
incident te the adninistretion of the invention, shall be utiliszed for
the support of educstiomal and vesearch pursuits. '

{1) Any U. S. patent application filed by the grsmtee fnstitution shall
include the following statewsmt In the first paragraph of the speeiffca-
tion fellowling the absiract: "The invention deseribed herein wes made
in the course of work under & gremt or award frem the Department of
Beslth, Education, and Welfare.™




